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Institute of Technology Kharagpur et al

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN JOSE DIVISION

M.A. MOBILE LTD., a limited liability
company chartered in Dominica; and
MANDANA D. FARHANG

Plaintiffs,
V.

INDIAN INSTITUTE OF TECHNOLOGY
KHARAGPUR, an Indian Institute of
Technology incorporated under the “Institute
of Technology Act, 1961"; PARTHA P.
CHAKRABARTI; and DOES 1 through 100,
inclusive,

Defendant.

Case No. é08-02658RMW

Doc. 4

ORDER DENYING PLAINTIFFS’
MOTION FOR DISQUALIFICATION

AFTER RECONSIDERATION

[Re Docket No. 467]

Plaintiffs Mandana Farhar{-arhang”)and M.A. MobileLtd. (collectively “plaintiffs”)

move the court to reconsider its January 13, 2010 Order Denying Plaintiffs’ Motizisqualify

the law firm Orrick, Herrington & Sutcliffe LLP (“Orrick”as @unsel fordefendants Indian

Institute of Technology Kharagpurl(T”) and Partha P. Chakrabagi(“Chakrabarti”) Thecourt’s

prior ruling was based on the premise that Attorney Neel Chatterjee,daadet for defendants,

did not enter into an attornejient relationship withthe defendants until after Attorney James

Telfer, an Orrick attorney who represented Fartfemmm July 2000 to January 2001, had left the

Orrick firm. Dkt. Nos. 86, 98After the court issued its order, new facts were presented to the g
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showing that Attorney Chatterjé@ad privileged communications with defendant Chakrabarti wh
Attorney Telfer was still at OrrickDkt. No. 458-4The court therefore granted leaveptaintiffs to
file a motion for reconsideration based on new material f8etd.ocal Rule 79(b); Dkt. No. 485.
After reviewing thenew facts and reconsiderip@rties’previous submissions and the evidence, t
court DENIES the motion fatisqualification

The issue of disqualificatiois a difficult one to resolve and the court has carefully analyz
the substantial relationship question on which the motion now turns. The parties’ acrirmdey ha
to some extreme accusations in their papers that the aquistlfick support in the evidentiary
record.See, e.g., Dkt. No. 473, Orrick Opp. at 23 (stating that motion to disqualify was “a baldfa
litigation tactic”); Dkt. No. 467, Motion to Disqualify at 234 (listing “facts” suggesting that
Attorney Chatterjee stole information from Orrick’s client files for Chakit@bd hese
overstatements were not helpful in resolving this motion. Hopefullyydtees can avoid extreme
rhetoricin going forward with this case.

. BACKGROUND

A. Current Litigation

In the currehlawsuit, Farhang accuses defendants of taking her intellectual property arj
breaching a joint venture agreemedriaintiff alleges that she initiated discussion vad#iendants in
May of 2003 concerning a joint business venture and they then unsucliessfidtiated over a
threeyearperiod during which time defendants developed her inverfimntiff further claims
that defendants then stoppemmmunicatingvith her and terminated their relationship. She now
sues on theories of breach of contract and fraud, among others.

B. Attorney Telfer’s Prior Representation of Plaintiff

In July of 2000,Farhang retained Orridk connection with her negotiations over an
employment agreement with the company Ikonodyne. Dkt. No. 30, Telfer Decl. T 3; Dkt. No. 3
(Engagement Letter)Attorney Jim Telfer(* Attorney Telfef) was the primary Orrick attorney whd
rendered services tearhang. He signed an engagemetiet on July 27, 2000 which defined the
scope of representation as providing assistance “in connection with your negotiatioeming

your employment agreemehtDkt. No. 34-1. The parties do not appear to dispute that the

ORDERDENYING DISl\%HALIFICATION
Case M. C-08-02658R

LRM

-2-

e

ed

ce

d

4.




United States District Court
For the Northern District of California

© 00 N o o -~ wWw N Pk

N N N N N DN DN NN R R R R R R R R R
0o N o 0N WN P O ©OW 0N O 0N WwWN B O

employment agreement to be negotiated would define the rights of Farhang and lkondkyne wi
respect to intellectual propertyiginally invented by Brian Kerille of Ikonodyne and one of his
former colleagues and in collaboration with plaintiff.

Thenegotiations were not successful drelfer's representatioended in January 2001.
Farhang then initiated litigation against Ikonodykunders using different counsel. Orrick was
not involved in that litigation. The lawsuit settledMay 2003. Farhang acquired ownership rights

in theintellectual propertyhrough the May 2003 settlement. Dkt. No. Barhang Decl. § 14

—+

Orrick’s billing records for the period of time during which it represented Farhang refleg
only work on aremployment agreement and show tta¢ was billed for a total of 19.5 hours of
time: James Telferl9 hours; Greg Schick- 0.25 hours and Richard Rahm- 0.25.hielfer and
Schick were in Orrick’s Compensation and Benefits Group while Rahm was imihleyEnent
Law Group. None of the three was still with Orrick at the time Farhang insttheetlirrentawsuit
against IIT and Chakrabarfielfer leftOrrick on January 14, 2008; Schick left June 8, 2007 and
Rahm departed September 23, 2003. Dkt. No. 34 (Kaufman Decl.) 1 6, 7.

C. Attorney Chatterjee’s 2004 and 2006 Communications with Chakrabarti

While Attorney Telfer was still employed at Orrick, Orrick AttornegdlChatterjee
(“Attorney Chatterjee”) had privileged communications with defendant Chakirabarit plaintiff
Farhang and a “business propos&eé Dkt. No. 463-4 (Dec. 31, 2013 privilege log) (Priv. 251,
“email chain” between Attorney Chatterjee anfedeant Chakrabarti “providing legal advice
regarding business proposal” on April 8, 2006; Priv. 252, 253, August 30, 2006 email regarding
same; Priv. 307-310, March 28, 2004 email “regarding potential legal assistaseal¥p Dkt.
No. 458-11 (Aug. 17, 2013 privilege log) (disclosing March 28, 2004 and April 2004 emails
between Attorney Chatterjee and defendant Chakrabarti “regarding potegdibh$sistance”see
also Dkt. No. 458-4 (Nov. 6, 2012 letter from Attorney Chatterjee to the court disglosi
“‘communications with [defendant Chakrabarti] in which he sought my legal adgasineg Ms.
Farhang.”). The court refers to these communications as the “Chaki@batterjee”

communications.
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D. Prior Motion to Disqualify
In May 2009,Farhang, at thaioint proceeding pro séled a Motion to DisqualifyOrrick.

Dkt. No. 29. The basis for her motion was that the current litigation between her and IIT a
Chakrabarti is substantially related to the representation provided to heridk; @nd therefoe,
Orrick should be disqualified under California’s imputed conflicts i&#e Cal. R. Prof. Conduct 3-
310(E).

After reviewing the parties’ submissionbke court focused owhether the conflicted
attorneys, prior to leaving, shared Farhang’s confideinfiarmation with other attorneys in the
firm or whether other attorneymd any dealings with Farharigkt. No. 86. To answer this
guestion, the court held an evidentiary hearing on January 12, 2&I0kt. No. 100. The court
heard fronfive withessesand determined that “no current Orrick attorney has confidential
information material to the current litigatibBkt. No. 98 at 3. The court therefore denied the
motion to disqualifyld. Critical to the couts decision was the fact that Telfer, Schimkd Rahm
had all left Orrick prior to the filing of Farhang’s lawsuit againstdiid Chakrabarti.

E. Subsequent Litigation

Following denial of the motion to disqualify, litigation proceeded with Orrick as ebfms
defendants. On November 6, 2012, Attor@hatterjee sent a letter to tbeurtindicating that he
had communications with Chakrabarti about Farithagwerenot revealed at the 2010 hearing.
Dkt. No. 458-4 (Nov. 6, 2012 letter).

This letter “deeply concerned” the plaintiimd counsel, who bag “to investigate this
matter further.” Dkt. No. 468-2 (Singbecl., Ex. 1A) (Nov. 27, 201%tten. Oneyear later,
plaintiff's counsel subpoenaed Attorney Chatterjee, seeking his deposition to obkationship
with Chakrabarti. Defendants moved to quash the subpoena. Dkt. No. 458.

The court held a hearing on the motion to quash, and expressed its concern thadutie p
communications raisenew issues regarding the earlneotion to disqualify. Dkt. No. 466 (Hearing
Tr. at 34). Fdlowing the hearing, plaintifffiled the instanMotion for Reconsideration of the prio

Order Denying DisqualificatiorDkt. No. 467. The court granted the motion to quash because
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deposing Attorney Chatterjee was not likely to lead to relevant, non-privilegethatfon, but
authorized plaintiffsfiling of the Motion for Reconsideration. Dkt. No. 485.

After the hearing on the motion for reconsideration, Orrick submitted the Chakrabar
Chatterjee communications for camera review by the court. Consistent with defendaptsa/ilege
logs, the communications show that Attorney Chattdrgeeprovided Chakrabarti with confidentia
legal advice while Attorney Telfer was stitl @rrick. Contrary to plaintiffs’ speculation, nothing in
the communications contains any gastion that Attorney Chatterjee talked to Attorney Telfer of
accessed Attorney Telfer's files. The communications are consistent witk’©representations
throughout this lawsuit: Attorney Chatterjee and Chakrabarti know each lotbegh family
connections, and Chakrabarti reached out to Attorney Chatterjee personally lfassegfance.
Attorney Chatterjee provided legal advice without first running a confileesk through Orrick
because he was essentially giving advice on the spot to a faenlg.

The court noweconsiders its prior Order Denying Disqualification

[I. ANALYSIS

A. Imputed Conflicts of Interest

A motion to disqualify counsel implicates two competing issues: the current clight $a
the attorney of his or her choice versus the need to maintain ethical standardessiqgmaf
responsibility. Jessen v. Hartford Cas. Ins. Co., 111 Cal. App. 4th 698 (2003).

Farhang moves to disqualify Orrick under California Rule of Professional Con@1€x(B).
Rule 3310(E) prohibits an attorney from later agreeing to represent an advefragyattorneys
former client unless the former client provides an “informed written céhaeiving the conflict.
If the attorney fails to obtain such consent and undertakes to represent the adwer$argner
client may disqualify the attorney by showing a “substantial relatiohbeigveen the subjects of
the prior and the current representatidiatt v. Superior Court, 9 Cal. 4th 275, 283 (1994).

Here, the undisputed facts show that Attorney Chatterjee had confidential atthend
communications with Chakrabarti while Attorney Telfer was still at Orrick. Tosrgunder
California’s imputed conflicts rule, Orrick must be disqualified if there is atantial relationkip

between the two representatiofbere is no need to inquire as to whether any Orrick attorney
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actually received confidential informatiowhich was a key question on the prior Motion to
Disqualify. See Dkt. Nos. 86, 98 (applying imputed conflicts rébe departed law firm attorneys).
However,as part of reconsidering the prior Order Denying Disqualificatiio® courtakes a second
look at whether such a substantial relationship ex@sesalso Dkt. No. 473 (Orrick Opp.) at 20

(requesting that theourt reconsider its prior finding of a substantial relationship).

B. Reconsideration of the Issue of Whether there is @ubstantial Relationship
Between the Telfer Representation and the Current Representation

To determine whether there is a substantiakinship between successive representatio

the courts focus less on the meaning of the words substantial and
relationship and look instead at the practical consequences of the
attorney’s representation of the former client. Thaertsoask whether
confidential information material to the current dispute would normally
have been imparted to the attorney by virtue of the nature of the former
representation.

H. F. Ahmanson & Co. v. Salomon Bros., Inc., 229 Cal. App. 3d 1445, 1454 (1991)ssen

elaborated on th&hmanson test, and concluded that

successive representations will be “substantially related” when the
evidence . . . supports a rational conclusion that information material to
the evaluation, prosecutiosettlement, or accomplishment of the former
representation given its factual issues is also material to the evaluation,
prosecution, settlement, or accomplishment of the current representation
given its factual and legal issues.

Jessen, 111 Cal. App. 4th. at 713.

As mentioned above, the Telfer representation involved negotiation of an employment
agreement between Farhang and Ikonodyne. Some of the issues addressed indladgt Fale
within Ikonodyne, compensation for her services, and formatiomefaompanywhich would
hold a license tgertain righs in Ikonodyne’s technology. Dkt. No. 4B3Employment
Agreement)filed under seal); Dkt. No. 31 (Farhang Decl.) fibwever, this agreement was neve
signed, and Farhang actually acquired her éstein the intellectual property in Heterlitigation
settlement with Ikonodyne. Farhang Decl. § 14 (“In 2003, | acquired rights tovibietion as part
of a confidential agreement that | entered into with Mr. Kenville and IkonodyneThis
foundation enabled me to immediately embark upon my plans to develop and market the
Invention . . ..").
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Plaintiffs allege that Orrick’s involvement with the intellectual property csethie
substantial relationshifzarhang alleges that Orrick learned of heng term goals as they
pertained to the Invention,” “what rights [she] preferred to own regarding the imvgraind “what
role [she] intended to play in furthering the work of the Inventitoh.Y Y 3, 5.

Farhang’s client filewwggests that the onlgdal service Orrickrovided to Farhangasto
attemptto negotiatean employment agreemenith Ikonodyne or Kenville notherwisesplitting
the Invention between Farhang and Ikonodyne. Orrick did not prosecute any patents on the
intellectual property.lt does noaippeartthat Orrick provided any advic¢ailoredto theintellectual
property beyond what was included in the draft employment agreement. Farhamiglhexual
property counsel from the Fenwick firm accompaey atthe settlement discussions with
Ikonodyne. In fact, Farhang testified that no one gave her adooeerning the intellectual

property during the ligation with Ikonodyne and Kenwville:

The Court: Who did your I.P — who did you consult with for I.P. matters
when Orrick no longer @esented you?

Ms. Farhang: As part of my settlement with Mr. Kenville, | actually had
the Fenwick firm come with me.

The Court: All right. But who — as | understand it, you were concerned
about your I.P. rights when you were negotiating the settlement with Mr.
Kenville.

Ms. Farhang: Right.

The Court: That wasn’t resolved until months after Orrick was no longer
representing you; correct?

Ms. Farhang: Correct.

The Court: Who gave you advice concerning I.P. during the time between
when Orrick stopped rementing you and the time that you settled with
Kenville?

Ms. Farhang: No one gave me advice. The litigation counsel may have

used someone, but because it was not at the point yet in the case where the
I.P. was being examined, there were no experts oriagytnd then |

ended up getting all the rights, so there was no negotiations at that point
about how to split the I.P. becauseit was sort of clear that | was going

to get everything. Sowhich | did end up getting.

The Court: So that was different than the situation when you were with
Mr. Telfer?

Ms. Farhang: Well, Mr= yes. At the point when | was with Mr. Telfer,
there were- we were trying to settle the matter by splitting up the
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intellectual property into different groups so that | could go my own way
with part of it and Mr. Kenville could go his way with part of it. But as we
entered the litigation it became clear that Mr. Kenville’s case was so weak
and really his liability was so large thadtually ended up getting all of

the I.P. rights and there was no need to split them up. Sd gtit-all the

parts, if you will.

Dkt. No. 400 Farhangest) at 132:25-134:17

The issues raised in the current litigation relate to Farhang’s attempt topletelectual
property she secured throughifferent agreemerftom the employment agreement that Attorney
Telfer tried to negotiate for hdfarhan¢s originalcomplaintdid not mention lkonodyne, Mr.
Kenville, or Farhang’s prior employmehtnstead, the facts giving rise to the complaint all

occurred after her separation from lkonodyne and after the Telfer repteseridkt. No. 147,

Third Amended Complaint at 11 22, 86. The knowledge that Orrick had acquired about Farhang &

the intellectual property became close to irrelevant after the Ikonodyresrsaitl
Farhang also alleges that Orrick has acquired “playbook” knowledge ofigatidin and

settlement strategies. In some cases, “playbook” knowledge is enough to desguadification.

See, e.g. Global Van Linesv. Superior Court, 144 Cal. App. 3d 483, 488-89 (1983). This is not such

a case. Farhang whsled for lessthan 20 hours legal work performed in a ridigation setting.lt
is difficult to believe thaOrrick acquiredanin-depth understanding of Farhang’s litigation
philosophy or “substantial knowledge of [her] policies, attitudes, and practides.”

In addition, a significant amount of time passed between the Telfer reteseand the
ChakrabartiChatterjee communications. During that time, Farhang had entered iiingat&oh
settlementvith Ikonodynein which Orrick played no role or even had knowleddgene Telfer
representation related to events involving Farhang and the intellectual pripérye two steps
removed from the current dispute. Based on the camxt® critical analysis of the legal services
Orrick rendered to Farhandpe courtreconsiders its previous finding of a substantial relationship
and now findghat here is not a substantial relationship betw®enck’s current representation of

IIT and Chakabart and Orricks past representation of Farhambe court finds that it is highly

! The current complaint, the Third Amended Complaint contains two references to Ikondugne
first states that plaintiff maintained confidentiality of the thed by Ikonodyne while working
there. Dkt. No. 147 at 21:7-11. The second alleges that Farhang showed Chakmdtamiodyne
Business Plan.ld. at 41:14.
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unlikely that confidential information material to the current dispute would have inganted to
Attorney Telfer by virtue of the nature of his representation of Farhdregeforein light of the
court’s reconsideration of the relationship between the Orrick firm and Farhamgtimues to deny
disqualification. As an added assurance thatick respect the confidentialityof its past
communications with Fagmg, it must continue to watlff Farhang’s client file and its ethics
counsel from all other Orrick attorne§See Dkt. No. 473-1 (Alderman Decl.) 8.

lll. ORDER

For the reasons explained above, the cdemiesthe motion to disqualify.

Dated: April 4, 2014

Ronald M. Whyte
United States District Judge

% The court therefore denies the motion for a finding of implied limited waiver ofgméi Dkt. No.
472.
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