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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION
SKY TECHNOLOGIES LLC, §
Plaintiff, g
V. g CIVIL ACTION NO. 2:06-CV-440 (DF)
SAP AG, SAP AMERICA, INC. and g
ORACLE CORPORATION, §
- Defendants. g

ORDER

Currently before the Court is Defendants’ Rule 12(b)(1) ‘MotiOn fo Dismiss for Lack of
Standing (Dkt. No. 132) and related briefing (Dkt. Nos. 147,155, 171, 186, 189). The Court
held a hearing regarding this matter on February 28, 2008. Dkt. No. 187. In a March 20, 2008
Order (the “March Order”), the Court requested additional briefing on this matter. Dkt. No. 193
at 19. rThus, currently before the Court is Sky’s supplemental brief (Dkt. No. 198) and related
briefing (Dkt. Nos. 200, 204, and 206). After considering the arguments and the briefing, the
Court DENIES Defendants’ Rule 12(b)(1) Motion to Dismiss for Lack of Standing (Dkt. No.
132).
L BACKGROUND

A. Factual Background'

On October 17, 2006, Plaintiff Sky filed a claim for infringement of U.S. Patent Nos.

6,141,653 (the ““653 Patent”), 6,336,105 (the “105 Patent”), and 6,338,050 (the ““050 Patent”).

! This background was taken from this Court’s previous March 20, 2008 Order.. Dkt. No.

193 at 1-4.
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Complaint, Dkt. No. 1. Jeffrey Conklin (“Conklin”), David Foucher, and Daniel Foucher are the
named inventors of these patents. United States Patent Nos. 7,162,458 (the “‘458 Patent™) and
7,149,724 (the “‘724 Patent”) were later added. Second Amended Complaint, Dkt. No. 44.
Conklin, David Foucher, Daniel Foucher, and William J. Flanagan are listed as the inventors of
these two patents.

The inventors of all the above five patents-in-suit assigned their rights to TradeAccess,
Inc. (“TradeAccess”). Dkt. No. 132 at 7% (citing Dkt. No. 132, Exhibits B-F); Dkt. No. 147
(citing Dkt. No. 132, Exhibits B-F). Each of these assignments was filed in the United States
Patent & Trademark Office (“USPTO”). Dkt. No. 132 at 8. TradeAccess was formed by
Conklin. Dkt, No. 132 at §; Dkt. No. 147 at 2. On April 2, 2001, an Intellectual Property |
Security Agreement was made between TradeAccess and Silicon Valley Bank where a loan was
secured interests to TradeAccess’s intellectual property. Dkt. No. 132 at 8 (citing Dkt. No. 132,
Exh. G (the “SVB Agreement”); Dkt. No. 147 (citing Dkt. No. 132, Exh. G). The agreement
contained a clause stating that the I[P Agreement would be “governed by and construed in
accordance with the laws of the Commonwealth of Massachusetts.” SVB Agreement at 7. On
April 3, 2001, an Intellectual Property Security Agreement was made between TradeAccess and
Cross Atlantic Capital Partners, Inc. (“XACP”), as agent for Cross Atlantic Technology Fund,
L.P. (“XATF”), The Co-Investment 2000 Fund, L.P. (“CI 2000”), and 3i Technology Partners
L.P. (“3i”). Dkt No. 132 at 8; Dkt. No. 147 at 3; Dkt. No. 132, Exh. H (the “XACP
Agreement”). XATF, CI 2000 and 3i received first priority in TradeAccess’s intellectual

property, except as to liens and security interests granted to SVB. Dkt. No. 132, Exh. H at 2.

?All page numbers refer to the document header page numbers.

2



CaGa6DBWHRIZSRMVIDoQunaniertiR 7-7FilSiafZEa0B Paypeeaf 6872

This second agreement also had a Massachusetts choice of law clause. XACP Agreement at 8.
These documents were filed with the USPTO. Dkt. No. 132 at 8,

TradeAccess changed its name to Ozro on May 3, 2001 by filing papers with the State of
Delaware Office of the Secretary of State. Dkt. No. 132 at 8 (citing Dkt. No. 132, Exh. L). On
December 5, 2002, XATF and CI 2000 “entered into a Purchase Agreement with 3i, wherein 3i
assigned all rights in its agreements with Ozro, including the Intellectual Property Security
Agreement. Dkt. No. 147 at 3. On December 18, 2002, Silicon Valley Bank entered into a Non-
Recourse Assignment with XATF and CI 2000, as tenants in common with 2/3 undivided
interest to XATF and 1/3 undivided interest to CI 2000, wherein Silicon Valley Bank transferred
its rights to the secured loan agreement with Ozro. Dkt. No. 147 (citing Dkt. No. 132, Exh. I at
1). Thus, at this point, the interest was consolidated to XATF and CI 2000.

Under a Settlement Agreement, effective as of June 4, 2003, XACP, CI 2000, and XATF
sought to sell to Conklin “certain intellectual property and assets of Ozro, Inc. (f/k/a/ Trade
Access, Inc.).” Dkt. No. 132 at 8; Dkt. No. 147 at 4; Dkt. No. 132, Exh. M. The Agreement
specified that the Intellectual Property would be purchased by the new entity “Newco” created
by Conklin. Dkt. No. 132, Exh. M at 7. The Agreement stated:

Public Auction. The XACP Entities [XACP, CI 2000, and XATF] shall use their

best efforts to obtain title to the Intellectual Property for purposes of a transfer

from the XACP Entities to Newco, by selling all of the XACP Entities’ rights in

and to the Secured Intellectual Property by Public Auction within sixty (60) days

after the Effective Date. The XACP Entities shall provide Conklin with the

opportunity to review and approve the terms and notices relating to the Public

Auction prior to their release. At the Public Auction, the XACP entities, or their

designee, will credit bid up to $4,031,844, as may be required to purchase the

Intellectual Property, including but not limited to the right to sue for past

infringement or misappropriation of the Patents, covered by security interests held
by the XACP Entities. . . .
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Dkt. No. 132, Exh. M at 7-8. The $4,031,844 was the “amount owed by Ozro to XACP.” Dkt.
No. 132 at 8.

On July 14, 2003, a public auction was held regarding the Ozro Intellectual Property.
According to the auctioneer:

The intellectual property assets were offered for sale in two offerings. The first

sale was to foreclose on the security interest originally held by Silicon Valley

Bank that was subsequently assigned to Cross Atlantic. Cross Atlantic foreclosed

on this first priority security interest as assignee of this interest. The second sale

was to foreclose on the security interest originally held by Cross Atlantic. Cross

Atlantic was the only bidder and it, through its representative Craig Vaughn,

purchased the assets for $100,000.

Dkt. No. 132, Exh. N (letter from Atlantic Auctions to counsel for Ozro).

Therefore, XACP foreclosed on both of the security interests. Defendants state that
despite this sale, there was no written instrument assigning the Ozro patents to XACP. Dkt. No.
132 at 9. On July 23, 2003 a written assignment was made by XACP to Whitelight Technology,
LLC, a predecessor to Sky, for the rights to multiple patents, including the ‘653 Patent, the ‘050
Patent, the ‘105 Patent, as well as, U.S. Application No. 09/702,128, which would later become
the ‘458 Patent, and U.S, Application No. 09/702,062, which would later become the ‘724
Patent. Dkt. No. 132, Exh. O at 1. This assignment had a choice of law clause for the
assignment to be construed pursuant to the laws of the Commonwealth of Pennsylvania. Id. at 3.
On November 1, 2007, Ozro, Inc. submitted a Certificate of Dissolution to the State of Delaware,
which was authorized on April 24, 2007 by Conklin. Dkt. No. 132, Ex. P.

B. Procedural Background

Now before the Court, Defendants contest the assignment made on July 22, 2003 from

XACP to Whitelight Technology, LLP as improper because Defendants aver that Ozro never
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assigned the patents-in-suit to XACP in any instrument in writing after the July 14, 2003
foreclosure. Sky argues that the security agreements and their subsequent recording in the
USPTO served as assignments. Ozro has filed a motion to intervene (Dkt. No. 146) in order to
resolve the standing issue.

The primary disagreement between Sky and the Defendants was whether the April 2001
Security Agreements, which were recorded and later foreclosed, were sufficient to satisfy
Section 261. Defendants had argued that Ozro was obligated to transfer title, after the July 14,
2003 foreclosure, through a written assignment pursuant to Section 261. See Dkt. No. 132 at 9.
The Court distinguished conflicting cases proffered by the parties. Sky relied on the Supreme
Court decision in Waterman v. Mackenzie for the proposition that the recording of a security
interest “operates as delivery of title to satisfy § 261.” Dkt. No. 147 at 5. Defendants relied on

‘In re Cybernetic for the proposition that security interests do not qualify as assignments under
Section 261.” Dkt. No. 132 at 12, In the previous March Order, this Court held that the Ninth
Circuit in In re Cybernetic merely held that Section 261 only requires the recording of ownership
interests in a patent and that Waterman does not broadly stand for the proposition that a security
interest recorded with the USPTO effectively transfers title to the secured lender under Section
261. Dkt. No. 193 at 14-17.

The Court requested further briefing, asking the parties to address: (1) the effect of any
evidence after the foreclosure; (2) whether the provisions of the Security Agreement granted
substantial rights as to effect a transfer of title; and (3) the effect of a security agreement that
contains provisions to transfer of title but is not effective unless defaulted upon. Dkt. No. 193 at

18.
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IL LEGAL PRINCIPLES
“The burden of demonstrating standing falls to [Plaintiff], as ‘[i]t is well established . . .
that before a federal court can consider the merits of a legal claim, the person seeking to invoke
the jurisdiction of the court must establish the requisite standing to sue.””” Ortho Pharm. Corp. v.
Genetics Inst., Inc., 52 F.3d 1026 (Fed. Cir. 1995) (quoting Whitmore v. Arkansas, 495 U.S. 149,
154 (1990); citing Sicom Sys., Ltd. v. Agilent Tech., Inc., 427 F.3d 971, 975-76 (Fed. Cir. 2005)).
One seeking damages for infringement of a patent must hold legal title to that patent.
See, e.g., Rite-Hite Corp. v. Kelley Co., Inc., 56 F.3d 1538 (Fed. Cir. 1995); Speedplay, Inc. v.
Bebop, 211 F.3d 1245, 1249-50 (Fed. Cir. 2000) (citing 35 U.S.C. §§ 100(d), 261, 281). Under

Section 261:

Applications for patent, patents, or any interest therein, shall be assignable in law
by an instrument in writing. The applicant, patentee, or his assigns or legal
representatives may in like manner grant and convey an exclusive right under his
application for patent, or patents, to the whole or any specified part of the United
States. . . .

An assignment, grant or conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration, without notice, unless it is
recorded in the Patent and Trademark Office within three months from its date or
prior to the date of such subsequent purchase or mortgage.

A party without title has no standing to bring suit. Filmtec Corp. v. Allied-Signal Inc., 939 F.2d
1568 (Fed. Cir.1991); Abbott Labs. v. Diamedix Corp., 47 F.3d 1128, 1131 (Fed. Cir. 1995)
_(“The right to sue for infringement is ordinarily an incident of legal title to the patent.”).
“Further, all co-owners must, ordinarily, consent to join as plaintiffs in an infringement suit.”
DDB Techs., LLC v. MLB Advanced Media, LP, 465 F. Supp. 2d 657, 661 (W.D. Tex. 2006).
Legal title, which confers standing, must be held at the inception of the lawsuit. Paradise

Creations, 315 F.3d at 1308 (citing Lujan v. Defenders of Wildlife, 504 U.S. 555,570 n.5, 119 L.

6
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Ed. 2d 351, 112 S. Ct. 2130 (1992) (plurality opinion)); Gaia Technologies, 93 F.3d at 777.

“The party asserting that it has all substantial rights in the patent ‘must produce . . . written
instruments documenting the transfer of proprie’;ary rights.”” Mentor H/S, Inc., 240 F.3d at 1017
(quoting Speedplay, 211 F.3d at 1250). Section 100(d) provides that a “‘patentee’ includes not
only the patentee to whom the patent was issued but also the successor in title to the patentee.”
Therefore, the chain of title must be followed in order to determine the party holding legal title to

the patent. See Enzo, 134 F.3d at 1093; Gaia Technologies, 93 F.3d at 777.

“In examining a Rule 12(b)(1) motion, the Court is empowered to consider matters of
fact which may be in dispute.” Id. A court may not grant dismissal “unless it appears certain
that the plaintiffs cannot prove any set of facts in support of their claim which would entitle them
to relief,” and a court “must take as true all of the allegations of the complaint and the facts as set

out by the [plaintiffs].” Saraw Partnership v. U.S., 67 F.3d 567, 569 (5th Cir. 1995).
III. MOTION TO DISMISS

Sky has offered several theories in defense against the motion to dismiss. Sky initially
argued that a security interest that is recorded in the PTO effects transfer of title. Dkt. No, 147 at
1. Sky stated that the Agreements transferred a title and the rights were slowly consolidated

‘through various assignment agreements. Id. at 3. However, as explained above, the Court
rejected this argument, stating that the Waterman case cited by Sky related to a dispute regarding

a subsequent purchase or mortgagee. March Order at 17.

Sky now argues that transfer of title to the patents does not require a written assignment.
Dkt. No. 204 at 1. Moreover, Sky states that if a written assignment was required, the Security

Agreements are written assignments that are actually conditional assignments that become

7
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effective upon default. Dkt. No. 198 at 3. Therefore, Sky argues that the transfer of title

occurred at the foreclosure. Id. at 5.

The first issue the Court addresses is whether a transfer may be effected through an

operation of law.
A. Transfer by Operation of Law and Choice of Law
1. Parties’ Positions

Defendants cite to a recently issued Federal Circuit authority, 4kazawa v. New Link
Technology International, Inc., 520 F.3d 1354 (Fed. Cir. 2008), arguing that thé Federal Circuit
affirmed the “requirement that transfer by assignment under § 261 ‘be in writing’.” Dkt. No. 200
at 14 n.46. Defendants state that the question of automatic assignment is a matter of federal and
not state law. Dkt. No. 200 at 14 (citing DDB Techs. L.L.C. v. MLB Advanced Media, L.P., 517
F.3d 1284, 1290 (Fed. Cir. 2008)), Defendants further argue that a debtor must “convey written
title or written title must be ordered conveyed by a duly-authorized court.” Id. at 14 (citing Ager

v. Murray, 105 U.S. 126, 131 (1881)).

Sky argues that new Federal Circuit authority, Akazawa, provides that title to patents can
pass by operation of law and no written assignment under § 261 is necessary. Dkt. No. 204 at 1
(citing Akazawa, 520 F.3d at 1356-57). Sky contends that Defendants argue that federal law
applies in order to advance Ager. Dkt. No. 204 at 4. Sky bélieves that Ager is inapplicable and
distinguishable because Ager was decided before the creation and adoption of the Uniform

Commercial Code (“UCC”). Id. at 4-5.

Defendants reply that Section 261 requires that assignments be in writing. Dkt. No. 206
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at 8. Defendants contend that courts have long recognized that state probate law automatically
vests legal title in a patentee’s heirs and interprets the holding in Akazawa to be limited to
extending those decisions to allow the probate law of another nation to similarly vest legal title
in an heir without a written assignment. Id. at 8 (citing Akazawa, 520 F.3d at 1357-58; H.M.
Stickle v. Heublein, Inc., 716 F.2d 1550, 1558 (Fed. Cir. 1983); Winkler v Studebaker Bros. Mfg.
Co., 105 F. 190, 190-91 (C.C.S.D.N.Y. 1900)). Defendants clarify that they do “not contend, as
Sky represents, ‘that the only means by which title to patents transfers is an assignment in
writing or court Order compelling assignment’” rather that “where—as here following XACP’s
purported foreclosure on Ozro’s patents—no state law operates to vest legal title to the patents, a
plaintiff must obtain a written assignment pursuant to Section 261 in order to establish its legal

title and therefore standing to pursue any claim for patent infringement.” Id. at 8-9.
2. Analysis

Defendants and Sky fundamentally agree on the general holding of 4kazawa that “there
is nothing that iimits assignment as the only means for transferring patent ownership. Indeed,
the case law illustrates that ownership of a patent may be changed by operation of law.”
Akazawa, 520 F.3d at 1356. The primary difference between Defendants and Sky’s argument is
that Defendants presume that there is no state law that operates to vest legal title to the patents
and Defendants conclude that legal title must therefore be established through a written

assignment pursuant to Section 261 or a Court order. See Dkt. No. 206 at 9.

In Akazawa, the defendant challenged the standing of the plaintiff., The inventor of the
patent in interest, U.S. Patent No. 5,615,761 (“the “716 patent”), had died intestate, and the heirs,

the inventors’ wife and two daughters, consolidated their rights to a single daughter through an

9
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“Inheritance Agreement,” and the daughter in turn assigned the rights under the patent to the
plaintiff. Akazawa, 520 F.3d at 1355. The defendant argued that Section 261 “mandates a
writing where there is a transfer upon death in order for there to be a proper assignment between
two entities.” Id. Like in this case, the defendant stated that the plaintiff did not own the patent
because “there was never a writing transferring the 716 patent from the estate of [the inventor]
to [the inventors’ heirs], the inheritance agreement between [the inventors’ heirs] and the
assignment between [the daughter] and [the plaintiff] notwithstanding.” Id. The Federal Circuit

held that “ownership of a patent may be changed by operation of law.” Id. at 1356.

Likewise, the Court determines that ownership of a patent may be changed by operation
of law, and thus, the Court must determine whether the Security Agreement and subsequent

foreclosure transferred the patent by operation of law.

Defendants argue that federal law, not state law, applies in automatic assignments, and
argue that because there was no written assignment, federal law, as posited by Ager, requires a
Court order. See Dkt. No. 200 at 14. Defendants rely on DDB Technologies for the proposition
that federal law would apply in this case. Id. In DDB Technologies, the defendant had obtained a
license to the patents-in-suit from the former employer of one of the inventors, who helped to
form the plaintiff company. DDB Technologies, 517 F.3d at 1288. The district court had to
evaluate whether, under the employment agreement between the former employer and the
employee/inventor, there was an automatic assignment of the inventor’s rights. /d. The Federal
Circuit first determined that “[a]lthough state law governs the interpretation of contracts
generally, the question of whether a patent assignment clause creates an automatic assignment or

merely an obligation to assign is intimately bound up with the question of standing in patent

10
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cases” and concluded that this was a matter of federal law. Id. at 1289-90.

On the other hand, Judge Newman’s dissent stated that the panel majority was
overreaching and contrary to law and precedent and Judge Newman narrowly stated the
majority’s holding as relating to “interpretation of employment contracts, including clauses
establishing employer-employee obligations with respect to inventions and patents.” Id. at 1296.
Here, there is not an employment contract, but rather a security agreement. As explained above,
the Akazawa case addressed the analogous question of whether there was a break in the chain of
title due to the lack of written assignment pursuant to Section 261. In Akazawa, the Federal
Circuit held that the “case law is clear that state law, not federal law, typically governs patent
ownership.” Akazawa, 520 F.3d at 1357 (citing Jim Arnold Corp. v. Hydrotech Sys., Inc., 109
F.3d 1567, 1572 (Fed. Cir. 1997). The Federal Circuit determined that resolution of the issues

required an interpretation of Japanese intestacy law. Id. at 1358.

The Court determines that state law, not federal law, should govern this case. Here, both
Security Agreements stated that Massachusetts choice of law would apply. SVB Agreement at
7; XACP Agreement at 8. Therefore, the Court applies Massachusetts law, specifically the
Massachusetts UCC (i.e. Mass. Ann. Laws ch. 106 Art. 9), to determine whether there was a

transfer of title by operation of law.
B. Transfer of Title
1. Parties’ Positions

Sky argues that “numerous courts have observed the passing of title to intellectual

property upon a debtor’s default.” Dkt. No. 198 at 4 (citing Haymaker Sports, Inc. v. Turian,

11
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581 F.2d 257, 261 (C.C.P.A. 1978); Health Discovery Corp. v. Ciphergen Biosystems, Inc., No.
2:06-cv-260, 2007 WL 128283, at *1 (E.D. Tex. Jan. 11, 2007); digiGan, Inc. v. iValidate, Inc.,
No. 02 Civ. 420, 2004 WL 203010, at *3 (S.D.N.Y. Feb. 3, 2004)). Sky contends that “full title
to the patents-in-suit passed to XACP when Ozro defaulted and XACP foreclosed.” Id. at 5.
Sky states that both Security Agreements provide that the lenders had all “rights and remedies of
a secured creditor under the Massachusetts Uniform Commercial Code.” Id. at 6 (citing SVB
Agreement at 6; XACP Agreement at 6-7). Sky avers that under Massachusetts UCC a default
transfers all Qf the debtor’s rights in the collateral, including the rights to sell, lease, license, or
dispose of the property. Id. (citing MASS. GEN. LAwsS ch. 106 at §§ 9-617 & 9-610). Sky
emphasizes that under Massachusetts law, “a secured creditor is not required to bring an action
to compel assignment to foreclose on intellectual property interests or execute any additional
instrument upon foreclosure,” citing that Massachusetts UCC does not contain a provision
requiring additional action after foreclosure on intellectual property. Id. at 9 (citing MASS. GEN.
LAws ch. 106 at Art. 9). Sky argues that the Security Agreements were conditional assignments

that were duly recorded with the PTO, thus fulfilling Section 261. Id. at 7.

Defendants respond that the security interests are not “conditional assignments.” Dkt.
No. 200 at 6. Defendants reiterate that an assignment must transfer all substantial rights while a
security interest is an agreement for a future assignment and not a “present ownership right in the
patent.” Id. at 8-9 (citing Aspex Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 1336, 1341 (Fed.
Cir. 2006); Trimarchi v. Together Dev. Corp., 255 B.R. 606, 611 (D. Mass. 2000); quoting City
Bank and Trust Co. v. Otto Fabric, Inc., 83 B.R. 780, 782 (D.Kan. 1988)). Defendants nqte that

the language of the contract does not provide for an automatic assignment, but rather, the grant

12
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clause and other provisions repeatedly provides for a security interest. Id. at 10-12 (citing SVB
Agreement 7 1, 3(c), 3(D), 3(k), 6(a), 8; XACP Agreement | 1, 3(c), 3(h), 3(I), 3(k), 6(a); DDB

Tech., 517 F.3d at 1290).

Defendants state that a security interest does not convey title and is not an assignment.
Dkt. No. 200 at 11-12 (citing Holt v. United States, 13 U.C.C. Rep. Servs. 336, 1973 WL 614, at
*1 (D.D.C. 1973)). Defendants note that the article that Sky relies upon for its assignment
theory recognizes a security interest to be a “lesser interest in the collateral.” Id. (citing Thomas

L. Bahrick, Security Interests in Intellectual Property, 15 ALP.L.A. Q.J. 30, 40 (1987)).

Defendants further provide that the default did not transfer substantial rights. Dkt. No.
200 at 14. Defendants argue that federal law should apply and that “[e]ven where the language
in the underlying loan documents provides the creditor ‘an entitlement to an immediate
assignment of all right, title, and interests to the patents, with the right and power to execute and
record an assignment of the patents as attorney-in-fact on behalf of the debtor after notice of
default,” courts have held that ‘no actual assignment of the patents occurred.’” Id. at 15 (quoting

In re Tower Tech, Inc., 67 Fed. Appx. 521, 524 (10th Cir. 2003)).

Defendants alternatively argue that even if Massachusetts law applied, the courts are
“clear that ‘an event of default does not automatically transfer possession to the creditor.””” Dkt.
No. 200 at 15 (quoting McDonald v. Rockland Trust Co., 798 N.E.2d 323, 327 (Mass. App.
2003)). Defendants cite that Massachusetts states that after foreclosure, if the debtor refuses to
sign a written transfer of title, the creditor may file a “transfer statement.” /d. at 15-16
(M.G.L.A. 106 § 9-619 Comment 2). Defendants assert that a creditor may alternatively seek a

court order compelling a written assignment or appointing a receiver to issue a written

13
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assignment, which Ozro failed to do in its transfer to XACP. Id. at 16 (citing Barton v. White,
144 Mass. 281, 284 (Mass. 1887); Wilson v. Martin-Wilson Automatic Fire-Alarm Co., 151

Mass. 515 (Mass. 1890); McCann v. Randall, 147 Mass. 81 (Mass. 1888)).

Sky responds that the McDonald case cited by Defendants is correct in stating that “an
event of default does not automatically transfer possession to the creditor, [but] McDonald does
not stand for the broader principle that title cannot pass by operation of law.” Dkt. No. 204 at 5.
Sky states that a creditor has several options, including forbearing the enforcement of its security
agreement, and in this situation “XACP elected to foreclose and purchase the patents.” Id. Sky
contends that, contrary to Defendants’ assertion, § 9-619 does not require that XACP execute a
“transfer statement,” which is a non-mandatory statement that is used “to address procedural
problems that can arise when a secured party effects a non-volitional transfer, and the ‘transfer
statement’ assists the secured party in recording its interest.” Id. at 6 (citing MAsS. GEN. LAWS

ch. 106 § 9-619 Author’s Note).

Defendants counter that “unless state law specifically vests legal title to a patent, a
written assignment is required to vest legal title.” Dkt. No. 206 at 9 (citing Ager v. Murray, 105
U.S. 126, 131 (1881)). Defendants contend that Massachusetts law does not operate to vest legal
title to patents following a default. Id. at 10. Defendants argue that in In re Roman Cleanser
Co., 43 B.R. 940, 948 n.4 (Bank. Mich. 1984), aff’d 802 F.2d 207 (6th Cir. 1986), the court held
that a security interest in a trademark was not an assignment upon default, and even after a
creditor enforces the security interest, the creditor was still required to comply with the written
assignment provision of the Lanham Act. Id. at 10 n.17. Otherwise, Defendants assert a court of

equity could appoint a trustee to make the assignment, and in this situation Defendants argue that

14
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XACP could have executed a written assignment to itself as it was Ozro’s “attorney in fact.” Id.
at 10 (citing Wilson v. Martin-Wilson Automatic Fire-Alarm Co., 151 Mass. 515, 516-17, 519-20

(Mass. 1890); XACP Agreement at 6).

Defendants distinguish the probate cases cited in Akazawa and argue that uﬁlike those
cases, Massachusetts UCC § 9-610 “does not provide that legal title to a patent ‘shall vest
immediately’ or ‘vests by operation of law’ in a creditor upon default or foreclosure.” Dkt. No.
206 at 11 (citing H.M. Stickle, 716 F.2d at 1558; Winkler, 105 F. at 190-91). Defendants
reiterate that the Tenth Circuit in In re Tower Tech rejected an automatic transfer of title. Id.
Regarding the “transfer statement,” Defendants aver that it is not required but is one mechanism
to obtain title after default without a court order; however, Defendants note that this mechanism
would not be needed if title to the patent vested automatically as Sky claims. Id. at 11-12 (citing .
Thomas M. Ward, Intellectual Property in Commerce § 3:70 (2007)). Defendants state that the
~ cases cited by Sky support Defendants’ position that an affirmative act had to be made after
foreclosure. Id. at 12 (citing Health Discovery, 2007 WL 128283, at *1; digiGan, 2005 WL

2254464, at *3).
2. Analysis

From the briefing, the Defendants and Sky appear to agree on two preliminary issues of
law. Defendants have conceded that a patent may pass by operation of law and a written
assignment is not the only method to transfer a patent. Defendants’ Sur-Reply, Dkt. No. 206 at
8. Likewise, Sky has conceded that a default of a security interest does not automatically
transfer possession to the creditor. Sky’s Reply, Dkt. No. 204 at 5 (citing McDonald, 798

N.E.2d at 327 (stating “an event of default does not automatically transfer possession to the
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creditor””)). Defendants assert that there is no state law that automatically vests legal title upon
foreclosure, whereas Sky argues that it is the foreclosure and purchase of the patents that
effected the transfer. See Dkt. No. 206 at 9; Dkt. No. 204 at 5. Therefore, the point of
contention between the parties, and the issue that the Court must resolve, is whether there was a
transfer of the patents from Ozro to XACP through an operation of law, specifically whether a
foreclosure sale and purchase, under Massachusetts UCC, is sufficient to transfer title by

operation of law.
The Security Agreements provide the following remedies upon a default:

8. Remedies. Upon the occurrence and continuance of an Event of
Default, Lender shall have the right to exercise all the remedies of a secured party
under the Massachusetts Uniform Commercial Code, including without limitation
the right to require Grantor to assemble the Intellectual Property Collateral and
any tangible property in which Lender has a security interest and to make it
available to Lender at a place reasonably designated by Lender . . . .

SVB Agreement at 6.

8. Remedies. (a) Upon the occurrence and continuance of an Event of
Default, Agent shall have the right to exercise all the remedies of a secured party
upon such default under the Massachusetts Uniform Commercial Code (the
“UCC”) (or other applicable Federal or other law), in addition to which, Agent
shall have the following rights and remedies: (I) to take possession of all or any
portion of the Intellectual Property Collateral, (ii) to sell, lease, or otherwise
dispose of any or all of the Intellectual Property Collateral, in its then condition or
following such preparation or processing as the Agent deems advisable and with
or without the taking of possession of any of the Intellectual Property Collateral,
and (iii) to exercise all or any of the rights, remedies, powers, privileges, and
discretions under all or any of the documents relating to the Secured Obligations.

XACP Agreement at 6-7.

Sky argues that the mere foreclosure results in the transfer of title. Defendants rely

16
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significantly on In re Tower Tech, an unpublished Tenth Circuit opinion that found that a notice
of default did not provide for an actual assignment of secured patents, even though the
promissory note contained the provision that, in the event of default, the lender “shall receive an
immediate assignment of all right, title and interest to the patents specified as collateral.”™ In re
Tower Tech., 67 Fed. Appx. at 523-24. The Court notes that unlike the foreclosure sale that
occurred here, in Tower Tech, the debtor only gave a notice of default and acted no further. In re
Tower Tech., 67 Fed. Appx. at 524. Defendants cite to the treatise Intellectual Property in
Commerce for the proposition that there is a need for a “post-default document that reflects
transfer of ownership out of the debtor.” Dkt. No. 206 at 11 (citing Thomas J. Ward, Intellectual

Property in Commerce § 3:70). Specifically the treatise stated:

Because the federal forms of intellectual property are subject to a system of “title”
registration or recording, it is important for the secure party to be able to have a
recordable post-default document that reflects transfer of ownership out of the
debtor. The record transferee might be the foreclosure sale buyer, assignee or
exclusive licensee. The record transferee might also be the secured party, either
permanently, in the case of a strict foreclosure, or temporarily, in anticipation of
disposition to a subsequent party. The security agreement can be supplemented
by the attachment of such a recordable ownership document along with the
debtor’s power of attorney authorizing the secured party’s nominee to complete
and execute the form on default. If such a document is not provided for in
advance, and the debtor is not willing to cooperate after default, the secure party
can go to court to either force the debtor to execute the necessary papers or to
obtain a recordable document prepared by the court itself.

Thomas J. Ward, Intellectual Property in Commerce § 3:70

In support of this proposition, the treatise cites to Tower Tech, stating:

3 This is consistent with the Federal Circuit case cited by Defendants, IpVenture, Inc. v.
Prostar Computer, Inc., 503 F.3d 1324, 1327 (Fed. Cir. 2007), holding that an agreement stating
“agree to assign” was a future assignment, not a present assignment.

17
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Although the court in Tower Tech does not expressly say that the lender could
have taken good title to the patent collateral on default without following the
provisions for either “acceptance of collateral” or “disposition” in Article Nine, it
seems to suggest as much. While a secure party should be entitled to execute the
necessary post-default transfer documents under a proper power-of-attorney,
these documents must be executed in furtherance of an otherwise reasonable
disposition of the collateral (U.C.C. [Revised] §§ 9-610 to 9-617) or a properly
proposed “acceptance in satisfaction” (U.C.C. [Revised] §§ 9-620 to 9-621).

Thomas J. Ward, Intellectual Property in Commerce § 3:70 n.1.

Taking these two sections together, the Court first notes that the treatise presumes a need
for a “post-default document that reflects transfer of ownership,” presumably out of the writing
assignment requirements of the various intellectual property acts. See 35 U.S.C. § 261 (patent);
15 U.S.C. § 1060 (trademark); 17 U.S.C. § 204 (copyright). However, as already explained
above, the Federal Circuit held in Akazawa that a writing is not required to transfer title, rather,
title may pass by operation of law. Akazawa, 520 F.3d at 1356. This finding is also consistent
with Tower Tech and other Michigan cases finding that a mere default or notice of default was
insufficient to transfer title. The treatise suggests that a subsequent action was required, either
through a disposition under UCC § 9-610 or an acceptance in satisfaction under UCC § 9-620,
dealing with a strict foreclosure. Alternatively, a court order or a transfer statement pursuant to

UCC § 9-619 would be acceptable.

Massachusetts Annotated Laws ch. 106 § 9-610(a) provides: “After default, a secured
party may sell, lease, license, or otherwise dispose of any or all of the collateral in its present
condition or following any commercially reasonable preparation or processing.” Massachusetts
Annotated Laws ch. 106 § 9-610(c) provides: “A secured party may purchase collateral: (1) ata
public disposition; or (2) at a private disposition only if the collateral is of a kind that is

customarily sold on a recognized market or the subject of widely distributed standard price

18
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quotations.” Further, as explained in Massachusetts Annotated Laws ch. 106 § 9-617(a) a
“secured party’s disposition of collateral after default: (1) transfers to a transferee for value all of
the debtor’s rights in the collateral,” and comment 2 states “Title Taken by Good-Faith
Transferee. Subsection(a) sets forth the rights acquired by persons who qualify under subsection
(b) - transferees who act in good faith. Such a person is a ‘transferee,” inasmuch as a buyer at a
foreclosure sale does not meet the definition of ‘purchaser’ in Section 1-201 ....”

Here, the patents were placed at a “public” auction. XACP foreclosed on both of the
security interests and Ozro was later notified of the sale. See Dkt. No. 132, Exh. N. Thus, unlike
the debtor in Tower Tech, XACP acted beyond merely noticing the default and actively
foreclosed on the property, pursuant to §§ 9-610 and 9-617. Therefore, the point at which title
transferred was on the date of the foreclosure, July 14, 2003. The transfer to Whitelight
Technologies, predecessor to Sky, occurred on July 22, 2003. Dkt. No. 132, Exh.O. Thus, the
chain-of-title was not broken and Sky has proper title to the patents-in-suit. Moreover,
Defendants had previously stated that Ozro had executed Terminal Disclaimers on June 4 and 5,
2001 and June 3, 2003 as well as a license on November 19, 2001. See Dkt. No. 198 at 8.
However, the transfer of title on July 22, 2003 is consistent with Ozro’s actions prior to this time,
as it held title while the other entities merely held a security interest.

III. CONCLUSION

For the foregoing reasons, the Court DENIES Defendants’ Rule 12(b)(1) Motion to
Dismiss for Lack of Standing (Dkt. No. 132).

Accordingly, the Court DISMISSES Ozro’s Motion to Intervene (Dkt. No. 146) as

MOOT.
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It is so ORDERED.
SIGNED this 4th day of June, 2008.

DD QA Al

DAVID FOLSOM
UNITED STATES DISTRICT JUDGE

20



CaSastb808vwe0dRIFERMWotonantefGiR7-7Filedaf)Z6/12(018 Payer325t 6872

EXHIBIT 26



CaGastb08ve0aITFZ-RMVD odonanertd?7-7Fileddaf) 2620138  Patpp 28 6872
Case 2:07-cv-00511-TJW-CE  Document 66-11  Filed 07/16/2008 = Page 1 of 18

-~

" FORM 7
(Rev. 12/94)

FORM 7. STATEMENT OF FINANCIAL AFFAIRS

UNITED STATES BANKRUPTCY COURT
NORTHERN DISTRICT EPI;" ‘

€ B

CaseNo. 39-50736-jrgcz
(It known)

TTT bl

Debtor FFB lg 70y

~~‘r\.

snnEMENTGF@#&mcummwﬁAmg

InRe: SITE TECHNOLOGTES, INC.

(Name)

14
.l ,JA).,__ <

This statement is to be completed by every debtor. Spouses fllug'g é"ﬁé‘i‘ht ;'S'é'tition may file a single statement on which

the information for both spouses is combined. If the case is filed under chapter 12 or chapter 13, a married debfor must furnish

- information for both spouses whether or not a joint petition is filed, uniess the spouses are separated and a joint petition is not filed.

An individual debtor engaged in business as a sole proprietor, partner, family farmer, or self-employed professional, should provide
the information requested on this statement concerning all such activities as well as the individual's personal affairs.

Questions 1 - 15 are to be completed by all debtors. Debtors that are or have been in business, as defined belaw, also
must complete Questions 16 - 21. if the answer to any question is "None,” or the question is not applicable, mark the box
labeled "None." If additional space is needed for the answer to any question, use and attach a separate sheet properly identified
with the case name, case number (if known), and the number of the question.

DEFINITIONS

"In business,"- A debtor is "in business™ for the purpose of this form if the debtor Is a corporation or partnership. An
individual debtor is "in business” for the purpose of this form if the debtor is or has been, within the two years immediately
preceding the filing of this bankruptcy case, any of the following: an officer, director, managing executive, or person.in control
of a corporation; a partner, other than a limited partner, of a partnership; a sole proprietor or self-employed. '

».?;,; “Insider.” The term "insider” includes but is not limited to: relatives of the debtor; general partners of the debtor and their
. relatives; corporations of which the debtor is an officer, director, or a person in control; officers, directors, and any person in control
of a corporate debtor and their relatives; affiliates of the debtor and insiders of such affiliates; any managlng agent of the debtor.

11U.8.C. § 101(30).

1. Income from employment or operation of business

None State the gross amoaunt of income the debtor has received from employment, trade, or profession, or from operation
4 of the debtor's business from the beginning of this calendar year to the date this case was commenced. State also the gross
amounts received during the two years immediately preceding this calendar year. (A debtor that maintains, or has 'maintalned,
financial records on the basis of a fiscal rather than a calendar year may report fiscal year income. identify the beginning.
and ending dates of the debtor's fiscal year.) If a joint petition is filed, state income for each spouse separately. (Married
debtors filing under chapter 12 or chapter 13 must state income of both spouses whether or not a Joint petition Is filed,

uniess the spouses are separated and a joint petition is not filed.)

AMOUNT ' SOURCE (if more than one)
1999 -0-
1998 $305, 747
1997 $1,827,000

¢ O ORIGINAL




e

None

None

None
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10. Other transfers

a. List all other property, other than property transferred in the ordinary course of business or
financial affairs of the debtor, transferred either absoclutely or as security within one year immediately
preceding the commencement of this case. (Married debtors filing under chapter 12 or chapter 13 must
inciude transfers by either or both spouses whether or not a joint petition is filed, unless the spouses are

separated and a joint petition is not filed.)

) DESCRIBE PROPERTY

NAME AND ADDRESS OF TRANSFEREE, ' TRANSFERRED

RELATIONSHIP TO DEBTOR DATE AND VALUE RECEIVED
Savoir Technology Group, Inc. 12/28/98 $150,000 Security interest in all assets
254 Hacienda Avenue 1/29/99 $ 50,000
Campbell, CA 95008
Daniel Egger
2027 W. Club Blvd.
Durham, NC 27705 9/15/98 $80, 000 V-Search Technology

11. Closed financial accounts

List all financial accounts and instruments held in the name-of the debtor or for the benefit of the
debtor which were closed, sold, or otherwise transferred within one year immediately preceding the
commencement of this case. Include checking, savings, or other financial accounts, certificates of deposit,
or other instruments; shares and share accounts held in banks, credit unions, pension funds, cooperatives,
associations, brokerage houses and other financial institutions. (Married debtors filing under chapter 12
or chapter 13 must include information concerning accounts or instruments held by or for either or both
spouses whether or not a joint petition is filed, uniess the spouses are separated and a joint petition is

not filed.)

4 TYPE AND NUMBER AMOUNT AND
NAME AND ADDRESS OF ACCOUNT AND DATE OF SALE
OF INSTITUTION AMOUNT OF FINAL BALANCE OR CLOSING

See Attached

12. Safe deposit boxes

List each safe deposit or other box or depository in which the debtor has or had securities, cash, or
other valuables within one year immediately preceding the commencement of this case. (Married
debtors filing under chapter 12 or chapter 13 must include boxes or depositories of either or both
spouses whether or not a joint petition is filed, unless the spouses are separated and a joint

petition Is not filed.)

NAME AND ADDRESS NAMES AND ADDRESSES DESCRIPTION DATE OR TRANSFER
OF BANK OR OF THOSE WITH ACCESS OF OR SURRENDER,
OTHER DEPOSITORY TO THE BOX OR DEPOSITORY CONTENTS IF ANY

!(Insofar as Savoir's first financing statement was filed approximately 28 days after disbursin'g funds, Savoir's lien
with respect to its initial advance is in bona fide dispute if the Debtor was insolvent in January 1999.)
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Debtor subject to the terms and conditions of this Plan. All property of the Debtor, except as
otherwise provided in this Plan, shall be free and clear of any liens, encumbrances, Claims of
Creditors and Interests of Equity Security Holders.

143 Discharge. Due to the liquidating nature of this Plan and pursuant to
Bankruptcy Code 1141 (d)(3), the entry of the Confirmation Order shall not act as a discharge of

|l any debt of the Debtor that arose prior to Confirmation, except to the extent that such debt is paid

under the Plan.

15. .CHAPTER 11 POST-CONFIRMATION REPORTS AND FINAL DECREE

151 Post-Confirmation Reports. Not later than 90 days after entry of the
Confirmation Order, the Debtor shall file a post-Confirmation status report, the purpose of which
is to explain the progress made toward substantial consummation of the confirmed Plan. The
report shall include a statement of receipts and disbursements, with the ending cash balance, for
the entire 90 day period. The report shall also include information sufficiently comprehensive to
enable the Court to determine (1) whether the Confirmation Order has become final; (2) whether
deposits, if any, required by the Plan have been distributed; (3) whether any property proposed by
the Plan to be transferred has been transferred; (4) whether the Debtor under the Plan has
assumed the business or the management of the property dealt with by the Plan; (5) whether the
payments under the Plan have commenced; (6) whether ‘accrued fees due to the U.S. Trustee
under 28 U.S.C. §1930(a)(6) have been paid; and (7) whether all motions, contested matters and
adversary proceedings have been finally resolved. Further reports must be filed every 90 days
thereafter until entry of a final decree, unless otherwise ordered by the Court.

152 Service of Reports. A copy of each report shall be served, no later than the day
upon which it is filed with the Court, upon the U.S. Trustee and such other persons or entities as
may request such reports in writing by special notice filed with the Court.

153 Final Decree. After the Bankruptcy Estate is fully administered, the Debtor
shall file an application for a final decree, and shall serve the application oh the U.S. Trustee,
together with a proposed final decree. The U.S. Trustee shall have twenty (20) days within

which to object or otherwise comment upon the Court's entry of the final decree.

t . +»nDEBTOR’S PLAN OF REORGANIZATION
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WRITTEN CONSENT OF
THE SOLE STOCKHOLDER OF
Site/technologies/inc.

July 11, 1997

Pursuant to Section 228 of the Delaware General Corporation Law and the Bylaws of
Site/technologies/inc. ( the “Company™), the undersigned, being the sole stockholder of the
Company, hereby cansents to the adoption of the following resolutions by Written Consent without a
meeting.

Removal and Appointment of Directors

RESOLVED: That all of the current directors of the Company are hereby removed from
office, effective immediately, and the following individuals are elected to serve as directors of the
Company: Jeffrey Ait, Joe Marengi, Patrick Grady, John Hummer, Don Witmer, Stephen Mendel.

The undersigned hereby directs that this Written Consent, which may be executed in

counterparts, be filed with the minutes of the proceedings of the stockholders of the Company. This
Written Consent is effective as of July 11, 1997.

DeltaPoint, Inc.

By%,-:] 0‘*’/
U@hﬂ‘; [ Ait S

ecutive Officer

2ODMAPCDOCS\SQL2\IS561 B\l
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ACTION BY WRITTEN CONSENT OF THE SOLE DIRECTOR AND STOCKHOLDER .

Inc., a California corporation (the “Conwpan) ™), the undersigned, being the sole stockholder and
member of the Board of Directors of the Company, hereby takes the following actions and adopts

the following resolutions by written consent witbout a meetin

OF
SITE TECHNOLOGIES, INC.

DECEMBER 21, 2000

In accordance with the California Corporations Code and the Bylaws of Site Technologies,

date set forth above.

Merzer of site/technologies/ine. into the Conipany

RESOLVED, that Site Technologies, Inc. (the “Company”), the sole stockholder,
director and parent corporation of site/technologies/inc. merge, and hercby does
‘merge into itself site/technologies/inc., and assumes all its obligations;

RESOLVED FURTHER, that the merger shall be effective upon the date of filing of
the Certificate of Ownership and Meorger attached hereto as Exhibit A with the
Secretary of State of Delaware, und the Certificate of Ownership and Officer’s
Certificate, attached hereto as Exhilit B and Exhibit C respectively, with the

Secretary of State of California; and

RESOLVED FURTHER, that the sol= officer and directar of the Company be and is
hereby directed to make, execute and f:le in the name of an on behalf of the Company
said Certificate of Ownership and Murger in the State of Delaware setting forth a
copy of the resolutions to merge site technologies/inc. to assume its liabilities and
obligations, and the date of adoption thereof, and to cause the same to be filed with
the applicable Secretary of State and to do all acts and things whatsoever, whether
within or without the State of Delaware, which may be in anyway necessary or proper

to effect such merger.

RESOLVED FURTHER, that the sole officer and director of the Company be and is
hereby directed to make, execute and file in the name of an on behalf of the Company
said Certificate of Ownership and Cfficer’s Certificate in the State of California
setting forth a copy of the resolutions to merge site/technologies/inc. to assume its

- liabilities and obligations, and the date of adoption thereof, and to cause the same to0

be filed with the applicable Secretary of State and to do all acts and things

CAWINDOWS\TEMPAATTS023 1G.doc (4718)

n
I
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A0S5739]
1632789 suev  FILED <8
CERTIFICATE OF OWNERSHIP oSl Calite
JERGING DEC '2 9 2000
SITE/TECHNOLOGIESANC. BAL Mg‘&mm
INTO
(SITE TECHNOLOGIES. INC. ,

|, Jeff Ait, the Chief Executive Officer and secretary of Site Technologies, Inc., do
hereby certify:

1. That ] am the Chief Executive Officerand Secretary of this corporation.

2. That this corporation is duly organized and existing under the laws of
the State of California, the provisions of which permit a merger in the
manner provided by Section 1110 of the California Corporations Code.

3. That this corporation owns 100 percent of the outstanding shares of
site/technologies/inc. a corporation duly organized and existing under
the laws of the State of Delaware, the provisions of which permit a
merger in the manner provided by Section 1110 of the California
Corporations Code. -

4. That the following resolution was duly adopted and approved by the
board of directors of this corporation:

)
RESOLVED, that Site Technologies, Inc. merge, and it hereby does
merge into itself, site/technologies/ine., its subsidiary, and assumes ali of its
obligations pursuant to Section 1110 of the California Corporations Code.

The undersigned declares under penalty of perjury that the statements contained
in the foregoing cerlificate are true of their own knowledge. Executed this
twenty-first day of December, 2000.

xecutive Officer and Secretary

C: WINDOWS\TEMPATT502318.doc
EXHIBIT 30
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STATE OF DELAWARE
SECRETARY OF STATE
DIVISION OF CORPORATIONS
FILED 08:30 AM 12/29/2000
010001154 ~ 2300985 ooy

CERTIFICATE OF OWNERSHIP AND MERGER
MERGING
SITE/TECHNOLOGIES/INC.

INTO
SITE TECHNOLOGIES, INC.

ko koW

Site Technologies, Inc., a comoration organized and existing under the laws of
California,

DOES HEREBY CERTIFY:

FIRST: That this corporation was incorporated on the first day of February,
1989, pursuant to the Corporations Code of the State of California, the provisions
of which permit the merger of a subsidiary corporation of another state into a
parent corporation organized and existing under the laws of said state.

SECOND: That this corporation owns all of the outstanding shares of the stock
of site/technologies/inc. a corporation Incorporated on the fifteenth day of June,
1992, pursuant o the General Corporations Law of the State of Delaware.

THIRD: That this corporation, by the following resolutions of its Sole Director,
duly adopted by the written consent of its Sole Director, on the thirty-first day of
July, 2000, determined to merge into itself said site/technologiesfinc.:

RESOLVED, that Site Technologies, Inc. merge, and it hereby does merge into
itself site/technologies/inc. and assumes all of its obligations;
and

FURTHER RESOLVED, that the merger shall be effective upon filing with the
Secretary of Staie of Delaware.

FURTHER RESOLVED, that the proper officer of this corporation be and he or
she is hereby directed to make and execute a Certificate of Ownership and
Merger setting forth a copy of the resolutions to merge said site/technologies/inc.
and assume its liabilities and obligations, and the date of adoption thereof, and to
cause the same to be filed with the Secretary of State and to do all acts and
things whatsoever, whether within or without the State of Delaware, which may
be in anywise necessary or proper to effect said merger.

CATEMP\Site — Delaware Certificate of Merger for sitetechnologiesine..DOC

ExHisiT 31
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

MARSHALL DIVISION
SOFTWARE RIGHTS ARCHIVE, LLC §
§
Plaintiff, §
§
v, § |
§ Civil Action No. 2:07-cv-511-TJW
GOOGLE INC., YAHOO! INC,, §
IAC SEARCH & MEDIA, INC., AOL LLC, §
and LYCOS, INC. §
§ JURY TRIAL DEMANDED
Defendants. § ‘

DECLARATION OF J. CHRISTOPHER LYNCH

f I, J. Christopher Lynch, under penalty of perjury, hereby make the following declaration.
All facfs set forth herein are true and correct, and I make this declaration based upon my personal
knowledge and upon review of available records.

1.~ I am a partner at Wyrick Robbins Yates & Ponton LLP and my practice is
primarily (;utside general counsel representation éf techpology—based businesses. I assisted
Daniel Egger in aspects of the 1998 acquisition of the V-Search Technology and patents from\
Site Technologies, Inc. (the “V-Search Acquisition”) and in the subsequent filing of an
assignment in 2005 (the “2005 Assignment”). A true and correct copy of the 2005 Assignment
is attached hereto as Exhibit A.

2. I understand that certain defendants in the Software Rights Archive LLC v.
Google, et al., case pending in the Eastern District of Texas have accused Daniel Egger of
fraudulently filing the 2005 Assignment for the express purpose of correcting a defect with
respect to the name of the party conveying the patents he acquired in the V-Search Acquisition.
This allegation is based upon a number of factual inaccuracies.

16573.5-547719 v2 .
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3. I was the attorney who supervised my staff in the preparation of, and who advised
Daniel Egger to file, the 2005 Assignment. The purpose of filing the 2005 Assignmént was not
to correc;[ any defect in the name of the party on the instrument. I did not understand there to be
any distinction between the entity from which Daniel Egger purchased the patents in question .
(“Site Technblogies, Inc.”) and[“Site/Techno]ogies/Inc. at the time of the 2005 assignment. The
first time I'heard of this issue was after the ﬁliﬁg of the Defendants’ Motion to Dismisé. Nor did
Daniel Egger raise this issue with me in 2005 or anytime prior to the defendants’ allegation.
Daniel Egger never raised any issue with respect to the validity of the 1998 Bill of Sale ot
assignments with me and never questioned the validity of his chain of title.

_ 4, The 2005 Assignment was filed to replace the then-misplaced 1998 Bill of Sale
and the 1998 Assigninent used in the V-Search Acquisition. In or prior to October 2004, Daniel
Egger hadiasked me to assign the patents to an entity named Software Rights Archive, Inc.
When my staff reviewed the records at the‘ Patent and Trademark Office (the “PTO”), we
discoveredithat no previous assignment had yet been filed. I did not have a copyrof the 1998
Bill of Sale or 1998 Assignment, so I asked Daniel Egger to locate them. He told me that he
could not locate them. I advised him to file a replacement assignment reﬂecting the previous
transaction. | I then supervised my staff in the preparation of the 2005 Assignment /and Daniel
Egger executed it without further revision. I understand- that Daniel Egger later found the
missing 1998 Bill of Sale and the 1998 Assignment and filed them with. the Patent and
Trademark Office.

5. My understanding is that the Defendants allege :[hat Daniei Egger intentionally
represented that he was a president of Site/Technolégies/Inc. and ﬁlerd\the 2005 Assignment to

mislead others as to his ownership rights. I had advised Daniel Egger to sign as the president of

16573.5-547719 v2 2
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Site/Technologies/Inc. The basis for such advice was that, in 2005, the Site entities were no
longer operating companies and a former officer or other \ agent needed to sign the 2005
Assignment. It was my belief that Daniel Egger retained a right to execute documents related to
winding up past business . transactions because \he was a former president of
Site/Technologies/Inc.  Because we were merely attempting to replicate the lost 1998
Assignment that we understood had already been made, it was my understanding that these
actions were fairly within the winding up authority.of the companies, which were no longer
operating.

6. I was not aware of any issue with respect to whether the 1998 Assignment
properly conveyed legal title to Daniel Egger. I understood it was a valid transfer. My
recommendation to make Site/Technologies/Inc. a f)arty to the 2005 Assignment was driven by
Daniel Egger’s stétus as a former officer and not an attempt to correct any error with respect to

the name of the party on the 1998 Assignment.

I declare under penalty of perjury under the laws of the United States of America that the'

foregoing is true and correct.

/Christoptier Lyfich Z ¢

Executed on éZZ%@Z‘ { 7,2008

o~
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SITE DISCLOSURE SCHEDULE

This Site Disclosure Schedule, dated July 11, 1997, is made and given pursuant to
Article IT of the Stock Exchange Agreement between DeltaPoint, Inc. (“DeltaPoint”) and
Site\technologies\inc. (“Site™) dated July 11, 1997 and the Principal Site Stockholders
and Other Site Stockholders (the “Agreement”).

Section 2.2(a). A schedule is attached as Schedule 2.2(a).

Section 2,2(b). Gordon Link, a holder of options to purchase 10,000 shares of Site
Common Stock outstanding just prior to the closing date of this transaction has not yet
signed the rélease in the form attached hereto as Schedule 2.2(b) agreeing to terminate his
option in exchange for $50. Site agrees to use its best efforts to obtain the release as
soon as possible after the close from Mr. Link. Site has received verbal agreement from
Mr, Link that he will sign such a release.

Section 2,5. A list of Site’s material assets and liabilities as of the date hereof is
‘included as Schedule 2.5.

* Section 2.4, Sallie Van Dyke DeGolia, a stockholder of 2,500 shares of Series A

. Preferred Stock of Site and 450 shares of Series B Preferred Stock of Site, has not

~ approved the Stock Exchange and related transactions. Site agrees to use its best efforts to
obtain such approval as soon as possible after the close from Ms. DeGolia.

The following agreements require the prior written consent of the other party to
such agreement prior to the assignment of such agreement to DeltaPoint at the closing of
the Stock Exchange: (1) Interpath - see Section 2.11(ix); and (2) BellSouth - See Section
2.11(ix). Site has obtained written consent to assignment for each of these agreements.

Section 2.7(a)(i). In February 1997, Site applied for automatic extensions of
time to file its 1996 Federal income tax return, and its North Carolina State corporation
franchise and income tax returns. Copies of these applications are included as Schedules
2.7(a)(ii)-A and 2.7(a)(ii)-B. These returns have not yet been filed.

Section 2.7(a)(lil). In May 1997, Site received a letter from the North Carolina
Department of Revenue stating that its application for an extension of time to file its State
tax return for 1996 has been denied. due to the fact that the required tax due was not paid
with the extension request. A copy of this letter is included as Schedule 2.7(a)(ii). Site's
1996 State income tax liability does not exceed $750, including penalties and interest,
Site has not yet paid this amount.

Section 2.7(a)(v). Site has a North Carolina State income tax liability not
exceeding $750. See Section 2.7(a)(iii).

G.\WRSITETECH\DISCLOS.DOC

ExHiBIT 33
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QL tmelAe A VO(6)
Site/Technologies/Inc.
Disclosure Schedule B: Patents
Application No./
Inyention Regisiration No, Country
Method and Apparctus 5,544,352 United States
for Indexing, Searching US94/06705 Patent Cooperation Treaty
and Displaying Data 2,184,954 Cancda
94 9,212,955 European Patent Cffice
(Germany)
(France)
(Great Britain)
Method and Apparatus 08/648,304 United States
for Indexing, Searching
and Displaying Data
Continuation In Part

EEOTTUU T m i
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MurrAY & MURRAY
A Professional Corporation
3030 Hansen Way, Suite 200
Palo Alto, Ca 94304-1009 .
TELEPHONE (650) 852-9000 FACSIMILE (650) 852-9244

M

TMM:slb-08

E-MAIL mail@murraylaw.com

W 0 3 O i A W -

N NN N NN = o
G & O RN = S © ® W &0 & & » P =~ B

CRAIG M. PRIM (077820)
JANICE M. MURRAY (099996)
STEPHEN T. O’NEILL (115132)

{| dba DeltaPoint, Inc.

¥ Debtor.
EIN No.: 77-0212760
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MURRAY & MURRAY
A Professional Corporation D
3030 Hansen Way, Suite 200 ' : FH -
 Palo Alto, CA 94304-1009 A D
(650) 852-9000 ]
- AP 5 711
Attorneys for Debtor . R _ 2000 9 K
' KEENAN o. ongaby, oLemk
United States Bankrupley B
San doos FoATIEIeY Couf
UNITED STATES BANKRUPTCY COURT
" NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION
In re: | Case No. 99-50736-JRG-11
Site Technologies, Inc., Chapter 11

DEBTOR'S FIRST AMENDED DISCLOSURE STATEMENT

Dated April 25, 2000

et ORIGINAL
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1997, and in November 1997 the Company acquired technology to develop SiteMaster 4.0 which
was released in March 1998. In March 1998 the Company also released QuickSite 3.0, and in
May 1998 the Company released the enterprise edition of the SiteSweeper product.

5.5 In June 1997, as part of the Company’s continuing strategy to focus its
development, sales and marketing efforts on Internet software products, the Company sold assets
related to its Delta Graph software product. With the DeltaGraph sale, the Company’s future
operating results depended on the successful development, introduction and commercial
acceptance of the Company’s Internet software products. In September 1998, the Company also
sold its V-Search technology and related patents. In addition to further focusing the Company on
Internet software products, these sales provided the Company with much needed liquidity.

5.6 The Company financed its operations primarily through private and public sales
of equity securities, borrowings under a term loan, the private sale of debt securities and the sale
of the DeltaGraph product line, and other limited asset sales. Since its inception, the Company
has received approximately $24 million in proceeds from private sales of stock, convertible debt
and from the Company’s two public offerings of public stock. The Company incurred net losses
of $8,159,000 for the year ended December 31, 1997 and $2,497,000 for the nine months ended
September 30, 1998, and had an accumulated deficit of $24,334,000 as of September 30, 1998.

5.7  Inlight of its diminishing cash balances (due primarily to limited revenues from
its newly introduced products), in May and Juné 1998, the Debtor significantly reduced its head
count from 33 to 11 and significantly reduced its expenses and operations in the areas of sales
and marketing. In order to conserve its limited remaining cash balances, the Debtor sharply
curtailed operational activities since June 1998 by, among other things, further reducing its non-
technology head count (eliminating sales and marketing personnel) and limiting related -
marketing expenditures. In December 1998, the Debtor shut down operations and laid off most
of its remaining employees.

5.8  During the twelve (12) months preceding the Petition Date, the Debtor focused
its efforts on evaluating its strategic options, including a sale of the Debtor to a third party or a

sale of the Debtor’s assets. When it became clear that the Debtor would be unable to raise

DEBTOR'’S DISCLOSURE STATEMENT

IN\DAILYUMMSITEdjEcl-stmt. 1.wpd 8
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Inre SITE TECHNOLOGIES, INC. Case No. 99-50736-jrdcz
Debtor (if known)

SCHEDULE G - EXECUTORY CONTRACTS AND UNEXPIRED LEASES

Describe all executory contracts of any nature and all unexpired leases of real or personal propeity. Include any timeshare interests.
State nature of debtor's interest in contract, i.e., “ Purchaser, " " Agent, " etc. State whether debtor is the lessor or lessee of a lease,

Provide the names and complete mailing addresses of all other parties to each lease or contract described.

NOTE: A party listed on this schedule will not receive notice of the filing of this case unless the party is also scheduled in the
appropriate schedule of creditors.

[ Check this box if debtor has no executory contracts or unexpired leases.

DESCRIPTION OF CONTRACT OR LEASE AND NATURE OF

NAME AND MAILING ADDRESS, INCLUDING ZIP CODE, DEBTOR'S INTEREST. STATE WHETHER LEASE IS FOR
OF OTHER PARTIES TO LEASE OR CONTRACT NONRESIDENTIAL REAL PROPERTY. STATE CONTRACT

NUMBER OF ANY GOVERNMENT CONTRACT

See Attached

Form B8G
(12/95)



CaSastb808vwe0dRIFERMWotonantefGiR7-7File€d€af)Z6/2(18 P&ypeisO58 6872

295597

Jofoidwg

1ehojdw3

995597

295597

295597

95587

aoess9

ases] Auadold |eay |enuapisay UON

juswaaiby JuswAhoidwg

juswsalby Juswhojdwy

woshs Ajunoas

.Awm:__._omE 2) sesean Jaindwo) (19

25297 WalSAS [[BWadI0A

ases auiyoep Ado) B xeq

asea Juawdinb3 ey

GL0S6 VD ‘oupadn)
0.9 xog Od
SOJBID0SSY %9810 0JsuogeD g

0G6€6 VO ‘arcI9 dyided
oue aqopy 89zZ1
. Wbn4 " uoseys 2

£0056 VO 'soydy -
"1g Aingsbuny /¢
Wy 4 Aemger 9

£00S6 VO 'Hioess
aAuQ saessd LLLL
wasAg Aunoag wiely isiid §

€6909 I ‘0B=oO

00266 xog Od
soueldsody s4d ¢

/6109 1| ‘weays [0Jed

1919 x0d Od
Suibeunsje) Juudg ¢

o0ves Vi ‘spidey Jepad
£80€ Xog Od
lexden a9 ¢

68207 AM 'sillassino
0958 xog Od
dioD Jpai) samog Asulid L

1Sas8}u] Jojgaq] JO aInieN

10B13U07) Jo uonduosaq

SSaJppe B SWeN

seseo] paldxaup pue sjpenuo) Aoynoaxg — © sinpayos



CaSastb808vwe0dRIFERMWotonantefGiR7-7Filedaf)Z6/12(18 P&ypefOSd 6872

Jaseyoind

Jaseyoingd

J8seysind

Jeseydind

1aseyoind

Jaseyoind

Jaseyaind

Josse qng

sBury Apuey N
16/11 uonisinboy uonesodod aimussAlg 1ajul SOAS SUOREDIUNWILOZ3I3 ) YSNPOSTON 91

£0259 OW 'elqunjod
Aempeoug 1sap 900V
ZeveLy #El1eS Juswasiby asuad shid 9a11-0 uogelodio) wodied Gi

LZ0ET VA ‘S|Ins1oue)
19348 UBIH ¥
ayoIs uyor
juswaaIby asuadr JaxyosyY (I9dS uoIsluWO -d109) Bulysijgnd 81emyos UoIoIWQO |

Z1Zek HO 'shquinjo)d

peoy MOpesiAl 6951

_ UOSHIM "D PpoL
juewaalby asuaoi] siyL de uinbuad Ao €1

¥ev6l vd ‘lleg anig
006G Xog Od
fiounon ABojouyoa g jusied [eisusn)
juslwesiby asuadl jusied a1emyos MZ1-419 uopjelodion sAsiun )

GEP06 OO ‘uoliia
sue Alegmous 661
youaid Wellim
S|00| GSAN J0} JusLiaalBy uawbuissy sa1bojouyosa] eqolo 1L

Gev06 09 ‘uoliia
aue Ausgmous GGl
youal4 Weyjim
au 19npold aiSHoIND Joj Juswaaliby Juswubissy saifiojouydsa] 1eqo|o 04

99056 VO ‘As|leA spoos
PY ojgend |13 08€
ases qng Auadold fesy [enuapisey UON ‘dio) auined 6



CaSastb08we0dRIFERMWotonantefGiR7-7Filedaf)Z6/2(038 P dypefil 6 6872

Joles

juswealby juiop

Juswsalby Juior

Joj|es

J8iids

988

19j|eS

juswaalby Joleaq

Jewsalby diysieuned

1By uognauisiq d1uoxs|3-- UK} Jo JenaT Bulpuig

wawsaiby uongusiqg

Juswaaiby uopnqusig

juswaalby uonngquisi] - JPaYs Wi

089614 JusWwaalby asuadI aI1emios

2020 PN ‘Angmaiys
aAy Aingsmalys €911
‘ou| ‘asipeled siawwelboid 0F

X1 ‘sefeq ”
peoy Bun 2091
s1syjolg Ho9S
*ou| ‘WO2SN 62

£39 g9A 09 ‘J2AN0OUBA
1S lleue) Ggi-2ce
Ingny ydesor

uonesunwon) uoeNIieN 82

16066 VO ‘elejD ejues

BnusAY UsiepM 0L L2

20J9LIIOY 2IL0HOD|T JUBPISId SJIA
"JU| ‘SOJRIN0SSY S9UVOIN /2

0629 NI 'sljodeuelpuj
19948 PIEOL ‘M 102
Aojpemg pieyory
vSsn Buysiand fexbia ue|inoeN 9z

vLIy6 VO ‘oosiouel] ueg
L#t 19ang Aasier vG
Jobuealeery [ned

1alIJ 1ouB| G2

8890 10 ‘Auinquinos
€0€ S Peoy umolslisy 061
ZIemyog Jojad -

-d109) sauIyoBpy Sseuishg [euORRWaN| ¥

GOE0E VO ‘BluBnY



CaBasz808we0dBIFSRMIDoQonemerti? 7-7Filedaf)Z612(8 P apefi? Gif 6872

Juswiaalby Juor

juswiealby iop

juswsalby juiopr

uswaaliby julor

Jeyes

1e|88

»Ies

swWeaiby diysiauped - Jusju| Jo Jaye

LBy uoyqnsiq 21u0J308I3-- JUSlU Jo JeRa Buipulg

Jwby uoyqnIsIq 21UoL}3[3—- Jusiu| Jo JepeT Bulpulg

by uoBignsiq 21U0AVBII— JusY| Jo Jee] Buipuig

JuaLisalby 190|959y 21BMYOS JIUON0R|T

juswaalby salawwos) alemyos

Jwiby uonquysig spoos) abexoed g oluosoa[g

Py juowipjod SESE
led &%
WONSWOH €2

Zogee 14 ‘edwe}
1S edwe] YuoN 001
uuewEH N

19N sinauaidiajul [eqolo 72

¥2¢l6 YO ‘puepiod
BAY puge MS #0191
ulepeqoy Jed

‘ouy ‘Buneyrew asdipg L2

Gv6¥6 VO ‘O1BAON
olusg ues 05
uljmog jored

SHy eleqg 0¢

.G20¥6 VO “led olusiy
10¢ 9IS }99d1g InuseyD 0508
aing axelg

uoneiodlon aoinosiagho 61

¥02.6 HQ ‘puepiod
00} 31S 1S uyi4 MSL00L
"ou| 10a11Q 13ND 81

09926 VO ‘yoeag HodmeN -
0ZZ 918 ‘UHION |ojstig 00€EL
siswwng [ned "IN
"0U] ‘alemyos dABMEUY /)

Q0bZs VI 'spidey 1epad
MS 18318 "D 0019



CaSastb08vwe0dRIFERMWotonantefGiR7-7Filedaf)Z5/2(18 PayefRSad 6872

2661 Ainp ul uoneiodiod -ouysasibojouyoa)yeus
Jeseyaind aseyoind 0} Juswsaiby sbueyox3 o018

G661 JOGUIDSAON
Joseyoind ABojouyos | JOJBWIUYGaAA - JusWsaIBy aseyoind Jessy
Josuaor juswsalby 8sUsol SIBMYOS
wewsaiby Juior  JWIBY uopnausig oluoLe8|g— JuUSU| Jo Jepe Bulpuig

juaweelby Julor  JwBy uognaulsIg SlUona|I— JUSjUj JO Japa Buipuig

uswsalby Julor 3By uonnqulsig dIUORoIg~ JuSlu| Jo Jape Buipuig

i9|es wsWwoealby SaoiAlag LoRNAUISI U003

Juswealby juior  JuuBy uopNqLUISIC SIUOOS|I~ Jusiul Jo Japer] Buipuig

"PY ojgend [3 08€
"ouyseibojouyoa | /NS 8¢

ZLS62 OS ‘yoeag AW
“Jq uosiaped goz.
uoisiA abpamouy 26

ovee6 VO ‘Aassjuoly
peoy xo4 JUejies 019z
lofid '© welim I 9

€06v6 VO ‘l9Bjey ueg
a1 I Wen 2L
uSHIOY I

"ou] ‘baLuoIsIA GE

Lye8l X1 ‘olucjuy ueg
"PAIg SHEO PUBSNOY ) 0S62
ysimieq JN

SUOREDIUNLULLIOT) SSIOV-IEI0L €

02022 VA ‘ellineus)
10 Ybie Auusr 879
paug ueug N

"OU| 'SUOHEOIUNLLILIOY SABAA |EPLL €€

EYOV6 VO ‘MIIA ulejunopy
beoy uoiselieyD L6€L
uopelodio) aAUQISaL ZE

GOvLE VO ‘YeuueAeg
L0Z &1S 1S Y99 1se3 109
prewy 1g N

J0BUU0Y) WLSAS LE



CaSastb08we0dRIFERMWotonantefGiR 7-7Filed€af)Z6/2(18 PayefiN 68 6872

Jeseyaind

19108

9jles

BUI" }19NPOId SMOPUIAA J0J JOJUIUBGIAN
juswaalby asusol Aiefoy pue Bupod

8661 Joqusides
ABojouyoa] ysieag A- Juswaalby aseyoind 19ssy

2661 sunp ul aulf 1onpoud ydeibejleq jo ses
aul7 1onpoid ydesbejjaq - usweaiby aseyaind jossy

0S6€6 VO ‘aAoic) aljioed
8AY ‘asnouybi 0Ls
alemyjog einlly Ly

G012 DN ‘weying
pPAIg aniD 1S8M 202
10663 jsueq oy
‘ou 'SSdS 62

99066 VO ‘AsiieA spoos



CaSastb808vwe0dRIFERMWotonantefGiR 7-7Filed€af)Z5/12(038  P&ypefb6x 6872

Debtor (if known)

SCHEDULE H - CODEBTORS

Provide the information requested concerning any person or entity, other than a spouse In a joint case, that is also fiable on any debts liste
debtor in the schedules . of creditors. Include all guarantors and co-signers. In community property states, a married debtor not filling a jolnt
should report the name and address of the nondebtor spouse on this schedule. Include all names used by the nondebtor spouse during the six
immediately preceding the commencement of this case.

X1 Check this box if debtor has no codebtors.

NAME AND ADDRESS OF CODEBTOR NAME AND ADDRESS OF CREDITOR

Form BEH
(12/85)

=
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FORM B6 - Cont.
(12/94)

inre SITE TECHNOLOGIES, INC. s case No. 99-50736-1rgcz

Debtor (if known)

DECLARATION CONCERNING DEBTOR’S SCHEDULES

DECLARATION UNDER PENALTY OF PERJURY BY INDIVIDUAL DEBTOR

{ declare under penalty of pefjury that | have read the foregoing summary and schedules, consisting of

(Total shown on summary page plus 1.}
sheets, and that they are true and correct to the best of my knowledga, information, and belief.

Date Signature:

Debtor

Date _ Signéture:
- @oint Debtor, it any)

{If joint case, both spouses must sign.}

CERTIEICATION AND SIGNATURE OF NON-ATTORNEY BANKRUPTCY PETITION PREPARER (See 11 U.S.C. § 110)

| certify that | am a bankruptcy petition preparer as defined in 11 U.S.C. § 110, that | prepared this document for compensation, and that | have provided the debtor
with a copy of this document. )

Printed or Typed Name of Bankruptey Petition Preparer ’ Soctal Security Na.

Address

Names and Social Security numbéers of all other individuals who prepared or assisted in preparing this document:

If more than one person prepared this ddcument, attach additional signed sheets conforming to the appraopriate Qfficial Form for each person.

X

Signature of Bankruptcy Petition Preparer Date

A bankruptcy petition preparer’s failure to comgly with the provisions of title 11 and the Federal Rules of Bankiuptcy Procedure may result in tinas or imprisonment or both.
11US.C.§110;18US.C. § 156.

DECLARATION UNDER PENALTY OF PERJURY ON BEHALF OF A CORPORATION OR PARTNERSHIP

1, the CEO [the president or other officer or an authotized agent of the corparation or a member or an authorized agent

of the parnership) of the COY Qorat ion {corporation or pannarsjag)] named as debtor in this case, declare under penalty of perjury
deciare that | havae read the foreégoing summary and schedules, consisting ot sheets, and that they are true and
corvact to the bast of my knowledga, Infarmation, and belief. (rotal shown on summary page plus 1.)

pae FEDTUATY 18, 1999 sighature: lﬂ«/h

Jéfgfrey E/L it, CEO
(Rt or nameol ifdividual signing on behalf of debtor.)

[An individuat signing on behalf of a partnership or corporation must indicate position or relationship ta debtor.]
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EXHIBIT 36
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MUuRrRAY & MURRAY

A Professional Corporation

Palo Alto, Ca 94304-1009
TELEPHONE (650) 852-9000 FACSIMILE (650) 852-9244

3030 Hansen Way, Suite 200
E-MAIL mail@murraylaw.com

JMM:s1b-08

O [~ - | A W W N =

NN NN R NN NN e
RN B O REUV NN S0 0 0 ar ® o o= o

. srrE\noc-mot-seu.pn.»]r O R \ G \ N A L -1- LIENS, CLAIMS, ENCUMBRANCES AND INTERESTS
“7) EXHIBIT 36 ?
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CRAIG M. PRIM (077820)
JANICE M. MURRAY (099996) § o
STEPHEN T. O’NEILL (115132) edy Kk
A Prof o 1C 5
rofessional Corporation el ;
3030 Hansen Way, Suite 200 ’ ' B0
Palo Alto, CA 94304-1009 P T U
(650) 852-9000 : Howe: T
Wsis wwidionry Locnenn s inid
Attorneys for Debtor
UNITED STATES BANKRUPTCY COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION
Inre: Case No. 99-50736-JRG-11
Site Technologies, Inc., Chapter 11
dba DeltaPoint, Inc.,
Debtor. Date: March 9, 1999
Time: 2:00 p.m.
EIN No.: 77-0212760 Place: Room 3020

Judge: Hon. James R. Grube

NOTICE OF MOTION AND MOTION TO SELL ASSETS
OUT OF THE ORDINARY COURSE OF BUSINESS (11 U.S.C. § 363(b))
.. AND FREE AND CLEAR OF LIENS, CLAIMS, ENCUMBRANCES

AND INTERESTS (11 U.S.C. § 363(f))

Purchaser: StarBase Corporation

Affectéd Lien Claimants: Savoir Technology Group, Inc. and State Board of Equalization

TO: THE HONORABLE JAMES R. GRUBE, UNITED STATES BANKRUPTCY
JUDGE

COMES NOW Site Technologies, Inc., the Debtor and Debtor-In-Possession (the
“Debtor”) who hereby moves for an Order authorizing the Debtor to sell its core technology and

related assets, as described herein, other than in the ordinary course of business and free and
clear of liens.

NOTICE OF MOTION AND Md'l'lON TO SELL ASSETS OUT OF
THE ORDINARY COURSE OF BUSINESS FREE AND CLEAR OF
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L NOTICE

PLEASE TAKE NOTICE that a hearing will be held on March 9, 1999 at 2:00 p.m.
before the Honorable James R. Grube, United States Bankruptcy Judge, in Courtroom 3020,
United States Courthouse and Federal Building, 280 South First Street, San Jose, California, to
consider the MOTION TO SELL ASSETS OUT OF THE ORDINARY COURSE OF
BUSINESS (11 U.S.C. § 363(b)) AND FREE AND CLEAR OF LIENS, CLAIMS,
ENCUMBRANCES AND INTERESTS (11 U.S.C. § 363(f)) (StarBase Corporation) (the “Sale
Motion”) filed by the Debtor.

Any opposition to the Sale Motion must be filed with the United States Bankruptcy
Court, United States Courthouse and Federal Building, 280 South First Street, Room 3035, San
Jose, California 95113 and served on the Debtor’s counsel, Janice M. Murray, Esq., Murray &
Murray, A Professional Corporation, 3030 Hansen Way, Suite 200, Palo Alto, California 94304-
1009, telephone (650) 852-9000, facsimile (650) 852-9244 no later than February 23, 1999.

II. SUMMARY OF RELIEF SOUGHT

1.  The Debtor is requesting the Court for authority to consummate that certain Asset
Purchase and Sale Agreement dated December 18, 1998 as amended by that certain First
Amendment to Asset Purchase and Sale Agreement dated February 9, 1999 (collectively, the
“Agreement”) with StarBase Corporation, a Delaware corporation (“StarBase”) for the sale of
the Debtor’s core technology assets, including SiteMasfer, SiteSweeper, QuickSite, Webtools
and SiteMarks software products and related assets (“Assets”). StarBase shall also assume
certain obligations of the Debtor as provided in the Agreement. A copy of the Agreement is
attached as Exhibit “A” to the DECLARATION OF JEFFREY F. AIT IN SUPPORT OF
MOTION TO SELL ASSETS OUT OF THE ORDINARY COURSE OF BUSINESS (11
U.S.C. § 363(b)) AND FREE AND CLEAR OF LIENS, CLAIMS, ENCUMBRANCES AND
INTERESTS (11 U.S.C. § 363(f)) (StarBase Corporation) (the “Ait Declaration”) and is

incorporated herein by reference.

2. Concurrently herewith, the Debtor has also filed its MOTION TO ASSUME AND
ASSIGN EXECUTORY CONTRACTS which provides for the assumption by the Debtor and

NOTICE OF MOTION AND MOTION TO SELL ASSETS OUT OF
THE ORDINARY COURSE OF BUSINESS FREE AND CLEAR OF
LIENS, CLAIMS, ENCUMBRANCES AND INTERESTS
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EXECUTION COPY

ASSET PURCHASE AND SALE AGREEMENT

This Asset Purchase and Sale Agreement, dated December 18, 1998 between Site
Technologies, Inc., a California corporation having an address at 380 El Pueblo Road, Scotts
Valley, California 95066 (the "Seller"), and StarBase Corporation, a Delaware corporation having
an address at 4 Hutton Centre Drive, Suite 800, Santa Ana, California 92707(the "Purchaser").

Recitals

The Seller is in the business of designing, developing, licensing and selling
software products and related materials for various Web site applications. The Seller has decided
to sell certain of its assets and properties. The Seller has agreed to sell such assets and properties
to the Purchaser, and the Purchaser has agreed to buy such assets and properties, all upon the
terms and provisions and subject to the conditions hereinafter set forth.

Agreement

In consideration of the foregoing and the mutual covenants and agreements
hereinafter set forth, the parties hereto hereby agree as follows:

ARTICLE I

Definitions

1.01  Certain Defined Terms. As used in this Agreement, the following capitalized
terms and non-capitalized words and phrases shall have the meanings respectively assigned to them
below, which meanings shall be applicable equally to the singular and plural forms of the terms so

defined:

"Agreement" shall mean this Asset Purchase and Sale Agreement, together with all
schedules and exhibits hereto, as the same may be supplemented, modified, amended or restated from
time to time in the manner provided herein.

“Affiliate" of a referenced person shall mean (a) another person controlling, controlled
by or under common control with such referenced person, (b) any other person beneficially owning
or controlling ten percent (10%) or more of the outstanding voting securities or rights or of the
interest in the capital, distributions or profits of the referenced person or (c) any officer or director
of or partner in the referenced person, or any person controlled by any such individual. The terms
"control", "controlling", "controlled" and the like shall mean the direct or indirect possession of the
power to direct or cause the direction of the management or policies of a person or the disposition

EXHIBIT_A__

Page } or_ 91
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"Tax" shall mean any federal, state, local or foreign tax (including, without limitation,
any income tax, franchise tax, capital gains tax, gross receipts tax, value-added tax, surtax, excise tax,
ad valorem tax, transfer tax, stamp tax, sales tax, use tax, property tax, inventory tax, occupancy tax,
withholding tax, payroll tax, gift tax, estate tax, inheritance tax, employment tax, unemployment tax,
social security tax, services tax, value added tax, privilege tax, license tax, profits tax, capital stock
tax, severance tax, minimum tax, environmental tax, occupancy tax or occupation tax), levy,
assessment, tariff, impost, imposition, toll, duty (including without limitation, any customs duty),
deficiency or fee, and any related charge or amount (including any fine, penalty or interest), imposed,
assessed or collected by or for any governmental authority, including, without limitation, any liability
therefor as a transferee (including, without limitation, under Section 6901 of the Code or any
comparable applicable law), as a result of Treasury Regulation § 1.1502-6 or any comparable
applicable law, or pursuant to any tax-sharing agreement or any other agreement, arrangement or
understanding relating to the sharing or payment of any such tax, levy, assessment, tariff, impost,
imposition, toll, duty, deficiency or fee.

"Tax Return" shall mean any return, declaration, report, estimate, claim for refund or
credit, or information return or statement, and any amendment, supplement or modification thereto,
together with any supporting information and schedules, which is filed or required to be filed under
applicable law in connection with the determination, assessment, collection or administration of any
Tax or ERISA, whether on a consolidated, combined, unitary or separate basis or otherwise. -

ARTICLE II

Purchase of Assets: Payment

2.01 Assets to be Transferred. Upon the terms and subject to the conditions set
forth in this Agreement, and subject to the satisfaction of the conditions precedent set forth in Section
2.08 (or the waiver thereof by the Seller or the Purchaser, as applicable), at the Closing, the Seller
shall sell, assign, transfer, convey and deliver to the Purchaser, and the Purchaser shall purchase and
accept from the Seller, all right, title and interest of the Seller or any subsidiary of the Seller; as the
case may be, in and to all of the following assets of Seller, together with all books and records of the
Seller pertaining primarily thereto (individually, an "Asset", and collectively, the "Assets"):

(a) the Software and the Software Products, files specifications, design
documents, user documentation, change requests and defects lists, each as
listed on Schedule 2.01(a) hereto;

b) all marketing collateral materials, including, but not limited to, brochures, data
sheets, ad and editorial reprints, web site content, and materials for the
Software and the Software Products, each as listed on Schedule 2. Ol(b)
hereto;
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Schedule 2.01(a)

Section 2.01(a) shall be limited to the following assets and properties:
SiteMarks source code

SiteSweeper 1.0 source code
SiteSweeper 1.0 specifications
SiteSweeper 1.0 written documentation

SiteSweeper 2.0 workstation edition source code

SiteSweeper 2.0 workstation edition specifications i
SiteSweeper 2.0 workstation edition on-line documentation

SiteSweeper 2.0 workstation edition written user documentation

Trial Ware and licensing classes used by SiteSweeper 2.0

SiteSweeper 2.0 open & closed issues Filemaker database

SiteSweeper 2.0 enterprise edition source code

SiteSweeper 2.0 enterprise edition specifications

SiteSweeper 2.0 enterprise edition serial number licensing utility
SiteSweeper 2.0 enterprise edition written user documentation

Current Issue 3.0 source code
Current Issue 3.0 open & closed issues Filemaker database

SiteMaster 4.0 source code

SiteMaster 4.0 written user documentation

SiteMaster 4.0 HTML help files

SiteMaster Components (MeetingTracker, StaffTracker, RapidApp)
SiteMaster open & closed issues Filemaker database

SiteMaster 4.5 source code

QuickSite 1.0 - 1.03 source code

QuickSite 1.02 Kanji source code

QuickSite 1.02 Macintosh (Foxpro) source code

QuickSite 1.02 Macintosh documentation

QuickSite 1.02 Macintosh open & closed issues Filemaker database

QuickSite 2.0 Developers Edition 2.0 - 2.02 source code
QuickSite 2.0 Developers Edition 2.0/2.01 manual and help
QuicksSite 2.0 Developers Edition open & closed issues Filemaker database

EXHIBIT \Ar

Page_S7 of_%9

JTW:I\DAILYUMM\Site\Schedules3.doc




CaGabDBWOTRIZSRMVIDoQunamertiR 7-7Filciaf 26208 PREkSH 6872

Schedule 2.01 (a) Continued

QuickSite 2.53 source code

QuickSite 2.5 manual

QuickSite AVI tutorial

QuickSite 2.5 help

QuickSite 2.5 NT help

QuickSite 2.0 open & closed issues Filemaker database

QuickSite 3.0 source code ,
QuickSite 3.0 getting started guide
QuickSite 3.0 content and examples
QuickSite 3.01 (beta) source code

QuickSite OEM Version source code
PSA-Germany 3.01
Earthlink 3.00e
Interprise Now! (Borland) 2.53
Earthlink 1.02/1.03
Gen 1.02/1.03
Sony 1.03
Internet Direct 1.03

QuickSite white paper & research documents

Visual Site Architect 1.0 source code

HomeSite source code
WebTools 1.0 source code
Defect Automation Prototype 1.0
Filemaker bug database

Technology Integration master plan written document

6o

JTW:T\DAIL YUMM\Site\Schedules3.doc -2-

EXHIBIT _
Page 54 of 99





