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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
SOUTHERN DIVISION

ACACIA MEDIA TECHNOLOGIES
CORPORATION,

SA CV 02-1040-JW(MLGx);

Consolidated Cases:

Plaintiff(s), SA CV 02-1048-JW(MLGx);
SA CV 02-1063-JW(MLGx);
SA CV 02-1165-JW(MLGx):;
SA CV 03-0217-JW(MLGx):;
SA CV 03-0218-JW(MLGx);
SA CV 03-0219-JW(MLGx);
SA CV 03-0259-JW(MLGx):;
SA CV 03-0271-JW(MLGx); &
SA CV 03-0308-JW(MLGx)

VS.

NEW DESTINY INTERNET GROUP,ET 4L.,

Related Cases:

Defendant(s).
SA CV 03-1801-JW(MLGx);
SA CV 03-1803-JW(MLGx);
AND ALL RELATED AND/OR SA CV 03-1804-JW(MLGx);

CONSOLIDATED CASE ACTIONS. SA CV 03-1805-JW(MLGx); &

SA CV 03-1807-JW(MLGx)

N’ N’ N’ N’ N’ N N N N N N N N N N N N N N N N N N

MARKMAN ORDER

L. INTRODUCTION

This is a patent infringement case, in which the Plaintiff, Acacia Media Technologies
Corporation, ("Acacia") asserts that various internet based adult entertainment providers
(collectively, "Defendants") infringe both U.S. Patent No. 5,132,992 (the '992 patent) and U.S.

Patent No. 6,144,702 (the '702 patent) (collectively, the "patents-in-suit").
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The Court conducted a hearing on four separate days in accordance with Markman v.
Westview Instruments, Inc., 517 U.S. 370 (1996), to construe the disputed terms and phrases of
the asserted claims." This Order gives the Court’s construction of some of the disputed terms and
phrases and invites further briefing or motions with respect to other terms.

II. Prosecution History of the '702 Patent and the '992 Patent

Both the '992 patent and the '702 patent, are members of the Yurt family of patents that
includes five issued patents, all claiming a priority date of the '992 patent and sharing a common
specification.” The '702 patent is a division of application Ser. No. 08/630,590, filed April 10,
1996, which issued as U.S. Pat. No. 6,002,720, which is a continuation of application Ser. No.
08/133,982, filed October 8, 1993, which issued as U.S. Pat. No. 5,550,863, which is a
continuation of application Ser. No. 07/862,508, filed April 2, 1992, which issued as U.S. Pat.
No. 5,253,275, which is a continuation application of Ser. No. 07/637,562, filed January 7, 1991,
which issued as the '992 patent.

III. STANDARDS

The construction of the claims in a patent is a matter left to the province of the court.
Markman, 517 U.S. at 391. A court's objective is to determine the plain meaning, if any, that
those of ordinary skill in the art would apply to the language used in the patent claims. Warner v.
Ford Motor Co., 331 F.3d 851, 854 (Fed. Cir. 2003) (citing Rexnord v. Laitram Corp., 274 F.3d
1336, 1342 (Fed. Cir. 2001)). While the court may look to pertinent art dictionaries, treatises and
encyclopedias for assistance, Texas Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202-03
(Fed. Cir. 2002), the intrinsic record is the best source of the meaning of claim language.

Vitronics Corp. v. Conceptronics, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996). Unless the inventor

" The Court conducted hearings in the Central District of California at the Santa Ana
Federal Courthouse on February 6, 2004; April 9, 2004; May 18, 2004; and May 19, 2004.

* The Court notes that applicants did make corrections to the specification of the '702
patent, such as adding the phrase "[t]he receiving system recognizes copy protected programs and
disables the audio-video recorder." See Miller Decl., Ex. GG ('702 prosecution history) at 211.
Nothing in this Order shall be construed as endorsing any claimed priority dates of the patents-in-
suit.
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has manifested an express intent to depart from the ordinary and accustomed meaning that patent
claim language has in the art, there is a heavy presumption that the inventor intended the ordinary
meaning to apply. See Teleflex Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 1325 (Fed. Cir.
2002) (en banc) (citation omitted); Bell Atlantic Network Servs., Inc. v. Covad Communications
Group, Inc., 262 F.3d 1258, 1268 (Fed. Cir. 2001) (citation omitted). The use of extrinsic
evidence in the claim construction process is "proper only when the claim language remains
genuinely ambiguous after consideration of the intrinsic evidence." Interactive Gift Express, Inc.
v. Compuserve Incorp., 256 F.3d 1323, 1332 (Fed. Cir. 2001).
IV.  DISCUSSION
A. Claim 1 of the '992 Patent
There are fifty-eight claims in the '992 patent, six of which are independent claims. The
Court requested that the parties submit a list of disputed terms and phrases appearing in two
independent claims: claim 1, an apparatus claim, and claim 41, a method claim. The Court
explained that it would construe additional terms in the '992 patent at a later date, if requested by
the parties.
With the disputed terms and phrases in bold, Claim 1 of the '992 patent recites:
1. A transmission system for providing information to be
transmitted to remote locations, the transmission system
comprising:
library means for storing items containing information;
identification encoding means for retrieving the information in
the items from the library means and for assigning a unique
identification code to the retrieved information;
conversion means, coupled to the identification encoding means,
for placing the retrieved information into a predetermined format

as formatted data;

ordering means, coupled to the conversion means, for placing
the formatted data into a sequence of addressable data blocks;

compression means, coupled to the ordering means, for
compressing the formatted and sequenced data blocks;

compressed data storing means, coupled to the data compression
means, for storing as files the compressed, sequenced data
blocks received from the data compression means with the
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unique identification code assigned by the identification
encoding means; and

transmitter means, coupled to the compressed data storing means,
for sending at least a portion of one of the files to one of the
remote locations.
('992 patent, 20:14-40) (emphasis added).
1. A transmission system for providing information to be transmitted to
"remote locations"

The parties request construction of the term "remote locations" that appears in claims 1,
19, 22, 25, 41, 47 and 54 of the '992 patent. Acacia contends that the term should have its
ordinary and customary meaning, such that "remote locations" means "positions or sites distant in
space from the position(s) or site(s) of the transmission system." To support its position, Acacia
points to various parts of the claim language and the specification.

Defendants contend that the word "locations" simply is the plural of "location" and has a
commonly understood meaning of more than one place or site. Defendants assert that the dispute
centers upon the term "remote." Defendants contend that the term "remote locations" should be
construed to mean "more than one location selected by the user."

The Court finds that the ordinary meaning of the term "remote locations" is "positions or
sites distant in space from some identified place." In the context of claims 1 and 41, the ordinary
meaning of the term is "positions or sites distant in space from the transmission system." In the
context of claim 1 the term "remote locations" is described in relation to the transmission system
in the preamble that recites "[a] transmission system for providing information to be transmitted
to remote locations ..." Similarly, in claim 41 the "remote locations" are sites remote from the
transmission system to which at least a portion of the file is sent.

Unlike other claims of the '992 patent that describe systems responsive to requests from a
user (e.g.,claims 19 and 47), there is no such limitation included in independent claims 1 and 41.
Specifically, claims 19 and 47 contain additional limitations that the remote location be specified

by the user of the system. In other words, the term "remote locations" is used consistently by the
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inventors in all claims but the inventors added additional words that limit the term to a remote
location selected by the user in claims 19 and 47.

Defendants' proposed construction of "remote locations" would read the limitations of
claims 19 and 47 into broader claims, a construction that would violate the doctrine of claim
differentiation. "It is improper for a court to add 'extraneous' limitations to a claim, that is,
limitations added 'wholly apart from any need to interpret what the patentee meant by particular
words or phrases in the claim." Hoganas AB v. Dresser Indus., Inc., 9 F.3d 949, 950 (Fed. Cir.
1993) (quoting E.I. Du Pont de Nemours & Co. v. Phillips Petroleum Co., 849 F.2d 1430, 1433,
(Fed. Cir.), cert. denied, 488 U.S. 986 (1988); SRI Int'l v. Matsushita Elec. Corp. of Am., 775
F.2d 1107, 1122 (Fed. Cir. 1985) ("It is settled law that when a patent claim does not contain a
certain limitation and another claim does, that limitation cannot be read into the former claim in
determining either validity or infringement.").

The Court looks to the specification to determine "whether the presumption of ordinary
and customary meaning is rebutted." Tex. Digital Sys., 308 F.3d at 1204; see also Inverness
Med. Switz. Gmbh v. Princeton Biomeditech Corp., 309 F.3d 1365, 1371-72 (Fed. Cir. 2002).
The specification discloses a configuration that does not require a user to select a particular
location. Figure 1g of the '992 patent shows a transmission system distributing to a receiving
system, which preferably transmits requested material over airwave communication channels to a
plurality of users. ('992 patent, 4:53-57). Also, the specification discloses "[t]he transmission
system 100 of the present invention preferably further includes transmitter means 122, coupled to
the compressed data library 118, for sending at least a portion of a specific file to at least one
remote location." ('992 patent, 15:61-65).

Here, the specification does not overcome the heavy presumption that the plain and
ordinary meaning should apply. See CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366
(Fed. Cir. 2002)); see also Mantech Envtl. Corp. v. Hudson Envtl. Servs., Inc., 152 F.3d 1368,
1374 (Fed. Cir. 1998) ("If the written description supports the definition of the term that is
apparent from the claim limitation, then reading in a further limiting definition would be

improper."); Specialty Composites v. Cabot Corp., 845 F.2d 981, 987 (Fed. Cir. 1988) ("Where a
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specification does not require a limitation, that limitation should not be read from the
specification into the claims.").

Next, the Court considers statements made in the prosecution history of the '992 patent, as
well as related patents that share the same specification, to determine whether the patentee
effected a disclaimer of claim scope. Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d 1340,
1349-50 (Fed. Cir. 2004). Such a disclaimer requires clear and unmistakable statements of
disavowal. See Cordis Corp. v. Medtronic AVE, Inc. at el.,339 F.3d 1352, 1358 (Fed. Cir. 2003)
(citing Omega Eng'g, Inc. v. Raytek Corp., 334 F.3d 1314, 1325 (Fed. Cir. 2003)).

A "Petition to Make Special" allows an application to request an accelerated examination
of an application. In exchange, the applicant must conduct a preexamination search and must
provide "a detailed discussion of the references, which points out, ... how the claimed subject
matter is distinguishable over the references." M.P.E.P. § 708.02. VIII (1989). In distinguishing
the claimed invention from U.S. Patent No. 4,890,320 (hereinafter, "Monslow") that issued in
1989, the applicants explained that in Monslow "the viewer-chosen program is transmitted to the
television receiver of the requesting viewer." (Miller Decl., Ex. B., p. 156). In distinguishing the
claimed invention from U.S. Patent No. 4,506,387 (hereinafter, "Walter") that issued in 1985, the
applicants explained that Walter "requires that the viewer be at the location for both ordering and
viewing the audio/video material." /d. In distinguishing U.S. Patent No. 4,763,191 (hereinafter
"Gordon") that issued in 1988, the applicants explained that Gordon did not disclose a provision
for storage of requested programming before transmission to the user or for storage before the
programming is played. /d.

The Court finds that there was no clear disavowment of claim scope during the
prosecution history of the '992 patent that limits the plain and ordinary meaning of the term
"remote locations." While the prior art references disclosed a system where the requesting
device, either a telephone or a computer, is physically located at the same location as the
receiving system, the applicants distinguished the present invention in that none of the references
provided for the storing of the information at the receiving system location so that the

information may be played back at a later time selected by the user. Thus, the requester of the
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information may be physically located at a "remote location," because the prior art was overcome
for more than one reason, creating no disavowment of claim scope.

Defendants contend that the applicants clearly disavowed and thereby limited the term
"remote locations" by a statement made during the prosecution of the '720 patent application, a
patent in Yurt family that issued in 1998. In the '720 patent application, the applicants amended
a claim in response to an examiner's rejection. The applicants stated "to clarify remote location
to which the information is transmitted is different from the accessing location at which the user
is positioned when making the request." (Miller Decl., Ex. L, p. 502). The amendment and
alleged disavowment were in response to the examiner's rejection of the claim as anticipated by
U.S. Patent No. 5,195,092 (hereinafter, "Wilson et al.") that issued on March 16, 1993.

At the First Markman Hearing held on February 6, 2004, Defendants asserted that
Microsoft Corp. v. Multi-Tech Sys., Inc. allowed a court to rely on comments made in subsequent
related patent prosecutions to interpret disputed claims of previous issued patents. The Court
disagrees. In Microsoft, the Federal Circuit stated that it was relying on comments directed at the
common specification shared by both of the patents and was not relying on comments made
regarding amendments to claims. See Microsoft, 357 F.3d at 1349 nS5.

During claims construction of the '992 patent that issued in 1992, it would be improper
for the Court to consider a comment made during prosecution of a related patent (the '720 patent)
regarding an amendment to a claim made in 1998 to overcome 1993 prior art. See id; Georgia-
Pacific Corp. v. United States Gypsum Co., 195 F.3d 1322 (Fed. Cir. 1999).

Therefore, the Court finds "remote locations" to have its ordinary meaning "positions or
sites distant in space from some identified place or places." In claims 1 and 41 of the '992 patent,
the term "remote locations" means "positions or sites distant in space from the transmission
system."

2. "library means for storing items containing information"
(claim 1 of the ‘992 patent)
The parties request that the Court construe the phrase "library means for storing items

containing information" that appears in claim 1 of the '992 patent.
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Acacia contends that the phrase "library means for storing items having information" is
not a means-plus-function limitation, because sufficient structure for performing the claimed
function is disclosed in the claim. Acacia contends that sufficient structure is elaborated in claim
1 by including the term "library." Acacia supports its position through use of a dictionary that
defines the term "library" as "a place where materials are kept or a collection of such materials."
Also, Acacia relies on the specification stating that "the library has a geographical location and
that multiple libraries in a system may communicate with one another. ('992 patent, 2:65-66;
6:23-30; and 15:13-15)." (Acacia's Claim Construction Brief, January 8, 2004).

Defendants contend that sufficient structure is not recited in the claim. Defendants
contend that the claimed function of "storing items containing information" should be construed
to require that the library means must have items containing information that may be readily
accessed for use by the transmission system, i.e., the library is part of the transmission system.
Defendants contend that although a generic "library" is capable of retaining items at a particular
location, a generic library does not make these items available for use by the claimed
transmission system. Defendants assert that the only type of library that performs the claimed
function is the "source material library" disclosed in the specification.

The use of the term "means for" in a claim limitation creates a rebuttable presumption
that the limitation is drafted in § 112, 4 6 format. NCR Corp. v. Palm, Inc., 217 F. Supp. 2d 491,
502 (D. Del. 2002) (citing Kemco Sales, Inc. v. Control Papers, Co., 208 F.3d 1352, 1361 (Fed.
Cir. 2000). One can rebut that presumption by showing that the claim itself recites sufficiently
definite structure to perform the claimed function. Id. See also Envirco Corp. v. Clestra

Cleanroom, Inc., 209 F.3d 1360 (Fed. Cir. 1994);* Unidynamics Corp. v. Automatic Prods. Int'l

*In Envirco Corp. v. Clestra Cleanroom, Inc., 209 F.3d 1360 (Fed. Cir. 1994), the claim
at issue described a centrifugal fan and filter assembly for clean room environments. The district
court had construed "second baffle means" as a means-plus-function element and had looked to
the specification to determine its corresponding structure. The first embodiment described a
baffle having continuous arcuate surfaces; the district court found that the claims required such
arcuate structure. Since the accused product had baffles formed of L-shaped material, the district
court granted summary judgment of non-infringement.

On appeal, the Federal Circuit reversed, noting that while the district court had properly

8
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Ltd., 157 F.3d 1311, 1319 (Fed. Cir. 1998)*

The clause "library means for storing items having information" is written such that the
means-plus-function presumption of § 112, 9 6 does apply. See Greenberg v. Ethicon Endo
Surgery, Inc., 91 F.3d 1580 (Fed. Cir. 1996) ("Claim drafters conventionally use the preface
'means for' (or 'step for') when they intend to invoke section 112(6), and there is therefore seldom
any confusion about whether section 112(6) applies to a particular element."); Sage Prods., 126
F.3d at 1427. "This presumption is overcome in two ways." Allen Eng'g Corp. v. Bartell Indus.,
Inc., 299 F.3d 1336, 1347 (Fed. Cir. 2002).

"First, a claim element that uses the word 'means' but recites no function

corresponding to the means does not invoke § 112, 4 6." Allen Eng'g Corp., 299

F.3d at 1347 (citations omitted).

In the case at hand, the presumption is not overcome by the first method because there is
a function corresponding to the means recited in the claim: "library means for storing items
having information." ('992 patent, 20:17) (emphasis added).

"Second, even if the claim element specifies a function, if it also recites
sufficient structure or material for performing that function, § 112, § 6 does not

apply." Allen Eng'g Corp., 299 F.3d at 1347 (citations omitted).

Here, the issue is whether the term "library" is a sufficient recital of structure to perform

the function.

performed the first part of the analysis, it had failed to perform the second part of the analysis,
which is to determine whether the means clause cited sufficient structure to stand upon its own
without invoking § 112, 9 6 to identify the claimed structure. The court concluded that the
patentee had rebutted the presumption and thus the element was not subjectto § 112,96 .

*In contrast, the Federal Circuit construed "spring means tending to keep the door closed"
to be means-plus-function in Unidynamics Corp. v. Automatic Prods. Int'l Ltd., 157 F.3d 1311,
1319 (Fed. Cir. 1998). The Federal Circuit agreed with the lower court that the term "spring" is a
structural term, but held that the remainder of the clause was intended to invoke means-plus-
function treatment, and that the use of a structural term in the clause did not vitiate this intent,
given the statement in the specification that the disclosed "spring 46 is an example of spring
means tending to keep the door closed." In other words, the use of the words "is an example of"
did not stop the court from limiting the claim to that example. Id.

9
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The Court finds that the term "library" does not provide sufficient structure to overcome
the presumption that the patentees' use of the term "means for" was not intended to invoke § 112,
9 6. Even if the term "library" is considered a structural term, the remainder of the clause
invokes means-plus-function treatment, and the use of a structural term in the clause does not
vitiate the patentees' intent. See Unidynamics Corp. v. Automatic Prods. Int'l Ltd., 157 F.3d at
1319 (citing Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1536, 19 USPQ2d 1367, 1369 (Fed.
Cir.1991) ("The recitation of some structure in a means-plus-function element does not preclude
the applicability of section 112.")).

Moreover, a generic library by itself is not integrated with the claimed invention and does
not make the information available. A particular kind of library, a "source material library" is

required in the claimed invention.’

*Every section of the specification that Acacia relies on in support of its position that
"library" connotes sufficient structure, makes reference not to a "library" but instead a "source
material library." See '992 patent, 2:65-66 ("Additionally, the present invention comprises a
receiving system responsive to a user input identifying a choice of an item stored in a source
material library to be played back to the subscriber at a location remote from the source
material library.") (emphasis added); '992 patent, 6:23-30 ("The source material library 111,
... may preferably include a single source material library or a plurality of source material
libraries. ... The plurality of source material libraries ...") (emphasis added); and '992 patent,
15:13-15 ("It is possible to process orders and operate a database of available titles at multiple
locations remote of the source material library 111.") (emphasis added).

Moreover, comments made by the applicants during the prosecution of the '992 patent
require that the library means be limited to the corresponding structure identified in the
specification as the "source material library." In the First Office Action of the '992 patent
application, the examiner rejected claims 1-6, and a multitude of others as being anticipated by
"Lang." (Miller Decl., January 8, 2004; Ex. B at 183-185). The examiner stated that "Lang
discloses a video/audio storage system which is capable of providing information to remote
locations. See Fig. 2 for library means (11)." Id. at 183 (emphasis added). The applicants
disagreed with the examiner. They asserted that Lang envisioned a library at some time in the
future because Lang lacked the knowledge of how to incorporate such a library. Id. at 209.
Applicants stated that they solved the problems left open in Lang. Id. The applicants further
disputed whether Lang disclosed the recited identification encoding means "because the
functions of the identification encoding means are to retrieve of [sic] information from the source
material library means and to assign a unique identification code to the retrieved information."
Id. Thus, to overcome Lang, the applicants disavowed any corresponding structure of "library
means" other than a "source material library."

10
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Having concluded that “library means” is drafted in means-plus-function form,
construction of that limitation requires two steps. Asyst Techs., Inc. v. Empak, Inc., 268 F.3d
1364, 1369 (Fed. Cir. 2001). First, the Court must identify the function recited in the claim. /d.
"Second, the court must identify the corresponding structure set forth in the [specification] that
performs the particular function set forth in the claim." /d.

The function of “library means” is "storing items containing information."

The Court construes the term "items containing information" to mean "items containing
information in analog or digital format." The limitation requiring the information be stored in
analog or digital format is necessary as the conversion means element 113 only converts analog
and digital inputs into a "formatted data" output.® ('992 patent, figure 2a). To preserve validity
of the patent, the applicants limited claim 1 of the '992 patent as well as other claims involving a
source material library to envelop only retrieving "information in the items." ('992 patent,
20:19). Although the specification discloses musical instruments and books being stored in the
source material library, it does not enable retrieval of such items, much less conversion of such
information in the items into the required input format acceptable by the conversion means
(figure 2a (113)). ('992 patent, figure 2a).

/1
/1
/1
/1
/1
/1
/1

SNeither the claims nor the specification of the ‘992 patent disclose any structure for
converting information in the "items" to analog or digital form as required by the "conversion
means," before the items are stored in the library means. The claims and the specification
disclose structure (figure 2a (113)), which converts only analog or digital information. Before
the items are stored, the information in the "items" stored in the library means must out of
necessity already be in analog or digital format.

11
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The Court finds that the corresponding structure of "library means" is the "source material
library," as represented by block 111 of Figure 2a of the '992 patent. The claim element covers
this corresponding structure and its equivalents.’

3. "identification encoding means for retrieving the information in the
items from the library means and for assigning a unique identification
code to the retrieved information"

a. "identification encoding means"

The parties agree that the term "identification encoder means" should be construed under
§ 112, 96. The identification encoding means disclosed in claim 1 of the '992 patent has two
functions: (1) "retrieving the information in the items from the library means" and (2)
"assigning a unique identification code to the retrieved information." (‘992 patent, 20:19-21)

(emphasis added). The Court will construe these two functions and then look to the specification

7 In addition to reasons stated above, a "compressed data library" is not considered a
corresponding structure of a library means because it represents the corresponding structure for a
"compressed data storing means." Compare claim 1 of the '992 patent col. 20, line 17 ("library
means ...") with line 32 ("compressed data storing means, coupled ..."). See e.g. '992 patent at
12:48, 12:59-66, and 13:9-13.

12



10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

for corresponding structure.
1. retrieving the “information in the items
from the library means”

The Court gives the term "retrieve" its ordinary meaning -- "to get something back." In
this case, the function of the identification encoding means is to get back the information that is
contained in the items which are stored in the source material library.

2. assigning a "unique identification code to
the retrieved information"

Although it is undisputed that the “identification encoding means” must assign a “unique
identification code,” the parties dispute the meaning of the term "unique identification code."
The term does not have a plain and ordinary meaning. The language of claim 1 of the '992
patent, clarifies that a unique identification code identifies information stored possibly in more
than one file and that the unique identification code is stored in the presence of files containing
the information to be stored.

The specification refers to a "unique address code" that is not synonymous with the
unique identification code. The "unique address code is an address for uniquely identifying the
compressed data items stored in the compressed data library section of a library system." ('992
patent, 10:48-50). "The unique address code makes access to the requested data possible." ('992
patent, 10:64-65). Also separately defined in the specification and thus not to be considered a
unique identification code is program notes and popularity codes. ('992 patent, 6:48-54).

In summary, the unique identification code is not a genus that includes all other codes,
such as, the popularity code, unique address code, program notes, item title, and file name.
Instead, the unique identification code is assigned by the identification encoding means and
accompanies information stored as compressed sequenced data through the data compression
process. ('992 patent, 10:20-22).

The specification is ambiguous, inter alia, with regards to whether the unique

identification code is assigned to "the item" or to "the information in the item."

13
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For instance, in the specification states:

"[p]rior to being made accessible to a user of the transmission and
receiving system of the present invention, the item must be stored in
at least one compressed data library 118, and given a unique
identification code by identification encoder 112."

('992 patent, 6:35-39).

This passage can reasonably be read to provide that the item itself is stored and that the
item itself is given a unique identification code.

In another instance, the specification describes that a file containing compressed audio
and video data "is addressable through the unique identification code assigned to the data by the
identification encoder 112." ('992 patent, 10:28-30). This language suggests that the unique
identification code is assigned to "data," which means the information in the item.

Similarly, the "Summary of the Invention" section of the specification describes the
identification encoder means assigning a unique identification code to information retrieved from
the source material library. ('992 patent, 2:33-34).

Accordingly, the Court construes the function “assigning a unique identification code to
the retrieved information" to mean "assigning a one-of-a-kind identifier to the information
retrieved from an item that identifies the retrieved information through the conversion, ordering,
compression, and storing processes."

The Court now examines the specification for corresponding structure which performs
these functions.

Acacia contends that the structure corresponding to the "identification encoding means"
is:

(1) a human being;

(2) computer software;

(3) an identification encoder, and all equivalents.®

"[A] person (e.g. system operator), an identification encoder, and computer software
having source material utilization capabilities, and all equivalents thereof." (Joint Claim
Construction Chart, Docket Item No. 151).
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Defendants contend that there is no corresponding structure because (1) human beings are
not structures, (2) the dispatching control software disclosed in the specification is not linked to
the identification encoder, and (3) the "identification encoder" is a functional term that does not
connote structure. The Court will consider these in order.

1) A Human Being As Corresponding Structure for the
Identification Encoding Means"

To support its argument that a human being is disclosed in the specification as
corresponding structure for the "identification encoding means," Acacia refers to a passage in the
specification which mentions a human being:

FIG. 7 is a flow chart 400 of a preferred method of
distribution of the present invention. The distribution method is
preferably responsive to requests identifying information to be sent
from the transmission system 100 to remote locations. Method 400
assumes that the items have already been stored in compressed
data library 118.

As illustrated in FIG. 7, the first step of the distribution
method 400 involves retrieving the information for selected items
in the source material library 111, upon a request by a user of the
distribution system (step 412). This is analogous to taking books
off of a shelf at the local public library after the person has
decided that he or she would like to read them.

('992 patent, 18:46-59) (emphasis added).

Defendants contend that this reference to a person taking books off of a library shelf as
analogous to a distribution “method” is not disclosure of a human being as corresponding
structure of “identification encoding means.” Defendants point out that the specification refers to
a method and make no reference to the structure under consideration. In addition, Defendants
point out that in the cited analogy the item itself is retrieved by the person. The claim requires
corresponding structure for retrieving "the information in the item."

The Court finds that the language of claim 1 supports Defendants' position. As discussed

above, corresponding structure to the “identification encoding means” must retrieve "the

information in the items from the library means." ('992 patent, 20:19-20) (emphasis added).’

? Claim 1 of the '992 patent recites, in pertinent part, that:
1. A transmission system for providing information to be
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The specification describes "retrieving the information for selected items in the source material
library" and does not mention retrieving the item itself.'” ('992 patent, 18:53-56).

Except for the Figure 7 analogy above to a library user, there is no other discussion in the
specification which could be understood by one skilled in the relevant art as disclosing a human
being as corresponding structure for performing the functions of the “identification encoding
means." ('992 patent, 20:19-20)."

Therefore, the Court finds that there is no disclosure in the specification of a human being
as corresponding structure for the identification encoding means. Accordingly, the Court
declines to include a human being as corresponding structure in its construction of the
“identification encoding means.”

2) The Dispatching Control Software As Corresponding
Structure to the “Identification Encoding Means.”

Acacia contends that a computer software program, the dispatching control software, is
disclosed as corresponding structure of the “identification encoding means.”

Computer software that performs uncommon functions can be corresponding structure in
a means-plus-function element if the algorithm or enabling software is disclosed. See Medical

Instrumentation & Diagnostics Corp., 344 F.3d at 1211 ("The correct inquiry is to look at the

transmitted to remote locations, the transmission system
comprising:

library means for storing items containing information;
identification encoding means for retrieving the information in
the items from the library means and for assigning a unique
1dentification code to the retrieved information; ...

('992 patent, 20:14-22).

""The Court notes that the elements of the patent under consideration do not claim a
structure for retrieving the items themselves. The Court leaves for later consideration the effect,
if any of no structure for retrieving the items from the library means.

" Because the specification of the '992 patent, does not disclose a human being as a
corresponding structure for the identification encoding means, the Court does not reach the legal
issue of whether a human being can even be a corresponding structure.
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disclosure of the patent and determine if one of skill in the art would have understood that
disclosure to encompass software for digital-to-digital conversion and been able to implement
such a program, not simply whether one of skill in the art would have been able to write such a
software program."); S3, Inc. v. Nvidia, 259 F.3d 1364, 1369 (Fed. Cir. 2001) ("The claims are
directed to the invention that is described in the specification; they do not have meaning removed
from the context from which they arose.") (internal quotations omitted).

In the specification, no algorithm for the "dispatching control software"'? is disclosed to
explain how the information in the items stored in the source material library is allegedly
retrieved by the software. See WMS Gaming, Inc. v. Int'l Game Tech, 184 F.3d 1339, 1348-49
(Fed. Cir. 1999); see also Tehrani v. Hamilton Med., Inc., 321 F.3d 1355, 1362-63 (Fed. Cir.
2003).

In addition, in a means-plus-function claim element, in order for a structure disclosed in
the specification to qualify as "corresponding," there must be language in the specification, which
would lead one skilled in the art to link that structure to the function. Medtronic, Inc. v.
Advanced Cardiovascular Sys., Inc., 248 F.3d 1303, 1313 (Fed. Cir. 2001) (finding particular
structures not to be corresponding structures because "one skilled in the art would not perceive
any clear link or association between these structures and the [recited] function of connecting
adjacent elements together").

The specification does not disclose the dispatching control software as structure for the
identification encoder means, but instead discloses using the software to receive requests from
the remote order processing and item database, and to send requests for information through the
distribution system. ('992 patent, 17:54-57). In other words, the dispatching control software,
inter alia, controls the flow of requests, and maintains a list of the available titles in a particular
compressed data library when particular titles are not available in the compressed data libraries.
The dispatching control software is not a corresponding structure for the identification encoding

means because it does not retrieve "the information in the items" but instead manages the

2To the extent the “identification encoder,” which is discussed later in this order, is
computer software, the specification does not disclose any algorithm or enabling software.
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"efficient use of the available distribution channels." ('992 patent, 17:65-66).

"It is not proper to look to the knowledge of one skilled in the art apart from and
unconnected to the disclosure of the patent." Medical Instrumentation & Diagnostics Corp., 344
F.3dat 1212.

Here, one skilled in the art would not link the dispatch control software, which is linked
to other functions, with the retrieving function of the identification encoding means."” Therefore,
the Court declines to include "dispatching control software" as corresponding structure in its
construction of "identification encoding means."

A3 An Identification Encoder As Corresponding Structure
of the “Identification Encoding Means.”

The Court now turns its attention to Acacia’s contention that the specification discloses
an apparatus identified as "identification encoder" as corresponding structure for the
"identification encoding means."

The term "identification encoder" is used in the specification. In the specification of the
'992 patent, the patentees explain that "[p]rior to being made accessible to a user of the
transmission and receiving system of the present invention, the item must be stored in at least
one compressed data library 118, and given a unique identification code by identification
encoder 112." ('992 patent, 6:35-39). Figures 2a and 2b of the '992 patent demonstrate that the
unique identification code must be assigned by the identification encoding process, Figure 2a
(112), prior to the information being compressed and stored in the compressed data library,
Figure 2b (118). A preferred embodiment describes that the transmission system having a

"compressed data storing means, coupled to the compression means, for storing as a file the

" The specification does not support Acacia's contention that the dispatching control
software coordinates the retrieval of information and items from the source material library.
(Plaintiff's Supp. Briefing Re Identification Encoding Means, p. 4-7). The specification of the
'992 patent states that "[t]he dispatch software may also preferably coordinate network traffic,
source material library 111 utilization, source material library contents, and connection costs."
('992 patent, 17:61-64). The specification discusses dispatching control software with
performing the function of managing the flow of requests such that there is effective utilization
of the system not retrieving information in the items.
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compressed sequenced data with the unique identification code received from the data
compression means." ('992 patent, 10:18-22) (emphasis added). The specification describes that
a file containing compressed audio and video data "is addressable through the unique
identification code assigned to the data by the identification encoder 112." ('992 patent,
10:28-30).

Although the specification identifies a structure called an "identification encoder" ( block
112 in Figure 2a), because the Court is construing a means-plus-function claim, the Court must
examine the specification to determine the substance of the identified structure and to determine
if the identified structure performs the required functions.

Other than the term itself, the specification contains no description of the structure of an
"identification encoder." It is unclear whether it is hardware, software, or as claimed with
another element, a human being.

Thus, the issue is whether the use of the term, "identification encoder," without further
description connotes sufficient structure to define the bounds of the invention. Acacia contends
"identification encoder" can be computer software. However, the specification only defines the
identification encoder by its function of assigning a unique identification code and does not
disclose any structure, not even computer software.

In a means-plus-function claim, the patentee must disclose sufficient structure in the
specification that one of ordinary skill in the art would recognize as being capable of performing
the claimed function.' In the absence of such a link, the Court cannot create one. Medical
Instrumentation & Diagnostics Corp. v. Elekta AB, 344 F.3d 1205 (Fed. Cir. 2003).

In the Medical Instrumentation & Diagnostics Corp. case, the lower court concluded that

"the specification is not very explicit in its disclosures of a means for performing a

'* The '992 patent issued in 1992. Prior to 1994, the United States Patent and Trademark
Office ("PTO") did not examine applications for compliance with the corresponding structure
requirement of § 112, § 6. See In re Donaldson, 16 F.3d 1189, 1194 (Fed. Cir. 1994). In In re
Donaldson, the Federal Circuit ended the "PTO's sweeping and long-standing practice of not
applying paragraph six during examination." /d. The Federal Circuit explained that "the fact that
the PTO may have failed to adhere to a statutory mandate over an extended period of time does
not justify its continuing to do so." /d.
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digital-to-digital conversion." Medical Instrumentation & Diagnostics Corp., 344 F.3d at 1211.
Nevertheless, the lower court concluded that because techniques for performing those
conversions were known to those of skill in the art at the time the application was filed, a person
of skill in the art would understand software to be a corresponding structure for the converting
function. Id.

On appeal, the Federal Circuit explained that the patentee, MIDCO, presented evidence
before the district court that a skilled programmer at the time of the application's filing could
have written a program for digital-to-digital conversion of image size. /d. at 1212. Also,
MIDCO provided examples of programs for digital-to-digital image conversion that would have
been available at the time the patent was filed. /d. The Federal Circuit noted, however, that none
of the examples of programs for digital-to-digital conversion were cited in the patent. Id.

After acknowledging that a district court should look at the disclosure from the point of
view of one skilled in the relevant art, id. (citing Budde v. Harley-Davidson, Inc., 250 F.3d
1369, 1376 (Fed. Cir. 2001), the Federal Circuit reversed the lower court because its inquiry was
not correct. The Federal Circuit explained that "[t]he correct inquiry is to look at the disclosure
of the patent and determine if one of skill in the art would have understood that disclosure to
encompass software for digital-to-digital conversion and been able to implement such a program,
not simply whether one of skill in the art would have been able to write such a software
program." Id. (emphasis added) citing (Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d
1374, 1380 (Fed. Cir. 1999); see also Omega Eng'g, Inc. v. Raytek Corp., 334 F.3d 1314,
1331-32 (Fed. Cir. 2003) (explaining that statements from experts cannot be used to "rewrite the
patent's specification” to create a clear link where the language in the specification provides
none). "It is important to determine whether one of skill in the art would understand the
specification itself to disclose the structure, not simply whether that person would be capable of
implementing that structure." Medical Instrumentation & Diagnostics Corp., 344 F.3d at 1212
(citing Atmel, 198 F.3d at 1382 ("Fulfillment of the § 112, 9 6 trade-off cannot be satisfied when

there is a total omission of structure. There must be structure in the specification.")).
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In this case, the Court cannot define the term "identification encoding means" because
there is no corresponding structure in the specification that is linked to the functions recited in
the claims." If the Court adopts this finding as its final conclusion on this matter, this would
render claims 1, 3,4, 5,9, 10 and 11 of the '992 patent indefinite.

The Court invites Acacia to file a motion for an evidentiary hearing on the issue of
whether one of skill in the art could identify a corresponding structure and determine the bounds
of the "identification encoding means" in view of the specification.

The Court invites the Defendants to file a motion for summary judgment that the term
"identification encoding means" is indefinite, rendering claims 1, 3,4, 5,9, 10 and 11 of U.S.
Patent 5,132,992 to be invalid, respectively, pursuant to 35 U.S.C. § 112, 2. At the same time,
Defendant may file a motion for summary judgment pursuant to § 112, 4 1.

The Court will consider these invited motions in accordance with the procedure set forth
in the "Conclusion" section of this Order.

/1
/1
/1
/1

"The encoding means identified in claim 1 of the '992 patent has two functions: (1)
"retrieving the information in the items from the library means" and (2) "assigning a unique
identification code to the retrieved information." ('992 patent, 20:19-21). Although the
specification does disclose a human being assigning a unique identification code, it does not
disclose what structure he uses to accomplish this function other than the identification encoder
(Figure 2a (112)). As mentioned above, the specification does not disclose any structure for the
term "identification encoder." Thus, the Court is unable to define a corresponding structure to
the "identification encoding means" that is linked to the function of "assigning a unique
identification code."

' Section 112, § 2 is directed at the claims of the invention, while § 112, 9 1 is directed
at the relationship of the claims to the specification. Federal Circuit case law allows a district
court to address validity under § 112, § 2 during claim construction. Notwithstanding, the Court
postpones ruling on the validity of claims under § 112, § 2 until the parties have had an
opportunity to present expert testimony. In the interest of time and progressing the litigation
initiated in 2002, the Court will also address motions for summary judgment regarding § 112, 9 1
on terms that the Court has construed or attempted to construe.
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4. "conversion means, coupled to the identification encoding means, for
placing the retrieved information into a predetermined format as formatted
data; ordering means, coupled to the conversion means, for placing the
formatted data into a sequence of addressable data blocks"

a. ""conversion means"

The parties do not dispute the meaning of the term conversion means. For clarification of
how the term interacts with other disputed terms, the Court notes the meaning of the term. The
function of the conversion means is to "place retrieved information into a predetermined format."
The specification discloses the "converter," figure 2a (113), as the corresponding structure. The
specification explains that "after identification encoding is performed by identification encoder
112, the retrieved information is placed into a predetermined format as formatted data by the
converter 113." (*992 patent, 6:59-63). The specification defines the inputs to the converter as
data in analog or digital form. (*992 patent, 6:62-66) ("The items stored in source material
library 111 and encoded by identification encoder 112 may be in either analog or digital form.
Converter 113 therefore includes analog input receiver 127 and digital input receiver 124.").

b. "ordering means"

Pursuant to § 112, 96, the "ordering means, coupled to the conversion means" limitation
of claim 1 of the '992 patent recites the function of "placing items into a sequence of addressable
data blocks." The corresponding structure of the ordering means is the "time encoder (Figure 2a
(114)." ('992 patent, 7:59-8:2 and 8:59-62). The claim element covers this corresponding
structure and its equivalents.

c. "coupled to"

The Court construes the phrase "coupled to" to have its plain and ordinary meaning,
which is "directly connected to or attached to." See e.g. Webster's Ninth New Collegiate
Dictionary 298 (1991) (defining "couple" to mean: to connect for consideration together); see
also CCS Fitness, 288 F.3d at 1366 (holding that there is a heavy presumption that a claim term
carries its ordinary and customary meaning). The term "coupled to" as used in the claims and

specification means two elements are directly attached to one another such that using a diskette
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to transfer information from one to another would mean that the two computers are not "coupled
to" one another."”’
d. "placing the formatted data into a sequence of addressable
data blocks" (claim 1 and 41 of the '992 patent)

In light of the Court's construction of the term "ordering means," the phrase "placing the
formatted data into a sequence of addressable data blocks" does not require construction.

5. "compressed data storing means, coupled to the data compression
means, for storing as files the compressed, sequenced data blocks
received from the data compression means with the unique
identification code assigned by the identification encoding means"

a. "compressed data storing means"
(claim 1 of the ‘992 patent)

Pursuant to § 112, 9 6, the functions of the "compressed data storing means" inherent in
the phrase "for storing as files" are (1) creating a file and (2) storing the file. The corresponding
structure for creating and storing a file is the compressed data formatter 117. The claim element
covers this corresponding structure and its equivalents. The corresponding structure for storage
of the file is the compressed data library 118."® (*992 patent, figure 2a and 2b). The claim
element covers this corresponding structure and its equivalents.

b. "coupled to" (claim 1 of the ‘992 patent)

As explained above, the Court construes the phrase "coupled to" to have its plain and

'7 Similarly, transferring a diskette from one computer to another would not make the two
computers "in data communication with" one another. See '702 patent claims.

'® The Court does not address in this Order whether the specification of the '992 patent
discloses sufficient structure for any term, in particular, the "compressed data formatter." See
Atmel, 198 F.3d at 1382 (holding that Section 112, q 6 "represents a quid pro quo by permitting
inventors to use a generic means expression for a claim limitation provided that the specification
indicates what structure(s) constitute(s) the means." "If our interpretation of the statute results in
a slight amount of additional written description appearing in patent specifications compared
with total omission of structure, that is the trade-off necessitated by an applicant's use of the
statute's permissive generic means term.").
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ordinary meaning, which is "directly connected to or attached to."
B. Claim 41 of The '992 Patent
With the disputed terms and phrases in bold font, claim 41 of the '992 patent recites:
41. A method of transmitting information to remote locations, the
transmission method comprising the steps, performed by a
transmission system, of:

storing items having information in a source material library;

retrieving the information in the items from the source material
library;

assigning a unique identification code to the retrieved
information,;

placing the retrieved information into a predetermined format as
formatted data;

placing the formatted data into a sequence of addressable data
blocks;

compressing the formatted and sequenced data blocks;
storing, as a file, the compressed, formatted, and sequenced
data blocks with the assigned unique identification code; and
sending at least a portion of the file to one of the remote locations.
('992 patent, 24:53 - 25:5).
1. "storing items having information in a source material library"
(claim 41 of the '992 patent)
The parties request that the Court construe the term "storing items having information in
a source material library" that is an element in claim 41 of the '992 patent. Claim 41 in pertinent
part recites: "[a] method of transmitting information to remote locations, the transmission
method comprising the steps, performed by a transmission system, of: storing items having
information in a source material library." ('992 patent, 24:54-56).
Acacia construes the phrase to mean "the act of placing items having information in a
source material library for later use where a source material library is a place where source

material is kept or a collection of such material, source material are physical things at the point of

origin or procurement, items having information are units or members of groups which have
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information, and information is any meaning assigned to data by known conventions." (Joint
Claim Construction Chart, Docket Item No. 151). Acacia rebuts Defendants' assertion that the
transmission system has readily accessible for use original source items of the transmission
system in a library by citing the '992 patent, col. 18, lines 53-59, stating that act of retrieving the
information for items is analogous to taking books off a shelf at the local public library.

Defendants construe "storing items having information in a source material library" to
mean that "the transmission system has readily accessible for use (stores) original source items of
the transmission system in a library," where library requires organization of the items. (Joint
Claim Construction Chart, Docket Item No. 151). Defendants assert that Acacia initially
required a library to be a collection of materials "arranged for ease of use" and that once Acacia
abandoned its previous position Defendants added the phrase "organized collection."

The Court finds that the plain and ordinary meaning of the term "library" could mean
either a collection of books or a place where books could be stored. The specification supports
defining library to be a collection of original material, which contains analog or digital
information, that the transmission system may convert, compress, and transmit. In other words,
the specification defines the source material library as a collection of original sources of
information. In the transmission system described in claim 41 of the ‘992 patent, the Court
construes the phrase "storing items having information in a source material library" to mean
"adding items having information to a collection of existing materials."

2. "storing, as a file, the compressed, formatted, and sequenced data
blocks with the assigned unique identification code' (claim 41 of the
'992 patent)

As a preliminary matter, the disputed phrase "storing, as a file, the compressed, . . ." is not
a step-plus-function claim element as asserted by defendants ITI and Offendale. The claim does
not employ the "step for" language that signals the drafter's intent to invoke § 112, 9 6; rather the
claim employs the phrase "A method . . . comprising the steps . . . of," which is an acceptable
way to draft method claims. See Masco Corp. v. United States, 303 F.3d 1316, 1327 (Fed. Cir.

2002). "Courts must be cautious before adopting changes that disrupt the settled expectations of
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the inventing community." /d. (citations omitted). Defendants ITI and Offendale have failed to
overcome the presumption that claim 41 should not be construed as a step-plus-function claim.
The parties dispute the meaning of the term "with." Consistent with the Court's claim
construction of the term unique identification code, the Court construes the term "with" to mean
"accompanying or in the presence of"" such that sequenced data blocks are accompanied by a
corresponding unique identification code when stored. The Court construes the phrase "storing,
as a file, the compressed, formatted, and sequenced data blocks with the assigned unique
identification code" to mean "storing, as a file, the compressed, formatted, and sequenced data
blocks accompanied by its unique identification code."
C. The '702 Patent
The '702 patent has 42 claims, three of which are independent claims -- 1, 17 and 27.
Every claim of the '702 patent is directed toward a "communication system," which comprises
both a transmission system and a reception system. Independent claim 1 with the font of the
disputed terms and phrases in bold recites:
1. A communication system comprising:
a transmission system at a first location in data communication
with a reception system at a second location, wherein said
transmission system comprises
a sequence encoder,
an identification encoder, and

a compressed data library in data communication with said
identification encoder,

wherein said identification encoder gives items in said
compressed data library a unique identification code; and

wherein said reception system comprises

a transceiver in data communication with said
transmission system,

a storage device in data communication with said transceiver,

user playback controls in data communication with said storage
device,

a digital compressor in data communication with said storage
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device, and

a playback device in data communication with said digital
decompressor.

("702 patent, 19:26-47).
1. ""a transmission system at a first location in data communication with
a reception system at a second location" (claims 1, 17 and 27 of the
702 patent)
Independent claims 1, 17, and 27 of the 702 patent all recite "a transmission system at a
first location in data communication with a reception system at a second location." This claim

limitation is made up of the following constituent phrases: "transmission system," "reception

system," "in data communication with," "at a first location," and "at a second location." Each
phrase will be addressed individually.
a. "transmission system' (various claims of the '702 and '992
patents)

Acacia's proposed construction of the term "transmission system" is: "an assembly of
elements, such as people, machines, and/or methods, capable of functioning together to transmit
signals."" In support of its construction, Acacia relies on IEEE Standard Dictionary of
Electrical and Electronic Terms, Fifth Ed. 1405 (1993) (hereinafter "IEEE Dictionary") that
defines "transmission system" to mean "in communication practice, an assembly of elements
capable of functioning together to transmit signal waves" and one of nineteen different
definitions of the term "system" regarding software that recites "[a] collection of people,
machines, and methods organized to accomplish a set of specific functions." (Plaintiff's Claim
Construction Brief May 7, 2004 at 14).

Acacia contends that the specification supports its plain and ordinary meaning of the term

"transmission system" that includes humans acting as system operators. See Plaintiff's Claim

' Plaintiff also contends that the "transmission system may be located in one facility or
may be spread over a plurality of facilities." The Court will address Plaintiff's contention infra in
connection with "at a first location" and "at a second location."
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Construction Brief (May 7, 2004) at 14 (citing '702 patent, 8:29-32; 10:36-39; 10:59-63; and
14:13-26).

Defendants' proposed construction of the term "transmission system" is the /JEEE
Dictionary definition of the term that recites "as assembly of elements capable of functioning
together to transmit signal waves," where Defendants contend that "signal waves" are "electric
signals." (Defendants' Claim Construction Brief May 7, 2004 at 8) (citing Miller Decl., ex. NN
at 575). Defendants contend that the Court need not define "elements" as used in the /EEE
Dictionary definition of the term "transmission system" because the claims of the '702 patent
state the elements that comprise a transmission system, and that list does not include a human
operator. Also, Defendants assert that a human cannot be a part of a claim because a human is
not patentable subject matter as defined by 35 U.S.C. § 101.*°

The Court finds "transmission system" to mean "an assembly of elements, hardware and
software, that function together to convert items of information for storage in a computer
compatible form and subsequent transmission to a reception system."

b. "reception system"

The parties' respective positions regarding "reception system" are reciprocal to their
respective positions regarding "transmission systems." The term "reception system" does not
appear in the specification. Plaintiff's proposed construction of a "reception system" is: "an
assembly of elements, such as people, machines, and/or methods, capable of functioning together
to receive signals." Whereas, the Defendants' proposed construction is "an assembly of elements
that function together to receive electrical signals from the transmission system."

The Court construes "reception system" to mean "an assembly of elements, hardware and

software, capable of functioning together to receive items of information."

2% Title 35 U.S.C. § 101 (1952) recites that:
Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.
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c. "in data communication with"

Acacia's proposed construction of the phrase "in data communication with" is one of two
IEEE definitions of the term "data communication," which is "the movement of encoded
information by means of communication techniques." See Plaintiff's Claim Construction Brief
(May 7, 2004) at 17 (citing IEEE dictionary at 305, Block Decl., ex. 11).

Defendants' contend that the phrase "in data communication with" never appears in the
specification. Relying on a IEEE dictionary definition, Defendants' contend that "in data
communication with" should be construed to mean "connected to allow transfer of electrical
signals."

The plain and ordinary meaning to one of ordinary skill in the art of the phrase "in data
communication with" is "one or more devices connected such that data is being transferred
between the devices in real-time." Acacia's proposed construction does not account for the
words "in" and "with" that indicate two or possibly more devices are in real-time connection with
one another.

A thorough review of the specification does not reveal the use of the phrase "in data
communication with," although the phrase is used in every independent claim of the '702 patent.
Thus, the specification does not rebut the plain and ordinary meaning, and neither does the
prosecution history.

The Court construes "in data communication with" to mean "one or more devices
connected such that data is being transferred between the devices in real-time."

d. "at a first location"

The issue is whether claims reciting "a transmission system at a first location" limit the
system to being located at a particular location notwithstanding the disclosures in the
specification and use of the word "comprising" in the claims. Case law from the United States
Court of Appeals for the Federal Circuit supports a finding that articles "an" or "an" may mean
"one or more than one" in particular instances, especially in claims that use the transitional term
"comprising." See Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d 973, 977 (Fed. Cir. 1999); Abtox,
Inc. v. Exitron Corp., 122 F.3d 1019, 1023 (Fed. Cir. 1997).
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The claim language "at a first location" requires that "a transmission system" be limited to
one particular location. Absent from all of Acacia's briefing regarding this disputed phrase is any
mention of the preposition "at," which is used to indicate presence or position, "staying at a
hotel" or "located at the mall." See e.g. Webster's Ninth New Collegiate Dictionary 111 (1991).
The claim language supports limiting "a transmission system at a first location" to a transmission
system being at one and only one particular location or premises.*** See Ethico EndoSurgery,
Inc. v. U.S. Surgical Corp., 93 F.3d 1572, 1582 (Fed. Cir. 1996); Exxon Chemical Patents, Inc. v.
Lubizol Corp., 64 F.3d 1553, 1557 (Fed. Cir. 1995) (recognizing that "[w]e must give meaning to
all the words in Exxon's claims.").

The specification supports the phrase "a transmission system at a first location"
enveloping one single transmission system at a single location. Figures la, 1b, 1d, le, 1fand 1g
of the '702 patent illustrate a transmission system at a single location.” The specification does
not rebut the plain and ordinary meaning of the claim, which is more limited in scope than the
specification.

The prosecution history does not refute the plain and ordinary meaning of the phrase or

! As Plaintiff asserts, the use of the terms "first" and "second" is a common patent law
convention to distinguish between repeated instances of an element or limitation, but the Court
does not consider use of the phrases "at a first location" and "at a second location" in the '702
patent to qualify as repeated instances of an element or limitation. See Plaintiff's Opposition to
Defendants' Claim Construction Brief (May 13, 2004) (citing 3M Innovative Products Co. v.
Avery Dennison Corp., 350 F.3d 1365, 1371 (Fed. Cir. 2003)).

*? Relying on the prosecution history of U.S. Patent No. 6,002,720 ("the '720 patent"), a
patent in the Yurt Family of Patents, which the '702 patent derives by way of a divisional
application based upon the '720 patent, Defendants' assert that term "location" should be
construed to mean "premises." The term location is being applied in different context in that
particular situation, and the Court elects not to rely on the prosecution history of a different
patent, although the two patents share almost an identical specification, to construe the term
location.

¥ As is often the case in the Yurt family of patents, the specification discloses a "high
level block diagram" of the invention but does not explain the actual structural components (e.g.
software or hardware) required to have a transmission system at more than one location. (‘702
patent, 4:1). Thus, it is conceivable that the patentees limited the claim to not cover a
transmission system in more than one location in an effort to preserve validity of the claims.
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the way it is used in the claim language. In the Second Preliminary Amendment, the applicants
added new claims, without commentary, to the '702 patent application and the phrase appeared as
part of claims 33 (that issued as claim 1) and claim 50 (that issued as claim 27). (‘702 Patent

Prosecution History, Miller Decl., ex. GG at 115-16).

FIG. 1a
100

TRANS- RE-
MISSION CEPTION
SYSTEM SYSTEM

The Court construes "a transmission system at a first location" to mean "a transmission

system at one particular location separate from the location of the reception system."
e. "at a second location"

The Court construes "a reception system at a second location" to mean "a reception
system at one particular location separate from the location of the transmission system." ('702
patent, Fig. 1a). See Andrew Corp. v. Gabriel Elec., Inc., 847 F.2d 819 (Fed. Cir. 1988) (holding
the a patentee may claim less than the entire invention).

2. "sequence encoder' (claims 1, 7, 17 and 18 of the '702 patent)

Acacia contends that term "sequence encoder" as found in claims 1, 7, 17, and 18, does
not invoke 28 U.S.C. § 112, 9 6 because there is no use of the "means" in the claim, the term
connotes sufficient structure, and the term "encoder" is well-known to those skilled in the art of
electrical engineering, electronics, and computing. See Plaintiff's Claim Construction Brief (May
7,2004) at 17. Acacia contends that an encoder is "a device or system that encodes data." Id.
(citing /IEEE Dictionary at 437). Acacia asserts that a "sequence encoder" is "an encoder which

creates a sequence." Id. at 18.
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The Court finds that 28 U.S.C. § 112, 9 6 does not apply to construction of the “sequence
encoder” claim element. Therefore, from the intrinsic record, if possible, the court must
determine the plain meaning, if any, that those of ordinary skill in the art would apply to the term.

The term “sequence encoder’” has no plain meaning. Although the general term
“encoder” does have a plain meaning, namely, an apparatus which encodes, such a general
meaning is not useful in making a determination of the meaning of an apparatus called a
“sequence encoder.” At most it appears to take a nonspecific function—encoding a sequence—and
claim an apparatus for performing that function. Since there is no plain meaning, the Court looks
to the patent specification for defining the apparatus.

The term "sequence encoder" never appears in the specification of the '702 patent.

The legal consequence of claiming an apparatus which has no plain meaning and which is
not defined or referred to in the specification is for the Court to declare the patent claim
indefinite.

Acacia acknowledges that "sequence encoder" does not appear in the specification of the
"702 patent. To avoid indefiniteness, Acacia asserts the description of a time encoder in the
specification clarifies that the time encoder is a sequence encoder. See Acacia's Opposition to
Defendants' Claim Construction Brief (May 13, 2004) at 15. Citing Personalized Media
Communications, Plaintiff's contend that if the phrase "digital detector" in that case connotes
sufficient structure to avoid application of § 112, 9 6, so does "sequence encoder."

Unlike the "digital detector" in Personalized Media Communications, that was at least
functionally described in a block diagram, the term "sequence encoder" does not appear at all in
the drawings or specification of the '702 patent.

With absolutely no reference or drawing , one of ordinary skill in the art would not know
what a sequence encoder is, or what structure the encoder has, and how it interacts with other
elements of the transmission system. Furthermore, a person skilled in the art would not find a
time encoder that "places the blocks of converted formatted information from converter 113 into
a group of addressable blocks" to be synonymous with a "sequence encoder." A time encoder

that is described in dependant claim 7 of the '702 patent is a limitation describing an additional
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function of the sequence encoder but does not assist one skilled in the art with defining the
boundaries of the claimed element, "a sequence encoder." See Ecolab, Inc. v. Paraclipse, Inc.,
285 F.3d 1362, 1375 (Fed. Cir. 2002).

"As mandated by the definiteness requirement of 35 U.S.C. § 112, § 2, a specification
shall include claims 'particularly pointing out and distinctly claiming the subject matter which the
applicant regards as his invention'"" Personalized Media Communications, 161 F.3d at 705
(citing 35 U.S.C. § 112, 9 2). "Determining whether a claim is definite requires an analysis of
'whether one skilled in the art would understand the bounds of the claim when read in light of the
specification.... If the claims read in light of the specification reasonably apprise those skilled in
the art of the scope of the invention, § 112 demands no more." Id. (citing Miles Lab., Inc. v.
Shandon, Inc., 997 F.2d 870, 875 (Fed. Cir. 1993)).

Here, one of ordinary skill in the art would not be able to understand the bounds of the
claim element, a sequence encoder, because the specification never mentions the term at all. The
term "encoder" is a generic term to which the modifier "sequence" does not add clarity to one
skilled in the art. The term "sequence encoder" not appearing at all in the specification
distinguishes the case at hand from Personalized Media Communications, where the
specification explicitly defined a "digital detector" as a device that "acts to detect the digital
signal information" in another stream of information.”* Personalized Media Communications,
161 F.3d at 706. Also, in Personalized Media Communications, the patentee asserted that the
specification clearly apprises one of ordinary skill of the scope of the term. Acacia cannot
suggest the general public is on notice of the scope of the term "sequence encoder” as the term
never appears in the specification. Because the term "sequence encoder" does not appear in the
specification of the claim, extrinsic evidence, such as expert testimony, may not be useful to the

Court, as the intrinsic evidence appears unambiguous. /d. at 706 ("Extrinsic evidence may not be

* Also, in Personalized Media, the patentee asserted that the specification clearly
apprises one of ordinary skill of the scope of the term. In the case at hand, Acacia cannot suggest
the one of ordinary skill in the art is on notice of the scope of the term "sequence encoder" as the
term never appears in the specification.
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relied upon during claim construction when the intrinsic evidence unambiguously defines the
disputed claim language.") (citing Bell & Howell Document Mgmt. Prods. Co. v. Altek Sys., 132
F.3d 701, 706 (Fed. Cir. 1997). If the Court adopts this finding as its final conclusion on this
matter, this would render claims 1, 7, 17, 18, 32 and 33 of U.S. Patent No. 6,144,702 indefinite.

The Court directs Acacia to file a motion for an evidentiary hearing and Defendants to
file motions directed to, inter alia, the legal consequence that "sequence encoder" is indefinite.

3. "identification encoder" (claims 1,5, 6,17, 19, 27 and 31 of the '702
patent)

The parties dispute the meaning of the term "identification encoder" that is found in
claims 1, 5, 6, 17, 19, 27 and 31 of the '702 patent.> Acacia contends that "identification
encoder" should be construed to mean "a device or software capable of expressing the
identification of an item in terms of code."

Defendants contend that "identification encoder" does not connote structure to one skilled
in the art. Defendants' position is that the patentees use of the term "identification encoder" is
functional claiming. In support of their position, Defendants cite to the prosecution history
where the applicant's modified the identification encoder by requiring it to assign a unique
identification code. Specifically, Defendants contend that the specification does not describe
how the identification encoder assigns a unique identification code, a limitation added by the
applicants to overcome a rejection in view of Tindell. (Defendants' Claim Construction Brief
May 7, 2004 at 16). The applicants stated that the limitation was added too "more clearly define
the function of the identification encoder." (Miller Decl., ex. KK at 165) (emphasis added).

Defendants assert that because "identification encoder" is a functional term, § 112,96
applies. Defendants contend that there is no corresponding structure disclosed in the

specification. (Defendants' Claim Construction Brief May 7, 2004 at 17). Because there is no

*Consideration of the term “identification encoder” for this patent is on a different legal
footing than consideration of this same term as corresponding structure of a means-plus function
claim in the '992 patent, since here there is no requirement that the Court first identify the
function which the apparatus must perform and then look to the specification for corresponding
structure which performs that function.
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corresponding structure disclosed for the functional term, Defendants contend that the Court
cannot construe the claim in accordance with § 112, 9 6 such that pursuant to § 112, q 2 claims
with the term "identification encoder" are invalid for indefiniteness. /d.

The Court finds that 28 U.S.C. § 112, 9 6 does not apply to construction of the

t.2° Therefore, from the intrinsic record, if possible, the

"identification encoder" claim elemen
court must determine the plain meaning, if any, that those of ordinary skill in the art would apply
to the term.

The term "identification encoder" has no plain meaning. Although the general term
"encoder" does have a plain meaning, namely, an apparatus which encodes, such a general
meaning is not useful in making a determination of the meaning of an apparatus called a
"identification encoder." At most it appears to take a nonspecific function—encoding an
identification—and claim an apparatus for performing that function. The five prior art patents
cited by Acacia that disclose an identification encoder in five completely different ways, none of
which are applicable here nor cited by the patents-in-suit, further exemplifies that one of skill in
the art would not understand the meaning of the term "identification encoder." (Block Decl. ex.
24-28).

Since there is no plain meaning, the Court looks to the patent specification for defining
the apparatus. Here, the specification of the '702 patent only discloses an identification encoder
as a box that performs the function of assigning a unique identification code. (‘702 patent, 6:30-
39). The specification does not disclose an algorithm, software or apparatus to perform the
function of assigning a unique identification code. Thus, one of ordinary skill in the art would
not understand the scope or bounds of the claim, when it is read in light of the specification
rendering an "identification encoder" insolubly ambiguous.

Although arguably indefinite, the Court construes "identification encoder" to mean "a

% The Court considers the term "identification encoder" to be indefinite consist with the
Court's analysis of the term "identification encoding means." However, due to the rules of claim
construction the Court does not believe it is appropriate to apply a means-plus-function analysis
where the patentee has not chosen to raise the presumption by using the phrase "means for."
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structure that assigns a unique identification code." The Court declines to address further the

issue of indefiniteness during claim construction. The Court invites Defendants to file a motion

for summary judgment pursuant to § 112, § 1 and 9 2 regarding the term "identification encoder."
4. "transceiver" (claims 1, 17 and 27)
The parties do not dispute that a "transceiver" is "a device capable of both sending and
receiving information." However, the parties dispute whether that device must share circuit
components. The Dictionary of Computing, 3rd ed. (1990), cited by both parties defines as a
transceiver as follows:
Acronym for transmitter and receiver. A device that can both
transmit and receiver signal on a communication medium. Many
communication devices, including *modems, *codecs, and terminals,
are transceivers.

Dictionary of Computing 474 (3rd ed. 1990).

Defendants contend that examples of transceivers listed in the Dictionary of Computing
are devices that perform two functions using shared circuitry; such as modems, an acronym for a
device that is a modulator and demodulator; and codecs, an acronym for a device that is a coder
and decoder.

In the specification, the description of a transceiver is at a block level that does not
elaborate on the workings of the transceiver, much less its circuitry. The specification does
illustrate the transceiver as a single box on figures 2b and 6 of the '702 patent.

The Court construes "transceiver" to mean "a singular device capable of both sending and
receiving information."

5. "wherein said identification encoder allows entry of a popularity
code'" (claims 6 and 27 of the '702 patent)

The disputed phrase "wherein said identification encoder allows entry of a popularity
code" appears in claims 6 and 27 of the '702 patent. Acacia's proposed construction of the phrase
is: "a popularity code is the symbols, letters, or words or combinations thereof used to represent

the popularity of a particular item. The identification encoder allows entry of the popularity

code." See Plaintiff's Claim Construction Brief at 28 (May 7, 2004).
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Defendants contend that Acacia's definition is too broad. Defendants assert that the
specification discloses a specific function in the transmission system "[t]he popularity code can
be used to determine the most appropriate form of media storage of the compressed data in a
mixed media system." (Defendants' Opposition to Plaintiff's Claim Construction May 13, 2004
at 18) (citing '702 patent, col 12, 1. 8-10). "In some cases, where multiple compressed data
libraries 118 are organized, the popularity code may dictate the distribution of a particular item to
multiple distribution systems." (‘702 patent, 12:41-43).

"The storage encoding process performed by [the] identification encoder 112 allows entry
of a popularity code." ('702 patent, 12:4-5). According to figure 2a, the "identification encoding
process" occurs as the first step of converting material in a source material library into a format
suitable for storage in a compressed data library and subsequent transmission. (‘702 patent, fig.
2a). The specification indicates that the "popularity code is preferably assigned on the basis of
how often the corresponding item is expected to be requested from the compressed data library
118." (‘702 patent, 12:6-8).

The specification mentions that the popularity code may be updated by "factoring item
usage against system usage." ('702 patent, 12:12-13). However, the specification does not
disclose an algorithm, software program, or even a high level block diagram of how requests for
a particular item (with copies possibly in other locations) is tracked by the popularity code and
how the code is updated.

The specification does not disclose using a popularity code to retrieve items of
information, but rather discloses the popularity code as a way of efficiently determining what
storage media should be used for particular information to enhance retrieval. For example, how
often an item of information is retrieved from the compressed data library determines whether the
item is stored on cassette tapes (lower number of requests) or magneto-optical disks (highest
number of requests). ('702 patent, 12:20-23). If a popularity code is assigned, the popularity
code dictates distribution of a particular item to multiple distribution systems. ('702 patent, 12:

41-43),
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Acacia contends that the term "popularity code" has a plain and ordinary meaning such
that the Court need not look to the specification to define the term. While a term "popularity
rating" connotes a meaning that it is a rating of how popular an item is, the same does not hold
true for a "popularity code." Even if the term had a plain and ordinary meaning, which it does
not, the patentees acted as their own lexicographers in assigning a specific meaning to the term in
one of the few portions of the specification that are unambiguous.

As defined in the specification of the '702 patent, the popularity code, if assigned, has no
function separate from the compressed data library. (‘702 patent, 12:5-47). Accordingly, the
Court construes "popularity code" to mean "a code that indicates initially the projected requests
for an item of information in the compressed data library relative to other items contained therein
for purposes of determining its place in the storage hierarchy; where said popularity code may be
updated over time to reflect actual requests from users for particular information."

The Court construes "wherein said identification encoder allows entry of a popularity
code" to mean "an identification encoder assigns an optional popularity code."”’

6. "temporary storage device" (claims 14 and 41 of the '702 patent)

Acacia contends that "temporary storage device" should be construed to mean "a device
into which data may be placed, retained for a limited time, and retrieved" or in accordance with
the definitions cited by Defendants, "a storage device capable of storing data on an intermediate,
or impermanent, basis."

Defendants contend that "[1]n the context of data transmission, one of skill in the art

would understand that a temporary storage device is a device in which data may be stored on an

*7 During the prosecution of the '992 patent, the applicants disagreed with the examiner
that Lang disclosed the recited "identification encoding means." The applicants explained that
"the functions of the identification encoding means are to retrieve of [sic] information from the
source material library means and to assign a unique identification code to the retrieved
information." I/d. Thus, in addition to retrieving information from a source material library
means and assigning a unique identification code to the retrieved information, here said
identification encoder must perform the additional step of assigning an optional popularity code.
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impermanent basis." (Defendant's Response to Plaintiff's Claim Construction May 13, 2004 at
25).

The plain and ordinary meaning of the term "temporary storage device" is defined by the
intent of the person storing the information, not whether data is stored on media that can be
overwritten. The specification supports the plain meaning by explaining in Figure 6 that
"[s]torage 203 allows for temporary storage of the requested item until playback is requested."”
(*702 patent, 17:37-38). The prosecution history does not rebut the plain and ordinary meaning.
The Court construes "temporary storage device" to mean "a device intended to store data for an
impermanent basis and allows for stored data to be retrieved from the storage device while the
data resides therein."

7. "Digital Compressor' Should Be Rewritten to Read " Digital
Decompressor" (claim 1 of the '702 patent)

The Patent and Trademark Office ("PTO") made a typographical error when formatting
the '702 patent, such that the term "digital decompressor" appeared as "digital compressor" in
claim 1. See'702 patent, col. 19, 1. 44. Plaintiff's requested a certificate of correction to correct
the PTO's mistake on December 12, 2002 and obtained a certificate of correction on April 15,
2003.

At the May 19, 2004 Markman Hearing, Defendants agreed that an error had occurred
and that the term "compressor" should be "decompressor," but Defendants position is that the
error is major such that the Court does not have the authority to change "compressor" to
"decompressor." The result of the Court not correcting the PTO's mistake is that all lawsuits
filed prior to issuance of the certificate of correction would be governed by claim 1 having the
term "compressor" in the claim instead of the corrected term "decompressor."

After the enactment of 35 U.S.C. §§ 254 and 255, the Federal Circuit has allowed district
courts to continue to correct obvious minor typographical and clerical errors in patents. See Novo
Indus., L.P. v. Micro Molds Corp., 350 F.3d 1348, 1357 (Fed. Cir. 2003); Lemelson v. Gen.
Mills, Inc., 968 F.2d 1202, 1203 & n. 3 (Fed. Cir.1992) (adding the word "toy" to the preamble of

a claim because "[t]he deletion of 'toy' appears from the record of the proceedings before the PTO
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to have been an inadvertent error when the patent was printed rather than an amendment to the
claim").

"A district court can correct a patent only if (1) the correction is not subject to reasonable
debate based on consideration of the claim language and the specification and (2) the prosecution
history does not suggest a different interpretation of the claims." Novo Indus., 350 F.3d at 1357.
Here, the parties do not debate that a mistake was made such that the term "compressor" should

be replaced with the term "decompressor." Also, the subject is not subject to reasonable debate
because the reception system receives compressed data and then decompresses the data in a
decompressor, not a compressor. The second element of the test is met because during the
prosecution history, claim 1 consistently appears with the correct term "decompressor" and not
"compressor," a mistake that did not occur until publication of the patent.

The Court construes "digital compressor" in claim 1 of the '702 patent to mean "digital
decompressor." See I.T.S. Rubber Co. v. Essex Rubber Co., 272 U.S. 429, 442 (1926).
V. CONCLUSION

To promote judicial economy, the parties should meet, confer and file with the Court no
later than August 6, 2004, a joint statement that lists all now pending motions and any motions
which the parties propose to file in light of the Court's Markman Order. The joint statement shall
include each party's individual priority list of the order in which the Court should hear the listed
motions and a concise (no more than one-page per party) explanation why the Court should adopt
a particular party's proposed schedule.

The Court sets a telephonic case management conference ("CMC") for August 17, 2004

at 11:00 a.m. Plaintiff is to coordinate and initiate the CMC. After the CMC, the Court will set a

schedule for briefing and hearing any motions.

Dated: July 12, 2004 /s/ James Ware
JAMES WARE
United States District Judge
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l. INTRODUCTION

Plaintiff Acacia Media Technologies Corporation (“Acacia”) hereby moves for
reconsideration and clarification of the Court’s July 12, 2004 Markman Order (“Markman Order”).

In this motion, Acacia seeks reconsideration of only three issues, and seeks clarification of
three more. Acacia shall address the Court’s analysis and construction of these terms and shall show
why the Court should reconsider or clarify its constructions.

Acacia seeks reconsideration of the Court’s construction of “transmission system” and
“transmission system at a first location” to assure that the construction for each makes clear that the
location of the transmission system is not limited to a single facility; i.e., the transmission system
may be spread over a plurality of facilities. This is how the patentees specially defined the
transmission system in the specification, and the specification and claim language chosen by the
patentees fully supports this construction.

For the same legal and factual reasons, Acacia seeks reconsideration of the Court’s
construction of “reception system at a second location” to make clear that the location of the
reception system is not limited to a single facility.

For the final issue for reconsideration, Acacia seeks claim construction of the phrase,
“sequence encoder.” Based solely on the intrinsic patent records, the Court tentatively ruled in its
Markman Order that it could not construe the claim term “sequence encoder.” The term “sequence
encoder” is definite and should be construed as a “time encoder,” because the specification teaches
one of ordinary skill in the art that a time encoder places information into a sequence of addressable
data blocks. Acacia will present expert testimony at the evidentiary hearing demonstrating that
persons of ordinary skill in the art in January 1991 would have understood the meaning of “sequence
encoder” when the claims are read in light of the specification. Further, this construction is
confirmed by the rules of claim construction most recently enunciated in the Federal Circuit’s en
banc decision of Phillips v. AHW Corp., __ F.3d __, 2005 U.S. App. LEXIS 13954 (Fed. Cir.

2005) (en banc)" and by established claim construction rules, such as claim differentiation.

* The Lexis version of the opinion in the Phillips case is attached as Exhibit 4 to the Block
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Acacia seeks clarification of the Court’s analysis of the construction of “identification
encoder” to clarify an inconsistency in the Markman Order itself. The Court construed
“identification encoder” as “a structure that assigns a unique identification code,” but then made
statements in the Markman Order that the “identification encoder” is “insolubly ambiguous” and
“arguably indefinite.” Acacia will present expert testimony at the evidentiary hearing demonstrating
that persons of ordinary skill in the art in January 1991 would have understood the meaning of
“identification encoder” when the claims are read in light of the specification, and the Court, based
on that expert evidence and the intrinsic patent evidence, should delete from its order any statements
describing the “identification encoder” as “indefinite” or “insolubly ambiguous.”.

Finally, Acacia seeks clarification of one sub-phrase and one term contained in the Court’s
construction of the phrase “in data communication with.” The Court construed that phrase as “one
or more devices connected such that data is being transferred between the devices in real time.” The
sub-phrase “one or more devices” we clearly believe was intended by the Court to read “two or
more devices,” and this clarifying change should be made.

Based on the Court’s order, we also understand that the Court selected the term “real-time”
to describe the transfer of data between devices to exclude transferring data via diskette. We do not
seek to disturb that intended result. We seek, however, to clarify, consistent with the express
teachings of the intrinsic patent documents, that the transmission system may transmit video
information in a fraction of the time it takes for a viewer to watch the video. Without this
clarification, we suspect a jury will be confused and require the data to be sent from the transmission
system to the receiving system at precisely the speed a viewer would watch a video, which of course
is not contemplated by the specification at all.

Acacia looks forward to the evidentiary hearing on September 8 and 9 and respectfully

requests that the Court adopt Acacia’s proposed modifications to the Markman Order.

Declaration.
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1. THE COURT SHOULD MODIFY ITS MARKMAN ORDER IN LIMITED
RESPECTS
A. Acacia’s Grounds for Reconsideration of the Court’s Analysis and Construction
of the Claim Term “Transmission System”
1. Acacia’s Proposed, Reconsidered Construction of the “Transmission
System”
Acacia respectfully requests that the Court amend its proposed construction of “transmission
system” to reflect the following changes:
“an assembly of elements, hardware and software, that function
together to convert items of information for storage in a computer

compatible form and subsequent transmission to a reception system,

This requested change is needed to avoid potential juror confusion. The fact that the Court’s
construction of “transmission system” does not specify that the transmission system may be spread
over a plurality of facilities means that a defendant whose transmission system is spread over a
plurality of facilities may attempt to argue that they do not infringe any of the claims of the ‘992
patent for this reason. The patentees clearly defined the transmission system as being located in one
facility or spread over a plurality of facilities in the specification and they are entitled to a
construction that includes this definition. (See, ‘992 patent, 5:61-63 and *702 patent, 5:58-60;
Exhibits 2 and 3).

2. The Court Should Consider Acacia’s Contention that the Transmission
System is Located in One Facility or Spread Over a Plurality of Facilities

In its Markman Order, the Court declined to include in Acacia’s requested claim construction
that the transmission system may be located in one facility or may be spread over a plurality of
facilities when considering its construction of the term “transmission system.” (Markman Order, at
page 27, n 19; Exhibit 1). Instead, the Court stated that it would address Acacia’s contention when
considering the claim terms “at a first location” and “at a second location.” (Id.) For the reasons
expressed below, this issue needs to be addressed in connection with both the “transmission system”
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and the “at a first location” elements of both the ‘992 and 702 patent claims to avoid prejudice to
Acacia, and to impart clarity and consistency to the Markman Order in connection with this single
issue that affects two different claim terms.

The term “transmission system” is found in all of the claims of the ‘992 patent and in all of
the claims of the 702 patent. In the *992 patent claims, unlike the ‘702 patent claims, the language
“at a first location” is not present.” There is no language in the ‘992 patent claims susceptible to the
meaning that the transmission system must be or even might be located only at a single, particular
location. Similarly, there is no language in the ‘992 patent claims which precludes the transmission
system from being spread over a plurality of facilities or from being located in more than one
location.

The identical specification of the “992 and ‘702 patents could not be clearer in describing the
transmission system as being located in one facility or spread over a plurality of facilities:
“Transmission system 100 may either be located in one facility or may be spread over a plurality of
facilities.” (“992 patent, 5:61-63 and ‘702 patent, 5:58-60). The Federal Circuit emphasizes the
importance of the specification in claim construction and the importance of construing a claim term
consistent with a special definition given to the term by the patentee. See, Phillips v. AHW Corp.,
__F.3d _, 2005 U.S. App. LEXIS 13954, *33-*34 (Fed. Cir. 2005) (en banc) (“Consistent with
that general principle [that the specification informs the proper construction of the claims], our cases
recognize that the specification may reveal a special definition given to a claim term by the patentee
that differs from the meaning it would otherwise possess.”) The patentees in this case gave the term
“transmission system” an expansive geographical meaning—it could be located in a plurality of

facilities. That definition needs to be given effect in our claim construction.

? See, e.g., claim 19 of the “992 patent: “A distribution method responsive to requests from a
user identifying items in a transmission system containing information to be sent from the
transmission system to receiving systems at remote locations . . . storing, in the transmission system,
information from items. . . sending a request, by the user to the transmission system, . . . sending at
least a portion of the stored information from the transmission system to the receiving system. . .”
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B. Acacia’s Grounds for Reconsideration of the Court’s Analysis and Construction
of the Claim Term “Transmission System at a First Location”
1. Acacia’s Proposed, Reconsidered Construction of “Transmission at a
First Location”

Acacia respectfully requests that the Court amend its proposed construction of “transmission
system at a first location” to reflect the following changes:

*a transmission system at one or more partictar locations separate
from the location of the reception system.”

Again, this change is needed to conform the claim construction to the teachings of the
specification. Moreover, as explained below, it is required to correct an error of law concerning the
legal meaning to be accorded the word “comprising” in claim drafting, and certain mistakes of fact
concerning the disclosures of the patent specification.

2. The “702 Patent Not Only Expressly States That the Transmission
System Can Be at More Than One Locations, it Sufficiently Explains
How a Transmission System at More than One Location Would Operate

In its Markman Order, the Court, in considering whether the phrase “transmission system at
a first location” is limited to one particular location, stated: “[a]s is often the case in the Yurt family
of patents, the specification discloses a “high level block diagram” of the invention but does not
explain the actual structural components (e.g. software or hardware) required to have a transmission
system at more than one location. (‘702 patent, 4:1). Thus, it is conceivable that the patentees
limited the claim to not cover a transmission system in more than one location in an effort to
preserve validity of the claims.” (Markman Order, at page 30, n 23; Exhibit 1).

These statements by the Court are not correct. With respect to the statement that the patents
only disclose “high level” diagrams, the patents do disclose “detailed block diagrams” of the
invention (See, ‘702 patent, 3:28-30: “FIGS. 2a and 2b are detailed block diagrams of preferred
implementation of the transmission system of the present invention.” See also, ‘702 patent, at 5:56-
18:53 and Figures 2a and 2b; Exhibit 3; emphasis added).
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The Court’s statement that the patent specification does not explain the structural
components required to have a transmission system at more than one location is also incorrect. The
specification describes how a transmission system that is spread over a plurality of facilities would
operate. For instance, the specification provides examples of transmission systems having multiple
source material libraries and/or multiple compressed data libraries and describes how such
transmission systems would operate. (See, e.g., '702 patent, 6:19-29; '702 patent, 10:19-24; '702
patent, 11:22-30; '702 patent, 12:41-47; 702 patent, 12:59-65; 702 patent, 14:43-45; 702 patent,
15:49-52; 702 patent 17:7-18; Exhibit 3). Regardless, there is no legal requirement for the patentees
to have explained every structural element necessary to operate a transmission system that is spread
over a plurality of facilities — the patentees are only required to provide an enabling disclosure such
that one of skill in the art would have been able to make and use the invention without undue
experimentation. Koito Manufacturing Co., Ltd. v. Turn-Key-Tech, LLC, 381 F.3d 1142, 1155-56
(Fed. Cir. 2004), quoting, In re Gay, 309 F.2d 769, 774 (CCPA 1962) (“’Not every last detail is to
be described, else patent specifications would turn into production specifications, which they were
never intended to be.””).

Further, the Court’s statement above that “it is conceivable” that the patentees limited the
claims of the ‘702 patent to a single location to preserve the validity of the claims is unsupported
and in fact contradicted by the intrinsic patent documents. This issue was not raised in any of the
prosecution histories, and the claim language used by the patentees was clearly intended to capture
transmission systems located at multiple locations, so long as none of those transmission system
facilities are located at the reception system.

The claiming convention used by the patentees and their prosecuting attorney demonstrate an
intent to provide an expansive geographic meaning to the phrase “transmission system at a first
location.” The claims of the ‘702 patent use the open-ended transition term “comprising,” meaning
that the entire claim is presumptively open-ended. See, The Gillette Company v. Energizer
Holdings, Inc., 405 F.3d 1367, 1372 (Fed. Cir. 2005) (“The word ‘comprising’ transitioning from
the preamble to the body signals that the entire claim is presumptively open-ended.”). Open-ended
means it is not limited. Therefore, the article “a” in the phrase “at a first location” should be
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interpreted to mean “one or more than one.” (Markman Order, at 29:23-27, citing, Elkay Mfg. Co. v.
Ebco Mfg. Co., 192 F.3d 973, 977 (Fed. Cir. 1999) and Abtox, Inc. v. Exitron Corp., 122 F.3d 1019,
1023 (Fed. Cir. 1997)). Had the patentees intended to limit the transmission system to a single
location, they would have used a closed transitional term, such as “consisting of,” or they would
have specified in the claim that they intended to limit the transmission system to a single location by
stating, for instance: “a transmission system at a single first location.” The patentees did not use
such language in the claims.

3. Figures 1a, 1b, 1d, 1e, 1f, and 1g of the ‘702 Patent do not Illustrate a

Transmission System at a Single Location

In its Markman Order, the Court states that “Figures 1a, 1b, 1d, 1e, 1f, and 1g of the ‘702
patent illustrate a transmission system at a single location.” (Markman Order, at 30:10-12; Exhibit
1). Based on this statement, the Court held that the specification supports construing the phrase “a
transmission system at a first location” to mean a transmission system at a single location and that
the specification does not rebut this construction. (Markman Order, at 30:9-14; Exhibit 1).

Figures in a patent are only understood in the context of the language of the specification that
refers to them. See, e.g., Electro Scientific Indus., Inc. v. Dynamic Details, Inc., 307 F.3d 1343,
1349 (Fed. Cir. 2002) (“In the context of the entire specification, the depiction of separate work
pieces in Figure 6 does not limit the claim language). Stated differently, you read the text of the
specification to learn what the Figures mean, not vice-versa. The Court’s statement that “Figures 1a,
1b, 1d, 1e, 1f and 1g of the ‘702 patent illustrate a transmission system at a single location” is
apparently based upon the use of a single circle or a single rectangle in each identified figure to
denote the transmission system. However, it is not relevant whether, in the figures, the transmission
system is denoted in one or more rectangles or circles. The legally relevant question is the
following: what does the specification explain is depicted by that single circle or single rectangle in
each figure?

In each of Figures 1a, 1b, 1d, 1e, 1f, and 1g, the transmission system is identified by
reference numeral 100. Reference numeral 100 is used throughout the specification and the other
figures of the patent to identify the transmission system. The specification expressly defines the
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transmission system, identified as reference numeral 100, as being located in one facility or spread
over a plurality of facilities: “Transmission system 100 may either be located in one facility or may
be spread over a plurality of facilities.” (*702 patent, 5:58-60; Exhibit 3; emphasis added). Thus,
the transmission systems shown in Figures 1a, 1b, 1d, 1e, 1f, and 1g and identified by reference
numeral 100 depict transmission systems that are located in one facility or are spread over a plurality
of facilities. These Figures therefore do not support limiting the phrase “transmission system at a
first location” to a transmission system at a single location. Electro Scientific, 307 F.3d at 1349.
Even if these Figures did depict the transmission system at a single location, which they
clearly do not for the reasons we have explained, these Figures alone cannot limit the claim to a
transmission system at a single location. See, Anchor Wall Systems, Inc. v. Rockwood Retaining
Walls, Inc., 340 F.3d 1298, 1306-07 (Fed. Cir. 2003) (“Similarly, the mere fact that the patent
drawings depict a particular embodiment of the patent does not operate to limit the claims to that
specific configuration.”)
4, The Term “At” Does Not Limit the Phrase “Transmission System at a
First Location” to a Single Location
In its Markman Order, the Court stated that the term *“at” in the phrase “at a first location” is
used to indicate presence or position, and thus this term limits the phrase “transmission system at a
first location” to a transmission system at a single location. (Markman Order, at 30:1-9; Exhibit 1).
The use of the preposition “at” in the phrase “at a first location” does not require that the
“transmission system” be limited to a single location, because the preposition “at” is not used in the
patent specification and in other claims in the Yurt family of patents to indicate presence or position
at only a single location. Instead, the term “at” is used in the specification of the patent and in other
claims to mean presence or position at multiple locations:
“It is possible to process orders and operate a database of available
titles at multiple locations remote of the source material library 111.”

(‘702 patent, 14:43-45; Exhibit 3) (emphasis added).
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Further, the term “at” is used in other claims of the Yurt family of patents to indicate
presence or position at more than one location.’ See, Phillips, _ F.3d at __, 2005 U.S. App. LEXIS
13954, at *28 (“Because claim terms are normally used consistently throughout the patent, the usage
of one term in one claim can often illuminate the meaning of the same term in other claims.”);
Inverness Med. Switz. Gmbh v. Princeton Biomeditech Corp., 309 F.3d 1365, 1371 (Fed. Cir., 2002)
(“A claim term used in multiple claims should be construed consistently”).

The patentees’ use of the term “at” in the specification and in other related claims should be
dispositive that the term “at” does not limit the phrase “transmission system at a first location” to a
transmission system at a single location. See, Phillips,  F.3dat __, 2005 U.S. App. LEXIS at *29,
quoting, Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996) (“As we stated
in Vitronics, the specification ‘is always highly relevant to the claim construction analysis. Usually,

it is dispositive; it is the single best guide to the meaning of a disputed term.””)

®  See, Claims 19 and 47 of the ‘992 patent and claims 2 and 5 of U.S. Patent No. 5,253,275
(the “275 patent: Exhibit 5):

“19. A distribution method responsive to requests from a user identifying items in a
transmission system containing information to be sent from the transmission system to receiving
systems at remote locations, the method comprising the steps of . . .” (*992 patent, Claim 19;
Exhibit 2);

“47. A distribution system including a transmission system and a plurality of receiving
systems at remote locations, the transmission system being responsive to requests identifying items
containing information to be sent from the transmission system to the receiving systems at the
remote locations, the distribution system comprising: . . .” (‘992 patent, Claim 47);

“2. A distribution method responsive to requests from a user identifying items in a
transmission system containing information to be sent from the transmission system to receiving
systems at remote locations, the method comprising the steps of: .. .” (*275 patent, Claim 2); and

“5. A distribution method responsive to requests from a user identifying items in a
transmission system containing information to be sent from the transmission system to receiving

systems at remote locations, the method comprising the steps of: . . .” (*275 patent, Claim 5).
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5. The Court Should Construe the Article “A” in the Phrase “at a First
Location” to Mean “One or More than One”

In its Markman Order, the Court correctly states that the “articles ‘a’* or ‘an’ may mean ‘one
or more than one’ in particular instances, especially in claims that use the transitional term
‘comprising.”” (Markman Order, at 29:23-27; Exhibit 1), citing, Elkay, 192 F.3d at 977 and Abtox,
122 F.3d at 1023. Although the claims of the ‘702 patent use the open-ended transitional term
“comprising,” the Court does not construe the article “a” in the phrase “at a first location” to mean
“one or more than one.” The Court did not explain why it did not construe “a” to mean “one or
more than one.”

The fact that the claims of the ‘702 patent use the open-ended transition phrase “comprising”
“signals that the entire claim is presumptively open-ended.” Gillette, 405 F.3d at 1372 (emphasis
added). Therefore, the Court should construe the article “a” in the phrase “at a first location” to
mean “one or more than one.” The fact that the term “a” follows the term “at” is irrelevant. As
discussed above, the term “at” does not limit the phrase “transmission system at a first location” to a
transmission system at a single location. Instead, the term “at” was used in the patent specification
and in other claims to indicate presence or position at multiple locations.

Thus, the phrase “at a first location” should be construed as “at one or more than one
location.” This construction is consistent with the definition given by the patentees in the patent
specification that the transmission system may be located at one facility or spread over a plurality of
facilities. (‘702 patent, 5:58-60; Exhibit 3). It is also consistent with the construction of the term
“transmission system,” which, as discussed earlier, is construed to permit the “transmission system”
to be located in one facility or spread over a plurality of facilities, and therefore conforms to the rule
that a claim term used in multiple claims should be construed consistently. See, Inverness, 309 F.3d

at 1371; Phillips, _ F.3dat __, 2005 U.S. App. LEXIS 13954, at *28.

* There is a typographical error in the Markman Order: “. . . articles ‘an’ or ‘an’ may mean . . .”
Acacia proposes that the Court correct this typographical error in its reconsidered Markman Order.

-10-
CASE NO. 05-CV-01114 JW ACACIA’S MEMORANDUM OF POINTS AND AUTHORITIES
IN SUPPORT OF MOTION FOR MARKMAN RECONSIDERATION




HENNIGAN, BENNETT & DORMAN LLP

© oo ~ [ep} ol & w N -

I S T . B N N S T N T N T N e e e S N N N S S
© N o B W N P O © 0o N o o B~ W N Bk O

Case 5:05-cv-01114-JW  Document 59 Filed 07/29/2005 Page 17 of 30

6. The Terms “First Location” and “Second Location” Are Repeated
Instances of the Same Element

In its Markman Order, the Court rejected Acacia’s assertion that the use of the terms “first”
and “second” is a common patent law convention to distinguish between repeated instances of an
element or limitation. (Markman Order, at page 30, n 21; Exhibit 1). In rejecting Acacia’s
assertion, the Court merely states that it “does not consider the use of the phrases “at a first location’
and ‘at a second location’ to qualify as repeated instances of an element or limitation.”

Recently, the Federal Circuit held that the terms “first,” “second,” and “third,” (referring to
razor blades) used in a claim having the open-ended transition phrase “comprising” could not be
construed as limiting the claim to three blades. Gillette, 405 F.3d at 1373. In Gillette, the court held
that the fact that the claim “does not follow a consecutive order (i.e., it does not discuss the second
blade after the first)” means that “the claim is thus clearly not using the ordinals-first, second, and
third-to show a consecutive numerical limit but only to distinguish or identify the various members
of the group.” Gillette, 405 F.3d at 1373.

The same is true in this case. The claims of the ‘702 patent do not follow a consecutive
order; it is irrelevant whether the transmission system is at the “first location” or the *“second
location” and likewise whether the reception system is at the “first location” or the “second
location;” the only requirement is that the transmission system and the reception system not be at the
same location. Clearly then, the terms “first” and “second” are used in the claims of the *702 patent
to distinguish between the locations of the transmission system and the reception system,” not to
provide a numerical limit or serial limitation on the location of the transmission system.” See,
Gillette, 405 F.3d at 1373, citing, 3M Innovative Properties Co. v. Avery Dennison Corp., 350 F.3d
1365, 1371 (Fed. Cir. 2003) (“use of the terms “first” and ‘second’ is common patent-law convention
to distinguish between repeated instances of an element” and should not necessarily be interpreted to

impose a serial limitation on a claim.)

® Although not explicitly stated by the Court, it appears that the Court construed the term “first”
to mean “single,” i.e., “at a single [first] location.” Based on Gillette and 3M, however, the term
“first” should not be construed as a numerical limitation, such as “single.”
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For all these reasons Acacia respectfully requests the Court to adopt Acacia’s proposed
reconsidered construction of the phrase “transmission system at a first location.”

C. Acacia’s Grounds for Reconsideration of the Court’s Analysis and Construction

of the Claim Phrase “Reception System at a Second Location”
1. Acacia’s Proposed, Reconsidered Construction of the Phrase “Reception
System at a Second Location”

Acacia respectfully requests that the Court amend its proposed construction of the phrase
“Reception System at a Second Location” to reflect the following changes: “A reception system at
one or more particutar locations separate from the location of the transmission system.”

2. The Factual and Legal Arguments Presented in Connection With
Reconsideration of the Construction for “Transmission System at a First
Location” Apply With Equal Force to the Reconsideration of the
Construction for “Reception System at a Second Location”

In its Markman Order, the Court construed the phrase “reception system at a second
location” as “a reception system at one particular location separate from the location of the
transmission system.” (Markman Order, at 31:15-18; Exhibit 1). The Court cited the case of
Andrew Corp. v. Gabriel Elec., Inc., 847 F.2d 819 (Fed. Cir. 1988) for the proposition that a
patentee may claim less than the entire invention. From this statement, it appears that the Court
believed that the invention could encompass reception systems at one or more than one location, but,
because the patentees used the terms “at” and “second location,” the Court believed the patentee had
limited the reception system to a single location, for the same reasons that it did for the transmission
system.

For the reasons discussed above with respect to “transmission system at a first location,” the
Court’s construction of reception system is incorrect and the patent specification and claims
evidence no such narrowing intent. The entire claim is presumptively open-ended, because the

claims use the transitional term “comprising.” Gillette, 405 F.3d at 1372. Because these are open-
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ended claims, the term “a” in the phrase “at a second location” should be construed to mean “one or
more than one.” The use of the terms “at” and “second” do not affect this construction.’

For all these reasons, Acacia respectfully requests the Court to adopt Acacia’s reconsidered
construction of the phrase “reception system at a second location.”

D. Acacia’s Grounds for Reconsideration of the Court’s Analysis of the Claim

Term “Sequence Encoder”

In its Markman Order, the Court held that it could not construe the term *“sequence encoder.”
The Court found that the term “sequence encoder” never appears in the specification of the ‘702
patent and that the term “sequence encoder” does not have a plain and ordinary meaning.
(Markman Order, at 32:4-10; Exhibit 1) The Court also found that one of ordinary skill in the art
would not know what a sequence encoder is and would not be able to understand the bounds of the
“sequence encoder” claim element, because the term does not appear in the specification of the ‘702
patent. (Markman Order, at 32:23-24 and 33:12-13; Exhibit 1). The Court held that “the legal
consequence of claiming an apparatus which has no plain meaning and which is not defined or
referred to in the specification is for the Court to declare the patent claim indefinite.” (Markman
Order, at 32:11-13; Exhibit 1). The Court also found that the “sequence encoder” of dependent
claim 7 of the ‘702 patent (which adds the limitation that the sequence encoder “transforms digital
data blocks into a group of addressable data blocks”) is a time encoder that places digital data

blocks into a group of addressable data blocks. (Markman Order, at 32:26-33:3; Exhibit 1)

® There is an additional error in the Court’s analysis of “reception system” that should be
corrected. The Court states at 28:17-18 that: “The term ‘reception system’ does not appear in the
specification.” This is an incorrect statement, because the term “reception system” does appear
numerous times in the specification of the patents. (See, e.g., 702 patent, 3:60-67; 4:7-12; 4:13-17,
4:18-29; 4:30-36; 4:37-42; 4:43-50; 4:51-59; 4.62 - 5:7; 5:8-18; 5:19-29; 5:31-41; 6:39-42; 10:22-
24, 11:33-36; 12:51-55; 14:28-31; 14:63-65; 15:14-18; 15:62-64; 16:1-8; 16:13-15; 16:24-33,;
16:34-45; 16:55-56; 16:64-66; 17:18-27; 17:33-36; 17:55-57; 18:34-45; 18:49-52; 19:4-10; 19:13-
18; Figures 1a, 1b, 1c, 1d, 1e, 1f, and 1g, Reference Nos. 200, 200, 200", and 200", and Figure 6,
Reference No. 200; Exhibit 2). Acacia proposes deleting this sentence from the Markman Order.
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1. The Court Applied the Wrong Legal Standard In Construing “Sequence
Encoder”

In its Markman Order, the Court held that “the legal consequence of claiming an apparatus
which has no plain meaning and which is not defined or referred to in the specification is for the
Court to declare the patent claim indefinite.” (Markman Order, at 32:11-13; Exhibit 1). The
Court’s statement of law is directly contradicted by the Federal Circuit’s Bancorp case. Bancorp
Serv., LLC v. Hartford Life Ins. Co., 359 F.3d 1367 (Fed. Cir. 2004). As the court held in Bancorp,
a patent claim may be definite even though the claim term was not defined or referred to in the
specification and even though the claim term has no plain meaning, if the meaning of the term could
be inferred by persons of skill in the art from the specification. Bancorp, 359 F.3d at 1372-74
(failure to define a claim term in the specification is not fatal “if the meaning of the term is fairly
inferable from the patent.”); See also, All Dental Prodx, LLC v. Advantage Dental Products, Inc.,
309 F.3d 774, 779 (Fed. Cir. 2002), citing, Edelstein v. Frank, 52 F.3d 1035, 1038 (Fed. Cir. 1995)
(“However, the failure of the specification to specifically mention a limitation that later appears in
the claims is not a fatal one when one skilled in the art would recognize upon reading the
specification that the new language reflects what the specification shows has been invented.”)’

Further, the Federal Circuit’s test for indefiniteness does not require that the claim term at
issue have a plain meaning or that it be defined or referred to in the patent specification:

“’Determining whether a claim is definite requires an analysis of ‘whether one skilled in the art

" The Court’s statement of law is also directly contradicted by the Manual of Patent Examining
Procedure (M.P.E.P.). Inthe M.P.E.P., patent examiners are instructed that there is no requirement
that the words in a claim must match those used in the specification; the only requirement is that the
terms used define the invention with a reasonable degree of clarity and precision:

The mere fact that a term or phrase used in the claim has no antecedent basis in the
specification disclosure does not mean, necessarily, that the term or phrase is
indefinite. There is no requirement that the words in the claim must match those used
in the specification disclosure. Applicants are given a great deal of latitude in how
they choose to define their invention so long as the terms and phrases used define the
invention with a reasonable degree of clarity and precision.

(M.P.E.P., § 2173.05(e), Seventh Edition, July 1998; Exhibit 6 to Block Decl.).
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would understand the bounds of the claim when read in light of the specification . . . If the claims
read in light of the specification reasonably apprise those skilled in the art’ of the scope of the
invention, § 112 demands no more.”’ Id. (citing Miles Lab., Inc. v. Shandon, Inc., 997 F.2d 870, 875
(Fed. Cir. 1993)).” (Markman Order, at 33:7-11; Exhibit 1).
2. The Court Must Consider Expert Testimony When Determining the
Meaning of “Sequence Encoder”

In its Markman Order, the Court states that expert testimony may not be useful in construing
“sequence encoder,” because the term “sequence encoder” does not appear in the patent
specification and because “the intrinsic evidence appears unambiguous.” (Markman Order, at 33:21
— 34:3; Exhibit 1). The Court has invited expert testimony on this issue, presumably to revisit and
reexamine this entire issue.

By considering expert testimony, the Court avoids potentially reversible error if it were to
definitively rule on claim construction or indefiniteness based solely on the intrinsic record. Verve,

LLC v. Crane Cams, Inc., 311 F.3d 1116, 1119-1120 (Fed. Cir. 2002);" See also AFG Indus., Inc. v.

® In its Markman Order, the Court also states that “Acacia cannot suggest that the general public
is on notice of the scope of the term ‘sequence encoder’ as the term never appears in the
specification.” (Markman Order, at 33:19-21; Exhibit 1 to Block Decl.; emphasis added). Whether
the “general public” is on notice of the scope of “sequence encoder” is irrelevant, because patents
are written for persons of ordinary skill in the art, not the general public. W.L. Gore & Associates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1556 (Fed. Cir. 1983) (“Patents, however, are written to enable
those skilled in the art to practice the invention, not the public.”)

) Further, a claim is not indefinite merely because it poses a difficult issue of claim
construction. Bancorp, 359 F.3d at 1372; S3, Inc. v. nVidia Corp., 259 F.3d 1364, 1369 (Fed. Cir.
2001). If, in light of a fully developed record, the claim is amenable to construction, i.e., it is not
insolubly ambiguous, it is not invalid for indefiniteness. Bancorp, 359 F.3d at 1372. Thus, if the
meaning of the claim is discernible, “even though the task may be formidable and the conclusion
may be one over which reasonable persons will disagree, we have held the claim sufficiently clear to
avoid invalidity on indefiniteness grounds.” 1d., (quoting, Exxon Research & Eng'g Co. v. United
States, 265 F.3d 1371, 1375 (Fed. Cir. 2001)). Courts are also instructed, in considering whether a
claim is indefinite, to respect the statutory presumption of patent validity and “protect the inventive
contribution of patentees, even when the drafting of their patents has been less than ideal.” Id.
“Close questions of indefiniteness in litigation involving issued patents are properly resolved in
favor of the patentee.” Bancorp, 359 F.3d at 1372, (quoting, Exxon, 265 F.3d at 1380).

*In Verve, the Federal Circuit vacated a summary judgment of indefiniteness, which was
based solely on the intrinsic record, and remanded for “further proceedings, including any
appropriate recourse to extrinsic evidence concerning the usage and understanding of the [disputed]
term . .. in relevant context.” Verve, at 1120. The Federal Circuit reasoned that: “[T]he court erred

-15-
CASE NO. 05-CV-01114 JW ACACIA’S MEMORANDUM OF POINTS AND AUTHORITIES
IN SUPPORT OF MOTION FOR MARKMAN RECONSIDERATION




HENNIGAN, BENNETT & DORMAN LLP

© o000 ~N oo o B~ W N

I S T . B N N S T N T N T N e e e S N N N S S
© N o B W N P O © 0o N o o B~ W N Bk O

Case 5:05-cv-01114-JW  Document 59  Filed 07/29/2005 Page 22 of 30

Cardinal IG Co., 239 F.3d 1239, 1248-49 (Fed. Cir. 2001) (vacating summary judgment that was
based on district court’s erroneous claim construction: “This case presents a good example of how
extrinsic evidence can and should be used to inform a court’s claim construction, and how failure to
take into account the testimony of persons of ordinary skill in the art may constitute reversible
error. . ..”); Key Pharms. v. Hercon Labs. Corp., 161 F.3d 709, 716-18 (Fed. Cir. 1998) ( “[A] trial
court is quite correct in hearing and relying on expert testimony on an ultimate claim construction
question in cases in which the intrinsic evidence . . . does not answer the question. . ..”). Acacia
will be providing expert testimony to the Court on this subject, and it is confident the Court will
better understand why the term “sequence encoder” is not indefinite.
3. The “702 Patent Specification and its Claims Teach Persons of Ordinary
Skill in the Art that the Sequence Encoder is a Time Encoder
In determining the meaning of the term “sequence encoder,” the Court must examine the
specification of the patent and its claims. See, Phillips, _ F.3d at __, 2005 U.S. App. LEXIS
13954, at *25-28. Here, the specification and the claims of the ‘702 patent teach persons of ordinary
skill in the art that the “sequence encoder,” as used in claims 1, 17, 18, and 32, is a time encoder.™
The patent specification teaches one of ordinary skill in the art that the “sequence encoder” is
a time encoder:
The transmission system 100 of the present invention also preferably includes

ordering means for placing the formatted information into a sequence of

in law, in requiring that the intrinsic evidence of the specification and prosecution history is the sole
source of meaning of words that are used in a technologic context. . . . The question is not whether
the [disputed term] has a fixed meaning ..., but how the phrase would be understood by persons
experienced in[the] field ..., upon reading the patent documents.” Id. at 1119-1120.

"' At the evidentiary hearing on September 8 and 9, Acacia shall present the expert testimony of
Mr. S. Merrill Weiss and Dr. Peter Alexander, both of whom (from the perspectives of different
education and experience in the same relevant art, both of whom are competent to testify on this
precise issue) will testify that, based on the teachings of the specification and based on the
knowledge and understanding of one of ordinary skill in the art, such a person would have
understood the meaning of “sequence encoder” in January 1991 to be a time encoder. The substance
of Mr. Weiss’ and Dr. Alexander’s testimony is substantially contained in their declarations which
Acacia filed on October 20, 2004 in the Central District of California litigation in connection with
Acacia’s opposition to defendants’ motion for summary judgment.
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addressable data blocks. As shown in FIG. 23, the ordering means in the
preferred embodiment includes time encoder 114. . . . The sequence of
addressable data blocks which was time encoded and output by time encoder
114 is preferably sent to precompression processor 115.”*

(‘702 patent, at 7:50-54; 8:46-49; emphasis added).

Thus, one of ordinary skill in the art, when reading the claims in light of the patent
specification, would understand the term “sequence encoder” to be a “time encoder.” See, Phillips,
__F.3dat__, 2005 U.S. App. LEXIS 13954, at *24 (“Importantly, the person of ordinary skill in
the art is deemed to read the claim term not only in the context of the particular claim in which the
disputed term appears, but in the context of the entire patent, including the specification.”)

That the “sequence encoder” of claim 1 is understood to be a time encoder is confirmed by
the presence of dependent claim 7.** “Under the doctrine of claim differentiation, ‘each claim in a
patent is presumptively different in scope.”” See, Ecolab, Inc. v. Paraclipse, Inc., 285 F.3d 1362,
1375 (Fed. Cir. 2002), quoting, Intermatic, Inc. v. Lamson & Sessions Co., 273 F.3d 1355, 1364
(Fed. Cir. 2001).

Claim 1 identifies a “sequence encoder,” but does not describe in the claim any function of
the “sequence encoder.” Claim 7 depends from claim 1 and adds the functional limitation that the
“sequence encoder transforms digital data blocks into a group of addressable data blocks.” The
functional limitation of claim 7 further defines a particular capability of the sequence encoder,

which is not expressly described in claim 1. Other functions of the sequence encoder (time

* Further evidence that the “sequence encoder” refers to the time encoder is found in claim 17
of the “702 patent. See, Phillips, _ F.3d at __, 2005 U.S. App. LEXIS 13954, at *28 (“Because
claim terms are normally used consistently throughout the patent, the usage of one term in one claim
can often illuminate the meaning of the same term in other claims.”) In claim 17, the sequence
encoder is “in data communication with said digital data output [of the converter].” (‘702 patent,
20:50-51). As shown in Figure 2a of the ‘702 patent, the time encoder 114 is in data communication
with the converter 113.

* Claim 7 of the “702 patent depends from claim 1 and adds the limitation that “said sequence
encoder transforms digital data blocks into a group of addressable data blocks.” Claim 33 of the
702 patent depends from claim 32, which depends from claim 27, and adds the same limitation.

* Functional limitations are permitted, as described in M.P.E.P. § 2173.05(g):
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encoder) than that single function described in claim 7 are clearly described in the patent
specification. These include, among others, receipt of audio and video data from the converter, ‘702
patent at 8;6-9; the assignment of relative time markers by the time encoder to the audio and video
data as it passes from the converter through the time encoder, Id.; and delivery of a sequence of
addressable data blocks as its output to the precompression processor, ‘702 patent, Col. 8:46-48. As
will be fully explained through expert testimony, the patent specification adequately informs one of
ordinary skill in the art concerning the meaning of the term “sequence encoder.”
4, The Court’s Finding that the “Sequence Encoder” In Claim 7 is a Time
Encoder Which Transforms Digital Data Blocks Into a Group of
Addressable Data Blocks Confirms that “Sequence Encoder” in Claim 1
is a “Time Encoder”
In its Markman Order, the Court understood that the term “sequence encoder” of claim 7 is a
“time encoder” which performs the additional functions set forth in claim 7 of transforming digital
data blocks into a group of addressable data blocks:
A time encoder” that is described in dependent claim 7 of the ‘702 patent is a

limitation describing an additional function of the sequence encoder but does

“A functional limitation is an attempt to define something by what it does, rather
than by what it is (e.g., as evidenced by its specific structure or specific
ingredients). There is nothing inherently wrong with defining some part of an
invention in functional terms. Functional language does not, in and of itself, render
a claim improper. In re Swinehart, 439 F.2d 210, 169 USPQ 226 (CCPA 1971).

A functional limitation must be evaluated and considered, just like any other
limitation of the claim, for what it fairly conveys to a person of ordinary skill in
the pertinent art in the context in which it is used. A functional limitation is often
used in association with an element, ingredient, or step of a process to define a
particular capability or purpose that is served by the recited element, ingredient or
step.”

(M.P.E.P., § 2173.05(g), Seventh Edition, July 1998; Exhibit 6 to Block Decl.).

" The Court obviously had no difficulty determining that the “sequence encoder” is a “time
encoder” that performs the functions of claim 7. In fact, the adult internet defendants who argued
the original Markman proceedings instructed the Court that claim 7 should be construed as a time
encoder that performs the algorithm of a time encoder. (See Defendants’ Responsive Claim
Construction Brief re 702 Patent at 18:4-6; Exhibit 7 to Block Decl.)
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not assist one skilled in the art with defining the boundaries of the claimed
element, “a sequence encoder.”
(Markman Order, at 32:26 — 33:3; emphasis added).

Although the Court correctly found that the “sequence encoder” of claim 7 is a time encoder
with the additional functional limitation of transforming digital data blocks into a group of
addressable data blocks, the Court stated that claim 7 does not assist one skilled in the art with
defining the boundaries of the “sequence encoder.™ This is not the case, as will be demonstrated
by expert testimony. If the “sequence encoder” of claim 7 is understood to be a time encoder with
the additional function of transforming digital data blocks into a group of addressable data blocks, as
indicated by the Court in its Markman Order, then, pursuant to the doctrine of claim differentiation,
the sequence encoder of claim 1 must be broader, i.e., a time encoder that is not limited to this
function. See Ecolab, 285 F.3d at 1375; Phillips, __ F.3d at __, 2005 U.S. App. LEXIS 13954, at
*60-61."" As described above, the patent specification teaches a number of functions of the
sequence encoder (time encoder) beyond the single function identified in claim 7. (‘702 patent, at

7:54-8:12; 8:47-49).

** To the extent that the Court believes that there remains any ambiguity in construing
“sequence encoder,” the Court should apply the doctrine that “claims should be so construed, if
possible, as to sustain their validity.” Phillips, __ F.3d at __, 2005 U.S. App. LEXIS 13954, at *64-
65, quoting, Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 911 (Fed. Cir. 2004), and Rhine v.
Casio, Inc., 183 F.3d 1342, 1345 (Fed. Cir. 1999). In this case, it is reasonable to infer that the PTO
would not have issued an invalid patent. Phillips, _ F.3dat __, 2005 U.S. App. LEXIS 13954, at
*66. In allowing claims 1 and 7 of the ‘702 patent, the Examiner focused on the term “sequence
encoder.” The Patent Examiner refused to allow original claim 33 (corresponding to claim 1 of the
702) without the “sequence encoder,” but agreed to allow original dependent claims 39 and 40 if
they were rewritten in independent form. Claim 39 added the sequence encoder to claim 33. Claim
40 added to claim 39 that the sequence encoder transformed digital data blocks into a group of
addressable data blocks.

The Examiner is presumed to have followed M.P.E.P. § 608.01(0), which instructs examiners to
scrutinize patent claims for claim terms that are not recited in the specification and to ensure that
such terms are supported by the specification and are capable of being construed. (M.P.E.P.,

8 608.01(0), Seventh Edition, July 1998; Exhibit 6 to Block Decl.).

" It appears that the Court reached this decision based on its belief that the time encoder in all
instances (including claim 1) must only transform digital data blocks into a group of addressable
data blocks. There is, however, nothing in the patent specification or in the claims which states or
implies that, in order to qualify as a time encoder, the time encoder must only transform digital data
blocks into a group of addressable data blocks.
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5. Acacia’s Proposed, Reconsidered Construction of “Sequence Encoder”

Acacia contends that the proper construction of the phrase “sequence encoder,” as used in
claims 1, 17, 18, and 32 of the ‘702 patent, should be:

“a time encoder.”

Acacia further contends that the proper construction of the phrase “sequence encoder” in
claims 7 and 33 of the ‘702 patent, should be:

“a time encoder that transforms digital data blocks into a group of addressable
data blocks.”

E. Acacia’s Grounds for Clarification of the Court’s Analysis of the Claim Term

“ldentification Encoder”

In its Markman Order, the Court construed the term “identification encoder” to mean “a
structure that assigns a unique identification code.” (Markman Order, at 35:24 — 36:1; Exhibit 1).
Although the Court was able to construe this term, the Court stated that the “identification encoder”
was “insolubly ambiguous” and “arguably indefinite.” (Markman Order, at 35:22, 23; Exhibit 1).

Acacia does not seek reconsideration of the Court’s construction of “identification encoder.”
Instead, Acacia seeks clarification of the Court’s aforementioned statements in the Markman Order.
In addition, because the Court invited Acacia to present expert testimony in the Markman Order,
Acacia will present expert testimony at the evidentiary hearing on September 8 and 9 regarding the
understanding of persons of ordinary skill in the art as to the meaning of “identification encoder”
when the claims are read in light of the specification.

1. The Court Should Clarify Its Markman Order to State that the
Specification of the ‘702 Patent States that the Identification Encoder
Includes Software

In its discussion of the “identification encoding means,” the Court states that “[o]ther than
the term itself, the specification contains no description of the structure of an “identification
encoder.” It is unclear whether it is hardware, software, or as claimed with another element, a
human being.” (Markman Order, at 19:9-11; Exhibit 1). The Court also states that “[h]ere, the
specification of the ‘702 patent only discloses an identification encoder as a box that performs the
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function of assigning a unique identification code. (‘702 patent, 6:30-39; Exhibit 3). The
specification does not disclose an algorithm, software, or apparatus to perform the function of
assigning a unique identification code.” (Markman Order, at 35:17-20). Certain of these statements
are factually incorrect for the reasons set forth below.
Figure 2A of the “702 patent depicts the identification encoder with reference numeral 112
and the specification states that reference numeral 112 is the identification encoder (See, e.g., ‘702
patent, 6:31-42; Exhibit 3). In Figure 2A, the identification encoder 112 is designated as the
“identification encoding process.” Acacia will present expert testimony at the evidentiary hearing
showing that the term “process” as used in the patent documents would have been understood in
January 1991 to a person of ordinary skill in the art to refer to the execution of a computer program.
Thus, the 702 patent does describe the structure of the identification encoder as including software.
Further, the Court construed the term “transmission system” to mean “an assembly of
elements, hardware and software, that function together to convert items of information for storage
in a computer compatible form and subsequent transmission to a reception system.” (Markman
Order at 28:12-14). Thus, as claimed, the “identification encoder” is part of the transmission
system, and therefore is one element of the assembly of elements (hardware and software) which
comprise the transmission system. At the evidentiary hearing Acacia’s experts will explain why this
disclosure is sufficiently definite to one of ordinary skill in the art.
2. The Court Should Clarify its Markman Order to Remove the Statements
that the term “ldentification Encoder” is “Insolubly Ambiguous” and
“Arguably Indefinite”
Although the Court construed the term “identification encoder,” the Court also stated that the

term was “insolubly ambiguous” and “arguably indefinite.”*® (Markman Order, at 35:22, 23).

** The fact that the Court’s construction of “identification encoder” may be broad is not a
ground for finding the term “identification encoder” to be indefinite. The breadth of a claim term is
not equated with indefiniteness. SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d 1331, 1340-
1341 (Fed. Cir. 2005), quoting, In re Gardner, 427 F.2d 786, 788 (C.C.P.A. 1970) (“The test for
indefiniteness does not depend on a potential infringer’s ability to ascertain the nature of its own
accused product to determine infringement, but instead on whether the claim delineates to a skilled
artisan the bounds of the invention. . . . “breadth is not indefiniteness.’”); See also M.P.E.P.
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Additionally, in footnote 26 on page 35, the Court stated that it “considers the term “identification
encoder’ to be indefinite consist [sic] with the Court’s analysis of the term “identification encoding
means.”"

These statements contradict the fact that the Court construed the term “identification
encoder.” These statements therefore do not belong in the Markman Order.

F. Acacia’s Grounds for Clarification of the Court’s Construction of the Claim

Phrase “in Data Communication with”

In its Markman Order, the Court construed the phrase “in data communication with” as “one
or more devices connected such that data is being transferred between the devices in real-time.”
(Markman Order, at 29:19-20; Exhibit 1). The Court based this construction on its belief that “[t]he
plain and ordinary meaning to one of ordinary skill in the art of the phrase ‘in data communication
with’ is “‘one or more devices connected such that data is being transferred between the devices in
real-time.”” (Markman Order, at 29:9-11; Exhibit 1). This meaning for “in data communication
with” is not found in the specification of the patent or in the IEEE Dictionary cited by the Court.
There also was no expert testimony to support a finding that this is the plain and ordinary meaning
to a person of ordinary skill in the art. The Court further explained that the meaning of “in data
communication with” excludes transferring a diskette: “transferring a diskette from one computer to

another would not make the two computers ‘in data communication with’ one another.” (Markman

Order, at page 23, n 17; Exhibit 1).

8 2173.04, Seventh Edition, July 1998 (“Breadth of a claim is not to be equated with indefiniteness.
[citation omitted]. If the scope of the subject matter embraced by the claims is clear, and if
applicants have not otherwise indicated that they intend the invention to be of a scope different from
that defined in the claims, then the claims comply with 35 U.S.C. 112, second paragraph) (Exhibit 6
to Block Decl.)

** The statement that the Court considers the term “identification encoder” to be indefinite
consistent with the Court’s analysis of the term “identification encoding means” is a legal non-
sequitur and should be eliminated. The analysis of definiteness for a term such as “identification
encoding means” which is construed under 35 U.S.C. 8 112, { 6, is very different than the analysis
for definiteness of a term such as “identification encoder.” The Court expressly held that
“identification encoder” was not to be construed under 35 U.S.C. 8 112, § 6. (Markman Order, at
35:4-5; Exhibit 1).
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Acacia seeks clarification of the Court’s construction of “in data communication with” in
two respects. First, the Court’s construction of “in data communication with” refers to “one or more
devices.” The Court obviously did not mean “one or more devices,” because one device cannot be
in data communication with itself. Acacia proposes modifying the construction of “in data
communication with” to refer to “two or more devices.”
The second issue to be clarified within the Court’s construction of “in data communication
with” refers to the data being transferred in “real-time.” Acacia recognizes from the Markman
Order that the “real-time” limitation adopted by the Court in its construction was intended to
exclude the transfer of data by diskette, and Acacia does not seek to disturb the Courts intended
result on that issue. Unfortunately, the use by the Court of the term “real-time” to accomplish that
objective creates a new and separate claim construction problem. The term “real-time” is used in
the patent specification differently than it is apparently being used by the Court in its construction.
The Court is apparently using the term “real-time” to refer to the time for the data to be transferred.
In the patent, however, the term “real time” is used to indicate the amount of time necessary to view
a video program. Therefore, as described in the patent, the transmission of a video program can
occur in a fraction of real time, i.e., the time to send the video is less than the time to watch the
video program (for example, a two-hour movie can be transmitted in one hour):
A still further object of the present invention is to provide a picture
and sound transmission system wherein the selected audio/video
material is sent over any one of several existing communications
channels in a fraction of real time to any location chosen by the user
that has a specified receiver

(992 patent, 1:67 — 2:4; Exhibit 2).

Acacia is concerned that the different possible meanings for “real-time” could cause juror
confusion. If “real-time” in the Court’s construction were misunderstood to mean the time
necessary to view a video program, then the construction of “in data communication with” would be
unduly limited to only instances where the data is transferred at the same rate as necessary to view
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the video program. Acacia does not understand that it was the Court’s intent to so limit its
construction of the phrase “in data communication with.”
1. Acacia’s Proposed Clarified Construction of “in Data Communication
With”
Acacia proposes that the Court clarify its construction of “in data communication with” by
modifying the construction to state as follows:
“two or more devices connected while data is being transferred
between the devices.”
11, CONCLUSION
For the foregoing reasons, Acacia respectfully requests that the Court reconsider its

Markman Order constructions and that the Court adopt Acacia’s modified constructions.

DATED: July 29, 2005 HENNIGAN BENNETT & DORMAN LLP
By /sl
Roderick G. Dorman
Alan P. Block

Kevin I. Shenkman

Attorney for Plaintiff
ACACIA MEDIA TECHNOLOGIES
CORPORATION
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

Acacia Media Technologies Corp., NO. C 05-01114
Plantiff, FURTHER CLAIM CONSTRUCTION
ORDER ; ORDER FINDING CLAIMS
VS. TERMSINDEFINITE AND CLAIMS
INVALID

New Destiny Internet Group, et a.,
Defendants.

And All Related and/or Consolidated Actions./

|. BACKGROUND

Inits July 12, 2004 Claim Construction Order, the Court reached a tentative conclusion that the
term “sequence encoder” asused in claims 1, 7, 17, 18, 32 and 33 of the 702 patent is indefinite. This
tentative conclusion of indefiniteness was based on the Court's findings from the intrinsic evidence that the
term: (a) is never used in the written description; (b) does not appear in the drawings; (c) has no plain
meaning, and (d) cannot be inferred to be a "time encoder,” since atime encoder could be described in a

dependent claim as alimitation of a sequence encoder.
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Inits July 12, Order, the Court also tentatively concluded that, based on the intrinsic evidence, the
term "identification encoder,” asused in claims 1, 5, 6, 17, 19, 27 and 31 of the '702 patent may be
insolubly ambiguous because the term: (&) has no plain meaning; (b) is not defined in terms of what the
apparatus is but rather how it functions; and (c) has no meaning to one of ordinary skill in the art, such that
this person would understand the scope and bounds of the claim, when read in light of the specification.
The Court, nevertheless, construed the claim term "identification encoder” in the 702 patent to mean "a
structure that assigns a unique identification code."

The Court invited the parties to address the Court’ s concerns and specificaly invited Plaintiff
Acaciato present any extrinsic evidence on what a person of ordinary skill in the relevant art would
understand the terms to mean when read in light of the patent specification.

While that invitation was outstanding, the case was placed under multi-district assgnment. The
Court invited al parties to submit briefs on any of the claim terms which the Court had construed. The
Court reiterated its offer to Acaciato alow presentation of extrinsic evidence pertinent to the two terms
tentatively found indefinite. The parties submitted briefs and declarations by proffered experts: Andrew B.
Lippman and S. Merrill Weiss. On September 8 and 9, 2005, the Court conducted a hearing and the
matter submitted for decision. This Order addresses the claim construction issues tendered to the Court.

[I. STANDARDS

Claim construction is purely a matter of law, to be decided exclusively by the Court. Markman v.

Westview Instruments, Inc., 517 U.S. 370, 387 (1996). Claims are construed from the perspective of a

person of ordinary skill in the art at the time of the invention. Markman v. Westview Instruments, Inc., 52

F.3d 967, 986 (Fed. Cir. 1995). To determine the meaning of the claim terms, the Court initially must ook
to intrinsic evidence, that is, the claims, the specification, and, if in evidence, the prosecution history.

Autogiro v. United States, 384 F.2d 391 (Ct. Cl. 1967). The Court must look first to the words of the

claims themselves. See Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996).

These words are to be given their ordinary and customary meaning unless it is clear from the specification

and prosecution history that the inventor used the term with a different meaning. Id. The claims should be
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interpreted consistently with the specification. See Renishaw PLC v. Marposs Societa’ per Azioni, 158
F.3d 1243, 1250 (Fed. Cir. 1998).

Where intrinsic evidence aone resolves any ambiguity in a disputed claim term, it isimproper to rely

on evidence which is external to the patent and file history. Vitronics, 90 F.3d at 1583, 1585. However,

extringc evidence may be considered in the rare instances where the intrinsic evidence is insufficient to
enable the court to construe disputed claim terms. |d. at 1585. Common sources of extrinsic evidence
include expert testimony, inventor testimony, dictionaries, and technical treatises and articles. 1d. at 1584.

[II. DEFINITIONS CONFIRMED

The Court reaffirmsits July 12, 2004, Order and lets stand its definitions of the following terms,
with any modifications noted:
1 Transmission system
The Court lets stand its previous definition of "transmission system™ to mean an assembly of
elements, hardware and software, that function together to convert items of information for storagein a
computer compatible form and subsequent transmission to a reception system.
2. Transmission system at afirst location
The Court lets stand its previous definition of "transmission system at afirst location” to mean a
transmission system at one particular location separate from the location of the reception system.
3. Reception system at a second location
The Court lets stand its previous definition of "reception system at a second location” to mean a
reception system at one particular location separate from the location of the transmission system.
4. In data communication with
The Court lets stand its previous definition of "in data communication with" to mean two or more
devices connected such that data is being transferred between the devicesin real time. During the
September hearing, questions arose as to the meaning of "in real time" after the previous order was issued.
The Court defines "in real time" to mean that the recelving system receives the data in the same electronic

time frame as the transmission system sends the data.
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5. Remote locations
"Remote locations" was defined in the previous order as part of the '992 patent claim construction.
The Court includes the construction for the '992 patent in the 702 patent claim construction with its
justification outlined in the previous order. The term "remote locations' means positions or sites distant in
space from some identified place or places.
6. Transceiver
The Court lets stand its previous definition of "transceiver” to mean a singular device capable of
both sending and receiving information.

V. CLAIM TERMSTENTATIVELY FOUND INDEFINITE

The Court now addresses the terms which it tentatively concluded were indefinite.
A. The statutory requirement of definiteness.

Every patent’ s specification must “conclude with one or more claims particularly point out and
distinctly claiming the subject matter which the applicant regards as hisinvention.” 35U.S.C. 8112, {2
This requirement is commonly referred to as the “definiteness’ requirement.

As the United States Supreme Court explained in General Electric Company v. Wabash Appliance
Corporation, 304 U.S. 364, 369 (1938):

Patents, whether basic or for improvements must comply accurately and
precisely with the statutory requirements as to claims of invention or
discovery. Thelimits of a patent must be known for the protection of the
patentee, the encouragement of the inventive genius of others and the
assurance that the subject of the patent will be dedicated to the public. The
statute seeks to guard against unreasonable advantages to the patentee and
disadvantages to others arising from uncertainty as to their rights. The
inventor must inform the public during the life of the patent of the limits of
the monopoly asserted, so that it may be known which features may be
safely used or manufactured without alicense and which may not. The
claims measure the invention. . . . In alimited field the variant must be
clearly defined.

A patent claim which fails to meet the definiteness requirement isinvaid. Id., See also United

Carbon Company v. Binney Company, 317 U.S. 228, 232 (1942); Default Proof Credit Card System,
Inc. v. Home Depot, 412 F.3d 1291, 1302-1303 (Fed. Cir. 2005).
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B. The question whether a patent claim meetsthe definiteness requirement isa question of
law for the Court.

A determination as to whether a patent claim meets the definiteness requirement is a question of law

to be decided by the court in performance of its duty as the construer of patent claims. Bancorp Services,

L.L.C. v. Hartford Life Insurance Co., 359 F.3d 1367, 1371 (Fed. Cir. 2004).

An issued patent is entitled to a statutory presumption of validity. 35 U.S.C. § 282. A patent claim
isindefinite only if, under these canons of construction, the court finds that one skilled in the art would not

understand what is claimed when the claim is read in light of the specification. Personalized Media

Communications, Inc. v. Int’| Trade Comm'n, 161 F.3d 696, 705 (Fed. Cir. 1968). If the Court isable

to determine a reasonable, unambiguous meaning of the terms of a claim, as those terms would be
understood by a person of skill inthe art in light of the specification, even though the task is formidable and

the conclusion is one over which reasonable people disagree, the claim is not indefinite. Bancorp Services,

L.L.C., 359 F.3d at 1371; see dso Datamize, L.L.C. v. Plumtree Software, Inc., 417 F.3d 1342, 1347-
1348 (Fed. Cir. 2005).

A determination of definitenessis made based upon proper interpretation of the meaning of the

terms used in the claim, according to the canons of claim construction. Oakley, Inc. v. Sunglass Hut Int'l,
316 F.3d 1331, 1340-41 (Fed. Cir. 2003). Under those canons, interpreting the meaning of the terms
begins with areview of the intrinsic evidence-the claims, other parts of the specification, and the
prosecution history. Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996); Datamize, L.L.C.,
417 F.3d at 1348.

The claim terms are generally given their ordinary and customary meaning. If atechnical termiis
used in a patent claim, generaly, the term should be interpreted as having the meaning a person

experienced in the field of the invention would givetoit. See Verve, L.L.C. v. Crane Camsnc., 311 F.3d

1116, 1119 (Fed. Cir. 2002). Testimony by awitness, who is recognized by the Court as an expert in the
field of the invention, about the common meaning of a technical term at the time the application wasfiled, is

ingtructive in ascertaining its meaning. See Glaxo Wellcome, Inc. v. Andrx Pharm., Inc., 344 F.3d 1226,

1229 (Fed. Cir. 2003); Optical Discorp v. Del Mar Avionics, 208 F.3d 1324, 1334 (Fed. Cir. 2000).
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C. The Claims of the'702 Patent.
Claim 1 of the '702 patent claims:

1. A communication System comprising:
atransmission system at afirst location in data communication with a
reception system at a second location, wherein said transmission system
comprises

a sequence encoder,

an identification encoder, and

acompressed data library in data communication with said
identification encoder,

wherein said identification encoder givesitemsin sad
compressed data library a unique identification code; and

wherein said reception system comprises

atransceiver in data communication with said transmission system,

astorage device in data communication with said transceiver,

user playback controls in data communication with said storage
device,

adigital compressor in data communication with said storage
device, and

aplayback device in data communication with said digital
decompressor.

('702 patent, 19:26-47.)

D. " Sequence encoder ."

1 Theterm " sequence encoder” hasno ordinary and customary meaning.

In addition to Claim 1, the term "sequence encoder isalso used in Claims 7, 17, 18, 32 and 33 of
the '702 patent. In its tentative conclusion, the Court determined that the term "sequence encoder” had no
ordinary and customary meaning in the field of the invention.

Initialy, Acacia objected to that conclusion.! However, at the September 2005, hearing, Acacia
tendered Mr. S. Merrill Weiss as an expert witness on how persons of ordinary skill would understand the
terms used in the '702 patent claims and specification in 1991.

Mr. Weiss opined that the field of the invention disclosed in the 702 patent was “ system design” in
the broadcast television industry. (TR. 18:23-25, 19:1-1.) Mr. Weiss opined that he had a sufficient
background to express an opinion on the education and experience of a person skilled in that field in 1991.

In that regard, Mr. Weisstestified that one skilled in system design in the television broadcast industry was

Acacia contended that an encoder is "a device or system that encodes data." Acacia asserted that
a"sequence encoder" is "an encoder which creates a sequence.”

6
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one who had a Bachelor of Science degree in electrical engineering, computer science or computer
engineering or the equivalent in experience in the broadcast television industry. (TR. 43.)

Specifically, with respect to whether the term “ sequence encoder” had an ordinary and customary
meaning to one skilled in system design in the television broadcast industry, Mr. Weiss testified:

Q. In 1991, did the term “ sequence encoder” have an ordinary
meaning to one of ordinary skill in the art?

No.
* % %

Q. In 1991, would the term “segquence encoder” have been aterm of
art to one of ordinary skill in the art?

No.

* k% %

Are you aware of any dictionary in 1991 where it would have
defined the term “ sequence encoder”?

A. No.
(TR. 64-65.)

Accordingly, the Court confirms its tentative finding that the term "sequence encoder” is a technical
term which had no ordinary and customary meaning in the field of the invention at the time the patent was
filed.

2. " Sequence encoder” isa coined technical term which is not expressy

defined.

A patentee is free to act as his or her own lexicographer. Acting as lexicographer, the patentee
may either define aterm used in aclaim differently from its ordinary meaning or coin a new term. However,
if the patentee chooses to act as his or her own lexicographer, the special definition must be clearly stated
within the patent specification or file history. Vitronics Corp,, 90 F.3d at 1582.

Acacianow acknowledges that the term is a"coined term," meaning that the patentee made up the
term acting as lexicographer. However, thereis no clear statement of definition of the coined term
"sequence encoder” in the specification or file history. Indeed, as the Court noted in its July 12 Order,
other than in the claims themselves, the term "sequence encoder” is never used in the specification of the

702 patent and was never used or referred to in the prosecution of the '702 patent.
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If a patentee uses a coined technica term as an element of a claim and fails to clearly define the
term elsewhere in the specification or prosecution history, the meaning of the term is left to speculation and
subjective judgment. A patent claim, which includes as an element a term, the meaning of which is|eft to
speculation and subjective judgment, is indefinite.

To avoid an ultimate finding of indefiniteness, Acacia contends that, although the term is not
expressly defined in the specification, a person skilled in the art would infer a meaning for the term
"seguence encoder” from the description in the specification of other devices. Specificaly, Acacia contends
that one skilled in the art would infer that by "sequence encoder” the patentee meant "atime encoder.”

3. A patent claim isnot indefinite if based on the specification, a meaning for

an otherwise undefined term can be inferred from the specification.

Acacia directs the Court to two decisions of the Federal Circuit which it asserts as authority for a

methodology of defining coined claim terms that have no meaning in the art and are not referred to in the

specification: Bancorp ServicesL.L.C. v. Hartford Life Insurance Co., 359 F.3d 1367 (Fed. Cir. 2004)

and Network Commerce, Inc. v. Microsoft Corp., 422 F.3d 1353 (Fed. Cir. 2005).

In Bancorp a patent describes a system for administering and tracking the value of life insurance

policies in separate accounts. Bancorp Services, 359 F.3d at 1369. The independent claims used the term

"surrender value protected investment credits.” Except for use in the claims themselves, the term was not
used in the patent. Thetrial judge found the term to be unclear in meaning as to render the patent claims
invaid. Bancorp argued that the challenged term meant the same as "stable value protected investment,” a
term which was commonly understood in the insurance field and which was used and defined in the
specification. Id. at 1370. On appeal the Federal Circuit agreed with Bancorp that based on the

specification the terms were equivalent to one another. Id. at 1373. Thus, Bancorp Services stands as

authority that the failure to define aterm is not fatal if the meaning of the term can be fairly inferred from
terms in the specification which were commonly used in the field and which those of skill in the industry
regarded as synonymous.

In Network Commerce the term "download component” was used in the claims. _Network

Commerce, 422 F.3d at 1357. It was found to be aterm which had no commonly understood meaning nor

8
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one with a specialized meaning in the field of the invention. However, the Federa Circuit gave a definition
to the term based on the specification. The claims stated how the "download component” functioned in the
claimed method. The Circuit Court relied on references to "download file" in the specification to define
"download component.” 1d. at 1360-1361.

This Court notes that Network Commerce is not a case where the claim was being reviewed to

determine if it met the "definiteness’ requirement. Theissue in Network Commerce was whether or not the

definition of the term should include a"boot program” which interacts with the operating system of the

computer. The Circuit held that it did:
In summary, the specification makes clear that the download component
must include a boot program, and that the boot program interacts directly
with the operating system of the computer without the assistance of any

other program. Accordingly, we construe "download component to
mean...

Acaciais correct, however, that in both cases, the Federal Circuit gave definition to a coined term
which was not expressly defined in the specification. However, in both cases, the Federal Circuit relied on
the intrinsic language of the patent specification to construe the meaning of the subject terms. The question
in this case becomes whether based on the specification of the 702 patent, it can be reasonable inferred
that the term "sequence encoder” means "time encoder.”

4. A "timeencoder” isreferred toin the specification.

The term "time encoder” is itself a coined technica term with no ordinary and customary meaning to
one skilled in the field of system design at the time the 702 patent was filed. Mr. Weiss, though, testified
that in his opinion a“time encoder” was essentially a “time code generator,” which was known at the time
of theinvention (TR. 173:23-25.)

The Court considered the device called "time encoder” when the Court defined the term "ordering
means’ in construing the '992 patent. The '702 patent shares the same specification as the '992 patent.
With respect to "time encoder,” the specification states:

The transmission system 100 of the present invention also preferably

includes ordering means for placing the formatted information into a
sequence of addressable data blocks. Asshown in FIG. 2a, the ordering

9
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means in the preferred embodiment includes time encoder 114. After the

retrieved information is converted and formatted by the converter 113, the

information may be time encoded by the time encoder 114. Time

encoder 114 placesthe blocks of converted formatted infor mation

from converter 113 into a group of addressable blocks. The preferred

addressing scheme employs time encoding. Time encoding allows

realignment of the audio and video information in the compressed data

formatting section 117 after separate audio and video compression

processing by precompression processor 115 and compressor 116.”
(‘702 patent, 7:50-64.)
From this and other references in the specification, the Court finds that the “ordering means” may include a
“ time encoder” which is adevice that can be used in a preferred embodiment of the claimed "transmission
system.” If a"time encoder” is used as part of the ordering means, its function is to place blocks of
converted data into a "group of addressable data blocks." The "time encoder” uses "time encoding"” to do
s0. Thereisnothing in the specification which discloses that the "time encoder” can encode any sequence
other than "time." Thus, to give "sequence encoder” the definition of the "time encoder disclosed in the
specification” would limit the "sequence encoder” to encoding "time" as the only sequence it is capable of
encoding.

5. Thereisno suggestion in the specification that " time" isthe only

" sequence”’ which could be used to practice the invention.

There is nothing in the specification of the 702 patent which supports the contention that the
patentee intended time to be the only encodable sequence.

If a patentee uses a broad undefined term (such as "sequence encoder”) in claiming an invention,
when the validity of the patent is called into question in alegal proceeding, the owner of the patent cannot
avoid invaidity by adopting a more limited definition (such as "time encoder"), unless that limitation can be
fairly inferred from the specification.

Mr. Weiss opined that, since the patent is "fundamentally" about audio and video information and
since such information is naturally processed and stored using time, a person of ordinary skill in the art
would understand "sequence encoder” to be a "time encoder:"

I

10
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Q. Now, if asyou said earlier without regard to any part of the patent the term
“sequence” can mean any sequence and not necessarily a time sequence,
why would a person of ordinary skill in the art understand the term
“seguence encoder” to be a time encoder rather than some other encoder
in the context of this patent?

A. Because this patent is fundamentally about video and audio processing and
storage and handling and the natural way that video and audio are, are —
their inherent structure isaong atimeline. They are naturaly divided by —
into time.

(TR. 161:2-13)

However, on cross-examination, Mr. Weiss acknowledged that, based on the specification, time
was not the only natural sequence for organizing the type of data covered by the invention:

Q. And so you agree that as of the time of thefiling of the patent application in January
of 1991 packets of data were organized and in sequences that were unrelated to
time?
| think you last said they could be and yes they could be.

Q. And they actualy were; correct?

A. In some applications they were.

(TR. 210:9-16.)

Later, in his testimony, Mr. Weiss acknowledged that a "time encoder” was only "one example" of
the broader term "sequence encoder.” (TR. 225:10-14.) He stated his opinion that the terms were
synonymous was based on a process of elimination. In other words, since a"time encoder" and an
"identification encoder" were the only encoder mentioned in embodiments of the invention, by process of
elimination, Mr. Weiss drew the conclusion that the "sequence encoder” meant the "time encoder.” Mr.
Weiss' testimony went beyond the bounds of his expertise. The Court rejects his methodology.

Furthermore, it is fundamental that while the specification should be consulted to obtain an
understanding of a claim, the limitation of a preferred embodiment disclosed in the specification is not to be
read into a claim, unless reading the limitation in is required by the language of the claim. As the Federal

Circuit observed in Phillipsv. AWH Corp., “athough the specification often describes very specific

embodiments of the invention, we have repeatedly warned against confining the claims to those
embodiments.” 415 F.3d 1303 at 1323 (Fed. Cir. 2005). There are notable exceptions to the rule for not

limiting the claim to a preferred embodiment, such as when the preferred embodiment is described in the

11
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specification as the invention itself. In other words, where the patentee describes an embodiment as being
the only way of utilizing the invention, it is permissible to limit the claim to the embodiment.

In this case, given the types of materials which can be transmitted in practicing the invention (books,
photographs, musical instruments and other items-digitized for transmission) from the specification, thereis
no basis for the Court to conclude that "time" is the only sequence which one skilled in the art would have

used in 1991 to practice the invention.

6. Toimport into " sequence encoder” the definition " time encoder” asdisclosed in
the specification would beimporting a limitation which the patentee expresdy did
not import.

Accepting Acaciacs definition of "sequence encoder” would violate the doctrine of claim

construction, called “claim differentiation.”?

In deciding the scope of aclaim, the Court is obliged to consider the other claims in the patent.

Howesv. Medial Components, Inc., 814 F2d 638, 643 (Fed. Cir. 1987); Moeller v. lonetics, Inc., 794

F2d 653, 656 (Fed. Cir. 1986). Under the doctrine of "claim differentiation,” the presence

of limitations in narrow claims is evidence that these limitations are not to be read into a broader claim.
The patentee is entitled both to a narrow claim particularly directed to a preferred embodiment described in
the specification and to a broad claim which defines the invention without reference to those details. The
presence of the narrow claim negates limiting the broad claim to the preferred embodiment. The presence
of a specific limitation in one claim gives specia significance to the absence of that specific limitation in
another claim, in that it shows that when the limitation was intended it was expressed. Hoganas AB v.
Dresser Indus., Inc., 9 F.3d 949, 950 (Fed. Cir. 1993) (quoting E.I. Du Pont de Nemours & Co. v.
Phillips Petroleum Co., 849 F.2d 1430, 1433 (Fed. Cir.), cert. denied, 488 U.S. 986 (1988); SRI Int'l v.

Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1122 (Fed. Cir. 1985).
Il

2The Court has previously considered and rejected Acacia's argument that "sequence encoder”
should be defined as the time encoder disclosed in the specification. The Court reconsidersits ruling in light
of the briefs and testimony presented at the September hearing.

12
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In this case, dependent claim 7 reads:
A communication system as recited in Claim 1, wherein said sequence
encoder transformsdigital data blocksinto a group of addressable
data blocks.
The Court has construed the apparatus which transforms digital data blocks into a group of addressable
data blocks to be the "time encoder,” which is part of the ordering means. The same terms should be given
the same meaning in al of the claims, unlessit is clear from the specification that the terms have different

meanings. Fin Control SYS. Pty. v. AM, Inc., 265 F.3d 1311, 1318 (Fed. Cir. 2001). Based on their

common function, the Court finds that "sequence encoder that transforms digital data blocks into a group of
addressable data blocks' in claim 7 is the same device as the one described in the specification as part of
the ordering means called the "time encoder,” which transforms the data into a "group of addressable
blocks," employing "time" as the preferred addressing scheme.

Claim 1 differsfrom claim 7 it that it does not limit the sequence encoder to one which transforms
digital data blocks into a group of addressable data blocks nor isit limited to using time as the preferred
addressing scheme. Therefore, claim 1 is broader than the sequence encoder disclosed in clam 7. The
sequence encoder in claim 1 could possibly be the ordering means and the structure in claim 7 could
possibly be the time encoder.®> Hence, the Court cannot infer that the "sequence encoder” is a "time
encoder” asthat term is used in the patent specification.

The Court examined Bancorp Services and Network Commerce to see if those cases involved

claim differentiation issues. In those decisions, the Federal Circuit did not address whether an unlimited

3The “sequence encoder” in claims 7 could be construed to read on the “ordering means” in the
written description. Thisis consistent with the testimony of Mr. Weiss, where he said that other encoding
schemes, besides time encoding, may be used in the system (TR. 212:20-24, 224-225.) These other
encoding schemes would be necessitated by source library items that contained other than audio/video
information, like books or violins. There may aso be other functions associated with the ordering means.
Mr. Weiss said that he would have known how to build a time encoder, since time encoding techniques
were well known in 1991 (TR. 174.) However, it would not have been obvious how to build the “ordering
means,” since the written description does not fully specify al the functions nor does it teach any structure
for the “ordering means’ from which such functions could be deduced.

13
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element in an independent claim should be given a definition which would import the sole limitation of a
dependent claim. Therefore, those cases are not authority for construing the subject patent.*

However, upon reconsideration the Court limits its finding of indefiniteness to the independent
claims 1, 17 and dependent claim 32. Dependent claims "shall be presumed valid even though dependent
upon an invalid clam." 35 U.S.C. § 282. The Court leaves for later consideration upon motions by the
parties whether or not the limitations in dependent claims 7, 18 and 33 provide additional information about
"seguence encoder” to allow the Court to define it and to satisfy the definiteness requirement.

7. Thereisalack of indication of a cooer)erative relationship between the

sequence encoder” and the other elements of the claim.

Patents claiming a system, are indefinite under 8112 if the claim does not recite structural
relationships of essential elements. See In re Callier, 397 F.2d 1003 (C.C.P.A. 1968). If the system s
one for which the relationship of elements is conventional and commonly known, the Court can take notice
of arelationship, even if oneis not stated. However, when the element is not known in the field of
invention, the claim must specify the relationship.

Claims 1 and 32 of the '702 patent disclose a communication system, comprising a transmission
system and a reception system. The "sequence encoder” is disclosed as an element of the transmission
system. Unlike other elements of claims 1 and 32, the term "a sequence encoder" omits disclosure of a
cooperative relationship with the other elements. There is no specification of itsinput or its output. This
omission is particularly troublesome because as a coined term which is not defined, there is no way to

determine a relationship.

“The Court also considered Masami Corp. v. Mallinckrodt, Inc., 18 Fed. Appx. 852 (Fed. Cir.
2001), where the court found "adaptive filter" and "adaptive signal processor” to mean an "adaptive noise
canceler." The latter term was used interchangeably with the other terms during the prosecution of the
patent and in dependent claims. No such interchangeable use isinvolved in this case.

®Claim 7 also lacks an express relationship between the "sequence encoder" and the other
elements. The term "in data communication with" islacking. However, if the "sequence encoder” in Claim
7 is equated with the "time encoder," the specification shows a relationship.

14
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Thus, an additional basis for indefiniteness of claims 1 and 32 is the lack of a disclosed cooperative
relationship between the "sequence encoder” and the other elements leaves a gap between essential
structural connections.®
E. " I dentification encoder."

1 Theterm "identification encoder” isa coined technical term which is

ambiguous.

The Court confirms its tentative finding that the term "identification encoder" had no ordinary and
customary meaning to one skilled in the art at the time of the invention. Mr. Weiss, Acacias expert witness
on the meaning of the term, testified that "identification encoder" had no ordinary meaning to one skilled in
theart. (TR. 64:18-21.)

Since the term has no plain meaning, the Court |ooks to the patent specification to seeif the
patentee defined the apparatus. Unlike the "sequence encoder," the written description contains references
to "identification encoder.” Among others, the written description contains the following references to
unrelated preferred functions of the "identification encoder” occurring at various unspecified timesin the
transmission system:

1. The identification encoder 112 gives a unique identification code to items stored in a

compressed data library (6:34-35);

2. Performs storage encoding (giving the item a unique identification code, optionally logging
details about the item, called program notes, and assigning the item a popularity code) just
prior to conversion of the item for transmission to reception system, at any item after
starting the conversion process, or after storing the item in the compressed data library
(6:34-42);

3. Preferably assigns: a unique identification code, afile address, a popularity code and input
program notes (6:43-48);

4. Inputs digital signal to digital input receiver (6:62-64);

®As shown in claims 17 and 18, the patentee was capable of specifying a relationship between the
"sequence encoder” and other claim elementsiif there are any.
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Inputs analog signal to analog-to-digital converter (7:6-8);
Passes previously compressed items directly to the compressed data library (7:36-41);

Allows entry of item notes and production credits (10:45-51);

L N o O

Maps item addresses to item names as an aternative method of accessing items (10:52-
53);
9. Operates a program which updates a master item database containing facts regarding items
in the compressed data library system (10:56-59);
10. Generates a unique address code which makes access to the requested data possible
(10:43-44).
As the Court stated in its July 12 Order, athough some of the functions of the "identification
encoder” are set out, there is no description of a structure which performs those functions. Apparatus

claims cover what adeviceis, not what a device does. See Hewlett Packard Co. v. Bausch & Lomb, Inc.,

909 F.2d 1464, 1468 (Fed. Cir. 1990). Figure 2acontains a block diagram designated "112" and |abeled
"IDENTIFICATION ENCODING PROCESS." A label entitled "Encoding Process" is more indicative of
amethod claim than it is of an apparatus claim. Indeed, the '992 patent, which is based on the same
specification as the 702 patent, contains a method claim 41 which discloses identification encoding not as
an apparatus, but as a step in a method:

41. A method of transmitting information to remote locations, the
transmission method comprising the steps, performed by a transmission
system, of:

storing items having information in a source materia library;

retrieving the information in the items from the source materid library;
assigning a unique identification code to theretrieved infor mation;
placing the retrieved information into a predetermined format as formatted
data;

placing the formatted data into a sequence of addressable data blocks;
compressing the formatted and sequenced data blocks;

storing as afile, the compressed, formatted, and sequenced data blocks
with the assigned unique identification code; and

sending at least a portion of the file to one of the remote locations.

('992 24:54-25:5)
Notwithstanding the "process' label, based on the written description the Court finds that block

"112" isadiagram of what the patentee meant by "identification encoder." However, the references to
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block 112 in the specification do not assist the Court in defining what an "identification encoder” is. All that
the specification doesis to describe what the "identification encoder” preferably must do. The specification
does not disclose a circuit, a computer operating a software algorithm, or other apparatus which performs
the functions designated for the "identification encoder.”

Under certain circumstances, it may be permissible to claim invention of an gpparatus and includein
the specification only a block diagram along with a description of some of its functions. However, this
method of claiming an apparatusis only permissible if the device is a conventional one, such that a person of
ordinary skill would readily understand what the device is. Claiming an apparatus using only a block
diagram with functional description isindefinite when the patentee names the device using a coined term and
the various functions could be performed by an indefinite variety of devices.

Acacias expert witness, Mr. Weiss, testified:

Q. Does the 702 patent identify any single structure for identification encoder?

A. No, it does not.
Q. Does the 702 patent require any single structure for identification encoder?
A. Doesit require? No, it does not.

(TR. 146:10-15.)

* % %

Q. Take alook at column 6, line 39 through 42. What elsg, if anything, would
the hypothetica person of ordinary skill have understood about the
identification encoder from reading that portion of the specification?
A. .. .that the identification encoder could similarly be located at any of those
places in the system.
(TR. 93:5-18.)
At one point, Mr. Weiss stated that the only non-optional function of the "identification encoder” was
"assigning a unique identification code.” His stated assessment was based on the wording of the patent
description. On the basis of Mr. Weiss opinion, Acacia contends that the only function to be included in
the construction of "identification encoder” is assignment of a unique identification code. The Court,
however, must also include functions which may be worded as optional, but which would render the
invention inoperable were they not included. If the Court did not do so, the patent would have no utility.
Indeed, at another point in histestimony, Mr. Weiss disagreed with the "only non-optional function”

anaysis, stating that one would have to list other functions of the "identification encoder.” (TR. 291-293.)
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The Court confirmsiits earlier conclusion that at the time of the invention, one of ordinary skill in the
art would not understand the scope or bounds of the structure of the term "identification encoder” when that
termisread in light of the specification, rendering the claim term "identification encoder” indefinite. In its
July 12 QOrder, the Court defined the term by using its nonspecific function—encoding an
Identification—and defined it as an apparatus for performing that function. The Court now concludes that
this functiond definition is insufficient to comply with the requirement of definiteness. The Court finds
"identification encoder" indefinite and on that basis finds claims 1, 17 and 27 invalid. Aswith the "sequence
encoder," the Court leaves for later consideration the affect of this finding on dependent claims.

V. CONCLUSION

The Court concludes that the claim term "sequence encoder” is indefinite and renders independent
claims 1, 17 and dependent claim 32 of the '702 patent invalid. The Court reserves for later proceedings
whether the invaidity of claims 1 and 17 affect the validity of each claim which depend from these claims.
35U.S.C. § 282.

The Court concludes that the claim term "identification encoder” is indefinite and renders
independent claims 1, 17 and 27 of the '702 patent invalid. The Court also reserves for later proceedings
whether the invalidity of the independent claims affect the validity of claims which depend from them.

The Court invites any party desiring to file motions based on this Order to do so in accordance with
the Local Rules of the Court. The Court aso invites the parties to tender to the Court requests for
construction of other terms. To accommodate potential motions and further claim construction
proceedings, the Court specially sets a hearing on February 24, 2006 at 9:00 a.m. to hear any such
motions. If no motions are filed, the parties are ordered to appear on that date at 10:00 a.m. for a case
management conference. In advance of the scheduled proceedings, the Court will advise the parties of the

matters which it will consider and what pre-conference submissions are required.

Dated: December 7, 2005 QW-MM«

JAM ARE
Unitel'States District Judge
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0CT 2 0 2005
FILED
CLERK’S OFFICE
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AL PANEL ON M UL TIDIS T RIC TLI T TGATI ON
IN RE ACACIA MEDIA TECHN OLOGIES C ORP PATEN T LI T IGATJ ON

Acacia Media Technologies Corp. v. CSC Holdmgs, Inc E 1) New York, C A Nﬂ 2‘*05—2(}36
Acacia Media Technologies Corp. v. Time Warner Cable, et al.,S.D. New York C A No 1,_,!15-4}:48‘

BEFORE WM, TERRELL HODGES, CHAIRMAN, JOHN F KEEMfiN D.
LOWELL JENSEN, J. FREDERICK MOT. Z, ROBERT L. MILLER, JR
KATHRYN H. VRATIL AND DAVID R. HANSEN, JUDGES OF THE PANEL

TRANSFER ORDER

Before the Panel is a motion brought, pursuant to Rule 7.4, R P.J. P.M.L., 199 F.R.D. 425, 435-
36 (2001), by 1) defendant CSC Holdings, Inc., in one Eastern District of New York action (CSC), and
ii) defendants Time Warner Cable, Inc., and Bresnan Communications LLC in one Southern District
of New York action (Time). Movant(s) in each action ask the Panel to vacate its order conditionally
transferring the action to the Northern District of California for inclusion in the centralized pretrial
proceedings occurring there in this docket before Judge James Ware. The plaintiff in both actions,
Acacia Media Technologies Corp. (Acacia), supports transfer of both actions.

On the basis of the papers filed and hearing session held, the Panel finds that these two actions
involve common questions of fact with actions in this litigation previously transferred to the Northemn
District of California, and that transfer of the actions to that district for inclusion in the coordinated or
consolidated pretrial proceedings occurring there will serve the convenience of the parties and witnesses
and promote the just and efficient conduct of the litigation. The Panel is persuaded that transfer is
appropriate for reasons expressed by the Panel in its original order directing centralization in this
docket. Inthat order, the Panel held that the Northern District of California was a proper Section 1407
forum for actions involving allegations of infringement and invalidity of one or more of five Acacia
patents sometimes referred to as the “Yurt family” of patents (after the last name of the inventor of the
patents). See In re Acacia Media Technologies Corp. Patent Litigation, 360 F.Supp.2d 1377 (J.P.M.L.
2005). Not unlike certain parties’ arguments raised in opposition to centralization when the Panel first
considered the question of Section 1407 transfer in this docket, the parties opposing transfer of CSC and
Time predicate much of their opposition on concerns over the impact that transfer will have on their
actions, in view of the more advanced status of proceedings in other MDL-1665 actions. Now, as then,
however, Section 1407 will permit all actions involving common Acacia patents to proceed in one
litigation before a single transferee judge who can structure pretrial proceedings to consider all parties’
legitimate discovery needs, while ensuring that common parties and witnesses are not subjected to
discovery demands which duplicate activity that has already occurred in constituent MDL-1665 actions.
As continues to be the case, the transferee court remains free to make appropriate decisions regarding
any impact that the earlier centralized actions may have on pretrial proceedings in the more recently
filed CSC and Time.
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IT IS THEREFORE ORDERED that, pursuant to 28 U.S.C. § 1407, these two actions are
transferred to the Northern District of California and, with the consent of that court, assigned to the
Honorable James Ware for inclusion in the coordinated or consolidated pretrial proceedings occurring
there in this docket.

FOR THE PANEL:

&/ 2Dt A pr—

Wm. Terrell Hodges
Chairman
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HENNIGAN, BENNETT & DORMAN LLP
RODERICK G. DORMAN (SBN 96908)
ALAN P. BLOCK (SBN 143783)
KEVIN SHENKMAN (SBN 223315)
865 South Figueroa Street, Suite 2900
Los Angeles, California 90017

Phone: (213) 694-1200

Fax: (213) 694-1234
dormanr@hbdlawyers.com
blocka@hbdlawyers.com
shenkman@hbdlawyers.com

Attorneys for Plaintiff
ACACIA MEDIA TECHNOLOGIES CORPORATION

UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

CASE NO. 05 CV 01114 W
MDL No. 1665

Inre

ACACIA MEDIA TECHNOLOGIES
CORPORATION PLAINTIFF ACACIA MEDIA
TECHNOLOGIES CORPORATION'S
PROPOSED DEFINITIONS AND
CITATIONSTO INTRINSIC RECORD
FOR CLAIM TERMSFROM THE ‘863
AND ‘720 PATENTSAND TERM SFROM
THE ‘992 PATENT THAT THE COURT

HASALREADY CONSTRUED

N N N N N N N N N N N N N S N

DATE: N/A
TIME: N/A
CTRM: Hon. James Ware

Plaintiff AcaciaMedia Technologies Corporation (*Acacia’) hereby provides its proposed
definitions of the claim terms from the ‘863 and * 720 patents identified by both Acaciaand
defendants and citations to the intrinsic record supporting Acacia s proposed definitions. Acacia
further provides its proposed definitions of the claim terms from the ‘992 patent which the Court
previously construed and which the Round 3 Defendants seek reconsideration.

At the present time, Acacia has not received any of defendants’ proposed definitions for

ACACIA’S PROPOSED DEFINITIONS AND CITATIONS
TOINTRINSIC RECORD FOR CLAIM TERMS FROM THE ‘863 AND ‘720 PATENT
CASE NO. 05 CV 01114 JW (MDL NO. 1665)
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these terms and has not received discovery from defendants regarding their accused systems and

methods or any of defendants’ invalidity contentions. Accordingly, Acaciareservesthe right to

modify its proposed definitions for these claim terms when Acacia receives defendants’ proposed

definitions and when Acacia receives discovery from defendants regarding their accused systems

and methods or any of defendants’ invalidity contentions.

Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

1

“transmitting compressed,
digitized data
representing a complete
copy of at least oneitem
of audio/video
information at a non-real
time rate from a centra
processing location”

‘863 patent — 14

‘863 patent, 2:1-5; 4:12-5:7; 5:56-
62; 6:30-48; 6:49-7:35; 9:48-
10:24; 15:29-16:45; 18:8-39;
Figures 1d-1g; 2a, 2b, and 7.

This step of transmitting includes, but is not
limited to, the steps of :

“inputting an item . . .”;

e “assigning a unique identification code

LR}

o “formatting theitem. . .”;

e “compressing the formatted item. . .”;
e “storing, asafile, ...”; and

e “sending at least aportion . . .”

The phrase “compressed, digitized data
representing a complete copy of at least one
item of audio/video information” means that the
datais areproduction of at |east one entire item
of audio/video information in a compressed,
digitized data form.

The term “non-real time rate” means arate
(described in terms of time) that is different
than the actual rate (described in terms of time)
during which a particular item (e.g., video or
audio) islistened to or viewed.

Only the “sending” step must be performed at a
central processing location. The term “central
processing location” does not require
construction, however, it may be described as a
position or site where processing occurs.

2.

“wherein the transmitting
step comprises’

The phrase “wherein the transmitting step
comprises’ refersto the step of “transmitting

-2

ACACIA’S PROPOSED DEFINITIONS AND CITATIONS
TOINTRINSIC RECORD FOR CLAIM TERMS FROM THE ‘863 AND ‘720 PATENT
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Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

‘863 patent — 14

compressed, digitized data.. . .,” whichis
described above as Term No. 1. The use of the
open-ended transitional phrase “comprising”
means that the transmitting step includes, but is
not limited to, the “inputting. . .,” “assigning . .
., “formatting . . .,” “compressing . . .,”
“storing, .. .,” and “sending . ..” stepslisted
thereafter and described below as Term Nos. 3-
8.

3. “inputting an item having
information into the
transmission system”

‘863 patent — 14, 17

‘863 patent, 6:49-7:11; Figure 2b.

The phrase “inputting an item having
information into the transmission system”
means the act of providing an item having
information to the transmission system.

Theterm “transmission system” has already
been construed by the Court to mean “an
assembly of elements, hardware and software,
that function together to convert items of
information for storage in a computer
compatible form and subsequent transmission
to areception system.” In the context of claims
14 and 17 of the ‘863 patent, the subsequent
transmission isto the local distribution system.

The transmission system therefore is the system

in which the steps of “inputting,” “assigning,”
“formatting,” “compressing,” “storing,” and

“sending” occur.

4, *“assigning aunique
identification code to the
item having information”

‘863 patent — 14, 17

Markman I, at 14:14-17.

‘863 patent, 2:27-47; 6:30-48;
10:9-11; 10:25-35; 11:1-3; 18:8-
15; Figures2aand 7.

The phrase “assigning a unique identification
code to the retrieved information” has already
been construed by the Court in the context of
claims 1 and 41 of the ‘992 patent to mean
“assigning a one-of-a-kind identifier to the
information retrieved from an item that
identifies the retrieved information through the
conversion, ordering, compression, and storing
processes.”

In the context of claim 14 of the ‘863 patent,
this phrase means that the identifier identifies
the item having information through the
formatting, compressing, and storing processes.

In the context of claim 17 of the ‘863 patent,
this phrase means that the identifier identifies
the item having information through the

-3
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Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Patent Claim Term Acacia’s Proposed Definitions

formatting and compressing processes.

5. “formatting the item
having information as a
sequence of addressable

‘863 patent, 5:56-62; 6:64-7:35;
7:50-8:43; 18:15-19; 18:53-66;
Figures 2a, 7, and 8a-c.

The phrase “formatting the item having
information as a sequence of addressable data
blocks” means the act of converting the format
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data blocks’

‘863 patent — 14, 17

of the information from the item and placing
the formatted information into time encoded
data blocks.

6.

“compressing the
formatted and sequenced
data blocks’

‘863 patent — 14, 17

‘863 patent, 9:24-65; 18:20-25;
Figures2aand 7.

The phrase “compressing the formatted and
sequenced data blocks’ does not require
construction, however, it may be described as
the act of condensing the amount of datain the
formatted and sequenced data blocks.

7. ‘“storing, as afile, the 863 patent, 9:66-10:35, 18:20-25; | The phrase “storing, as afile, the compressed,
compressed, formatted, Figures 2a, 2b, and 7. formatted, and sequenced data with the
and sequenced data assigned unique identification code” has
blocks with the assigned Markman I, at 26:5-8. aready been construed by the Court to mean
unique identification “storing, as afile, the compressed, formatted,
code’ and sequenced data blocks accompanied by its
unique identification code.”
‘863 patent — 14
8. “sending at least aportion | ‘863 patent, 2:1-5; 4:13-5:7, The phrase “sending at least a portion of thefile
of thefile at the non-real 15:19-16:45; 18:40-42; 19:4-19, at the non-real time rate to the local distribution
time rate to the local Figures 1d-1g; 2b, 7, and 8e. system” means the act of transmitting
distribution system” electronically or opticaly at least a portion of
thefile at the non-real time rate to the local
‘863 patent — 14 distribution system.
9. “receiving the transmitted | ‘863 patent, 4:13-5:7; 17:18-31; The phrase “receiving the transmitted

compressed, digitized
datarepresenting a
complete copy of the at
least one item of
audio/video information,
at alocal distribution
system, remote from the
central processing
location”

‘863 patent — 14, 17

720 patent — 8, 11

18:40-45; Figures 1d-1g; 6, and 7.

compressed, digitized data representing a
complete copy of the at least one item of
audio/video information, at alocal distribution
system, remote from the central processing
location” means the act of receiving the
reproduction of at least one entire item of
audio/video information in a compressed,
digitized dataform at alocal distribution
system.

The local distribution system is an assembly of
elements, hardware and software, that function
together to receive transmitted data, store the
data, decompress the data, and transmit the data
to at least one subscriber receiving station.

-4
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Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

Thelocal distribution system is at alocation
that is distant in space from the location of the
central processing location.

10. “storing the received
compressed digitized data
representing the compl ete
copy of the at least one
item at the local
distribution system”

‘863 patent — 14, 17

720 patent — 8, 11

‘863 patent, 4:29-5:7; Figures 1f;
2b, 6, and 7.

The phrase “ storing the received compressed
digitized data representing the complete copy of
the at least one item at the local distribution
system” means “storing a copy such that all of
the received dataisin storage at the same
time.”

11. “inresponse to the stored
compressed, digitized
data, transmitting a
representation of the at
least oneitem at area-
timerate. . .”

‘863 patent — 14

‘863 patent, 4:13-5:7; 15:14-28;
19:4-19, Figures 1f; 23, 6, 7, and
8e.

The phrase “transmitting a representation of the
at least one item” means the act of transmitting
areproduction of the item. In the context of
claim 14 of the ‘863 patent, the “representation
of the at least oneitem” means that the
reproduction of the item isin a decompressed
format.

The phrase “in response to the stored
compressed, digitized data’” means that the
compressed, digitized data stored at the local
distribution system (in the previous step) which
was decompressed (in the next step) is
converted to the representation of the item that
is transmitted.

A “redl-timerate’ isarate (described in terms
of time) that isthe actual rate (described in
terms of time) during which a particular item
(e.g., video or audio) is listened to or viewed.

12. “at least one of aplurality
of subscriber receiving
stations coupled to the
local distribution system”

‘863 patent — 14

‘863 patent, 4:13-5:7; 17:18-61;
Figures 1d-1g; 6, and 7.

The term “ subscriber receiving station” means
“an assembly of elements, hardware and
software, capable of functioning together to
receive arepresentation of an item.”

Theterm “coupled to” has already been
construed by the Court to mean that two
elements are directly attached to one another
such that using a diskette to transfer
information from one to another would mean
that the two elements are not “coupled to” one

-5
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Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

another.

13. “decompressing the

compressed, digitized
data representing the at
least one item of
audio/video information
after the transmission step
wherein the
decompressing step is
performed in the local
distribution system to
produce the
representation of the at
least one item for
transmission to the at
least one subscriber
station”

‘863 patent — 14

‘863 patent, 4:29-5.7; 17:44-52;
Figures 1d-1g and 6.

The phrase “decompressing the compressed,
digitized data representing the at least one item
of audio/video information after the
transmission step wherein the decompressing
step is performed in the local distribution
system to produce the representation of the at
least one item for transmission to the at least
one subscriber station” does not require
construction, however, it may be described as
the act of expanding compressed data. It isthe
stored compressed, digitized data that was
received and stored by the local distribution
system that is decompressed.

14. The order of the steps of

claim 14 of the ‘863
patent.

863 patent, 5:56-19:19; Figures
1d-1g, 23, 2b, 6, and 7.

Thefirst two steps of claim 14 of the ‘863
patent:

e “inputting anitem...”; and

e “assigning aunique identification
code. ..

are performed first, however, they may be
performed in any order with respect to each
other.
The remainder of the steps of claim 14 of the
863 patent are performed in the following
order, after the first two steps of the claim are
performed:

1. “formatting theitem...”;

2. “compressing the formatted and
sequenced data blocks’;

3. ‘“storing, asafile,...”;
4. *“sending at least aportion. . .”;

5. “receiving the transmitted compressed,

-6-
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Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

digitized data. . .”;

6. “storing the received compressed
digitized data representing the
complete copy. ..";

7. “decompressing the compressed
digitized data. . .”;

8. “transmitting arepresentation . . . to at
least one of aplurality of subscriber
receiving stations. . .”

There isno limitation that any step of claim 14
begins and occurs only after aprior step or
steps have been completed.

15. “wherein the inputting

step comprises inputting
the item having
information as blocks of
digital data.”

863 patent — 15, 18

‘863 patent, 6:49-7:11; Figure 2b.

The phrase “wherein the inputting step
comprises inputting the item having
information as blocks of digital data” means
that the item having information that is input
into the transmission system includes, but is not
limited to, blocks of digital data.

16. “wherein the inputting

step comprises inputting
the item having
information as an analog
signal; and converting the
analog signal to blocks of
digital data”

863 patent — 16, 19

863 patent, 6:49-7:11; Figure 2b.

The phrase “wherein the inputting step
comprises inputting the item having
information as an analog signal and converting
the analog signal to blocks of digital data”
means that the item having information that is
input into the transmission system includes, but
isnot limited to, an analog signal. Claims 16
and 19 add the step, to claims 14 and 17,
respectively, that the analog signal is converted
to blocks of digital data.

17. “formatting items of

audio/video information
as compressed digitized
data at a central
processing location”

‘863 patent -- 17

‘863 patent, 5:56-7:34; 9:24-65;
18:8-25; Figures 2aand 7.

The step of formatting includes, but is not
limited to, the steps of

e “inputting anitem...”;

e “assigning aunique identification
code. . .”;

o “formatting theitem. . .”;

e compressing the formatted and

-7-
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Patent Claim Term

Citationsto Intrinsic
Record Supporting
Acacia’s Proposed

Definitions

Acacia’s Proposed Definitions

seguenced data blocks.”

Theterm “central processing location” does not
reguire construction; however, it may be
described as a position or site where processing
occurs.

18. “wherein the formatting
step comprises”

‘863 patent -- 17

The phrase “wherein the formatting step
comprises’ refersto the step of “formatting
items of audio/video information. . .,” whichis
described above as Term No. 17. The use of
the open-ended transitional phrase
“comprising” means that the formatting step
includes, but is not limited to, the “inputting. .
., “assigning . . .,” “formatting . . .,”and
“compressing . . ." steps listed thereafter and
described above as Term Nos. 3-6.

19. “transmitting compressed,
digitized data
representing a complete
copy of at least oneitem
of audio/video
information from a
central processing
location”

‘863 patent — 17

‘863 patent, 4:13-5:7; 15:14-
16:44; Figures 1d-1f and 2h.

The term “compressed, digitized data
representing a complete copy of at least one
item of audio/video information” means that the
datais areproduction of at |east one entire item
of audio/video information in a compressed,
digitized data form.

20. “using the stored
compressed, digitized
datato transmit a
representation of the at
least oneitemto at a
plurality of subscriber
receiving stations coupled
to the local distribution
system”

‘863 patent — 17

‘863 patent, 4:62-5:7; 15:14-28;
Figures 1f; 2a, 6, and 7.

The phrase “using the stored compressed,
digitized data to transmit a representation of the
at least one item” means that a reproduction of
theitem istransmitted. The stored, compressed
digitized data that was received and stored in
the local distribution system (in the prior two
steps) is converted to the representation of the
item which is transmitted.

The term “ subscriber receiving station” means
“an assembly of elements, hardware and
software, capable of functioning together to
receive the representation of the item.”

Theterm “coupled to” has already been
construed by the Court to mean that two
elements are directly attached to one another
such that using a diskette to transfer
information from one to another would mean
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that the two elements are not “coupled to” one
another.

21. The order of the steps of
claim 17 of the ‘863
patent.

863 patent, 5:56-19:19; Figures
1d-1g, 24, 2b, 6, and 7.

Thefirst two steps of claim 17 of the ‘863
patent:

e ‘“inputting anitem...”; and

e “assigning aunique identification
code. ..

are performed first, however, they may be
performed in any order with respect to each
other.

The remainder of the steps of claim 17 of the
863 patent are performed in the following
order, after the first two steps of the claim are
performed:

1. “formatting theitem...”;

2. “compressing the formatted and
sequenced data blocks’;

3. “transmitting . . . from the central
processing location”;

4. “receiving the transmitted compressed,
digitized data. . .”;

5. “storing the received compressed
digitized data representing the
complete copy. . .”; and

6. “using the stored compressed,
digitized data to transmit . . .”

Thereisno limitation that any step of claim 17
begins and occurs only after aprior step or
steps have been completed.

22. “A digital audio/video
communication network”

‘720 patent — 4

This preamble is not limiting.

The term “communications network” means a
combination of elements or devices used for
communication.
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23. “areception systemin
data communication with
aplurality of subscriber
selectable receiving
stations”

‘720 patent — 4

‘720 patent, 4:11-5:5; Figures 1d-
1f; and 6.

The term “reception system” has already been
construed by the Court to mean “an assembly of
elements, hardware and software, capabl e of
functioning together to receive items of
information.”

The term “in data communication with” has
aready been construed by the Court to mean
“two or more devices connected such that data
is being transferred between the devicesin real
time, where real time means that the receiving
system receives the data in the same electronic
time frame as the transmission system sends the
data.”

24, “subscriber selectable
receiving stations’

720 patent — 4, 8, and 11

‘720 patent, 1:66-2:2; 3.66-4:48;
5:6-15; 14:28-45; 18:26-38.

The term “subscriber selectable” means that the
subscriber is capable of choosing, from among
the plurality of receiving systems, the receiving
station or stationsto which informationis
transmitted.

Theterm “receiving station” means an
assembly of elements, hardware and software,
capable of functioning together to receive
information.

25. “meansfor receiving
compressed, digitized
data representing at least
oneitem of audio/video
information at a non-rea
timerate”

‘720 patent — 4

‘720 patent, 16:18-48; 17:13-25;
Figure 6, reference no. 201.

Construed pursuant to 35 U.S.C. § 112,16 —a
transceiver (201), and all equivalents.

26. “meansfor storing a
complete copy of the

720 patent, 4:35-5:5; 12:17-61;
17:25-32; 18:39-45; Figures 1f

Construed pursuant to 35 U.S.C. § 112, 16—
storage (203 and 200c), and all equivalents.

received compressed, (reference no. 200c) and 6
digitized data” (reference no. 203).

‘720 patent — 4

27. “means, .. ., for 720 patent, 4:49-59; 15:8-16:39; | Construed pursuant to 35 U.S.C. § 112, 6 —a
transmitting a 18:64-19:13, Figures 1g, 2b, and transmission data converter (aka transmission
representation of the at 8e. format conversion CPU) (reference no. 119)

least one item of
audio/video information

and atransmitter, transceiver, cable television
transmitter, modem, broadcast television
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at area-timerateto at
least one of the plurality
of subscriber selectable
receiving stations’

‘720 patent — 4

transmitter, data coupler, satellite transmitter,
(See, e.g., reference nos. 122, 200d) and all
equivalents.

28. “responsive to the stored,
compressed digitized
data’

‘720 patent — 4

‘720 patent, 4:60-5:5; 15:8-23;
Figures 1f, 2a, 6, and 7.

The phrase “responsive to the stored
compressed, digitized data’” means that the
compressed digitized data that was stored in the
means for storing is converted to the
representation of the at |east one item of video
information that is transmitted.

29. “wherein the at least one
of the plurality of
subscriber selectable
stationsislocated at a
premises geographically
separated from the
location of the reception
system”

‘720 patent — 4, 8, 11

‘720 patent, 4:11-5:5; Figures 1d-
1f, 2b, 6, and 7.

The phrase “plurality of subscriber selectable
stationsis located at a premises geographically
separated from the location of the reception
system” means that the reception system is
located at a premises which is geographically
separated (i.e., apart) from the site or position
where the at least one of the plurality of
subscriber selectable stationsis located.

30. “positioned at the same
location”

‘720 patent — 4, 8, 11

‘720 patent, 5:52-58; Figures 1d-
1g and 2a.

The phrase “positioned at the same location”
means “ situated at the same site or position.”

31. “aprocessing station for
formatting items of
audio/video information
as compressed, digitized
data and transmitting the
compressed, digitized
data representing at least
one item of audio/video
information at the non-
real time rateto the
means for receiving”

720 patent — 6, 7

' 720 patent, 5:52-58; Figures 1d-
1g and 2a.

The term “processing station” means a facility
where a processing system is located, wherein
the processing system performs the acts of: (1)
formatting items of audio/video information as
compressed, digitized data and (2) transmitting
the compressed, digitized data representing at
least one item of audio/video information at the
non-real time rate to the means for receiving.

32. “means for inputting
items of audio/video
information”

‘720 patent; 6:44 — 7:30; Figure
2a, reference nos. 124 and 127.

Construed pursuant to 35 U.S.C. § 112, 6 --
analog input receiver (127) and/or adigital
input receiver (124), and all equivalents.
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720 patent -- 7

33. “conversion means for
placing each item of
audio video information
into a predetermined
format as formatted data’

‘720 patent — 7

' 720 patent, 6:57-7:7:30; Figure
2a, reference nos. 123a, 123b,
1253, and 125b.

Construed pursuant to 35 U.S.C. § 112, 16 —an
analog audio converter (123a), an analog video
converter (123b), adigital audio formatter
(125a) and/or adigital video formatter (125b),
and all equivalents.

34, “compression means for
compressing the
formatted data”

‘720 patent — 7

‘720 patent, 9:19-65 and 18:20-
25; Figure 2a, reference no. 116.

Construed pursuant to 35 U.S.C. § 112,16 —a
compressor (116), and all equivalents.

35. “transmitter means for
sending compressed
formatted data for the at
|east one item of
audio/video information
at the non-real time rate
to the reception system”

‘720 patent — 7

See, e.g., reference nos. 122,
200d) and all equivalents, as
described in the * 720 patent at
4:49-59 and 15:14-16:39, and
18:64-19:12 and shown in Figures
1g, 2b, 6, and 8e.

The term “transmitter” is sufficient structure to
perform the claimed function and therefore
overcome the presumption of 35 U.S.C. § 112,
16.

If construed pursuant to 35 U.S.C. § 112, 16—
atransmitter, transceiver, cable television
transmitter, modem, broadcast television
transmitter, data coupler, satellite transmitter,
and all equivalents.

36. “transmitting compressed,
digitized data
representing a complete
copy of at least oneitem
of audio/video
information at a non-real
time rate from a central
processing location to a
local distribution system
remote from the central
processing location.”

720 patent — 8

720 patent, 2:3-8; 4:11-5:5,
15:14-16:40; 18:33-35; 18:64-
19:11; Figures 1d-1g; 2b, 7, and
8e.

The phrase “compressed, digitized data
representing a complete copy of at least one
item of audio/video information” means that the
datais areproduction of at least one entire item
of audio/video information in a compressed,
digitized data form.

The term “non-real time rate” means arate
(described in terms of time) that is different
than the actual rate (described in terms of time)
during which a particular item (e.g., video or
audio) islistened to or viewed.

Theterm “central processing location” means a
position or site where processing occurs.

The local distribution system is an assembly of
elements, hardware and software, that function
together to receive transmitted data, store the
data, and transmit the data to at least one
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subscriber selectable receiving station.

Thelocal distribution system is at alocation
that is distant in space from the location of the
central processing location.

37. “receiving, into a
receiving means, the
transmitted compressed,
digitized data
representing a complete
copy of the at least one
item”

720 patent — 8, 11

‘720 patent, 4:11-5:27, and 17:13-
32; Figures 1d-1g, and 6,
reference no. 201.

The “receiving means” is construed pursuant to
35U.S.C. §112, 6 —atransceiver (201), and
al equivalents.

38. “storing, inastoring
means, the received
compressed, digitized
datarepresenting a
complete copy of the at
least oneitem at the local
distribution system”

720 patent — 8, 11

‘720 patent, 4:11-5:27, and 17:13-
32; Figures 1d-1g, and 6,
reference nos. 203 and 200c.

The “storing means” is construed pursuant to 35
U.S.C. § 112, 1 6 — storage (203 and 200c), and
al equivalents.

39. “...transmitting, using a
transmitting means, a
representation of the at
least oneitem at area-
timerateto at least one of
aplurality of subscriber
selectable receiving
stations.”

‘720 patent — 8

‘720 patent, 4:49-59, 15:8-16:39,
and 18:64-19:12 and shown in
Figures 1g, 2b, 6, and 8e.

The “transmitting means” is construed pursuant
to 35 U.S.C. 8§ 112, 6 — atransmission data
converter (akatransmission format conversion
CPU) (reference no. 119) and a transmitter,
transceiver, cable television transmitter,
modem, broadcast television transmitter, data
coupler, satellite transmitter, and all
equivalents.

40. “in response to the stored
compressed, digitized
data, transmitting, .. ., a
representation of the at
least oneitem at areal-
timerateto at least one of
aplurality of subscriber
selectable receiving
stations.”

720 patent, 4:11-5:5; 15:8-24,
18:64-19:12, Figures 1f; 2a, 6, 7,
and 8e.

The phrase “in response to the stored
compressed, digitized data transmitting, using a
transmitting means, a representation of the at
least one item” means that a reproduction of the
itemistransmitted. The stored, compressed
digitized data that was received and stored in
the storing means at the local distribution
system (in the prior two steps) is converted to
the representation of theitem which is
transmitted.
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720 patent — 8

A “redl-timerate’ isarate (described in terms
of time) that isthe actual rate (described in
terms of time) during which a particular item
(e.g., video or audio) is listened to or viewed.

41. “using the stored
compressed, digitized
datato transmit using a
transmitting means, a
representation of the at
least oneitem to at least
one of aplurality of
subscriber selectable
receiving stations.”

720 patent — 11

‘720 patent, 4:11-5:5; 15:8-24;
18:64-19:12, Figures 1f; 2a, 6, 7,
and 8e.

The phrase “using the stored compressed,
digitized data to transmit using a transmitting
means, arepresentation of the at least oneitem
to at least one of aplurality of subscriber
selectable receiving stations’” means that a
reproduction of the item is transmitted. The
stored, compressed digitized data that was
received and stored in the storing means at the
local distribution system (in the prior two steps)
is converted to the representation of the item
which is transmitted.

42. The order of the steps of
clam8.

720 patent, 5:52-19:12; Figures
1d-1g, 24, 2b, 6, and 7.

The steps of claim 8 of the * 720 patent must be
performed in the following order:

1. “transmitting compressed, digitized data.. .

2. “receiving, into arecelving means, . . .";

3. “storing, in astoring means, .. ."”; and
4, “, .. transmitting, using atransmitting
means, . . ."

Thereisno limitation that any step of claim 8
begins and occurs only after aprior step or
steps have been completed.

43. The order of the steps of
clam 11.

‘720 patent, 5:52-19:12; Figures
1d-1g, 24, 2b, 6, and 7.

The steps of claim 11 of the * 720 patent must
be performed in the following order:

1. “formatting items of audio/visual
information. . . ."

2. “transmitting compressed, digitized data.. .

2. “receiving, into arecelving means, . . .";

3. “storing, in astoring means, .. ."”; and
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4, “using the stored compressed, digitized data
to transmit, using a transmitting means, . . .”

Thereisno limitation that any step of claim 11
begins and occurs only after aprior step or
steps have been completed.

44, “transmission system”
‘992 patent — 19, 41, and 47
‘275 patent—2, 5

‘863 patent — 14, 17

Markman I, at 28:11-13.

Markman I1, at 3:11-14.

Theterm “transmission system” has already
been construed by the Court to mean “an
assembly of elements, hardware and software,
that function together to convert items of
information for storage in a computer
compatible form and subsequent transmission
to areception system.”

45, “reception system”
‘275 patent—2, 5

‘720 patent — 4

Markman I, at 28:21-22.

The term “reception system” has aready been
construed by the Court in the context of the
claims of the ‘702 patent to mean “an assembly
of elements, hardware and software, that
function together to receive items of
information.”

In addition to the Court’ s construction, as used
in claims 2 and 5 of the ‘275 patent, the
reception system also stores and plays back
information. “Play back” isthe process of
providing signals comprising video and/or
audio information, wherein the signals can be
displayed and/or heard on a device, such as an
audio amplifier and/or television, or recorded.

In addition to the Court’ s construction, as used
in claim 4 of the * 720 patent, the reception
system also stores and transmits audio/video
information.

46. “storing items having
information in a source
material library”

‘992 patent — 41

Markman I, at 25:16-18.

The phrase “ storing items having information in
asource material library” has already been
construed to mean “adding items having
information to a collection of existing
materials.”

47. “items containing
information” (and the
related term “items
having information™)

Markman I, at 11:6-7.

The phrase “items containing (or having)
information” has already been construed by the
Court to mean “items containing information in
analog or digital form.” The term “item” means
“thing” and therefore the Court’ s construction
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‘992 patent — 19, 41
275 patent — 2, 5

‘863 patent — 14, 17

means “things containing information in analog
or digital form.”

48. “remote locations’

‘992 patent — 41

Markman 1, at 7:20-23; Markman
Il, at 4:1-5.

The term “remote locations,” asused in claim
41, has already been construed by the Court to
mean “positions or sites distant in space from
the transmission system.”

49. “retrieving the
information in the items
from the source material
library”

‘992 patent — 41

Markman I, at 13:3-5; 25:16-18

The phrase “retrieving the information in the
items from the library means” has already been
construed by the Court to mean “to get back the
information that is contained in the items which
are stored in the source material library.” The
term “source material library” has already been
construed by the Court to mean “a collection of
existing materials.”

50. “assigning a unique
identification code to the
retrieved information”

‘992 patent — 41

Markman I, at 14:14-17.

The phrase “assigning a unique identification
code to the retrieved information” has already
been construed by the Court to mean “assigning
aone-of-a-kind identifier to the information
retrieved from an item that identifies the
retrieved information through the conversion,
ordering, compression, and storing processes.”

51. “placing the formatted
datainto a sequence of
addressabl e data blocks’
(and the related term
“ordered data blocks”)

‘992 patent — 41

Markman I, at 22:15-20; 23:3-6.

The phrase “placing the formatted datainto a
sequence of addressable datablocks’ has
aready been construed by the Court to mean
the act of time encoding the formatted data
blocks.

52. “storing, as afile, the
compressed, formatted,
and sequenced data with
the assigned unique
identification code”

Markman I, at 26:7-8.

The phrase “storing, as afile, the compressed,
formatted, and sequenced data with the
assigned unique identification code” has
aready been construed by the Court to mean
“storing, as afile, the compressed, formatted,
and sequenced data blocks accompanied by its

992 patent — 41 unique identification code.”

53. “retrieve” Markman I, at 13:3. Theterm “retrieve” has already been construed
by the Court to mean “to get something back.”

‘992 patent — 41
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By /s

Alan P. Block

Attorneys for Plaintiff
ACACIA MEDIA TECHNOLOGIES
CORPORATION
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