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Chapter 4

Method or Process Claims

§ 4:1
§ 4:2
§ 4:3
§4:4

§4:5

§ 4:6
§ 4:7
§ 4:8
§ 4:9
§ 4:10

§4:1

In General

Elements of Method Claims

Order of Steps

Obvious Method Using Novel Starting Material or Producing
Unobvious Product '

Claims to Both Method and Apparatus; Method is Function of
Apparatus

Apparatus Limitations

Chemical Processes

Electrical Methods

Claims to a Computer Program or Software-Related Invention
Business Methods

In General

Method, or process, claims are generally easier to write than me-
chanical claims. The reason for this is that method claims by their
very nature do not require as much structural “connecting up” nor
as many detailed statements of the mechanical cooperation of parts
as do mechanical claims. Also, selecting the elements (steps) is easi-
er, and there is less problem in giving the elements names, broad or

narrow.

As to form, the body of a method claim is rarely much more dif-
ficult to write than a cookbook recipe:

Preheat an oven to 350°F; sift 12 cups of sugar; sift 1
cup of cake flour; sift together the sugar and the flour;
add 2 teaspoon of salt to the sifted sugar and flour; beat
... eggs...;add the beaten eggs; . . . ; bake in the pre-
heated oven for 45 minutes.

As easy as pie (or angel cake]!

{Faber, Rel. #4, 11/06) 4-1



§4:1 Mechanics of Patent Claim Drafting

The words “method” and “process” are interchangeable in the
patent law, although “process” is perhaps more frequently used in
chemical cases, while “method” is more usual in mechanical and
electrical cases. To provide uniformity, this statutory class is now
called “process” in 35 U.S.C. § 100(b) and is defined therein to
mean “process, art or method.”

Most of the general rules previously given apply also to method
claims. They may be broad or narrow; may be chemical, mechani-
cal, or electrical; and may have most of the other variations (for ex-
ample, genus/species) found in mechanical claims. The terms in the
claim must find support in the specification; reference numerals
may be used; appropriate antecedents are necessary; logical order is
also necessary; steps must be “tied” together; “whereby” clauses
may be used. However, even if a drawing of the invention is part of
the disclosure, the steps of the method need not be shown in the
drawing, in contrast to elements of a product claim. It is not neces-
sary to provide a flow diagram of the claimed steps in the drawings,
although such a diagram might be helpful in some cases for making
a process more easily understandable.

A very important rule to remember is that the “elements” of a
method claim, instead of being structural parts, are, and must be,
acts or manipulative steps that are performed upon an article, work-
piece, or chemical substance. It is the transformation or reduction
of the article, workpiece, or chemical substance to a different state
or thing that is the essence of a method claim—and the key to its
patentability. This is especially true when the claimed method in-
cludes no particular machine or apparatus.’

There is no per se objection to claiming a single-step method,?
except where a broad functional step is claimed, as noted in section
3:25. However, most claimed methods do involve combinations of
steps, as is the case with machines and circuits. Of course, the
claim must particularly point out and distinctly claim what the ap-
plicant regards as his invention (section 1:1), which is the basic re-
quirement of 35 U.S.C. § 112 (see section 3:22).

[ary

Gottschalk v. Benson, 409 U.S. 63 (1972) discussed in section 44).

2.  Ex parte Kelly & Ford, 173 U.S.P.Q. (BNA) 743 (Board of Patent Appeals
and Interferences 1971); Ex parte Britton, 154 U.S.PQ. (BNA) 321 (Board
of Patent Appeals and Interferences 1967); Ex parte Macy, 132 U.S.P.Q.
(BNA) 545 (Board of Patent Appeals and Interferences 1960).
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Method or Process Claims $4:1

In re Kuehl’ announced a liberal philosophy toward granting
method or process claims of various kinds, even where the point of
novelty appears to the examiner to reside in other statutory classes
(new compound in that case}, so long as the process is unobvious to
one of ordinary skill in the art. This was further defined in In re
Durden *

A claim may be valid even if it combines two statutory classes of
invention, for example, method claims relying on their performance
using particular apparatus.*!

A process claim may be patentable if an otherwise conventional
process uses either a novel material or an old material whose use in
the claimed process would have been unobvious.® In either case, the
test is whether the process is found to be unobvious. Durden held
that use of a novel or unobvious starting material or producing a
novel or unobvious end product was not enough. The process had to
be unobvious to one of skill in the art. Thus a claim:

A process for making a soap comprising mixing water
with compound X.

would be a patentable claim if compound X is as above.® But a pro-
cess claim for making a novel material using a conventional process
and conventional materials is not patentable.” Finally, making a
known material but in an unobvious manner is a patentable pro-
cess.® Some aspect of the making, not of the result, must be novel.

There is a peculiar exception to process protection. Public Law
104-208 enacted in 1996 denies patent owners the right to enforce
patents claiming medical or surgical procedures that do not involve
patented pharmaceuticals or patented devices. One can claim the
process in the usual way methods are claimed. But the claim is now
without value, since it cannot be enforced in a court. The claimed
process should include reference to a patented drug or to a patented
device in one of the claim elements if the claim is to have hope for
enforcement. But then the accused infringer must also have used
the patented drug or device in performing the process accused of in-
fringing.

3. InreKuehl, 475 F2d 658, 177 U.S.P.Q. (BNA) 250 (C.C.PA. 1973).

4.  Inre Durden, 763 F2d 1406 (Fed. Cir. 1985).

4.1. Collaboration Props., Inc. v. Tandberg ASA, 2006 U.S. Dist. LEXIS 42465,
__ E Supp.2d , __ USPQ.2d{BNA)  (C.D. Cal. 2006).

5. Inre Ochiai, 71 E3d 1565 {Fed. Cir. 1995).

6.  Ex parte MacAdams, Wu, & Joyner, 206 U.S.P.Q. (BNA) 445, 447 (Board

of Patent Appeals and Interferences 1978); In re Maucy, 182 U.S.PQ.

(BNAJ 303, 306 (C.C.PA. 1974).

Id.

In re Hirao, 190 U.S.P.Q. {(BNA) 15 [C.C.PA. 1976).

o~
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§4:2 Mechanics of Patent Claim Drafting

Summary

Method claims involve one or more acts or steps performed on
an article, workpiece, or chemical substance to achieve some
result in the useful or technical arts. The elements of a
method claim must be steps or acts, expressed as verbal state-
ments or phrases.

§ 4:2 Elements of Method Claims

Generally, the verbs in a method claim need not be phrased in
any particular voice or tense as long as there is no ambiguity and
the requirements of section 112 are met.® Nevertheless, it must be
remembered that the elements of a method claim are method steps,
which should usually be verbal (gerundial) phrases, introduced by a
gerund or verbal noun (the “-ing” form of a verb), such as (the ger-
unds are italicized):

(@) reciprocating the guide . . .

(b) punching a series of holes . . .

(c) impressing a signal . . .

(d) coating the sheet with an adhesive . . .

(e) heating the mixture to a temperature of . . .

(f) separating the alcohol from the aqueous solution . . .

(g) distilling the aqueous solution to separate the alco-
hol therefrom . . .

(h) fractionally crystallizing the aqueous solution to sep-
arate the alcohol therefrom . . .

(i) permitting the mixture to cool . . .

The three steps (“separating,” on the one hand, and “distilling”
or “crystallizing,” on the other) illustrate, respectively, generic and
two species method steps (see section 6:9).

One should be aware that as to the format of step (g), examiners
sometimes express a preference for language similar to the follow-
ing: (g') separating the alcohol from the aqueous solution by distill-
ing the solution. . . .” The argument favoring such wording is along
these lines: “Regarding the phrase ‘distilling . . . to separate,’ [as in

9.  Ex parte Lewin, 154 U.S.PQ. (BNA) 487 (Board of Patent Appeals and
Interferences 1966).

4-4
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

Acacia Media Technologies Corp., NO. C 05-01114
Plaintiff, FOURTH CLAIM CONSTRUCTION
ORDER
VS.

New Destiny Internet Group, et al.,

Defendants.

And All Related and/or Consolidated
Actions.

I. BACKGROUND

This is the Fourth Claim Construction Order in this Multi-District Litigation case in which
Plaintiff, Acacia Media Technologies Corporation, asserts infringement involving the Yurt’s Family

of Patents entitled, “Audio and Video Transmission and Receiving System (992, ‘275, ‘863, ‘720,

and ‘702).

On July 12, 2004, the Court issued its First Claim Construction Order. (hereafter, the “July

12 Order,” filed in SA CV 02-1040-JW (MLGXx).)

On December 7, 2005, the Court issued its Second Claim Construction Order. (hereafter, the

“December 7 Order,” Docket Item No. 119.)

On December 14, 2006, the Court issued its Third Claim Construction Order. (hereafter, the

“December 14 Order,” Docket Item No. 216.)
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This Order gives the Court’s construction of disputed terms in the ‘863 and *720 Patents
which were the subject of hearing in June and September, 2006.

1. WITHDRAWN CLAIMS

During the June and September hearings, the parties advised the Court that Acacia is
withdrawing from assertion Claims 1-13 of the ‘863 Patent and Claims 1-3, 5, and 9-10 of the ‘720
Patent. The parties represented that a formal stipulation of withdrawal will be filed with the Court.
In view of the tendered withdrawal of those Claims, the Court will not give further consideration to
construing them, unless the Court finds it necessary to do so to construe a Claim which remains in
contention.

I11. STANDARDS

In addition to the authorities cited in this Order, the Court will apply the legal standards
recited in its previous Claim Construction Orders.

1V. DISCUSSION

l. THE ‘863 PATENT
A. The ‘863 Patent - Claim 14

Claim 14 provides:*
A method of distributing audio/video information comprising:

transmitting compressed, digitized data representing a complete copy of at least one
item of audio/video information at a non-real time rate from a central processing
location;

receiving the transmitted compressed, digitized data representing a complete copy of
the at least one item of audio/video information, at a local distribution system
remote from the central processing location;

storing the received compressed digitized data representing the complete copy of
the at least one item at the local distribution system;

in response to the stored compressed, digitized data, transmitting a representation
of the at least one item at a real-time rate to at least one of a plurality of subscriber
receiving stations coupled to the local distribution system; and

! Unless otherwise indicated, all bold typeface is added by the Court to emphasize words
and phrases under consideration.
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decompressing the compressed, digitized data representing the at least one item
of audio/video information after the transmission step wherein the
decompressing step is performed in the local distribution system to produce the
representation of the at least one item for transmission to the at least one
subscriber station;

wherein the transmitting step comprises:

inputting an item having information into the transmission system;
assigning a unique identification code to the item having information;
lt‘)olrmkatting the item having information as a sequence of addressable data

ocks;
compressing the formatted and sequenced data blocks;
storing, as a file, the compressed, formatted, and sequenced data blocks with the
assigned unique identification code; and
sending at least a portion of the file at the non-real time rate to the local distribution
system.

1. The Sequence of Steps
Before construing the words and phrases in Claim 14, the Court considers whether the steps
of the claimed method must be performed in a particular sequence and if so, the required sequence.

Unless steps of a method claim actually recite a sequence, claims are not ordinarily construed

to require a sequence. Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1342 (Fed.

Cir. 2001). Interactive Gift recites a two-part test for determining if the steps of a method claim that

do not otherwise recite an order, must nonetheless be performed in the order in which they are
written. 1d. at 1343. First, the court must look to the claim language to determine if, as a matter of
logic or grammar, the steps must be performed in the order written. If not, the court next looks to
the rest of the specification to determine whether it “directly or implicitly requires such a narrow
construction.” If not, the sequence in which the steps are written is not a requirement. Id. A

sequence is required, for example, if a step references something logically indicating that a prior step

had been performed. In such a case, the prior step must be performed first. Mantech Envtl. Corp.

v. Hudson Envtl. Servs., Inc., 152 F.3d 1368, 1375-76 (Fed. Cir. 1998).

In the ‘863 Patent, Steps (1)-(4) of the method claimed in Claim 14 must be performed in the
sequence in which they are written because each step references the previous step. This sequence

may be summarized as follows:
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Step (1) transmitting compressed digitized data to a local distribution system
[“first transmitting step”] and then;

Step (2) receiving the transmitted compressed digitized data at the local
distribution system [“receiving step”] and then;

Step (3) storing the received compressed digitized data at the local distribution
station [“storing step”] and then;

Step (4) inresponse to the stored compressed, digitized data, transmitting a
representation of the data from the local distribution station to a
subscriber receiving station [“second transmitting step”].

In concluding that Steps (1)-(4) must be performed in the sequence in which they appear in
the claim, the issue becomes when, in the sequence, does Step (5), the “decompressing step,” take
place.

First, Step (5) requires “decompressing” the data “in the local distribution system,” “after the
transmission step.” In order to meet those limitations, of necessity, decompression must take place
after Step (1) (the “first transmitting step”) has been executed. This is because it is only after Step
(1) has been executed that the data is in “the local distribution system.”

Second, Step (5) must be performed before Step (4) (the “second transmitting step”) because
after Step (4) the data is no longer in the local distribution system. In Step (4), the data is
transmitted to subscriber receiving stations and is no longer available for processing by the local
distribution system.

Lastly, because Step (5) requires “decompression,” it cannot be performed before Step (2)
which requires receiving “compressed” data. Similarly, the decompression step cannot be
performed before Step (3) because it requires storing “compressed” data. The decompression step
cannot be performed before Step (4) because it is initiated in response to the stored “compressed”
data. More importantly, as discussed above, the decompression step cannot be performed after Step
(4) because in the execution of Step (4), the data is transmitted out of the local distribution system

and is no longer available in the local distribution system for decompressing.

4
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The Court finds that the ambiguity as to when in the sequence the “decompressing” step is to
be performed renders Claim 14 arguably indefinite.?

The Court invites the parties to address the issue of this arguable indefiniteness in motions
for an evidentiary hearing or for summary adjudication. Notwithstanding the conclusion that Claim
14 is arguably indefinite, the Court considers other disputed words and phrases in Claim 14.

2. “central processing location”

Claim 14 claims the following step:

transmitting compressed, digitized data representing a complete copy of at least one

item of audio/video information at a non-real time rate from a central processing

location

The parties dispute the proper construction of the phrase “central processing location” as that
phrase is used in Claim 14 of the ‘863 patent. The phrase “central processing location” is used in
the claim but it is not used elsewhere in the specification.

Courts may give a definition to a phrase which is only used in a claim if: a) the individual
words in the phrase have well-recognized meanings to those skilled in the relevant art; and b) the
court is able to discern a definition which the court, with reasonable confidence, finds would be

understood by one skilled in the art based on the language of the claim and the other intrinsic

evidence. See Bancorp Services v. Hartford Life Insurance Co., 359 F.3d 1367, 1372 (Fed. Cir.

2004).

To determine what "central processing location” means to those skilled in the relevant art,
the Court turns to a standard dictionary prepared by the Institute of Electrical and Electronics
Engineers (“IEEE”). The IEEE defines “centralized computer network” as: 1) a computer network

configuration in which a central node provides computing power, control or other services; and 2) A

2 If the phrase had been, “before the transmission step,” the Court would have conducted a
different analysis because with that wording, the step arguably could be construed to refer to the
second transmission step. However, the Federal Circuit has admonished against judicial rewriting of
claims. See Rhine v. Casio, Inc., 183 F.3d 1342, 1354 (citing Becton Dickinson & Co. v. C.R. Bard,
Inc., 922 F.2d 792,799 & n. 6 (Fed Cir. 1990)).




United States District Court

For the Northern District of California

© o0 ~N o o B~ W NP

S N T N T N N O T N I S T N R e R e N i o e =
©® N o O B~ WO N P O © 0w N O O NN W N P O

Case 5:05-cv-01114-JW  Document 220  Filed 03/02/2007 Page 6 of 29

computer network in which a central node provides all network control functions and services to

other nodes. 1EEE 100: Authoritative Dictionary of IEEE Standard Terms, 154 (7th ed. 2000).

Thus, it is reasonable to characterize that in the field of data communications, the phrase
“central processing” is generally understood by skilled artisans as a computer network configuration
in which a single system at the hub distributes data to multiple peripheral dependent systems
belonging to the network. In contrast, a system in which “processing” is distributed over multiple
locations, would be understood by skilled artisans as a “decentralized system.” Id. The term
“central” does not refer to any particular geographic location. It refers to a functional location.

The step of Claim 14 under consideration discloses “transmitting” from a central processing
location. Claim 14, contains specific limitations governing this transmitting step. These limitations
are introduced using the transitional phrase “wherein the transmitting step comprises.” The
transmitting step is then prescribed as, among other limitations, inputting an item having information
into “the transmission system,” followed by “sending” the information to the local distribution
system.” The Court finds that the phrase “transmission system” as used in Claim 14 is the
“transmission system” which the Court previously defined in its December 14 Order. (December
14 Order at Section 1A3.) Accordingly, the “central processing location” is a limitation which
defines the functional location of the “transmission system.”

The Court construes the phase “central procession location’ as follows:

a single transmission system, as previously defined, from which
compressed, digitized data, representing a complete copy of the at least
one item of audio/video information, is transmitted at a non-real time
rate to at least one of a multiple of local distribution systems.

3. “data representing a complete copy of at least one item of . . .information”

Claim 14 provides:

transmitting compressed, digitized data representing a complete copy of at least

one item of audio/video information at a non-real time rate from a central

processing location

The parties dispute the proper construction of the phrase “data representing a complete copy

of at least one item of information” as that phrase is used in Claim 14 of the ‘863 patent. The Court
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has already defined the phrases, “items containing information” and “information from items” in its
December 14 Order. (See December 14 Order at Section 1A7-8.)

In the ‘863 Patent, the written description, at times, equates “items of information” with
“items having information.” However, in the context of Claim 14, the Court construes “items of . . .
information” to mean “information derived from items.” With respect to the remaining words of
the phrase, the Court finds that skilled artisans, reading the patent claim and written description,
would give those words their ordinary and customary meanings.

The Court construes the phrase “data representing a complete copy of at least one item of
information” as follows:

a complete copy of information from items.

4. “local distribution system”

Claim 14 claims the following steps:

receiving the transmitted compressed, digitized data representing a complete copy of

the at least one item of audio/video information, at a local distribution system

remote from the central processing location

The parties dispute the proper construction of the phrase “local distribution system” as that
phrase is used in Claim 14 of the ‘863 patent. The ‘863 Patent is the first patent in the Yurt Family
of Patents to use the phrase “local distribution system.”

Under the principles of claim construction, there is presumed to be a difference in meaning

and scope when different words or phrases are used in separate claims. Tandon Corp. v. U.S.

Intern. Trade Comm’n, 831 F.2d 1017, 1023 (Fed. Cir. 1987). In addition, “[T]he terms and

phrases used in the claims must find clear support or antecedent basis in the description so that the
meaning of the terms in the claims may be ascertainable by reference to the description. Tandon
Corp. at 831 F.2d at 1023, citing 37 C.F.R. 1.75(d)(1).

The ‘863 Patent shares the same written description with the other Yurt Patents. The phrase
“local distribution system” is not used in the written description or prosecution history. In Section
1A2, above, the Court construed “central processing location” to be the location of the transmission

system. Under the written description and drawings, the transmission system transmits only to

7
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“reception systems.” Therefore, the Court construes “local distribution system” to have the same

meaning as “reception system.”

In Claim 14, the distribution system is limited to a “local” system. The Court construes this

limitation to have its commonly understood meaning to skilled artisans in this field, namely, a

geographic location in close proximity to the user or subscriber.®

The Court construes the phase “local distribution system” as follows:

a reception system, as previously defined, located geographically close to
subscriber receiving stations which are coupled to the reception system.

5. “in response to the stored compressed, digitized data”

Claim 14 provides:

in response to the stored compressed, digitized data, transmitting a
representation of the at least one item at a real-time rate to at least one of a
plurality of subscriber receiving stations coupled to the local distribution

system

The parties dispute the proper construction of the phrase transmitting “in response to the

stored compressed, digitized data” as that phrase is used in Claim 14 of the ‘863 patent.

The word “responsive” has a plain and ordinary meaning, namely, “answering.” See

Webster’s New Twentieth Century Dictionary, 1543 (2d ed. 1983). In the field communications

field, a responsive action is one which replies to a transaction generated by a request. 1EEE 100:

The Authoritative Dictionary of IEEE Standards Terms, 976 (7th ed. 2000). Thus, the word

“responsive” is commonly understood to describe both a “cause-effect” relationship between two

events and a timing relationship between them.*

® In the communications field, “local” is commonly understood as something in close
proximity to a user’s device. For example, “local access and transport area (LATA): (1) In the
United States, a local geographic area in which a local telephone company is allowed to offer
communications services;” “local area network (LAN);. . . (3) A communication network to
interconnect a variety of intelligent devices (e.g., personal computers, workstations, printers, file
storage devices) that can transmit data over a limited area, typically within a facility.” 1EEE 100:
The Authoritative Dictionary of IEEE Standards Terms, 633 (7th ed. 2000).

* In the “cause-effect” relationship, a second event is “responsive” to a first event if the first
event causes the second event to happen. In the “timing” relationship, the second event is
“responsive” if the second event happens after the first event. The Court finds that these two

8
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The Court finds that one of skill in the relevant art reading the patent documents would give
the phrase “in response to the stored compressed data” in its plain and ordinary meaning.
Accordingly, the transmitting step is caused by the storing of the compressed, digitized data and is
commenced after the storing of the compressed, digitized data.®

With respect to the timing concept included in the definition of “in response to,” the parties
dispute whether the responsive “transmitting” step may take place while the information is being
stored in the local distribution system, or must the “transmitting” step wait to commence after the

storing step has been completed. In the December 14 Order, the Court held that a step, which acts as

an antecedent for a subsequent step, must commence before the succeeding step commences, and it
must finish before the succeeding step can finish. However, the succeeding step can start while the
antecedent step is in process. (See December 14 Order at Section 1A2.) The Court gives this same
interpretation to Claim 14 and finds that the responsive transmitting step can start before the
antecedent storing step has been completed.

The Court construes the phrase transmitting “in response to the stored compressed,

digitized data” as follows:

transmitting a representation of the at least one item which is initiated by
the commencement of storing compressed, digitized data or by the
completion of storing compressed, digitized data.

6. “subscriber receiving station,” “subscriber station”

Claim 14 provides:

in response to the stored compressed, digitized data, transmitting a
representation of the at least one item at a real-time rate to at least one of a
plurality of subscriber receiving stations coupled to the local distribution
system
* % *

concepts are not mutually exclusive.

> Although it is not explicitly stated as a step, because the information which is stored is the
same information which is being transmitted (albeit at a real-time rate), a step of retrieving the
information from the place where it is being stored is necessary before the information can be
transmitted.
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decompressing the compressed, digitized data representing at least one item of
audio/video information after the transmission step wherein the
decompressing step is performed in the local distribution system to produce
the representation of the at least one item for transmission to at least one
subscriber station

The parties dispute the proper construction of the phrases “subscriber receiving station” and
“subscriber station” as those phrases are used in Claim 14 of the ‘863 patent.

Except for its use in some of the claims of the ‘863 Patent, neither the phrase “subscriber
receiving stations” nor the phrase “subscriber station” appear elsewhere in the specification. In
Section 1A4 above, the Court defined “local distribution system” to mean “a reception system
located geographically close to the subscribers of the system.” The Court examines the specification
to see if it provides a basis for inferring a definition of the phrases under consideration.

Claim 14 claims a method in which information is transmitted from a central processing
location [transmission system] to a local distribution system [reception system], and from there to a
“subscriber receiving station.” There is no support in the written description or in the drawings for a
reception system to communicate with another reception system. Therefore, the Court declines to
construe “subscriber receiving stations” as a “reception system.”

However, there is support in the written description for a reception system which outputs to a
“receiving device.” (‘863 Patent, Col. 17:43-61). To avoid a construction which is not supported by
the written description, the Court construes “subscriber receiving station” as a receiving device.
Further, because “subscriber receiving stations” and “subscriber station” are used synonymously, the
definition applies to both phrases.

The Court construes the terms “subscriber receiving station” and *““subscriber station” as
follows:

a receiving device at a subscriber’s location.
7. “wherein the transmitting step comprises”
Claim 14 provides:
wherein the transmitting step comprises:

inputting an item having information into the transmission system;
assigning a unique identification code to the item having information;

10
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E?rml?tting the item having information as a sequence of addressable data
ocks;

compressing the formatted and sequenced data blocks;

storing, as a file, the compressed, formatted, and sequenced data blocks with
the assigned unique identification code; and

sending at least a portion of the file at the non-real time rate to the local
distribution system.

The transitional phrase, “wherein the transmitting step comprises” means that the recited

elements are additional limitations on the “transmitting step.” The Court refers to these as

“additional limitations” so as to distinguish them from limitations which appear earlier in Claim 14.
Most of the disputed words and phrases in these additional limitations are identical to phrases
previously defined by the Court with respect to other claims. Accordingly, the Court adopts those
definitions for the identical words and phrases. However, there are two aspects of these additional
limitations on the transmitting step which require consideration.
8. “inputting an item having information into the transmission system”
The additional limitations of Claim 14 provide:

wherein the transmitting step comprises:

inputting an item having information into the transmission system;

assigning a unique identification code to the item having information;

formatting the item having information as a sequence of addressable data

blocks;

compressing the formatted and sequenced data blocks;

storing, as a file, the compressed, formatted, and sequenced data blocks with

the assigned unique identification code; and

sending at least a portion of the file at the non-real time rate to the local

distribution system.

The first additional limitation of the transmitting step which the Court addresses include as
an element, “inputting an item having information into the transmission system.” Up to this point,
none of the other distribution methods of the Yurt family of patents have disclosed the act of
“inputting” in an element. The Court finds that one of ordinary skill in the art reading the patent
documents would understand the phrase “inputting an item” in its plain ordinary sense, i.e., “putting
the item in the transmission system.”

Moreover, this particular additional limitation requires that the item which is being input be

“an item having information.” In the December 14 Order, the Court construed the phrase “items

11
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containing information” as used in Claim 19 of the *992 Patent to mean physical items such as
videotapes or computer disks, which contain audio/video information. The Court construed the
phrase “items having information” as used in Claim 41 of the ‘992 Patent to have the same meaning
as “items containing information.” (See December 14 Order at Sections IA7 and 1D4.)

The Federal Circuit has held if an identical term appears in claims issuing from both a parent

and a continuation application, a consistent meaning is preferred. Advanced Cardiovascular Sys.,

Inc. v. Medtronic, Inc., 265 F.3d 1294, 1305 (Fed. Cir. 2001). Accordingly, with respect to these

additional limitations, the Court gives the phrase “inputting an item having information into the
transmission system” a meaning consistent with its previous construction as follows:

In a distribution method in which compressed, digitized data is

transmitted to a local distribution system, the phrase “inputting an item

having information into the transmission system” means “putting

physical items containing audio information or video information or both

Into the transmission system.”

The second aspect of the additional limitations on the transmission step which the Court
addresses is that they require “sending at least a portion of the file at the non-real time rate to the
local distribution system.” Elsewhere the method discloses “transmitting . . . at least a complete
copy of at least one item of audio/video information.” Both of these limitations apply to the same
transmission step. The word “file” in one element refers to the same information as the word “item”
in the other element. The fact that one element requires that “a complete copy” of the item be sent,
while the other element discloses a method for sending “at least a portion” of the information creates
a conflict between the elements. The Court finds that this conflict cannot be resolved by construing
the latter element (“at least a portion”) as controlling because the second step of the method requires
“receiving . . . a complete copy.” Accordingly, the ambiguity over what is transmitted renders

Claim 14 arguably indefinite. The Court invites the parties to address the issue of this arguable

indefiniteness in motions for an evidentiary hearing or for summary adjudication.

12
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B. The ‘863 Patent - Claim 17

Claim 17 provides:
A method of distributing audio/video information comprising:

formatting items of audio/video information as compressed digitized data at a central
processing location;

transmitting compressed, digitized data representing a complete copy of at least one item
of audio/video information from the central processing location;

receiving the transmitted compressed, digitized data representing a complete copy of at
least one item of audio/video information, at a local distribution system;

storing the received compressed, digitized data representing the complete copy of at least
one item at a local distribution system; and

using the stored compressed, digitized data to transmit a representation of at least one
item to at a plurality of subscriber receiving stations coupled to the local distribution
system;

wherein the formatting step comprises:

inputting an item having information into the transmission system;

assigning a unique identification code to the item having information;
formatting the item having information as a sequence of addressable data blocks; and

compressing the formatted and sequenced data blocks.
For Claim 17, the parties only dispute the proper construction of the phrase “using the stored
compressed, digitized data to transmit a representation.”
First, the Court applies its constructions of Claim 14 of the ‘863 Patent and Claim 19 of the
‘992 Patent to the corresponding terms of Claim 17. Second, even though the phrase “using the
stored compressed, digitized data to transmit a representation” is grammatically awkward, the
Court construes it as follows:
The phrase *“using the stored compressed, digitized data to transmit a

representation” means “transmitting a copy of the stored compressed
digitized data.

13
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I1. THE ‘720 PATENT
A. The ‘720 Patent - Claim 4

Claim 4 provides:

A digital audio/video communication network comprising:

a reception system in data communication with a plurality of subscriber selectable

receiving stations, the reception system comprising,

means for receiving compressed, digitized data representing at least one item
of audio/video information at a non-real time rate,
means for storing a complete copy of the received compressed, digitized
data, and
means, responsive to the stored compressed, digitized data, for transmitting
a representation of the at least one item of audio/video information at a real-
time rate to at least one of the plurality of subscriber selectable receiving
stations, wherein said means for receiving, said means for storing, and said
means for transmitting are positioned at the same location, and wherein the at
least one of the plurality of subscriber selectable stations is located at a
premises geographically separated from the location of the reception system.
1. “in data communication with”

Claim 4 discloses a digital audio/video communication network comprising a reception
system “in data communication” with a plurality of subscriber selectable receiving stations. The
parties dispute the proper construction of the phrase “in data communication with.”

In the July 12 Order, the Court construed the identical phrase as it is used in Claim 1 of the
702 Patent. The Court found that the phrase had a plain and ordinary meaning to those skilled in
the relevant art and defined the phrase to mean “one or more devices connected such that data is
being transferred between the devices in real time.” (See July 12 Order at Section IVC1c.)
Although the 702 Patent is no longer being asserted in this action, the Court adopts the same
definition for the phrase as it is used in the ‘720 Patent.

The Court construes the phrase “in data communication with” as used in Claim 4 of the
‘720 Patent, as follows:

a reception system connected to subscriber selectable receiving stations
such that data can be transferred between the devices in real time.

2. “subscriber selectable receiver stations”
The parties dispute the proper construction of the phrase “subscriber selectable receiver

stations.” In Section A6 above, the Court construed the phrases “subscriber receiving station” and

14
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“subscriber station” as they appeared in Claim 14 of the ‘863 Patent as “a receiving device at a
subscriber’s location.” The Court finds that the apparatus claimed in Claim 4 of the *720 Patent is
the same apparatus, except that as an additional limitation, it must be “selectable,” a non-technical
term which has a plain and ordinary meaning.
The Court construes the phrase “subscriber selectable receiver stations” as follows:
receiving device or devices which can be designated by the subscriber.

3. “means for receiving compressed, digitized data representing at least one item of
audio/video information at a non-real time rate”

Claim 4 claims a reception system comprising three elements which are stated in mean-plus-
function format. The parties dispute the proper construction of each of these three elements.

The first element of the reception system is “means for receiving compressed, digitized data
representing at least one item of audio/video information at a non-real time rate.” In construing the
meaning of words and phrases used in a mean-plus-function element, the Court must first define the

claimed function and any limitation which applies to that function. See Micro Chem., Inc. v. Great

Plains Chem. Co., 194 F.3d 1250, 1258 (Fed. Cir. 1999). Typically, the words and phrases

following the phrase “means for” indicate the function which is performed by the element.

Lockheed Martin Corp. v. Space Systems/Loral, Inc., 249 F. 3d 1314, 1324 (Fed. Cir. 2001). If

there is a dispute over the meaning of the words and phrases which express the function of the
element, their meaning must be decided by the court, using the well-established principles of claim
construction. 1d.

Applying these principles to the “receiving means” element, the Court finds that the claimed
function is “receiving compressed, digitized data representing at least one item of audio/video
information at a non-real time rate.” The Court finds that no further construction is necessary to
further define the words and phrases used to state the claimed function.

After the function of the element is defined, the Court must look to the written description to

identify corresponding structure which is linked to performing that function. See Micro Chem., Inc.

v. Great Plains Chem. Co., 194 F.3d 1250, 1258 (Fed. Cir. 1999). The element must be construed

15
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“to cover the corresponding structure, material, or acts described in the specification and equivalents
thereof.” Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145 F.3d 1303, 1308 (Fed.
Cir. 1998).

The Court examines the written description for corresponding structure and finds that it
discloses a device which is linked to the function of receiving compressed, digitized audio/video
information:

The reception system 200 includes transceiver 201 which receives the audio
and/or video information transmitted by transmitter 122 of the transmission
system 100. The transceiver 201 automatically receives the information from
the transmitter 122 as compressed formatted data blocks.
(‘720 Patent, Col. 17:16-21.)
The Court construes “means for receiving” as follows:

In the reception system disclosed in Claim 4 of the ‘720 Patent, “means
for receiving” is transceiver 201 shown in Figure 6 and its equivalents.

4. “means for storing a complete copy of the received compressed, digitized data”

The second element of the reception system disclosed in Claim 4 is “means for storing a
complete copy of the received compressed, digitized data.” As described above, the Court first
defines the claimed function of the “storing means” and then examines the written description for
corresponding structure.

The function of the “storing means” is “storing a completed copy of compressed, digitized
data.” With respect to corresponding structure, the written description discloses an embodiment of
the reception system which includes a component called “storage 203.” The device is described as
performing the function of storing an “item” until playback is requested: "Storage 203 allows for
temporary storage of the requested item until playback is requested.” (“720 Patent, Col. 17:31-32.)
In the described embodiment, the word “item” refers to compressed, digitized audio/video
information received by the reception system. (‘720 Patent, Col, 17:19-39). In addition, Figure 6 of
the drawings, “storage 203" is drawn in the shape of a cylinder. The Court finds that this is a flow

chart symbol which represents an electromechanical assembly of data storage media.
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The Court construes “means for storing” as follows:

In the reception system disclosed in Claim 4 of the ‘720 Patent, “means
for storing” means storing device 203 shown in Figure 6 and its
equivalents.

5. “means, responsive to the stored compressed, digitized data, for transmitting a
representation of the at least one item of audio/video information at a real-time rate to
at least one of the plurality of subscriber selectable receiving stations”

The third element of the reception system disclosed in Claim 4 is “means, responsive to he
stored compressed, digitized data, for transmitting a representation of the at least one item of
audio/video information at a real-time rate to at least one of the plurality of subscriber selectable
receiving stations.” This “transmitting means” element is expressed in means-plus-function format.
Accordingly, the Court must decide the function of the “transmitting means” and identify any
corresponding structure.

The function of the third element of the reception system is “transmitting a representation of
an item of audio/video information at a real-time rate to one of at least a plurality of subscriber
selectable receiving stations.”

With respect to the “transmitting means” of Claim 4, the transmitting function must be
“responsive to the stored compressed, digitized data.” The parties dispute the proper construction of
this phrase.

If a means-plus-function claim element contains a limitation on how the disclosed function is
performed, the corresponding structure must be capable of performing the function with that
additional limitation. Therefore, if there is a dispute over the words and phrases used in disclosing
an additional limitation, the Court must construe the meaning of the words and phrases used in the
additional limitation before examining the written description for corresponding structure.

In construing a limitation on the function of a means-plus-function element, the principles of
claim construction apply. Courts must give the words of the element their ordinary and customary
meaning as they would be understood by a person of ordinary skill in the relevant field. In

construing the meaning of a limitation on the function of a means-plus-function claim, it is improper

to narrow the scope of the function beyond the claim language. It is equally improper to broaden the
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scope of the claimed function by ignoring clear limitations in the claim language. Lockheed Martin

Corp., 249 F.3d at 1324, See also Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., 296 F.3d 1106,

1113 (Fed. Cir. 2002). Courts may not import into the definition of the limitation the features of an
embodiment. JVW Enterprises, Inc. v. Interact Accessories, Inc., 424 F.3d 1324, 1331 (Fed. Cir.

2005). Any limitation must come from the claim itself, independent of any embodiment. 1d.

The Court has previously defined the phrase “responsive to” in a method claim in a patent
which shares the same specification as the ‘720 Patent. (See supra at Section 1A5.) The Court
construed the phrase to mean that a step to which a later step is “responsive” must be initiated by the
commencement of the antecedent step. This same requirement applies to the use of the phrase
“responsive to” in an apparatus claim. With respect to Claim 4, a structure which transmits “at least

one item of audio/video information” “responsive to stored, digitized data” initiates transmission
after recognizing that the storing of compressed digitized data has commenced or has been
completed. In addition, since the transmission is of the information which is being stored, the
structure must somehow retrieve the information to be transmitted. The Court now proceeds to
examine the written description for corresponding structure.

The written description describes and Figure 6 of the drawings depicts an embodiment of the
invention with a group of components which those of skill in the art would link to the functions of
receiving audio/video data from storage device 203 and transmitting the data in “real time:”

When playback is requested, the compressed formatted data blocks are sent
[from storage 203]° to data formatter 204. Data formatter 204 processes the
compressed formatted data blocks and distinguishes audio information from
video information.

The separated audio and video information are respectively decompressed by
audio decompressor 209 and video decompressor 208. The decompressed
video data is then sent simultaneously to converter 206 including digital video

output converter 211 and analog video output converter 213. The
decompressed audio data is sent simultaneously to digital audio output

® The bracketed language is based on the previous paragraph in the written description that
the “compressed formatted data blocks are stored in storage 203.” (*720 Patent, Col. 17:29-32.
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converter 212 and analog audio output converter 214. The outputs from converters 211-214
are produced in real time.

(‘720 Patent, Col. 17:39-52.)

Accordingly, in defining corresponding structure for the “transmitting means,” the Court’s
attention is drawn to components 204-206, 208-209 and 211-214. However, not only must the
written description link a structure to the recited function, the description of the component must be

adequate to allow one skilled in the art to understand what the component is and that it would be

capable of performing the function. 35 U.S.C. 112 { 2; Atmel v. Information Storage Devices, Inc.,
198 F.3d 1374 (Fed. Cir. 1999).

With respect to the “transmitting means,” several aspects of components described in the
written description make them arguably inadequate to serve as corresponding structure. First,
nothing in the written description discloses which of these component, if any, initiates transmission
in response to the commencement of storing of compressed, digitized data. Second, although the
written description discloses sending data from decompressors 208 and 209 to “converter 206,”
Figure 6 does not show a connection between these three components. Finally, although the written
description contains names for components 204 (“Data Formatting™), 206 (*Output Format
Conversion™), 208 (“Video Decompression™), 209 (“Audio Decompression”), and 211-214
(“Converters™), there is no description of whether these components are hardware, software or both.
The Court invites the parties to address whether an evidentiary hearing on these issues would be
beneficial. Pending the parties’ response to this request, the Court defers defining the corresponding
structure of the “transmitting means” of Claim 4.

B. The ‘720 Patent - Claim 6

Claim 6 provides:

A digital audio/video communication network as recited in claim 4, further comprising a
processing station for formatting items of audio/video information as compressed, digitized
data and transmitting the compressed, digitized data representing at least one item of
audio/video information at the non-real time rate to the means for receiving.
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1. “processing station”

The parties dispute the proper construction of the phrase “process station” as used in Claim 6
of the ‘720 Patent.

Claim 6 is a dependent claim to Claim 4. The introductory language of Claim 6 uses the
phrase “further comprising,” which means that the elements of Claim 6 are in addition to those
recited in Claim 4. The phrase “process station” is used in the claim but it is not used in the written
description. Therefore, the Court must determine whether a skilled artisan reading the patent
document would understand the meaning of the phrase even if it is not used elsewhere in the

specification. See Bancorp Services, 359 F.3d at 1372.

In Section 1A2 above, using the principles of claim construction discussed in the_Bancorp
Services, the Court construed the phrase “central procession location” to be “a single transmission
system, as previously defined, from which compressed, digitized data, representing a complete copy
of at least one item of audio/video information, is transmitted at a non-real time rate to at least one
of a multiple of local distribution systems.” The Court finds that the phrase “processing station” is
synonymous to a “transmission system.”

The Court construes the phrase “process station” as follows:

the transmission system as previously defined by the Court.

C. The ‘720 Patent - Claim 7

Claim 7 provides:

A digital audio/video communication network as recited in claim 6, wherein the processing
station comprises:

means for inputting items of audio/video information;

conversion means for placing each input item of audio/video information into a
predetermined format as formatted data;

compression means for compressing the formatted data; and

transmitter means for sending compressed formatted data for the at least one item of
audio/video information at the non-real time rate to the reception system.
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Claim 7 depends from Claim 6. The elements of Claim 7 are limitations which apply to the
“processing station” claimed in Claim 6.
1. “means for inputting items of audio/video information”

The first element of the “processing station” in Claim 7 is a “means for inputting items of
audio/video information.” As discussed above, since the claim is in a means-plus-function format,
the Court must first identify the claimed function and then look to the written description to identify

corresponding structure which is linked to performing that function. See Micro Chem., Inc. v.

Great Plains Chem. Co., 194 F.3d 1250, 1258 (Fed. Cir. 1999).

With respect to identifying a function, the phrase “inputting items of audio/video
information” describes a commonly understood function, i.e., “inputting.” To those skilled in the
relevant art, the function of “inputting” means the act of “putting or taking something into a
structure or process.”

In addition to claiming “inputting” as a function, Claim 7 specifies an additional limitation
on that function, namely, what in particular is being inputted. Claim 7 discloses inputting “items of
audio/video information. There is a dispute over the meaning of the phrase “items of audio/video
information.”

Based on the nature of the inventions disclosed in the *720 Patent, there are two possible
definitions of the phrase “items of audio/video information:” (a) the phrase could be referring to
inputting physical items which contain audio/video information (e.g., audio tape), or (b) the phrase
could be referring to inputting the audio/video information retrieved from the physical items. The
Court considers each of these separately.

a. Defining inputting “items of audio/video information” as inputting physical items
containing audio/video information.

In the December 14 Order, the Court construed a similarly worded phrase used in another
patent in the Yurt Family, namely, “items containing information.” The Court defined the phrase as
physical items, such as videotapes or computer disks, which contain audio/video information. (See

December 14 Order at Section IA7.) In this Order, supra Section A7, the Court defines another
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similarly worded phrase, i.e., “item having information,” as physical items containing audio/video
information.

The language under consideration, “items of audio/video information” could mean physical
items which contain audio/video information or it could be referring to audio/video information
which has been retrieved from the physical items. It is necessary for the Court to decide between
these competing definitions because the definition affects what structure may correspond to the
inputting function.

The written description provides:

Transmission system 100 of a preferred embodiment of the present invention

preferably includes source material library means for temporary storage of items

prior to conversion and storage in a compressed data library means. The items of

information may include analog and digital audio and video information as well

as physical objects such as books and records which require conversion to a

compatible media type before converting, compressing and storing their audio and

video data in the compressed data library means.

As shown in FIG 2a, the source material library means included in transmission

system 100 preferably includes a source material library 111. The source material

library 111 may include different types of materials including television programs,

movies, audio recordings, still pictures, files, books, computer tapes, computer disks,

documents of various sorts musical instruments, and other physical objects. These
materials are converted to or recorded on a media format compatible to the digital

and analog inputs of the system prior to being compressed and stored in a

compressed data library 118. The different media formats preferably include digital

or analog audio and video tapes, laser disks, film images, optical disks, magnetic

disks, computer tapes, disks and cartridges.

(‘720 Patent, Col. 5:59-67- 6:1-14.)

This part of the written description discloses a “source material library,” which temporarily
stores “items,” also called “items of information.”” The “items of information” are “audio and
video” information which is either already in a “media format” which can be processed by the
system (e.g., digital or analog audio and video tape) or which is in a media format which require
conversion to a “compatible” media type which can be processed by the system. Thus, a person

skilled in the art would understand “items of information” as used in the above embodiment to be

" The Court finds that the reference to “temporary storage of items prior to conversion” and
the phrase “items of information” in the next sentence refer to the same thing.
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physical items, namely physical media which contains audio/video information. If the Court
assumes for purposes of its analysis that the “items of audio/video information” being input by the
inputting means are the items being placed in the source material library, then the phrase should be
defined as physical media containing audio/video information. Before examining the written
description for corresponding structure of inputting physical media into the source material library,
the Court examines another limitation of Claim 7.

The element of Claim 7 which follows the “inputting means” is called a “conversion means.”

The function of the conversion means is to place “each input item of audio/video information” into a

predetermined format as formatted data. The requirement of Claim 7 that the “conversion means”
act on “each input item” means that the inputting means is antecedent to the conversion means. The
definition of corresponding structure must recognizes the relationship of the inputting structure to
the conversion structure. In other words, if we assume that items of audio/video information are
physical media being input into the source material library, the Court must identify a structure which
is consistent with each of those same physical items being outputted to the conversion structure.

With respect to structural apparatus, although the written description discloses a “source
material library” which stores physical items containing audio/video information, the written
description is devoid of any discussion of an apparatus or process for “inputting” those items into
the source material library. The written description contains neither a discussion of the source
material library performing the function of inputting physical items nor is there any discussion of an
apparatus linked to the source material library which inputs items into it. Every reference in the
written description to the source material library states that it “includes” audio/video materials.
There is never a discussion of a structure to place media into the source material library.

The absence of any discussion in the written description of a structure to input items into the
source material library is consistent with the drawings. The drawings depict multiple structures for
processing audio/video information. However, there is no drawing of a structure which inputs

physical media into the source material library. Therefore, the Court declines to identify the source
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material library as corresponding structure to the inputting means. If the Court is not able to identify
any other structure linked to the inputting function, Claim 7 would be arguably indefinite.

The inputting means element is not defective simply because the source material library
cannot be linked to the claimed function. The claim is valid as long as there is any structure which

is linked to and performs the claimed function. Cardiac Pacemakers, Inc., 296 F.3d at 1113. The

Court proceeds to examine the written description for any other corresponding structure. As
discussed above, in order to qualify as corresponding, the structure must be clearly linked to
performing the function of inputting physical media and must also satisfy the requirement that it act
on the physical media before the media is acted upon by the structure which performs the conversion
function.

The written description contains the follow discussion of an embodiment which includes a
“digital telecine device” which processes physical media before it is converted:

If, for example, the retrieved information to be converted from the source material

library 111 is a motion picture film, the picture frames in the film are passed through

a digital telecine device to the digital input receiver 124. Format conversion is the

preferably performed by digital video formatter 125b. Accompanying audio

information is passed through an optical or magnetic digital playback device. This

device is connected to digital audio formatter 125a.

(‘720 Patent, Col. 7:23-30.)

This passage from the written description does not link the digital telecine device to
performing all of the functions of the inputting means. In order to qualify as corresponding
structure, the written description must link the digital telecine device to “putting or taking something
[physical media containing audio/video information] into a structure or process.” The above
passage of the written description states that the physical media is “passed through” the digital
telecine device. There is no discussion that the telecine device performs the function of inputting the
physical media into itself or any other device or process. The Court has not been able to identify

any structure which is linked to performing the inputting function for physical media containing

audio/video information. Before concluding that Claim 7 is arguably indefinite, the Court examines
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an alternative definition of the claimed function and if supported by the patent documents, looks for
corresponding structure.

b. Defining inputting “items of audio/video information” as inputting audio/video
information retrieved from physical media.

Up to this point, the Court has been analyzing the construction of “inputting means” under
an assumption that “items of audio/video information” should be defined as physical items
containing audio/video information. Recognizing that an alternative definition of “items” is
possible, the Court now proceeds to consider that alternative definition.

As indicated above, the phrase “items of audio/video information” is broad enough that one
skilled in the art could regard it as referring to audio/video information which has been retrieved
from the physical media on which it had been stored in the source material library or elsewhere in
the system if that definition is supported by the patent documents. A different definition of the
function would affect the identification of corresponding structure.

In the December 14 Order, the Court construed the phrase “information from items” as
audio/video information retrieved from the physical items. (See December 14 Order at Section
IA8.) Therefore, the issue is whether “items of” information” should be defined as synonymous
with “information from items.” The Court examines the written description to see if this alternative
definition of the function is support by it.

The phrase “items of information” appears in the same portion of the written description
previously considered by the Court:

Transmission system 100 of a preferred embodiment of the present invention

preferably includes source material library means for temporary storage of items

prior to conversion and storage in a compressed data library means. The items of

information may include analog and digital audio and video information as well

as physical objects such as books and records which require conversion to a

compatible media type before converting, compressing and storing their audio and

video data in the compressed data library means.

As shown in FIG 2a, the source material library means included in transmission

system 100 preferably includes a source material library 111. The source material

library 111 may include different types of materials including television programs,

movies, audio recordings, still pictures, files, books, computer tapes, computer disks,
documents of various sorts musical instruments, and other physical objects. These
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materials are converted to® or recorded on a media format compatible to the digital

and analog inputs of the system prior to being compressed and stored in a

compressed data library 118. The different media formats preferably include digital

or analog audio and video tapes, laser disks, film images, optical disks, magnetic

disks, computer tapes, disks and cartridges.
(‘720 Patent, Col. 5:59-67- 6:1-14.)

Conceivably, the conjunctive phrase: “audio and video information as well as physical
objects such as books and records” could be construed to mean that the system is handling audio and

video information, which are not physical objects, as well as books and records, which are physical

objects. This alternative interpretation would mean the inputting means would have to input
audio/video information which has already been retrieved from the physical media. For sake of
completeness, the Court will assume this alternative definition and examine the written description
for corresponding structure.” As previously stated, a corresponding structure must be one which
recognizes that the information must next undergo the conversion function. Thus it must operate on
pre-converted information.

The written description attributes the function of inputting pre-converted audio/video
information which has been retrieved from physical media to the identification encoder:

Prior to being made accessible to a user of the transmission and receiving system of

the present invention, the item must be stored in at least one compressed data library
118, and given a unique identification code by identification encoder 112.

8 Although the written description discusses “conversion” in terms of making books or
pictures compatible for inputting to the system, the Court finds that this conversion does not deprive
the material of being in a pre-conversion state. The function of the conversion means in the second
element of Claim 7 is not converting the information in books or photographs into a system
compatible form.

° This analysis is for sake of completeness only and is not being adopted by the Court. If the
patentee had used the conjunctive phrase “audio and video information as well as other physical
object such as books and records” this would lead to a conclusion that audio and video information
meant physical media. The phrase “as well as physical objects” leaves open the possibility that the
series contains two kinds of materials: audio/video information and physical objects. This latter
construction would mean that audio/video information was not a physical object. However, adopting
this latter construction is questionable because a full reading of the passage shows that the “items of
information” are described as including *“audio and video” information which is already in a “media
format” which can be processed by the system. “Media” are physical items containing information.
In addition, the examples given of compatible media, namely, digital or analog audio and video tape,
are examples of physical media.
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* * *

When the information from identification encoder 112 is digital, the digital signal is
input to the digital input receiver 124, where it is converted to a proper voltage.

* k% %

When the retrieved information from identification encoder 112 is analog, the

information is input to an analog-to-digital converter 123 to convert the analog data

of the retrieved information into a series of digital data bytes.

(‘720 Patent, Col. 6:26-30, 57-59; Col. 7:1-4.) Therefore, if the “items of audio/video information”
limitation is found to be the information retrieved from physical media prior to being acted upon by
the conversion means, the structure in the specification which corresponds to the inputting of that
information is “identification encoder 112.” The phrase “identification encoder” has been ruled
indefinite by the Court. Therefore, this construction, if adopted by the Court, would lead to a
finding that Claim 7 is invalid for lack of corresponding structure for the inputting means.

Acacia contends that “analog receiver” 127 and “digital input receiver” 124 are
corresponding structure to the “inputting means” if the function is defined as inputting information
derived from physical media. (See Docket Item No. 184 at 62.) The Court declines to adopt
Acacia’s contention because in the written description the patentee acting as lexicographer defines
these structures as part of the “conversion means:”

The transmission system 100 of the present invention also preferably includes conversion

means 113 for placing the items from source material library 111 into a predetermined

format as formatted data. In the preferred embodiment, after identification encoding is
performed by identification encoder 112, the retrieved information is placed into
predetermined format as formatted data by the converter 113. The items stored in source
material library 111 and encoded by identification encoder 112 may be in either analog or
digital form. Converter 113 therefore includes analog input receiver 127 and digital

input receiver 124.

(‘720 Patent, Col. 6:44-54.)"°

1" Adopting Acacia’s contention would require the Court to identify receivers 127 and 124
as corresponding structure to both the “inputting means” and the “conversion means.” This could
arguably render the “inputting means” superfluous because the “conversion means” would perform
the inputting function. A single structural element which contains components which performs two
separate functions can be corresponding structure for two separate claims, each reciting one of those
functions. In re Kelly, 305 F.2d 909, 911 (C.C.P.A. 1962). However, the written description clearly
define these receiver structures as part of the conversion means and not of the inputting means.
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To qualify as corresponding, a structure must not only perform the claimed function, but the
specification must clearly associate the structure with performance of the claimed function. Cardiac

Pacemakers, Inc., 296 F.3d at 1113. There is nothing in the written description which clearly links

these receivers to the inputting means. Accordingly, under this alternative definition of the inputting
function, the Court still finds Claim 7 arguably invalid for lack of corresponding structure.
2. “conversion means,” “compression means,” and “transmitter means”

The Court declines to construe the remaining disputed words and phases of the ‘720 Patent,
pending further proceedings with respect to the conclusions reached in this Order.

V. CONCLUSION

In this Order, the Court has construed some of the disputed words and phrases of the ‘863
and ‘720 Patents submitted for construction. The Court invites any party desiring to file motions for
reconsideration or for an evidentiary hearing to present extrinsic evidence with respect to those
definitions to do so in accordance with the Civil Local Rules of the Court. There were words and
phrases submitted for construction which were not addressed in this and other Orders. To the extent
a party believes that further claim constructions are necessary, the Court invites that party to submit
a request to that effect. The Court will notify the parties of any deadlines for making further
motions in a Case Management Order. Any party wishing to file a motion for summary adjudication
based on the Court’s constructions is invited to do so in accordance with the Civil Local Rules of the

Court.

Dated: March 2, 2007 ,QW-MJLZA&

JAME ARE
United-States District Judge
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