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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

AQUA CRAFT, INC., a California corporation,

Plaintiff,

V8.

SEACHEM LABORATORIES, INC., a Georgia

corporation,
Defendant

SAN JOSE DIVISION

CASE NO. 10cv-01728 LHK

STIPULATION FOR DISMISSAL OF
ACTION WITH PREJUDICE

[EROPOSED ORDER]

AND RELATED COUNTERCLAIM

i
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The parties to this action, by and through their respective counsel, hereby stipulate to the

dismissal of this action with prejudice, the Court to retain jurisdiction pursuant to paragraph 16 of the

attached Exhibit A.

Dated: February 7, 2011

Dated: February 7, 2011

IT IS SO ORDERED:
Dated February25,2011

Respectfully suBmitted,

/s

Brian Irion

LAW OFFICES OF BRIAN IRION
Attorneys for Aqua Craft, Inc.

/s

David Lilenfeld, Esq.

LILENFELD PC

Attorneys for Seachem Laboratories, Inc.

Northern District of California
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Stipulation For Dismissal of Action with Prejudice



EXHIBIT A



Td

WdSZ:icl 1182 a2 "“WEeD TASTPIZBIST

SETTLEMENT AGREEMENT

This Settlement Agreement (the “Agreement”) is entered into as of January 13, 2010
{the “Effective Date") by and between Seachem Laboratories, Inc, (“Seachem™), a carporation
duly organized and existing under the laws of the State of Georgia, and Aqua Craft, Inc. {"Aqua
Craft”), a corporatian duly organized and existing under the laws of the State of California.
Seachem and Aqua oraft are collectively referred to herein as the “Parties.”

RECITALS

Whereas, Aqua Craft initiated a civil actlon against Seachem in the United States District
Court for the Northern District of California, styled Aqua Craft, Inc. v, Seachem Laboratories,
inc., Civil Action No. CV-10-1728-BMR {the “Actlon”), alieging certain trademark-related clalins;

Whereas, Stachem answered Aqua Craft's Complaint and flled counterciaims alleging
certain trademark-related and unfalr competition claims (the “Counter-Action”);

Whereas, the Action and the Counter-Action are collectively referred to herein as the
“Litigation”;

Whereas, the Parties hereby enter into this Agreement to finally and forever
compromise, resol7e and settle the Litigation on mutually agresable terms, without admission
of any liability by ny party, and without admisslon as to the merits of any contentions of any
party;

NOW, THEREFORE, upon execution of this Agreement, the Parties hereby agree as
folows:

1. Disynissals/Withdrawals

{a) Aqua Craft agrees to dismiss with prejudice all claims asserted against Seachem
in the Action and further agrees that neither it nor any of its agents or representatives will

contest, oppose or challenge any registered trademark or application listed in Seachem'’s
Counter-Action as of November 30, 2010 in the Litigation;

()  3eachem agrees to dismiss with prejudice all claims asserted against Aqua Craft
in the Counter-Action;

{c) Within seven (7) business days of the Effective Date of this Agreement, Aqua
Craft will file 2 letter notifying the Trademark Trial and Appeal Board that it will not oppose
seachem’s application to federally register the mark Seachem {Application No. 77/7804360)
and Aqua Craft further agrees not to petition to cancel any registration born from that
Application;
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{d} The Farties agree that within seven {7) business days of the Effective Date of this
Agreement, the Paities will sign and file with the Court a joint Stipulation and Disrnissal With
Prejudice (“Ioint Dismissal”} and [Proposed] Order of Dismisaal With Prejudice. The loint
Dismissal shall state: that the Parties will bear thelr own litigation costs, including attorney feas
and the Court will nxtain Jurisdiction pursuant to paragraph 16;

{e} All P arties acknowledge and agree that this Agreement reflects a compromise of
disputed claims and shali not be taken or construed to be an admission or eoncession of any
kind with respect to any fact, liability, or fault in the Litigation; and

(£) As a further inducement for Aqua Craft to enter into this Agreement, Seachem
agrees that neither it nor any of its agents, employees orF representatives will, directly or
indirectly, infringe. or oppose, contest or challenge in any manner, procaeding or forum
whatsoever, any of the trademarks used in connection with Agua Craft products which are
fisted in the Exhibit A attached hereto. This covenant and ohligation may be specifically
enforced in a court of competent jurisdiction. This Paragraph shall not be construed in any way
to limit Aqua Craft's ability to enforce its rights in its trademarks not listed in Exhibit A,

{g) As & further inducement for Seachem to enter into this Agreement, Aqua Craft
agrees that neither it nor any of its agents, empioyees of representatives will, directly or
indirectly, infringe, or oppose, contest or challenge in any manner, proceeding or forum
whatsoever, any of the trademarks used in cohnection with Seachem’s services or products
which are listed n the Exhibit B attached hereto. This covenant and obligation may be
specifically enforced in a court of competent jurisdiction. This Paragraph shall not be construed
in any way to limit Seachem’s ability to enforce its rights in its trademarks not listed In Exhibit B.

2, Ceasing Current Use of “Sea the Difference” or confusingly similar phrases

Seachein agrees that it will:

{a) No tater than two {2} weeks from the Effective Date, cease and desist from
displaying on any ~ebsite it owns, operates or controls the phrase “Sea the Differance”on any
page currently governed by a template such as within the top of the banner directly to the right
of the mark SEACHEM, as shown In Exhibit Chereto and which can be found on the internet at:

www.seachem.con/Home/index.html
www.seachem.com/Corparate/Abou t.html
www.seachemg_)m[l’roductsiEroducts.html
www.seacher .com/support/Supnert.html

www .seachem,com/Library/Library htrml,
www.seacher.cam/SDLocator/ NDealerlocatorstart.php
www.seachem.cc m/Cantact/Contact.html;

e
A/)ﬁ J ? Page T of B
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{b) N later than the Effective Date, cease and desist from producing any printed
material displaying the phrase “Sea the Difference”;

{Q No later than the Effective Date, cease and desist from displaying at any trade
show or Industry gathering the phrase #caa the Difference”;

{d} No later than eight (8) months from the Effective Date, cease and desist from
using in any form, ir cluding but not limited to the those forms identified in paragraphs 2{(a}-(c)
above as well as on any pertion of any website operated by Seachem, the phrase “Sea the
Difference”;

(e) Suachermn shall receive from Aqua Craft twenty (20} days to cure any failure to
comply with paragraphs 2(a)-(d} above, Such cure period shail commence upon written notice
from Aqua Craft of ~he fallure to comply. Such notice shall be mailed to Greg Maorin at Seachem
Laboratories, Inc. at: 1000 Seachem Drive, Madlson, Georgla 30650 and mailed by any method
that requires the signature ‘of the recipient. A copy shall be sent to David M. Lilenfeld at
Lilenfeld PC, 2964 F eachtree Road, Suite 720, Atlanta, Georgia 30305 by any method that
requires the slgnature of the reciplent. Said notice shall specify the location of Seachem’s use
of “Sea the Differerice” so that itcan be remedied by Seachem. In the event Seachem cures
within the twenty (20} day pericd, no claim can be brought for viclation of paragraph 2(a)-(d}
on the basls of the conduct that was cured.

n This paragraph 2 s Intended to effect a phase out of Seachem’s current use of
the phrase “Sea thi Difference” and not grant a ficense or permission for Seacham to
commence use of uny confusingly similar phrase or mark during the phase out period.

3. t)sg gf Product Names

{a) Botly Aqua Craft and Seachem agree that, from the Effective Date of this
Agreement, nelther wili name any of Its products with the same name of the cther's praducts
to the extent such products werae commercially availabla prior to the Effective Date of this
Agreement. '

4, Iinftial Neutral Determination

(a) Both Aqua Craft and seachem agree that they will not refer to the other by name or
any of the other’s products by name in any advertisament, whether comparative or
otherwise, in a false or misleading manner. '

(b} If in the future, either Aqua Craft or Seachem believes the other has violated paragraph
3{a} or 4(x) above, then that party shall submit any dispute arlsing hereunder to be
evaluated by an independent third-party neutral, which will be designated pursuant to
paragraph 4{d} below.

. ~
! i! Paga3 of B
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(c) The neutral shall make a prompt evatuation whether the material violated paragraph
3(a) or 4a). If the neutral initially determines the material viclated paragraph 3({a) or
a{a), then the party charged will bear the costs of the neutral evaluation and vice versa.
if the party charged continues the use or the publication if the initlal determination
finds a violition of paragraph 3{a) or 4{a), then the complaining party may bring an
action under this Agreement in the forum of its cholce notwithstanding the provisions of
paragraph 16 below.

{d) 10 the first instance, the Parties agree the independent third-party neutral shall be
attarney Nathan Lane ll, who served as a mediator in this action. Should My, Lane be
unavailable, then the parties shall promptly agree upon an alternate independent third-
party neutr:il. Should the parties be unable to agree to a neutral, then each shall select
their own nautral, who together will choose a neutral.

(e} The Parties shall use thelr best efforts to complete the neutral evaluation process within
thirty (30} cays from the date the complaining parily requests a neutral evaluation under
paragrassh 4{b) above.

5. Mutual Releases

Subject to the terms and conditions of this Agreement, the Parties hereby fully and
finally release nach other from all claims, liabilities, demands and causes of action at law or in
equity, including, hut not limited to, those brought in the Litigation. “Partles,” as used in this
Paragraph, refers to Aqua Craft, Seachem and their respective predecessors, SUCC@SSOTS,
subsldiaries, divisians, alter egos, affiliated corporations, and related entities, as well as their
respective past ot present officers, directors, trustees, administrators, employees, attorneys,
assigns, agents, and representatives, and any ot all of them.

£ach Party, having been advised by counsel, acknowledges that it is familiar with the provisions
of Section 1542 of the California Clvil Code, which provides as follows:

A GENERAL RELEASE DOES NOT EXTEND TO CLAIMS WHICH THE
CRIDITOR DOES NOT KNOW OR SUSPECT TO EXIST IN HIS OR
HEl FAVOR AT THE TIME OF EXECUTING THE RELEASE, WHICH IF
KNOWN BY HIVi OR HER MUST HAVE MATERIALLY AFFECTED HIS
OR HER SETTLEMENT WITH THE DEBTOR

The Parties hereby expressly walve and relinquish all rights and benefits under this
section and any faw or legal principle of similar effect In any jurisdiction with respect 10 the
release granted herein, including but not limited to the release of unknown clalms.

/!
/
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6. Ryprogentation

The Parties represent that none of the claims asserted in the Litigation have been
assigned or transferred to any person or entity not a Party to, ahd bound by, this Agreement.

7. No Reliance Upon Othey kepresentatipns

Each Paity represents and warrants that it has not relied upon any statement of
representation by any other Party or any of its officers, diractors, agents, employees or
attorneys in executing this Agreement or in making the settlement provided for herein. Thera
are no other promises or warranties by any Party or its representatives other than those
expressly set forth in this Agreement.

8. Agreement Entered into with Advite of Counsel

Each Party represents that it has received legal advice with respect to the legal effect of
this Agreement.

9, Expinses (1)) ees § 15 Disput

subject to the provisiens of paragraph 14 below refating to the any dispute arising out
of this Agreament, each Party shall be responsible for all of Its own attorneys’ fees, costs and
expenses incurred int connection with this dispute, the Litigation, including, hut not limited to,
those incurred in t 1e negotlation, preparation and execution of this Agreement,

10.  [intire Agreemant

This Agree nent constitutes the entire agreement between the Parties with respect to
the subject matter herein. All previous and collateral agreements, representations, warrantias,
promises and convditions are supersaded by this Agreement. Any representations, promises or

conditions relating to such subject matter not Incorporated into this Agreement shall not be
binding on any Paity.

11.  Sucgessors and Assigns

This Agreement shall be binding upon and inure to the benefit of the Parties hereto and
their respective SuCCES501S and assigns.

12, Ay e AR ; ibl

The Parties covenant and warrant that the persons whose signatures and [nitials appear
on behalf of them are duly authorized and empowered o execute this Agreement on behalf of

them and that this Agreement is legally binding and may be admitted in evidence and enforced
in a court of Ia?v.
(44)

Agua Craft: 7 Llﬁ

Scachen: gﬂﬁL,g%__
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13,  Execution

This Agreerr ent may be executed in counterparts, each of which shafl be deemed an
original and all such counterparts together shall constitute but one and the same instrument.
This Agreement may be executed by facsimile signatures, which shall be deemed for all
purposes as Origing s.

14,  Spverability

Should any drovision of this Agreement be held invalid or llegal, such provisien shall not
give rise to invalidite the Agreement but shall be construed as if to omit any invalid or illegal

part, and ali remaining rights and obligations of the Parties shall be construed and enforced
accordingly.

15,  Aftcrnaey Fees for Disputes Arlsing gut of this Agreement

should any actlon be commenced concerning or arlsing out of this Agreement, the
prevailing party shall be entitled to reasonable attorneys’ fees, costs, and expert witness fees,
including those Incurred in post-judgment enforcement efforts.

-

i6.  petuntion of Jurjsdiction and Vepue

{a) The court in the Litigation {The United States District Court for the Narthern
District of California) shall retain Jurisdiction to resolve any and all disputes concerning or
arlsing out of this Agreement elther (i} from the date of this Agreement plus three hundred
thirty [330) days {npproximately eight {8) months plus 90 days), or {if} ninety {90) days after
seachem notifies nqua Craft In writing that it has complied with paragraph 2 and 3 above,
whichever {5 scomar,

{b) Aftar the court In the Litigation no longer retains jurisdiction under paragraph
16(a) above, any action commenced by Aqua Craft against Seachem shall be brought in The
United States District Court for the Middle District of Georgla or any state court sitting within
The United States District Court for the Middle District of Georgia, subject to the provisions of
paragaraph 4, abcve,

{c) After the court in the fitigation no longer retains Jurisdiction under paragraph 16
{a} above, any action commenced by Seachem against Aqua Craft shall be brought In The
United States District Court for the Northern District of California or any state court sitting
within The Unitec States District Court far the Narthern District of California, subject to the
provisians of parzgaraph 4, above.

-
Page & of B
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AQUA CRAFT;

Ak

NESS WHEREOF, the undersigned have executed this Agreement effective as of
the Effective Date.

ANC.

Sudilte

e Michtr D et (Felt

A2

£
Title: e

Date: [ — ) [~ - cg':)//
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Aqua Craft: o
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SEACHEM LABORATORIES, INC.

y: jjé}_ , /})14»\./‘
Narme: Gﬂbérru} Mdrif\
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Title: { Eo
Date: 1“7—]'2‘7”
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Nonber | tumer word Mark s | Heroesd
+ [ as004104 | 3873356 | SEATHEDIEFERENCE | TARR LLYE
2 | 85116089 ACPPH TARR LIVE
3 851160§6 ACP PH TARR | LIVE
a | 85116063 ACP BUEEER + DKH TARR LIVE
s | £5116060 ACP 8.3 BUFFER TARR | LVE
6 | £5116059 ACP PH 8.0 TARR LIVE
7 | §5136055 C 7.5 TARR LIVE
f §§_1L_:1,§_QLZ ACP PH 7.0 TARR Vi
o | 115116049 ACP PH 6.5 TARR | LIVE
1 | 115116043 ACP PH G0 I_j.&_ﬂB. IVE
1l ;’ngilg 3260740 | ECOSEA TARR LIVE
12 | 1821 2904699 MAQ!EE AQUAR!ST TARR LIVE
13 | 18212440 2808223 MARINE ENVIRONMENT | TARR LIVE
14 | 78212427 ZB‘ISZDg BIO-SEA TARR WE
15 | 78212419 2797835 | MEE TARR LIVE
16 _78212@8 28731498 _CORAL MARIMNE TARR LIVE
17 28233;23 3209532 13022 PROCESS TARR ‘l___l_\ég
18 | 78212466 | 3202565 AQUA CRAFT PRODUCTS | TARR LIVE
19 | 77921973 _ggggﬁda AQUA CAL TARR LIVE
| 10| 77933174 | 3825450 | LIQUID ASBETS TARR | LIVE
1 22921975 3825124 | SEA SAFE TARR LIVE
w2 ) I7 71 | 3824668 RACE TARR LIVE |
23 | 77041360 | 3283960 | REEFAQUARIUM GUIDE | JARR I LVE
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Exhibit B

Serial Number Reg. Number Word Mark

WO 00 ~;m N b w b

Seachom:

—
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77927043
177804316
77583040
77582911
77582984
777172221
77669781
77583055
77582134
10 77582077
11 77582059
12 77582038
i3 77581098
14 77428824

oo MU
b

Live/Dead

AQUAVITRO LIVE

SEACHEM LIVE
3796650 FURPET LivE
3765969 JURASSIPET LIVE
3762186 AVIPET LIVE
3746548 TIMBLKTU OUTDOORS LIVE
3727572 [HSCUS BUFFER LIVE
37005968 TIMBUKTU OUTDQORS LIVE
3688434 ALERT LIVE
3615759 STABILITY LIVE
3815757 PURIGEN LIVE
3615753 PRIME LIVE
3615684 FLOURITE LIVE
3484867 REEF COMPLETE LIVE
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