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9 UNITED STATES DISTRICT COURT
« 10 NORTHERN DISTRICT OF CALIFORNIA
c
e n SAN JOSE DIVISION
5®
§ O 12 || GENENTECH, INC,, )  Case No.: C 10-2037 LHK (PSG)
= O )
20 13 Raintiff, ) ORDER DENYING PLAINTIFF'S
o0& V. ) MOTION TO STRIKE PORTIONS OF
07/ 14 ) EXPERT REPORTS
= THE TRUSTEES OF THE UNIVERSITY OF )
IS E 15 || PENNSYLVANIA, ) (Re: Docket No. 487)
nxe )
3 S 16 Defendant. g
s a7
L 18 In this patent infringement suit, PlaintEenentech, Inc. (“Genentech”) moves to strike
19 sections of two expert reports offered by Defemndanal Counterclaim-Plaintiff The Trustees of the
20 University of Pennsylvania (“the University”). @entech argues that the University failed to
21 produce certain underlying datarsidered by the Unersity’s expert witness Bryen Jordan
22 (“Jordan”) in his opening deatation and relied upon by Stu&@ronson (*Aaronson”) in his
23 expert report. Genentech argues that the omittedrrabshould have been produced pursuant to
24 Fed. R. Civ. P. 26(a)(2)(B)(ii), and that the Unsigr's omissions prejudiced Genentech'’s ability
25 to examine Jordan effectively during his depositiy testing the bases for his opinions. In effect
26 Genentech seeks to preclude testimony baséldose portions of the Jordan declaration and
27 Aaronson report that relate to the omitted material.
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The University responds that the mater@lght by Genentech largely consists of drafts,
notes, and preparatory materials generated byxibertethat are not discoverable by agreement o
the parties. In the attempt to avoid motion pragtibe University contends that it nevertheless
produced most of the information before Geerehtfiled its motion. The parties appeared for
hearing on March 6, 2012. For the reasons betlog/court DENIES the motion to strike.

|. DISCUSSION

Absent an agreement otherwise, Fed. R. i 26(a)(2)(B)(ii) madates the production of
“the facts or data considered by the [expert] witness in formirggdinions. Courts have read the
term “considered” to include information that @xpert reviews or generates, “regardless of
whether the experts actually rely on thasaterials as a basis for their opiniondursuant to Fed.
R. Civ. P. 37(c), a party failing to disclosgormation required under Rule 26(a) may not
introduce that information at trial, unless the failure was substantially justified or is harmless.
court also can impose appropriate sanctionsydet striking the offendig material from the
pleadings.

Here, Genentech and the University stipulatedriting that “[w]ith regard to expert
reports, the parties agree that drafts of ex@gorts, notes and othereparatory materials
generated by the expert, and communications wiplets that do not form a basis of the expert’s
opinions, are not discoverabl@As the party seeking religf,is Genentech’s burden to
demonstrate that the Universitiolated an obligation to prode the material that Genentech

claims is missing, justifying the request to stréignificant sections of the Jordan declaration and

! See S.E.C. v. Rey@¢o. C. 06-4435 CRB, 2007 WL 963422, at *1 (N.D. Cal. Mar. 30, 2007)
(citing Reg. Airport Auth. of awisville v. LFG, LLC460 F.3d 697, 715 (6th Cir.200&); re
Pioneer Hi-Bred Int| 238 F.3d 1370, 1375 (Fed.Cir.200Wyited States v. City of Torranck&63
F.R.D. 590, 593-94 (C.D.Cal.1995%ee also In re Google Adwords Litigatidto. C08-3369 JW
(HRL), 2010 WL 518738, at *2 (N.D. Cal. Dec. 8, 201Alstate Ins. Co. v. Electrolux Home
Prods, No. 09 C 6379, 2012 WL 13512, at *5-6 (N.D. Jan. 4, 2012) (holding that the broad
emphasis on disclosure under Fed. R. Civ. Pin2yding materials “considered” and not merely
“relied on” provides notice to ¢hopposing party and allowfective preparation for cross-
examination) (citing=id. Nat'l Title Ins. Co. of N.Yu. Intercounty Nat'l Title Ins. Cp412 F.3d
745, 751 (7th Cir. 2005)).

’Fed. R. Civ. P. 37.
% Docket No. 18 at 4 (Joint Case Management Statement).
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Aaronson expert repottThe court addresses in turn each omission that Genentech argues ser
a basis for its request.
A. ELISA Experiments

According to Genentech, Jordan performed three “ELISA” experiments on competition
binding between the 7.16.4 and Heroeantibodies, but in his decktron presented the results of
only one of those experiments. The two omig&gderiments purportedly showed a result of non-
competition between the antibodies, in contragh tine third experiment that supported Jordan’s
conclusion that the antibodies compete for bigdin HER2. In order to effectively examine
Jordan regarding his decision to omit the two experiments, Genentech 3ouggt’'s statistical
analysis of the experimental results, as wethasprotocol descriptits used. The University
produced some of these experimental recorddanuary 14, 2012, before Jordan’s deposition, b
Genentech contends that three of thedEfiles were unreadable “temp” fifeand that the
University never produced the origirfiles related to the temp files or confirmed that the origina
files no longer existefiGenentech also contenitst the experimental procol actually used by
Jordan is not the same protocddtis detailed irhis declaratiod,and that the University did not
produce the other protocols or alldordan to answer questiortsoat them during his deposition.

The University responds that it previouglgpduced all of the data upon which Jordan
relied, including his statistical analy§isnd that the “temp” files contain no data and are merely

automatically-generated artifact of Jardhaving saved and renamed three fil#mreover, the

* Genentech seeks to strikgyfiie 6 and related paragraphs@&¥ef the Jordan Declaration,
entitled “ELISA Experiments Demonstrate ti7at6.4 and Herceptin Spécally Bind to HER2

and Compete for Binding to HER2,” and #@responding paragraphs 86-110, 171, and 183 of
Aaronson opening report. Genentech also seeks to strike paragraphs 15-36 of the Jordan
Declaration, entitled “Bicore Experiments Demonstratatf?.16.4 and Herceptin Both Bind to
the Same Epitope at Domain IV of HER2yid the corresponding paragraphs 91, 103, 138-40, g
184, of Aaronson’s expert report.

® Docket No. 487 (Pl.’s Mot. to Strike), Exs. C-F.

® Docket No. 488-1 { 15 (Kushan Decl.).

" Docket No. 487, Ex. K 63:2-65:2053:23-155:15, 341:3-3481 (Jordan Depo.).

® Docket No. 511 at 2 (Def.’s Opp’n to Mot. &irike); Docket No. 512 2 (Haberny Decl.).
® Docket No. 513 {1 2-@ordan 3rd. Decl.). ;
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University argues that it did noeed to produce data related te ttvo experiments not included in
Jordan’s declaration, because those were praiyiexperiments used to optimize conditions ang
not relied upon by Jordan in arriving at his declaratfdnstead, the protocol used in the relevant
experiments was described in detail in Jordam& fleclaration and was the subject of extensive
review by Genentech during Jordan’s depositiore Uhiversity also argues that Genentech has
mischaracterized Jordan’s statements in contgnithat the protocol pduced was not the same
that he followed?

Having reviewed at length the materials submitted by the parties, including Jordan’s
declarations and the deposition sanpt excerpted by each side, the court is not persuaded thaf
University failed in any obligadin to produce material relatedttee ELISA experiments. If any
such failure occurred, it is not so substantigbgsistify the harsh sation sought by Genentech.
First, Genentech has presented no evidence to stibgtats claim that it is missing key statistical
data. Although Genentech argues thae of the documents it received explain how Jordan did
statistical calculations or contaihe formulas for the statisticaihalysis, Genentech asked Jordan
at his deposition for an explanation and, upon reegigne, did not press th&sue or suggest that
it was missing information it needétMoreover, the University has consistently represented thd
the unreadable Excel files do not contain substantive dadehat the statistical basis for Jordan’s
analysis of his experimental data was produced earlier as JORDAN0000045, 47 and 61.

Genentech offers no reason to suggiesse representations are false.

¥ Docket No. 513 1 17-19.
1 Docket No. 511 at 4.

12 Docket No. 487, Ex. K 48:16-49:10 (Q: And howd gou [generate thoseasistical analyses]?
A: That's just a standards T test using Excel. | looked at theréle data points — or this is, |
believe, six data points for each point determirihrggstarting binding, that is, how much of the
labeled antibody is binding to the total HERZ2tba plate, and then how much it decreases and
whether or not that decrease is statistically $igamt. Q: Okay. So you did that calculation just
with Excel? A: | did thatalculation with Excel. Q: And did yagive the file — the Excel files to
your lawyers? A: Yes, they should be somewhere. Q: Okay.”)

13 Docket No. 513 7 9 (confirming that the “entiiet of data upon which the ELISA experiments
included in my First and Secoikclarations were based, and updrich my opinions relating to
the ELISA experiments reflectaéa my First and Second Declaians are based” have been
provided to Genentech).

4
Case No.: C 10-2037 LHK (PSG)

ORDER DENYING MOTION TO STRIKEPORTIONS OF EXPERT REPORTS

—

the

his



United States District Court
For the Northern District of California

© 00 N o o b~ w N Pk

N N N N N DN DN NN R R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O 0N WwN B O

As to the University’s non-production pfotocols that were used during the omitted
ELISA runs, Genentech has not demstrated that these experiments formed any part of Jordan
opinions as expressé his declaratior? The protocol descriptionsight fall within the broad
scope of Fed. R. Civ. P. 26(a)(2)(B as “facts or data consideat” because Jordan created them
in the course of considering his final experinaémiethod. Genentech does not offer, however, a
explanation as to how the protoawscriptions developed during tbarlier iterations of Jordan’s
experiments fall outside of thepp@s’ agreement regarding preptory materials that do not form
a basis of the expert’s opinions. Jordan is tramspdhat he did not includa his declaration those
protocols for earlier ELISA assays because heidered them to be piaof the optimization
process — that of “determing conditions that worked™ He states that thoseotocol did not form
the basis for his opiniort§.Furthermore, Genentech has the actiagh that resulted from Jordan’s
experiments, as well as Jordan’s statements atgigosition regarding éhdiscrepancy between
the number of concentrations of antibody to lstete according to therotocol and the number
actually tested® This number was well known to Genentech because Figure 6 of Jordan’s
declaration sets forth how mangncentrations were tested.

In sum, Genentech has not demonstratedthi@atniversity’s production of Jordan’s
experimental data was incomplete, or thatltmiversity was obligated to produce additional
information related to protocotkat did not form the basis for the experimental run upon which
Jordan relies in his declaration. Genentech’s motion to $tigege 6 and paragraphs 37-64 of
Jordan’s declaration, and pgraphs 86-110, 171, and 183 of tha@dwson report is therefore
DENIED.

14 Jordan'’s third declaration, submitted in respotusthis motion, expressly states that he
exchanged drafts of the protocolkdaption with counsel for the Uravsity and that “[t]hese drafts
did not form a basis for any opam in my report.” Docket No. 5198 19.

'*> SeeDocket No. 487, Ex. K341:2-342:5; Docket No. 518 17.

'® Docket No. 5137 17; Docket No. 511 at 4-5.

" Docket No. 51319 15-17.

'8 Docket No. 487, Ex. K 63:2-65:20.
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B. Biacore Experiments

Following the ELISA experiments, Jordan usetBiacore” instrument system to test the
binding of 7.16.4 and Herceptin antibodies to aipaldr site on HER2. Geentech argues that
Jordan discarded key records from his Biacore experiments, without which Genentech was u
to verify whether certain resulpgesented by Jordan in his dectama correlated to which of the
two antibodies and under what conditidhi§hese records comprise handwritten notes that Jord
and his technician generated tack which samples were being gt a particular time on the
Biacore instrument. In addition, Genentech ardgbasit has been unable to examine Jordan and
Aaronson’s statements at depasitregarding the qualityr suitability ofcertain batches of
reagents use in the Biacore experiments because the University never produced records of tf
antibody batches that were used.

The University responds that Jordan caesily transferred #ginformation in his
handwritten notes to his electroffiles, which were produced in fuff. The University also points
out that although it did produce Jordan’s notestebnically, it was under no obligation to do so
under the parties’ agreement not to produce “natelsother preparatory matds.” Regarding the
source or batch of the reagents used in thedBégaexperiments, the University affirms that both
the Jordan declaration and ther&ason report provide the identity the source of the antibodies
used in the experiments as well as thference code used by the supgfidihe University also
argues that Genentech’s belateguest for receipts for the antibedithat Jordan used — almost
seven weeks after it received the Jordan datitar and two weeks after Jordan’s deposition —
belies any argument that the rgasiconstitute “key records” evould help Genentech assess the
guality of the antigens. This is especially tgreen that Genentech’s expacientists used the

same 7.16.4 antibody from the same so@ffdde University further points out that in response td

¥ Docket No. 487 at 4.

?® Docket No. 51311 10, 12-14.

2 Docket No. 512, Ex. § 94 (Aaronson Report), Ex.971 17, 39 (Jordan 1st Decl.).
?2 seeDocket No. 511 at 3-4.
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this motion, it proposed a mutual exchange ofipgsef antibody purchases by each side, to whi
Genentech declined.

The court is not persuaded tlegther of the alleged omisgis has prejudiced Genentech’s
ability to examine the data generated by JordBrdsore experiments. Gemech has not disputed
the University’s representations that all of the infation in Jordan’s handitten notes was in fact

transferred and produced electieally. Although Genentech woulike to access lab notes that

might facilitate its cross examination of Jordagameling the graphs in his declaration and whethe

they correlate to the antibodistgated, Genentech previously @gd to the non-production of just
such notes. Genentech thus hasdemhonstrated why the failure poeserve Jordan’s written notes
merits any sanction.

Regarding purchase records of thelaodies used, Genentech similarly has not
demonstrated that those records should have fir@eiuced in the first stance or that their non-
production prejudiced Genentechiig expert examinations. Jordan and Aaronson reference in
their deposition testimony the fatiat certain runs on the Biacarechine were affected by the
guality of the antibody or podse interference caused by theffer in which the antibody was
suspended’ Their respective declaration and reporyide the source information for all of the
antibody material used in the experiments, aed.thiversity has confirmed that no other sources
were used. To the extent that Genentech seeltsaltenge the reliability of the experimental
results presented in Jordan’s declaration amsicdered by Aaronson fordhieport, it is unclear
how purchase receipts or recemf the particular batch ahtibody used would add anything
further to the deposition testony and to the experimentakrdts already on the record.

Because Genentech has not demonstratedhinainiversity’s non-production of Jordan’s
handwritten notes or of purchaseeords from the antigen soungas in violation of a discovery
obligation or prevented Genentech from efifeely examining the University’s experts,
Genentech’s motion to strike iagraphs 15-36 of Jordan’sdigration, and paragraphs 91, 103,
138 to 140, and 184 of the Aaronson report is also DENIED.

%3 Docket No. 512, Exs. 2, 3 (email exchange between etu#188/2012, 2/29/2012).

24 Docket No. 487, Ex. K 330:22-334:18;, Ex. S 146:5-149:24 (Aanson Depo. Rough Tr.).
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[I. CONCLUSION
The University did not withholdny key information in regar the Jordan declaration ang
subsequent deposition. The information that Gesamtlaims was necessary was either provide
not discoverable by agreemt of the parties, or not proventie prejudicial. Genentech’s motion
to strike is DENIED.
Dated: 3/15/2012

PAUL S.GREWAL
UnitedStatedMagistrateJudge
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