Avago Technolodgies Fiber IP (Singapore) PTE. Ltd. v. IPtronics Inc. et al Doc. 290
1
2
3
4
5
6
7
8 UNITED STATES DISTRICT COURT
9 NORTHERN DISTRICT OF CALIFORNIA
s 10 SAN JOSE DIVISION
c
& 11 || AVAGO TECHNOLOGIES FIBER IP )  CaseNo.: C 10-02863EJD PSQ
5 (SINGAPORE) PTE LTD. )
Q0 12 ) ORDER RE: DEFENDANTS’ FIRST
O Plaintiff, )  AND SECOND MOTIONSTO
25 13 V. ) COMPEL
KZR= )
o2 14 | IPTRONICS, INC, ET AL, ) (Re: Docket Ncs. 232, 248)
3 )
O C
sz I Defendars. )
Es )
T 0O 16
Lz
5%’ 17 In this patent infringement subeferdants IPtronics, Inc. and H&hics A/S (collectively,
L 18 “IPtronics”) bring two motions to compel further discovery. In the first motion to chniisonics
19 moves to compel further responses to its first set of interrogatories aadatglset of document
20 requests. In the second motion to comftonics moves to compall of thediscovery that
21 Plaintiff Avago Technologies Fiber IP (Singapore) PTE Ltd (“Avagn8viousy agreed to
22 produce as well as electronic copies of documents and materials from Avago’gigatoth
23 against Emcore Corporation (“Emcore”) before the International Traden@@smon. Avago
24 opposes both motions. On September 18, 2012, the parties appeared for hearing. Having reviewe
25 the papers and considered the arguments of counsel,
26 IT IS HEREBY ORDERED that IPtronics’s first motion to compel is GRANFE -
27 PART.
28
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Although discovery has been miimg for more than two yeafsPtronics contends that
Avago has refused to provide IPtronics with interrogatory responsesiregtre following: (1)
contentions that specifically point out where each limitation of each asskitadscfound within
each of the ten IPtronics products accused of infrindgiagpaitentsn-suit (interrogatory no. 6)2)
an accounting of the damages sought by A agerrogatory ne. 8and14), (3) secondary
considerations of non-obviousness to rebut IPtronics’ assertion that the patemialates
obvious in view of the references listed in IPtronics’ January 4, 2011 invalidity content
(interrogatory no. 11); and (4) explanations as to how each of the 113 individual Avago produ
alleged to practice one of the claimed inventions actually do@stsaogatory no. 6). Avagalso
isalleged to haveefused to produce: (1) license agreements to the patestst and any
communications related to the negotiation of those agreements, which are delewtint to
damages in the instant cgsl®cument request no. 628d (2) documents related to
representations made by Avago or its predecessors in interest to variousissattdsy
organizationg“SSOs”) concerning standards that are practiced by products embodying the
claimed inventions, which are relevant to issues of infringement and enforceatdifieypatents-
in-suit (document request nos. 47, 48, 50, 54, 55, 57, 58, 59, 60 anEt&@llics complainshat
Avago either objects that the discovery sought is irrelevatitabit merelypromises to produce
the discovery “when necessary.”

Avago responds that even though IPtronics has waited more than 16-18 months to bri
motion, Avago previously agreed to prodwcdPtronicsmost of the discovery sougl#ccording
to Avago, IPtronics brought this motion ordfter: (1) IPtronics failed to invalidatee patentsn-
suit through reexamination and the PTO issued reexamination certificationshfqralbentsn-
suit; (2) the parties presented technical tutorials and claim construction atguhamay result
in an order favoring Avago’s infringement positions; @)dAvago filed a flawe@ddministrative
motion to de-designate or modify the protective order. In other words, Avago thaitriBtronics

has manufactured an urgency to its motion that does not exist @hengiseunwarranted. Avago

! See Docket No. 263. At the parties’ request, the presiding judge modified the scheddkngoor
permit discovery to close on May 3, 2013.
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nevertheless joins in IPtronicsiotion to the extent it is allowed to supplement its Pat. L-R. 3
infringement contentions. Avago continues to object, however, to document requests seeking
information regarding (1) Avago’s participation in standard setting orgamzatnd (2)
negotiations and discussions leading up to any agreement. Avago continues to disputesthait
these two categories of documents sought is relevant.

As an initial matter, Avago masuppgementits Pat. L.R. 3-1 infringement contentioirs.
light of the additional discovery produced and the parties’ agreement that amersiwamanted,
the court is satisfied that good cause has been shown to grant this requesicarse [Avago has
agreed to supplemerall of its interrogatory responses, the court will focus on the document
requestsnvolving the two documentategoriego whichAvago objects. Avago’s supplemehta
infringement contentions and interrogatory responses that Avago previouslg sgpeeduce
shall be produced no later than October 31, 2012.

Turning to the disputed document categoriegonics argues thabdumentselated to
Avago’s participation in variaSSQs promulgating specifications related to the technologies at
issue is relevano its defensesin prior litigationbefore the International Trade Commission
Avago alleged that the ‘447 Patent is not essential or necessary for compliincertain
multisource agreements or standards in which Avago and its predecessormsvaied because
there are ways by which the standards can be practiced without infringidglihBatent. Indeed,
JudgeEssexhasfound that the ‘447 Paterd not essential or necessary for compliance because
‘447 patent requires a VCSHEiith an aperture greater than eight microns, whereas the evidend
presented indicated a VCSEL with an aperture smaller than eight microns wouty avith the
industry standard. IPtronics therefore argues that representations madagoyand its
predecssors to anpSOof which it was a part bears directly on what constitutesimioimging
uses of IPtronics’ accused devices.

Avago responds that IPtronics has not pleatgdofthedefenses of estoppel, implied
license, waiver or patent unenforceability and therefore the discogargought is not relevant.
Avagoalsonotes that it informed IPtronics that the patentsuit have never been required to be

identified by the terms ainy SSO nor has Avago identified either of the patents in responsg to
3
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SSO’scall for patents. Both the industry standards and the patestst are publicly available yet
IPtronics has not identified any standards from which the patestat wereimproperly withheld.
Avagoalso notes that IPtronics’ mischaracterizedgeEssexs finding. While Judgé=ssexdid
hold that the ‘447 Patent was not essential or necessary for compliance with asguragd
agreementhat Avago participates, the rulig was madenot because the ‘447 Patent requires a
VCSEL with an aperture greater than eight micrdns ratheit wasbased on the conclusion that
industry standards do not specify an aperture size. Avago argues that becaussitreat®out
whether the ‘447 Patent is necessary to practice an industry standard does notheisizendf
the VCSEL aperture, IPtronics’ argument is false and has no bearing on édagtrine of
equivalents infringement theory.

Here,the presiding judge recently granted Avago’s motmrieave to file an amended
complaintand IPtroniczonfirmed at oral argument that it wilead theadditionaldefensesvhen
it files its answer® Whatever the ultimate merits of the parties’ respective positenguse these
defenses put the issue of Avago’s SSO representations squarely within the lmepdsrelevant
infringement-related information, discovery concerning these represastéiplainly appropriate.

As for thelicense agreements for the patein-suit, Avago does not dispute that they are
generallydiscoverableAvago does dispute, however, that negotiations and discussions in advi
of those agreements are subject to additional protections against discovery.

The court agrees with IPtronics. The Federal Circuit has thrown open disobedir
licenses to the patents-suit.> As for the negotiations and discovery of discussions leading up t
any agreement, this court has held that such discovery is appréphiaite their admissibility

might ultimately be rejected by the presiding judgjérial’ the court canot discern fromany of

2 See Docket No. 259.

¥ See ResQNet v. Lansa, 594 F.3d 860, 871-87Fed. Cir. 2010).

* See Phoenix Solutions, Inc. v. Wells Fargo Bank, 254 F.R.D. 568, 583 (N.D. Cal. 2008) (“at a
minimum, discovery of licensing/settlement negotiations is reasonably calciddézdl to
relevant admissible evidence”).

*Seeid.
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the relevant case lapresented by Avaganymediationbased exceptioto discovery of these
materials

IT IS FURTHER ORDERED that IPtronics’s second motion to compel is KBRZD.

DespiteAvago’s promises to do so, IPtronics contends that Avago has failed to produc
following discovery: (1thesupplementahterrogatory responses addressed ap@)eadditional
documents from custodians identified in IPtronics May 21, 2012 letter; (3) docunspuasiwe
to document request nos. 51, 53 and 56; (4) documents evidencing Avago’s royalty stream
generated by licensing the patemtssuit; and (5) electronic copies of documents related to the
Emcore action which Avago has made available for inspection at its offib@sd copy form.

Avago responds that the second motion to compel is ma@dte#tdyhas produced more
than 500,000 pages of responsive documents to IPtronics. And as for the 44 boxes of docum
from the Emcore ITC action, Avago made these available to IPtronics for tiaspaied copying
more than a year ago. IPtronics chose not to review them. Asxaagindertook additional
expense by retrieving these sadueuments from a warehoues a second time in May 2012.
While there is no requirement that Avago convert documents into a different format, édag
download publicly available documents from the ITC and produced them to IPtronics. Like
IPtronics, Avago too, is burdened by using paper copies but should not have to bear the exp4q
convertingthem to electronic format lass it chooses to do db.IPtronics wants the documents in
electronic format, it should undertake that expetssf.

In light of the representations made by Avago, to the extent Avago’s productiaimsem

deficient in any category that it promisedpimduce discovery, it should do so no later than

October31, 2012. In additionby this same order, if Avago has any documents from the Emcore

ITC actionin electronic form, Avago shall prode them

All other relief requested by either motiorD&NIED.
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IT 1S SO ORDERED.

Dated: 10/19/2012
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PAUL S. GREWAL
United States Magistrathudge
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