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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
JACKSONVILLE DIVISION

MPS IP SERVICES CORP.,
a Florida corporation; and,
MODIS, INC., a Florida corporation,

Plaintiffs,
vs. CASE NO. 3:06-cv-270-J-20HTS
MODIS COMMUNICATIONS, INC.,
a Canadian corporation; and,
RICHARD GODWIN, a Canadian

resident,

Defendants.

ORDER

This cause is before the Court on Plaintiffs' Motion to Allow
Service of Process by Alternative Means (Doc. #10; Moticn), filed
on May 9, 2006.

Plaintiffs request that the Court permit them to serve
Defendants through alternative means, namely "email, facsimile, and
regular mail." Motion at 3. They assert an inability to effect
service via traditional methods due to the apparent lack of a
current valid physical address for Defendants, a Canadian
corporation and its sole owner and shareholder. Id. at 2-3; see
Return of Service, attached to Summons in a Civil Case (Docs.

##8,9), at 2, filed on April 28, 2006; Complaint for Injunctive
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Relief (Doc. #1; Complaint) at 3, filed on March 23, 2006.
Plaintiffs also state they have been in previous contact with
Defendants through their allegedly infringing website www.modis.com
and therefore that "email via the . . . website provides a reliable
means of communication[.]" Motion at 4.

Pursuant to Rule 4(f), Federal Rules of Civil Procedure
(Rule(s)), "service upon an individual®® [in a foreign country] may
be effected in a place not within any judicial district of the
United States . . . by other means not prohibited by international
agreement as may be directed by the court." Althocugh the Rule
provides several methods for serving a foreign individual or
corporation, it has been held there is no requirement that a party
first exhaust those methods Dbefore petitioning a court for
permission to use alternative means under Rule 4(f) (3). Rio
Properties, Inc. v. Rio Int'l Interlink, 284 F.3d 1007, 1014-1¢6
(9th Cir. 2002).

Thus, Plaintiffs' request may be granted so long as service by
email, facsimile, or regular mail does not vioclate any
international agreement. Both the United States and Canada are
signatories to the Convention on the Service Abroad of Judicial and
Extrajudicial Documents 1in Civil or Commercial Matters (Hague

Convention), Nov. 15, 1965, 20 U.S.T. 361l. Article 19 of the Hague

! Rule 4 (h) provides that "service upon a . . . foreign corporation
shall be effected . . . in any manner prescribed for individuals by
subdivision (f)[.]"
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Convention permits service by any method allowed by the internal
laws of the country in which service is made. British Columbia?
(Canada) Supreme Court Rule 12(l) provides for court ordered
substituted service "[w]lhere for any reason it is impracticable to
serve a document[.]" Service of process by email has been held not
to be in contravention of the laws of British Columbia. See
D'Acquisto v. Triffo, No. 05-C-0810, 2006 WL 44057, at *2 (E.D.
Wis. Jan. 6, 2000). Likewise, service by facsimile and regular
mail would not appear to offend either the Hague Convention or the
laws of British Columbia.

Based on the foregoing, the Motion (Doc. #10) is GRANTED and
Plaintiffs may perfect service by the following methods: 1) email
through Defendants' website www.modis.com; 2) facsimile; and 3)
regular mail.

DONE AND ORDERED at Jacksonville, Florida, this 30th day of

May, 2006.

[s/ Howard T. Snyder
HOWARD T. SNYDER
UNITED STATES MAGISTRATE JUDGE

Copies to:

Counsel of Record and
pro se parties, if any

2 Defendant Modis Communications, Inc.'s registered business address is
located in British Columbia, Canada, and Defendant Richard Godwin is believed to
reside 1n British Columbia. Complaint at 2-3.
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COnly the Westlaw citation is currently available.

United States District Court, M.D. Florida,
Jacksonville Division.

MPS IP SERVICES CORP. a Florida corporation;
and Modis, Inc., a Florida corporation, Plaintiffs
v.

MODIS COMMUNICATIONS, INC., a Canadian
corporation; and Richard Godwin, a Canadian resi-
dent, Defendants.

No. 3:06-CV-270-VMC-HTS.

March 6, 2007.

Jeffiey S. York, Michael T. Fackler, McGuirewoods
LLP, Jacksonville, FL, for Plaintiffs.

ORDER

YIRGINIA M. HERNANDEZ COVINGTON,
United States District Judge.

*1 This cause comes before the Court upon Plain-
tiffs’, MPS IP Service Corp. (“MPS IP”) and Modis,
Inc. (collectively, “Modis™), Motion for Final Default
Judgment and Permanent Injunction against Defen-
dants, Modis Communications, Inc. and Richard
Godwin (collectively, “Defendants™). The Clerk pre-
viously entered default against Defendants. [Dk. 24]
For the reasons stated below, including the findings
of fact and conclusions of law, the Court hereby en-
ters a Default Judgment and Permanent Injunction
against the Defendants.

1. Standards for Permanent Injunction and Award
of Attorney's Fees

To establish entitlement to a permanent injunction,
Modis must show: (1) that it has prevailed in estab-
lishing the violation of the right asserted in the com-
plaint; (2) there is no adequate remedy at law for the
violation of this right; and (3) irreparable harm will
result if the court does not order injunctive relief,
Ebay, Inc. v, Mercexchange, LLC. 126 S.Ct. 1837
(2006); Alabama v. U.S. Army Corps_of Engineers,
424 F.3d 1117, 1128 (11th Cir.2005)(citing Newman
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v. Alabama, 683 F.2d 1312, 1319 (11th Cir.1982). To
establish trademark infringement and unfair competi-
tion, Modis must establish two elements: (1) that
Defendants used Modis' marks in commerce without
authorization, and (2) that the unauthorized use is
likely to deceive, cause confusion, or result in mis-
take. McDonald's Corp. v. Robertson, 147 F.3d 1301
1307 (11 th Cir.1998). Modis is entitled to its attor-
ney's fees if the case is an “exceptional case.” 15
U.S.C. § 1117(a). An exceptional case is one where
the conduct complained of can be characterized as
deliberate and willful. PetMed Express, Inc. v. Med-
Pets. Com. Inc., 336 F.Supp2d 1213, 1222

(8.D.Fla.2004).

IL Findings of Fact

Based on the well-pleaded allegations of the Com-
plaint, [Dk. 1] which are taken as true based on De-
fendants' failure to respond, and the unrefuted evi-
dence presented, including the sworn Declaration of
Tyra Tutor submitted by Modis [Dk. 6], the Court
finds as follows: &

FN1. Tyra Tutor's declaration was made un-
der penalty of perjury and dated. “Under 28
U.5.C. § 1746 unsworn declarations which
are in writing and which are subscribed by
the declarant ‘as true under penalty of per-
jury, and dated’ can be treated with like
force and effect as sworn declarations and
affidavits.” PetMed FExpress, Inc., 336
F.Supp.2d 1217, n. 1 (S.D.Fla.2004). Ac-
cordingly, in granting a default judgment
and permanent injunction, the Court can ref-
erence the undisputed factual averments in
Tutor's declaration. See SEC v. Western
Gold, Inc., Case No. 85-3506-CIV-SCOTT,
1986 U.S. Dist. LEXIS 26260 (S.D. Fla.
April 25, 1986)(making findings of fact and
conclusions of law “[b]ased on the affidavits
submitted by the [Plaintiff] which are undis-
puted”).

1. Modis is the owner ™ of the trademark “MODIS”
(the “MODIS Mark™) in the United States in the
classes of (I) consulting services in the field of in-
formation technology (“IT”); and, (ii) temporary

© 2010 Thomson Reuters. No Claim to Orig. US Gov. Works.




Not Reported in F.Supp.2d, 2007 WL 723841 (M.D.Fla.)

(Cite as: 2007 WL 723841 (M.D.Fla.))

staffing services. MPS IP owns federal trademark
registrations for the MODIS Mark based on use in
commerce since at least as early as October 24, 1997.
[Dk. 6 § 5] Modis is in the business of providing IT
consulting, staffing, and other consulting services in
the United States, Canada, the United Kingdom, and
Western Europe. Modis holds itself out to the general
business public under the MODIS Mark and utilizes
the MODIS Mark in connection with its business of
providing IT consulting, staffing, and other consult-
ing services to its customers. [Dk. 6 § 7]

EN2. MPS IP owns and holds either directly
or by assignment from MPS Group these
MODIS federal trademark registrations and
licenses the MODIS mark to its affiliate,
Modis, Inc., for use by Modis, Inc. in its in-
formation technology consulting and staff-
ing services business. [Dk. 6 1 5]

2. Specifically, MPS IP owns the following registra-
tion numbers in the classes indicated: 2,715,212
(consulting services in the field of information tech-
nology); 2,195,542 (temporary employment staffing
services) (assigned from MPS Group to MPS IP);
2,207,351 (temporary employment staffing services)
(assigned from MPS Group to MPS IP); and
2,382,351 (consulting services in the field of infor-
mation technology). [Dkt. 1, Exs. “A,” “B,” “C,” and
“D”] Modis is also the owner of the Canadian trade-
mark “MODIS” in the class of IT consulting services.
[Dkt. 1, Ex. H]

*2 3. Since at least as early as October 24, 1997,
Modis or its predecessors in interest or affiliates have
continuously offered IT consulting, staffing, and
other consulting services to its customers under the
MODIS Mark in interstate commerce. [Dk. 6 § 8]
Modis has devoted substantial time, money, and ef-
fort to marketing and promoting the MODIS Mark
through a number of channels, including, but not lim-
ited to, direct mail, sales sheets, brochures, maga-
zines, online internet postings (such as via Mon-
ster.com), and direct targeted email. [Dk. 9] Modis
also promotes and offers its services on its website
located at www.modisit.com. The MODIS Mark is
prominently displayed on Modis' website, advertis-
ing, and promotional materials distributed throughout
the United States and elsewhere. [Dk. 6 § 9]

4. At all relevant times, Modis has exercised great
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care, skill, and diligence in the conduct of its business
and has maintained uniform standards of high quality
in offering services under the MODIS Mark. [Dk. 6 §
10] As a result, the MODIS Mark has achieved sub-
stantial consumer recognition and corresponding
goodwill among its customer base across a diverse
number of industries. Through its use of and promo-
tional activities in connection with the MODIS Mark,
Modis has established the MODIS Mark as a valu-
able and prominent indicator of a single source of
uniformly high-quality IT consulting, staffing, and
related services. The MODIS Mark is a strong mark
that identifies the MODIS Mark with Modis' high
quality services. [Dk. 6 § 11]

5. Notwithstanding Modis' ownership of the MODIS
Mark, Defendants offer and have continued to offer,
advertise, and provide IT consulting, staffing, and
consulting services identical to or closely related to
those offered by Modis throughout the United States,
including Orange Park, Florida (located in this Dis-
trict), through Defendants' website, www.modis.com;
postings to this website have occurred as recently as
January 8, 2007, after Defendants were served with
the Complaint. [Dk. 6 § 18; Motion for Default
Judgment and Permanent Injunction, Ex. “A”]

6. Defendants' use of the MODIS Mark was and con-
tinues to be without authorization or permission from
Modis. [Dk. 1 99 25-33]

7. Defendants' use of the MODIS Mark has created
customer confusion regarding the source, origin, or
sponsorship of Defendants' products, and Defendants
are attempting to improperly capitalize on Modis'
goodwill and business reputation. [Dk. 6 1Y 24, 25]

8. Defendants' use of the MODIS Mark and the
www.modis.com domain name has caused and
threatens to continue to cause Modis irreparable in-
jury in loss of goodwill and business reputation. [Dk.
6 923]

9. Modis' injuries are unquantifiable, and as such
there is no adequate remedy at law. [Dk. 6 23]

10. Defendants' use of the MODIS Mark was and
continues to be intentional, willful, and in bad faith.
Defendants tailored the domain name and their busi-
ness to specifically capitalize on Modis' goodwill and
business reputation. [Dk. 1 4937, 38]

© 2010 Thomson Reuters. No Claim to Orig. US Gov. Works.
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HI. Conclusions of Law

*3 The Court has subject matter jurisdiction pursuant
to 28 U.S.C. §§ 1331, 1332, 1338, 1367(a). The
Court has personal jurisdiction over the Defendants
because Defendants have committed trademark in-
fringement, unfair competition, trademark dilution,
and other actionable misconduct within this District;
because Defendants have purposefully directed their
activities towards forum residents; and because De-
fendants have caused injury to Modis and its intellec-
tual property in this District.

Defendants failed to respond to Modis' Complaint
and the Clerk, pursuant to Fed.R.Civ.P. 55 and upon
Motion by Modis, entered a default against the De-
fendants for failure to answer the Complaint.

Modis is entitled to default judgment against Defen-
dants pursuant to Fed.R.Civ.P. 55 on all of its claims
set forth in the Complaint for federal trademark in-
fringement, federal and common law unfair competi-
tion, trademark dilution, and deceptive and unfair
trade practices, and a permanent injunction against
Defendants pursuant to Fed.R.Civ.P. 65. Modis has
established that Defendants have infringed upon the
MODIS Mark and engaged in unfair competition and
other actionable misconduct. Defendants have used
the MODIS Mark in commerce without authorization
and in the same or similar line of business as Modis'
business. Defendants’ use of the MODIS Mark has
caused actual consumer confusion and is likely to
continue to confuse, deceive, and result in further
consumer confusion and mistake as to the source of
Modis' and Defendants' services in the form of the
consuming public: (i) continuing to wrongly associ-
ate Modis with Defendants; (ii) continuing to believe
that Modis is somehow affiliated or connected with
Defendants or has approved Defendants' services; or
(iii) confusing Defendants and their services with
Modis. Moreover, Modis will suffer irreparable in-
Jury if an injunction is not granted, and there is no
adequate remedy at law to compensate Modis for its
injuries.

The Court also concludes that this is an exceptional
case, entitling Modis to its attorney's fees. As noted, a
case is exceptional if the infringement can be classi-
fied as deliberate or willful. Several courts have de-
fined willful infringement “ ‘as when the infringer
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acted with actual knowledge or reckless disregard for
whether its conduct infringed upon the plaintiff's
copyright.” “ Petmed Express, 336 F.Supp.2d at 1220
(quoting Arista Records, Inc. v. Beker Enters. 298
E.Supp.2d 1310, 1312 (S.D.Fla.2003)). Defendants
have been served with the complaint, the motion for
preliminary injunction, and the motion for default
Jjudgment and permanent injunction. (Doc.21, 22, and
27). Clearly, the Defendants are on notice of their
infringement. Moreover, willfulness may be inferred
from the Defendants' default. Id. (citing Arista Re-
cords, 298 F.Supp.2d at 1313). For the foregoing
reasons, the Court finds that the Defendants have
willfully infringed on the Modis Mark. Accordingly,
Modis is entitled to recover its reasonable attorney's
fees from Defendants.

IV. Order

*4 Based on the foregoing factual findings and for
good cause shown, the Court hereby enters: (I) De-
fault Judgment in favor of Modis and against Defen-
dants as to Modis' claims for federal trademark in-
fringement, federal and common law unfair competi-
tion, trademark dilution, and unfair and deceptive
trade practices; and, (ii) a Permanent Injunction in
favor of Modis; the Court further orders in connec-
tion thereto that Defendants, their officers, agents,
servants, employees, attorneys, and those persons in
active concert or participation with them who receive
actual notice of this Default Judgment and Permanent
Injunction, pursuant to Fed.R.Civ.P. 65, are PER-
MANENTLY ENJOINED, directly or indirectly,
from:

(a) using or continuing to use the MODIS Mark or
Modis' trademarks in any infringing manner;

(b) using any mark or name confusingly similar to the
MODIS Mark or any of Modis' trademarks in con-
nection with the marketing, advertising, or provision
by Defendants of IT consulting, staffing, or other
consulting services similar in any way to those that
Modis offers to its customers;

(¢) directly or indirectly representing to the public
that Defendants are affiliated with or licensed, spon-
sored, authorized, or approved by Modis; and,

(d) using and maintaining the infringing website
www.modis.com to advertise, market, promote, or

© 2010 Thomson Reuters. No Claim to Orig. US Gov. Works.
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provide IT consulting, staffing, or other consulting
services similar in any way to those that Modis offers
to its customers.

The Court further ORDERS that:

(a) Defendants file with this Court and serve on
Modis' counsel within thirty (30) days after entry of
this Default Judgment and Permanent Injunction a
sworn written statement as provided in 15 US .C. §
1116 setting forth in detail the manner and form in
which Defendants have complied with the require-
ments of this Default Judgment and Permanent In-
junction;

(b) Defendants, their agents, servants, employees,
attorneys, and those persons in active concert or par-
ticipation with them who receive actual notice of this
Default Judgment and Permanent Injunction, in con-
nection with any future operation of any www.modis
.com website that Defendants claim does not infringe
upon the MODIS Mark as the Court has found herein
or otherwise violate the terms of this Default Judg-
ment and Permanent Injunction, must post a promi-
nent disclaimer in the upper portion of the first page
of any such website (or any other similar website
address such as www.modis .net or www.modis.org)
and the upper portion of all other pages of any such
website, as follows:

THIS WEBSITE IS NOT AFFILIATED WITH THE
INFORMATION TECHNOLOGY SERVICES AND
SOLUTIONS PROVIDER, MODIS, INC. MODIS,
INC.'S WEBSITE CAN BE FOUND AT
WWW.MODISIT.COM.

(c) Modis is entitled to its reasonable attorney's fees
pursuant to 28 U.S.C. § 1125. Modis shall provide
the Court with appropriate affidavits concerning its
reasonable attorney's fees incurred in this action
within ten (10) days of the entry of this Default
Judgment and Permanent Injunction; and,

*5 (d) The Court retains jurisdiction of this action to
enter further orders regarding the attorneys' fees mat-
ters addressed in (d), above, to award costs, and to
enforce compliance with the terms of this Default
Judgment and Permanent Injunction as necessary.

M.D.Fla.,2007.
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MPS [P Services Corp. v. Modis Communications

Inc.
Not Reported in F.Supp.2d, 2007 WL 723841
(M.D.Fla.)
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