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s 10 SAN JOSE DIVISION
f=
S 11 || FUJITSU LIMITED, )  CaseNo.: 10-CV-03972+ HK
£ )
ao 12 Plaintiff, )
8“‘6 ) ORDERGRANTING IN PART AND
g 13 V. ) DENYING IN PARTMOTIONS FOR
25 )  SUMMARY JUDGMENT
5-‘03 14 BELKIN INTERNATIONAL, INC.; BELKIN, )
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50 15 || SYSTEMS, INC.; NTGEAR, INC.; ZYXEL )
k= COMMUNICATIONS CORP@RATION; and )
32 16 ZYXEL COMMUNICATIONS, INC., )
= )
SE 17 Defendants )
S 18 )
19 Plaintiff Fujitsu, Ltd. (“Fujitsu”) brings this action for patent infringementiagia
20 Defendants Belkin International, Inc. (“Belkin”);-0Onk Corp. and D-Link Systems, Inc. (“D-
21 Link”); and Netgear, Inc. (“Netgear(3ollectively, “Defendants”): Before the Court are three
22 fully-briefed motions: (1) Fujitsu’s Motion for Summary Judgment and Summary Adjuhczti
23 Infringement of U.S. Patent No. Re. 36,769 (“the '769 Patent”), ECF No. 255 (“Infrimjeme
24 Mot.”); (2) DefendantsMotion for Summary Judgment of Invalidity, ECF No. Z59@validity
25 Mot.”); and (3) Defendants’ Motion for Summary Adjudication of No Willful Infringemhand No
26
27 ! This action was originally also brought against Defendants Zyxel Comatiamis Corp. and
o8 Zyxel Communications, Inc. (“Zyxel”). On September 10, 2012, Fujitsu and Zygdldil
stipulation of dismissal with prejudice. ECF No. 293.
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Active Inducement, ECF No. 2g§WWillfulness Mot.”). The Court held a hearing on dir¢e
motions on September 20, 2012. Having considered the parties’ submissions and argument
relevant law, and for the reasons discussed below, the Court GRINNFART and DENIES IN
PART Fujitsu’s Motion for Summary Judgment and Summary Adjudicationfahdrement;
DENIES Defendants’ Motion for Summary Judgmentrofalidity; DENIES Defendants’ Mbtion
for Summary Aljudication ofNo Willfulness and DENIES Defendants’ Motion for Summary
Adjudication ofNo Active Inducement.
. BACKGROUND
A. The '769 Patent

Theinvention of the '769 Patent relates to a “card type input/output interface dentté&s a

systems that use such a device to facilitate communication between an eleevm@sygstem

and an external or peripheral device. At the time of Fujitsu’s eldimvention, small scale

portable electronics, such as laptop computers, featured connector ports mounted owdieoside

the main body for connecting to external devices, such as printers and modems. fitese va
connectors were of different dimeoss and specifications and occupied valuable real estate on
sidewall of small scale portable electronics, imposing a significant constnaiiné @bility to
downsize such electronic deviceSee'769 Patent, col.1:15-62. The claimed invention sought td
address this problem by creating a eboke device that serves as an interface between an
electronic device (such as a laptop) and an external device (such as a printer) réukrebyg or
eliminating the need for multiple externally mounted cororgabrts on the sidewalls of the
electronic device’s main bodysee idcol.1:54-62; col.2:1-4; col.7:15-24. At the time, cayde
devices were commonly used for memory storage. Known as Integrated Ci€ujtnhemory
cards, these cards could be inserted into a slot in the main body of a portaleieldetvice and
used as an external storage deviSeed. col.1:18-55. The '769 patent is the first disclosure of g
cardtype device that serves not as a memory storage device but rather as an inteidace dev
capable of transferring data between an electronic device and an external device.

As shown in Figure 1 of the '769 Patent, the claimed card type input/output interface d

consists of three main components: (1) a first connection pari@era (“first data interface
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unit”) for transferring data between a main body of an electronic device anarthiyge input/out
interface device; (2) a second connection part on the opposite end (“second data uméi)afoe
transferring data betve@ an external device and the card type input/output interface device; an
(3) a circuit connecting the first interface and second interface unita ¢daisfer circuit”).See
'769 Patent, col.2:5-15. An electronic device accommodating this card type input/owgdacet
unit may include a single slot formed in the main body rather than incorporate encdtipiector
ports on its sidewalls, thereby facilitating downsizing of the electroniceeSee idcol.2:1-5.

The "769 patent discloses three embodiments of the card type input/output interfaee de
The first two embodiments disclose a wireless card interface device, whilerthembodiment
discloses a wired connection. In the first two embodiments, the card type inputiotdégate
device is configured to send and receive data at the second data interface wircdesshNo
transmitter/receiver unit and an antensaed., col.3:18-col.5:41 (first embodiment); col.5:42-
col.6:29 (second embodiment). In the third embodiment, the card type input/output interface
device is configured to send and receive data at the second data interface througlusiregabl
various types of standard connectoBee idcol.6:31-7:43.

The claims of the '769 patent can be divided into three categ(i)e'stevice” claims
directed to the “card type input/output interface device” iteel,(asserted claims 2, 4, 8, 9, 14,
41); (2) “system” claims directed to a system comprised of the card interface dad an
“external device” to which the card interface device connects asserted claims 47 and 48); and
(3) “electronic system” claims directed to an electronic system compriskd o&td interface
device, an “electronic device,” and an “external devieej(asserted claims 20 and 2BHeeFirst
Am. Compl. (“FAC”) 1 17, ECF No. 102. Fujitsu originally asserted 32 of the 86 clairhg in t
769 patent, but then subsequently reduced the number of asserted claims to 21, and now as
only 10.

B. Prosecution History

The 769 Patent is a reissue of U.S. Patent No. 5,357,091 (“the '091 Patent”), which wsx

filed on April 30, 1992, claiming priority over a Japanese application filed in April 1991. The’

Patent was issued on October 18, 1994. Two years later, on October 18, 1996, Fujitsu filed g
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reissue application, in which it canceled all independent claims of the ‘091 Patent, added 18
additional claims, and rewrote the dependent claims to depend on new independent claims 3
39. After considering more than thirty references during the reissue progedtie U.S. Patent
and Trademark Office (“PTQO”) allowed the '769 Patent to issue on July 11, Z@FAC Ex. A.

The '769 Patent was reexamined in response to indepesxdeatterequests from Fujitsu
in 2005 and Belkin in 2006 (“Belkin Reexam I”), which the PTO consolidated into a single
reexamination proceeding involving review of more than 180 prior art refere@eSeptember
29, 2007, the PTO initially rejected all claims of the '769 Patent. Decl. of SetarBnglin Supp.
of Defs.” Mot. for Summ. Adjudication of No Willfulness and No Active InducemeHe(ting
Decl.”) 1 23 & Ex. V at FUJ0002983. One year later, on September 26, 2008, the PTO issue
final rejection of similar claimsld. Ex. V at *3425. Finally, the PTO issuedeexamination
certificate on December 8, 2009, in which it canceled six claims and allowed 41 adldiaona.

On March 3, 2011, Belkin filed a second requestfopartereexamination on March 3,
2011 (“Belkin Reexam 11”), which the PTO granted on May 25, 2011. On March 14, 2012, thg
PTO issued an office action confirming 63 of the 86 claims, including the 10 claiitsi ks
presently asserting in this action, but canceling the other 23 claims, 8 of which hadgiyebeen
asserted in this casecluding independent claims 38 and 3eeHerring Decl. Ex. W at
BLKN37242. On April 12, 2012, Fujitsu submitted a response in which Fujitsu cancelled the }
rejected claims. On August 21, 2012, the PTO issudtkdParteReexamination Certificate,
thereby concluding the reexamination proceeding.

C. The Accused Products

The accused products include 57 card interface devices. Of those card interfees, d&vi
are wireless cards that comply with the 802.11 standards, and 10 are wired candduithatain
Ethernet connector. Decl. of Thomas E. Garten in Supp. of Fujitsu’s Mot. for Summ. J. and
Summ. Adjudication of Infringement@arten Decl.”}{|{ 3, 7. The accused products also includg
136 wireless access points and routers (“external devieesfff 5, 15; and 14 network kits, which
consist of one wireless card interface device and one wireless router orgamoesgvice that are

bundled together and offered for sale in a single packad#l 45. In addition, Fujitsu accuses
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Defendants of inducing infringement by encouraging use of the accused wiogless points and
routers with 19 different thirgarty wireless card interface devices that allegedly meet the card
related limitations of claims 20, 27, 47, and 48. Y 67.
D. The Asserted Caims

Fujitsu is asserting ten claims of the '769 Patent: independent claims 41 and 47, and

dependent claims 2, 4, 8, 9, 14, 20, 27, and 48.
1. Claims 2, 4,9, 14, and 41

Fujitsu seeks summary judgment that Defendants’ accused card interfams akractly
infringe claims 2, 4, 9, 14, and 41, which are all “device” claims directed to the tiqeed-
input/output interface device” itself. Fujitsu also seeks summary adjudicadibcettiain thire
party cards meet each and every limitation of claims 2, 4, 9, 14, and 41.

Dependent claims 2, 4, 9, and 14 depend from claim 38, which recites the following:

A card type input/output interface device for operatively connecting ancelexctr
device to an external device, comprising:

a card, to be inserted into a slobyided in the electronic device;

a first data interface unit, provided on one end of the card, for coupling to the
electronic device to transfer input information to the electronic device and
output information from the electronic device when the card is inserted into
the slot;

a second data interface unit, provided on an opposing end of the card, for
coupling to the external device to transfer the output information to the
external device and the input information from the external device; and

a data trasfer circuit, incorporated with the card, in response to the input
information being received by the second data interface unit, for trangferri
the input information to the first data interface unit and, in response to the
output information being received by the first data interface unit, for
transferring the output information to the second data interface unit.

769 Patent, col.10:61-11:14.

Claim 2 recites:

A card type input/output interface device as claimed in claim 38, wherein said
second data int&ace unit comprises radio transmitter/receiver means for
transferring the data between said external device and the card type input/output
interface device through a radio communications channel.

769 Patent, col.7:65-8:3.
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Claim 4 recites, “A card type jprut/output interface device as claimed in claim 2, wherein
said second data interface unit comprises an antenna coupled to said radio traeseees
means. '769 Patent, col.8:9-12.

Claim 9 recites:

A card type input/output interface device as claimed in claim 38, wherein:
said card has a projection in which said second data interface unit is provided,;
said first data interface unit is located in a first end portion of said carcamhd s
second data interface unit is located in a second end portion opposite said
first end portion; and
a thickness of said second end portion of said card including said projection is
greater than a thickness of said first end portion of said card.

'769 Patent, col.8:24-36.

Claim 14 recites, “A card type input/outputenface device as claimed in claim 9, wherein
said second data interface unit comprises a connector formed in said projectientfaradlly
connecting the card type input/output interface device to saithaktevice. '769 Patent,
col.8:55-59.

Indepandent claim 41 recites the following:

A card type input/output interface device for operatively connecting ancelexctr
device to an external device, comprising:

a card, to be inserted into a slot provided in the electronic device;

a data connector foransferring input information to the electronic device and
output information from the electronic device when the card is inserted into
the slot;

a wireless data transmitter/receiver for transmitting the output information to the
external device and for ceiving the input information from the external
device via a wireless communication channel; and

a data transfer circuit, in response to receiving the input information by the
wireless data transmitter/receiver, for transferring the input information to
the data connector and, in response to receiving the output information by
the data connector, for transferring the output information to the wireless
data transmitter/receiver,

wherein the data connector, the wireless data transmitter/receiver and the data
transfer circuit are incorporated with the card.

769 Patent, col.11:54-12:8.
2. Claims 20, 27, 47, and 48
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Fujitsu seeks summary adjudication that Defendants’ accused card mtefaces and
certain thirdparty cards satisfy the cardlated limitations bclaims 20, 27, 47, and 48. Fujitsu
also seeks summary adjudication that use of Defendants’ accused card inkevfees and certain
third-party wireless card interface devices with any of Defendants’ accused svaieteEss points
or routers in the United States constitutes direct infringement of claims 20, 27, 47, and 48.

Claims 47 and 48 are “system” claims directed to a system comprised of the edegtéent
device and an “external device” to which the card interface device connects. bhelgpsgiem

claim 47 recites as follows:

A system, to be operatively connected to an electronic device, comprising:

an external device providing a peripheral function for the electronic device;

a card interface, operatively connected to the external devicemialass
communication channel, to be inserted into a slot provided in the electronic
device;

a data connector for transferring input information to the electronic dantte
output information from the electronic device when the card interface is
insertel into the slot;

a wireless data transmitter/receiver for transmitting the output information to the
external device and for receiving the input information from the external
device via the wireless communication channel; and

a data transfer circuit, ingponse to receiving the input information by the
wireless data transmitter/receiver, for transferring the input information to
the data connector and, in response to receiving the output information by
the data connector, for transferring the output infdrom to the wireless
data transmitter/receiver,

wherein the data connector, the wireless data transmitter/receiver and the data
transfer circuit are incorporated with the card.

'"769 Patent, col.13:19-44.

System claim 48 depends from claim 47 and recifesystem according to claim 47,
wherein the wireless data transmitter/receiver transmits the output infornatlmnexternal
device and receives the input information from the external device via a radio comtiounic
channel.” '769 Patent, col.13:45-48.

Dependent claims 20 and 27 are “electronic system” claims directed to an elegistenc s
comprised of the card interface device, an “external device,” and an “electronic devitke.” B

claims 20 and 27 depend from independent claim 39, whichsestillows:

An electronic system, comprising:
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an electronic device, provided with a slot thereof;

an external device providing a peripheral function for the electronic device;

a card, inserted into the slot of the electronic device, for coupling ttteosle
device to the external device;

a first data interface unit, provided on one end of the card, for coupling to the
electronic device to transfer input information to the electronic device and
output information from the electronic device;

a second data interface unit, provided on an opposing, end of the card, for
coupling to the external device to transfer the output information to the
external device and the input information from the external device; and

a data transfer circuit, incorporated with the card, in response to the input
information being received by the second data interface unit, for trangferri
the input information to the first data interface unit and, in response to the
output information being received by the first data interface fomi
transferring the output information to the second data interface unit.

'769 Patent, col.11:15-36.

Electronic system claim 20 recites: “An electronic system as claimed in clawhaggin:
said second data interface unit comprises first radiorities/receiver means for transferring the
data between said external device and said card type input/output interfaeetilexigh a radio
communicatias channel.” "769 Patent, col.9:37-48.

Electronic system claim 27 recites:

An electronic system agaimed in claim 39, wherein:
said card has a projection in which said second data interface unit is provided,;
said first data interface unit is located in a first end portion of said carcaghd s
second data interface unit is located in a second end portion opposite said
first end portion; and
a thickness of said second end portion of said card including said projection is
greater than a thickness of said first end portion of said card.

"769 Patent, col.10:7-18.

Defendants contend that all nine claimswidnich Fujitsu seeks summary judgment of
infringement, as well as claim 8 (the only asserted claim not at issue in FLgiisorsary
judgment motion), are invalid as either anticipated or obvious in light of the prior art, and
accordingly move for summajydgment of invalidity.

E. Markman Order

The Court issued a Claim Construction Order on February 3, 2012, following a tutorial

Markmanhearing. ECF No. 232. Although the parties originally briefed eight disputed claim
8
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terms, the Court adopted the pestistipulationas to the construction of six of the eight disputed
terms as follows
(1) “card” and “card interface” are to be given their ordinary and customary meaning;
(2) “data interface unit” is to be construed asutat for buffering or receivingfansmiting
data”;
(3) “data transfer circuit” is to be construed as “a circuit for transferrirgj’dat
(4) “slot” is to be given its ordinary and customary meaning;
(5) “to be inserted into a slot provided in the electronic device” is to be given its plain
meaning; and
(6) “wireless data transmitter/receiver” is to be construed as “electronics that degnsken
receive data wirelessly.”
ECF No. 232 at 4. The Court construed the remaining two disputed claim terms as follows:
(7) “edge term” is to be given its plain and ordinary megnand
(8) “providing a peripheral function for the electronic device” is to be given its phain a
ordinary meaning.
ECF No. 232 at 22.
. SUMMARY JUDGMENT STANDARD
Summary adjudication is appropriate if, viewing the evidence and drawingsdhedze
inferences in the light most favorable to the nonmoving party, “the movant showsetigaistno
genuine dispute as to any material fact and the movant is entitled to judgment as af haaitér o
Fed. R. Civ. P. 56(af;elotex Corp. v. Catretd77 U.S. 317, 322-23 (1986). At the summary
judgment stage, the Court “does not assess credibility or weigh the evidencedhydsitermines
whether there is a genuine factual issue for tritfdlduse v. Be]l547 U.S. 518, 559-60 (2006). A
fact is “material” ifit “might affect the outcome of the suit under the governing law,” and a disp
as to a material fact is “genuine” if there is sufficient evidence for a reasonabt# fact to
decide in favor of the nonmoving partjnderson v. Liberty Lobby, In&77 U.S. 242, 248

(1986). Mere conclusory, speculative testimony in affidavits and moving papersfiiast to
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raise genuine issues of fact and defeat summary judgr8estThornhill Publ'g Co. v. GTE Corp.
594 F.2d 730, 738 (9th Cir. 1979).

Themoving party bears the initial burden of identifying those portions of the pleadings,
discovery, and affidavits that demonstrate the absence of a genuine issueaiaf faateCelotex
Corp., 477 U.S. at 323. Where the moving party will have the burden of proof on an issue at {
it must affirmatively demonstrate that no reasonable trier of fact coulafimet than for the
moving party, but on an issue for which the opposing party will have the burden of proof at tri
the party moving for summary judgment need only point out “that there is an absenteaote
to support the nonmoving party’s caséd. at 325;accordSoremekun v. Thrifty Payless, 609
F.3d 978, 984 (9th Cir. 2007). Once the moving party meets its initial burden, the nonmoving
party must set forth, by affidavit or as otherwise provided in Rule 56, “spewt $howing that
there is a genuine issue for trialllberty Lobby 477 U.S. at 250 (internal quotation marks
omitted). If the nonmoving party’s “evidence is merely colorable, or is noffisemily probative,
summary judgment may be grantedd. at 24950 (internal citations omitted)

. FUJITSU'S MOTION FOR SUMMARY JUDGMENT AND SUMMARY
ADJUDICATION OF INFRINGEMENT

Fujitsu seeks summary judgment or adjudication regarding 57 card interfacesdé@vic
wireless cards and 10 wired cardk3}6 wireless access points and routers, and 14 network Kits.
Infringement Mot. at 6Garten Decl. 11 7, 11, 13,.15pecifically, Fujitsu seeks the following: (1)
summary judgmerthat Defendants’ accused card interface devices directly infringe claim$,2, 4
14, and 41; (2) summary adjudication that certain thady cards meet each and every limitation
of claims 2, 4, 9, 14, and 41, (3) summary adjudication that Defendaatsestcard interface
devices and certain thiplarty cards satisfy the cardlated limitations of claims 20, 27, 47, and
48; (4) summary adjudication that use of Defendants’ accused card interface dediaertain
third-party wireless card interface devices with any of Defendants’ accused svaieteEss points
or routers in the United States constitutes direct infringement of system claand 438, and that

such use in combination with a laptop constitutes direct infringement of electystemsclaims

10
CaseNo.: 10CV-03972LHK
ORDER GRANTING IN PART AND DENYING IN PART MOTIONS FOR SUMMARY JUDGMENT

=

rial,



United States District Court
For the Northern District of California

© 00 N o o -~ w N P

N N N N N DN DN NN R R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o hN WwWN B O

20 and 27; and (5) summary judgment that Defendants’ network kits directly irggatgnm
claims 47 and 48ld. at 1.

Summary judgment of infringement requires a-step analysis. “First, the claims of the
patent must be construed to determine their scope. Second, a determination mustdsetonade
whether the properly construed claims read on the accused deRiteey Bowes, Inc. v. Hewlett
Packard Co,. 182 F.3d 1298, 1304 (Fed. Cir. 1999) (internal citations omitted). To find
infringement, “he court must determine that every claim limitation is found in the accused.tlev
Playtex Prods., Inc. v. Procter & Gamble C400 F.3d 901, 909 (Fed. Cir. 2005). The
determination of infringement is generally a question of faotkheed Martin Corp. v. Space
Sys./Loral, InG.324 F.3d 1308, 1318 (Fed. Cir. 2003). As the patentee, Fujitsu bears the burg
proving infringement by a preponderance of the evideSez Cybor Corp. v. FAS Techs., Inc.
138 F.3d 1448, 1467 (Fed. Cir. 1998).

A. Defendans’ Motion to Strike Third -Party Cards and 3 Belkin Products

Before proceeding to the merits of Fujitsu’s motion for summary judgmentuamuay
adjudication of infringement, the Court first addresses Defendants’ objection tooéind to
strike evidenceelating to three Belkin products and 19 third-party cards, which Defendants as
were never identified in Fujitsu’s original Infringement Contentions/égeMarch 3, 2011) or
Amended Infringement Contentions (served February 2, 2012), nor ever disclosed daiiring fa
discovery? ECF No. 267, Defendants’ Opposition to Fujitsu’s Mot. for Summ. J. and Summ.

Adjudication of Infringement (“Infringement Oppg’hat 59.

2 Fujitsu fled an Administrative Motion for Leave to File an Opposition to Defendants’itividb
Strike” Three Belkin Products and Non-Party Cards. ECF No. 280. Defendants oppesed.
ECF No. 286. Fujitsu argues that Defendants were required to separaiytineiti motion to
strike and that Defendants’ failure to do so deprived Fujitsu of the opportunity toefsigrrd.
However, Defendants’ objection to and motion to strike Fujitsu’s untimely disclogkehee was
properly raised in their opposition tajiEsu’s motion for summary judgment and summary
adjudication of infringement, consistent with Civil Local Rule 7-3, which reqthasa]ny
evidentiary or procedural objections to the motion must be contained within the [oppdsigbn
or memorandum,” which may not exceed 25 pages. Civ. L.R. 7-3(a). Fujitsu had an opportu
to, and did, respond to Defendants’ evidentiary objection and motion to strike in Fujitsy’s repl
brief. Accordingly, Fuijitsu is not entitled to file a separate oppositiwhjta administrative
motion for leave to do so is therefore DENIED.
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As for the threeBelkin products—models DX-WEGRTR, AWGR54, and F5D713Bese
accused moels were clearly disclosed in Fujitsu’s February 2, 2012 Amended Infringement
Contentions.SeeDecl. of Thomas E. Garten in Supp. of Fujitsu’s Reply in Supp. of Mot. for
Summ. Judgment and Summ. Adjudication of Infringeme@a(ten Reply Decl.”Ex. 3, Belkin
Appendix A at 6, 12. Accordingly, Defendants’ motion to strike these three producthositwit
basis and is DENIED.

As for the 19 third-party cards, however, the Court agrees with Defendantsijiteat kas
not adequately complied with this DisttecPatent Local Rules. The 19 third-party cards consist
5 Buffalo cards, 6 Cisco cards, 8 Linksys cards, 1 Sohoware card, and 1 TrendN&eeard.
Garten Declf 67. Patent Local Rule-B requires that within 14 days after the initial case
management conference, the patentee must serve on each opposing party alf®isthsserted
Claims and Infringement Contentiongjéntifying “[s]eparately for each asserted claim, each
accused apparatus, product, device, process, method, act, or otheransiity (“Accused
Instrumentality”) of each opposing party of which the party is aware.” Platen8-1(b). The
identification of Accused Instrumentalities must be “as specific aslpessand should include
the “name or model number, if knownld. For claims of indirect infringement, the Infringement
Contentions must include “an identification of any direct infringement andcaiplesn of the acts
of the alleged indirect infringer that contribute to or are inducing that directgafment. Isofar
as alleged direct infringement is based on joint acts of multiple parties, the ralehcfueh party
in the direct infringement must be described.” Patent L.Rd}-

There is no dispute here that neither Fujitsu’s original Infringement Caortentor
Amended Infringement Contentions identifies these 19 third-party camsibyfacturer, product
name, or model numbeGee generallGarten Reply DecExs. 2 [original Infringement
Contentions] & 3 [Amended Infringement Contentions]. Ratheridtugsserts that it complied
with Patent Local Rule-3(d) because, “In its contentions, Fujitsu clearly stated that use of
Defendants’ external devices with cards sold by others infringes the sylaiem and provided

exemplary claim charts showing theeuof the external devices with cards sold by others.”
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Fujitsu’s Reply in Support of Its Mot. for Summ. J. and Summ. Adjudication of Infriagem
(“Infringement Reply) at 15 n.4.

Fujitsu’s Infringement Contentions do, indeed, provide a general description dethedal
inducement. For example, in its Infringement Contentions against D-Link, Fujgetilmbs
“Systems Including a Third Party Card Interface Device aneLak External Device,” and
provides a representative claim cheBeeGarten ReplyDecl. Ex. 2 DLink at 6. Fujitsu identifies,
however, only one representative card interface device. Moreover, the represeatatiinterface
device identified is simply a Netgear RangeMax Wireless PC Card,IMod&VPN511, which is
one of Netgear’s accused dewcdéd. For each contention of inducement against each Defenda
Fujitsu simply identifies one accused card interface device manufactueedifigrent Defendant,
not a card interface device manufactured by a third party not party suthis

This level of disclosure is insufficient. Under the Patent Local RulessobDiktrict, a
patentee’s Infringement Contentions must identify the alleged plairty direct infringers in order
to allege indirect infringementSeePatent L.R. 3t(d); seee.q, Life Techs. Corp. v. Biosearch
Techs., InGg.No. 12-00852, 2012 WL 1831595, at *1 (N.D. Cal. May 18, 2012) (granting
patentee’s motion to amend infringement contentions to add the newly discovered identities
alleged direct infringers for purposes of alleging indirect infringgmehich was necessary in
order for patentee to comply with this District’'s Local Patent RuBexger v. Maxim Integrated
Prods., Inc, No. 09-01152, 2010 WL 1135762, at *3 (N.D. Cal. Mar.Z2,0) (plaintiff failedto
comply with Patent Local Rule B(d) where plaintiff's infringement contentions did not specify
any third party and did not describe any acts committed by a third partydblat suggest direct
infringement). The Court agrees with Defendants thatdeuwvas required to identify these third
party cards in its Infringement Contentions, so as to put Defendants on notice cédkd dilect
infringement supporting Fujitsu’s claims of indirect infringement.

The Court also agrees with Defendants thattibo late for Fujitsu to amend its
Infringement Contentions to comply with the Patent Local Rules, and that tosalthw

amendment would unduly prejudice Defendants. A patentee must seek leave of the Caemtito

its Infringement Contentions and may do so only “upon a timely showing of good causéy” whi¢
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may include: “(a) a claim construction by the Court different from that progogéhe party
seeking amendment; (b) recent discovery of material, prior art despitr ddifjent search; and
(c) recent discovery of nonpublic information about the Accused Instrumentality whichotias
discovered, despite diligent efforts, before the service of the Infringe@untentions.” Patent
L.R. 3-6. To determine if good cause exists, the Court considgmshéther the moving party
was diligent in amending its contentions, and (2) whether themmoming party would suffer
prejudice if the motion to amend were grantéder, Inc. v. Tech. Props. LidNos. 5:08-00877,
5:08-00882, 5:08-05398, 2010 WL 3618687*3 (N.D. Cal. Sept. 10, 2012¢cord O2 Micro
Int’l Ltd. v. Monolithic Power Sys., Inc467 F.3d 1355, 1366-67 (Fed. Cir. 2006) (citation
omitted).

Here, Fujitsu has not sought to amend its infringement contentions, but instead has so
summary apidication of infringement based on these 19, untimely disclosed third-party cards.
Defendants assert that the only discovery Fujitsu provided about these J@atiyrgroducts “was
a handful of manuals among a nearly 30,000-page document dump 45srpasttenidnighéfter
the fact discovery deadline.” Infringement Opp’n at 7. Defendants furthet éisgahese third-
party products were disclosed for the first time in Fujitsu’s expert reporgds®lay 4, 2012, after

the close of fact discoveryd. As a result, Defendants have been deprived of an opportunity to

conduct fact discovery on these thpdrty cards. The deadline for fact and expert discovery has

passed, the deadline for filing dispositive motions has passed, and this caseria Seaf pretrial
conference on November 1, 2012, and for trial on November 26, 2012. The Court finds that
Defendants would be significantly prejudiced if Fujitsu were allowed to procgledswclaims
based on these 19 thipdty cards. Accordingly, Dendants’ motion to strike the portions of Dr.
Williams’ Declaration and expert report that rely on these {4bandy products for alleged
infringement is GRANTED.

In light of this ruling striking all evidence related to the 19 Hpedty cards: (1) Fugu’'s
motion for summary adjudication that these tipaidty cards meet each and every limitation of
claims 2, 4, 9, 14, and 41 is DENIED; (2) Fujitsu’s motion for summary adjudication that thes

third-party cards satisfy the cardlated limitations of clans 20, 27, 47, and 48 is DENIED; and
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(3) Fujitsu’s motion for summary adjudication that use of these gart cards with any of
Defendants’ accused wireless access points or routers in the United Staiasesiairect
infringement of claim0, 27, 47, and 48 is DENIED.
B. Defendants’ Card Interface Devices

The Court now turns to Fujitsu’s summary judgment motion with respect to Defendantg
accused card interface devicéds.support of its infringement claims, Fujitsu has submitted: (a)
Defendants’ reponses to Fujitsu’s Requests for Admission; (b) the declaration of Dr. Williams
(“Williams Infringement Decl.”) and accompanying tekywn photographs of the accused
products; (c) Dr. Williams’ expert report on infringement (“Williams Infengent Rep.”)and (d)
product manuals and other documentation for certain accused pro8aetse.gGarten Decl 8.
The Court follows the parties’ lead in addressing claims 41, 47, and 48 together;iagdhess
common limitations of claims 2, 4, 9, 14, 20, and 27 together; and finally addressing the proje
limitation of claims 9, 14, and 27 together.

1. Claims 41, 47, and 48

Defendants have conced#t the accused card products meet all the limitations of clair]
41, 47, and 48Seelnfringement Opp’n at 25Specifically, Defendants have admitted
infringement in their responses to Fujitsu’s Requests for Admission, and Deferedguet’ does
not dispute that each of Defendants’ accused cards meet every limitatioreat|thess.
Defendants’ only defense asbare assertion that “to the extent that the Court allows Fujitsu to r
on constructions other than those ordered by the Court, then Defendants’ products would not
infringe under those constructiondd. However, Defendants offer no explanation ashgtheir
products would not infringe under any alternative constructions, and they do not evdy identi
which claim terms they believe are dispositive. In any event, the Couwtisréjgitsu’s proposed
construction of “card” and “slot,” as discussed in the section on invalidity bed@aordingly,
Fujitsu’s motion for summarydgmentthat Defendants’ accused card interface devices directly
infringe claim 41, and for summary adjudication that Defendants’ accused cafacatgevices
satisfy the cardelated limitations of claims 47 and 48, is GRANTED.

2. Claims 2, 4, 9, 14, 20, and 27
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Fujitsu seeks summary judgment that the accused card interface devioge ialaims 2,
4,9, and 14, which all depend from claim 38, and summary adjudication thattised card
interface devices satisfy the calated limitations of electronic system claims 20 ando®th of
which depend from claim 39. Claims 2, 4, 9, 14, 20, and 27 all require “a card,” “a first data
interface unit,” “a second data interface unit,” and “a data transfer circ@diaims 2, 4, and 20
additionally require a “radio transmitter/reeei means,while claims 9, 14, and 27 additionally
require a “projection.” Most of these limitations are not in dispute. HoweveenDaits advance
threereasons why Fujitsu is not entitled to summary judgment of infringement ofdlagss:(1)
the “first data interface unit” and “second data interface unithatgrovided for on “opposing
ends]” of the accused cardas is required by all claimg&) theaccused cards do not disclose a
second data interface unit that is located entirely “within” the projection,raquged by claims 9,
14 and 27and(3) the accused cards do not disclose a “radio transmitter/receiver means,” as i$
required by @ims 2, 4, and 20. The Court addresses these arguments in turn.

a. Data Interface Units

Defendants argue that Fujitsu relies on improper claim constructions of itheelms
“data interface unit,” “provided on one end of the card,” and “provided on arsiogpend.”
Defendants also argue that Fujitsu has failed to meet its evidentiary bdrderCourt begins with

Defendants’ claim construction arguments.

First, Defendants argue that Fujitsu has advanced an improper claim construction of “data

interface mit” that is contrary to the Court’s constructioBeelnfringement Opp’n at 11-13.
Defendants represent that Fujitsu’s infringement analysis employs auctiostiof “data interface
unit” meaning “a unit for buffering and receiving/transmitting datéyereas the Court’s
construction of the term is “a unit for buffering or receiving/transmitting. tidth at 12.
However, Defendants fail to explain how this purported claim construction disputesmpac

Defendants’ non-infringement defers@efendantappear to be arguing that the “or” in the

3 Defendantarguethat under the Court’s construction of “data interface unit,” both the HP

82950A and Mizutani references disclose a “first data interface unit” and a seatminterface

unit,” seelnfringement Opp’n at 12-13, but Defendants did not make this argument in their mot
16
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construction is an “exclusive or” (i.e., one or the other, but not both), rather than al“twgicz.,
either or both). There is no basis for this construction, and Defendants offer none. Tle Cour
construction of “data interface unit” is not “a unit for buffering or receiviag&mitting data, but
not both.” Thus, presumably any card that satisfies the narrower limitation oft ‘farunuffering
andreceiving/transmitting data” also satisfies the broader limitation of “a unit féering or
receiving/transmitting data.”

SecondDefendants’ principal argument here concearasthe first and second “data
interface units” themselves, but ratliee location oBaid uniton the accused card®efendants
argue that Fujitsu’s infringement analysis ignores the requiremernththegspective data interface
units be “provided on” opposing “end[s]” of the card, relying instead on an improper caostruct
that permits only a “portion” of the data interface unit to be located on an end. Underra prope
claim construction, Defendants posit, none of the accused products iffecgese the data
interface unit on the accused cards extends past thpamtof the card (i.e., “the 50-yard line”),
and thus are only partially provided, not fully “provided,” “on one end of the card.”

Defendants’ efforts to defeat summary judgment of infringement by maadfagran
untimely claim construction argument and recanting on their previous admissiomg are
persuasive. Dehdants admitted in their responses to Requests for Admission that each of thg
accused cards “comprises a first data interface unit, provided on one end of the carthjn thavi
meaning of claim 38."SeeGarten DeclEx. 2 [Belkin RFA Nos. 4.01-4.76]; Ex. 4 [D-Link RFA
Nos. 4.01-4.02]; Ex. 7 [Netgear RFA Nos. 4.01-4.72]. Defendants have not sought, and this {
has not granted, leave to withdraw or amend these admissions, and they are thus $ewsfiad.

R. Civ. P. 36(b) (“A matter admitted under this rule is conclusively established thdessurt, on
motion, permits the admission to be withdrawn or amendedliggmook Country Smoker, Inc. v.
Tillamook Cnty. Creamery Ass'd65 F.3d 1102, 1111-12 (9th Cir. 2006) (“[T]he parties are
bound by such admissions.”). Defendants maintain that they have not sought leave to withdr

amend their admissions because their admissions were premised upon applymgttkeaCtual

for summary judgment of invalidity, and the argument has no bearing on the question of
infringement.
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construction, and they reserved the right to modify, supplement, or change their posdidds s
Fujitsu attempt to take inconsistent positions regarding the meaning and scop&@® thatent.
Infringement Opp’n at 13Defendantdurther argue that their admissions are non-binding becau
Fujitsu has now taken a positioantrary to the Court’s claim construction of the term “data
interface unit.” Id. But Fujitsu is not taking a position contrary to the Court’s claim constructiof
of the term “data interface unit,” which did not include any limitations as to locatisiaear The
claim construction sue that Defendants raise neyor thefirst time on summary judgmest
concerns the limitation “provided on one end,” not “data interface uklbteover, Fujitsu’s
contentions regarding the “first data interface unit” have not changed since tharggf this
case. Fujitsu identified the same circuitry at issue now in its original Marchi2@ibhhement
contentions, in its February 2012 supplemental infringement contentions, and in Dr. Williams
May 2012 expert reporiSeeGarten Reply DecExs. 2 & 3; ECF No. 257, Decl. of Tim A.
Williams in Supp. of Fujitsu’s Mot. for Summ. J. and Summ. Adjudication of Infringéme
(“Williams Infringement Decl.”){ 4547. Thus, there is no reasbefendantshould not be
bound by their admissions pursuant to Federal Rule of Civil Procedure 36(b).

In any event, even if Defendants were not bound by their Rule 36(b) admissions,
Defendants’ new claim construction argument is unsupported by the inteosrd. The plain
meaning othe term “provided on one end” does not imply an additional limitation that the obje
to be provided must not extend past a 50-yard IReading the phrase in the context of cl&in
as a wholeit is clear that the '769 Patent claims a card type ioptplt interface device
comprising a card, a first data interface unit on one end of the card, a seconcedaizeinhit on
the opposing end of the card, and a data transfer circuit connecting the two dtteeinteits. See
'769 Patent, col.10:61-11:14. Thus, the plain meaning of the claim language is directeld towa
the location of the two data interface units in relation to one another, each on opposing ends
data transfer circuit. Nothing in the claim language suggests that the patent limiretbkthe
respective data interface units.

Defendants argue that their position is supported by the specification, disnggae fact

that their own expert Dr. Brody testified that his -§rd line” construction is based exclusively
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on the pain meaning of the claim languagBeeGarten Reply DecEXx. 4 at 62:4-63:9. In their
opposition brief, Defendants point to Figure 1 of the '769 Pateeteribed as a “perspective view
of a first embodiment—which Defendants argue plainly shows the first data interface unit on o
end of the card and a second data interface unit on the opposing end, with neither data interf;
unit touching the 50-yard lineMeanwhile, Defendants attack Fujitsu’s reliance on Figure 3A of
the specification, which Fujitsu argues would be improperly excluded under Defendants’
specification. Defendantgtempt to distinguish their reliance on Figures 1 and 9 from Fujitsu’s
reliance on Figure 3A by asserting that the former two figures depict phigsicat or

dimensions, whereas the latter figure depicts only functional connectiatplask diagram.
Infringement Opp’n at 145.

Defendants are right that the Federal Circuit “has repeatedly cautioned agarnstiance
on drawings that are neither expressly tdesoar linked to quantitative values in the
specification.” Krippelz v. Ford Motor Cq.667 F.3d 1261, 1268 (Fed. Cir. 2012) (citidgstrom
v. TREX Cq.424 F.3d 1136, 1149 (Fed. Cir. 2008unckersorHalberstadt, Inc. v. Avia Grp. Int'l,
Inc., 222 F.3d 951, 956 (Fed. Cir. 2000);re Wright 569 F.2d 1124, 1127 (C.C.P.A. 1977)).
However,while Fujitsu’s reliance on Figure 3A is misplaced, Defendants’ reliancégones 1
and 9 fares no better. The Court finds nothing in the petéicating that Figres 1 and @re
drawn to scale or linked to quantitative values of sifgt is well established that patent drawings
do not define the precise proportions of the elements and may not be relied on to shovapartic
sizes if the specification is compddy silent on the issue.HockersorHalberstad 222 F.3d at
956. Moreover, it is equally well established that “patent coverage is not nebelsdted to
inventions that look like the ones in the figures. To hold otherwise would be to import bnstati
onto the claim from the specification, which is fraught with ‘dangeMBO Labs., Inc. v. Becton,
Dickinson & Co, 474 F.3d 1323, 1333 (Fed. Cir. 2007) (quotanglips v. AWH Corp.415 F.3d
1303, 1323Fed.Cir. 2005) (en banc)psee also Arligton Indus., Inc. v. Bridgeport Fittings, Inc.
632 F.3d 1246, 1254 (Fed. Cir. 2011) (“[D]rawings in a patent need not illustrate the full scops
the invention.”). “Limiting claims from the specification is generally not permitbseiat a clear

disclosure that the patentee intended the claims to be limited as shdBQ@"Labs, 474 F.3d at
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1334 (citingPhillips, 415 F.3d at 1323). Defendants point to no such clear disclosure that the
inventors intended to limit the claims of the '769 Patent to the spatial configurdépitted in
Figures 1 and 9.

In sum, the Court finds no support for imposing a limitation that the data interfacetnit
extend beyond the 50-yard line of the calliefendants’ claim construction is therefore rejected.

Finally, Defendants also argue that Fujitsu has failed to meet its evidentiary burden wit
respect to each of the accused cards. Defendants contend that Fujitsu’Dexjdéitiams,
provided only a “narrative description” with conclusory opinions and no analysissasidyenly
so-called “representative” cards for each Defendant. Defendants contend thatiBm&V
analysis does not support summary judgment of infringement, as Dr. Williamdfhimse
acknowledged that there are structural differences in each of the accused aaatgjng
individualized analysis of each accused product.

Fujitsu defends the sufficiency of Dr. Williams’ report, pointing to Dr. Willianepeaated
assurances that he analyzed each accused device individually, and that his appligs to each
and every accused device. Reply at 11. In addition, Mr. Williams provided a tear-daiygisan
for 55 accused cards, and attached to his report approximately 12 tear-down photogragptis f
card. SeeWilliams Infringement Decl. { 4 & EXB (providing 4 exemplary tear-down photos for
each accused card). Moreover, because the cards at issue comply with varioussstsunctaas
the PC Card Standard, the 802.11 standards, and the Ethernet standard, Fujitsu contergs thg
of the cards threfore have the same or similar characteristics for purposes of iNlanVg’
infringement analysis, allowing him to present his conclusions in summary fafrmgément
Reply at 12.

Although the Court rejects Defendants’ claim construction argumen€alrt agreethat
Fujitsu has failed to meet its evidentiary burden on summary juddoresit accused cards except
Belkin F5D7010, Dtink DWL-G630, and Netgear WG511, the only cards for which Dr. Willian
identified all relevant limitationsSeeWilli ams Infringement Decl. Ex. ANilliams Infringement
Rep] 1146 (first data interface unit), @8econd data interface unitlrujitsu’s expertpDr.

Williams, explains in his infringement report that for each of the accused cardsyshedta
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interfaceunit” includes a physical connector, the traces connecting the physical coraretthe
main chip, and one or more bus buffers located in the main chip. Williams InfringBe@n{]q
37, 46, 55. However, his tear-down photographs of each accusedtvarel are not annotated in
any way and do not identify any of the components that he states comprisestiéatérinterface
unit” and the “second data interface uniBased orthisreport alone, in which Dr. Williams states
his opinions in conclusgrfashion without performing limitatichy-limitation analysis as to each
accused card, the Court is unable to say that no reasonable jury could find that Fujitdadsa fa
prove satisfaction of the “data interface unit” limitations by a prepondetsdrihe evidencé. See
Innovention Toys, LLC v. MGA Entm’t, In637 F.3d 1314, 1319 (Fed. Cir. 201I¢chSearch,
L.L.C. v. Intel Corp.286 F.3d 1360, 1372 (Fed. Cir. 2002). To carry its burden of proof on a
motion for summary judgment of infringemeatpatentee must show infringement “literally or
equivalently for each limitation; general assertions of facts, gedengls, and conclusory
statements are insufficient . . . TechSearch286 F.3d at 137%ee Moore U.S.A., Inc. v. Standar(
RegisterCo., 229 F.3d 1091, 1112 (Fed. Cir. 2000). On this record, the Court is unable to gra
Fujitsu summary judgment of infringement of claims 2, 4, 9, 14, 20, andtRTegard to all
accused cardsWhether Fuijitsu is entitled to summary judgment of irfement as to Belkin
F5D7010, D-Link DWL-G630, and Netgear WG511 can only be resolved after the Court cons
Defendants’ remaining two arguments, discussed below. As to all other acausedhsamotion
is DENIED based on insufficient evidence that thata interface unit” limitations are met.

b. Projection (claims 9, 14, and 27 only)

Defendants argue that Fujitsu’s motion for summary judgment of infringtesheuld also
be deniedas to claims 9, 14, and Bécause the accused cards lack the “projectiontation of
those claims Claims 9, 14, and 27 requigecard device wherein (1) said card has a projedn
in which said second data interface unit is provided, and (3) wherein the thickness af@aid se

end portion of said card including said projection is greater than a thickness ofssaddir

* Although Dr. Williamsanalyzed certain represenmvat products, he did nanalyze the same
representative products for every limitation, and thus the Court is unable to conclUelgitbat
has met its burden of proof for any given representative product.
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portion of said cardSee'769 Patent, col.8:2@7, 3436. Claim 14 depends from claim 9 and
further requires “a connector formed in said projection.” Only the 10 wired ca&rdseused of
infringing claim 14> The parties stipulated that “projection” means “a portion of the card that
extends away from a surface of the carHCF No. 164 (“Am. Joint Claim Construction
Statement”)

As with the “data interface unit’rhitations, Defendants’ arguentwith respect to the

“projection’” limitation is twofold. First, Defendants argue that Fujitsu relies on an improper claim

constructiorthat ignores the plailanguage requirement of the claims that the second data
interface unit be provided entirely, and not just partially, within the projection. Second,
Defendants challenge the sufficiency of Fujitsu’s proffered evidence.

Defendants advocate for a construction that requires the second data intetfaxbeini
contained entirely, and not just partially, within the projection. Under such a caistyuc
Defendants maintaithe accused cards do not infringe claims 9, 14, and 27, because not all of
circuitry that comprises the second data interface unit is contained ewiittaly the projection.
SeeBrody Rep. {1 122-25. For each of the accused cardsthengntenna (for wireless cards) or
the connector (for wired cards), plus additional circuitry, is located withiprthjection. Id.

Other circuitry, such as the buffers in the main chip, is located outside of thetiprojeward the
middle of the cardld. Fujitsu does not disputhkis characterization of the accused cards.
Infringement Mot. at 223. Thus, the only dispute is one of claim construction.

The Court agrees with Defendathst the plain meaning of the claim language requires t
second data interface unit to be provided entirely within the projection. Claim 9 pkguoiyes “a
projectionin whichsaid second data interface usiprovided’ 769 Patent, col.8:26-27
(emphases added)Thus, if a mere connector on its own does not constitute a second data inte
unit, as Fujitsu argues, and the connector is all that is provided within the projdatiothée

limitation is not met. The construction issue here is different than the one previously discussed

® Defendants do not challenge the “connectamfent in said projection” limitation of claim 14 in
their opposition or in Dr. Brody's reporSee generallynfringement Opp’n; Garten Decl. Ex. 10
[Brody Rep.]. D. Williams opines that this limitation is satisfied in each of the accused wireleg
cards. SeeWilliams InfringementDecl. 1 15-18 Williams Infringement Rep. 182-85.
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with regard to the location of the first data interface unit “provided on one end of the carthé A
Court explained, “end” as used in the claims is a relative term referring to placsrtientwo
data interfacaunits in relation to one another. Thadjrst data interface unit can be entirely
“provided” on oné‘end” of the card even if the first data interface unit extends beyond the
midpoint of the card. By contrast, a “projection” as used in the claimsléady defined
structure, and thus the grammatical syntax, “in which,” and the plain meaning ofdguigvi
require that the second data interface unit be provided within the projection.

Fujitsu’s argument that Defendants’ construction would improperly read alhsks
embodiments is not persuasive. Fujitsu argues that the specification depictsaresiregzed
projections that are “only large enough to accommodate a connector socketrigospecifically
to Figures 7B/C, 9B-9C, 10B-10C, and 11B-11C. Infringement Mot. at 22. Fujitsu adds, with
citation to any support, that “[t]he connector-shaped projections are not largé ¢o@agtain []
additional components” that “may be included in a second data inteefgce (buffer).” Id. But
Fujitsu cites nothing in the specification that supports this conclusion. Fujitsu alse Hrgtje
because a data interface umiayinclude both a unit for buffering and a unit for
receiving/transmitting data, claim 9 must be construed to include cards thieebuffer extends
beyond the projection. This argument, too, is unavailing. While the presence of a bufifétring
addition to a transceiving unit does not remove a card from the claim soepkata interface unit
limitation is satisfied by thpresence of only one of the two.

Because Fujitsu admits that not all of the circuitry that comprises the secondeléaaen
unit is provided entirely within the projection on each of the accused cards, Fujitstios for

summary judgment of infringeent of claims 9, 14, and 27 is DENIEB to all accused cards

c. “Radio Transmitter/Receiver Means” (claims 2, 4, and 20
only)

Defendants argue that Fujitsu’s motion for summary judgment of infringtesheuld also
be denied as to claims 2, 4, and 20 beedahe accused cards lack the “radio transmitter/receivel
means” limitation of those claims. Claims2d 20 recite a “radio transmitter/receiver means for

transferring the data between said external device and the card type inptiifdatface device
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through a radio communications channel.” '769 Patent, col3.®&.7-The parties agrekat this
limitation is a meanglus-function limitation as defined by 35 U.S.C. § 118° SeeECF No.
164at 2 Claim 4 depends from claim 2 and further recites “an antenna coupled to said radio
transmitter/receiver mean$.”769 Patent, col.8:12-13.

“Construction of a means-pldgnction limitation involves two steps. First, the court mus
identify the claimed function. Second, the court must identify the correspondingiisgrncthe
specification that performs the recited functio@hicago Bd. Options Exch., Inc. v. Int'l Sec.
Exch., LLG 677 F.3d 1361, 1367 (Fed. Cir. 2012) (citAgplied Med. Res. Corp. v. U.S. Surgica
Corp., 448 F.3d 1324, 1332 (Fed. Cir. 2006)). To prove infringement of a means-plus-functio
claim, the patentee must show that the accused product performs the claimed fusioty a
structure identical or equivalent to the structure identified by the Court’srgoiign. CytoLogix
Corp. v. Ventana Med. Sys., In424 F.3d 1168, 1178 (Fed. Cir. 2005).

The parties agree here that the claimed function is “transferring data bete@stetimal
device and the card type input/output interface device through a radio communidasionel't
ECF No. 164 at 2. The parties further agree that the corresponding structureedesdtile
specification comprises “at least radio transmitter/receiver ur 2quency modulator 12c,
frequency demodulator 12d, amplifiers 12e and 12h, Ipasdfilter 12f, and antenna sharing

device 12g.% Id. To show that each of the accused wireless cards meets the “radio

35 U.S.C. § 112, 1 6, provides: “An element in a claim for a combination may be expressed
means or step for performing a specified function without the recital of sguctuin support
thereof, and such claim shall be construed to cover the corresponding structure .bediasthne
specification and equivalents thereof.” Section 112 1 6 “represenid aro quaby permitting
inventors to use a generic meaxpression for a claim limitation provided that the specification
indicates what structure(s) constitute(s) the meaAsniel Corp. v. Info. Storage Devices, Inc.
198 F.3d 1374, 1381 (Fed. Cir. 1999
" Defendants do not challenge the “antenna couplsait radio transmitter/receiver means”
limitation of claim 4 in their opposition or in Dr. Brody’s repo8ee generallinfringement
Opp’n; Garten Decl. Ex. 10 [Brody Rep.].r.Williams opines that this limitation is satisfied in
each of the accused wireless car8gseWilliams Infringement Decl. {1 1007; Williams
Infringement Rep. 11 154-60.
® The parties further agree that the specification discloses an alternamimentonith the
structure comprising at least “radio modulator 15, frequency modulator 15c¢, arsdie and
15k, antenna sharing device 15g, radio demodulator 16, band-pass filter 15f, and frequency
demodulator 15d.” ECF No. 164 at 2-3.
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transmitter/receiver’” measdus-functionclaim limitation, Fujitsu offers the opinion of its expert,
Dr. Williams, who opines thdil) each accused wireless card contains a radio transmitter/receiv
unit, a frequency modulator, a frequency demodulator, amplifiers, adzescfilter, and an
antenna sharing device; and {@¢se components are connected in the same way as the
corresponding structure disclosed in the '769 Pat8agWilliams InfringementDecl. {1 93100;

Williams Infringement Repfl{ 14653.

Defendant®offer norebuttalevidence to the contraryNor do Defendants appear to dispute

that the accused wireless cards perform the claimed function of “trangféatia between the
external device and the card type input/output interface device through a radiamioatians
channel.” Rather, Defendants’ sole argument against summary judgmengjiisa has
proffered insufficent evidence thahe required corresponding structure for the transceiver mea
is found in any of the accused wireless catSiselnfringement Opp’n at 225.

The Court is not convincedVhile infringement is typically a question of fact for the jury
to decide, a court may nonetheless “determine infringement on summary judgimemtio
reasonable jury could find that every limitation recited in the properly constiaiedeither is or
is not found in the accused deviceltinovention Toy637 F.3cat 1319 (quotingBai v. L&L
Wings, Inc, 160 F.3d 1350, 1353 (Fed. Cir. 1998)). As the patentee and the movant, Fujitsu
the initial burden of showing @rima faciecase for summary judgment, but if Fujitsu meets that
burden, “then the burden of production shifts to the nonmovant to present specific evidence
indicating there is a genuine issue for triahlr Turbine Tech., Inc. v. Atlas Copco AR0 F.3d
701, 708 (Fed. Cir. 2005) (citingberty Lobby 477 U.S. at 250). Here, Fujitsu has presented
competenexpert testimony in support of its infringement contention, and Defendant has edunt
with nothing that would create a genuine issue of fé¢hile Defendants are correct that “[t]o
establish infringement under § 112, 6, it is insufficient for the patent holder to pretemtrig
‘based only on a functional, not a structural, analys@ytoLogix 424 F.3d at 1178 (quoting
Alpex Computerl02 F.3d at 1222), Dr. Williams’ report was not deficient in this manner. Dr.
Williams’ opinion tha each accused wireless card includiesuitry identical to the corresponding

structure disclosed in the '769 Patent was informed, in part, by the fadtliithe structures
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disclosed in the patent are “higrvel components that would be found in atgndarecompliant
wireless interface card device,” Williangringement Decl.  9%&eeWilliams InfringemeniRep.

1 150; and2) the wireless cards comply with the 802.11 standards, and in order to do so, eac

must include a radio transmitter/regsi unit, a frequency modulator and demodulator, amplifiers

and a bangbass filter, WilliamdnfringementDecl. § 97; Williamdnfringement Rep{ 150.
However, Dr. Williams did not stop there. Rather, Dr. Williams stated thabh@usions were
confirmed by:(3) histeardown analysis of each accused wireless card, which confirmed that e
card includes both an antenna sharing device and radio transceiver circuitmypleatents the
requirements set forth in the 802.11 standards, WilliafnsigementDecl. 11 98, 100; Williams
Infringement Rep. 11 151, 153; and (4) fegiew of the available technical documentation
concerning the radio transceiver components found in the wireless cards, whichrdirmed that
the cards include circuitry idenéitto the corresponding structure disclosed in the '769 patent,
Williams Infringement Decl. § 99; Williams Infringement Rep. 1 1&hder Ninth Circuit law,
“le]xpert opinion is admissible and may defeat summary judgment if it appeaadfidnt is
competent to give an expert opinion and the factual basis for the opinion is stated in thataffidal
even though the underlying factual details and reasoning upon which the opinion is based areg
Walton v. U.S. Marshals Serv92 F.3d 998, 1008 (9th Cir. 2007) (quotBigithuis v. Rexall

Corp, 789 F.2d 1315, 1318 (9th Cir. 1985) (per curiarf))Novartis Corp. v. Ben Venue Labs.,
Inc., 271 F.3d 1043, 1051 (Fed. Cir. 20@I\We look to regional circuit law for the applicable
standard controlling the factual foundation necessary to support an expert’s opinionswiath |
matter peculiar to patent law.”Pr. Williams’ opinion sufficiently establishes prima facie suppor
for this limitation.

In Lucent TechsInc. v. Microsoft Corp.544 F. Supp. 2d 1080, 1090-91 (S.D. Cal. 2008
the district court found that patentee’s expert’s declaration was sufficient to survive summary
judgment, where the infringement analysis was based “both on the implications ofacmaplith
the [MPEG2 or VC-1] standard and on review of the product source code as applied to the Cq
construction.” 544 F. Supp. 2d at 1090-91. While recognizing that “standards compliance is

necessarily equivalent to an infringement analysis for claims unclerrs@12 § 6,” theourt
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nevertheless noted that “analysis of standards implemented by a produa rebgvant to

infringement and provide support for the patentee’s position, provided that standards compliance

does not replace the ultimate legal standard for infringefnétat 1091.Here, Dr. Williams’
uncontroverted analysis of the accused cards’ implementation of the 802.11 stabd#rdssed
by his uncontroverted tear-down analysis of the accused products and review ofi#iideava
technical documentation. In the face of this uncontroverted evidence, no reasoryatelpifind
that the “radio transmitter/receiver means” limitation is not found in the accusdessicards.

Accordingly, in light of the Court’s ruling with respect to the “data interiaat

limitation above, Fujits's motion for summary judgment that Defendants’ accused card interfa¢

devices infringe claimg, 4, and 20s therefore GRANTELDas to Belkin F5D7010, D-Link DWL-
G630, and Netgear WG511 onlyhe motion is DENIED as to all othaccused cards.
C. Defendants’ Wireless Access Points and Routers

Fujitsu also seeks summary adjudication that use of Defendants’ accuseditiatbe
accused wireless access points and routers constitutes an act of dirggemémt of system
claims 47and 48, and that such use in combination with a laptop constitutes direct infringeme
electronic system claims 20 and 2nfringement Mot. at 9Fujitsucontends there is no dispute
that: (1) the accused wireless access points and routers “provid[e] a péfpheran for the
electronic device,” and thus are “external devices” within the meaning of systers dlaiamd 48
and electronic system claims 20 and 27; (2) a laptop is an “electronic device” Wwehmeaning
of electronic system claims 20 and 27; and (3) the accused wireless carglsteatisidrelated
elementof claims 20, 27, 47, and 48.

With respect to claims 47 and 48, Defendants offer no non-infringement defense,
discussed above. Accordingly, Fujitsu’s motion for summary adjudication that usecotiBefs’
accused cards with the accused wireless access points and routers coastdates direct
infringement of system claims 47 and 48 is GRANTED.

With respect to claims 20 and 27, Defendants offer noimioingement defase
independent of its arguments concerrtimg cardrelatedlimitations of those claimgliscussed

above. Accordingly, for the reasons discussed ahatberespect to the accused cargjitsu’s
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motion for summary adjudication that use of Defendantised cards with the accused wireless
access points and routers and with a laptop constitutes direct infiengjef electronic system
claim 20 is GRANTED as to Belkin F5D7010, D-Link DWL-G630, and Netgear WG511, and
DENIED as to all other accused products. Fujitsu’s motion for summary adjoditzt use of
Defendants’ accused cards with the accused wireless access points and rowtérsataptop
constitutes direct infringement of electronic system claim 27 is DENIED as to adetproducts
D. Defendants’ Network Kits

Finally, Fujitsu seeks summary judgment that Defendants’ network kitslgimgcinge
claims 47 and 48, which, as previously discussed, are both system claims. The 14 ateoskd 1
kits® consist of one wireless card interfaceide\and one wireless router or access point device,
which are bundled together and offered for sale in a single package. As discussed above,
Defendants offer no non-infringement defense to claims 47 and 48. Thus, Fujitsu’s motion fo
summary judgment th®efendants’ network kits directly infringe claims 47 and 48 is GRANTE

IV. DEFENDANTS’ MOTION FOR SUMMARY JUDGMENT OF INVALIDITY

Defendants move for summary judgmehtnvalidity of all asserted claims, specifically
seeking summary judgment thét) clams 41, 47, and 48 of the '769 Patent are invalid as
anticipated under 35 U.S.C. § 102(a) and (b) in light of the ARLAN 450 interface caehsfer
(“ARLAN"), or alternatively invalid as obvious under 35 U.S.C. § 103(a) in light of AR LaAid
Murakami; (2) claims 2, 4, 8, 20, 41, 47, and 48 of the '769 Patent are invalid as anticipated U
8 102(b) in light of the Mizutani reference, or alternatively are invalid as obuimder § 103(a) in
light of Mizutani and Murakami; (3) claims 2, 4, 8, 20, 41, 47, and 48 of the '769 Patent are in
as anticipated under 8§ 102(b) in light of the Murakami reference, or alternarediyvalid as
obvious under 8 103(a) in light of Murakami in combination with ARLAN, MizutanHBr
82950A; and (4) claims 9, 14, and 27 of the '769 Patent are invalid as anticipated under 8§ 10
light of theHP 82950A reference, or alternatively are obvious in light of HP 82950A and

Murakami.

% At issue in this motion are 3 Belkin network kits, 8 D-Link network kits, and 3 Netgeaorketw
kits. Garten Decl. § 13.
28
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Patents are presumed to be valid. 35 U.S.C. §a28A party challenging the validityf@a
patent bears the burden of proving invalidity by clear and convincing evidBfizer, Inc. v.
Apotex, InG.480 F.3d 1348, 1359 (Fed. Cir. 2007). As with infringement, “[b]oth anticipation
under 8 102 and obviousness under 8§ 103 are two-stepigsjuiMedichem, S.A. v. Rolabo, S.L.
353 F.3d 928, 933 (Fed. Cir. 2003) (citations omitted). The first step is claim construdtj@ee
Amazon.com, Inc. v. Barnesandnoble.com, R29 F.3d 1343, 1351 (Fed. Cir. 2001) (“A claim
must be construddefore determining its validity just as it is first construed before deciding
infringement.” (quotingMarkman v. Westview Instruments, |2 F.3d 967, 996 n.7 (Fed. Cir.
1995) (Mayer, J., concurringgff'd, 517 U.S. 370 (1996)). The second step is a comparison of
properly construed claim to the prior aMledichem353 F.3d at 933.

A. Claim Construction

Although the parties stipulated that “card” and “slot” should carry their plaimimgs the
parties now disagree over the content of each ternptésri‘ meaning.” “A determination that a
claim term ‘needs no construction’ or has the ‘plain and ordinary meanengbe inadequate
when a term has more than one ‘ordinary’ meaning or when reliance on a tamary’
meaning does not resolve the parties’ dispu@2’ Micro Int’l Ltd. v. Beyond Innovation Tech.
Co, 521 F.3d 1351, 1361 (Fed. Cir. 2008). Accordingly, the Court has a duty to resolve the
parties’ dispute concerning the scope of these claim telanat 1361-62see also Jack Guttman,
Inc. v. Kopykake Enters., In@02 F.3d 1352, 1361 (Fed. Cir. 2002) (“District courts may engag
in a rolling claim construction, in which the court revisits and alters its interpretztibe claim
terms as its understanding of the technology evolves.”).

A claim term is generall{construed in accordance with the ordinary and customary
meaning [it] would have to one of ordinary skill in the art in light of the specificatidrile
prosecution history” at the time of the inventiokventis Pharma S.A. v. Hospira, In675 F.3d
1324, 1329 (Fed. Cir. 2012) (citifhillips, 415 F.3cat 1312). In construing disputed terms, the
court looks first to the claims themselves, read in context, for “[i]t is ado&dsrinciple’ of patent
law that ‘the claims foa patent define the invention to which the patentee idezhthe right to

exclude.” Phillips, 415 F.3d at 1312 (quotirignova/Pure Water, Inc. v. Safari Water Filtration
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Sys., Inc.381 F.3d 1111, 1115 (Fedir. 2004)). Importantly, however, “the person of ordinary
skill in the art is deemed to read the claim term not only in the context of the partiautamc
which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. at 1313;see also Markmarb2 F.3d at 979‘Claims must be reah view of the
specification, of which they are a payt. Because the specification must contain a description of
the invention sufficiently clear “to teach and enable those of skill in the adke and use the
invention,”Phillips, 415 F.3cat 1323, the specification i&fways highly relevat’ and

“‘[u]sually [ ] dispositive; it is the single best guide b&tmeaning of a disputed tertid. at 1315
(quotingVitronics Corp. v. Conceptronic, In®@0 F.3d 1576, 1582 (Fe@ir. 1996));accord Eon-
Net LP v. Flagstar Bancor$53 F.3d 1314, 1320 (Fedir. 2011).

The court should also consider, if it is in evidence, the patent’s prosecution history, wh
consists of the complete record of proceedings beforeritedJStates Patent and Trademark
Office ("PTQO”) and includes the prior art references cited during the exaamn&hillips, 415
F.3d at 1317. Although the prosecution history is generally less useful than theapexifor
claim construction, the prosecution history nevertheless “can often inform tinengne&the claim
language by demonstrating how the inventor understood the invention and whether the inven
limited the invention in the course of prosecution, making the claim scope narrowér tha
otherwise would be.ld. For example, “where the patentee has unequivocally disavowed a ce
meaning to obtain his patent, the doctrine of prosecution disclaimer attaches and tiaer
ordinary meaning of the claim congruent with the scopbettrrender."Omega Eng'g, Inc. v.
Raytek Corp.334 F.3d 1314, 1324 (Fedir. 2003).

Finally, the court is also authorized to consider extrinsic evidence in consttaimg,
such as “expert and inventor testimony, dictionaries, and learned tréatsgman 52 F.3d at
980. While the court may look to sources extrinsic to the patent and prosecution history, such
evidence is considered “less significant than the intrinsic record” and ékesle than the patent
and its prosecution history in @emining how to read claim termsPhillips, 415 F.3d at 1317-18
(internal quotation marks and citation omitted). Thus, while extrinsic evidence nusgfok in

claim construction, ultimately “it is unlikely to result in a reliable interpretation t&palaim
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scope unless considered in the context of the intrinsic evideitteat 1319. Ay expert
testimony “that is clearly at odds with the claim construction mandated by the claims thes)se
the written descriptio, and the prosecution history™ will be significantly discountédi.at 1318
(quotingKey Pharms. v. Hercon Labs. Caorft61 F.3d 709, 716 (Fe@ir. 1998)).

“Because the claims of a patent measure the invention at issue, the claims must be
interpreted and given the same meaning toppses of both validity and infringement analyses.”
Amazon.conm239 F.3d at 1351 (citingmithKline Diagnostics, Inc. v. Helena Labs. Cp85%9
F.2d 878, 882 (Fed. Cir. 1988)). “A patent may not, like a ‘nose of wax,’ be twisted one way
avoid anticipation and another to find infringementd. (quotingSterner Lighting, Inc. v. Allied
Elec. Supply, Inc431 F.2d 539, 544 (5th Cir. 1970) (internal citation omitted)).

1. “Card”

Whereas Defendants have always maintained that no construction of “card” sangces
Fujitsu argued during thidarkmanproceedings that the term should be construed as “[1] a thin
device (approximately 10 mm or less in thickness for the portion of the card to bednstrta
slot) that, [2] when inserted, resides substantially within the electronicedand [3] is exposed to
the external environment.” ECF No. 188L7. Fujitsu later abandoned these three specific
limitations, stipulating that “card” should be construed to have its ordinary and eugtom
meaning. Fujitsu now seeks a construction of “card” to meafCatype card,” contending that a
person of ordinary skill in the art would understand the plain meaning of “card” eedla the
769 Patent to be an I6pe card.ECF No. 270, Fujitsu’s Response to Defs.” Mot. for Summ. J.
Invalidity (“Invalidity Opp’'n’) at 5;seeECF No. 272, Decl. of Dr. Tim A. Williams in Supp. of
Fujitsu’s Resp. to Defs.” Mot. for Summ. J. of Invalidity (“Williams Indély Decl.”), Ex. A
(“Williams Invalidity Rep”) 11 18890, 349, 353. Fujitsu argues that “Defendants advance an
interpretation of ‘card’ that is virtually limitless, encompassing cartridggsP&B [printed circuit
board], and any device containing a PCB,” thus ignoring the context of the '769 Patehditinva
Opp’n at 5.

Here, the claim terms themselves do not include any universal thickness omgetions

applicable to all “cards,” and both parties’ experts agree that a person otrpskitian the art in
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1991 would understand the plain meaning of “card” to include not only IC cards, but also intef
expansion boards, also known as printed circuit boards (“PCBs”). Indeed, Fujitsu’sfmvh ex
explained that, in 1991, “the term ‘card’ was sometimes used to refer gendndallBs and
sometimes useid refer to an 1&ype card.” Invalidity Opp’n at 5; Williamivalidity Rep.  188.
Nonethelesdrujitsuargues that a person of ordinary skill in the art reading the term “ca
in light of the specification and prosecution history would understand™tamean “IGtype
card.” Thespecification of the '769 Patent da@ske several referencesl@® cards. First, in
discussing the “Background of the Invention,” the specification discussesnf@meards and IC
memory cards that have processors focpssing data, noting that such IC cards had been
developed to facilitate the downsizing of laptop computers. 769 Patent, col.1:19-21; 1:10-26
1:41-44. The specification notes that these IC memorytgpaldevices have exemplary
dimensions of 85.6 x 54.0 x 3.3 mm, and are “inserted into slots of electronic device systbms
as word processors and personal computdds.tol.1:45-48. Immediately following the
description of the invention’s background, the specification provides a “Summary of the
Invention,” which notes, “It is a general object of the present invention to proviad typa
input/output interface device in which the above disadvantages are eliminated e Apaoific
object of the present invention is to facilitate down-sizing of the main body of droaleaevice
system by means of a card type input/output interface device, which is inséstadslot formed
in the main body.”ld. col.1:65-2:4. Elsewhere in describing the preferred embodiments of the
invention, the specification continues to make comparisons or references to ICSsedd.
col.3:32-34 (“The connection part 1 comprises a connector 18 formed on a single side or both
opposing sides of the card 4, as in the case of conventional IC cadit);7:25 (“When the
card is 3 mm thick, the projection 42a is designed to have a thickness of approxéhmately

Thus, the total thickness is equal to approximately 9 mm — 10 mm. This thickness does not

degrade the performance of the IC card$d’)col.7:28-31 ([T] he use of radio transmitter/receiver

units can provide the card type input/output devices having a thickness almost the same as tf

thickness of conventional IC memory cards and IC cakds.”
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The prosecution historsheds only limited lightn the matter Fujitsu argued during
reexamination, and the Examiner accepted, that the '769 Patent is distinguisiraltertain
prior art references such as Japanese Patent Application Publication No. S61-21244t@ufti\
because Mizutani discloses a cartridge8 mm thick, rather than a careeECF No. 271Decl.
of R. Jason Fowler in Supp. of Fujitsu’s Opp’n to Defs.” Mot. for Summ. J. of Invalidity (4fow
Decl.”), Ex. 3 at FUJ0002374-*731owever,as Dr. Williams explainsjarious characteristics
distinguish a “cartridge” from a “cartl. SeeWilliams Invalidity Rep 1 17272. ThusFujitsu’s
disavowal of “cartridges” is not dispositive of Fujitsu’s argument now thatl*ee used in the
'769 Patent is limited to “I@ype cards.”

Fujitsu is correct tat claim terms are not interpreted “in a vacuum, devoid of the context
the claim as a whole.Kyocera Wireless Corp. v. Int'l Trade Comm5#%5 F.3d 1340, 1347 (Fed.
Cir. 2008). As noted above, the claim language itself, read in the context of tHieapen, is
paramount in ascertaining the ordinary and customary meaning of a clapaseunderstood by a
person of ordinary skill in the art at the time of the inventi8ee Phillips415 F.3d at 1312-13.

At the same time, however, the Federat@it has recognized that “there is sometimes a fine lin
between reading a claim in light of the specification, and reading a limitatmthe claim from

the specificatiory; the latter of which is strongly disfavorelyocera Wireless545 F.3d at 1347
(quotingComark Commc’ns, Inc. v. Harris Cord.56 F.3d 1182, 1186 (Fed. Cir. 1998)). For
example, m Aventis Pharma S.A. v. Hospira, In675 F.3d 1324 (Fed. Cir. 201#)e patentee
acknowledged that the term “perfusion” as normally understood in the art did not incladgg
hour stability limitation, but nonetheless argued for such a limitaggplaining thatbased on

how the term is used in the context of the '561 patent, the claimed ‘perfusion’ must dete@tstr:
least hours of stability 675 F.3d at 1330. The Federal Circuit rejected the patentee’s attempt
import an eightiour stability limitation to the claim term “perfusion,” reiterating the “stringent
standard for narrowing a claim term beyond its plain and ordinary mearahg.”

In general, &laim term will be interpreted more narrowly than its ordinary meaning und
only two circumstances: “(1) when a patentee sets out a definition and act} @snit

lexicographer, or (2) when the patentee disavows the full scope ofratelan either in the
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specification or during prosecutionThorner v. Sony Computer Entm’t Am. L.L..669 F.3d
1362, 1365 (Fed. Cir. 2012Neither of those circumstances exists here.

“To act as its own lexicographer, a patentee must ‘clearly setdat#finition of the
disputed claim term’ other than its plain and ordinary meanitd.{quotingCCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1366 (Fed. Cir. 2002)). “[T]he patentee must ‘clearly express
intent’ to redefine the term.Td. “This clear expression need not béaec verbabut may be
inferred from clear limiting descriptions of the invention in the speciboabr prosecution
history.” Aventis Pharma675 F.3d at 1330. However, “[i]t is not enough for a patentee to sim
disclose a single embodiment or use a word in the same manner in all embodimemst” nor
“enough that the only embodiments, or all of the embodiments, contain a particulardihiia
limit a claim term more narrowly than its ordinary meanifgorner, 669 F.3d at 1366Here,
Fujitsu’s repeated reference to conventional IC memory cards in disctissibgckground of the
invention and the preferred embodiments falls far short of “clearly set[ort] & definition” of
“card” different from its plaa and ordinary meanindd. at 1365. Fujitsu therefore did not act as
its own lexicographer with respect to the term “card.”

Likewise, a patentee’s disavowal of claim scope, either in the specificationimg du
prosecution, must be clear in order to narrow a claim term beyond its ordinary andacystom
meaning. “The patentee may demonstrate intent to deviate from the om@dasgcustomed
meaning of a claim term by including in the specification expressions of ntagifdgsion or
restriction, representing a clear disavowal of claim scopeléflex, Inc. v. Ficosa N. Am. Caorp.
299 F.3d 1313, 1325 (Fed. Cir. 20029e also Home Diagnostics Inc. v. LifeScan, 881 F.3d
1352, 1358 (Fed. Cir. 2004) (“Absent a clear disavowal in the specification or the prosecution
history, the patentee is entitled to the full scope of its claim language.”).e“dfigicism of a
particular embodiment encompassed in the plain meaning of a claim term is ioogrsufd rise to
the level of clear disavowal. Thorner, 669 F.3d at 136&eeEpistar Corp. v. Int'l Trade Comm;n
566 F.3d 1321, 1335 (Fed. Cir. 2009) (holding that even a direct criticism of a particular techr
did not rise to the level of clear disavowal). Similarly, “even wilagparticular structurmakes it

‘particularly difficult’ to obtain certain benefits of the claimed invention, tlmesdnot rise to the
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level of disavowal of the structureThorner, 669 F.3d at 1366 (quotirpine Solutions, Inc. v.
Medtronic Sofamor Danek USA, In620 F.3d 1305, 1315 (Fed. Cir. 2010pere,Fujitsu’s
argument that a printed circuit board such as the ARLAN device would not adingeve t
“downsizing” purpose of the invention is unavailitfgSee id. Fujitsu is unable to point to a “clear,
disavowal” of claimscope in either the specification or the prosecution history, and thus the Cq
finds no support for limiting the plain and ordinary meaning of “card,” which both pagree
can encompass both IC-type cards and PCB cards, to otypéCzards.

Accordingly, the Court declines to adopt Fujitsu’s construction of “casdlimited to “IG
type card.”

2. “Slot”

Whereas Defendants have always maintained that no construction of “sletessary,
Fujitsu argued during thiarkmanproceedings that the term should be construed as “an openil
in the exterior of the electronic device adapted to receive thecartd interface.” ECF No. 168
at10. Fuijitsu later abandondae “exterior” opening limitation, stipulating that “slot” should be
construed to have its ordinary and customary meaning. Fujitsu now revives its arguibitjihéha
plain meaning of ‘slot,” as that term is used in the '769 [P]atent, is an opening ingherextthe
electronic device,” and does not include openings in the interior eleb&ronic @vice. Invalidity
Opp'n at 8.

To support its position, Fujitsu relies primarily on the specification, as it oliguhd
during theMarkmanproceedings. Fujitsu argues that the '769 Patent “repeatedly referddb a ‘s
formed in the main body’ of the computer into which the card is insertdd(titing '769 Patent,
Abstract; 1:1921; 2:1-4; 3:23-26; 3:33-37). Fujitsu also points to Figure 1, which depicts “a slq
22 formed on a sidewall of a main body 20 of an electronicdeystem,”769 Patent, col.3:23-

26, and argues that “[a]ll of the slots described and shown in the '769 [P]atent amnéhéhey

19 Moreover,Fujitsu’sexpert stated during his deposititvat an electronic device as disclosed in
the claims could be “as large as this rooBCF No. 282-3, Second Decl. of Joshua S. Wyde in
Supp. of Defs.” Corrected Reply in Supp. of Mot. for Summ. J. of Invalidwy(te ReplyDecl.”),
Ex. 45 at 368:20-22. Consistent with that observation, Defendants’ expert Dr. Mihran noted t
“there’s really no fundamental limit on how large a printed circuit board mighdrkeegarcular
application.” Fowler Decl. Ex. &t 75:19-76:4.
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are openings in the exterior of the electronic device.” Invalidity Opp’n at 8ddition, Fujitsu
argues that “the I@ype cards dscribed in the patent were all inserted into this type of sldt.”

Defendants argue that the ordinary and customary meaning of “slot” is Sinply
opening.” ECF No. 285-1, Defs.’ Corrected Reply to Fujitsu’s Resp. to Defs.” Mot. fanSdim
of Invalidity (“ Invalidity Reply) at 2. Defendants argue that there is no basis for limiting “slot”
a particular location. The PTO recently concluded that the plain meaning of’@dsh person of
ordinary skill in the art includes “a groove, slit, or @pee for receiving or admitting something,]
which in this case is a card . . .,” and that Fujitsu “failed to act as [its] own lexpiogy . . . to
define the term ‘slot’ in a manner contrary to itdinary meaning.” Wyde Decl. Ex. 30 at
BLKNO0037243.

The Court agrees with Defendants that Fujitsu’s proposed construction is supported by
neither the specification nor the prosecution history. First, Fujitsu’s constraét‘slot” as
limited only to slots on the exterior of the electronic device violdgesloctrine of claim
differentiation, which instructs that limitations added to a term in dependent cl&ms ar
presumptively not to be read into that term as used in independent ciemscumedLLC v.
Stryker Corp,. 483 F.3d 800, 806 (Fed. Cir. 200Qlaim 38 merely describes “a cata be
insertedinto a slot provided in the electronic device.” 769 Patent col.10:64-65. Dependent cl
78, 79, 80, and 84, which depend from claim 38, add the external limitation: “wherein the slot
comprises an agning formed in a sidewall of a main body of the electronic deviSeg, e.g.
'"769 Reexam. Certificate cdt54-56 (claim 78). An opening formed in a sidewall is an opening
the exterior of the electronic device. Thus, under the doctrine of claim diféi@mtit would be
improper to import the limitation of a slot comprised of an “opening in the exterior of the
electronic device” into the claim term ‘slotSee Karlin Tech., Inc. v. Surgical Dynamics, |A3.7
F.3d 968, 972 (Fed. Cir. 1999) (Hmng it improper to read the limitation in the dependent claims|
“into the independent claim[s] from which they depend®gord Allvoice Computing PLC v.
Nuance Comm’'n$04 F.3d 1236, 1247-48 (Fed. Cir. 2007).

to

AiMmSs

in

Nor does anything in the prosecution history overcome the presumptive construction undel

the principles of claim differentiatiorSee Multiform Desiccants, Inc. v. Medzam, 1183 F.3d
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1473, 1480 (Fed. Cir. 1998). To the contrary, the prosecution history supports Defendants’ p
meaning constiction. Fujitsu’s original patemlid include the limitation “in the exterior of the
electronic device,” as the original claim 38 recited “a slot provideshiexternal walin the body

of the electronic device.” ECF No. 176-6 at 15. However, Fujitsa filed a broadening reissue
application, advising the PTO that its original claims were too narrow. pomss to the PTO’s
rejection of Fujitsu’s reissue application, Fujitsu amended claim 38 by deletitigxdiernal wall”
and “body” limitations so that it recited more broadly “a slot provided in theretectdevice.”

ECF No. 1768 at 22. The Court agrees with Defendants that Fujitsu’s deletion of “external w4
from independent claim 38, and later inclusion of the “opening formed in a sitlemabtion in
dependent claim 78, strongly suggest that the plain meaning of the term “slogtlda tise '769
Patent is not confined to the exterior of an electronic device.

Fujitsu argues that disavowed internal slots, such as those that acceghal PCI cards,
during reexaminatioproceedings “When the patentee makes clear and unmistakable prosecut
arguments limiting the meaning of a claim term in order to overcome a rejectionutteelicoit
the relevant claim term to exclude the disclaimed matt®afiDisk Corp. v. Memorex Prods., Inc.
415 F.3d 1278, 1286 (Fed. Cir. 2005). The standard for a “clear disavowal,” however, is a hig
one. “An ambiguous disclaimer . . . does not advance the patent’s notice function or jusitfy p\
reliance, and the court will not use it to limit a claim term’s ordinary meanilag 4t 1287. Here,
Fujitsu’s specific statement during reexamination was"thdan fails to disclose, teach, or
suggest, ‘a card, inserted into the slot of the electronic device. ... The Arlan 450glevice i
installed by inserting the card into a connector on the motherboard. Therefagkdathd50
device is not inserted into a slot and does not teach or suggest ‘a card, inserted into thieeslot d
electronic device” Fowler Decl. Ex. 3 at FUJO002408!/illiams Invalidity Rep” { 354 (internal
citation omitted). This statement does not rise to the level of a “clear disavowal” of interral slo
as an equally reasonable interpretation of Fujitsu’s statement is thatiFugisnarrowly
disclaiming “installationinto a “connector on the motherboard” as opposed to “insertion” of a
card intoan internal slot generally. While “[a] patentee’s statement during reexamigatidoe

considered during claim construction, in keeping with the doctrine of prosecuticanrdescl. . .
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[tlhere is no ‘clear and unmistakable’ disclaimer if a prosecution argusieabject to more than
one reasonable interpretation, one of which is consistent with a proffered mefimaglisputed
term.” O1 Communique Lab., Inc. v. LogMeln, 887 F.3d 1292, 1297 (Fed. Cir. 2012)
(internal quotation marks and citations omitte&jitsu’s disavowal of a card that must be
“installed by inserting the card into a connector on the motherboard” does not amotcietr a
disavowal” of all interior slots.

Accordingly, the Court declines to adopt Fujitsu’s proposed construction of “slot” as
limited to “an opening in the exterior of the electronic device.” Instead, the @gnaes with
Defendants thdfslot” should be construed to mean simply “an opening.”

B. Anticipation

A patent claim is invalid by reason of anticipatibfthe invention was known or used by
others in this country, or patented or described in a printed publication in this or a taendry,
before the invention thereof by the applicant for patent.” 35 U.S.C. § 102(a). A claimis
anticipated under 8§ 102, and thus invalid, “if each and every limitation is found eitherséxpres
inherently in a single prior art referenceBtistol-Myers Squibb Co. v. Ben Venue Labs.,, 1246
F.3d 1368, 1374 (Fed. Cir. 2001) (internal quotation marks and citation omattedyd Eli Lilly
& Co. v. Zenith Goldline Pharm., Inc471 F.3d 1369, 1375 (Fed. Cir. 200€ut simply, “[t]hat
which infringes, if later, would anticipate, if earlierPeters v. Active Mfg129 U.S. 530, 537
(1889). To anticipate, the prior art reference must also “enable one of ordinary skil &t to
make the invention without undue experimentatio@rion IP, LLC v. Hyundai Motor Am605
F.3d 967, 975 (Fed. Cir. 2010) (quotation marks and citation omitted).

1. Whether ARLAN 450 anticipates claims 41, 47, and 48

The ARLAN 450 wireless interface card (“ARLAN"), manufactured by TelesystSLW,
is an internal expansion board, i.e., a device for upgrading or expanding the capaifihti
desktop computer. Williamigvalidity Rep. 11 5%6. ARLAN is a complete wireless
communication card designed to work with IBM PC/AT compatible computers and @ thetke
PCs withaccess to a wireless network within or between buildings without the need for. cableg

ECF No. 262, Decl. of Joshua S. Wyde in Supp. of Defs.” Mot. for Summ. J. of InvalMiydé
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Decl.”), Ex. 6 at 1. Typical applications for ARLAN include creating Ve@iss Local Area
Networks (LANs) and P@s-host connectionsld. Ex. 6 at 2. It is undisputed that the ARLAN

card was manufactured and sold as of 1989 and thus constitutes pridr BX. 14 at 26:5-26:25,

30:2-31:8, 47:13-48:13. The PTO considered publications about ARLAN, though not the ARL

system itself, during reexamination.

Fujitsu argues that ARLAN does not anticipate claims 41, 47, or 48 because: (1) ARLA
does not disclose a “slbt(2) ARLAN does not disclose a “card;” and (3) ARLAN does$ no
disclose a card to be “inserted into a slot.” Invalidity Opp’n at 10-12. The Court canthate
thereis agenuine disputefonaterialfactat least as to whether ARLAN discloses a “slot” and
whether ARLAN discloseacard to be “inserted into a slot.” As noted above in construing the
term “slot,” Fujitsu distinguished ARLAN based on the fact that it “is installed bytingehe
card into a connector on the motherboard,” and thus “fails to disclose, teach, or suggedi, ‘a
inserted into the stof the electronic device.Williams Invalidity Rep. I 354.Fujitsu’s expert Dr.
Williams further explains that the ARLAN device is merely inserted into anct8wector, which
is not itself a “slot” within the scope of the 769 Pateladt. | 366. Moeover,Dr. Williams opines
that unlike insertion into a slot as disclosed in the '769 Patestallation of an internal
expansion board [onto a connector on a motherboard] . . . is cumbersome and results in a se
permanent installation of the devicdd. 11 365 367 see idfY 36172. Dr. Williams’ opinions
create a genuine issue of material fact, and Brefsndants’ motion fosummary judgment of
invalidity based on the ARLAN refereneDENIED.

2. Whether Mizutani anticipates claims 2, 4, 8, 20, 41, 47, and 48

lwoa Mizutani’'s Japanese Patent Application 1985-518Bdd “Transmitting Apparatus
and TransmitteReceiver” (“Mizutani”) was published on September 20, 1986, as Publication |
1986-212140, over three years before the '769 Patentstgrdate. Wyde Decl. Ex. 18 at
JIC0002854d. Ex. 2, No. 11.05 [Fujitsu’s Responses to Requests for Admission Nos. 1-47].
Mizutani discloses a “transmission and reception device . . . to be directlydns¢ota cartridge
slot of a personal computer” to allow for wireless radio transmission and mteptiata between

the computer and an extermkdvice. Wyde Decl. Ex. 18 at JIC0002854.
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Fujitsuargues tat Mizutani does not anticipatéaims 2, 4, 8, 20, 41, 47, or H8cause
“Mizutani teaches cartridge, not a ‘card.” Invalidity Opp’n at 13. With respect to claim 8 only
Fujitsu additionally argues that Mizutani does not anticipate for failure tiogésan antenna that
is an edge portion of the devickl. at 15. The Court agrees that there is a genuine dispute of
material fact at least as to whether Mizutani discloses a “cd:titani specifies that the
“[tlransmission and reception device 10 is designed to have the same outer dimertsioss ab
a cartridge to be inserted inteartridge slot of personal computer 11 . ...” Mizutani at 2;
Williams Invalidity Rep. 4 50. Specifically, Mizutani explains that the cartrttige width W of
109mm, height H of 16.8mm, and length L of no less than 44mm.” Mizutani at 2; Williams
Invalidity Rep. 1 50. Fujitsu’sxpert Dr. Williamsexplains in his report that there were several
significant distinctions between cards and cartridges, as understood byaydmafy skill in the
art in April 1991, and that a skilled artisan would not understand a cartridge to be subsunmed \
the plain and ordinary meaning of “cardSeeWilliams Invalidity Rep.  171-93. Based on
Fujitsu’s evidence, a reasonable jury could find Metutani failed to disclose a “card.”
Accordingly, summary judgment of invalidity based on the Mizuteféirence i©ENIED.*

3. Whether Murakami anticipates claims 2, 4, 8, 20, 41, 47, and 48

Japanese Publication JP 64-8495 of Japanese Application 62-162277, publi3ardawy
12, 1989 to Junzo Murakami (“Murakamilists a publication date of December 1, 1989 on its
face, and is thus prior ar6eeWyde Decl. Ex. 22 Murakami is directed to a “portable electronic
apparatus” with a keyboard, a display, and a slot for loading “a plujabfycard type electronic
circuits.” Wyde Decl. Ex. 2zt FUJ0000064; Williams Invalidity Rep. 11-48. Murakami
provides several examples of different possible card type electronic givehith can give the
electronic apparatus differing functionaliti@scluding “radio message communication [via]

transceiver.” Wyde Decl. Ex. 22 at FUJO000061\62liams Invalidity Rep. {1 436.

X The Court does not rely on Defendants’ arguments regarding the Nulesemee raised at the
September 20 hearing on the summary judgment motions. Accordingly, Fujitsuisigtdative
Motion for Leave to File Motion to Strike Defendants’ New Arguments Raised at Summary
Judgment Hearing in Support of Their Motion for Summary Judgment of InvaliditgNED as
moot. SeeECF No. 304.
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Murakami was disclosed to the PTO with an English abstract but was otherwisbstansively
considered by the PTO in any reexaminatiorcpealing for the '659 Patent.

Unlike the other prior art references at issue in Defendants’ motion, Fujitsu dakspube
that Murakami discloses “a card to be inserted into a slot provided in an electronie’'d&é@e
Wyde Decl. Ex. 220.15 at 117:10-15Fujitsu also admits that Murakami discloses the same
layout “with a first data interface unit, provided on one end of the card, for coupling to an
electronic devicéand a‘second data interface unit, provided on an opposing end of the@ard,
coupling toan external devicejd. Ex. 2, 15.16 at 56:17-23, 16.16 at 67:15-20, and admits that
card communicates wirelessly with an external dewicé&x. 2, 22.11, at 137:1-@Rather Fujitsu
argues only thai(1) Murakami does not anticipate claims 2, 4, 8, 20, 41, 47, bed8use it does
not disclose a data transfer circiinat transfers data “in response to” the data being received by
second data interface unit, Invalidity Opp’n at 4éeWyde Decl. Ex. 223.12 at 144:27-28; and
(2) Murakami is ot an enabling reference.

“In response to.” Claims 2, 4, 8, 20, 41, 47, and 48 all require the following limitation: *

data transfer circuit, incorporated with the camdesponse tohe input information being received
by the second data interface tifior transferring the input information to the first data interface
unit and,in response tohe output information being received by the first data interface unit, for
transferring the output information to the second data interface unit.” '769 Ratehl:8-14
(emphases addedRursuant to the parties’ stipulation, the Court construed “data transfet’circu
as “a circuit for transferring data.Fujitsu does not dispute that Murakami discloses a “circuit fo
transferring data.” Howevehe partesnow seek construction of “in response to.” Fujitsu argug
that the data transfer circuit in Murakami does not automatically trangéefidaesponse to” the
data being received by the second data interface unit, as the patent claimslyatjratier only in
response to a user key stroke. Invalidity Opp’n at 16-17; Williams Invalidity Mel86F38.

Fujitsu argues that the plain meaning of the “in response to” clause requirestzausend

effect relationship, and that “if the data is tr&amsfd in response to anything other than receipt of
that data then it does nsaitisfy this claim limitatioar~whether that additional event constitutes

human intervention or the action of some other component.” Invalidity Opp’n at 18. Thus, un
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this dain meaning construction of “in response to,” Fujitsu argues that Murakami does not
anticipate.

Defendantslispute Fujitsu’s plakmeaning constructigrarguing that Fujitsu is fact
improperly imposing limitations on the term “data transfer circuit” not suppostédedclaim
language, specification, or prosecution history. Defendants appear to arghe ftaiase “in
response to” should be construed simply to mean “af@ectause these are “comprising” claims
not limited exclusively to the structudisclosed in the patent, Defendants argue, the presence ¢
additional step, such as human intervention, is irrelevant. Invalidity Reply atihg {¢ars Inc.

v. H.J. Heinz C9.377 F.3d 1369, 1376 (Fed. Cir. 2004)).

Having considered the parties’ arguments, the Court agrees with Fujitsu tihsdma @e
ordinary skill in the art, reading the '769 Patent in light of the intrinsic evidevaald construe
the “in response to” clause as connoting a camskeffect relationship rather than a straight
temporal sequence. The claim language recites a specific relationship betweeeiphefrec
information and its transfer, i.e., the information is transferred “in respongs teteipt. As Dr.
Williams explains, this relationship is significant t@ tii69 Patent, because the nature of the
invented card is an interface that facilitates communication between a computerexitel aal
device providing a peripheral function. Williams Invalidity Rep. 1 96. The adiotrnansfer of
data facilitates succommunication.ld.

The Federal Circuit recently affirmed this precise construction of “porese to”
appearing in a grammatically analogous clateee Am. Calcar, Inc. v. Am. Honda Motor &1
F.3d 1318, 1339-40 (Fed. Cir. 2011). American Calar, the claim at issue recited: “1. A system
for use in a vehicle comprising: . . . a processing element for determining babedadtefist one
measure a vehicle condition for which a selected service of the vehicle is neededcélsipg
element idatifying one of the plurality of providelia response tdéhe vehicle condition . . . .1d.
at 1324. The Federal Circuit agreed with the district court that “[ijn responsertnbtes that the
second event occur in reaction to the first event. Tingulage of the claim itself suggests that
when a vehicle condition is detected, the processing element identifies a peaxateatically as

opposed to requiring further user interactioid” at 1340. Likewise here with respect to the '769
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Patent, thednguage of the claim itself suggests that when the input information is recegitrezl b
second data interface unit, the data transfer circuit transfers the tadirst data interface unit,
and vice versa. The claim language suggests that this data transfer occuatiealtgpras opposed
to requiring further user interactioikee id. Furthermore, the claim construedAmerican Calcar
was also a “comprising” claim, and thus Defendants’ “comprising” argument isilimgwva

Accordingly, the Court catruesthe phrase “in response to” in the relevant claims as
requiring a causand-effect relationship between the receipt of input information by the second
data interface unit and the transfer of such information to the first dataagenmit.

Turning to the question of anticipation, the Court finds that Fujitsu hasmiexl admissible
evidence that, under this construction, Murakami does not anticipate because it didedoss
the“in response tolimitation. According toDr. Williams, Murakamiexplains that when
receiving wireless data, the radio message transceiver demodulates the medséfjee an
demodulated signal is stored in the memory 47 as the receiving message. D¥¢ydex. 22
[Murakami] at FUJOO00072Villiams Invalidity Rep. { 37. When the message is received, a
buzzer sounds to let the user know that a message has been received. The message, howe
remains in memory 47 after the buzzer sounds until (a) the card is inserted intatrioaiele
device (if it is not already serted), and (b) the user makes a key stroke. Wyde Decl. Ex. 22
[Murakami] at FUJO000072; Williams Invalidity Rep. I 137 the user does not make the
appropriate key strokes, then the data will never be transferred to tlatasnterface unit.
Williams Invalidity Rep. 1 138. Thus, Dr. Williams opines that Murakami does not disatizga a
transfer circuit that transfers data to the first data interface unit “innnesfo” the receipt of input
information by the second data interface unit.

In their Reply, Defendants present a new argument that, even under Fujitsu’s propose
construction of “in response to,” Murakami still discloses a data transteitdiecause data
received at the second data interface unit is transferred to memory (47)jsvhigipe of
“buffering” and thus is a component of the first data interface unit. Reply &uj@su filed an
Administrative Motion for Leave to File Motion to Strike New Arguments Raiseckefiemants’

Reply in Support of their Motion for Summary Judgment of Invalidity, or in the Alternatve
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Supplement the RecoftAdministrative Motion”). SeeECF No. 297. Fujitsu’administrative
Motion was not filed until September 13, 2012, twesityht days after Defendants filed their
reply, and is thus umely under Civil Local Rule-B8(d)(1). Nonetheless, because Defendants’
argument that the memory in Murakami is a buffer, if credited, would be caseitispasd
because Fujitsu would otherwise have no opportunity to respond, the Court GRANTS-ujits
AdministrativeMotion to the extent it seeks to supplement the record in response to Defendari
Murakami argument. In all other respects, Fujitsu’s Administrative Magi@ENIED.

In its supplemental response brief, Fujitsu points to the 1988 IEEE Standard Dyotibna
Electrical and Electronics Terms, which defines “buffer” as: “A device irthvtlata are stored
temporarily, in the course of transmission from one point to another; used to companaate f
difference in the flow of data, or timé occurrence of events, when transmitting data from one
device to another.” ECF No. 297-5, Decl. of Jason Fowler, Ex. S2. Fujitsu argues that memg
in Murakami does not constitute a “buffering component” because, as Dr. Widigrtaaned, the
information stored in memory 47 may never be transferred but rather may reside antbeym
indefinitely, if no intervening user action is ever taken to retrieve the datB.NBC297-2 at 6.

Based on the foregoing, the Court determines that Fujitsu hassstdty raised a genuine
issue of material fact as to whether Murakami discloses the “in response totidmdbclaims 2,
4,8, 20, 41, 47, and 48. As such, Defendants’ motion for summary judgment of invalidity bag
on Murakamis DENIED, and the Cart need not separately address Fujitsu’s enablement
argument at this time.

4. Whether HP 82950A anticipates claims 9, 14, and 27

HewlettPackards HP 82950AModem Owner’s Manual Series 8lan. 1982) (P
82950A) was sold a decade before the '769 Patenliegtpn. The HP 82950A Modem is
described as a modem “interface module” that provides data communications tyafoaldilP
Series 80 personal computers by connecting directly to the telephone line bia.awdliams
Invalidity Rep. § 72. Accordingp DefendantsiHiP 82950Awas one of many interface cards that

were designed to be inserted into the slot of a HeWwlatkard Series 80 computer to provide
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connectivity to external devices. Wyde Decl. Ex. 19. HP 82950A was disclosed to the PTO |
was not substantively considered by the PTO in any reexaarabceeding.

Fujitsu argues thaP 82950A does not anticipate claims 9, 14, or 27 becaugdP(1)
82950A does not disclose a “card;” and (2) HP 82950A does not disclose a card to be “inserts
a slot.” Invalidity Opp’n at 10-12. The Court concludes that there is a genuine dispuaéohl
factat least as to the “card” limitatiorDr. Williams opines that the manuals and websites relatin
to HP 82950Adescribe it as a “module,” never refag to it as a “card,” and further opines that
one of ordinary skill in the art would identify HP 82950A not as a card, but as a cartrisige dma
its physical characteristics. Williams Invalidity Rep. 71-681 In light of this material dispute,
Defendants’ motion for summary judgment of invalidity based on HP 82850&NIED.

C. Obviousness

A patent is invalid for obviousness “if the differences between the subject s@might to
be patented and the prior art are such that the subject matter akeawshld have been obvious at
the time the invention was made to a person having ordinary skill in the art to whichlgaat s
matter pertains.” 35 U.S.C. 8 103(a). Obviousness is a question of law based on underlying
factual findings regardindl) “the sc@e and content of the prior ar{2) the"differences between
the prior art and the claims at is5u€) “the level of ordinary skill in thpertinentart’; and (4)
any relevant secondary considerations, such as commercial success, loaguelblved needs,
and the failure of others (known as objective indicia of nonobviousn€S§#. Int’l Co. v. Teleflex,
Inc., 550 U.S. 398, 406 (2007) (quotigaham v. John Deere C&883 U.S. 1, 17-18 (1966));
Finisar Corp. v. DirecTV Grp., Inc523 F.3d 1323, 1338-39 (Fed. Cir. 2008). Under this
framework, “a patent composed of several elements is not proved obvious merelydngidatmg
that each of its elements was, independently, known in the priork®R 550 U.S. at 418. On
the other hand, “iven a patent ‘simply arranges old elements with each performing the same
function it has been known to perform’ and yields no more than one would expect from such :
arrangement, the combination is obvioukd’ at 417 (quotingakraida v. Ag Pro, Inc425 U.S.

273, 282 (1976)).
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Defendants argue in the alternative that, even if ARLAN, Mizutani, MurgkamlHP
82950A are not anticipatory references, they render the 769 Patent obvious @ bgktanother.
Specifically, Defendants assert that: (Bils 41, 47, and 48 are obvious in light of ARLAN and
Murakami; (2) claims 2, 4, 8, 20, 41, 47, and 48 are obvious in light of Mizutani and Murakam
(3) claims 2, 4, 8, 20, 41, 47, and 48 are obvious in light of Murakami and other prior art,
especially Mzutani; and (4) claims 9, 14, and 27 are obvious in lighttoB2950Aand
Murakami. For each of these combinations, Defendants essentially argtinetiederences are
directed to the same field of endeavor, and thus it would have been obvious tmary@disan
to combine their respective teachings.

Defendants’ obviousness arguments all suffer from the same Gawerally, goarty
asserting obviousness must “demonstitayeclear and convincing evidence that a skilled artisan
would have been motatedto combine the teachings the prior art references to achieve the
claimed invention, and that the skilled artisan would have had a reasonable expetsiccess
from doing so.” Procter & Gamble Co. v. Teva Pharms. USA, 1666 F.3d 989, 994 (Fed. Cir.
2009) (quotingPfizer, Inc. v. Apotex, Inc480 F.3d 1348, 1361 (Fed. Cir. 200AYhile
Defendants recite this standard summarily for each of their asserted obggosn®inations,
they provide virtually no facts or expert testimony supporting their barelusong assertions,
aside from noting that the PTO has treated Mizutani, Murakami, and publicatided tela

ARLAN as analogous art without objection from Fujitsu during reexamination guows. See

Invalidity Reply at 14.Meanwhil, Fujitsu’s expert opines that the combinations would not have

been obvious. Specifically, Dr. Williams opines that: (1) ARLAN and Murakami imedtgferent
fields of endeavor and were directed to solving different problsessVilliams Invalidity Rep.

19 14360, 388-404, 418-2&ee also id|] 4348, 59-66; (2) Mizutani and Murakami were in
different fields and directed to solving different probleses idf{ 14352, 221-26, 238-42; (3) it
would not have been obvious to modify Murakami’s data feartsrcuit because Murakami
teaches away from such a modificatisae id .1 48, 143, 151; and (4) HP 82958Ad Murakami
were in different fields and directed to solving different probleses,id {1 4348, 72-77, 143-60,

582-85, 591-92.
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The Court recgnizes that, “whilean analysis of any teaching, suggestion, or motivation to

combine known elements is useful to an obviousness analysis, the overall obviousness irsjuif
be expansive and flexibleIh re Cyclobenzaprine Hydrochloride ExtendRdleas Capsule
Patent Litig, 676 F.3d 1063, 1069 (Fed. Cir. 2012) (citik®R 550 U.S. at 415, 4)9
Nonetheless, Dr. Williams’ rebuttal opinions are sufficient to create @rgerssue of material fact
as towhether ARLAN, Murakami, Mizutani, and HP 8295@#e analogous art and whether it
would have been obvious to a person of ordinary skill in the art to combine these refefaeces.
In re Harris, 409 F.3d 1339 Summaryudgment of invalidity based on obviousness is therefore

improper, and Defendants’ mon is DENIED

V. DEFENDANTS’ MOTION FOR SUMMARY ADJUDICATION OF NO
WILLFULNESS

Defendants move for summary adjudication of no willful infringement of the "Z66nP.
A finding of willful infringement allows an award of enhanced damages under 35 U.S.C. §1284
re Seagate Tech., LL@97 F.3d 1360, 1368 (Fed. Cir. 2007). A finding of willful infringement
requires more than a showing of mere negligence. Rather, to establish mfiliigement, “a
patentee must show by clear and convincing evidence that the infringer acteel @esgpjectively
high likelihood that its actions constituted infringement of a valid patedt.at 1371. “If this
threshold objective standard is satisfied, the patentee must also demonastithie thbjectively
defined risk . . . was either known or so obvious that it should have been known to the accuss
infringer.” 1d.; accord Bard Peripheral Vascular, Inc. v. W.L. Gore & Assd@®2 F.3d 1003,
1005 (Fed. Cir. 2012).

A. Seagate’s First Prong: Objective Recklessness

Deferdants argue that they are entitled to summary adjudication of no willful infniege
because Fujitsu cannot establish by clear and convincing evidence that Defevetant
objectively reckless in continuing to sell the accused products after receotice of the 769
Patent, given that: (1) the PTO granted three separate reexaminationsrémuibst ‘769 Patent,
each time finding, by definition, “substantial new questions of patentabilitgrdety the '769

Patent, and these reexaminations resuitezancellation of multiple claims of the 769 Patent that
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Fujitsu previously asserted against Defendants; (2) Defendants each obtaindiécmngoa
multiple opinions of counsel that the '769 Patent was invalid and thus could not be infringed,;
(3) Defendants have “consistently raised credible defenses before and durilitgyttien,”
including during pre-suit negotiation®Villfulness Mot. at 2-3. Fujitsu opposes the motion,
arguing that a variety of factors create a genuine issue of fact foryheamely: (1) the
significance of the fact that the ten asserted claims have survived repeategeRa@inations; (2)
the reliability of Defendants’ opinions of counsel; and (3) the reasonablenessotiBxets’
invalidity arguments, which turn on underlying factual findings. ECF No. 273, Fuj@pps to
Defs.” Mot. for Summ. J. and Summ. Adjudication of No Willful Infringement and No Active
Inducement (“Willfulnes©Opp’'n’) at 1-3.

Generally, an accused infringer is not objectively reckless where it “reliag@asonable
defense to a charge of infringemengpine Solutionk20 F.3d at 131%ee In re Seagatd97
F.3d at 1374 (“A substantial question about invalidity or infringement is likely girffiaot only
to avoid a preliminary injunction, but also a charge of willfulness based on post filing cénduct
The Federal Circuit has explained tHa threshold determination of objective recklessness
essentially distills to “whether a defense or noninfringement theory ¢@$anable.”Bard
Peripheral 682 F.3d at 1006 (citingowell v. Home Depot U.S.A., In663 F.3d 1221, 1236 (Fed.
Cir. 2011). The accused infringer’s subjective state of mind is not relevant to ésisdlat
objective inquiry.In re Seagate497 F.3d at 1371. Thus, while the second prorgeajates
typically a question of fact for the jury, the first prong “should always beldd@as a matter of law
by the judge.”Bard Peripheral 682 F.3d at 1008 (citinDePuySpine, Inc. v. Medtronic Sofamor
Danek, Inc. 567 F.3d 1314, 1324 (Fed. Cir. 2009)

1. Reexamination Proceedings

First, Defendants argue that the fact that the PTO granted three sepai@atanmagan
requests for the '769 Patent supports summary adjudication of no willfulBessral facts are
undisputed.The’769 Patent claims priority from a failed Japanese patent application filed by
Fujitsu on April 30, 1991, in Japai®n May 18, 2005, Fujitsu itself submitted the '769 Patent for

reexamination, admitting as part of its reexamination requesthirat were “substantial new
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guestions of patentability” for the '769 Patent. Herring Decl. § 22 & Ex. U at FUJO000579.
Fujitsu cited several references provided by Defendants over the course ofidse pagsuit
negotiations, including May, Gordon, PCMCIA Standard 1.0, ARLAN, Mizutani, and Wa\elLA
Id. Ex. U atFUJO000580-*583. The PTO granted Fujitsu’s request on August 1, 2005, based
prior art references not previously considered by the initial Examiner, inclading of the
references Defatants had provided to Fujitsu during their pre-suit negotiatimh€Ex. U at
FUJ0001769.

OnJune 28, 2006, Bryan Cave filed on behalf of Belkin a request for an indeperdent
partereexamination of the '769 Pater$ee idf 23 & Ex. V at FUJ0002750-*88. The PTO
granted this request on August 31, 2006, finding that substantial new questions of patentabilif
were raised by seven prior art refezes, including ARLAN, May, and Gordon, all of which
Defendants had provided Fujitsu during ptet negotiabns. Id. Ex. V at FUJ0002944.

The PTO later consolidated the Belkin and Fujitsu reexaminations. On September 29,
2007, the PTO initially rejected all claims of the '769 Patdaty 23 & Ex. V. Of particular note,
among the claims initially rejealevere many of the claims asserted or previously asserted in th
action: claims 2, 4, 9, 20, 27, 38, 39, 47, and88ad. Ex. V at FUJ0002990 (claims rejected as
anticipated by Inoue), *3018 (rejected as anticipated by Gordon), *3057 (rejecsttgmted by
Mizutani), *3058 (rejected as anticipated by ARLANDne year lateafter Fujitsu filed a
response to the PTO’s initial action, the PTO issued an @f@ttenon September 26, 2008,
confirming the patentability of claims 2;18, 20, 22-39, 41-43, 45, 47-49, and®2-as well as
allowing various new claim$ut also rejecting 19 claimsd. Ex. V at FUJ0003425. On April 17,
2009, the PTO issued a final action confirming the patentability of 45 claims in thed#&4,P
including all ten presently asserted in this action,cantelingsix claims of the '769 Patentd.

Ex. V at FUJO003674.

On March 3, 2011, approximately six months after Fujitsu filed this lawsuit, Bakdhef
second request for an independexpartereexamination othe '769 Patentld. § 24 & Ex. W.

The PTO ganted Belkin's request, again finding substantial new questions of patentaibility

claims 2, 418, 20, 22-39, 41-43, 45, 47-49, 52-54, and 56-59—in other words, all of the asser
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claims in this case, and then some—in light of multiple prior art references, inclundug, May,
and Mizutani.ld. Ex. W at BLKN0027980.0n March 14, 2012, the PTO again confirmed the
patentability of all ten claims presently asserted in this actt@e idEx. W at BLKN037242.
However, the PTO alsmancellednultiple claims of the '769 Patent, including independent claim
38 and 39, which Fujitsu had previously asserted against Defendants in this case, aviddhom
seven of the ten remaining asserted claims dep8add. Ex. W at BLKN0037242 Specifically,
claims 38 and 39 were found to be unpatentable over U.S. Patent No. 4,994,963 to Rorden
(“Rorden”) in view of Mizutani.ld. Ex. W at BLKN 0037250.

The significance of these reexamination proceedings on the questdiful infringement
is somewhat mixedThe Federal Circuit has held that the PTO’s mere grant of a request for
reexamination, “although surely evidence that the criterion for reexaamreas been meeat€.,
that a ‘substantial new question of patentability’ has been raised, 35 U.S.C. § 303), does not
establish a likelihood of patent invalidityHoechst Celanese Corp. v. BlhemsLtd., 78 F.3d
1575, 1584 (Fed. Cir. 1996). Moreover, the “initial rejection by the [PTO] of original <ldiat
laterwere confirmed on reexamination hardly justifies a good faith belief in thedityaf the
claims.” Acoustical Design, Inc. v. Control Elecs. C@32 F.2d 939, 942 (Fed. Circgrt. denied
502 U.S. 863 (1991). Applying these two cases, seveshtburts have determined that “the grar
of a reexamination and interim PTO rejections,” on their own, “are not probative . . . on the
guestion of patentability.’Krippelz v. Ford Motor Cq.675 F. Supp. 2d 881, 895 (N.D. Ill. 2009);
see DataQuill Ltd. v. High Tech Computer Comgo. 08-543, 2011 WL 6013022, at *14-15 (S.D.
Cal. Dec. 1, 2011) (holding that a willfulness finding was not precluded by the Rgjétan of
all of the claims asserted in the suit in a4fioal office action, where the claims were later
confirmed);see also Safoco, Inc. v. Cameron Int'| Coigo. 05-0739, 2009 WL 2424108, at *21
(S.D. Tex. July 31, 2009) (concluding that the “reexamination ofphieht$, alone, do not
foreclose Plaintiff's claims of willful infringement”’)

On the other hand, however, Defendants point to otiaicourts thahave held that the
substantial new question raised by a reexamination proceeding, while not dispgsitne

factor” to consider “among the totality of the circumstaricésicen Techs. Inc. v. Gateway, In¢.
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Nos. 07-2000, 02060, 030699, 03-1108, 2007 WL 6955272, at *7 (S.D. Cal. Oct. 30, 26@€)
Plumley v. Mockett836 F. Supp. 2d 1053, 1075 (C.D. Cal. 2010) (“While a substantial questio
patentability raised by a reamination request is not dispositive in a willfulness inquiry, it is
certainly relevant.”)TGIP, Inc. v. AT&T Corp.527 F. Supp. 2d 561, 579 (E.D. Tex. 200W).
Plumley the court found it “[0]f particular note . . . that on their second request for reexiaminat
Defendants were successful in persuading the PTO to reject various clainpga@stable in view
of prior art” 836 F. Supp. 2d at 1075. In fact, PlemleyCourt went so far as to hold that “a
patentee’s willful infringement claim failsa matter of law where the PTO requires amendmen
to the patent before issuing a reexamination certificdte.{citing TGIP, 527 F. Supp. 2d at 578-
79). Similarly, after a jury finding of willfulness IiMGIP, the district court granted defendant’s
mation for judgment as a matter of law, reasoning that the defendant did not acwvebjecti
unreasonably because, among other reasons, the patentee had requested tieexainoina of

the asserted patents, and the PTO had granted the request and required améndmegoatent
before issuing a reexamination certificaiesIP, 527 F. Supp. 2d at 579.

The Court does not agree that the mere grant of a reexamination request aiman inte
rejection by the PTO precludes a finding of willfulness as a mattanof Indeed, such a holding
would appear to be contraryltmechst CelanesandAcoustical Designneither of whichs cited
in eitherPlumleyor TGIP. At the same time, however, the Court finds the facts of this case
distinguishable frontHoechst CelareeandAcoustical Design In Hoechst Celanesé¢he

defendant’s willfulness defense was predicated solely on the grant of reekamproceedings.

Likewise, inAcoustical Designthe claims initially rejected were later confirmed by a final actior.

Here, by contrast, Defendants rely not on the mere grant of a reexamination requesheoun
the PTO'’s interim rejection of all asserted claims, and most notably, its receetlation of
previously asserted independent claim 38, from which asserted claims 2, 4, 8, 9, and 14 deps
and cancellation of previously asserted independent claim 39, from which askensd6 and

27 depend.SeeGarten Reply Decl. Ex. 2 [original Infringement Contentions] @s8erting

claims 38 and 39).
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Nonetheless, the Court also agrees with Fujitsu thatveéiughtmust be giverto the fact
that all of thecurrently asserted claims have now survived three reexamination praggeddin
sum, therefore, the Court finds that the history of the reexamination proceedings doesglyt s
favor either party The Court next considers Defendants’ advice of counsel defense.

2. Advice of Counsel

Netgearobtained a total of three invalidity opinions. Netgear first obtained an opinion
letter on August 20, 2003, roughly one year after being contacted by Fujitsu abd@Siratent,
from Bernard Chao of the law firm Chao & Hadidi LLBeeHerring Decl. | 9 & Ex. H. Mr.

Chao prepared a Sfiage letter setting forth a detailed analysis of the specification, claims, and
prosecution history of the '769 Patent, as well as the relevant prior art and &egialrds. Mr.
Chao’s opinion letter presented a cldnyrclaim analysis under both 35 U.SC. 88 102 and 112,
and opined that the patent was invalid due to obviousness and lack aésuffigtten description.
Id. Netgear’s Vice President of Engineering Charles Olson reviewed Mo.<Chagust 2003

letter and concurred with its findings, based on his layperson understanding of patents and th
underlying technology. Herring Decl. | &Ex. O at 196:13-14; 196:24-197:18n September

4, 2004, Netgear commissioned a supplemental opinion letter from Mr. Chao in response to
specific arguments raised by Fujitsu in correspondence with Netige§r16 & Ex. O at 221:2-
11; 222:4-14. Mr. Chao opined in this second opinion letter that the '769 Patent was invalid,
notwithstanding Fujitsu’s arguments to the contraé®ge idf 10 & Ex. |. Finally, after the '769
Patent emerged from reexamination in 2009 Fujitsu again sent Netgear a letter in February
2010 demanding that Netgear secure a license, Netgear commissioned a third efparitnoiin

Mr. Chao. Id. 11 & Ex. J. On April 2, 2010, Mr. Chao provided a 31-page opinion letter,
confirming his prior two opinions that the '769 Patent was invdtid{ 11 & Ex. J. Netgear’'s Mr.
Olson again reviewed Mr. Chao’s opinion and found it reason&de, e.gid. Ex. O at 236:10-
17237:15-20, 239:20-240:4, 244:9-246:7.

Belkin obtained an opinion of counsel from Lawrence Kurland of tihe Bryan Cave
shortly after Fujitsu first contacted Belkin about the '769 Patent in November 2008ngH2ecl.

119 & Ex. R at 29:12-30:14Bryan Cave identified several prior art references, including
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ARLAN, May, and Gedon, which in Bryan Cave’s opinion invalidated all claims of the '769
Patent.ld. Ex. R at 40:8-42:2 Bryan Cave prepared an invalidity claim chart showing that all of
the currently asserted claims were invalid in view of ARLAN, May, or Gordwhaaversion of
this claim chart was pwded to Fujitsu on March 4, 2004d. 1 8 & Ex. G at FUJ0153847-*890.
Based on these opinions, Bryan Cave filed, on Belkin’s bedradfx parterequest for
reexamination of the '769 Patent in June 28, 200&ad. 1 23 & Ex. V. Ater the '769 Patent
emerged from reexamination in 2009, and Fujitsu again demanded that Belkin takeeaicens
May 2009, Belkin again sought the advice of Bryan Cave, who advised Belkin that the examir
had misunderstood the disclosures of several references and that the '769 Patersdlasd.
119 & Ex. R at 79:25-80:13, 92:8-96:18. During his deposition, Mr. Kurland explained that hg
communicated his invalidity opinions to Chris Flower, Belkin’s General Counsel, whorened
Bryan Cave to file the secoma pate reexamination request on March 3, 208ke idEx. R at
86:18-25, 92:8-96:16.

D-Link obtained an opinion of counsel on March 31, 2004, from E. Robert Yoches of
Finnegan Henderson Farabow Garrett & Dunner LLP regarding Fujitsu’sidefesissue
dechration. SeeHerring Decl. § 12 & Ex. K. The opinion concluded that if Fujitsu failed to file
reissue declaration, the claims are invalid, and that if Fujitsu filed theealssiaration it
provided D-Link, then the claims may be invalid, “althoulgl issue is less clear in the law.”
Herring Decl. Ex. K at DKUS746377. On August 30, 2004, D-Link received an additional opit
of counsel from Mr. Yoches, opining that the '769 Patent was invalid in view of the pridd.art
1 13 & Ex. L. Finally, after the '769 Patent emerged from reexamination in 2009, and Fuijits
again demanded thatDnk take a license in September 2009, D-Link obtained two additional
opinions of counsel from Mr. Yoches in 2011. By that time, D-Linkdlezhdyceased sales of
any products into the U.SSeeECF No. 53-3, Decl. of Chia Yu Chang in Supp. of D-Link’s Mot.
to Dismiss for Lack of Personal Jurisdiction, { 8. In any ew&ntyYoches opined that the 769
Patent was invalid in light of the prior art before the PT@nduthe reexamination proceedings,
and also opined that routers and other extategicesshould not be part of the case because the

was no indirect infringement of the '769 Pate8eeHerring Decl. 1 145 & Exs. M & N. D-
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Link asserts that it “reewed and relied on these opinions.” Willfulness Mot. at 7. However, D{
Link’s evidence on reliance is weak.-lnk points to an excerpt from the deposition transcript o
A.J. Wang, but Mr. Wang is quoted only as saying, “D-Link Systems is relying olY &dies’
opinion on March 31st, 2004 that this patent at this stage had a legal defect and the patent is
invalid.” Herring Decl. 1 20 & Ex. S. This bare, conclusory assertion of relianasufficient to
establish that any such reliance was reasondlile.only other evidence to which D-Link points is
an excerpt from the deposition transcript of Robert Lin stating, “Our coumsad fAmerican

patent legal opinion on this patent and the report came that the patent was invalid. Based on
report we ontinue our product development.” Herring Decl. 21 & Ex. T at 95:24-96:2.
However, D-Link provides no evidence that Mr. Lin or anyone else at D-Link reviewed M
Yoches’ various opinions or independently determined that it was reasonable to relynon the
Moreover, as Fujitsu points out, D-Link’s 30(b)(6) designee on the topic of opinions of counss
could not confirm when D-Link received the letter and had never seen the opinionietiseH.
SeeGarten Opp’n Decl. Ex. 26 at 104:8-107:25. Thuggtleea genuine issue of fact as to
whether DLink relied on Mr. Yoches’ opinions at all.

An accused infringer’s reasonable reliance on advice of counsel that the asserteid pat
invalid, unenforceable, or not infringési“crucial to the analysis” of Wfulness, but is not
necessarily dispositiveln re Seagate Techd97 F.3d at 136%ee also Finisar523 F.3d at 1339
(holding that “a competent opinion of counsel concluding either [non-infringement or inyalidit
would provide a sufficient basis for [the defendant] to proceed without engaging in\adjecti
reckless behavior with respect to the [asserted] patevithiile “[f] avorable opinions of counsel
normally present a wetirounded defense to willfulneg$the protection they afford is not
abolute.” Acumed483 F.3cat810. “Those cases where willful infringement is found despite
the presence of an opinion of counsel generally involve situations where opinion ofl easise
either ignored or found to be incompetentld. (quotingRead Corp. v. Portec, Inc970 F.2d 816,
828-29 (Fed. Cir. 1992abrogated on other grounds by Markm&2 F.3d 967. “That an opinion
is ‘incompetent’ must be shown by objective evidendeéad Corp.970 F.2d at 829. An opinion

may be incompetent if it lacken adequate foundation, for example, if the attorney who prepare|
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failed to look into the necessary factd. (citing Datascope Corp. v. SMEC, In879 F.2d 820,
828-29 (Fed. Cir. 1989¢ert. denied493 U.S. 1024 (1990)). Likewise, an opinion robay
incompetent on its face if it contains “merely conclusory statements withoutsl@ts facts or
obviously present[s] only a superficial or off-tbeff analysis.” Id. (citing Underwater Devices,
Inc. v. Morrison-Knudsen Cp717 F.2d 1380, 1390 (Fed. Cir. 1983ecause the patentee must
prove willfulness by clear and convincing evidence, the patentee bears the burdenrod siatwv
the opinion of counsel on which tdefendant reliess incompetentSee In re Katz Interactive
Call Processing Btent Litig, Nos. 07-1816, 07-2322, 2009 WL 8635161, at *19 (C.D. Cal. May
1, 2009) (citingn re Seagate497 F.3d at 1371).

Here,Fujitsu’s attempt to discredit Defendants’ favorable opinions of counsel bynfaulti
them for addressing only invalidity and not non-infringement is without support in thiaeasén
fact, the Federal Circuit has outright rejected this logic, expresslingdltht “a competent
opinion of counsel concluding either that [the defendant] did not infringe the [assertadppat
that it was invalid would provide a sufficient basis for [the defendant] to proceed wathgaging
in objectively reckless behavior with respect to the [asserted] paténisar, 523 F.3cat 1339
(emphasis in originalgee also Graco, Inc. v. Binks Mfg. C80 F.3d 785, 793 (Fed. Cir. 1995)
(“There is no requirement that an opinimoistaddress validity to negate a finding of willful
infringement”) (emphasis in original).

Thus, Netgear and Belkin have presented strong evidence that they reasonaobnrelie
competent opinions of counsel that the '769 Patent is invalid, a factor that weighs in feéner of
objective reasonableness of their conduct. D-Link’s evidence of reliance on adeteesél is
weaker, and thus this factor does not weigh in favor of the reasonableness of D-amkistc

3. Reasonableness of Defenses

Third, and finally, Defendants argue that they are entitled to summary adjodibecause
they have consistently raised credible defenses, both during pre-suit negstiatid throughout
this litigation. A defendant’s credible defense to alleged infringement can support a finding of
willfulness. Seg e.qg, Black & Decker, Inc. v. Robert Bosch Tool Co&60 Fed. App’'x 284, 291

(Fed. Cir. 2008) (unpublished) (“Under [tBeagatgstandard, . . . credible invalidity arguments
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demonstrate the lack of an objectively high likelihood that a party took actions camgptitut

infringement of a valid patent;"$ee also Advanced Fiber Techs. (AFT) Trust v. J & L Fiber

Servs., InG.674 F.3d 1365, 1377-78 (Fed. Cir. 2012) (affirming district court’'s summary judgment

of no willfulness based, in part, on defendant’s “compelling non-infringement and invalidity
arguments,” even while altering the district court’s claim construction arseqaantly vacating
summary judgment of noninfringement and remandigg)ne Solution®20 F.3d at 1319
(upholding the jury’s verdict of nonobviousness, while finding that the accused infranged a
‘substantial question’ of obviousness sufficientliédeat the charge of willfulnessjphesive
Techs., Inc. v. Waters Cor@43 F.3d 1351, 1374 & n.4 (Fed. Cir. 2008) (finding that a
sufficiently close question of proper claim construction foreclosed a §rafiwvillfulness);
ResQnet.com, Inc. v. Landa¢., 533 F. Supp. 2d 397, 420 (S.D.N.Y. 200&ated in part on
other grounds594 F.3d 860 (Fed. Cir. 2010), (finding no willfulness because “[defendant’s]
arguments [of non-infringement and invalidity] were substantial, reasonablegranahi the sd
of easilydismissed claims that an objectively reckless infringeuld be forced to rely upon”);
TGIP, 527 F. Supp. 2d at 579 (no willful infringement because defendant’s invalidity defense
not objectively unreasonable, even though it ultimately did not prove that defedsaband
convincing evidenge

Here,Defendants have raised invalidity arguments that are not patently meoitléssir
face. Indeed Defendants have even been successful in convincing the PTO to reject several
claimsof the '769 Patent as unpatentable in light of the prior art. Furthermore, while the Cour
denies Defendants’ motion for summary judgment of invalidity, the Court re@sgthat
Defendants have raised significant invalidity arguments tlealvarthy ofjury consideration.

That said, Defendants’ anticipation and obviousness arguments, at this point, turn on
guestions of fact for a jury to decide. The Federal Citasexplained that “[ijn considering the
objective prong oEeagatethe judge may whemé defense is a question of fact or a mixed
guestion of law and fact allow the jury to determine the underlying facts n¢levthe defense in
the first instance, for example, the questions of anticipation or obviousrizessl Peripheral 682

F.3d at 1008. IBard Peripheral the Federal Circuit remanded for the trial court to determine t}

56
CaseNo.: 10CV-03972LHK
ORDER GRANTING IN PART AND DENYING IN PART MOTIONS FOR SUMMARY JUDGMENT

yvas

nf the

t

ne




United States District Court
For the Northern District of California

© 00 N o o -~ w N P

N N N N N DN DN NN R R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o hN WwWN B O

objective reasonableness of the defendant’s defenses of inventorship, inadeqeate writt
description, obviousness, and anticipation, instructing the lower cdidetermine, ‘based on the
record ultimately made in the imigement proceedings,” whethetreasonable litigant could
realistically expect’ those defenses to succeéd.”In light of Bard Peripheral the Court
determines that it would be more apprapgito decide the legal issue of willfulness vita
benefit of the jury’s factual findings on anticipation and obviousness.
B. Seagate’'s Second Prong: Subjective Intent

Defendants further argue that, even if their actions were objectivelgsscihere isao
evidence showing that Defendants either knew or should have known that there wassk loigh ri
infringement. In light of the outstanding issue of objective reasonableness wmtgope, the
Court does not agree with Defendants that the second pf@engatecan be resolved on the
present record. While Defendamtgue that they lacked subjective intent bec#use relied on
advice of counsel, Fujitsu questions the reasonableness of Defendants’ relianaeanivittes of
counseln light of thereexamination’s confirmation of the asserted claims. Thughhof the

foregoing, Defendants’ motion for summary judgment of no willfulneS¥NIED.

VI. DEFENDANTS MOTION FOR SUMMARY ADJUDICATION OF NO ACTIVE
INDUCEMENT

A. Legal Standard

Defendants alb move for summary adjudication of no active inducement of infringemer
of the '769 Patent. Pursuant to 35 U.S.C. § 271(b), “[w]hoever actively induces infringdraent
patent shall be liable as an infringer.” To prevail on a claim for active indutemaer 8 271(b),
a patentee bears the burden of proving by a preponderance of the evidence: (hfringemient;
and (2) that the alleged infringer knowingly induced infringement and possessdit sptecit to
encourage another’s infringemer@eeWarnerLambert Co. v. Teva Pharms. USA, |@il8 F.3d
1326, 1341 n.15 (Fed. Cir. 2005). A patent holder must prove that once the alleged infringer
of the patent, “they ‘actively andchowinglyaid[ed] and abet[ed] another’s direct infringement.”
DU Med. Corp. v. IMS Co., Ltd#71 F.3d 1293, 1305 (Fed. Cir. 2006) (en banc) (qudtiater
Techs. Corp. v. Calco, LtdB50 F.2d 660, 668 (Fed. Cir. 1988)) (emphasWater Techs.
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alterations irbSU).. Mere “knowledge of the acts alleged to constitute infringement” is not
enough.Warner-Lambert Co. v. Apotex Corf316 F.3d 1348, 1363 (Fed. Cir. 200BpU, 471
F.3d at 1305. That is to say, “mere knowledge of possible infringement by others doe®uot a
to inducement; [rather,] specific intentdaaction to induce infringement must be proverbSU,
471 F.3d at 1305 (quotingyarnerLambert 316 F.3d at 1364internal citation omitted).
B. Discussion

As discussed above, the Court has already granted Fujitsu summary judgment of
Defendants’ infringemd of claims 41, 47, and 48. Thus, Fujitsu has proven direct infringemer
and the only issue in dispute is whether Fujitsu has raised a genuine issue af faate¢hat
Defendants possessed the requisite specific intent to induce direct infring&e@ridants argue
that the same evidence on which they fehtheir willfulness defense-namely, their reliance on
competent opinions of counsel that the 769 Patent is invalid, the multiple reexamination
proceedings and the resulting cancellation of certain claims, amd@nieius invalidity defenses—
precludes Fujitsu from meeting its burden of proving specific intent to induce bg@ngerance
of the evidence.

While these defenses to Fujitsu’s willfulness claims are also relevant to meloi;éa lak
of culpability for willful infringement does not compel a finding of non-infringemerder an
inducement theory.’Broadcom Corp. v. Qualcomm In&43 F.3d 683, 699 (Fed. Cir. 2008).
Unlike the objective determination of reasonableness in a wilBalaaalysis, which is a matter
best decided by the Court, the issue of specific intent for purposes of inducementisgédh fa
determination particularly within the province of the trier of fadtd” at 700. Furthermore, a
patentee’s burden of proofl@wer for inducement than for willfulness. Whereas a patentee bed
the burden of proving willfulness by clear and convincing evidence, a paterttemg establish
inducement by a preponderance of the evidence.

While Defendantsely on the same evidea for their inducement motion as they did for
their willfulness motion, Fujitspoints to other evidence that must be considered as part of the

totality of the circumstancesn particular, Fujitsu relies on the fact that: (1) Fujitsu provided
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Defendantsvith notice of infringement approximately nine to ten years*a¢®) Defendants
distributed marketing materials and user manuals affirmatively instructeng tosscombine
accused external devices wahegedlyinfringing cards and made no effort to ekel these
instructions akr being contacted by FujitsseeDecl. of Thomas E. Garten in Supp. of Fujitsu’s
Opp’n to Defs.” Mot. for Summ. Adjudication of No Willful Infringement and No Active
Inducement (“Garten Willfulness/Inducement Decl.”), Exs. 16-25; and (3) each Déteadants
made opening offers to license the '769 Patent, suggesting they did not think theditinvali
defenses were strorfg. Courts have held that knowledge of the patent combined with instructi
to customers on how to infriegcan demonstrate specific intent to infrinGee, e.gi4i Ltd.

P’ship v. Microsoft Corp.598 F.3d 831, 851-52 (Fed. Cir. 20l®@formation Techs., v. Research
in Motion Ltd, 830 F. Supp. 2d 815, 842 (N.D. Cal. 2011) (denying summary judgment of no
inducement and finding an issue of triable fact when defendants had knowledge of the patent
before the suit and had also instructed customers with regard to use of the acwiisetd) p For
example, indi, the Federal Circuit found that the instructioaterials and internateails

showing Microsoft’'s knowledge of the patent was evidence that Microsoft imt¢heeroduct to
be used in an infringing manner and that it knew the product would be used in such a manne
supporting the jury’s finding of inducementi, 598 F.3d at 851-52.

Fujitsu need only prove inducement by a preponderance of the evidence, not clear ang
convincing evidence. The Court determines that Fujitsu has raised agesuie of material fact
as to whether Defendants had@fe intent to induce infringement, notwithstandiegdence of
Defendantsopinions of counsel of invalidity, the reexamination proceedings, and the credibilit
theirinvalidity defenses generallyDefendants’ motion for summary judgment of inducenen
therefore DENIED.

VIl.  CONCLUSION

12 Fujitsu provided Netgear notice on March 19, 2002 (ECF Noaf84%):; D-Link notice on
November 7, 2003 (ECF No. 2@4at 23); and Belkin notice on November 7, 2003 (ECF No. 26
6 at 23).
13 Belkin and D-Linkmade offersn 2003, soon after receiving Fujitsu’s infringement chaks,
ECF No. 264-7 at 886 (Belkin; ECF No. 2645 at 2026 (D-Link); andNetgear made an offan
2004,seeECF No. 264-2 at 46.
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For the foregoing reasortbe Court GRANTS IN PART and DENIES IN PART Fujitsu’s
motion for summary judgment and summary adjudication of infringement; DEN#EShBants’
motion for summary judgment of invalidit)ENIES Defendants’ motion for summary
adjudication of no willfulness; and DENIES Defendants’ motion for summary adjigatica no
active inducement.

IT 1S SO ORDERED.

Dated: September 282012 i’? N’ M_
LUCY M. KOH

United States Disict Judge
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