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9 IN THE UNITED STATES DISTRICT COURT
1C FOR THE NORTHERN DISTRICT OF CALIFORNIA
%’ 11 SAN JOSE DIVISION
§§ 12 | TESSERA, INC. No. C10-0443%JD (HRL)
gg 13 Plaintiff, ORDER RE: DISCOVERY DISPUTE
.‘Oﬂg y V. JOINT REPORT #5-#6
§§ 15 UTAC (TAIWAN) CORPORATION [Dkt. Nos. 193, 194]
g; Defendant.
8‘% 16
-*é‘“ 17 Plaintiff Tessera, Inc. (“Tessera”) sues Defendant UTAC (Taiwan) Catipor(“UTC”) for
> 18 || alleged failure to pay royalties under a license agreenidrd.first phasefahis action concerned a
19| contract interpretation dispute between Tessera anddhoGt the criteria for determining which
2C | UTC products are royakigearing. Following discovery on that subject, the parties submitted
21| summary judgment motions relating tont@ct interpretation, which were ruled on by the court.
22 The court entered an Amended Case Managemelar @hat required Tessera to provide |ts
23 | infringement contentions in accordance with Patent L.R. 3-1, 3-2, @nalitB-respect to its claim
24 || for royaties under the license agreemenhessera served UTC with the required disclosure,
25 || identifying 32 claims of 12 licensed patents and providing claim charts contehdtrtgvo types of]
26 | UTC packages-its w-BGA packages and DFplackages-are covered by the dtas of licensed
27 | patents and are therefore roydttyaring. Tessera'’s disclosure asserted that Tessera did not have
28 | enough information to determine whether a third type of package, UTC’s LGpaSkageis
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covered by the claims of the licensed patentsiatiterefore royaltypearing. UTC disputes
Tessera’s contentions, and also served Tessera with invalidity contentions.

Presently before the Court is the partiesdovery Dispute Joint RepdfDDJR”) #5 and
#6. Dkt. Nos. 193, 194 Each will be addresed in turn.

A DISCOVERY DISPUTE JOINT REPORT #5

DDJR#5 concerns whether Tessera must produce certain documents relating to clain
Tessera in earlier suits against other parties in which Tessera has assecetdingbackages
infringe Tessera’s &. Khandros patents. The documents that UTC seeks include: documer
containing Tessera’s infringement contentions, including briefs and clains cloaterning claim
construction and Tessera’s infringement contentions; expert reports and other sgppaieirials,
such as documents relating to testing, modeling and analysis of accused pasicddesisions
and/or findings by courts and court-appointed experts concerning Tessera’s inéinge
contentions and claim construction of the Khandros Patents. The specific partiesdaratsgior
which UTC seeks these materials are the following: SamsunrB&#v packages isamsung
Electronics Co., Ltd. v. Tessera Technologies, Inc., C02-05837 (N.D. Cal.); Micron and Infineon’s
w-BGA packages iffessera, Inc. v. Micron Technology Inc., 05CV-0094 (E.D. Tex.); AmKor’'s w-
BGA packages and other BGA package#uinkor Technology, Inc. v. Tessera, Inc., 16 531/VRO;
and Nanya’'s WBGA package$emiconductor Chips with Minimized Chip Package Sze and
Products Containing Same (111), ITC No. 630 (337FA-630). UTC also requests production of th
findings of the court-appointed expertliessera Inc. v. Advanced Micro Devices Inc., C05-04063
(N.D. Cal.).

“Parties may obtain discovery regarding any nonprivileged matteisthelevant to any
party’s claim or defense . ... Relevant information need not be admigdindetaal if the
discovery appears reasonably calculated to lead to the discovery of atinasglbnce.” Fed. R.
Civ. P. 26(b)(2).

UTC argues that théocuments it seeks directly relate to Tessgpatent assertions in two,

ways. First, UTC contends that the fieeeign patents Tessera is asserting against UTB&GW
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packages are past the same family of patertsthe “Khandros Patents*that Tessera has asserted
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in all of its prior suits againstaBGA packagesAccording to UTC,Tessera’s assertionsthe

earlier suits concerninghat the U.S. Khandros Patents cover and whether they are infringed

BGA packages directly relate the issues in th case of what the foreign Khandros Patents cover

and whether they are infringed by UTC’s w-BGA packages.

None of the patents asserted in the prior cases are asserted here. In addtidoeb/not
cite to, and the court is not aware of any, casehaiding that a party’s statements about patent
aprior litigation can impact theonstruction of different patents that are asserted in a subsequ
unrelated caseAccordingly, UTC’s argumenegarding the relevancy dkssera’s assertions in t
ealier suits concerning what the U.S. Khandros Patents cover and whetherethayimged by w-
BGA packages is unconvincing.

SecondUTC argues that Tessera’s assertions in earlier suits that the Khananus Pat
disclose and claim MBGA packages are relant to the validity of the U.S. patents it is asserting
here. UTC has identified the same Khandros Patents that Tessera asserted iartsaitsads
prior art that invalidates the six U.S. patents that Tessera is asserting tgpmBGA packages
here. The U.S. patents refer to Khandros Patents as relevant prior art and pucfsr tan
invention addressinthe same types of semiconductor packadésteover, in the earlier suits,
Tessera asserted that the Khandros Patents disclose and dBBA wackages. Here, Tessera
contends that six dhe U.S. patents it is assertialgo disclose and claim-BGA packagesUTC
argues that because the Khandros Patents predate the U.S. patents, thetiagtdiszidse and
claim the same package stures renders the U.S. patents invalid.

UTC requests that Tessera produce documents from prior litigation involvingspidueindre
not asserted in the present case. UTC is seeking statements made by Tesserarhddnuti
patents not at issue her8uch statementge not relevant to validity. The scope of the prior art
references asserted in this case is determined by the references themselyestaternbnts made
in prior litigation regarding infringement of these reference=, e.g., Net MoneyIN, Inc. v.
VeriSgn, Inc., 545 F.3d 1359, 1369 (Fed. Cir. 2008xccordingly, UTC’s argument that Tessera

assertions in earlier suits are relevant to the validity of the U.S. patentssertirg here, fails.
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Lastly, UTC argues that the requestocuments should be produced becauserttest the
“technological nexus” standagdticulatedin Apple Inc. v. Samsung Electronics Co., C12-00630
LHK (PSG), 2013 WL 3246094, at *20 (N.D. Cal. June 26, 2018Apple Inc. v. Samsung
Electronics Co., the ourt considered a request for prior litigation documents. The court ruled
“the appropriate standard for determining the relevance of documents from thosastsdurned
on the similarity between the patents in the disputes. To satisfy tiuasiathe othetase must
involve the patentsn-suit or patents covering the same or similar technologies, featuresignsl
as the patentm-suits. . . . [T]he starting point of the “technological nexus” inquiry is the patern
issue, not the pucts at issue.’Apple Inc. v. Samsung Electronics Co., 2013 WL 3246094, at *20
(internal quotation marks omitted}[T]he technological nexus standard is not a substitute for t
relevance inquiry under Fed. R. Civ. P. 26(b) but rather is shorthand for the balancingimquir
which the court ordinarily must engagdd.

Here, UTC hagailed to showthatthe prior litigation involveshe patentsn-suit or patents
covering the same or similar technologies, features, or designs as the-paseiits UTC
contends that the five foreign patents Tessera is asserting against UBGA wackages are part
of the same family of patentisat Tessera has asserted in all of its prior suits agaiB&Av
packages. According to UTC, all of the Khandros Patents, both U.S. and foreign, trace acK
07/586,758 application that Tessera filed on September 24, 1990. UTC conclusorily argues
Khandros Patent®late to the same basic invention and share the same core claimuargs.
fails, however, to disuss any specifics about the inventions at issue or the core claim terms ir
relevant Khandros Patents. Accordingly, UTC has failed to meet the “tecluablogkus”
standard.

Accordingly,UTC’s request foproduction ofcertain documents relating to claims by
Tessera in earlier suits against other parties in which Tessera has assecethingbackages
infringe Tessera’s U.S. Khandros patents is denied.

B. DISCOVERY DISPUTE JOINT REPORT #6

DDJR #6 concerns whether Tessera must prodextain documents from earlier

proceedings against other parties in which Tessera asserted that cekagepanfringed Tesserg
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U.S. Khandros Patents. The documents UTC seeks relate to certain priorraet tefas the
OMPAC prior art, that parties in eanliproceedings asserted as prior art that invalidated the U.
Khandros Patents. Spgcally, UTC seeksunredacted portions of Tessera’s prehearing and po
hearing briefs concerning the OMPAC prior arBSemiconductor Chips with Minimized Chip
Package Sze and Products Containing Same (11), ITC No.605 (337#TA-605), andSemi conductor
Chips with Minimized Chip Package Sze and Products Containing Same (I11), ITC No. 630 (337-
TA-630).

In thesetwo ITC proceedings, theespondents contended tlla¢ OMPACprior art

invalidated the Khandros Paterihat Tessera was assertitig.seeking to distinguish the OMPAC

prior art from the Khandros Patents in the ITC proceedings, Tessera iaiadecsits seeking to
limit the scope and meaning tbfe claim term “movableih the Khandros Patents. The same
“movable” term appears in the foreign Khandros PatiwatisTessera is asserting hetél'C argues
thatTessera’s statements about what the term “movable” meatieaeéorerelevant to the
meaning of this same terim the foreign Khandros PatentdTC also argues that the documents
meet the'technological nexus” standasdticulated inApple Inc. v. Samsung Electronics Co., for
the same reasons laid out in DDJR #5.

The court denies UTC'’s request for production for the same reasons discussed above
regards to DDJR #5. Specifically, in regards to the meaning of the term “movadbl@,does not
cite to, and the court is not aware of any, case law holding that a party’sestegeabout patents if
a prior litigationcan impacthe construction of different patents that are asserted in a subsequ
unrelated case. In regards to UTC’s argument that the documents meet thel6gichl nexus”
standardUTC has failed to show that the prior litigation invavlee patentsn-suit or patents
covering the same or similar technologies, features, or designs as the-paseis.

IT IS SO ORDERED.

Dated:February 4, 2015

HOWARD R. LLOYD
UNITED STATES MAGISTRATE JUDGE
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C10-04435:JD (HRL) Order will be electronically mailed to:

Benjamin W. Hattenbach  bhattenbach@irell.com

David H. Herrington  dherrington@cgsh.com, dherrington@cgsh.com
Dominik B. Slusarczyk  dslusarczyk@irell.com, mspillner@tessera.com
Jennifer Renee Bunn  jbunn@irell.com

Joseph Mark Lipner jlipner@irell.com, csilver@irell.com, mdonovan@irell.coe@stell.com
Kevin Patrick Kiley  kkiley@irell.com

Lawrence B. Friedman Ifriedman@cgsh.com

Michael F. Heafey  mheafey@kslaw.com, phennings@kslaw.com
Morgan Chu  mchu@irell.com

Morvarid Metanat mmetanat@orrick.com

Nathaniel E. Jedrey njedrey@cgsh.com

Richard William Krebs  rkrebs@irell.com, cmedina@irell.com, rborown@tassom,
Slee@irell.com, sveeraraghavan@tessera.com, tegarcia@tessera.com

Ryan Alexander Ward  rward@irell.com

Counsel are responsible for distributing copies of this document to emunsel who have not
registered for efiling under the court's CM/ECF program.




