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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

NAZOMI COMMUNICATIONS, INC., ) CaseNo.: 10CV-04686RMW
)
Plaintiff, ) ORDER CONSTRUING DISPUTED
V. ) CLAIM LANGUAGE: GRANTING
) MOTION FOR SUMMARY
NOKIA CORPORATIONet ) JUDGEMENT OF NON
al., ) INFRINGEMENT
)
Defendart. )
)
)

Plaintiff Nazomi Communications, Inc. ("Nazomi") brings this patentngiiment action
against various technology companies (collectively "Defendants"gjiradiénfringement of claims
48 and 74 of U.S. Patent No. 7,080,362 (the 362 patent") and claims 1 and 5 of U.S. Patent
7,225,436 (the 436 patent”). The parties now move for a "preliminary” constructioricafrall
asserted claims. Defendants Western Digital Corporation, Western Digitahdlogy
(collectively "WD") and Sling Media ("Sling") (collectively the "MogrDefendants") also move
for summary judgment thaheir accused products, the WD "MyBook World Edition” and the Sli
"Slingbox Pro-HD," do not infringe Nazomi's patents. After consideration ofdimas;
specifications, prosecution history and argument of the parties, the courtiesribtr disputed
claim language as described below. In addition, the court grants the moving defemddéion for

summary judgment of non-infringement.
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I. BACKGROUND
A. The Patented I nvention

This case concerns technology for processing different types of code, nrctiost sets,"
within the hardware of a computer: (1) "stack-based" instructions, which intloske written in
the popular programming language Java, and (2) "redistsd" instructions. A "stack" and a
"register” are different ways of storing dah memory. Therefore, Java "bytecodes" and other
stackbased instructions will not operate on a regibtesed system unless they are first
"translated" into registebased instructions.

Many registetbased systemsse software to create a Javiatval Machine ("JVM") that
performs the necessary translation. This approach provides flexibility oiug sierall execution
speed. The patented invention "removes the bottleneck which previously occurred whea the
Virtual Machine is run in software ... [by implementing] at least part of the JavaaVMachine
in hardware as the hardware Java accelerator.” '362 Patent-a72:¥0hile the patents include
both method and apparatus claims, the instant dispute focuses solely on claims dil@cted t
hardware apparatus designed to process Java bytenuttegjisterbased instructions.

B. The Accused Products

Defendanintervenor ARM develops and licenses processor core "designs.” Other
companies use ARM designs to build complete processors. Consumer product mansifacturer
including the moving defendants, then incorporate those processors into their products.

In 2000, ARM developed a design geared towards accelerating the procesawvey of J
bytecodes. The hardware component of the desigalled "Jazelle." ARM included Jazelle
circuitry in the ARM 926EJ-S processor core (the "ARM core"), which wagmlicensed by
chip makers, including noparties Texas Instruments and PLX. It is the Jazelle hardware withi
the ARM core that Nazonasserts infringes its patents.

Importantly, while Jazelle is "physically" present in every ARM corecitoeiitry is

"dormant”in its default state. Ex.4& (ARM 30(b)(6) Depo.) at 73. As defendants explained at
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oral argument, because processare designed to be used in a wide variety of products, they often

contain optional functionality not utilized by every manufacturer. To reduce powsumption,
ARM designs its cores so that any unused functionality does not unnecessarilgsioares. See
Ex. A-6 at 164. As aresult, unless Jazelle is "enabled," it is "not receiving Javadag@ato its
decoders. There is no activity in the logic. It is not doing anythingd.."

In order to activate Jazelle, a manufacturer must license from ARM a softwarggacka
called the Java Technology Enabling Kit ("JTEK"). Ex3ASteel Decl.) § 16. ARM describes
JTEK as performing a series of "complicated steps" that are kept "secretthie public.ld.

When a manufacturer installs JTEK omtadevice, the software is incorporated into a "JTEK-
enabled JVM" that can use Jazelle to process Java bytecodes. There is no eatlangertle has
ever utilized Jazelle functionality without first taking a JTEK license from ARBM. A-6 at 168.

1 The MyBook World Edition

The MyBook World Edition (the "MyBook") is an external hard drive that can be
connected to a computer to store information. The MyBook contains a PLX processor, which
incorporates an ARM core. Early in the MyBook's development, WD found that a Jeessie-
JVM was "not functional" because it would "lock up" and "was not stable enough'aiolyeli
process Java bytecodes on the device. EX.(WD 30(b)(6) Depo.) at 56-57. WD therefore
incorporated a softwaregased JVM and Java accelerator called-hu$ime ("JIT") that does not
utilize Jazelle.See idat 39. WD never included a Jazelle-based JVM in any MyBook shipped [to
consumers.See idat 62.

The MyBook JVM is located on a "hidden" portion of the product's disk drive, which
consumers are prohibited from modifying under WD's warrage idat 100. While WD could
update the MyBook's software to include a JVM that utilizes Jazelle, itdvas done soSee id.
at 83. The software update mechanism was not designed to allow end-users to put additionall
software on the system, and there is no evidence that anysentias installed JTEK onto a
MyBook or otherwise made use of the product's Jazelle circuseg. idat 83-85.

2. The Slingbox Pro-HD
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The Slingbox Ro-HD (the "SlingBox") is a devicasedto deliver video content over the
internet to a laptop, tablet or smartphone. The Slingbox uses a Texas InstrumeirtsiDa V
processor, which includes an ARM core. The Slingbox does not run Java-based appbcations
contain software that enablagonsumer to download Java-based applicatiSesEx. D (Ansis
Decl.) 1 3. Sling tas did not license JTEK from ARMSeeEx. E (Shah Decl.) 1 5. In addition,
the Slingbox does not include an interface to enable manipulation of the produatig exist
software. SeeAnsis Decl. 1 4. According to Sling, in order to install a Java-based application (

the Slingbox, a consumer would have to "hack" the device and manually add the pragram.

There is no evidence that acgnsumer has ever taken such an action, which would "likely render

the product useless and unable to function as desigiekd."
[1. ANALYSIS

A. Claim Construction

As noted above, Nazomi asserts infringement of four distinct apparatus, @achof
which includes numerous terms. However, the present motions seek a "preliminatyiotioms
of the four claims as a whole, rather than any particular claim term. The me¥ergldnts argue
that the asserted claims "require that the proceddbe claimed apparatus, when operated, will
perform the recited functions related to the processing of stack-based iosfruathout
modification.” Dkt. No. 373 at 2. Nazomi, on the other hand, seeks a construction requiring '
that the claime@pparatus be capable of performing the recited functions.” Dkt. No. 380 at 24
Nazomi implies that the asserted claims cover@onguctthatcouldprocess stackased
instructions in hardware, regardless of whethedthace ever actually does so.

Claim construction analysis begins with the words of the cl&@eseNystrom v. Trex Co.,
Inc., 424 F.3d 1136, 1142 (Fed. Cir. 200%) particular claim term igenerallygiven "the
meaning that the term would have to a person dharg skill in the art in question at the time of
the invention."Phillips v. AWH Corp.415 F.3d 1303, 1312-13 (Fed. Cir. 200B).determining
how one of ordinary skill in the art would define a claim term, the court looks to "the wdius of

claims hemselves, the remainder of the specification, the prosecution history, ande@xtrins
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evidence concerning relevant scientific principles, the meaning of technioal &mnd the state of

the art." Id. at 1314 (quotingnnova /Pure Water, Inc. v. Safari Water Filtration Systems, Inc.
381 F.3d 1111, 1116 (Fed. Cir. 2004)).
Claim 48 of the '362 Patent, which is similar in most respects to the other asknted c

reads:

48. A central processing unit (CPU) capable of executing a plurality afictisin
sets comprising:

An execution unit and associated register file, the execution unit to execute
instructions of a plurality of instruction sets, including a staa&ed and a register
based instruction set; a mechanism to maintain at least some daia iturtlity of
instruction sets in the register file including maintaining an operand stack for the
stackbased instructions in the register file and an indication of a depth of the
operand stack; a stack control mechanism that includes at least oneveffiow

and underflow mechanism, wherein at least some of the operands are moved
between the register file and memory; and a mechanism to generate aroexoepti
respect of selected stablased instructions.

First, the court notes thatieh of the strctural elements of Claim 48 is defined by its
functionality. More specifically, Claim 48 describes its structural limitationscpiiaitly
referencing actions used to process staaded instructions. For example, the claim does not re
simply an "&ecution unit," but rather "an execution unit to execute ... a stack-based ... instrud
set." Likewise, the claim does not describe a generic "mechanism," teatdria mechanism to
maintain ... an operand stack for the staelsed instructions;" "a stackrdrol mechanism ...
wherein at least some of the operands are moved...;" and "a mechanism to gereteg¢pton in
respect of selected stablased instructions." The other asserted claims define structural eleme
in a similar mannerSeeClaim 74, '36ZPatent ("A [CPU] comprising: a decoding mechanism to
decode ... a staekased instruction set ... an execution unit that processes ... thédataak-
instruction set ..."); Claim 1, '436 Patent ("A CPU for executing stack andeeased
instructions, compsing: ... a hardware accelerator to process dbasled instructions ..."); Claim
5, '436 Patent (A [CPU] comprising: ... a hardware accelerator to prdaekdased instructions
..."). By defendants' count, of the 678 words in the asserted claims, at leastadd 8

processing stackased instructions.
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The patents’ specifications also consistently describe the invention as aresagparatus
used to process Java bytecodgse, e.qg.362 Patent at 4:8-9 ("The instructions translations unit
used to convert Java bytecodes to native instructioms.’gt 5:28-29 ("The instruction buffer
stores the bytecodes from the instruction cachiel."git 5:6465 ("The Java translating machine
translates the Java bytecode into a native instruction ...")P4&t at 2:4 ("The present
invention generally relates to Java hardware accelerators used to translatgelandeb into
native instructions ...")id. at 2:43-37 ("[A]nother embodiment of the present invention compris
a hardware accelerator operable connected to a central processing unit, tleeehacdelerator
adapted to convert statdlased instructions into register-based instructions .THespecifications
further emphasize that the primary advantage of the patented invention oveotlaetgithat the
processing of staekased instructions in hardware, rather than software, results in "an improve
system for implementingava programs '362 Patent at 2:1-2; '436 Patent at 2:1-2 (emphasis
added). Indeed, even the patents' titles, "JaadiMachine Hardware F&ISC and CISC
Processors" and "Java Hardware Accelerator Usingddbcde Engine," demonstrate the centrality
of processing Java bytecodes to the claimed invention.

By defining structural elements in functional terms and highlighting the implementétio
Javabased programming, Nazomi plainly added limitations that would not be presentibad it
generic, structural languag&eeK-2 Corp. v. Salomon S.AL91 F.3d 1356, 1363 (Fed. Cir. 1999
("The functional language isf course, an additional limitation in the claim.") (citMgight Med.
Tech., Inc. v. Osteonics Cord22 F.3d 1440, 1443-44 (Fed. Cir. 1997)). On the other hand,
limiting the claims, as defendants suggest, to "processors that actuallyrpiréoredied functions
when placed in operatidnywould impermissibly convert Nazomi's apparatus claims into mixed
methodapparatus claimsSeelPXL Holdings, L.L.C. v. Amazon.com, 1430 F.3d 1377 (Fed.
Cir. 2005)("[R] eciting both an apparatus and a methodsifig that apparatus renders a claim
indefinite under section 112, paragraph;XewlettPackard Co. v. Bausch & LomB09 F.2d
1464, 1468 (Fed. Cir. 1990)A] pparatus claims cover what a devigenot what a devicdoes")

(emphasis in original)Courts have typically resolved this issue by construing functional langus
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to describe an apparatus' capabilities, rather than its perform@eege.g.Yodlee, Inc. v.
Cashedge, IngcNo. 05-01550 SI, 2006 U.S. Dist. LEXIS 86699, at *14 (N.D. Cal. Nov. 29, 200
("All of the claims challenged by defendantplace functional limitations on the apparatuses by
describing the capabilities of the apparatu$espple, Inc. v. Samsung Elecs. (¢o. 11-01846
LHK, 2012 U.S. Dist. LEXIS 90943t *32-33 (N.D.Cal. June 29, 2012)The disputed claims
here ...use functionalanguage to describe the capabilities of the claimed apparatus ....").
Further, at least as to Claim 48, any construction requiring actual pragessild ignore the term
"capable of" foundn the claim's preamble. The court therefore agrees with Nazomi that the
functional language of the asserted claims recites capabilities of the claioetdrss.

"Capability," however, is not a blank check. As the Federal Circuit has matetiote
scope of an apparatus claphrased in functional termsgenerally limited to products
"configured" to perform the recited functions without "modification" by radreser. SeeTyphoon
Touch Techs., Inc. v. Dell, In&59 F.3d 1376, 1381 (Fed. Cir. 2011) (upholding a construction
the term "memory for storing [a data collection application]" to mean "memory ighadtually
programmed or configured to stdhee data collection application'$jlicon Graphics, Inc. v. ATI
Techs., Ing 607 F.3d 784, 794 (Fed. Cir. 201JA]n apparatus claim directed to a computer thg
is claimed in functional terms is nonetheless infringed so long as the produsigisedien such a
way as to enable a user of that [product] to utilize the function . . . without having to ntbelify [
product].™) (quoting~antasy Sports Props., Inc. v. Sportsline.com, 287 F.3d 1108, 1117-18
(Fed. Cir. 2002)).The emphasis onraaccusegroduct'sdefaultconfiguration is consistent with
the language of the patentssuit, which describes an invention designed primarily for a single
purpose—processing Java bytecodegther than operation in multgpmodes or customization by
endusers.Compare Intel Corp. v. United States Int'l| Trade Com®é F.2d 821, 831 (Fed. Cir.

1991) (finding infringement of a patent disclosimgemory with a programable selection means

for selecthg alternativeaddressing modes" despite the fact that the defendant did not intend the

accused product to operate in an infringing mode) (emphasis added). Accordingbyrthe
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construes the asserted claims to cover a hardware apparafiggired to proceskava bytecodes
without modification by an end-user.
B. Summary Judgment of Non-Infringement

In order to establish a prima fadase of direct infringement, Nazomi must show that the
moving defendants make, use, sell, offer to sell or import a product that infringest ahlea
asserted claimSee35 U.S.C. § 271(a). Where a defendant seeks summary judgment of non-
infringement, "nothing more is required than the filing of anotion stating that the patentee had
no evidence of infringement and pointing to the specific ways in which accused [pJalidictst
meet the claim limitation’s. Exigent Tech. v. Atrana Solutions, €42 F.3d 1301, 1309 (Fed.
Cir. 2006). The burden of production then shifts to the patentee to "identify genuinghsgues
preclude summary judgmentOptivus Tech., Inc. v. lon Beam Applications S4A9 F.3d 978,
990 (Fed. Cir. 2006).

Here, the cort finds that the moving defendants have met their initial burden. It is
undisputed that Jazelle cannot process Java bytecodes in the absence of JTEK sivfisnvaliso
undisputed that the accused products daiseta JTEKenabled JVM. Te accusedrpductsare
thus not configured tprocess Java bytecodes in hardware becauseltzalle circuitry is
"dormant” by default.

Further, it is clear that the moving defendants did not "iffesrcanticipatf " their
products to be configured in arfringing manner High Tech Med. Instrumentation, Inc. v. New
Image Indus., In¢49 F.3d 1551, 1555 (Fed. Cir. 1995). Neither product is designed to allow g
user to download software that would "activate" Jazé8lkeeAnsis Decl. | 3; Ex. A-5 at 100;
compare Finjan, Inc. v. Secure Computing Cp626 F.3d 1197, 1205 (Fed. Cir. 2010) (finding
infringement of a software claim directed towards capability where comsuoeld purchase from

the defendant a "key" to unlock the infringing functionality). Moreover, enabéaglle on the

! AlthoughNazomiassertd claims under 35 U.S.C. § 271 (l&)-in its complaint, it did not
respond to moving defendants' arguments that it had failed to provide any evidenceg showin
indirect infringemenand focused exclusively on direct infringement claims at oral argument. T
court therefore grants summary judgment in favor of moving defendant®Nagdmi's claims for
indirect infringement.
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accused products wousgrveno "functional purpose not already accomplished by other nieans
High Tech Med.49 F.3d at 1556. WD produced uncontroverted testimony that a haroasae-
JVM "was not stable enough" for use on the MyBook, and that it elected to employarseft
based solution instead. Ex. A-5 at 39; 56-57. The Slingbox does not use Java programs at g
thus has no need fany JVM, let alone one that utilizes Jazelle. On the whole, the record
indicates thaalthoughthe accused devices contain hardwaredbatd, in theorype utilized to
process Java bytecoddisat functionality was not sought by the moving defendants or intended
be accessible tiheir customers.Compare Fantasy Sport&887 F.3d at 1118(software designer

is liable for infringement if software isvritten in such a wags to enabla user of that software to
utilize the[infringing] function ... without having to moty that code")

Nazomi argues that the mere preseoicéazelle circuitry is sufficient to find infringement,
relying onSilicon Graphics, Inc. v. ATl Techs., In607 F.3d 784 (Fed. Cir. 2010). Silicon
Graphics the patent$a-suit related to a system used to rengraphics for animated movies,
includingclaims covering a "processor that rasterizes" and a "frame buffer ..ofmgstdata. Id.
at 795. The defendant made graphics processors, and was sued for indirect infrinfjeamguned
thatbecause its processors could not "store" or "rasterizehtiba operating system, licensed
users of the Windows operating systemrenot liable for direct infringement under a provision in
the Windows licensagreementhat provided immunity for any use that did mdtinge "separate
and apart from the combiti@n™ with the operating systenid. at 794. The court disagreed,
explaining that "[eJen if the products cannot rasterize orastabsent an operating systahey
may include a rasterization circuit and a frame buffer for doindfdbey do, they infringe
separate and apart from the operating system, and the Immunity Provision dqesgyiotid. at
795.

The court finds thabilicon Graphicss distinguishable for two reasons. First, because
Silicon Graphicdocused solely on the issue of infggment by endisers, it did not address
whether the manufactureould be held independently liable under Section 271(a). Second ang

more importantlySilicon Graphicgeaffirmed the rule thatgh apparatus claim directed to a
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computer that is claimed fanctional terms is nonetheless infringed so long afaitmused]
product isdesigned in such a way as to enable a ustrapfproduct]to utilize the function . .
without having to modify [the product].ld. at 794 (quotind-antasy Sports287 F.3cat 1118).
Put another way, in determining whether an accused product is "configured" to pedarmeal
function, a court must consider the manner in wihingtt products actually used Seeid. ("[I]n
every infringement analysis, the language of taerts, as well as theature of theaccused
product dictates whether an infringement has occutyddmphasis added)Unlike the processor
in Silicon Graphicswhich wasdesigned to be used in conjunction with an operating system tha
activated the infnging functionality, the MyBook and Slingbox cannot pisscdava bytecodes in
hardware when sold to consumerst nan consumemnable Jazelle withotditst modifying the
accused devices in a manner not contemplated by the moving deferlacasdingly, Silicon
Graphicsdoes not support Nazomi's position hefée court therefore concludes that Nazomi ha
failed to establish that there agenuine factual issues precluding summary judgment.
[11.ORDER
For the foregoing reasons, the court construessberted claims as described above, and

grants the moving defendants' motion for summary judgment of non-infringement.

10
CaseNo.: 106CV-04686RMW
ORDER CONJRUING DISPUTED CLAIM LANGUAGE; GRANTING MOTION FOR SUMMARY
JUDGEMENT OF NONINFRINGEMENT

—



	UNITED STATES DISTRICT COURT
	NORTHERN DISTRICT OF CALIFORNIA
	SAN JOSE DIVISION

