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nternational, Inc v. TEK Global, S.R.L. Doc.

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION
SEALANT SYSTEMS INTERNATIONAL,

INC. AND ACCESSORIES MARKETING,
INC.,

CaseNo.: 11-CV-00774PSG

(consolidated with
Plaintiffs, Case N011-CV-1649PSG)

V.

TEK GLOBAL S.R.L. AND TEK
CORPORATION (Re: Docket Nes. 67, 25)

)
)
)
%
% CLAIM CONSTRUCTION ORDER
%
Defendard. %

In this patent infringement suitPlaintiffs SealanSystems International, In¢:SSI”) and
Accessories Marketing, Inc. (“AMI"allege that DefendamfTEK Global S.R.L. and TEK
Corporation (collectively “TEK) infringe U.S. Patent No. 6,789,58the “581 Patent”).TEK
alleges thagSlinfringes U.S. Patent No. 7,789,110 (the 110 Patdrtg parties seek
construction of ten terms and phrases for each of the paAdtaisconsideration of the claims,
specification, prosecution history, and other relevant evidence, and after liearaxguments of

the parties, the court construes the disputed language of the asserted patdritathsbelow.

! TEK filed Case No. 11-1649 against SSI alleging infringement of the ‘110 Patbet$otthern
District of New York. SSlI filed Case No. 17174 against TEK seeking a declaratory judgment thg
SSI did not infringe the ‘110 Patent in this district. After SSI's sister comp@evly, purchased the
‘5681 Patent from an unrelated third party, AMI's claim for infringement waschioidine first
amended complaint. SSI then filed a second amended complaint adding TEK as a defiémdant
respecto the claim of infringement. TEK’s infringement case was transferredstdittrict and
consolidated with Case No. 11-774.

All parties have consented to magistrate judge jurisdiction pursuant to 28 U.S.C. 8636(c).
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BACKGROUND

The inventionglaimedin both the ‘581 and ‘110 Patents involveeadf-contained tire
repair kit.Both are aimed at allowingn ordinary motorigio repair and inflate a flat tire while the
tire remains on the wheel of the vehiél€he kit allowthe motorist to avoid thdangeand hassle
of replacinga flat tire with a spare alongsidéasy highway oa desolate road antovidefor
more spac@é the trunk of a vehicle than would be requicedinarily to store a spare tire.

The ‘581 Patenwvasfiled on October 31, 2002 and assigned to Interdynamics, Inc.
(“Interdynamics”).On April 29, 2011)nterdynamics solthe ‘581 Patertib AMI. The claimed
invention has never been sold in the United States.

The ‘110 Patent was filed on February 8, 2@@8cites to the ‘581 Patent as prior dtt.
was assigned to TEK. During the prosecution, original dependent claim 10 was amended to
incorporate features of the claim on which it depended and thereafter wasddliGigim 10 is
written in meas-plusfunction format. In addition, new claims were added parallel to that amen
claim and other claims dependent on it, but the meansfyphesion terms of the original claims
were written in structural terms to avoid the mephs-function language and were reedras
such to the examiner. Those claims also were alldwed.

. LEGAL STANDARDS

Seven years after the Federal Circuit's senftallips decision® the cannons of claim
construction are now well-known even if not perfectly understood by parties and cikextSTal
construe a claim term, the trial court must determine the meaning of any disputisdfrom the
perspective of one of ordinary skill the pertinent art at the time of filii§ This requires a careful

review oftheintrinsic record, comprised of tlodaim terms, written descriptioand prosecution

% See, e.g:581 Patent, Summary of Invention, Col. 2:15-18.

3 SeeMathiowetz Decl., Ex. C at-8 (Docket No. 26).

*See id.Ex. D.

® Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc).

® Chamberlain Group, Inc. v. Lear Corf16 F.3d 1331, 1335 (Fed. Cir. 2008).
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historyof the patenf While claim terms “are generally given their ordipand customary
meaning,” theclaims themselveand the context in which the terms appgaoVide substantial
guidance as to the meaning of particular claim terms.” Indeed, a patent scapiecif‘is always

"8 Claims “must be read in view of the

highly relevant to the claim construction &sss.
specification, of which they are partAlthough the patent’s prosecution histotgcks the clarity
of the specification and thus is less useful for claim construction purpdsesn often inform the
meanng of the claim language by demonstrating how the inventor understood the invention a
whether the inventor limited the invention in the course of prosecution, making the abpien sc
narrower than it would otherwise b&The court also has thiiscretionto consider extrinsic
evidence, including dictionaries, scientific treatises, and testimonydxperts and inventors.
Such evidence, howevas, “less significant than the intrinsic record in determining the legally
operative meaning of claim languagd®é.”

The court notes that it magdjust its construction dle claimsat issudf laterintroduced
evidence compels an alternative constructfon.

. ANALYSIS
A. ‘581 Patent

1. | TERM CONSTRUCTION
“an air flow path from said compresso| A route from a compressor to a tire into whic
adapted to be connected ttra” when tire sealant is received, a mixture of ai

and tire sealant is directed

Claims 1, 2, 3, 10, 21, 27, and 43

"1d.; Phillips, 415 F.3d at 1312 (internal citations omitted).

® Phillips, 415 F.3d at 1312-15.

® Markman v. Westview Instruments, 1&2,F.3d 967, 979 (Fed. Cir. 1995) (en baaéfd, 517
U.S. 370 (1996)See also Ultimax Cement Mfg. Corp v. CTS Cement Mfg. G&pF. 3d 1339,
1347 (Fed. Cir. 2009).

9 phillips, 415 F.3d at 1317 (internal quotations omitted).

11d. (internal quotations omitted).

12 See Pressure Prodsledical Supplies, Inc. v. Greatbatch LtH99 F.3d 1308, 1316 (Fed. Cir.
2010) (citingPfizer, Inc. v. Teva Pharm., USA, In429 F.3d 1364, 1377 (Fed. Cir. 2005)).
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SSlurgesthat theabove claim be given its plain and ordinary meanirg specification
teacheshatwhen the compressor is activated and a container of sealant is in place, compress
is forced into the container. This pushes tire sealant out of the container and ieteefitaale and
then into the air flow pathir and nto the tire'® Based on this descriptio8Slargueshat an “air
flow path” describes course or routldr compressed ginot limited to any particular hardware or
pathway, anavhich is consistent with its use in the claifi$§S| disputes that thgatent discloses
simultaneous or distinctreans of compressed air th&brce sealant out of the container and also
“continuously”or “directly’ direct air into the tireAs an alternative to plain meanirg&5I
proposes a construction that describes the route as including “at least one conduitar hose
directing the compressed air.”

TEK contends that the embodiments and prosecution history s@ppoterpretation of the
claim languagé¢hat is based on the mixing of air with tire sealant describdteispecificationln
the Notice of Allowability,the examiner distinguished the ‘581 Patent from prior art based on tf
air/sealant mixture that results from air being forced into the container oftsaatbsealant being
pushed out and into the air flqath to the tiré> Because the applicant did not challenge the
examiner's statements, TEK argues that there was acquiescence to such a corStiek
further argues thahe aivsealant miture relied on by the examinerbased on a continuous or
direct air flow patifrom the compressor through a receptacle to aAisean example, TEK points
to the embodiment of Figure 13 which shows that when the compressor is activated, dnoflows

the compressor, into and out of the receptacle, to th&ireesealant escapes from the pressurize

13 5ee581 Patent, Col. 2:31-67; Col. 4:@% Col. 5:122: Col. 6:618: Col. 7:1314; Col. 7:66:
Col. 8:4; Figs. 3-5, 9-14.

14581 Patent, claim 1 (“air from said air compressor is forced into the congaidgrushes tire
SSI out of the container, into said receptacle, into said air flow path, and into’'thelaien 46
(“wherein said air flow path comprises a hose attachaldetire valve”); claim 47 (*wherein said
air flow path comprises a tire valve adapter stem.”).

15 The Notice of Allowability states: “The Scott reference pertains to a tire $eligpenser with a
pressurized source of sealant (i.e. no air/sealanhg)ixhe Thurner reference pertains to anothe
sealant dispenser with a housing, compressor and a flexible bag-type smalea(ise. again no
air/sealant mixing) and the Savidge reference pertains to tire balancing detiegripitlverant
material mxing (i.e. not sealant).SeeDocket No. 26, Ex. F.

18 See Torpharm, Inc. v. Ranbaxy Pharmaceuticals, 886 F.3d 1322, 1330 (Fed. Cir. 2003).
4
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container and is emitted into the air flow path and “entrained with the air headiagis the
tire.”*’
The court agreewith TEK thatthe claimterm requires construction because the languag

alone does not conyevhata person of skill in the avtould understand from the intrinsic record

as a whole® The claim language, written description, embodiments, and examiner’s statements

the Notice 6 Allowability all contemplateanair flow pathinto which air and te sealant are being
mixed The claims themselves referao fromtheair compressor thdpushes tire sealant out of
the container, into said receptacle, into said air flow path gxhaust in the receptacle that
“receives air and tire sealant from tientainer and directs the air and tire sealant into said air flg
path,” and‘tire sealant [that] leaves the container and is entrained into said air flo'pate
specification further explains how one skilled in the art might understand the:d¢wideen a
container of tire sealant is received in the receptacle, the intake directs aihéamflow pat
substantially into the container, and the exhaust receives air and tirg $eattathe container and

20 Theexaminer's statemeim the Notice of

directs the air and tire sealant into theflow path.
Allowability moreover suggests thtitis understanding of the invention, predicated @mntixing
of air and sealants essential to the design’s patentability.

The record desnotaddresshoweer, where the air path lies and whethieat path must be
continuous or “direct” from the compressor to the tire, as TEK contends. Although aireand tir

sealant are being mixed along or entrained into a common @athi(‘flow path”), nothing in the

174581 Patent, Col. 7:45-58.

18 See Phillips415 F.3d at 1313 (“Importantly, the person of ordinary skithmart is deemed to
read the claim term not only in the context of the particular claim in which theelisggim
appears, but in the context of the entire patent, including the specificat@modkhill-Wilk 1,

LLC v. Intuitive Surgical, In¢.334 F.3d 1294, 1300 (Fed. Cir. 2003) (noting “the context of the
surrounding words of the claim also must be considered in determining the ordinarytanthcys
meaning of those terms”).

19 See581 Patent, claim 1 (“air from said air compressor is forced into the container drespus
tire sealant out of the container, into said receptacle, into said air flow pkimi 3 (“said exhaust
receives air and tire sealant from the container and directs the air and tire iséalsaatl air flow
path”); claim 43 (“tire sealant leaves the container and is entrained into samivgiiath”).

201d., Col. 2:45-50.
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claim language or specification precludes additional hoses or patthwayghwhich air also

might travel.In fact, thespecification suggessomedichotomy beween the container with sealant
when received in the recepte, and the aiflow path?* One of ordinary skill in the art would
understand that the air flow patha route for the compressed air to take, which may in@ude
encompasair being diverted through the container, and which does include air thatgared
with tire sealantThe court thus finds that elements of both parties’ proposed constructions arg
appropriate to describe the plain meaning of the. .téam air flow path from said compressor
adapted to be connected to a"tiséll be construed as “a route from a compressor to a tire into

which, when tire sealant is received, a mixture of air and tire sealant i®direct

2 | TERM CONSTRUCTION
“a receptacle formed in said housing” | Plain and ordinary meaning.

Claims 1 and 27

SSlcontends that the above claim term should be given its plain and ordinary meaning
because the meaning is readily apparent even fodagle and involves little more than the
application of commonly understood words. The plain meaning of the claim term also idedipp
by the specificatioi” TEK responds that the plain and ordinary meaning fails to capture the fu
meaning imputed by the claim language and specification.

Claim 1 describes “a receptacle formed in said housiegmmunication with said air flow
path adapted to sealingly receive a container of tire sealant” and explains the¢ssed air
“pushes tire sealant out of the contaimeto said receptac)ento saidair flow path, and into the

tire.”* TEK contends that its proposed constructibtian enclsure formed within and as an

1 See581 Patent, Col. 2:480 (describing an intake that “receivesfeam the air flow path” and
an exhaust thatéturns air tothe air flow path” sue that “[w]hen a container of tire sealant is
received in the receptacle, the intalkeects air from the air flow path substantially into the
container and the exhaust receives air and tire sealant from the containdirexid the air and
tire sealantinto the air flow path) (emphasis added).

22 5eg581 Patent, Col. 2:31-67; Col. 3:7-14: Col. 4:26-41, 65-67; Col. 5:1-18, 33-34: Col. 7:5-
14-32, 45-51; Col. 7: 66-Col. 8:4; Figs. 3-5, 9-14.

231d., Col. 8:12-19.
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integral part of the housirthat sealingly receives air and/or tire sealant” necessarily denotes th
volumetric shape capable i@&ceivng and exhaustingir andsealant that is taught disputes that
“receptacle” alonsufficiently denotes a volumetric shap&K furthercontrasts “receptacle” as
used in the claim language from “port,” which the specification describg®enmtegral with the
housing or may be a separate elenfént.

The court is not persuaded that th@m termrequires further construction. The word
“receptacle” connotes depth to the extent that it is able to receive a contdireseélant and
provide a pass-through for sealant leaving the containegratedng into the air flow patffhe
court accepts SSI's contention that a person skilled in the art would understand ttetesta
something that receives or contains something. The court does not fisdlbkatuting
“enclosure”helps to clarifythe claim meaningNor does the claim language or specification
require that that threceptacle be integral the housing. The receptacle’s function, according to
the claim language and specification, is to conteettie flow of compressed air and to seglyn
receivea container of sealanth& patent uses the word “integrals@vhereboth to specify the
placement of a component (“a button or pressure relief valve integral wéjbtaete 14 or port
40...")* or to specify an alternative structure (“portiasfeor all of the port may be made integral
with the housing”}® These uses suggest that the absence of “integral” in the description of the
receptacle is not happenstance. Without more, the court will nosétipeegral” as a limitatiorf’

The claim term will bagiven its plain and ordinary meaning.

3. | TERM CONSTRUCTION

“air from said air compressor is forced Plainand ordinary meaning.
into the container and pushes sealant
out of the container, into said receptac

?* See id. Col.3:35-42; 7:5-8.

?*'581 Patent, Col. 6:55-57.

?°Id., Col. 7:5-9.

2" See Phillips415 F.3d at 1323 (cautioning against reading limitations that may be present in

specification into the claim).
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into said air flow path”

Claims 1, 27, 39, and 42
4. | "exhaust receives air and tire sealant | Plain and ordinary meaning.
from the container and directs the air
and tire sealannto said air flow path”

Claim 3 30, 38 and 45

Subject to the court’s construction“air flow path’ as explained abovéje courtfinds
that treseclaim terns have a plain and ordinary meaning that is supported by the claim langua
and specification. TEK’s proposed constructf@mely on the same reasoning BEK urgedwith
respect to claim No. For example, TEK argues thatrfclaimterm No. 3to have literal meaning
whereinsealant igushed out of the container into the air flow path, and for there to beadant
mixing as the examiner stated, there must be a continuous flow of air from the ssonpoehe
tire through the receptaclas explained earlier, the mixing of air and sealant in the air flow path
does not necessarily support TEK’s limitation of a continuous or direct pathtefins therefore

will be given theimplain and ordingr meaning taking into account the adopted construction for “g

air flow path”
5 | TERM CONSTRUCTION
“said intake and said exhaust are The intake and exhaust opening are on oppc
opposite substantially the same openingides of the opening of the container (when a
of a container of tire sealant” container of sealant is received in the

Claims 10 and 33 receptacle).

6. | “said opening substantially opposes s
intake and said exhaust”

Claims 13 and 36

The partiedirst dispute whether these terrmay be construed at all. TEK contends that th

phrase “the same opening” of a container of tire seaantlefinite because there is no antecedel

28 For term No. 3, TEK proposes the following constructi@ompressed air pushes tire sealant
out of the container into the receptacle [or port, depending on use in claim] and into the
compressed air stream flowing directly from the air compressor to ¢tie tir

For term No. 4, TEK proposes: “The exhaust receives compressed air thatrhds/baed into

the bottle and tire sealant that has been forced from the bottle by the diverprdssad air and

delivers them into the compressed air stream flowing directly from the air essgpito the tire.”
8
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basis for it. Although claim 10 is dependent on claim 2, which itself is dependent on claim 1,
claims 1 or 2 make neference to the “openingfidicated by claim 10The lack of antecedent
basis, however, does not render either claim term indefinite, because a pelsdnrsthke art
would understand from the context of the claims thattimtainers described in the specification
have an opening that is sealingly received in the receptithat opening is discussedsaveral
places irthe specificatiorand described agteferably provided with a single opening.”

Turning to the constructioigSIcontends that the claim tesrelating to intake and exhaust
should be givetheir plain and ordinary meanintn the alternativeSSI wouldinterpretthe
phrases to mean that “the intake and exhaust openings p(ont afternativelyface) a different
direction from the opening of a container of tire sealarfEK proposes what it asserts is
essentially the plain meanirgthe intake and exhaust openings are on opposite sides of the
opening of the containefEK points to Figure 5 to support that construction. Figure 5 and the
accompanying description show atake nozzle and internal bore terminating in intake hole 46,
and an exhaust nozzle and internal bore terminating in exhaust h81&H& specification teaches
that intake hole 46es within the bottle when a container of sealant is secured to the @egepta
while exhaust hole 47 lies outside the opening of the bétéace the openings are on opposite
sides of the container of sealant.

SSlargles thathis construction is contradicted by the language of claim 33, depending
from claim 31, which refers to the intake and exhaust nozzles (that point in andiffeeetion
from the container opening as shown in Figures 4 and 5) and not to “intake hole 46" or “exhal

hole 47.” Under Section 112, a claim in dependent form must be construed to incotporate t

29 See Enernger Holdings, Inc. v. Int'l Trade Comm’'#35 F.3d 1366, 1370 (Fed. Cir. 2006)
(holding a claim is not invalid for indefiniteness despite the lack of antecledsistwhere a person
of skill in the art would be able to understand the claim scope frosp#ufication).

30 See, e.g'581 Patent, Col. 5:23-49 (referring to bottle 16 as “preferably provided with a sing|
opening 17” which is sealed and may be installed into receptacle 14); Col 5:63-66{dgsha
benefit of this invention as using a bottle with only one opening requiring only oneSssaglso
id., Col. 10:53-63 (claim 37 for a plastic bottle housing having an opening).

31 Sedd., Col. 5:8-16; Fig. 5.
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limitations of the reference claifiBy SSts reasoningthe intake and exhausttes in claims 10,
13, 33 and 36 which refer merely to “said intake” and “said exhaust¥ould be bound bthe
reference irdependentlaim 3 to the intake and exhausizzlesdescribed in claim 3 et
claims 10, 13, and 36 are also dependent claims, none of which refer back to eahzaest
intakenozzle limitations. Claims 10 and 13 depend from claim 2, which describes geftemnally
intake” and “an exhausth thecontext of the receptacletaim 36 depends from claim 28, which
describes the same in the context of the Port.

The court agrees with TEK that a person skilled in the art, reviewing the aeressie and
in the context of the entire specification, would understand “opposite substantiabyrtbe s
opening of a container” to refer to the openings of the exhausheake located in the receptacle.
This interpretation is consistent with Figures 4 and 5 as well as the specifiGatolarly, for the

opening to “substantially oppose[]” the intake and exhaust when the container is recéhed |

receptacle (claim 13)r the bottle is secured to the port (claim 36), the exhaust and intake opening:

located in the receptacle must serve as the point of refefEmeeourt will adopt TEK’s proposed

construction.

7. | TERM CONSTRUCTION

An enclosure that may be formed within and
an integral part of the housing or as a separate

) structure that sealingly receives air and/or tire
Claims 27-28, 30-33, 37-41, and 45 | geglant.

uportn

SSlcontends that the above claim term should be given its plain and ordinary meaning.
Becauséport” is acommonly understood, ndechnical wordused according tibs ordinary
meaningand understood as such by those of ordinary skill in th&&ttargues that “port” need
not be construed. Furthehgre is nothing in the claim language, specification, or file history that

narrows or altesthe plainmeaning

325ee35 U.S.C. § 112, 1 4.
33 5ee’581 Patent, Col. 8:19-25: 8:55-59; 9:5-7: 10:47-42.
10
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TEK contends that a port shares many of the same characteristics as a receptacleaéxg
it may or may not be formed in the housitigpoints tothe followingexample: (1) “[a] receptacle
and/or port is formed in the housing in communication with the air flatt ** (2) “[t]he port
may be a separate attachment that can be secured to a contareeseadantor it may be integral
with adisposable container of tisealant>; (3) “[s]ealant receiving port 40, best illustrated in
Figs. 35 and 9, is disposed in receptacle 14 for the purposes of injecting air from air ssonpre
60 into bottle 16 when the bottle is disposed in receptacle 14 and for acceptsegarforced

out of the bottle by way of the high pressure compressed air injected ti®r@in"In Fig. 11,

port 140 is substantially similar to port 40 described above. However, port 140 is not nigcessayi

physically connectéto the housing of the devicd”TEK disputes that the plain meaning of port |
adequate, because as with receptacle, port as used in the specification is a statittaseath
volume and is not simply “an opening for intake or exhaust of a ffifid.”

Thecourt agrees with TEK. Although the purpose of the specification is to teach and n
impose a further limitation on the relevant clafpprt” alone does not connote the extent of the
structure described in the pateitcording tothe specification, gort” may be integral to the
housing or may be a separate structiiedeed, the specification describes embodiments that a
not integral to the housint.The portas claimedcomprises an intake and an exhaust for

compressed air and/or seal&hThe portfurther serves tsealinglyreceive orsecure a bottler

% 1d., Col. 2:35-36.
%1d., Col. 3:40-43.
%1d., Col. 4:67-Col. 5:5.
371d., Col. 7:17-19.

3 Docket No. 27t 1718 (TEK’s Responsive Claim Construction Br.) (quoting Webster's Ninth
New Collegiate Dictionary (1988 ed.)).

3 See, e.¢g/581 Patent, Col. 7:5-8; Col. 3:40-43.

0 3ee, e.g., idCol. 7:48-51.

“1 See, e.gid., Col. 5:8-15; 10:6-12; 10:21-25.
11
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container of tire sealafit.The claim term will beconstrued as:@h enclosure that may be formed
within and as an integral part of the housing or as a separate structurelthglyseseives air

and/or tire sealarit

8. | TERM CONSTRUCTION

A “reservoir” is a cavity where sealant collec
separate from the container.

“a reservoir formed in said housing”

Claim 42

SSlcontends that the above claim term should be construed to avoid any misconception

that “receptacle,” “port,” and “reservoir” refer to the same struc&® . proposes that reservoir be
construed as “a cavity where sealant collects separate from the container.”

TEK responds that as used in Claim 42, which reads on the embodiment of Figure 12,
“reservoif has the characteristics and functionality of a receptacle to which a comtbseaiant
has been mounted if the device is used for repair, or onto whichissapwed if the device is
used for inflating a tire. The reservoir must be in connection with the air fltshw gdbowing
compressed air to pagwough the reservoir if there is sealanin the reservoir, or to push sealan
out of the reservoir, intthe air flow pattif there is sealant in the reserv6liTEK therefore
concludes that reservoir should be constthedsame as receptacle.

Even thoughreservoir” and “receptacle” serve similar functiangdifferent embodiments,
the specification teackeahattheyare differenstructuresTo construe botin the same way
ignores this difference and might confuse a jury as to the role of each strBdtlrreceptacle and
port are adapted to receive a container or bottle of tire sealant, whereas as wed48,dhe
reservoir simply is “adapted to receive tire sealant.” The specification teaaheétdn removing
the cap, sealant is poured diregtijo the reservoir, into which air is directed from the compress
and out of which is exhausted both air and tire sealantvith “receptaclg the specification may

allow for but does not require that the reserbaiformedntegral to the housing.

2 See, e.gid., Col. 5:26-36; 10:26-38; 10:47-51; 12:23-27.
*3See id.Col. 7:33-44.
12
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The courthereforeagrees with SShat “cavity” appropriately describes the structure into
which sealant is poured. The court will adopt SSI's proposed construction of a “résasvair

cavity where sealant collects separate from the container.

9 | TERM CONSTRUCTION

“air from said air compressor is forced Plain and ordinary meaning.
into said reservoir and pushes tire
sealanbut of said reservoir, into said air
flow path”

Claim 42

SSlcontends that the above claim term should be given its plain and ordinary meaning.

Consistent with its earlier argumenifK contends that there is a direct and continuous stream
compressed air from the compressor to the tire, as evideg@dandsealant mixings the
sealant is pushed out of the reservoir and into the tire.

As with claim term Ne. 3 and 4,He claimlanguage, specification, and file history do not
support a construction that the compressed air flows “directly” from tlo®@ipressor to the tire.
A person of skill in the art would understand the claim in context to mean simply what # sa
that compressed air moves through the reservoir and pushes sealant out along witAghe ai
modified by the court’s construction of “air flow pathijetclaim term will be given its plain and

ordinary meaning.

10.| TERM CONSTRUCTION
“tire sealanteaves the container and iy Tire sealant leaves the container and is drav|
entrained into said air flow path” into theair flow path

Claims 43 and 44

SSlcontends that the above claim term should be given its plain and ordinary meaning.

TEK responds that the claim term should be construed because the words “entrained into sai
flow path” are given special meaning by the writtencdpsion. As used in Claims 43 and 44,
which read on the embodiment of Figure 13, sealant leaves an already pressuriagter when

the switch on the container is activated; sealant is not forced out by a streampoéssed air, as
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in other embodimest The specification states in relevant paftl]epressing the
switch/button/lever [on container 316] allows the contents of the container to leaantamer ...
When switch 319 is also activated, tsealantescapes container 316 and is emitted in¢oatir

flow path and entrained with the air heading towards the tr€EK thus proposes a construction
that describes tire sealant leaving the container as being “swept into thessaapair stream
flowing directly from the air compressor to the tire.”

The court agreethat here is a distinction between tire sealant leaving a pressurized
containerupon activation of a switch or being forced out by the entry of compressédsair.
sufficient, however, that the claim term uses “leaves” for this purpose, laod WEK does not
dispute. The parties disagree whether a jury will understand the plain meanamgraired” as
being “drawn in and transported (as solid particles sy bg flow of fluid.” Because “entrained” is
not in common usage and the specification teaches that the air leaving thezedsontainersi
effectively drawn into andhixed withthe fow of air, the court will adopt the following
construction: [tliresealant leaves the container and is drawn into the air flow path. As the cour
explained earlier, thelaim language and intrinsic record do not require the air flow path to be
direct.

B. ‘110 Patent

1. | TERM CONSTRUCTION
“connecting means” [Clonnecting means is subject to 35 U.S.(
8112(6).

Claims 15, 11-15, and 21-25
The function of “connecting means” is
connecting the container to the compresspl
assembly and to an inflatable article fo
repair or inflation.

The corresponding structures of the
connecting means argl) a first hose
connecting the container to the compresspl
assembly and fitted in its free end (ji.e.
opposite the end connected to the

44581 Patent, Col. 7:45-58.
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compressor) with a fadit, e.g., lever
operated, couplingand a second hose
connecting the containéo a valve of the
inflatable article (2) afirst hose connecting
thedispenser unit to the compressor
assembly witha fitting, anda secondose
connecting the container assembly to the
inflatable article and (3) equivalents
thereof

The parties agree that the claim term is a mgduns-function term under 35 U.S.C.
8112(6). Constructionf a meangplus{function limitation requireshe courffirst to determire the
claimed function, and secondittentify the corresponding structure in the written description of
the patent that performs that functiSiThe parties disagree on both the function perforiaed
the corresponding structure.

Claim 1 describes the function of connecting means in pertinent part below:

1. AKkit for inflating and reairing inflatable articles; the kit comprising a compressor
assembly (2), a container (3) of sealing liquid, and connecting means (4,5) for
connecting the container to the compressor assembly (2) and to an inflatatddanrti
repair or inflation?®

TEK contends that the function, sisted in the claigis to connect the container to the
compressor assembly and to an inflatable article for repair or inflatibme§&#nds that its
proposed construction additionally reflects the actual function perfoométe claim element, i.e.,
the function of “connecting means” is to provide air from the compressor to the contalrier a
connect the container to an inflatable article.

The court agrees with TEK that the claim term need not include the limitation that the
function is to provide air from the compressor to the container. Although providingyaindeed
be the practical effecr result nothing in the claim language or specification requires this
limitation be imported into the claim meanifthe function will be defined as “connecting the

container to the compressor assembly and to an inflatable article faroepdiation.”

> SeeApplied Medical Resources Corp. v. U.S. Surgical Get8 F.3d 1324, 1332 (Fed. Cir.
2006) (quotingCarroll Touch, Inc. v. Electro Mech. Sys., Int5 F.3d 1573, 1576 (FeQir.
1993)).

461110 Patent, Col. 5:43-47.
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The corresponding structute “connecting meands identified in the claim by reference to

elements 4 and 5 in tHigures. These are described in the specification as follows:

Kit 1 substantially comprises an electric compressor assemalgdéhtainer 3 of sealing
liquid; a first hose 4 connecting container 3 to compressor assembly 2secona hose 5
connecting ontainer 3 to a valve (not shown) of the tyfe.

Thespecification goes on to describe a particular fitting for first hose 4:

First fitting 50 is connected to hose 5, which, when not in use, may be wound about th
casing ...; and second fitting 53 is connected to compressor 2 by hose 4. Conveniently
hose 4 is longer than required for connection to fitting 53, and is fitted fwedtend with

a fastfit, e.q. leveroperated, coupling 58. Hose 4 is therefore normally connected to
second fitting 53, but can be detached easily and connected dlrectly to theagicke

tyre, ball, dinghy, etc., if this simply needs inflating awd repair?®

The parties disagree whether the fiitistoupling is a necessary component of the corresponding
structure.

TEK contends that the initial description in the specification, based on thencefeoe
elements 4 and 5, adequately defines the structure of the connecting Ttdaasgues thabSI's
proposed limitation to include tHastfit coupling is too narrow écausene of ordinary skill in
the art would understand that multiple types of connections can be used to connect a hose to
compressor. The plain language of the specification demongtiegby referring to the “lever

operated,” fasfit coupling asan example onlyusing“e.g.” and not “i.e.”) for “convenience” and

not as a necessary part of the structfeEK further points to the embodiment depicted in Figure

7 in whichTEK argues that there is no need for a-fastoupling because the hose ceuting the
container to the compressor assembly does not get removed, even if the device isdosbielys
for inflation and not for repair.

SSI responds that the corresponding structure includes not only first hose 4 and secor]
5, but also the geific fittings disclosed in the specification. SSI argues that because the

specification discloses the specific fittings, that disclosure must be catsidatetermining the

“71d., Col. 2:44-48 (emphasis added).
“81d., Col. 4:4-13 (emphasis added).

49 SeeCol. 4:7-11 (“Conveniently, hose 4 is longer than required for connecting to fitting 53, af
fitted on its free end with a fafit, e.g. leveroperated, coupling 58.”).
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corresponding structur®.That similar types of connectors can be used goes to the issue of
“equivalents” to the claimed structure, not to its inclusion in the first instaf¢déuher points
out that TEK previously included “associated fittings” in its proposed claim rcmtisin.

SSlis correct thdunder 8 112 every structure disclosed in the specification and its
equivalents should be considerédBut astructure disclosed in the specificatiorais
“corresponding’structuré‘only if the specification or prosecution history clearly links or
associates that structure to fbaction recited in the claim>® Here, the defined function of
connecting means is connecting the container to the compressor assemblyrainélatable
article for repair or inflation. Because the connection to the inflatalitéearicludes both repa
and inflation, the fast-fit, e.g., lever-operated coupling described in the spemifisaclearly
linked to the function of connecting the hose to the inflatable article. As TEK pointsoogver,
the fastfit coupling is identified in the best medection of the specificatiomand “levereperated”
is provided only as an example. The specification corresponding to Figure ibeescsecond
embodiment in which thre remains a connecting means betweertdimainercompressor
assemblyandinflatable article, but no particular fitting type is specifi¥et the unspecified
fitting is clearly linked to the connecting means functidihe court therefore will construe
“connecting means” to have encompass two corresponding structures: (1) a ficstrimseting
the container to the compressor assembly and fitted in its free @ndgposite the end connected

to the compressor) with a fast-fit, e.g., lever operated, coupling, and a secondrimeszicg the

container to a valve of the inflatabldielle; and (2) a first hose connecting the dispenser unit to the

compressor assembly with a fitting, and a second hose connecting the consamdnyaso the

inflatable article.

0 SeeDocket No. 28 at 11-15GIs Responsivelaim Construction Br.) (citingltiris, Inc. v.
Symantec Corp318 F.3d 1363, 1377 (Fed. Cir. 2003)).

*L Altiris, Inc., 318 F.3d at 1377.
*2|d. at 1375 (quotind®. Braun Med. v. Abbott Lah4.24 F.3d 1419, 1424 (Fed.Cir.1997)).
>3 See'110 Patent, Col. 5:10-16; 5:24-29.
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> | TERM CONSTRUCTION

“an outer casing.. defining a seat for
thecontainer of sealing liquid.”

Plain and ordinary meaning.

Claims 15, 11-15, and 21-25

TEK contends that the claim term should be given its plain measimguld be
understood not only by one of ordinary skill in the art but also by a lay persoreditfersa
container of liquid is shown in Figures 1, 2 and 4 and is described consistently in thieapcif
as being contained in the outer casing. For example, the Disclosure of Invéattsn“§T]he kit
... being characterized by comprising an outer casing housing said compressin\aasel
defining a seat for the container of sealing liquid™* In addition, the best modection describes

the seat within the housing as follows:

Casing 6 is substantially parallelpipsdaped and, at one longitudinal end, defines a seat
for housing container 3 upside down. More specifically, seat 7 is bounded laterally by 4

substantially semicylindricadnd wall 10 of casing 6, and at the bottom by a circular basg

14 projecting fromhe end wall 16°

SSlrespondshat the plain meaning fails to capture a limitation that is made clear by the

intrinsic record thatwhen the container is housed in the seat, it is maintained “functionally
connected” to the compressor assembbr example, @im 1 states in part thatle container,
when housed in said seat (7), is maintained functionally connected to said commsssin\a
(2).”°° In addition, in the Background of the Art, the patentee distinguishes the proposed kit frg
other prior art tire repair kits by noting that they were not functionallyected to the compressor
when housed in the casing and required connection of the separate parts before use.

SSI's position, however, is based on an incomplete reading ofatine larguage . The
reference in claim 1 tthe container, when housed in the skaing“maintained functionally

connected” to the compressor assemblisef part of a longer chain in which the claim identifies

41110 Patent, Col. 2:9-14.
*°1d., Col. 2:52-56.
*%|d., Claim 1, Col. 5:5155.
*"1d., Col. 1:52-54.
18
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“container connecting means (4, 40) for stably connecting said container to sai@ssmnpr
assembly” and the means by which the container, when housed in the seat, is maintained
functionally connectedt therefore would be improper to import this function into the definition
what in the patent isstructure only. Theame is true for the prior atistinction maddoy the
patentee, where the container and the compressor must be connected befdre claem term

shall be given its plain and ordinary meaning.

3. | TERM CONSTRUCTION
“said containebeing housed removabl] Plain and ordinary meaning.
in said seat”

Claims 15, 11-15, and 21-25

TEK contends that the claim term should be given its plain meg@8igontendghat its
proposed construction, addifgasily” to indicate that the container“capable of being easily
removed from its seat, i.e., without having to disassemble any part of the tirekrefmaremove it
from its seat is necessary tenforcea distinction that the patentee made over prior art. The
claimed inventiorexplainsthat the dispenser unit is detachably connected to the container and
the container includes an integral valve to ensure the container is closejftiditen detached
from the kit>® SSI argues that TEK cannot now construe the claims in a mannelitfiaates this
distinction. The parties also dispute whether a second embodiment in the patent contradicts S
proposed limitation by teaching removal of the dispenser unit from the kit alongheittomtainer,
rather than removal of the containesrfr the seat without disassembly of any part of the’kit.

The court finds that “said container being housed removably in said seat” requires no
further construction. The prior art distinction based on removability is not lost in the pla
meaning. Nothing in the specification or prosecution history uses the worly,"eakhougha
person of skill in the amightunderstand “removable” to indicate that the container may be

removed requiring some effort less than disassenibly.section of the specificatidhat provides

%81d., Col. 2:57-63.
¥ see id. Col. 5:1-6.
19
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that the container “is ready for use at all times, i.e. fitted permanently to ftheliéh that the
dispenser unit “is preferably detachable” from the casing and “carried &gbtitainesimilarly
does not shed light on the ease or difficulty of removing the container from the hdvaingr,
that description merely explains that the container with its integrated valve dewvistitutes an
independent sealed unit regardless of whether or not it is connected to the dispensat tlaad th
dispenser unit may be detached from the casing and carried with the cofl4teeardless of
whether the dispenser unit is detachable from the casing, the container is “leoneedly” inits

seat Theterm shall be given its plain and ordinanganing.

4. | TERM CONSTRUCTION
“container connecting means” [Clontainer connecting means is a means pl
function term to be construed pursuant to 35
Claims 15, 11-15, and 21-25 U.S.C. §112(6).

The function is “to stably and functionally
connect theontainer to the compressor.”

The corresponding structurasethe hose and
dispenser unit housed inside a recess in the
base of the casingnd equivalents thereof.

The parties agree that the above claim term is a r@asgunction term subject to 35
U.S.C. 8112(6). While their proposed functions are similar, they are stated sdrdéfehnantly.

The claim language in relevant part states and by comprisingontainer connecting
means (4,40) for stably connecting said container to said compressubly (2), so that the
containey when housed in said seat (7), is maintained functionally connected to said compres
assembly (2§ TEK contends that the claim testates a dual functiomo stablyand to
functionally connect the container to the goessor assemblgSI’s proposed construction omits

“stably” and includes the limitation “when the container is housed in the $€&fK argues that

€01d., Col. 4: 56-58.
11d., Col. 5:51-55.

%2 3SI'sproposed alternative construction, however, includes the dual lan@esfpocket No.
28, n. 5 (“Alternatively, SSI proposes that the claimed function is ‘to stably commeecbntainer
20
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the additionatlauseadds nothing to the function to be performed sinceldien already recites
thatthe “container (3) [is] housed removably in said seat (7).”

Because the claim language “ties both functions to the same 4pleadsnction element”
— “stably” and “functionally” — it is appropriate that “container connecting mela@gonstrued to
include both®® The courffurtheragreeswith TEK that the additional language is not necessary tdg
clarify the function of the container connecting means because a person skitiecrt would
understand that the functioniagppears in the context of thetiea claim.

The parties also disagree whether the corresponding structure is limhechtmse and the
dispenser unit or further includes the structure that houses the dispenser unit. TEKragiie
structure for holding the dispenser unit is a separate element that is not partaftainer
connecting mean&Slresponds that the structure for holding the dispenser unit is a structural
component which isecessaryor perfornming the daimed function. SSI thus proposes that the
corresponding be identified as “a hose (4) and a dispenser unit (40) housed inside ia tbees
base of the casiny.

Thecourt agrees with SSI that the structure for housing the dispenser unit issangce
componentor performingthe function of container connecting meahs stated in claim 1, the
container connecting means performs its function when the container is houseseiatihe
person skilled in the art would understandgpecificationto disclose the housing for the

dispenser unit asstructure that enables the claimed functmperform as describeéd

to the compressor assembly, so that the container, when housed&athis maintained
functionally connected to said compressor assembly.”).

%3 See Baran v. Medical Device Technologies,, 166 F.3d 1309, 1317 (Fed. Cir. 2010) (holding
that the claim language recites two types of function, both tied to the samestdanent, even
though the placement of one function is before the meandipiaon claim term at issue).

% See Micro Chem., Inc. v. Great Plains Chem. ©®4, F.3d 1250, 1258 (Fed. Cir. 1999) (noting
the court may not incorporate structure from the written description beyond teasaecto
perform the claimed function).

% See Telecordia Technologies, Inc. v. Cisco Systems6lizF.3d 1365, 1376 (Fed. Cir. 2010)
(“The question is not whether one of skill in the art would be capable of implementingtarstruc
to perform the function, but whether that person would understand the written descriptfion itse
disclose such a structure.”) (quotiiigch. Licensing Corp. Wideotek, InG.545 F.3d 1316, 1338
(Fed. Cir. 2008)).
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Specifically,”[tire repair] kit 1 also comprises a dispenser unit 40, which is housed stably but
detachably inside a recess 44 in base 16 of casing 6, and is connected detachablyéo 8dotai
fit it, upside down, to casing 6 (FIGS. 1, 5 and 8)Therecessed housing for the dispenser unit

thus provides in partmeansor the container to connect toe compressot. The corresponding

structurs will be defined ashe hose and dispenser unit housed inside a recess in the base of the

casing.

5. | TERM CONSTRUCTION

168

“a threeway valve A valve with one input and two outputs.

Claims 15, 11-15, and 21-25

TEK contends that the above claim teshould be given its plain meaning which is “the
input of a threaway valve,” a threavay valve being a valve with one input and two outp&Sl
proposes construction of the entire phrase not limited to the input but including the outpllit as
SSI's poposed constructioalso would include language linking the three-way valve to the
enabling positions of the selector described in the specificktidlernatively, SSI accepts TEK’s
description of a valve with one input and two outputs.

It is appropria¢ to construe the phrase “a thigay valve” rather than solely that pertaining
to the valve input, which risks leaving a jury with an incomplete understanding ofttbiist. As
shown diagrammatally in Figure 7 as element &hd described in the written description, the

threeway valve has amput connected to the compresassemblyan output to the conduit

66110 PatentCol. 3:40-43.

%7 See Telecordia Technologies, |12 F.3d 1365, 1376-77 (Fed. Cir. 2010) (finding that the
written description, as understood by one skilled in the art, adequately disclosedudapa
structure without which the function would not perform as claimed).

% The parties dispute whether the court is to consartiereeway valveinput,” as initially
identified by the parties in the joint claim construction brieforg;a threeway valve.” The court
agrees with SSI that construction of “a three-way valve” is appropria¢gpésned above.

%9 SSI's proposed construction reads in full: “A valve with a first enabling positionecting the
compressor to the container and disconnecting the compressor from the additionahth@se
second enabling position connecting the compressor to the additional hose and discoihnecting
from the container.”
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(connected to the container assembéy)d an output to the additional hosethe tire)’° SSls
proposed constructiazonflatesthe structure of the thregay valvewith properties belonging to
the selector switchl'he position of the selector switch directs the positioning of the valve with
respect to the output(s), but does not change the structure of the valve itselé-&aihnealve will

be construed as a valve with one input and two outputs.

6. | TERM CONSTRUCTION

“a valve device fitted in a fluitight One or more valvefitted in a fluidtight
manner to the opening and having an| manner to the opening and having an inlet
inlet connectable to said compressad | connectable to said compressedfeed line,
feed line, and an output for the sealing and an output for the sealing liquid.

liquid”

Claims2-5

The parties disagree whether “a valve device” means one or more valves osioglg a
valve. TEK argues that in the field of patenke& indefinite article “a” carries a meaning of “one o
more” in openended claimg* Because the claim for “a valve devids™not specific as to the
number of elements and does not indicate a singular limitation, TEK contendsstwatld be

given its plain meaning, or alternatively should be construed to mean “one or muestigaices.

SSlresponds that the article “ahould be construed to mean a single valve based on the

intrinsic record, which fails to disclose any reference to or embodiment usirgtiian a single
valve.”? For example, the claim language refers to a valve device having “an” inletatahte to
saidcompressedair feed line and “an” outlet for the sealing liquid. The claim also identifies the

valve device by numeral 18, which the patent exclusively and extensivelybéssasi a single

0 5ee110 PatentCol. 5:10-31.

"L SeeDocket No. 30 at 18-19 (citingCJ Corp. v. Kinetic Concepts, In€23 F.3d 1351, 1357
(Fed. Cir. 2000)Elkay Mfg. Co. v. Ebco Mfg. Cd.92 F.3d 973, 977 (Fed. Cir. 1998} Tox, Inc.
v. Exitron Corp.,122 F.3d 1019, 1023 (Fed. Cir. 1997)).

"2See AbTox, Inc1,22 F.3d at 1023 (“[He article ‘a’ suggests a single chamber.”).
23
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valve. In addition, Claims B-refer to “said” valve device whiatonnotes a single devicéhe
specification alsaliscloses embodiments using a single valve de¥ice.

The Federal Circuit recently addressed the construction of claim languagéhésarticle
“a.” In 01 Communique Laboratory, Inc. v. LogMeln, Jnbe ourtreiterated the circuit’s “well
established precedent” that “[a]s a general rule, the wafder “an’ in a patent claim carry the
meaning ofone or more”” " The court further explained that exceptions to the general rule ar
few and do not extenmh the subsequent use of definite articles “the” or “said” when referring ba
to the claim tern{> Unless the claim language, the specification, or the prosecution history
“necessitate a departure from the fullee term shall retain its nesingular meaimg.”® In
LogMeln, Inc, the court foundhe use of singular referents such iéslocation on the Internet
being defined by static IP address” as well as figures in the specification showing therterm i
guestion ~the location facility”—to be represented by a singlex to be insufficient to overcome
the presumption of plural meanirng.

Here, the patenteemilarly has not shown any clear intent to limit the claim to a single

valve.The showing of a single valve device in the embodiments doservat as a sufficient basis

3 See e.g:110 Patent, Col. 2:64-67 (“Valve device 18 comprises a body 19 having a cylindric
lateral wall 20, of axis A, inserted in fluid tight manner inside neck 16, and a portion @O&bf
extends beyond neck 16, into vessel 15, and is closed at one end by an end wall 21”); Col. 3,
(“Body 19 of valve device 18 also comprises an inner member 26 defined by a tubular rod 27
axis A”); Col. 4, 1. 6364 (“Using a tweway valve device 18 closedably in the absence of
pressure along the feed line 4”).

401 Communique Laboratory, Inc. v. LogMeln, JaeF.3d.--, 2012 WL 3089367, *4 (Fed. Cir.
July 31, 2012) (quotingiVo, Inc. v. EchoStar Commc'ns Cqrpl6 F.3d 1290, 1303
(Fed.Cir.2008)).

> See id(citing Baldwin Graphic Sys., Inc. v. Siebert, 612 F.3d 1338, 1342 (Fed. Cir. 2008))
®See id.
"See id.
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to limit the claim to a single valve devi€®.“A valve device” will be construed to mean one or

more.
7. | TERM CONSTRUCTION
“elastic mearis “[E]Jlastic means” is subject to 35 U.S.C. 8§11
(6).
Claims 4, 14

The function of‘elastic means” is “to keep a
control member stably in a closed position in
the absence of air pressumed open in
response to apressure

Thecorrespondingtructure fotthe elastic
means is a springnd equivalents thereof.

The parties agree thttte claim term is a meapdus-function term subject to 35 U.S.C.
8112 (6).They agree that the elastic means must keep a control member closed in the absenc¢
pressureThe parties further agree that the corresponding strustarepring and its equalents.
The partieslisagreehowever, whether for the “elastic means” to function as intended, it must
open in response to air pressure and return to a closed position when the air pressuneeis. r

TEK contendghatthe function of‘elastic means” iset forthin Claims 4 and 14 and does
not need modification. Claims 4 and 4% identical excegor reference to their base claims.

Claim 4 states:

4. A kit as claimed in claim 3, characterized in that said valve devicedbh@)riseslastic
means (31) for keeping said control member (30) stably in said closed position in the
absence of pressure to said in(27c) "’

TEK argueghat is consistent witthediscussion of valve 18 in the written description, which

describes valve 18 in pertinent part as follows:

Device 18 therefore acts as a tway, two-position, pneumatic valve. In the closed
position (Fig. 5), the container is sealed; with pressure along the feed limeddefi hose
4, device 18 opens automatically to allow compressed air into container 3, and
simultaneous outflow of sealing liqufd.

8 See id. See also Altiris, In@18 F.3cht 1373.
94110 Patent, Claim 4, Col. 6:11-14 (emphasis added).
#1d., Col. 4:46-50.
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Using a tweway valve device, 18 closed stably in the absence of pressure along the fe
line 4, sealing liquid leakage is prevented, even in abnormal conditions, such as
overpressure in container 3 caused by high temperature inside the boot of a car parke
the sun.

SSIs proposed construction introduces a limitation not found in the specification, thatdtie ela
means must be able to return the control member to its original position upon removairof the
pressure. According to TEK, the condition whereby the elastic means keepsttio¢ member
closed in the absence of air pressure is met at least from the time the tire repasdamsbled

until the time as it issed to repair a tirdche control member may or may not be forced to returry
to its original position, depending on the overall design of valve 18, but the claims negertitele
not require it one way or the other.

SSlresponds that TEK’s construction ignores the plain meaning of the term and its ow
summary of the invention, in which TEK explains that “prior to the introduction of coneoless
into valve 18, interior element 30 is held in a closed position by the elastic meamg 3dptibut
when compessed air is fed into thalve, “spring 31 compresses, and air flows into containéf 3.
Similarly, the specificationlescribes the action by which pressure along the feed line causes d
18to “oper] automatically to allow compressed air ifitoe] container, and simultaneous outflow
of sealing liquid. SSlthus contendthatthe specification supports a definitiohthe “elastic
means’that keeps the control member stably closed in the absence of air pressurén ‘thpe
response to air pressusnd able to return to its original position upon removal of the air
pressurée

The court agrees witBSIbut only in part. That the corresponding function of “elastic

means” igo respond both to the absence of air pressure (by maintaining a closed position) an

1d., Col. 4: 63-67.
82 SeeDocket No. 25 at 30 (TEK’s Opening Claim Construction Br.).
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the presence of air pressure (by opening) is inherent in the meaning of théechaiand is
supported by the written description. The relevant inquiry is whéghesstic” is itself a functional
term or merely describes a characteristic ttrecture is capable of performiffgLike the term
“release” inBaran v.Medical Device Technologies, Intelastic” is not an “idle descriptiorf*
“Elastic” impliesa functioncapable of changg or deformng in response tpressure. TEK’s
proposed construction ignores this meaning of “elastic;” for example, alastic means also
could “keep a control member stably in a closed position in the absence of airgfedsear
elastic means, however, functions to keep the control member closed losé&mea of air pressure
and, by definition, to open in response to air presSUFee written descriptiorsupportghis
constructionvhereinthe function of the elastic means is to keep the control membeasiased
position until compressed air is fedttee valve, and to open in response to that air. TEK is corre
however, that nothing in the#aim language oeven thantrinsic recordrequires the elastic means
also be “able to return to its original position upon removal of the air pressurs.addtional
clause suggests a function that the structure may indeed be capable of perfoamirggking

embodiment or even in a working device, but which is not present in the®laim.

8. | TERM CONSTRUCTION

“conduits connecting the container to | Hoses and associated fittings connecting the
thecompressor assembly and to an | container to the compressor assembly and to
inflatable article for repair or inflatidn | inflatable article for repair or inflation.

83 See Baran616 F.3d at 1317.
84 seeid.

8 Cf. JVW Enter., Inc. v. Interact Accessories, ,IA84 F.3d 1324, 31 (Fed. Cir. 2005) (holding
that the district court erred in construing the claim term for a “meansdkalbly receiving a video
game controller in fixed position” to include the function of also “unlocking” or asley” the
controlle).

8 See id(“[A] court errs ‘by importing the functions of a working device into the[ ] djzeci
claims, rather than reading the claims for their meaning independent obakipgv
embodiment.”) (quotindRodime PLC v. Seagate Tech., 11d4 F.3d 1294, 1303 (Fed. Cir.
1999)).
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Claims 26-31
9. | “container connectingonduit” A hose and associated fittings for connecting
the container to the compressor assembly.
Claims 26-31

A claim format usingdmeans” creates a presumption that 35 U.S.C. 8112(6) applies; the
absence of “meansi a claimcreates @ountervailing presumption that §112(6) does not apply.
The presumption that 8§112(6) does not apply can be rebutted by evidence intrinsic to the pats
by relevant extrinsic eviden&8 There are two ways in which the intrinsic evidence can serve tg
rebut this presuntn: either the claim terrffails to‘recite sufficiently definite structurer else
recites dfunction without reciting sufficient structure for performing that functidfi.in
determiningwhether a claim term hasifficient structuréo maintain the presumptipthe court
examins whether the terrhas an understood meaning in the®art.

TEK contendghat he claim ternmsufficiently identifies‘conduits’ asthe structural element
and further argues that the phrase is readilyerstood without further constructiareEK finds
support in the prosecution history, wherein original dependent claim 10, noted to be alibwable
amended to incorporate the featiom which it depended, was rewritten to avoid méans-
languageandthe limitations of 35 U.S.C. §112(6j.

SSlrespondshatbothclaim ternsfail to cite sufficient structuseand thereby rebuhe

presumption that 35 U.S.C. §112(6) does not afgBtpoints out that the claim languagdas all

87 See Personalized Media Communications, LLC v. International Trade Commisdda.3d
696, 703 (Fed. Cir. 1999).

88d. at 704.

89 CCS Fitness, Inc. v. Brunswick Cqr@88 F.3d 1359, 1369 (Fed. Cir. 2002) (quotitattsv.
XL Systems, Inc232 F.3d 877, 880 (Fed. Cir. 2000)).

PV seeid.

91 SeeDocket No. 26, Ex. C at 10New claim 26 is similar to claim 10 but defines the
connections in structural terms rather than ‘means for’ languageulinsitted that it is patdable
for the same reasons.”).
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purposesdentical tothe functional language of “container connecting means” used in claim 1,
except “conduits” is substituted for “connecting means Y66'SI argues thafEK’s claim term
cannot be construed to cover every way or means to perform the function of connecting the
container to the compressor assembly and to an inflatable article foroepdiation —as might

be suggested by the broader term “conduit” kgint of the limited disclosure in the specification.
SSlalso argues that TEK's reliance on the prosecution history is misplaced.tihilgentor
sought to avoid the limitations of 35 U.S.C. 8112(6), he represented to the examiner tharéhey
“patentable for the same reasons” as the allowed cl&Bisontends that TEK should not be
permitted now to change the claim scope.

With respect to the form of the claim terms at issue, the court find33HaS.C. §112(6)
does not apply. Both claims lackntansfor” language and presumptively do not fall within
paragraph 6 of §11% “Conduit” is a noun that describes a general class of structures sufficien
avoid construction under 35 U.S.C. §112¥)The court finds that “conduit” is not a generic term

along the lines of “mechanism,” “means,” “element,” or “devitejutrecites a structure that

would be understood by one skilled in the art and in light of the claim language. The poosecut]

history furtherestablisheshat the language in the original claims was rewritten to avoid rfeans
languagelt is nevertheless appropriate to construe these terms, given the broad rstingetwfes

that “conduit” may be understood to incorporate nigght of the prosecution history.hEterms

92 Compare'110 Patent, Claim 1 (“... and by comprising container connecting means for stably
connecting said container to said compressor assemialyi’Claim 26 (“... conduits connecting
the container to the compressor assemdatg)Claim 26 (“... and additionally comprising a
container connecting conduit connecting said container to said compressor g§sembl

93 See Personalized Media Communications, L1&1, F.3d at 703.

% See Greenberg v. Ethicon Endo-Surgery, 9it.F.3d 1580, 1583 (Fed. Cir. 1996) (citing
examples of nouns derived from their functions that are used to designate caitefgstnecture
including “clamp” and “container” and “filter” and “screwdriver” and “brake” anaci”).

% See Masdnst of Tech and Elec. For Imaging, Inc. v. Abascus Softwd@2 F.3d 1344, 1354
(Fed. Cir. 2006) (differentiating between more generic terms and thosegeaitficient structure,
such as “detector”).
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will be construedespectively to meathoses and associated fittings connecting the container to
the compressor assembly and to an inflatable article for repair oranflatnd“a hose and

associated fitting&r connecting the container to the compressor assembly.”

10.| TERM CONSTRUCTION
“said valve device Plain and ordinary meaning.

Claims 29 and 30

Dependent claims 29 and 30 refer to claim 26 “wherein said valve device conap tesast
one control member movable, in response to pressurization of said comieseed-line...”
“[S]aid valve device,” however, lacks an antecedent basis in claim 26. SSI comginithe lack of
antecedent basis renders the term indefiSi®d.offers no alternative constructiarEK responds

that the lack of an antecedent basisot dispositive iflespite the absence of explicit antecedent

196

basis,“the scope of the claim would be reasonably ascertainable by those skillerart.
TEK contends that even though claim 26 does not recite a valve device, one of ordinal
skill in the art can readily determine thagafve device” in claims 29 and 30 is identical to that in

dependent claims 13 and (réferring back to claim 1). The patentee stated that “New claims 28§

30 are dependent on claim 26 and parallel original claims 11, 3 and 4 [sic, 11, 13 and 14] wriften |

structural rather than “means for” languagéTEK therefore concludethat the claim term “said
valve device” is not indeterminate and corresponding claims 29 and 30 are not indefiailseleec
person skilled in the art would apply the same meaning to “said valve device” in 2&Riansl 30
as the ternappears in other portions of the claiffis.

SSlresponds thahe claimis notreadily ascertained by those skilled in theb@tause the

surrounding language of the claim and the recited structures do not point to thd smitteure.

% See Energizer Holdings, Inc. v. Intern. Trade Com#dfs, F.3d 1366, 1370-71 (Fed. Cir. 2006
(quoting fromBose Corp. v. JBL, Inc274 F.3d 1354, 1359 (Fed. Cir. 2001)).

% Docket No. 26, Ex. C at 10.

% See Shoenhaus v. Genesco, 40 F.3d 1354, 1357 (Fed. Cir. 2006) (citing the “presumptio
that the ame terms appearing in different portions of the claims should be given the samegne
unless it is clear from the specification and prosecution history that the terenditiexent
meanings at different portions of the claims™) (quotifig Control Sys. Pty., Ltd. v. OAM, Inc.
265 F.3d 1311, 1318 (Fe@ir. 2001)).
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SSl argues that claims 29 and 30 refer only to a different valve, i.e. axthyealve, that

performs a wholly different function, and notaoy element in which “said valve” may be viewed
as an inherent componetitSS| also argues that the prosecution history is insufficient to clarify
antecedent basis, because the patentee identified claims 3 and 4 as parallel to @aohf3029
Claims3 and 4 depend from claim 2, so that the court would havewoiteeelaim 26 (or claims

29 and 30) to add claim 2, which in relevant part reads: “connecting means comprise ... and
valve device (18) fitted in a fluid-tight manner to the opening (17)hanthg an inlet (27¢)
connectable to said compressedfeed line (4), and an outlet (29a) for the sealing liquid.” In
addition, claim 2 is written in a meaptus-function format that would further corlute any re
writing of claim 26.

Claims 3 and 4, identified in the prosecution history, provide an antecedent basisdfor “g
valve device” by referring back to claim 2. A person skilled in the art, readindgihelanguage,
the specification, and looking to the explanation in the prosecution histogtaimas 2830
parallel original claims 11, 3 and 4, would understand the basisdor valve device” a%a valve
device (18) fitted in a fluidight manner to the opening (17) and having an inlet (27c) connectal
to said compressedir feed line (4), ad an outlet (29a) for the sealing liquitf*The term is
therefore not indefinite and will be given its plain and ordinary meanomgsistent with the
construction of “a valve device” set forélvove with respect to claim term No. 6
IT IS SO ORDERED.

Dated: August 29, 2012

Pl S A2~

PAUL S. GREWAL
United States Magistrathudge

9 Cf. Energizer Holdings, Inc435 F.3d at 1370-71 (Fed. Cir. 2006) (finding sufficient antecedd
basis for “said zinc anode” in claim reciting “and an anode gel comprisedcodizithe active
anode component, wherein the cell contains less than 50 parts of mercury per milidoy part
weight of the cell and said zinc anode has a gel expansBosg Corp.274 F.3d at 1359 (finding
sufficient antecedent basis for “an eclipse having a major diameter” in thex ezgitation of “an
eclipse” where “an eclipse” is an inherent component of thelatgied term).

10056110 Patent, Claim 2, Col. 5:66-6:2.
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