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sung Electronics Co. Ltd. et al

V.

corporation; SAMSUNG

APPLE, INC., a California corporation,
Plaintiff and Counterdefendant,
SAMSUNG ELECTRONICS CO., LTD., A

Korean corporation; SAMSUNG
ELECTRONICS AMERICA, INC., a New Yorl)

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

Case No.: 1-CV-01846+HK

OBJECTION PROCEDURE;
TENTATIVE FINAL JURY
INSTRUCTIONS (PART 1)

TELECOMMUNICATIONS AMERICA, LLC, )
a Delaware limited liability company, )

Defendantsand Counterclaimants.

)

PART |
5:11-CV-01846LHK

In an effort to provide the parties as much advance notice as possible, the Gdilet wil
tentative final jury instructions in installments as they are prepared. Thewglbdile one
complete set of tentative final jury instructions on Sunday, August 19, 2012, whicbfieitt the
Court’s rulings on all objections made by the parties regarding disputed instructl©GE No.
1694. Attached as Exhibit As thefirst installment of tentative general civil and utility patent
instructions that are currently ready.

The Court is revising the procedure for objecting to jury instructions. Thespsinad still

file no more than 16 pages of their 8 high priority objections by 8:00 a.m. on Monday, August
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2012. However, the parties shall not file any other objections. Instead, the paitibse sha
prepared to argue all of their objections at the hearing on Monday, August 20, 2012, to prese
their objections for appeal. On Sunday, August 19, 2012, the Court will set the time of Mondza

hearing as well as the parties’ time limits for orally objecting to the jury instructions.

United States District Judge

IT 1S SO ORDERED.

Dated:August B, 2012
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FINAL JURY INSTRUCTION NO. 1.1C
DUTY OF JURY

Members of the Jury: Now that you have heard all of the evidence, it is my duty totigstras
to the law of the &se.

Each of you has received a copy of these instructions that you may take withtlyeyury room
to consult during your deliberations.

You must not infer from these instructions or from anything | may say or do aatindithat |
have an opinion regarding the evidence or what your verdict should be.

It is your duty to find the facts from all the evidence in the case. To thosedactgll apply the
law as | give it to you. You must follow the law as | give it to you whether goeeawith it or not.
And you must not be influenced by any personal likes or dislikes, opinions, prejudices, or
sympathy. That means that you must decide the case solely on the evidencygdoefgo will
recall that you took an oath to do so.

In following my instructions, you must follow all of them and not single out some anceignor
others; they are all important

Source

Ninth Circuit Model Civil Jury Instructions 1.1C (2007 ed.)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 1
BURDEN OF PROOF—PREPONDERANCE OF THE EVIDENCE

When a party has the burden of proof on any claim or defense by a preponderance of the, evi
it means you must be persuaded by the evidence that the claim or defense is morg fouebabl
than not true.

You should base your decision on all of the evidence, regardless of which party présented i
Source

Ninth Circuit Model Civil Jury Instr. - 1.3 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 2
BURDEN OF PROOF—CLEAR AND CONVINCING EVIDENCE

When a party has the burden of proving any claim or defense by clear and convincingegvtde
means you must be persuaded by the evidence that the claim or defense igrolgdihle. This is
a higher standard of proof than proof by a preponderance of the evidence.

You should base your decision on all of the evidence, regardless of which party présented i
Source

Ninth Circuit Model Civil Jury Instr. - 1.4 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 2.1
TWO OR MORE PARTIES —DIFFERENT LEGAL RIGHTS

You should decide the case as to each party separately. Unless otherwisenstatstiuttions
apply to all parties.

Source

Ninth Circuit Model Civil Jury Instr. - 1.5 (2007 Ed.).
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PROPOSEDFINAL JURY INSTRUCTION NO. 14
WHAT IS EVIDENCE

The trial is now over.The evidence you are to considedeciding what the facts are consists of:
1. the sworn testimony of any witness;
2.the exhibits which are received into evidence; and
3. any facts to which the lawyers have agreed.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions1.6 (2007 Edition).
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In reaching your verdict, you may consider only the testimony and exthiaite/erereceived into
evidence. Certain things are not evidence, and you may not consider them in deciding what th
facts are.l will list them for you:

(1)

(2)

3)

(4)

Source

Adapted fromNinth Circuit Mocel Civil Jury Instuctions - 1.7 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 15
WHAT IS NOT EVIDENCE

Arguments and statements by lawyers are not evidertoe lawyers are not
witnesses.What they said in their opening statements and throughout the trial, g
what theywill say in their clogng argumentsr at other timesre allintended to
help you interpret the evidence. Bhése arguments and statementaate

evidence.If the facts as you remember them differ from the way the lawyers hay
stated them, your memory of them controls.

Questions and objections by lawyers are not evidence. Attorneys have a duty t
their clients to object when they believe a question is improper under the rules g
evidence.You should not be influenced by the objection or by the court’s ruling
it.

Testimony that has been excluded or stricken, or that you have been instructed
disregard, is not evidence and must not be considered. In addioatimes
testimony and exhibits are received only for a limited purpose; when | give a
limiting instruction, you must follow it.

Anything you may have seen or heard when the court was not in session is not

evidence.You are to decide the case solely on the evidence received at the trial|.
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PROPOSEDFINAL JURY INSTRUCTION NO. 16
EVIDENCE FOR LIMITED PURPOSE

Some evidence may have besmmitted for a limited purpose only. You must consider it only fo
that limited purpose and for no other.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions1.8 (2007 Edition).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 3
CHARTS AND SLIDES NOT RECEIVED IN EVIDENCE

Certain charts and slides not received in evidence have been shown to you in order toléielp e
the contents of books, records, documents, or other evidence in the case. They are neeshemn
evidence or proof of any facts.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. — 2.12 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 4
CHARTS AND SUMMARIES IN EVIDENCE

Certain charts and summaries have been received into evidence to ilinstrawation brought
out in the trial. You may use those charts and summaries as evidence, even though theginde
documents and records are not here. You should give them only such weight as you think th
deserve.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. — 2.13 (2007 Ed.).
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PROPOSEDFINAL JURY INSTRUCTION NO. 17
DIRECT AND CIRCUMSTANTIAL EVIDENCE

Evidence may be direct oircumstantial. Direct evidence is direct proof of a fact, such as
testimony by a witness about what that witness personally saw or heard @irdginstantial
evidence is proof of one or more facts from which you could find another fact. You should
corsider both kinds of evidence. The law makes no distinction between the weight to be give
either direct or circumstantial evidenck.is for you to decide how much weight to give to any
evidence.

Source

Ninth Circuit Model Civil Jury Instructions1.9 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 18
CREDIBILITY OF WITNE SSES

In deciding the facts in this case, you may have to decide which testimonieiel@eid which
testimony not to believeYou may believe everything a witnessdsar part of it, or none of it.
Proof of a fact does not necessarily depend on the number of witnesses wied &xiift it.
In considering the testimony of any witness, you may take into account:

(1) the opportunity and ability of the witness to see or hear or know the thingedestjfi

(2) the witness’s memory;

(3) the witness’s manner while testifying;

(4) the witness’s interest in the outcome of the case and any bias or prejudice;

(5) whether other evidence contradicted the witness’s testimony;

(6) the reasonableness of the witness’s testimony in light of all the evjdarnte

(7) any other factors that bear on believability.

The weight of the evidence as to a fact does not necessarily depend on the nunthessésv
who testify about it.

Source

Ninth Circuit Model Civil Jury Instructions1.11 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 19
IMPEACHMENT EV IDENCE—WITNESS

The evidence that a witness lied under oath or gave different testimony on a psiooncoay be
considered, along with all other evidence, in deciding whether or not to believerikesaand
how much weight to give to the testimony of the witness and for no other purpose.

Source

Ninth Circuit Model Civil Jury Instructions 2.8 (2007 Edition).
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PROPOSED FINAL JURY INSTRUCTION NO. 20
TAKING NOTES

You may have taken notes during the trial. Whether or not you took notes, you should rely of
own memory of the evidence. Notes are only to assist your memory. You should not be ove
influenced by your notes or those of your fellow jurors.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions1.14 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 21
DEPOSITION IN LIEU O F LIVE TESTIMONY

You heard some witnesses testify by depositidrdeposition is the sworn testimony of a withess
taken before trial. The witness is placed under oath to tell the truth and lawyers for each party
ask questions. The questions and answers are recorded.

You should consider deposition testimony, presented to you in court in lieu of liveot@gtim
insofar as possible, in the same way as if the withess had been present to testify.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions2.4 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 22
USE OF INTERROGATORIES OF A PARTY

Evidence was presented to you in the form of answers of one of the parties to written
interrogatories submitted by the other sidéese answensere given in writing and under oath,
before the actual trial, in resp@® questions that were submitted in writing under established
court procedures. You should consider the answers, insofar as possible, in the saméthvay as
were made from the witness stand.

Source

Ninth Circuit Model Civil Jury Instructions - 2.10 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 23
EXPERT OPINION

Some witnesses, because of education or experieeepermitted to state opinions and the
reasons for those opinions.

Opinion testimony should be judged just like any other testim¥ioyt may accept it or reject it,
and give it as much weight as you think it deserves, considering the witness'sozdaicd
experience, the reasons given for the opinion, and all the other evidence in the case.

Source

Ninth Circuit Model Civil Juy Instructions- 2.11 (2007 Edition).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 8
SUMMARY OF CONTENTIONS

| will now again summarize for you each side’s contentions in this cagil.then tell you what
each side must prove to win on each of its contentions.

As | previously explained, Apple seeks money damages from Samsung for aliefraaiyng the
'381, '915, '163, D’'889, D'087, D'677, and D’305 patents by making, importing, using, selling,
and/or offering for sale the tablet and smart phone products that Apple argueseaeel by claim
19 of the '381 patent, claim 8 of the '915 patent, claim 50 of the '163 patent, and the D’889,
D’087, D'677, and D’305 patents. Apple also argues that Samsung’s Korean parent, Samsur
Electronics Compan(“SEC”), actively induced the U.S. Samsung entities, Samsung Electronid
America, Inc. ("SEA”) and Samsung Telecommunications America, LISTA"), to infringe the
patents. Apple also contends that Samsung’s infringement has been willful.

Samsung denies that it has infringed the asserted claims of Apple’s patentgumsdiaat, in
addition, those claims are invalid. Invalidity is a defense to infringement.

Samsung has also brought claims against Apple for patent infringement. Sa@sksmgione
damages from Apple for allegedly infringing the '941, 516, '711, '460, and '893 patents by
making, importing, using, selling and/or offering for sale Apple’s iPhone, iPad and iGthatts
that Samsung argues are covered by claims 10 and 15'6#thpatent, claims 15 and 16 of the
'516 patent, claim 9 of the '711 patent, claim 1 of the '460 patent, and claim 10 of the '893 pa
Samsung also contends that Apple’s infringement has been willful.

Apple denies that it has infringed the claims assdayeSamsung and argues that the claims
asserted by Samsung are invalid, and for 516 'and941 patents, also unenforceable. Invalidity
and unenforceability are defenses to infringement. Apple also contends that,rbycadse
“declared essential’gients against Apple, Samsung has violated the antitrust laviseaaahed its
contractual obligations to timely disclose and then license these patentsandfegasonable
terms.

For each party’s patent infringement claims against the other, thissustyou will have to decide
is whether the alleged infringer has infringed the claims of the patent holdersspand whether
those patents are valid. If you decide that any claim of either party’s passibeen infringed
and is not invalid, you will then need to decide any money damages to be awarded terthe pa
holder to compensate for the infringement. You will also need to make a finding as henthet
infringement was willful. If you decide that any infringement was willfult thecison should not
affect any damage award you give. | will take willfulness into account late

To resolve Apple’s claims regarding Samsung'’s “declared essential” patamtsjll need to
make a finding as to whether Samsung violated the antitrust lawsheatder Samsung breached
its contractual obligations. If you decide that Samsung violated the antitnssot breached its
contractual obligations, you will then need to decide what money damages to awardeto Appl

Apple accuses Samsung of diluting Apple’s Registered Trade Dress No. 3,470,983adEhis t
dress relates to the iPhone. Apple also accuses Samsung of diluting two ueckgigtier dresses
relating to the iPhone. Finally, Apple claims that Samsung has diluted and idfiisge
unregisterd trade dress relating to the iPad.

For each of Apple’s trade dress dilution and infringement claims, the firstyieausill have to
decide is whether the Apple trade drisgsrotectable (or valid). An asserted trade dress is only
protectableaf the trade dress design as a whole, as opposed to its individual features standing
is both distinctive and non-functiah
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For Apple’s trade dress dilution claims, the next issues you will decidelether Apple’s trade
dress was famous before Sangstarted selling its accused products, and whether Samsung’s
accused products are likely to cause dilution of the asserted Apple trade Oyeisspairing their
distinctiveness.

Apple’s trade dress infringement claim will require you to resolve éifiteissues. You will need
to determine whether Apple’s trade dress had acquired distinctiveness $afosung started
selling its accused products, and whether Samsung’s accused productsyate tiaake confusion
about the source of Samsung’s goods.

If you decide that any Apple trade dres®othprotectableandhas been infringed or willfully
diluted by Samsung, you will then need to decide the money damages to be awarded.to Appl

Samsung denies that it has infringed or diluted any Apple theeds and argues that each asserte
trade dress is not protectable. If a trade dress igrotéctablethat is a defense to infringement
and dilution.

Sources

Adapted from Ninth Circuit Model Civil Jury Instr. — 15.8, 15.10, 15.11 (2007 Ed.); Apple’s
proposed instruction.
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PROPOSEDFINAL JURY INSTRUCTION NO. 24
DUTY TO DELIBERATE

When you begin your deliberations, you should elect one member of the jury as yalingres
juror. That person will preside over the deliberations and speak for you here in court.

You will then discuss the case with your fellow jurors to reach agreement dan do soYour
verdict must be unanimous.

Each of you must decide the case for yourself, but you should do so only after yoorsisiered
all of the evidence, discussed it fully with the other jurors, and listened to the vigasrdéllow
jurors.

Do not hesitate to change your opinion if the discussion persuades you that you should. Do 1
come to a decision simply because other jurors think it is right.

It is important that you attempt to reach a unanimous verdict but, of course, only dfga can
do so after having made your own conscientious decision. Do not change an honeshdatief
the weight and effect of the evidence simply to reach a verdict.

Source

Ninth Circuit Model Civil Jury Instructions - 3.1 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO . 25
COMMUNICATION WITH COURT

If it becomes necessary during your deliberations to communicate with mmayosend a note
through the Bailiff, signed by your presiding juror or by one or more members jofyheéNo
member of the jury should ever attempt to communicate with me except by a sigmey] wwill
communicate with any member of the jury on anything concerning the casa eniting, or here
in open court. If you send out a question, | will consult with the parties before amgwewhich
may take some timeYou may continue your deliberations while waiting for the answer to any
guestion. Remember that you are ndaetbanyone—including me—how the jury stands,
numerically or otherwise, until after you have reached a unanimous verdict or have been
discharged. Do not disclose any vote count in any note to the court.

Source

Ninth Circuit Model Civil Jury Instructions - 3.2 (2007 Edition).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 9
RETURN OF VERDICT

A verdict form has been prepared for you. After you have reached unanimouse&gres a
verdict, your presiding juror will fill in the form that has been given to you, sigrdate it, and
advise the court that you are ready to return to the courtroom.

Source

Ninth Circuit Model Civil Jury Instr. - 3.3 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 10
UTILITY PATENTS —INTERPRETATION OF CLAIMS

Apple’s Proposed Instruction

Before you decide whether Apple or Samsung has infringed the claims of theideteuslity
patents or whether the claims are invalid, you will need to understand the patest @a |
mentioned, thegtent claims are numbered sentences at the end of the patent that describe th
boundaries of the patent’s protection. Itis my job as judge to explain to you thenghebany
language in the claims that needs interpretation.

| have interpreted the meiag of some of the language in the utility patent claims involved in thi
case. You must accept those interpretations as correct. My interpretatenaiguage should
not be taken as an indication that | have a view regarding the issues of infringech@mtalidity.
The decisions regarding infringement and invalidity are yours to make.

e U.S. Patent No. 7,469,381
The term*displaying means‘'showing or revealing to the viewer.”
The term®electronic documehtmeans'a document stored in a digit®mrmat.” An “electronic
document” includes, but is not limited to, a web page; a digital image; a word prggessin
spreadsheet or presentation document; or a list of items in a digital format. c&karete
document need not be stored in a single file.
The term*first directiori does not require a strictly linear finger movement.
The term*edge of the electronic documé&has its plain and ordinary meaning. An edge of an
electronic document is not limited to an external edge and may be internal.

e U.S. Patent No. 7,844,915

The term‘invokes” means'cause’ or “causes a procedure to be carried’out.

e U.S. Patent No. 7,698,711

The term*applet means‘an application designed to run within an application module that neeg
not be operating systemeependent.”

* * *

For claim language where | have not provided you with any meaning, you shouyldhegpglaim
languagés plain and ordinary meaning.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1.
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Authorities

Markman v. Westview Instments, In¢.517 U.S. 370, 384-391 (199@®hillips v. AWH Corp.
415 F.3d 1303, 1324 (Fed. Cir. 200B)}tney Bowes, Inc. v. Hewld®ackard Co.182 F.3d 1298,
1304-13 (Fed. Cir. 1999 ybor Corp. v. FAS Tech4.38 F.3d 1448 (Fed. Cir. 199@n(bang;
Markman v. Westview Instruments, [rs2 F.3d 967, 977 (Fed. Cir. 1998n(bang.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 11
UTILITY PATENTS —INFRINGEMENT BURDEN OF PROOF

| will now instruct you on the rules you must follow in deciding whether eithereédppSamsung
(or both) has proven that the other side has infringed one or more of the asserted d¢lams of
asserted utility patents. To prove infringement of any claim, the patent haldeparsuade you
that it is more likely than not that thdegjed infringer has infringed that claim.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.1.

Authorities

WarnerLambert Co. v. Teva Pharm. USA, Intl8 F.3d 1326, 1341 n.15 (Fed. Cir. 20@9al-

Flex, Inc. v. Athletic Track and Court Constt72 F.3d 836, 842 (Fed. Cir. 199®)orton Int’l,
Inc. v. Cardinal Chem. Cp5 F.3d 1464, 1468-69 (Fed. Cir. 1993).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 12
UTILITY PATENTS —DIRECT INFRINGEMENT

A patent’s claims define what is covered by plagent. A product or method directly infringes a
patent if it is covered by at least one claim of the patent.

Deciding whether a claim has been directly infringed is adt@p process. The first step is to
decide the meaning of the patent claim. | have already made this decision, amalr sy
instructed you as to the meaning of the asserted patent claims. The sepasdcstiecide
whether Samsung and/or Apple has made, used, sold, offered for sale, or importedhgvithin t
United States a prodt or method covered by any of the asserted claims of the other side’s util
patents. If Samsung or Apple has done so, it infringes. You, the jury, make this decision.

—

y

With one exception, you must consider each of the asserted claims of the paigitdsally, and
decide whether the accused Samsung and/or Apple products or methods infringenthat sk
one exception to considering claims individually concerns dependent claims. A demdaident
includes all of the requirements of a particular independent claim, plus additionatmeeptis of
its own. As a result, if you find that an independent claim is not infringed, you musindlsiodt
its dependent claims are not infringed. On the other hand, if you find that an indepesidehasl
been infringed, you must still separately decide whether the additionadeeents of its
dependent claims have also been infringed.

You have heard evidence about both side’s commercial products. However, in decidingethe iss
of utility patent infringenent you may not compare the Samsung and Apple commercial products
to each other. Rather, you must compare the accused Samsung products to the claiyppte the
utility patents, and the accused Apple products or methods to the claims of the Samtispng ut
patents.

Whether or not Samsung or Apple knew its products or methods infringed or even knew of th
other side’s patents does not matter in determining direct infringement.

D

There are two ways in which a patent claim may be directly infringed. i\ alay be “literally”
infringed, or it may be infringed under the “doctrine of equivalents.” The followingugt&ins
will provide more detail on these two types of direct infringement.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.2.
Authorities

35 U.S.C. § 271Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. 62Q U.S. 17 (1997);
Cross Med. Prods., Inc. v. Medtronic Sofamor Danek, ##4,F.3d 1293, 13101 (Fed. Cir.
2005);DeMarini Sports, Inc. v. Worth, In@239 F.3d 1314, 1330-34 (Fed. Cir. 20(8¢alFlex,
Inc. v. Athletic Track and Court Constit72 F.3d 836, 842 (Fed. Cir. 199@garroll Touch, Incuv.
Electro Mech. Sys., Incl5 F.3d 1573, 1576 (Fed. Cir. 1993).
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[DISPUTED] FINAL JURY INSTRUCTION NO.12.1
UTILIT Y PATENTS—DIRECT INFRINGEMENT

In deciding whether a sale has taken place “within the United Stgtesrhay find the following
guidelines helpful to your analysis:

The location of the sale depends on many factors, and you may find that the salel@acurre
several places. A sale occurs wherever the “essential activities” of the saleatzkeTite
essential activities include, for example, negotiating the contract armperd) obligations under
the contract.

Authorities

35 U.S.C. § 271 itecubes, LLC v. N. Light Prods523 F.3d 1353, 1369-71 (Fed. Cir. 2008EB
S.A. v. Montgomery Ward & C&94 F.3d 1360, 1375 (Fed. Cir. 201Djansocean Offshore
Deepwater Drilling, Inc. v. Maersk Contrs. USA, I§17 F.3d 1296, 1310 (Fed. Cir. 2010);
MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicat20 F.3d 1369, 1375 (Fed. Cir. 2005)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 13
UTILITY PATENTS —LITERAL INFRINGEMENT

To decide whether each accused Samsung and Apple product or method ilitehadjgs a claim
of an asserted patent, you must compare the product or method with the patent clairarendede!
whether every requirement of the claim is included in that product or method. If sajmbarty
or Apple product or method in questioretilly infringes that claim. If, however, a particular
Samsung or Apple product or method does not have every requirement in the patent claim, th
product or method does not literally infringe that claim. You must decide literalgefmant for
each aserted claim separately.

If the patent claim uses the term “comprising,” that patent claim is to be understaonapen
claim. An open claim is infringed as long as every requirement in the clainsenpre the
accused product or method. The fact that a particular accused Samsung or Applegpnodticod
also includes other parts or steps will not avoid infringement, as long as it hasesgpergment in
the patent claim.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.3.
Authorit ies

MicroStrategy Inc. v. Business Objects, S489 F.3d 1344, 1352-53 (Fed. Cir. 200%¢tword,
LLC v. Centraal Corp.242 F.3d 1347, 1353 (Fed. Cir. 200Cple v. KimberlyClark Corp.,

102 F.3d 524, 532 (Fed. Cir. 199&xo0lab, Inc. v. FMC Corp569 F.3d 1335 (Fed. Cir. 2009);
Cross Med. Prods. v. Medtronic Sofamor Danek., 424 F.3d 1293 (Fed. Cir. 200BMC Res.,
Inc. v. Paymentech, L.P498 F.3d 1373 (Fed. Cir. 2007). Note that the issue of divided
infringement is the subject of two en barases pending at this writingkamai Techs., Inc. v.
Limelight Networks, In¢629 F.3d 1311 (Fed. Cir. 2010) addKesson Techs. v. Epic Sys. Corp.
463 F. App’x 906 (Fed. Cir. May 26, 2011).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 14
UTILITY PATENTS —INFRINGEMENT UNDER THE DOCTRINE OF EQUIV ALENTS

If you decide that an accused Samsung product does not literally infringe dedcasgple utility
patent claim, you must then decide whether that product infringes the assenteghclar what is
called tre “doctrine of equivalents.” If you decide that an accused Apple product or method d¢
not literally infinge claim 1 of Samsung’s '460 patent, you must then decide whether that prod
or method infringes the asserted claim under what is called the “doctrine of eqgtsval

Under the doctrine of equivalents, the product or method can infringe an assetiedaiéht
claim if it includes parts or software instructions that are identical or equivale teghirements
of the claim. If the produ®r method lacks a part or software instructions that is identical or
equivalent to even one requirement of the asserted utility patent claim, the pmochethod
cannot infringe the claim under the doctrine of equivalents. Thus, in making yosiodecider
the doctrine of equivalents, you must look at each individual requirement of thechssitly
patent claim and decide whether the product or method has either aguittvare instructions
that arddentical or equivalent to that individual claim requirement.

A product part or software instructions are equivalera requirement of an asserted claim if a
person of ordinary skill in the field would think that the differences between the [zaftware
instructions and the requirement werg substantial as of the time of the alleged infringement.

Changes in technique or improvements made possible by technology developed aftiythe uti
patent application is filed may still be equivalent for the purposes of the dodteqaiealents if it
still meets the other requirements of the doctrine of equivalents set forth insthigtion.

One way to decide whether any difference between a requirement of an asserteddclaim an
product part osoftwareinstructionsarenot substantial is toomsider whether, as of the time of the
alleged infringement, the part softwareinstructions performed substantially the same function,
substantially the same way, to achieve substantially the same result apitresment in the patent
claim.

In deciding whether any difference between a claim requirement and the product od nsatiot
substantial, you may consider whether, at the time of the alleged infringemeotgef ordinary
skill in the field would have known of the interchangeability of the pasbéiwvareinstructions
with the claimed requirement. The known interchangeability between the ctpumeraent and
the part osoftwareinstructions of the product or method is not necessary to find infringement
under the doctrine of equivalents. However, known interchangeability may supportusoncl
that the difference between the part or softwas&uctions and the claim requirement is not
substantial. The fact thatpart or software instructions of the product or methedorms the sae
function as the claim requirement is not, by itself, sufficient to show known hategeability.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.4.

Authorities

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki%3h,U.S. 722 (2002)NVaner-Jenkinson
Co., Inc. v. Hilton Davis Chem. C&20 U.S. 17 (1997%raver Tank & Mfg. Co. v. Linde Air
Prods. Co,. 339 U.S. 605, 609 (195Mpraxis Bioscience, Inc. v. Mayne Pharma (USA), 467
F.3d 1370, 1379-82 (Fed. Cir. 200B¥jzer, Inc. v. Teva Pharms. USA, 1429 F.3d 1364, 1378
(Fed. Cir. 2005)Johnston & Johnston Assocs. v. R.E. Serv, Z3h F.3d 1046 (Fed. Cir. 2002)
(en bang; Multiform Desiccants, Inc. v. Medzam, Lt#i33 F.3d 1473, 1480 (Fed. Cir. 1998);
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Dolly, Inc. v. Spalding & Evenflo Cqdl6 F.3d 394, 397 (Fed. Cir. 1994).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 15.1
UTILITY PATENT INFRI NGEMENT OF 460 METHOD CLAIM

In this case, Samsung asserts that Apglenges ¢aim 1 of the '460 patent which is known as a
method clan. Method claims are commonly drafted by describing the method as comprising
certain steps followed by a list of actions that comprise the method that is claimed.

As I've already instructed you, if the patent claim uses the term “comgyishat patentlaim is

to be understood as an open claim. An open method claim is infringed as long as everthetep
claim is performed by the user. The fact that the user may perform additepsaisil not avoid
infringement, as long as the user performs yg&p set forth in the method claim.

Absent language specifying a specific order in which the steps are to be pekftirensteps need
not be performed in sequential order to find infringement.

For claim 1 of the '460 gtent, | have already determéhthatthe “entering a first Enalil
transmission submode . . .” step must occur beforettaesimitting . . . in the fst Email
transmission submode” step, and tkatéring a second-tail transmission submode . . .” step
must occur before the “trangitimg . . . in the second E-mail transmission submode” step.
However, the steps need not be ordered otherwise. You must accept that intempasteadirrect.
My interpretation should not be taken as an indication that | have a view regardisgLi®f
infringement and invalidity. The decisions regarding infringement and invalidityans to
make.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.2
Authorities

Markman v. Westview Instruments, |rig17 U.S. 370, 384-391 (199@®hillips v. AWH Corp.

415 F.3d 1303, 1324 (Fed. Cir. 200B)}tney Bowes, Inc. v. Hewld®ackard Co.182 F.3d 1298,
1304-13 (Fed. Cir. 1999 ybor Corp. v. FAS Tech4.38 F.3d 1448 (Fed. Cir. 199&n(bang;
Markman v. Westview Instruments, |2 F.3d 967, 977 (Fed. Cir. 1998n(bang; Baldwin
Graphic Sys., Inc. v. Siebert, In612 F.3d 1338, 1345 (Fed. Cir. 2008)eractive Gift Express,
Inc. v. Compuserve In@256 F.3d 1323, 1342 (Fed. Cir. 2001) (“Unless the steps of a method
actually recite an dler, the steps are not ordinarily construed to require odtijs, Inc.v.
Symantec Corp318 F.3d 1363, 1369-71 (Fed. Cir. 2003) (reversing district court’s finding that
steps of method claim must be performed in a certain order); June 29, 201%@waerg In Part
and Denying In Part Apple’s Partial Motion for Summary Judgment.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 16
UTILITY PATENTS —INVALIDIT Y—BURDEN OF PROOF

| will now instruct you on the rules you must follow in deciding whether each pastyproven that
claims of the other side’s utility patents are invalid. Before discussing¢cdispules, | want to
remind you about the standard of proof that applies to this defense. To prove invalidity of an
patent claim, the alleged infringer must persuade you that it is highly prdbabtee claim is
invalid.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.1.
Authorities

Microsoft Corp. v. i4i Ltd. P’shipl31 S. Ct. 2238, 2242, 2251 (201R&yildex, Inc. v. Kason
Indus., Inc. 849 F.2d 1461, 1463 (Fed. Cir. 1988ybritech, Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1375 (Fed. Cir. 1988iele Pharma Inc. v. Lupin LidNo. 2012-1228, 2012

U.S. App. LEXIS 13513, at *12-14 (Fed. Cir. July 2, 2012) (“Whether ageferwas previously
considered by the PTO, the burden of proof is the same: clear and convincing evidence of
invalidity.”).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 17
UTILITY PATENTS —WRITTEN DESCRIPTION REQUIREMENT

A utility patent claim is invalid ifhe patent does not contain an adequate written description of
claimed invention. The purpose of this written description requirement is to denmoiisatahe
inventor was in possession of the invention at the time the application for the patéledyasen
though the claims may have been changed or new claims added since that time. tdilme writ
description requirement is satisfied if a person of ordinary skill in the fialtimg the original
patent application at the time it was filed would éagcognized that the patent application
described the invention as claimed, even though the description may not use the elaftunor
in the claim. A requirement in a claim need not be specifically disclosed in the gaikcatson

as originally fled if a person of ordinary skill would understand that the missing requirement is
necessarily implied in the patent application as originally filed.

Source
N.D. Cal. Model Patent Jury Instr. B.4.2a.
Authorities

35 U.S.C. §112(1) and (2n re Skvorecz580 F.3d 1262, 1269 (Fed. Cir. 200Q$0 Corp. V.
Unilever U.S., Inc.441 F.3d 963, 968 (Fed. Cir. 200€hiron Corp. v. Genentech, In863 F.3d
1247 (Fed. Cir. 2004Purdue Pharma L.P. v. Faulding, In@30 F.3d 1320, 1323 (Fed. Cir.
2000);Lampi Corp. v. Am. Power Prods., In228 F.3d 1365, 1377-78 (Fed. Cir. 200Bgntry
Gallery, Inc. v. Berkline Corp134 F.3d 1473, 1478-80 (Fed. Cir. 1998)re Alton,76 F.3d

1168, 1172 (Fed. Cir. 199@)niv. of Rochester v. G.D. Searle & C858 F3d 916, 926-928 (Fed.
Cir. 2004).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 18
UTILITY PATENTS —ANTICIPATION

A utility patent claim is invalid if the claimed invention is not new. For the claim to be invalid
because it is not new, all of its reggpments must have existed in a single device or method that
predates the claimed invention, or must have been described in a single previoasipuloiic
patent that predates the claimed invention. In patent law, these previous devicedsmet
publications or patents are called “prior art references.” If a patent claim is not newy iwvessa
“anticipated” by a prior art reference.

The description in the written reference does not have to be in the same wordsamthzuclall

of the requiremestof the claim must be there, either stated or necessarily implied, so that someon

of ordinary skill in the field looking at that one reference would be able to make atieeuse
claimed invention.

Here is a list of the ways that either party can shawathpatent claim was not new:

— If the claimed invention was already publicly known or publicly used by others in the
United States before the date of conception of the ethimvention;

—If the claimed invention was already patented or describagnmted publication
anywhere in the world before the date of conception of the ethinvention A reference
is a “printed publication” if it is accessible to those interested in the field, eutas if
difficult to find;

—If the claimed invention as already made by someone else in the United States befor|

the date of conception of the cladhinvention, if that other person had not abandoned the

invention or kept it secret;

If the patent holder and the alleged infringer dispute who is a first inventor, the pédrson
first conceived of the claimed invention and first reduced it to practice is shenfrentor.

If one person conceived of the claimed invention first, but reduced to practice second,
person is the first inventor only if that person (a) began to reduce the claimetidn\e
practice before the other party conceived of it, and (b) continued to work diligently t
reduce it to practice. A claimed invention is “reduced to practice” when it hasdsted
sufficiently to show that it will work for its intended purpose or when it is fullgdeed in
a patent application filed with the PTO.

— If the claimed invention was already described in another issued U.S. patent dreggubli
U.S. patent application that was based on a pagplication filed before the patent
holder’s application filing date or the date of conception of the claimed invention.

Since certain of them are in dispute, you must determine dates of conception faintiee c
inventions and prior inventions. Conception is the mental part of an inventive act and is prov4
when the invention is shown in its complete form by drawings, disclosure to another, or other
forms of evidence presented at trial.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3al.
Authorities

35 U.S.C. § 10Z-lex-Rest, LLC v. Steelcase, Ind55 F.3d 1351, 1358-60 (Fed. Cir. 2006);
Invitrogen Corp. v. Biocrest Mfg., L.R124 F.3d 1374, 1379-82 (Fed. Cir. 200B)re
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Klopfenstein 380 F.3d 1345, 1348-51 (Fed. Cir. 200@)ro Co. v. Deere & C0.355 F.3d 1313,
1320-21 (Fed. Cir. 20048chering Corp. v. Geneva Pharms., 1839 F.3d 1373, 1377-80 (Fed.
Cir. 2003);Apotex U.S.A., Inc. v. Merck & C@54 F.3d 1031, 1035 (Fed. Cir. 200Mycogen
Plant Sci., Inc. v. Monsanto C243 F.3d 1316, 1330-31 (Fed. Cir. 20@gplochem, Inc. v. S.
Cal. Edison Cq.227 F.3d 1361, 1367-70 (Fed. Cir. 2008i)gh v. Brake222 F.3d 1362, 1366-
70 (Fed. Cir. 2000annu v. lolab Corp.155 F.3d 1344, 1349 (Fed. Cir. 1998gmbro Lundia
AB v. Baxter Healthcare Corpl10 F.3d 1573, 1576-78 (Fed. Cir. 19979mbWeston, Inc. v.
McCain Foods, Ltd.78 F.3d 540, 545 (Fed. Cir. 1996);re Bartfeld 925 F.2d 1450, 1452-53
(Fed. Cir. 1991)Ralston Purina Co. v. FaMar-Co, Inc, 772 F.2d 1570, 1574 (Fed. Cir. 1985);
Am. Stock Exch., LLC v. Mopex, 250 F. Supp. 2d 323, 328-32 (S.D.N.Y. 2008)ye Wyer
655 F.2d 221, 226 (C.C.P.A. 198Pfaff v. Wells Elecs. Inc525 U.S. 55 (1998}elifix Ltd. v.
Blok-Lok, Ltd, 208 F.3d 1339, 1346 (Fed. Cir. 200Qipbott Labs. v. Geneva Pharms., |82
F.3d 1315, 1318 (Fed. Cir. 199%innigan Corp. v. ITC180 F.3d 1354, 1365 (Fed. Cir. 1999);
J.A. LaPorte, Inc. v. Norfolk Dredging C@87 F.2d 1577, 1581 (Fed. Cir. 198@)re Hall, 781
F.2d 897, 898-99 (Fed. Cir. 198@);L. Auld Co. v. Chroma Graphics Corfgl4 F.2d 1144,
1147-50 (Fed. Cir. 1983).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 19
UTILITY PATENTS —STATUTORY BARS

A utility patent claim is invalid if the patent application was not filed within the time requyred b
law. This is called a “statutory bar.” For a patent claim to be invalid by a stahatq all of its

requirements must have been present in one prior art reference dated more tyear defore the
patent applicatiomas filed. Here is a list of ways either side can show that the patent applicat]
was not timely filed:

— If the claimed invention was already patented or described in a printed pablicat
anywhere in the world more than one year before tleetfe filing date of the patent
application. A reference is a “printed publication” if it is accessible to théseegted in
the field, even if it is difficult to find;

— If the claimed invention was already being openly used in the United 8Stateghan
one year before the effective filing date of the patent application and thaass®tv
primarily an experimental use (a) controlled by the inventor, and (b) to testexiies
invention worked for its intended purpose;

—If a device or methib using the claimed invention was sold or offered for sale in the
United States, and that claimed invention was ready for patenting, more thagaone y
before the effective filing date of the patent application;

— If the patent holder had already obtairsedatent on the claimed invention in a foreign
country before filing the original U.S. application, and the foreign applicatiarfiled at
least one year before the U.S. application.

For a claim to be invalid because of a statutory bar, all of thmethrequirements must have bee
either (1) disclosed in a single prior art reference, (2) implicilgldsed in a reference to one
skilled in the field, or (3) must have been present in the reference, whether or m@ghat
understood at the time. The disclosure in a reference does not have to be in the same terds
claim, but all the requirements must be there, either described in enough detagssarily
implied, to enable someone of ordinary skill in the field looking at the reference tandkuse
the claimed invention.

Apple argues that theffective filing dates for the 381 and '163 Patents are the dates on which
Apple filed provisional patent applications. A patent is entiibetthe effective filing date of a
provisional patent aplationif the provisional application: (1) provides adequate written
description of the claimed invention; and (2) enables the claimed invention.

| have already explained to you the written description requirement.

A provisional application enabl@spatent claim if the provisional application contains a
description of the claimed invention that is sufficiently full and clear to engidesan of ordinary
skill in the field at the time to make and use the full scope of the inventiom patent maipe
enabling even though it does not expressly state some information if a person afy@kiihen

the field could make and use the invention without having to do excessive experimeniation.
determining whether excessive experimentation is requmadmay consider the following
factors: the scope of the claimed invention; the amount of guidance presented inrthahmEate
amount of experimentation necessary; the time and cost of any necessamengaéion; how
routine any necessary experimeittats in the field; whether the patent discloses specific workir
examples of the claimed invention; the nature and predictability of the fieldhamelvel of
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ordinary skill in the field. The question of whether a patent is enabling is judgedhasdaté¢ the
original application for the patent was first filed.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2 (Statutory Bars); 4.2bl¢Eremnt)
Authorities

PowerQasis v. Mobile USA 522 F.3d 1299, 1305-06 (Fed. Cir. 20@)adford Co. v. Conteyor
North Am, 603 F.3d 1262, 1269 (Fed. Cir. 2010}iron Corp. v. Genentech, In&63 F.3d 1247,
1253-54 (Fed. Cir. 2004); 35 U.S.C. § 16&x-Rest, LLC v. Steelcase, Ind55 F.3d 1351, 1358-
60 (Fed. Cir. 2006)nvitrogen Corp. v. Biocrest Mfg., L2124 F.3d 1374, 1379-82 (Fed. Cir.
2005);In re Klopfenstein380 F.3d 1345, 1348-51 (Fed. Cir. 200d)ro Co. v. Deere & Cp355
F.3d 1313, 1320-21 (Fed. Cir. 2008hering Corp. v. Geneva Pharms., Ji#39 F.3d 1373,
1377-80 (Fed. Cir. 2003potex U.S.A., Inc. v. Merck & C&@54 F.3d 1031, 1035 (Fed. Cir.
2001);Mycogen Plant Sci., Inc. v. Monsanto C243 F.3d 1316, 1330-31 (Fed. Cir. 2001);
Ecolochem, Inc. v. S. Cal. Edison C227 F.3d 1361, 1367-70 (Fed. Cir. 20(®inghv. Brake

222 F.3d 1362, 1366-70 (Fed. Cir. 200@annu v. lolab Corp.155 F.3d 1344, 1349 (Fed. Cir.
1998);Gambro Lundia AB v. Baxter Healthcare Cqorpl0 F.3d 1573, 1576-78 (Fed. Cir. 1997);
LambWeston, Inc. v. McCain Foods, Lt@8 F.3d 540, 545 (Fed. Cir. 1996);re Bartfeld 925
F.2d 1450, 1452-53 (Fed. Cir. 199Rglston Purina Co. v. Fakar-Co, Inc, 772 F.2d 1570,
1574 (Fed. Cir. 1985Am. Stock Exch., LLC v. Mopex, 250 F. Supp. 2d 323, 328-32
(S.D.N.Y. 2003)jn re Wyer 655 F.2d 221, 226 (C.C.P.A. 198Pfaff v. Wells Elecs. Inc525
U.S. 55 (1998)Helifix Ltd. v. BlokLok, Ltd, 208 F.3d 1339, 1346 (Fed. Cir. 200@pbott Labs.
v. Geneva Pharms., Ind82F.3d 1315, 1318 (Fed. Cir. 199¢)nnigan Corp. v. ITC180 F.3d
1354, 1365 (Fed. Cir. 1999);A. LaPorte, Inc. v. Norfolk Dredging C@87 F.2d 1577, 1581
(Fed. Cir. 1986)In re Hall, 781 F.2d 897, 898-99 (Fed. Cir. 198B)t.. Auld Co. v. Chroma
Graphics Corp.714 F.2d 1144, 1147-50 (Fed. Cir. 1983).
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[UNDISPUTED] FI NAL JURY INSTRUCTION NO. 20
UTILITY PATENTS —OBVIOUSNESS

Not all innovations are patentable. A utility patent claim is invalid if the claimed inventatd
have been obvious to a person of ordinary skill in the field at the time of invention. This mear
that even if all of the requirements of the claim cannot be found in a single priefeagnce that
would anticipate the claim or constitute a statutory bar to that claim, a persamnairpiskill in
the field who knew about all this prior art would have come up with the claimed invention.

The ultimate conclusion of whether a claim is obvious should be based upon your dei@nroinat
several factual decisions.

First, you must decide the level of ordinary skill in the field that someone woutdhiaalvat the
time the claimed invention was made. deciding the level of ordinary skill, you should consider
all the evidence introduced at trial, including:

(1) the levels of education and experience of persons working in the field;

(2) the types of problems encountered in the field; and

(3) the sophistication of the technology.
Second, you must decide the scope and content of the prior art. Thegsaigse as to whether
certain prior art references should be included in the prior art you usade ttee validity of
claims at issue. In order to be considered as prior art to a particulargiassoie here, these
references must be reasonably related to the claimed invention of that pateférence is
reasonably related if it is in the safffedd as the claimed invention or is from another field to
which a person of ordinary skill in the field would look to solve a known problem.

Third, you must decide what differences, if any, existed between the dlawention and the
prior art.

Finally, you should consider any of the following factors that you find have been shown by th¢g
evidence:

Q) commercial success of a product due to the merits of the claimed invention;
(2) a long felt need for the solution provided by the claimed invention;

3) unsuccessful attempts by others to find the solution provided by the claimed
invention;

(4) copying of the claimed invention by others;
(5) unexpected and superior results from the claimed invention;

(6) acceptance by others of the claimedantion as shown by praise from others in th
field or from the licensing of the claimed invention; and

(7) independent invention of the claimed invention by others before or at about the
same time as the named inventor thought of it.

! Apple reserves its right to argue after the close of evidence that the scope andafathie prior art is not in dispy
and that the jury does not therefore need to receive an instruction about lesaite the secondrahamfactor.
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The presencef@ny of factors 46 may be considered by you as an indication that the claimed
invention would not have been obvious at the time the claimed invention was made, and the
presence of factor 7 may be considered by you as an indication that the claimadnnwentd

have been obvious at such time. Although you should consider any evidence of these factors, the

relevance and importance of any of them to your decision on whether the claimadmweuld
have been obvious is up to you.

A patent claim comosed of several elements is not proved obvious merely by demonstrating t
each of its elements was independently known in the prior art. In evaluating whethex claim
would have been obvious, you may consider whether the alleged infringer hésealarreason
that would have prompted a person of ordinary skill in the field to combine the elements or
concepts from the prior art in the same way as in the claimed invention. Thereriglaasiy to
define the line between true inventiveness on the one hand (which is patentable) and the
application of common sense and ordinary skill to solve a problem on the other hand (which i
patentable). For example, market forces or other design incentives maythrodoged a
change, rather than truavientiveness. You may consider whether the change was merely the
predictable result of using prior art elements according to their known functiomkether it was
the result of true inventiveness. You may also consider whether themeadesaching 10
suggestion in the prior art to make the modification or combination of elementsctiaithe
patent. Also, you may consider whether the innovation applies a known technique that had b
used to improve a similar device or method in a similar way. You may also consideentheth

hat

'
>
(@]

een

claimed invention would have been obvious to try, meaning that the claimed innovation was gne ¢

a relatively small number of possible approaches to the problem with a reasonablatexpef
success by those skilled iretlart. However,you must be careful not to determine obviousness
using the benefit of hindsight; many true inventions might seem obvious aftertth& éacshould
put yourself in the position of a person of ordinary skill in the field at the timeahaexd
invention was made and you should not consider what is known today or what is learned fron
teaching of the patent.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3b.

Authorities

35 U.S.C. § 103Graham v. John Deere G883 U.S. 1 (1966KSR Int’l Co. v. Teleflex, Inc550
U.S. 398, 407 (2007Ruiz v. A.B. Chance C&®34 F.3d 654 (Fed. Cir. 200®rkie Lures, Inc. v.
Gene Larew Tackle, Inc119 F.3d 953, 957 (Fed. Cir. 199%pecialty Composites v. Cabot
Corp., 845 F.2d 981, 991 (Fed. Cir. 198®)indsurfing Int’l, Inc. v. AMF, In¢.782 F.2d 995, 1000
(Fed. Cir. 1986)Pentec. Inc. v. Graphic Controls Coyg.76 F.2d 309, 313 (Fed. Cir. 198%ee
Novo Nordisk A/S v. Becton Dickinson & C204 F.3d 1216, 1219-20 (Fed. Cir. 2002gng
Labs, Inc.. v. Toshiba Cor®93 F.2d 858, 864 (Fed. Cir. 199Bjiichi Sankyo Co. v. Apotex,
Inc.,501 F.3d. 1254, 1256 (Fed. Cir. 200Byown & Williamson Tobacco Corp. v. Philip Morris
Inc., 229 F.3d 1120, 1125 (Fed. Cir. 2008)BIA Neurosciences, Inc. v. Cadus Pharm. Cp25
F.3d 1349, 1355 (Fed. Cir. 200®yko Mfg. Co. v. Nu-Star, In@50 F.2d 714, 718-19 (Fed. Cir.
1991).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 21
PATENT EXHAUSTION

| will now instruct you on how to decide Apple’s defense of patent exhaustion. Appledsnte
that Samsung is barred from enforcing the '516 and '941 patents against Applsscagthone
and iPad products because they incorporate baseband chips that Intel sold to Apple with
authorization from Samsung.

To prevail on the defense of patent exhaustion, Apple must prove that the following is myre li
true than not:

First, that Intel was authorized to sell the baseband chips under the terms ofrtbe lice
agreement between Samsung and Intel;

Secand, that the sales were made in the United Stalés. location of the sale depends on
many factors, and you may find that the sale occurred in several placake otaurs
wherever the “essential activities” of the sale take place. The essentigiescinclude,

for example, negotiating the contract and performing obligations under the toarichc

Third , that, if the accused products infringe, it is because the baseband chips sulgstan
embody the '516 and/or '941 patents. The baseband chips entigobldvant patent if
theyinclude all the inventivaspects of the patented device

Apple must prove all three of these elements to prevail on this defense of patestierhalf
Apple does not prove any one of these elements, you must Agple’s affirmative defense and
find for Samsung on this issue. If you find that Apple has proven all three elegmenisust find
for Apple on this issue.

Authorities

Quanta Computer, Inc. v. LG Elecs., If853 U.S. 617 (2008) (holding that a chip substantially
embodied a patent where there was “no reasonable use” for the chip other thande thecti
patent, and the chips “embod[ied] the essential features” of the patented invdmaosgore, LP
v. Elec. Transaction Consultants Cqrp63 F.3d 1271 (Fed. Cir. 2009);S. v. Univis Lens316
U.S. 241 (1942)Adams v. BurkeB84 U.S. 453 (1873Bloomer v. Millinger 68 U.S. 340, 350-51
(1863);Litecubes, LLC v. Northern Light Prods., In623 F.3d 1353, 1370-71 (Fed. Cir. 2008)
(determiningthe location of a sale by considering where the customers were located when the
contracted for the accused products and where the products were deliNereah); Philips Corp.
v. Am. Vending Sales, In85 F.3d 1576, 1579 (Fed. Cir. 1994) (stating that a sale occurs not g
where legal title passes, but also where contracting and performance bIEEM, Elec.

Materials, Inc. v. Mitsubishi Materials Silicon Coy@20 F.3d 1369, 1377 (Fed. Cir. 2008); at
1376-77 (determining the location of a slyeconsidering where its “essential activities,” such ag
ordering, packaging, shipping and payment, took pl&@jx Corp. v. Intel Corp.846 F. Supp.
522,539 (E.D. Tex. 1994) (“Cyrix 1994'ntel Corp. v. ULSI Sys. Tech., In695 F.2d 1566,
1568 (Fed. Cir. 1993 ornell Univ. v. HewletPackard Co.No. 01CV-1974, 2008 U.S. Dist.
LEXIS 60209 (N.D.N.Y. Aug. 1, 2008).
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