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sung Electronics Co. Ltd. et al

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC., a California corporation, ) Case No.: 1-CV-01846+LHK
)

Plaintiff and Counterdefendant, )

V. )  TENTATIVE FINAL JURY

)  INSTRUCTIONS-PART llI
SAMSUNG ELECTRONICS CO., LTD., A )
Korean corporation; SAMSUNG )
ELECTRONICS AMERICA, INC., a New Yorl)

corporation; SAMSUNG

TELECOMMUNICATIONS AMERICA, LLC, )
a Delaware limited liability company, )

(TRADE DRESSINSTRUCTIONS)

Defendantsand Counterclaimants.

)

Attached as Exhibit @re thetentativetrade dreséinal jury instructions that are currently

ready.

The Court has now provided largely all of the tentative liability jury ingtrostin thecase.

The Court will file the tentative final damages instructions and address thsadverence
motions tomeorow, August 19, 2012 By 7:00 p.m. on August 19, 201the parties shall file a1
page statement of the topics and instruction numbers that will likely be the saffifesit high
priority objections. The partieseanot bound by this statement, but tBeurt appreciates the
advance notice.

IT 1S SO ORDERED.

Doc. 18

Dated:August 18, 2012 ﬁ‘.g H‘. M\'

LUCY & KOH
United States District Judge

1
5:11-CV-01846LHK
TENTATIVE FINAL JURY INSTRUCTIONS-PART |l (TRADE DRESSNSTRUCTIONS)

Dockets.Justia.c

pm


http://dockets.justia.com/docket/california/candce/5:2011cv01846/239768/
http://docs.justia.com/cases/federal/district-courts/california/candce/5:2011cv01846/239768/1828/
http://dockets.justia.com/

United States District Court
For the Northern District of California

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

EXHIBIT C
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[DISPUTED] FINAL JURY INSTRUCTION NO. 47
TRADE DRESS DILUTION AND INFRINGEMENT —INTRODUCTION

Apple seeks damages against Samsung for diluting Apple’s Registered TragdéNDr&,470,983,
unregistered iPhone 3 trade dress, unregistered combination iPhone trade dressgesteredre

iPad/iPad2 trade dress. Samsung denies that it diluted Apple’s assertedesadadd contends
the trade dresses are unprotectable and thus invalid.

Apple also seeks damages against Samsung for infringement of Apple’staneehiPad/iPad2
trade dress Samsung denies that it infringed Apple’s asserted-iBlated trade dress and, as
already stated, contendsuiiprotectable.

Here are the instructions you must follow in deciding Apple’s trade drieg®diand infringerant
claims.

Source
Adapted from Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.).
Authorities

15 U.S.C. 8 105&t seq
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[DISPUTED] FINAL JURY INSTRUCTION NO. 48
TRADE DRESS DILUTION AND INFRINGEMENT —DEFINITION OF TRADE DRESS
(15 U.S.C. § 1125(A))

Trade dress is the non-functional physical detail and design of a product, whicheis! éimdi
product’s source and distinguishes it from the products of others.

Trade dress is the product’s total image and overall appearance, and may eatlwes such as
size, shape, color, color combinations, texture, or graphics. In other words, trads thregsrim
in which a person presents a product or service to the market, its manner of display.

A trade dress is non-functional if, taken as a whtile collection of trade dreskements is not
essential to the product’s use or purpose or does not affect the cost or quality ofitiot @ven
though certain particular elements of the trade dress may be functional.

Trade dress concerns the ovevadlual impression created in the consumer’s mind when viewing
the non-functional aspects of the product and not from the utilitarian or useful aspkets of t
product. In considering the impact of these fmctional aspects, which are often a complex
combination of many features, you must consider the appearance of features toget@ethan
separately.

A person who uses the trade dress of another may be lialarnf@ges.

Source
Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.).
Author ities

15 U.S.C. § 1125(a)VaFMart Stores, Inc. v. Smara Brothers, 829 U.S. 205, 209-10, 213-15
(2000);Clicks Billards, Inc. v. Sixshooters, In@51 F.3d 1252, 1259 (9th Cir. 2001)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 49
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY

The first step in considering Appletgaims thatSamsung diluted and infringeértain of Apple’s
iPhone and iPattade dressas todetermine whether or neaich asserted trade dress is
protectable You need to makehts determination for each of Apple’s asserted trade dresses.

You must find thatin asserted Apple trade dress is protectlihe trade dress:

1. hasacquired distinctiveness through secondary meaiaing
2. is non-functional.

For Apple’s regiserediPhonetrade dressyou must presume the trade drisdsoth distinctive and
non-functional, and thusrotectable Samsung bears the burden of provbgg preponderance of
the evidencehat Apple’s registered iPhone trade dress is either functowmadt distinctive. |If
you find that Samsung has met its burden, you must find the trade dress unprotétiabieise,
you must find Apple’s registered iPhone trade dpgetectable

For each unregistered iPhamade dresand for the unregistereflad trade dres&\pplebears the
burden of provindy a preponderance of the evidence that the trade idrbsth distinctive and
non-functional. If you find that Apple has met its burden, you must find that trade dress is
protectable Otherwise, you st find the trade dressprotectable.

For each Apple trade dress that you fondtectableresolving whether Samsung has diluted or

infringed the trade dress will require you to assess additional quest@nsvili explain after
addressingprotectdility more fully.

Source

Adapted from ABA 3.2.1-3.2.2, Ninth Circuit Model Civil Jury Instr. - 15.6 ,15.7 (2007 Ed.)
Apple’s proposed instruction.

Authorities

15 U.S.C. § 1125(a)(3); 15 U.S.C. § 1115WpntMart Stores, Inc. v. Samara Brothers, 829
U.S. 205, 209-10, 216 (2000).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 50
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY —
DISTINCTIVENESS —SECONDARY MEANING

To be protectable, Apple’s trade dresses must have acquired distinctiveness thecogld&ry
meaning.” A trade dress acquires a secondary meaning when it has been used in gubhtatsa
primary significance in the minds of the prospective consumers is not the prodfjdiutsine
identification of the product with a single sourmsgardless of whether consumerswknwho or
what that source is.

For each asserted Apple trade dress, you must find that the preponderance of the svidesice
that a significant number of the consuming public associates the trade dheasinggle sawe, in
order to find that it has acquired secondary meaning.

When you are determining whether each trade dress has acquired a secondizy, m@asider
the following factors:

1. Consumer Perception. Whether the people who purchase smartphotesetnd
computers associate the claimed trade dress with Apple;

2. Advertisement To what degree and in what manner Apple may have advertised
featuring the claimed trade dress;

3. Demonstrated SuccesS8Vhether Apple has successfully used the claimed trade dres
increase theales of its products;

4. Extent of Use. The length of time and manner in which Apple has used the claimed
trade dress;

5. Exclusivity. Whether Apples use of the claimed trade dress was exclusive;
6. Copying Whether Samsung intentionally copied Apgplalleged trade dress; and

7. Actual Confusion. Whether Samsung’s use of Agpédleged trade dress has led to
actual confusion among a significant number of consumers.

The presence or absence of any particular factor should not necessarily resdhes thieet
asserted trade dress has acquired secondary meaning.

Apple has the burden of proving by a preponderance of the evidends thraegistered trade
dresses have acquired a secondary meaning. Samsung has the burden abyproving
preponderance of the evidence that Apple’s registered iPhone trade dress has maot acqui
secondary meaning.

The mere fact that Apple is using the asserted trade dresses does not meay hizaetlacquired
secondary meaning. There is no particular length of tvaiea trade dress must be used before it
acquires a secondary meaning.

Source

Adapted from Ninth Circuit Model Instruction 15.10 (2007)

Authorities
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WakMart Stores, Inc. v. Samara Brothers, |If829 U.S. 205, 216 (2000yjrst Brands Corp. v.
Fred Meyer, Inc.809 F.2d 1378, 1383 (9th Cir. 198Agdray v. Adry-Mart, Inc.76 F.3d 984, 987
(9th Cir. 1995)Fuddruckers, Inc. v. Doc’s B.R. Others, 1826 F,2d 837, 843 (9th Cir. 1987).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 51
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY —
NON-FUNCTIONALITY REQUIR EMENT

A product feature is functional if it is essential to the product’s use or purpok#,affects the
product’s cost or quality. However, if the feature serves no purpose other thasmsasramce that
a particular entity made, sponsored or endorsed the product, it is non-functional. A pratiuet f
is also non-functional if its shape or form makes no contribution to the product’s function or
operation.

To determine whether a product’s particular shape or form is functional, you sbosider
whether the design as a whole is functional, that is whether the editdetion of elements
making up the design or form are essential to the product’s use or purpose.

You should assess the following factors in deciding if the product feature is fuhotiorn-
functional:

1. The Design’s Utilitarian Advantage. In considering this factor, youaragnine
whether the particular design or product feature yield a utilitadantage over
how the product might be without that particular design or product fedfufresre
is a utilitarian advantage from having tharticular design or feature, this would
weigh in favor of finding the desigor feature is functional; if it seems merely
ornamental, incidental, @rbitrary it is more likely to be nonfunctional;

2. Availability of Alternate Designsin considering this factor, you mayxamine
whether an alternate design could have been used, smthpétition in the market

for that type of poduct would not be hindered by allowing only one person to
exclusively use the particular design or configuration. For this to be answehed in t
affirmative, the alternativesiust be more than merely theoretical or speculative.
They must beommercially feasible The unavailability of a sufficient number of
alternate designs weighs in favor of finding the design or feature is foalktio

3. Advertising Utilitarian Advantage in the Desigim considering this factor, you
may examine whether the pattiar design or configuration has been touted in any
advertising as a utilitarian advantage, explicitly or implicitliya seller advertises
the utilitarian advantages of a particular featurdesign, this weighs in favor of
finding that design or feature is functionahd

4. The Design’s Method of Manufacture. In considering this factor, you may
examine whether the particular design or feature result from a reladinghje or
inexpensive method of manufactudéthe design or feature israsultof a
particularly economical production method, this weighs in fa¥dinding the
design or feature is functional; if the feature is essential to the use or pafpbse
device or affects its cost or quality, it is makely functional.

If, after cansidering these factors, you find that the preponderance of the evidence shows that
trade dresss essential to the product’s use or purpose, or that it affects the product’s cost or
quality, then you must find the trade dress functional and thustecfable.

Alternatively, if you find that the preponderance of the evidence shows thahgmitiple’s
competitors’ use of thieaturewould impose a significant non-reputaticelated competitive
disadvantage, then you must find the trade dress functional and thus unprotectable. Hogveve)
fact that the featureontributes to consumer appeal and saleability of the product does not meg
that thetrade dresss necessarily functional.
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Apple has the burden of proving by a preponderance of the evideiatstunregistered trade
dresses are nefunctional. Samsung has the burden of proving by a preponderance of the evi
that Apple’s registered iPhone trade dress is functional.

Source
Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 ed.).
Authorities

TrafFix Devices, Inc. v. Marketing Displays, In§32 U.S. 23, 29 (2001Qualitex Co. v.
Jacobson Prods. Cp514 U.S. 159, 165 (1995 w+tomotive Gold, Inc. v. Volkswagen of America|
Inc., 457 F.3d 1062, 1072 (9th Cir. 2008)itton Et FilsS.A. v. J. Young Enterps., In644 F.2d
769, 773-74 (9th Cir. 1981Qisc Golf Ass’n v. Champion Discs, In&58 F.3d 1002, 1006-09 (9th
Cir. 1998)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 52
TRADE DRESS DILUTION —ELEMENTS AND BURDEN OF PROOF

Apple contends that Samsung has diluted Apple’s asserted iRdlrahdRaerelatedtrade dresses
“Dilution” means a lessening of the capacity of a famous trade dress tibyidewt distinguish
goods or services, regardless of the presence or absence of competitibioy dikelgt confusion,
mistake, deception, or economic injury.

To prove this claim as to any of its asserted trade dresses that you havis founectableApple

has the burden of provireachof the followingadditionalelementdy a preponderance of the
evidence

1. thatthe asserted Apple trade dress is famous;

2. thatSamsung begaselling its accused products in commerce after Apple’s asser|
trade dress became famous; and

3. thatSamsung’s accused products are likely to cause dilution of A@sserted
trade dress

For any Apple trade dress that you have foignatotectableif you also find that Apple has proved
each of these three elements by a preponderance of the evidence, your verditioonadih
respect to that trade deeshould be for Apple. If Apple has failed to prove any of these elemen
your verdict on dilution with respect to that trade dress should be for Samsung.

Source
Adapted from ABA 3.4.1.
Authorities

15 U.S.C. § 1125(c)(2)(1); 15 U.S.C. § 1125(d)B2) Mattel, Inc. v. MCA Records, In@% F.3d
894, 905 (9th Cir. 2002;wo Pesos, Inc. v. Taco Cabana, Jrix05 U.S. 763, 765 n.1 (1992).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 53
TRADE DRESS DILUTION —ELEMENTS —AME -- TIMING

A trade dress is famoukit is widely recognized by the general consuming public of the United
States as a designation of source of the goods of the trade dress owner.

In determining whethezach of Apple’srade dresses famous, you may consider the following
factors. These factors are only suggestions and may not constitute all of the possibtd types
evidence indicating whethan assertettade dress is famoud.he presence or absence of any on
particular factor on this list should not necessarily determine whetheatleedress is famous.
You should consider all the relevant evidence in making your determiradtoart whether each
iPhone and iPacelated trade dress is famous

The factors you may consider are:

1. the duration, extent and geographic reach of advertising and publicity of the tra
dress, whether advertised or publicized by Ampléhird parties;

2. the amount, volume and geographic extent of sales of goods offered under the
dress;

3. the extent of actual recognition of the trade drasd;

4, whether the trade dress was federally registered.

Apple bears the burden of proving by a preponderance of the evidence that eattadé idresses
was famousat the time oSamsunt first commerciakale of its accused products.

For eaclof its asserted iPhormelated trade dresseSpple must prove by a preponderance of the
evidence that the trade dress vie@®ous by July 15, 2010, the date Samsung first sold a produc
accused of using the iPhongated trade dresses.

Apple must prove Ya preponderance of the evidence that its assertedeRddd trade dress was
famous by June 8, 2011, the date Samsung first sold a product accused of usingretlatéthd-
trade dress.

Source
Adapted from ABA 3.4.2—3.4.3.
Authorities

15 U.S.C. 8§ 1125(c)(2)(AApple Inc. v. Samsung Elecs. 00ase No. 1IV-01846+L HK, Order
Denying Motion for Summary Judgment, Dkt. No. 1159, at 8 (N.D. Cal., June 30, 2012) (citing
Jada Toys, Inc. v. Mattel, In&618 F.3d 628, 634 (9th Cir. 2008Nissan Moto Co. v. Nissan
Computer Corp 378 F.3d 1002, 1013, 1014 (9th Cir. 2004) (material disputed issue of fact
regarding whetheifame' existed where Nissan Motor introduced evidence of 898 million dollar
in sales over a five year period and 65% consumer recognition at the point when y
introduced a Nissan mark}irst Brands Corp. v. Fred Meyer, In@09 F.2d 1378, 1383 (9thrC
1987} Visa Int'l Serv. Ass’'n v. JSL Cor10 F.3d 1088, 1090 (9th Cir. 2010&da Toys, Inc. v.
Mattel, Inc, 518 F.3d 628, 634 (9th Cir. 2008)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 55
TRADE DRESS DILUTION —ELEMENTS —DILUTION

Dilution by blurringis an association arising from the similarity betwtenappearance of the
defendant’s accused products and pitiistrade dress that impairs the distinctiveness of the
trade dressDilution by blurring occurs when a trade dress previously associated withamhecpr
also becomes associated with a secdndletermining whethehe appearance of Samsung'’s
accuse@roductss likely to cause dilutioof each asserted Apple trade drggsi may consider
all relevant factors, including the following:

1. the degree of similarity betwe&amsunig accused products and Applérade
dress;

2. the degree of acquired distinctiveness of Apglade dress;

3. the extent to which Apple is engaging in substantially exclusive use of the tradej
dress

4, the degree of recognition of Applétade dress;

5. whetherSamsungntended to create an association véftple’stradedress; and

6. any actual association betwesamsung’s accused products and Appieide
dress.

For each of Apple’s asserted trade dresses, Apple bears the burden of provimgdmndgrance
of the evidence that the accused Samsung produdikedyeto dilute the trade dress.

Source

Adapted from ABA 3.4.4.

Authorities

15 U.S.C. 8§ 1125(c)(2)(1); 15 U.S.C. § 1125(c)(2)B¥a Int’l Serv. Ass’n v. JSL Cor%10 F.3d

1088, 1090 (9th Cir. 2010Mattel, Inc. v. MCA Records, In@96 F.3d 894, 903-04 (9th Cir.
2002) Jada Toys, Inc. v. Mattel, Inc618 F.3d 628, 634 n.2 (9th Cir. 2008);
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[DISPUTED] FINAL JURY INSTRUCTION NO. 56
INFRINGEMENT —ELEMENTS AND BURDEN OF PROOF—TRADE DRESS
(15 U.S.C. § 1125(A)L))

Apple also claims that Samsusg@salaxy Tab 10.1 tablet computers infringe Appi€adrelated
trade dressTo prove trade dress infringement, Apple bears the burden of proving by a
preponderance of the evidereach of the following elements:

1. Apple’s iPadrelated trade dress is nfumctional. Seelnstruction Nos. __ above.

2. Apple’s iPadrelated trade dress has acquired distinctiveness through secondary
meaning. Seelnstruction Nos. above.

3. Samsung used Apple’s iPaelatedirade dresg a manner that is likely to cause
confusion among ordinary consumers as to the source, sponsorship, affiliation,
approval ofSamsung’s goods.

If you find that Apple has proved each of these elements, your verdict should be for Apmte. |
the other hand, Apple has failed to pr@ag one of theselemens, your verdict should be for
Samsung.

11

12

13

14

Source

Adapted from Ninth Circuit Model Civil Jury Instr. - 15.6 (2007 Ed.).

Authorities

15 U.S.C. § 1125Talking Rain Beverage Co. Inc. v. South Beach Beverag&8€®»F.3d 601, 603
(9th Cir. 2003) Au-tomotive Gold, Inc. v. Volkswagen of Am., |d&7 F.3d 1062, 1075-77 (9th
Cir. 2006);Fuddruckers, Inc. v. Doc’s B.R. Others, 826 F.2d 837, 845 (9th Cir. 198Karl
Storz Endoscopy-Am., Inc. v. Surgical Techs., B85 F.3d 848, 854 (9th Cir. 2002)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 50.6
TRADE DRESS INFRINGEMENT —SECONDARY MEANING —TIMING

Apple must prove by a preponderance of the evidence thassleeted iPacklated trade dress
acquired secondary meaning before Samsung fildtasproduct that Apple claims isfiimging
that trade dress

If you find that Apple has not proved by a preponderance of the evidence thssénedPad
related trade dresxquired secondary meaning before June 8, 2011, then you must find for
Samsing.

Source

Carter-Wallace, Inc. v. Procter & Gamble Cal34 F.2d 794 (9th Cir. 1970) (plaintiff must prove
the existence of secondary meaning in its trademark at the time and place thabthesgr first
began use of that mark).
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