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UNITED STATES DISTRICT COURT
8
9 NORTHERN DISTRICT OF CALIFORNIA
10 SAN JOSE DIVISION
oo
g 11 APPLE, INC., a California corporation, ) Case No.: 1X5V-01846+ HK
= )
=5 12 Plaintiff and Counterdefendant, ) =~ TENTATIVE FINAL JURY
O V. ) INSTRUCTIONS
S = 13 )
52 SAMSUNG ELECTRONICS CO., LTD.,A )
a2 14 Korean corporation; SAMSUNG )
e ELECTRONICS AMERICA, INC., a New Yorl)
% q% 15 corporation; SAMSUNG )
n< TELECOMMUNICATIONS AMERICA, LLC, )
=0 16 a Ddaware limited liability company, )
2z )
g 2 17 Defendants and Counterclaimanjs.
= )
T 18
19 Attached as Exhibit F is a complete set of the Cotentative final jury instructions, which

20 is a compilation of the jury instructions the Court filed at ECF Nos. 1826, 1827, 1828, 1838, and
21 1848. The only change that the Court made was to change Undisputed Final Jurydnstios:t
22 11 and 16 to use the “preponderance of the evidence” and “clear and convewtlegice
23 standards in lieu of the “more likely than natid“highly probable’standards.The Court

24 previously notified theparties that it would make this conforming chan§eeECF No. 1827.

25 IT IS SO ORDERED.

26 || Dated:August 19, 2012 H‘ M\v
LUCY OH

27 United States District Judge

28
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GENERAL CIVIL INSTRUCTIONS
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FINAL JURY INSTRUCTION NO. 1.1C
DUTY OF JURY

Members of the Jury: Now that you have heard all of the evidence, it is my duty totigstras
to the law of the case.

Each of you has received a copy of these instructions that you may take withtlyeyury room
to consult during your deliberations.

You must not infer from these instructions or from anything | may say or do aatindithat |
have an opinion regarding the evidence or what your verdict should be.

It is your duty to find the facts from all the evidence in the case. To thosedactgll apply the
law as | give it to you. You must follow the law as | give it to you whether goeeawith it or not.
And you must not be influenced by any personal likes or dislikes, opinions, prejudices, or
sympathy. That means that you must decide the case solely on the evidencygdoefgo will
recall that you took an oath to do so.

In following my instructions, you must follow all of them and not single out some anceignor
others; they are all important

Source

Ninth Circuit Model Civil Jury Instructions 1.1C (2007 ed.)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 1
BURDEN OF PROOF—PREPONDERANCE OF THE EVIDENCE

When a party has the burden of proof on any claim or defense by a preponderance of the, evi
it means you must be persuaded by the evidence that the claim or defense is morg fouebabl
than not true.

You should base your decision on all of the evidence, regardless of which party présented i
Source

Ninth Circuit Model Civil Jury Instr. - 1.3 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 2
BURDEN OF PROOF—CLEAR AND CONVINCING EVIDENCE

When a party has the burden of proving any claim or defense by clear and convincingegvide
means you must be persuaded by the evidence that the claim or defense igrolgiihle. This is
a higher standard of proof than proof by a preponderance of the evidence.

You should base your decision on all of the evidence, regardless of which party présented i
Source

Ninth Circuit Model Civil Jury Instr. - 1.4 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 2.1
TWO OR MORE PARTIES —DIFFERENT LEGAL RIGHTS

You should decide the case as to each party separately. Unless otherwisenstatstiuttions
apply to all parties.

Source

Ninth Circuit Model Civil Jury Instr. - 1.5 (2007 Ed.).
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PROPOSEDFINAL JURY INSTRUCTION NO. 14
WHAT IS EVIDENCE

The trial is now over. The evidence you are to consider inlidgovhat the facts are consists of:
1. the sworn testimony of any witness;
2.the exhibits which are received into evidence; and
3. any facts to which the lawyers have agreed.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions1.6 (2007 Edition).
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In reaching your verdict, you may consider only the testimony and exthiaite/erereceived into
evidence. Certain things are not evidence, and you may not consider them imdesitht the
facts are.l will list them for you:

(1)

(2)

@)

(4)

Source

Adapted fromNinth Circuit Mocel Civil Jury Instructios- 1.7 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 15
WHAT IS NOT EVIDENCE

Arguments and statements by lawyers are not evideroe lawyers are not

witnesses.What they said in their opening statements and throughout the trial, gnd

what theywill say in their closing angmentsor at other timesire allintended to
help you interpret the evidence. Bhese arguments and statementaate

evidence.If the facts as you remember them differ from the way the lawyers have

stated them, your memory of them controls.

Questions and objections by lawyers are not evidence. Attorneys have a duty td

their clients to object when they believe a question is improper under the rules of

evidence.You should not be influenced by the objection or by the court’s ruling
it.

Testimony that has been excluded or stricken, or that you have been instructed
disregard, is not evidence and must not be considered. In addiroatimes
testimony and exhibits are received only for a limited purpose; when | give a
limiting instrucion, you must follow it.

Anything you may have seen or heard when the court was not in session is not

evidence.You are to decide the case solely on the evidence received at the trial|.
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PROPOSEDFINAL JURY INSTRUCTION NO. 16
EVIDENCE FOR LIMITED PURPOSE

Some evidence may have besmmitted for a limited purpose only. You must consider it only fo
that limited purpose and for no other.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions 1.8 (2007 Edition).

10
5:11-CV-01846LHK
TENTATIVE FINAL JURY INSTRUCTIONS




United States District Court
For the Northern District of California

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

[UNDISPUTED] FINAL JURY INSTRUCTION NO. 3
CHARTS AND SLIDES NOT RECEIVED IN EVIDENCE

Certain charts and slides not received in evidence have been shown to you in order toléielp e
the conents of books, records, documents, or other evidence in the case. They are not thems
evidence or proof of any facts.
Source

Adapted from Ninth Circuit Model Civil Jury Instr. — 2.12 (2007 Ed.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 4
CHARTS AND SUMMARIES IN EVIDENCE

Certain charts and summaries have been received into evidence to ilinstraation brought
out in the trial. You may use those charts and summaries as evidence, even though theginde
documents and records are not here. You should give them only such weight as you think th
deserve.

Source

Adapted from Ninth Circuit Model Civil Jury Instr. — 2.13 (2007 Ed.).
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[DISPUTED] FINAL JURY INSTRUCTION NO.5
SAMSUNG'S FAILURE TO PRESERVE EVIDENCE

Samsung Electronics Compahngsfailed to preserve evidenéer Apple’s use in this litigation
afterSamsung Electronics Company’s duty to preserve arose. Whether thisdgobitant to you
in reaching a verdict in this case is for you to decide.

Source

Apple Inc. v. Samsunddg€tronics Ca. Ltd., No. 11€V-01846LHK, OrderRe: Samsung’s
Motions for De Novo Determination of Dispositive Matter Referred to Magisitadge, or, in the
Alternative, Motion for Relief from Nondispositive Pretrial Order of MagtstthudgeDkt. No.
18 (N.D. Cal., Aug. 19, 2012pfthcoming.
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[DISPUTED] FINAL JURY INSTRUCTION NO.5.1
APPLE’S FAILURE TO PRESERVE EVIDENCE

Apple hasfailed to preserve evidenter Samsung’s use in this litigati@fter Apple’s duty to
preserve arose. Whether tfagt is important to you in reaching a verdict in this case is for you
decide

Source

Apple Inc. v. Samsung Electronics ddd., No. 11€V-01846LHK, OrderRe: Samsung’s
Motions for De Novo Determination of Dispositive Matter Referred to Magisitadge, or, in the
Alternative, Motion for Relief from Nondispositive Pretrial Order of MagtstthudgeDkt. No.
18 (N.D. Cal., Aug. 19, 201 2pfthcoming.
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PROPOSEDFINAL JURY INSTRUCTION NO. 17
DIRECT AND CIRCUMSTANTIAL EVIDENCE

Evidence may be direct or circumstantiaDirect evidence is direct proof of a fact, such as
testimony by a witness about what that witness personally saw or heard @irdiginstantial
evidence is proof of one or more facts from which you could find another fact. You should
consider both kinds of evidence. The law makes no distinction between the weight talte give
either direct or circumstantial evidenck.is for you to decide how much weight to give to any
evidence.

Source

Ninth Circuit Model Civil Juy Instructions- 1.9 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 18
CREDIBILITY OF WITNE SSES

In deciding the facts in this case, you may have to decide which testimonietel@id which
testimony not to believeYou may believe everythingwitness sal, or part of it, or none of it.
Proof of a fact does not necessarily depend on the number of witnesses wied &xiift it.
In considering the testimony of any witness, you may take into account:

(1) the opportunity and ability of the witness to see or hear or know the thingedestjfi

(2) the witness’s memory;

(3) the witness’s manner while testifying;

(4) the witness’s interest in the outcome of the case and any bias or prejudice;

(5) whether other evidence contradicted the @gis testimony;

(6) the reasonableness of the witness’s testimony in light of all the evjdente

(7) any other factors that bear on believability.

The weight of the evidence as to a fact does not necessarily depend on the nunthessésv
who tesify about it.

Source

Ninth Circuit Model Civil Jury Instructions1.11 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 19
IMPEACHMENT EV IDENCE—WITNESS

The evidence that a witness lied under oath or gave different testimony on a psooncay be
considered, along with all other evidence, in deciding whether or not to believerikesaand
how much weight to give to the testimony of the witness and for no other purpose.

Source

Ninth Circuit Model Civil Jury Instructions 2.8 (2007 Edition
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PROPOSEDFINAL JURY INSTRUCTION NO. 20
TAKING NOTES

You may have taken notes during the trial. Whether or not you took notes, you should rely of
own memory of the evidence. Notes are only to assist your memory. You should not be ove
influenced by your notes or those of your fellow jurors.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions1.14 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 21
DEPOSITION IN LIEU O F LIVE TESTIMONY

You heard some witnesses testifydgposition. A deposition is the sworn testimony of a witness
taken before trial. The witness is placed under oath to tell the truth and lawyers for each party
ask questions. The questions and answers are recorded.

You should consider depositioastimony, presented to you in court in lieu of live testimony,
insofar as possible, in the same way as if the withess had been present to testify.

Source

Adapted fromNinth Circuit Model Civil Jury Instructions2.4 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 22
USE OF INTERROGATORI ES OF A PARTY

Evidence was presented to you in the form of answers of one of the parties to written
interrogatories submitted by the other sidéese answensere given in writing and under oath,
before the actudtial, in response to questions that were submitted in writing under established
court procedures. You should consider the answers, insofar as possible, in the saméthvay as
were made from the witness stand.

Source

Ninth Circuit Model Civil Jury Instructions - 2.10 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO. 23
EXPERT OPINION

Some witnesses, because of education or experieeepermitted to state opinions and the
reasons for those opinions.

Opinion testimony should be judged juseliany other testimonyYou may accept it or reject it,
and give it as much weight as you think it deserves, considering the witnesssozdaicd
experience, the reasons given for the opinion, and all the other evidence in the case.
Source

Ninth Circuit Model Civil Jury Instructions2.11 (2007 Edition).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 8
SUMMARY OF CONTENTIONS

| will now again summarize for you each side’s contentions in this cagil.then tell you what
each side must prove to win on each of its contentions.

As | previously explained, Apple seeks money damages from Samsung for aliefraaiyng the
'381, '915, '163, D’'889, D'087, D'677, and D’305 patents by making, importing, using, selling,
and/or offering for sale thallet and smart phone products that Apple argues are covered by ¢
19 of the '381 patent, claim 8 of the '915 patent, claim 50 of the '163 patent, and the D’889,
D’087, D'677, and D’305 patents. Apple also argues that Samsung’s Korean parent, Samsur
Electronics Company (“SEC”), actively induced the U.S. Samsung entitiesu8gr&lectronics
America, Inc. ("SEA”) and Samsung Telecommunications America, LISTA"), to infringe the
patents. Apple also contends that Samsung’s infringement has been willful.

Samsung denies that it has infringed the asserted claims of Apple’s patentgumsdiaat, in
addition, those claims are invalid. Invalidity is a defense to infringement.

Samsung has also brought claims against Apple for patent infringement. Sa@sksigroney
damages from Apple for allegedly infringing the '941, '516, '711, '460, and 893 patents by
making, importing, using, selling and/or offering for sale Apple’s iPhone, iPad and iGthatts
that Samsung argues are covered by claims d@ &rof the '941 patent, claims 15 and 16 of the
'516 patent, claim 9 of the '711 patent, claim 1 of the '460 patent, and claim 10 of the '893 pa
Samsung also contends that Apple’s infringement has been willful.

Apple denies that it has infringecetlelaims asserted by Samsung and argues that the claims
asserted by Samsung are invalid, and for 516 'and941 patents, also unenforceable. Invalidity
and unenforceability are defenses to infringement. Apple also contends that,rbiycadse
“declared essential” patents against Apple, Samsung has violated the antitrustdéwesaahed its
contractual obligations to timely disclose and then license these patentsandfegasonable
terms.

For each party’s patent infringement claims againsother, the first issue you will have to decide

is whether the alleged infringer has infringed the claims of the patent holdersspand whether
those patents are valid. If you decide that any claim of either party’s passibeen infringed
and is not invalid, you will then need to decide any money damages to be awarded terthe pa
holder to compensate for the infringement. You will also need to make a finding as henthet
infringement was willful. If you decide that any infringement waldfulj that decision should not
affect any damage award you give. | will take willfulness into account late

To resolve Apple’s claims regarding Samsung'’s “declared essential” patamtsjll need to

make a finding as to whether Samsung violated thi&gwast laws and whether Samsung breached
its contractual obligations. If you decide that Samsung violated the antitnssot breached its
contractual obligations, you will then need to decide what money damages to awardeto Appl

Apple accuses Samayiof diluting Apple’s Registered Trade Dress No. 3,470,983. This trade
dress relates to the iPhone. Apple also accuses Samsung of diluting two ueckgiatier dresses
relating to the iPhone. Finally, Apple claims that Samsung has diluted and idfiisge
unregistered trade dress relating to the iPad.

For each of Apple’s trade dress dilution and infringement claims, the firstyieausill have to
decide is whether the Apple trade drisgsrotectable (or valid). An asserted trade dress is only
protectableif the trade dress design as a whole, as opposed to its individual featuresmystdomz,
is both distinctive and non-functiah

22
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For Apple’s trade dress dilution claims, the next issues you will decidelether Apple’s trade
dress was faous before Samsung started selling its accused products, and whether Samsung
accused products are likely to cause dilution of the asserted Apple trade Hyeisspairing their
distinctiveness.

Apple’s trade dress infringement claim will require youesolve different issues. You will need
to determine whether Apple’s trade dress had acquired distinctiveness $afosung started
selling its accused products, and whether Samsung’s accused productsyate tiaake confusion
about the source &amsung’s goods.

If you decide that any Apple trade dres®othprotectableandhas been infringed or willfully
diluted by Samsung, you will then need to decide the money damages to be awarded.to Appl

Samsung denies that it has infringed or dilgeyg Apple trade dress and argues that each asser
trade dress is not protectable. If a trade dress igrotéctablethat is a defense to infringement
and dilution.

Sources

Adapted from Ninth Circuit Model Civil Jury Instr. — 15.8, 15.10, 15.11 (2007 Ed.); Apple’s
proposed instruction.
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PROPOSEDFINAL JURY INSTRUCTION NO. 24
DUTY TO DELIBERATE

When you begin your deliberations, you should elect one member of the jury as yalingres
juror. That person will preside over the deliberations and speak for you here in court.

You will then discuss the case with your fellow jurors to reach agreement dan do soYour
verdict must be unanimous.

Each of you must decide the case for yourself, but you should do so only after yoorsisiered
all of the evidence, discussed it fully with the other jurors, and listened to the vigasrdéllow
jurors.

Do not hesitate to change your opinion if the discussion persuades you that you should. Do 1
come to a decision simply because other juttarstit is right.

It is important that you attempt to reach a unanimous verdict but, of course, only dfgea can
do so after having made your own conscientious decision. Do not change an honeshdatief
the weight and effect of the evidence simply to reach a verdict.

Source

Ninth Circuit Model Civil Jury Instructions - 3.1 (2007 Edition).
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PROPOSEDFINAL JURY INSTRUCTION NO . 25
COMMUNICATION WITH COURT

If it becomes necessary during your deliberations to communicate with mmayosend aate
through the Bailiff, signed by your presiding juror or by one or more members jofyheéNo
member of the jury should ever attempt to communicate with me except by a sigmey] wwill
communicate with any member of the jury on anything concerning the casa eniting, or here
in open court. If you send out a question, | will consult with the parties before amgwewhich
may take some timeYou may continue your deliberations while waiting for the answer to any
guestion.Remember thtayou are not to tell anyone—including me—how the jury stands,
numerically or otherwise, until after you have reached a unanimous verdict or have been
discharged. Do not disclose any vote count in any note to the court.

Source

Ninth Circuit Model Civil Jury Instructions 3.2 (2007 Edition).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 9
RETURN OF VERDICT

A verdict form has been prepared for you. After you have reached unanimouseagrers a
verdict, your presiding juror will fill in the form that hasdregiven to you, sign and date it, and
advise the court that you are ready to return to the courtroom.

Source

Ninth Circuit Model Civil Jury Instr. - 3.3 (2007 Ed.).
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UTILITY PATENT JURY INSTRUCTIONS
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 10
UTILITY PATENTS —INTERPRETATION OF CL AIMS

Apple’s Proposed Instruction

Before you decide whether Apple or Samsung has infringed the claims of theideteuslity
patents or whether the claims are invalid, you will need to understand the patest @a |
mentioned, the patent claims are numbered sentences at the end of the patentittetltescr
boundaries of the patent’s protection. Itis my job as judge to explain to you thenghebany
language in the claims that needs interpretation.

| have irterpreted the meaning of some of the language in the utility patent claims invobhes! i
case. You must accept those interpretations as correct. My interpretatenaiguage should
not be taken as an indication that | have a view regarding the issues of infringech@mtalidity.
The decisions regarding infringement and invalidity are yours to make.

e U.S. Patent No. 7,469,381
The term*displaying means‘'showing or revealing to the viewer.”
The term®electronic documehtmeans'a document®red in a digital formdt. An “electronic
document” includes, but is not limited to, a web page; a digital image; a word prggessin

spreadsheet or presentation document; or a list of items in a digital format. cfkarete
document need not be storiada single file.

The term*first directiori does not require a strictly linear finger movement.
The term‘edge of the electronic documéhas its plain and ordinary meaning. An edge of an
electronic document is not limited to an external edge arydomanternal.

e U.S. Patent No. 7,844,915

The term‘invokes” means'cause’ or “causes a procedure to be carried’out.

e U.S. Patent No. 7,698,711

The term*applet means‘an application designed to run within an application module that neeg
not be oprating systenindependent.”

* * *

For claim language where | have not provided you with any meaning, you shouyldhegpglaim
languagés plain and ordinary meaning.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1.
Authorities

Markmanv. Westview Instruments, In&17 U.S. 370, 384-391 (199@®hillips v. AWH Corp.
415 F.3d 1303, 1324 (Fed. Cir. 200B)}tney Bowes, Inc. v. Hewld®ackard Cao.182 F.3d 1298,
1304-13 (Fed. Cir. 1999 ybor Corp. v. FAS Tech4.38 F.3d 1448 (Fed. Cir. 199@n(bang;
Markman v. Westview Instruments, [r&2 F.3d 967, 977 (Fed. Cir. 1998n(bang.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 11
UTILITY PATENTS —INFRINGEMENT BURDEN OF PROOF

| will now instruct you on the rules you must follow in deciding whether eithereédppSamsung
(or both) has proven that the other side has infringed one or more of the asserted d¢lams of
asserted utility patents. To prove infringement of any claim, the patent haldeparsuade you
by a preponderance of tegidencehat the alleged infringer has infringed that claim.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.1.

Authorities

WarnerLambert Co. v. Teva Pharm. USA, Intl8 F.3d 1326, 1341 n.15 (Fed. Cir. 20@9al-

Flex, Inc. v. Athlat Track and Court Constrl72 F.3d 836, 842 (Fed. Cir. 199®)orton Int’l,
Inc. v. Cardinal Chem. Cp5 F.3d 1464, 1468-69 (Fed. Cir. 1993).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 12
UTILITY PATENTS —DIRECT INFRINGEMENT

A patent’s claims define vt is covered by the patent. A product or method directly infringes &
patent if it is covered by at least one claim of the patent.

Deciding whether a claim has been directly infringed is adie@p process. The first step is to
decide the meaning of tipatent claim. | have already made this decision, and | have already
instructed you as to the meaning of the asserted patent claims. The sepasdcstiecide
whether Samsung and/or Apple has made, used, sold, offered for sale, or importedhgvithin t
United States a product or method covered by any of the asserted claims oftseletbeaitility
patents. If Samsung or Apple has done so, it infringes. You, the jury, make this decision.

With one exception, you must consider each of the asserted claims of the pateitsahygi and
decide whether the accused Samsung and/or Apple products or methods infringenthat ok
one exception to considering claims individually concerns dependent claims. A demdadent
includes all of the requirements of a particular independent claim, plus additionatmeeptis of

its own. As a result, if you find that an independent claim is not infringed, you musinadlsiodt

its dependent claims are not infringed. On the other hand, if you find thategoeneient claim has
been infringed, you must still separately decide whether the additionalemmeguits of its
dependent claims have also been infringed.

You have heard evidence about both side’s commercial products. However, in decidinggthe i
of utility patent infringement you may not compare the Samsung and Apple coiapeoducts

to each other. Rather, you must compare the accused Samsung products to the claitypplE th
utility patents, and the accused Apple products or methods to thes datire Samsung utility
patents.

Whether or not Samsung or Apple knew its products or methods infringed or even knew of th
other side’s patents does not matter in determining direct infringement.

There are two ways in which a patent claim may be diyredtinged. A claim may be “literally”
infringed, or it may be infringed under the “doctrine of equivalents.” The followingugt&ins
will provide more detail on these two types of direct infringement.

Source
Adapted from N.D. Cal. Model Patedry Instr. B.3.2.
Authorities

35 U.S.C. § 271Warner-Jenkinson Co., Inc. v. Hilton Davis Chem. 62Q U.S. 17 (1997);
Cross Med. Prods., Inc. v. Medtronic Sofamor Danek, ##4,F.3d 1293, 13101 (Fed. Cir.
2005);DeMarini Sports, Inc. v. Worth, In239 F.3d 1314, 1330-34 (Fed. Cir. 20(8¢alFlex,
Inc. v. Athletic Track and Court Constt72 F.3d 836, 842 (Fed. Cir. 199@arroll Touch, Incuv.
Electro Mech. Sys., Incl5 F.3d 1573, 1576 (Fed. Cir. 1993).
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[DISPUTED] FINAL JURY INSTRUC TION NO. 12.1
UTILITY PATENTS —DIRECT INFRINGEMENT

In deciding whether a sale has taken place “within the United Stgtesrhay find the following
guidelines helpful to your analysis:

The location of the sale depends on many factors, and you mafdinithe sale occurred in
several places. A sale occurs wherever the “essential activities” of the saleatzkeTite
essential activities include, for example, negotiating the contract ammirpard obligations under
the contract.

Authorities

35 U.S.C. § 271 itecubes, LLC v. N. Light Prod$23 F.3d 1353, 1369-71 (Fed. Cir. 2008B
S.A. v. Montgomery Ward & C&94 F.3d 1360, 1375 (Fed. Cir. 201Djansocean Offshore
Deepwater Drilling, Inc. v. Maersk Contrs. USA, Ir§17 F.3d 1296, 1310 (Fed. Cir. 2010);
MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicat20 F.3d 1369, 1375 (Fed. Cir. 2005)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 13
UTILITY PATENTS —LITERAL INFRINGEMENT

To decide whether each accused Samsung and Apple poyduethod literally infringes a claim
of an asserted patent, you must compare the product or method with the patent clairarendede!
whether every requirement of the claim is included in that product or method. If sajmbarty
or Apple product or method in question literally infringes that claim. If, howevertiayar
Samsung or Apple product or method does not have every requirement in the patent claim, th
product or method does not literally infringe that claim. You must decide literalgament for
each asserted claim separately.

If the patent claim uses the term “comprising,” that patent claim is to be understaonapen
claim. An open claim is infringed as long as every requirement in the clainsenpre the
accused produdr method. The fact that a particular accused Samsung or Apple product or m
also includes other parts or steps will not avoid infringement, as long as it hasegpergment in
the patent claim.

Source
Adapted from N.D. Cal. Model Patent Jurytm®.3.3.
Authorities

MicroStrategy Inc. v. Business Objects, S489 F.3d 1344, 1352-53 (Fed. Cir. 200%¢tword,
LLC v. Centraal Corp.242 F.3d 1347, 1353 (Fed. Cir. 200Cple v. KimberlyClark Corp.,

102 F.3d 524, 532 (Fed. Cir. 199&xo0lab, Inc. v. FMC Corp569 F.3d 1335 (Fed. Cir. 2009);
Cross Med. Prods. v. Medtronic Sofamor Dangk., 424 F.3d 1293 (Fed. Cir. 200BMC Res.,
Inc. v. Paymentech, L.P498 F.3d 1373 (Fed. Cir. 2007). Note that the issue of divided
infringement is the subject of two en banc cases pending at this wAkagiai Techs., Inc. v.
Limelight Networks, In¢629 F.3d 1311 (Fed. Cir. 2010) addKesson Techs. v. Epic Sys. Corp.
463 F. App’x 906 (Fed. Cir. May 26, 2011).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 14
UTILITY PATENTS —INFRINGEMENT UNDER THE DOCTRINE OF EQUIV ALENTS

If you decide that an accused Samsung product does not literally infringe dedcasgple utility
patent claim, you must then decide whether that product infringes the assemeahckr what is
called the “doctrine of equivalents.” If you decide that an accused Apple produetiord does
not literally infinge claim 1 of Samsung’s '460 patent, you must then decide whether that prod
or method infringes the asserted claim undertwéhealled the “doctrine of equivalents.”

Under the doctrine of equivalents, the product or method can infringe an assetiedaiéht
claim if it includes parts or software instructions that are identical or equivale tegghirements
of the daim. If the product or method lacks a part or software instructions that is aletic
equivalent to even one requirement of the asserted utility patent claim, the pmochethod
cannot infringe the claim under the doctrine of equivalents. Thus, in making yosiodecider
the doctrine of equivalents, you must look at each individual requirement of thechsditly
patent claim and decide whether the product or method has either agudttvare instructions
that arddentical or equivalent to that individual claim requirement.

A product part or software instructions are equivalera requirement of an asserted claim if a
person of ordinary skill in the field would think that the differences between the [zaftware

instructions and #arequirement were not substantial as of the time of the alleged infringement.

Changes in technique or improvements made possible by technology developed aftiythe uti
patent application is filed may still be equivalent for the purposes of the dodteqaiealents if it
still meets the other requirements of the doctrine of equivalents set forth insthustion.

One way to decide whether any difference between a requirement of an asserteddclaim an
product part osoftwareinstructionsarenot substantial is to consider whether, as of the time of t
alleged infringement, the part softwareinstructions performed substantially the same function,
substantially the same way, to achieve substantially the same result apitreement in theatent
claim.

In deciding whether any difference between a claim requirement and the prochethod is not
substantial, you may consider whether, at the time of the alleged infringemeontgef ordinary
skill in the field would have known of theterchangeability of the part or softwanstructions

with the claimed requirement. The known interchangeability between the ctpumeraent and
the part osoftwareinstructions of the product or method is not necessary to find infringement
under the doctrine of equivalents. However, known interchangeability may supportusoncl
that the difference between the part or softvias&uctions and the claim requirement is not
substantial. The fact thatpart or software instructions of the prodacimehodperforms the same
function as the claim requirement is not, by itself, sufficient to show known hategeability.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.4.

Authorities

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki%3h,U.S. 722 (2002)/VarnerJenkinson
Co., Inc. v. Hilton Davis Chem. C&20 U.S. 17 (1997%raver Tank & Mfg. Co. v. Linde Air
Prods. Co,. 339 U.S. 605, 609 (195Mpraxis Bioscience, Inc. v. Mayne Pharma (USA), 467
F.3d 1370, 1379-82 (Fed. Cir. Z)QPfizer, Inc. v. Teva Pharms. USA, 1429 F.3d 1364, 1378
(Fed. Cir. 2005)Johnston & Johnston Assocs. v. R.E. Serv, 235 F.3d 1046 (Fed. Cir. 2002)
(en bang; Multiform Desiccants, Inc. v. Medzam, Lt#i33 F.3d 1473, 1480 (Fed. Cir. 1998);
Dolly, Inc. v. Spalding & Evenflo Cqdl6 F.3d 394, 397 (Fed. Cir. 1994).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 15.1
UTILITY PATENT INFRI NGEMENT OF 460 METHOD CLAIM

In this case, Samsung asserts that Apglenges ¢aim 1 of the '460 ptent which is known as a
method claim. Method claims are commonly drafted by describing the method assoagnpr
certain steps followed by a list of actions that comprise the method that is claimed.

As I've already instructed you, if the patent claim uses the term “esimg,” that patent claim is
to be understood as an open claim. An open method claim is infringed as long as everthetep
claim is performed by the user. The fact that the user may perform additepsaisil not avoid
infringement, as long as the user performs every step set forth in the methad clai

Absent language specifying a specific order in which the steps are to be pekftirensteps need
not be performed in sequential order to find infringement.

For claim 1 of the '460 gtent | have already determined that thentering a first Enalil
transmission submode . . .” step must occur beforettaesimitting . . . in the fst Email
transmission submode” step, and tkatéring a second-tail transmission submode . . .” step
must occur before th@ransmitting . . . in the sead E-mail transmission submode” step.
However, the steps need not be ordered otherwise. You must accept that intempasteadirrect.
My interpretation should not be taken as an indication that | have a view regardisguine of
infringement and invalidity. The decisions regarding infringement and invalidityans to
make.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.2
Authorities

Markman v. Westview Instruments, [rgl7 U.S. 370, 384-391 (199@®hillips v. AWH Corp.

415 F.3d 1303, 1324 (Fed. Cir. 200B)}tney Bowes, Inc. v. Hewld®ackard Cao.182 F.3d 1298,
1304-13 (Fed. Cir. 1999 ybor Corp. v. FAS Tech4.38 F.3d 1448 (Fed. Cir. 199&n(bang;
Markman v. Westview Instrumenksc., 52 F.3d 967, 977 (Fed. Cir. 1998n(bang; Baldwin
Graphic Sys., Inc. v. Siebert, In612 F.3d 1338, 1345 (Fed. Cir. 2008)eractive Gift Express,
Inc. v. Compuserve In@256 F.3d 1323, 1342 (Fed. Cir. 2001) (“Unless the steps of a method
actually recite an order, the steps are not ordinarily construed to requiie Attgis, Inc.v.
Symantec Corp318 F.3d 1363, 1369-71 (Fed. Cir. 2003) (reversing district court’s finding that
steps of method claim must be performed in a certain order); June 29, 2012 Order Grdpdirtg |
and Denying In Part Apple’s Partial Motion for Summary Judgment.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 16
UTILITY PATENTS —INVALIDIT Y—BURDEN OF PROOF

| will now instruct you on the rules you must follow in deciding whether each pastyproven that
claims of the other side’s utility patents are invalid. Before discussing¢cdispules, | want to
remind you about the standard of proof that applies to this defense. To prove invalidity of an
patent claim, thalleged infringer must persuade you by clear and convincing evitlesicie
claim is invalid.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.1.
Authorities

Microsoft Corp. v. i4i Ltd. P’shipl31 S. Ct. 2238, 2242, 2251 (201&yildex,Inc. v. Kason
Indus., Inc. 849 F.2d 1461, 1463 (Fed. Cir. 1988y,britech, Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1375 (Fed. Cir. 1988iele Pharma Inc. v. Lupin LidNo. 2012-1228, 2012

U.S. App. LEXIS 13513, at *12-14 (Fed. Cir. July 2, 2012) (“Whether a reference was previoy
considered by the PTO, the burden of proof is the same: clear and convincing evidence of
invalidity.”).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 17
UTILITY PATENTS —WRITTEN DESCRIPTION REQUIREMENT

A utility patent claim is invalid if the patent does not contain an adequate written descapthe
claimed invention. The purpose of this written description requirement is to denmoiisatahe
inventor was in possession of the invention at the time thecagiph for the patent was filed, even
though the claims may have been changed or new claims added since that time. tdime writ
description requirement is satisfied if a person of ordinary skill in the fialtimg the original
patent application at the time it was filed would have recognized that the paterdtapplic
described the invention as claimed, even though the description may not use the elsatdunar
in the claim. A requirement in a claim need not be specifically disclosed in the gaikcatson
as originally filed if a person of ordinary skill would understand that the missiqugrement is
necessarily implied in the patent application as originally filed.

Source
N.D. Cal. Model Patent Jury Instr. B.4.2a.
Authorities

35 U.S.C. §112(1) and (2n re Skvorecz580 F.3d 1262, 1269 (Fed. Cir. 200Q$0 Corp. V.
Unilever U.S., Inc.441 F.3d 963, 968 (Fed. Cir. 200€hiron Corp. v. Genentech, In863 F.3d
1247 (Fed. Cir. 2004Purdue Pharma L.P. v. Faulding, In@30 F.3d 1320, 1323 (Fed. Cir.
2000);Lampi Corp. v. Am. Power Prods., In228 F.3d 1365, 1377-78 (Fed. Cir. 200Bgntry
Gallery, Inc. v. Berkline Corp134 F.3d 1473, 1478-80 (Fed. Cir. 1998)re Alton,76 F.3d

1168, 1172 (Fed. Cir. 1998)niv. of Rochester v. G.D. Searle & C858 F.3d 916, 926-928 (Fed.
Cir. 2004).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 18
UTILITY PATENTS —ANTICIPATION

A utility patent claim is invalid if the claimed invention is not new. For the claim to be invalid
because it not new, all of its requirements must have existed in a single device or method th
predates the claimed invention, or must have been described in a single previoasipuloiic
patent that predates the claimed invention. In patent law, these previous deviecedsmet
publications or patents are called “prior art references.” If a patent claimnswate say it is
“anticipated” by a prior art reference.

The description in the written reference does not have to be in the same wordsamtheicall

of the requirements of the claim must be there, either stated or necessarilgl,isplieat someone
of ordinary skill in the field looking at that one reference would be able to make atieeuse
claimed invention.

Here is a list of the ways theither party can show that a patent claim was not new:

— If the claimed invention was already publicly known or publicly used by others in the
United States before the date of conception of the ethimvention;

— If the claimed invention was alreagwtented or described in a printed publication
anywhere in the world before the date of conception of the ethinvention A reference
is a “printed publication” if it is accessible to those interested in the field, eitas if
difficult to find;

— If the claimed invention was already made by someone else in the United States befg

the date of conception of the cladhinvention, if that other person had not abandoned the

invention or kept it secret;

If the patent holder and the alleged infringer dispute who is a first inventor, the péison
first conceived of the claimed invention and first reduced it to practice is shenfrentor.

If one person conceived of the claimed invention first, but reduced to practice second,
person is the first inventor only if that person (a) began to reduce the claimetidnue
practice before the other party conceived of it, and (b) continued to work diligently t
reduce it to practice. A claimed invention is “reduced to practice” when it hasdsten
sufficiently to show that it will work for its intended purpose or when it is fullgdeed in
a patent application filed with the PTO.

— If the claimed invention was already described in another issued U.S. patent dreggubli
U.S. patent applicatiotinat was based on a patent application filed before the patent
holder’s application filing date or the date of conception of the claimed invention.

Since certain of them are in dispute, you must determine dates of conception faintiee c

inventions and prior inventions. Conception is the mental part of an inventive act and is prove

when the invention is shown in its complete form by drawings, disclosure to another, or other
forms of evidence presented at trial.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3al.
Authorities

35 U.S.C. § 10Z-lex-Rest, LLC v. Steelcase, Ind55 F.3d 1351, 1358-60 (Fed. Cir. 2006);
Invitrogen Corp. v. Biocrest Mfg., L.24 F.3d 1374, 1379-82 (Fed. Cir. 200B)re
Klopfenstein 380 F.3d 1345, 1348-51 (Fed. Cir. 200)ro Co. v. Deere & Cp355 F.3d 1313,
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1320-21 (Fed. Cir. 20048chering Corp. v. Geneva Pharms., 1§39 F.3d 1373, 1377-80 (Fed.
Cir. 2003);Apotex U.S.A., Inc. v. Merck & C@54 F.3d 1031, 1035 (Fed. Cir. 200Mycogen
Plant Sci., Inc. v. Monsanto C&243 F.3d 1316, 1330-31 (Fed. Cir. 20@gplochem, Inc. v. S.
Cal. Edison Cq.227 F.3d 1361, 1367-70 (Fed. Cir. 2008i)gh v. Brake222 F.3d 1362, 1366-
70 (Fed. Cir. 2000annu v. lolab Corp.155 F.3d 1344, 1349 (Fedir. 1998);Gambro Lundia
AB v. Baxter Healthcare Corpl10 F.3d 1573, 1576-78 (Fed. Cir. 19979mbWeston, Inc. v.
McCain Foods, Ltd.78 F.3d 540, 545 (Fed. Cir. 1996);re Bartfeld 925 F.2d 1450, 1452-53
(Fed. Cir. 1991)Ralston Purina Co. v. FaMar-Co, Inc, 772 F.2d 1570, 1574 (Fed. Cir. 1985);
Am. Stock Exch., LLC v. Mopex, 250 F. Supp. 2d 323, 328-32 (S.D.N.Y. 2008)ye Wyer
655 F.2d 221, 226 (C.C.P.A. 198Pfaff v. Wells Elecs. Inc525 U.S. 55 (1998}elifix Ltd. v.
Blok-Lok, Ltd., 208 F.3d 1339, 1346 (Fed. Cir. 2008Ipbott Labs. v. Geneva Pharms., |32
F.3d 1315, 1318 (Fed. Cir. 199%innigan Corp. v. ITC180 F.3d 1354, 1365 (Fed. Cir. 1999);
J.A. LaPorte, Inc. v. Norfolk Dredging C@87 F.2d 1577, 1581 (Fed. Cir. 198@)re Hall, 781
F.2d 897, 898-99 (Fed. Cir. 198®),L. Auld Co. v. Chroma Graphics Coyg.14 F.2d 1144,
1147-50 (Fed. Cir. 1983).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 19
UTILITY PATENTS —STATUTORY BARS

A utility patent claim is invalid if the patent application was not filed within the time requyred b
law. This is called a “statutory bar.” For a patent claim to be invalid by a stahatq all of its
requirements must have been present in one prior art reference dated more tyear defore the
patent application was filed. Here is a list of ways either side can show tipattéiné application
was not timely filed:

— If the claimed invention was already patented or described in a printed pablicat
anywhere in the world moredh one year before the effective filing date of the patent
application. A reference is a “printed publication” if it is accessible to théseegted in
the field, even if it is difficult to find;

—If the claimed invention was already being opamdgd in the United States more than
one year before the effective filing date of the patent application and thaass®tv
primarily an experimental use (a) controlled by the inventor, and (b) to testexiies
invention worked for its intended purpgs

— If a device or method using the claimed invention was sold or offered for sale in the
United States, and that claimed invention was ready for patenting, more thagaone y
before the effective filing date of the patent application;

— If the patent blder had already obtained a patent on the claimed invention in a foreign
country before filing the original U.S. application, and the foreign applicatiarfiled at
least one year before the U.S. application.

For a claim to be invalid because of awtaty bar, all of the claimed requirements must have be
either (1) disclosed in a single prior art reference, (2) implicilgldsed in a reference to one
skilled in the field, or (3) must have been present in the reference, whether or m@shat
understood at the time. The disclosure in a reference does not have to be in the same therds
claim, but all the requirements must be there, either described in enough detagsgarily
implied, to enable someone of ordinary skill in the field logkat the reference to make and use
the claimed invention.

Apple argues that theffective filing dates for the '381 and '163 Patents are the dates on which
Apple filed provisional patent applications. A patent is entiibetthe effective filing date od
provisional patent application if the provisional application: (1) provides adequatnwritt
description of the claimed invention; and (2) enables the claimed invention.

| have already explained to you the written description requirement.

A provisonal application enables a patent claim if the provisional application contains a
description of the claimed invention that is sufficiently full and clear to engidesan of ordinary
skill in the field at the time to make and use the full scope ahtrention. The patent may be
enabling even though it does not expressly state some information if a person afy@kiihen
the field could make and use the invention without having to do excessive experimeniation.
determining whether excessivepeximentation is required, you may consider the following
factors: the scope of the claimed invention; the amount of guidance presented inrthehmate
amount of experimentation necessary; the time and cost of any necessamengaéion; how
routineany necessary experimentation is in the field; whether the patent disclesiis syporking
examples of the claimed invention; the nature and predictability of the fieldhamelvel of
ordinary skill in the field. The question of whether a patent is enabling is judgedhasdaité the
original application for the patent was first filed.
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Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3a2 (Statutory Bars); 4.2bl¢Eremnt)
Authorities

PowerQOasis v. Mobile USA 522 F.3d 1299, 1305-06 (Fed. Cir. 20@)adford Co. v. Conteyor
North Am, 603 F.3d 1262, 1269 (Fed. Cir. 2010}iron Corp. v. Genentech, In&63 F.3d 1247,
1253-54 (Fed. Cir. 2004); 35 U.S.C. § 16&x-Rest, LLC v. Steelcase, Ind55 F.3d 1351, 1358-
60 (Fed. Cir. 2006)nvitrogen Corp. v. Biocrest Mfg., L2124 F.3d 1374, 1379-82 (Fed. Cir.
2005);In re Klopfenstein380 F.3d 1345, 1348-51 (Fed. Cir. 200)ro Co. v. Deere & Cp355
F.3d 1313, 1320-21 (Fed. Cir. 2008ghering Corp. v. Geneva Pharms., Ji#39 F.3d 1373,
1377-80 (Fed. Cir. 2003%potex U.S.A., Inc. v. Merck & C&@54 F.3d 1031, 1035 (Fed. Cir.
2001);Mycogen Plant Sci., Inc. v. Monsanto C243 F.3d 1316, 1330-31 (Fed. Cir. 2001);
Ecolochem, Inc. v. S. Cal. Edison C227 F.3d 1361, 1367-70 (Fed. Cir. 2008i))gh v. Brake
222 F.3d 1362, 1366-70 (Fed. Cir. 2008annu v. lolab Corp.155 F.3d 1344, 1349 (Fed. Cir.
1998);Gambro Lundia AB v. Baxter Healthcare Cqorpl0 F.3d 1573, 1576-78 (Fed. Cir. 1997);
LambWeston, Inc. v. McCain Foods, Lt@8 F.3d 540, 545 (Fed. Cir. 1996);re Bartfeld 925
F.2d 1450, 1452-53 (Fed. Cir. 199Rglston Purina Co. v. FaMar-Co, Inc, 772 F.2d 1570,
1574 (Fed. Cir. 1985Am. Stock Exch., LLC v. Mopex, 250 F. Supp. 2d 323, 328-32
(S.D.N.Y. 20@); In re Wyer 655 F.2d 221, 226 (C.C.P.A. 198Pfaff v. Wells Elecs. Inc525
U.S. 55 (1998)Helifix Ltd. v. BlokLok, Ltd, 208 F.3d 1339, 1346 (Fed. Cir. 200@pbott Labs.
v. Geneva Pharms., Ind82F.3d 1315, 1318 (Fed. Cir. 199¢)nnigan Corp. v. ITC180 F.3d
1354, 1365 (Fed. Cir. 1999);A. LaPorte, Inc. v. Norfolk Dredging C@87 F.2d 1577, 1581
(Fed. Cir. 1986)In re Hall, 781 F.2d 897, 898-99 (Fed. Cir. 198B)t.. Auld Co. v. Chroma
Graphics Corp.714 F.2d 1144, 1147-50 (Fed. Cir. 1983).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 20
UTILITY PATENTS —OBVIOUSNESS

Not all innovations are patentable. A utility patent claim is invalid if the claimed inventatd
have been obvious to a person of ordinary skill in the field at the time of invention. This mear
that even if all of the requirements of the claim cannot be found in a single priefeagnce that
would anticipate the claim or constitute a statutory bar to that claim, a persamnairpiskill in
the field who knew about all this prior art would have come up with the claimed invention.

The ultimate conclusion of whether a claim is obvious should be based upon your dei@nroinat
several factual decisions.

First, you must decide the level of ordinary skill in tredithat someone would have had at the
time the claimed invention was made. deciding the level of ordinary skill, you should consider
all the evidence introduced at trial, including:

(1) the levels of education and experience of persons working irettg f

(2) the types of problems encountered in the field; and

(3) the sophistication of the technology.
Second, you must decide the scope and content of the prior art. Thegsaigse as to whether
certain prior art references should be included in the prior art you use to decidediheofal
claims at issue. In order to be considered as prior art to a particulargiassoie here, these
references must be reasonably related to the claimed invention of that pateférence is
reasonably ralted if it is in the same field as the claimed invention or is from another field to
which a person of ordinary skill in the field would look to solve a known problem.

Third, you must decide what differences, if any, existed between the dlawention and the
prior art.

Finally, you should consider any of the following factors that you find have been shaha by
evidence:

Q) commercial success of a product due to the merits of the claimed invention;
(2) a long felt need for the solution provided by the claimed invention;

3) unsuccessful attempts by others to find the solution provided by the claimed
invention;

(4) copying of the claimed invention by others;
(5) unexpected and superior results from the claimed invention;

(6) acceptancey others of the claimed invention as shown by praise from others in
field or from the licensing of the claimed invention; and

(7) independent invention of the claimed invention by others before or at about the
same time as the named inventor thdught.

! Apple reserves its right to argue after the close of evidence that the scope antafathie prior art is not in dispute,
and that the jury does not therefore need to receive findtisn about how to resolve the sec@hamfactor.
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The presence of any of factoré6Inay be considered by you as an indication that the claimed
invention would not have been obvious at the time the claimed invention was made, and the
presence of factor 7 may be considered by you as an indication that the claimadnnwentd
have been obvious at such time. Although you should consider any evidence of these factors
relevance and importance of any of them to your decision on whether the claimadmweuld
have been obvious is up to you.

A patent claim composed of several elements is not proved obvious merely by datimgstat
each of its elements was independently known in the prior art. In evaluating whethex claim
would have been obvious, you may consider whether the alleged infringer has idemahsdra
that would have prompted a person of ordinary skill in the field to combine the elements or
concepts from the prior art in the same way as in the claimed invention. Thereriglaasiy to
define the line betweetrue inventiveness on the one hand (which is patentable) and the
application of common sense and ordinary skill to solve a problem on the other hand (which i
patentable). For example, market forces or other design incentives maythgrodoged a
change, rather than true inventiveness. You may consider whether the claangerely the
predictable result of using prior art elements according to their known functiomkether it was
the result of true inventiveness. You may also consider whithiee is some teaching or
suggestion in the prior art to make the modification or combination of elementsctiaithe
patent. Also, you may consider whether the innovation applies a known technique that had b
used to improve a similar device or method in a similar way. You may also consideemntheth
claimed invention would have been obvious to try, meaning that the claimed innovation was d
a relatively small number of possible approaches to the problem with a reasonablatexpef
sucess by those skilled in the aflowever,you must be careful not to determine obviousness
using the benefit of hindsight; many true inventions might seem obvious aftertth& éacshould
put yourself in the position of a person of ordinary skill ia field at the time the claimed
invention was made and you should not consider what is known today or what is learned fron
teaching of the patent.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3b.
Authorities

35 U.S.C. § 103Graham v.John Deere Cp.383 U.S. 1 (1966 KSR Int’l Co. v. Teleflex, Inc550
U.S. 398, 407 (2007Ruiz v. A.B. Chance C&®34 F.3d 654 (Fed. Cir. 200&rkie Lures, Inc. v.
Gene Larew Tackle, Inc119 F.3d 953, 957 (Fed. Cir. 199%pecialty Composites v. Cabot
Corp., 845 F.2d 981, 991 (Fed. Cir. 198®)indsurfing Int’l, Inc. v. AMF, In¢.782 F.2d 995, 1000
(Fed. Cir. 1986)Pentec. Inc. v. Graphic Controls Coyg.76 F.2d 309, 313 (Fed. Cir. 198%ee
Novo Nordisk A/S v. Becton Dickinson & C204 F.3d 1216, 1219-20 (Fed. Cir. 2002gang
Labs, Inc.. v. Toshiba Cor®93 F.2d 858, 864 (Fed. Cir. 199Bjiichi Sankyo Co. v. Apotex,
Inc.,501 F.3d. 1254, 1256 (Fed. Cir. 200Byown & Williamson Tobacco Corp. v. Philip Morris
Inc., 229 F.3d 1120, 1125 (Fed. Cir. 2008)BIA Neurosciences, Inc. v. Cadus Pharm. C&p5
F.3d 1349, 1355 (Fed. Cir. 200®yko Mfg. Co. v. Nu-Star, In@50 F.2d 714, 718-19 (Fed. Cir.
1991).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 21
PATENT EXHAUSTION

| will now instruct you on how to decide Apple’s defense of patent exhaustion. Apple contend
that Samsung is barred from enforcing the '516 and '941 patents against Applsscaifthone
and iPad products because they incorporate baseband chips that Intel sold teithpple
authorization from Samsung.

To prevail on the defense of patent exhaustion, Apple must prove that the following is myre li
true than not:

First, that Intel was authorized to sell the baseband chips under the terms ofrtbe lice
agreement betwaeeSamsung and Intel,

Second that the sales were made in the United Stakés. location of the sale depends on
many factors, and you may find that the sale occurred in several placake otaurs
wherever the “essential activities” of the sale tpleee. The essential activities include,
for example, negotiating the contract and performing obligations under the toarichc

Third , that, if the accused products infringe, it is because the baseband chips sugstan
embody the '516 and/or '94Jatents. The baseband chips embothe relevant patent if
theyinclude all the inventivaspects of the patented device

Apple must prove all three of these elements to prevail on this defense of pateistierhalf
Apple does not prove any one bete elements, you must reject Apple’s affirmative defense an
find for Samsung on this issue. If you find that Apple has proven all three elegmenisust find
for Apple on this issue.

Authorities

Quanta Computer, Inc. v. LG Elecs., I853 U.S. 617 (2008) (holding that a chip substantially
embodied a patent where there was “no reasonable use” for the chip other thande thecti
patent, and the chips “embod[ied] the essential features” of the patented invdmaosgore, LP
v. Elec. Transaction Consultants Cqrp63 F.3d 1271 (Fed. Cir. 2009);S. v. Univis Lens316
U.S. 241 (1942)Adams v. Burke84 U.S. 453 (1873Bloomer v. Millinger 68 U.S. 340, 350-51
(1863);Litecubes, LLC v. Northern Light Prods., In623 F.3d 1353, 1370-71 (Fed. Cir. 2008)
(determining the location of a sale by considering where the customersoseaterllwhen they
contracted for the accused products and where the products were deliNereah); Philips Corp.
v. Am. Vending Sales, In@5 F.3d 1576, 1579 (Fed. Cir. 1994) (stating that a sale occurs not g
where legal title passes, but also where contracting and performance BEEM, Elec.
Materials, Inc. v. Mitsubishi Materials Silicon Coy@20 F.3d 1369, 1377 (Fed. Cir. 2008); at
1376-77 (deteriming the location of a sale by considering where its “essential activities)'as
ordering, packaging, shipping and payment, took pl&@jx Corp. v. Intel Corp.846 F. Supp.
522, 539 (E.D. Tex. 1994) (“Cyrix 1994'ntel Corp. v. ULSI Sys. Teclngc., 995 F.2d 1566,
1568 (Fed. Cir. 1993 ornell Univ. v. HewletPackard Co.No. 01CV-1974, 2008 U.S. Dist.
LEXIS 60209 (N.D.N.Y. Aug. 1, 2008).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 24
UTILITY PATENT DAMAG ES—BURDEN OF PROOF

I will instruct you about the measure of damades claims of utility patent infringement By
instructing you on damages, | am not suggesting which party should win on @y iEgou find
that either partyinfringed any validand enforceablelaim of theother side’spaents, you must
then determine the amount of money damages to be awartlegig@tent holder to compensate i
for the infringement.

The amount of those damages must be adequate to compémsagtatent holder for the
infringement. A damages award shoulgut the patent holder in approximately the financi
position it would have been in had the infringement not occurred, but in no event may the da

award be less than a reasonable royalty. You should keep in mind that the damagesd/aveawa

meant b compensate the patent holder and not to punish an infringer.

Each @tent holder has the burden to persuade you of the amount of its damages. You should

award only those damages thia patent holder proves it suffered by a preponderance of the

Al
mag

evidence Whileapatent holder is not required to prove its damages with mathematical precision,

it must prove them with reasonable certaintjeither @tent holder is entitled to damages that arsg
remote or speculative.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1.

Authorities

35 U.S.C. § 284 (no reference to causati@oy Chem. Co. v. Mee Indus., In841 F.3d 1370,
1381-82 (Fed. Cir. 2003%rain Processing Corp. v. Am. Maize-Prod. Ci85 F.3d 1341, 1349

(Fed. Cir. 1999)Maxwellv. J. Baker, InG.86 F.3d 1098, 1108-09 (Fed. Cir. 1998ie-Hite
Corp. v. Kelley Cq.56 F.3d 1538, 1544-45 (Fed. Cir. 199&n pang.
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[DISPUTED] FINAL JURY INSTRUCTION NO. 25
UTILITY PATENT DAMAG ES—LOST PROFITS —GENERALLY

In this case, Apple seeks to recover lost profits for some of Samsung’s salegeflglinfringing
products and a reasonable royalty on the rest of Samsung’s allegedly infrisaeg Samsung
does not seek lost profits for infringement of its utility patents.

To recwver lost profits for infringing sale®\pple must show that but for the infringemehgre is

a reasonable probability that it would have made saleS#masung Electronics Company,
Samsung Electronics America, and Samsung Telecommunications Americafrtfagenfringing
products. Apple must show the share of Sam'swsales that it would have made if the infringing
products had not been on the market.

You must allocate the lost profits based upon the custdemeand for the patented feature of the
infringing products. That is, you must determine which profits derive from teatpd invention
that Samsung sells, and not from other features of the infringing products.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.2.
Authorities

Aro Mfg. Co. v. Convertible Top C&B77 U.S. 476, 502-07 (1968eauregard v. Mega Sys., LLC
350 F.3d 1327, 1345-46 (Fed. Cir. 2003gntral Soya Co. v. George A. Hormel &.Co23 F.2d
1573, 1579 (Fed. Cir. 1983)am, Inc. v. Johns-Manville Corpr18 F.2d 1056, 1065 (Fed. Cir.
1983);Rite-Hite Corp. v. Kelley Cp56 F.3d 1538, 1545, 1548-49 (Fed. Cir. 1995) (en banc);
Siemens Med. Solutions USA, Inc. v. Saint-Gobain Ceramics & Plastic§3id-.3d 1269,
1287-91 (Fed. Cir. 2011RePuy Spine, Inc. v. Medtronic Sofamor Danek,, 567 F.3d 1314,

1330-32 (Fed. Cir. 2009Ferguson Beauregard/Logic Controls, Div. of Dover Res., Inc. v. Megga

Sys., LLC 350 F.3d 1327, 1346 (Fed. Cir. 2003) (vacating and remanding lost profits award fg
entire value of a dece containing a first component embodying a first patent, found infringed,
well as a second component embodying a second patent, found not infringed, wherequiaoffits
fairly be allocated to customer demand for second compori&ra); Processing Corp. v.
American Maize-Products Gadl85 F.3d 1341, 1350 (Fed. Cir. 1999dtirts have given patentees
significant latitude to prove and recover lost profits for a wide variety oéeale economic
effects of the infringemeh;, State Industries Inc Wlor-Flo Indus, 883 F.3d 1573, 1578-79 (Fed.
Cir. 1983)
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UTILITY PATENT DAMAG ES—LOST PROFITS—FACTORS TO CONSIDER

Apple is entitled to lost profits if it proves all of the following:

(1)
(2)

@)

(4)

Source

N.D. Cal.Model Patent Jury Instr. B.5.3.

Authorities

DePuy Spine, Inc. v. Medtronic Sofamor Danek,, 1567 F.3d 1314, 1330-32 (Fed. Cir. 2009);
Ericsson, Inc. v. Hais Corp, 352 F.3d 1369, 1377-79 (Fed. Cir. 2008)¢cro Chem., Inc. v.
Lextron, Inc, 318 F.3d 1119, 1122-23 (Fed. Cir. 2003%rgoyles, Inc. v. United Statekl3

F.3d 1572, 1577-78 (Fed. Cir. 199Tgrella v. Starlight Archery804 F.2d 135, 141 (FeGir.
1986);Gyromat Corp. v. Champion Spark Plug C&35 F.2d 549, 552-53 (Fed. Cir. 1984);
Panduit Corp. v. Stahlin Bros. Fibre Works, In&75 F.2d 1152, 1156 (6th Cir. 1978).

5:11-CV-01846LHK
TENTATIVE FINAL JURY INSTRUCTIONS

[DISPUTED] FINAL JURY INSTRUCTION NO. 26

that there was demand for the pdigel products

that there were no non-infringing substitutes for each of the infringing psyauctf
there were, the number of the sales of each product made by Samsung Electroni
Company, Samsung Electronics Ameriaad Samsung Telecommunications
America that Apple would have made despite the availability of othenrfionging
substitutes. An alternative may be considered available as a potential sibsgtut
if it was not actually on sale during the infringement period. Factors sutgyésit
the alternative was available include whether the material, experience, anthdwow
for the alleged substitute were readily available. Factors suggestinigegha
alternative was not available include whether the material was ohgylticost as to
render the alternative unavailable and whether Samsung had to design or invent
around the patented technology to develop an alleged substitute;

that Apple had the manufacturing and marketing capacity to make any infreajesy
actually made by Samsung Electronics Company, Samsung Electronics Anaadca
Samsung Telecommunications America and for which Apple seeks an award of Ig
profits; and

the amount of profit that Apple would have made if Samsung Electronics Compar

Samsung ectronics Americaand Samsung Telecommunications America had nof
infringed.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 26.1
UTILITY PATENT DAMAG ES—LOST PROFITS—AMOUNT OF PROFIT

Apple may calculate its lost profits on any lost sales by computing the losueef@ sales it
claims it would have made but for the infringement and subtracting from that firguaenount of
additional costs or expenses it would have incurred in making those lost sales, suclfas cost
goods, sales costs, packaging costs, and shipping costs.

Source

Federal Circuit Bar Association Model Patent Jury Instr. B.6.2 (modified).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 27
UTILITY PATENT DAMAGES —OST PROFITS—MARKET SHARE

One way Apple may prove the number of sales it would have made if the infringement hgd nc

happened is to prove its share of the relevant market excluding infringing products. ayou
award Apple a share of pitsf equal to that market share.

In deciding Apple’s market share, you must decide which products are in éppla’ket.

Products are in the same market if they are sufficiently similar to conpatesaeach other. Two
products are sufficiently sinaf if one does not have a significantly higher price than or poss
characteristics significantly different than the other.

Source

N.D. Cal. Model Patent Jury Instr. B.5.3a.

Authorities

Micro Chem., Inc. v. Lextron, Inc318 F.3d 1119, 1124 (Fed. Cir. 2003)ystal Semiconductor
Corp. v. Tritech Microelectronics Int’l, Inc246 F.3d 1336, 1354-55 (Fed. Cir. 20(8fgte

Indus., Inc. v. Mor-Flo Indus., Inc883 F.2d 1573, 1580 (Fed. Cir. 198B)C Leisure Prods.,
Inc. v. Windsurfing Int’l, Inc, 1 F.3d 1214, 1218 (Fed. Cir. 1993).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 28
UTILITY PATENT DAMAG ES—REASONABLE ROYALTY —ENTITLEMENT

Both Apple and Samsung seek a reasonable royalty for the infringement of theatikes utility
patents.

If Apple hasnot proved its claim for lost profits, or has proved its claim for lost profits for @nl
portion of the infringing sales, the&xpple should be awarded a reasonable royalty for all infringir
Samsungales for whichApple has not been awarded lost profissnages.

Samsung does not make a claim for lost prof@8amsunghould be awarded a reasonable royal
for all infringing Apple sales.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.6.
Authorities

35 U.S.C. § 284Crystal Semiconduor Corp. v. Tritech Microelectronics Int’l, Inc246 F.3d
1336 (Fed. Cir. 2001Fromson v. Western Litho Plate & Supply (b3 F.2d 1568, 1574 (Fed.
Cir. 1998) (overruled on other groundsjinco, Inc. v. Combustion Eng’g, In@5 F.3d 1109,
1119-20 (Fed. Cir. 1996Mahurkar v. C.R. Bard, Inc79 F.3d 1572, 1579 (Fed. Cir. 199B)te-
Hite Corp. v. Kelley C956 F.3d 1538, 1554 (Fed. Cir. 1998 bang; Uniloc USA, Inc. v.
Microsoft Corp, 632 F.3d 1292, 1311 (Fed. Cir. 2011)cent Tects, Inc.v. Gateway, Ing.

580 F.3d 1301, 1336 (Fed. Cir. 2009).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 29
UTILITY PATENT DAMAG ES—REASONABLE ROYALTY —DEFINITION

A royalty is a payment made to a patent holder in exchange for the right to meke sed the
claimed invention. This right is called a “license.” A reasonable royalty igsayr@ent for the
license that would have resulted from a hypothetical negotiation between thiehgdder and the
infringer taking place at the time when the infringing\aty first began. In considering the nature
of this negotiation, you must assume that the patent holder and the infringer would h@ve acte
reasonably and would have entered into a license agreement. You must also assunfre that bd
parties believed thegpent was valid and infringed. Your role is to determine what the result of
that negotiation would have been. The test for damages is what royalty would lidteel fesm

the hypothetical negotiation and not simply what either party would have preferred.

A royalty can be calculated in several different ways and it is for you to detewhich way is

the most appropriate based on the evidence you have heard. One way to calcuddty ia toy
determine what is called an “ongoing royalty.” To calteiEn ongoing royalty, you must first
determine the “base,” that is, the product on which the infringer is to pay. You then need to
multiply the revenue the defendant obtained from that base by the “rate’tentagye that you

find would have resulted from the hypothetical negotiatiéor example, if the patent covers a
nail, and the nail sells for $1, and the licensee sold 200 nails, the base revenue would be $20
the rate you find would have resulted from the hypothetical negotiation is 1%hémyalty

would be $2, or the rate of .01 times the base revenue of $200.

If the patent covers only part of the product that the infringer sells, then thevtmalsenormally

be only that feature or component. For example, if you find that for a $t0the patented
feature is the tires which sell for $5, the base revenue would be $5. However, in ateincenrs
which the patented feature is the reason customers buy the whole product, thedmseaeuld

be the value of the whole product. Even if the patented feature is not the reason for custome
demand, the value of the whole product could be used if, for example, the value of the patent
feature could not be separated out from the value of the whole product. In such a cager, howe
the rateresulting from the hypothetical negotiation would be a lower rate because itgs bein
applied to the value of the whole product and the patented feature is not the reason for the
customer’s purchase of the whole product.

A second way to calculate a rotyals to determine a oAEme lump sum payment that the infringer

would have paid at the time of the hypothetical negotiation for a license coarsades of the
licensed product both past and future. This differs from payment of an ongoing royaligee
with an ongoing royalty, the licensee pays based on the revenue of actuaddiperducts it sells.
When a one-time lump sum is paid, the infringer pays a single price for a lm®reseng both
past and future infringing sales.

It is up to you, based on the evidence, to decide what type of royalty is appropriadecasthi

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.7.
Authorities

35 U.S.C. § 284Crystal Semiconductor Corp. v. Tritech Microelectronics Int'l, 246 F.3d
1336 (Fed. Cir. 2001F;romson v. Western Litho Plate & Supply (853 F.2d 1568, 1574 (Fed.
Cir. 1998) (overruled on other groundsjinco, Inc. v. Combustion Eng’g, In@5 F.3d 1109,
1119-20 (Fed. Cir. 1996Mahurkar v. C.R. Bard, Inc79 F.3d 1572, 1579 (Fed. Cir. 199B)te-
Hite Corp. v. Kelley C956 F.3d 1538, 1554 (Fed. Cir. 1995) (en baGo)jght, Inc., v. WaMart
Stores, InG.355 F.3d 1327, 1338 (Fed. Cir. 200¥axwell v. J. Baker, Inc86 F.3d 1098, 1108-
10 (Fed. Cir. 1996)eorgiaPacific Corp. v. United States Plywood Corpl8 F. Supp. 1116,
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1120 (S.D.N.Y. 1970}%Jniloc USA, Inc. v. Microsoft Corp632 F.3d 1292, 1311 (Fed. Cir. 2011)
Lucent Tects, Inc. v. Gateway, Inc580 F.3d 1301, 1336 (Fed. Cir. 2009).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 31
UTILITY PATENT DAMAG ES—DATE OF COMMENCEMENT —PRODUCTS

Damages that Apple may be awarded by you commence on the d&artigatng Electronics
Company, Samsung Electronics Ameriaad/or Samsung Telecommunications America has bo
infringed and been notified of the patent or patents it infringed.

If you find that Apple sells products that include the claimed designs but has not nhaded t
products with the patent numbeysu must determine the date tleach Samsung entitgceived
actualwritten notice of the patestand the specific products alleged to infringe.

While you may identify an earlier date by whieach amsungentity had notice of Apple’s claims
of infringement based on your evaluation of the evidence, Apple’s lawsuit provided Sasushng
notice for the 381 and915 patents no later than April 15, 2011, and for the 163 patent no late
than June 16, 2011.

On the other hand, if you find that Apple does not sell products covered by a patent, thersdan
begin without the requirement for actual notice under the following circumstance

If the patent was granted before the infringing activity began, damagelsl &ie calculated
as of the date you determine that ithfengement begaror

If the patentwas granted aftexachSamsungentity's infringement begaas determined by
you, damages should be calculated as of the date the patent issued.

With respect to Samsung’s '460 patehe damagegou may award Samsung for any infringemer
should be calculated as of August 18, 20,ause Samsung is asserting only method clagms
that patent

With respect to Samsung’s '516, '711, '893, and '941 pateatsades thabamsungnay be
awarded commence on the date #haple has both infringed and been notified of the patent
patents it infringed.

If you find that Samsung sells products that inclisslelaimed inventios from these patentsut

has not marked those products with the patent numbers, you must determine the date that Ay
received aatal written notice of the patenand the specific products alleged to infringe.

While you may identify an earlier date by which Apple had notice of Samsclagiss of
infringement based on your evaluation of the evidence, Samsung’s claims providedudgp
notice by no later than June 16, 2011.

On the other hand, if you find that Samsung does not sell prachustsed bya patent, then
damages begin without the requirement for actual notice under the following siecw®s:

If the patent was graed before the infringing activity begatgamages should be calculateg
as of the date you determine that ithfengement begaror

If the patent was granted afteachSamsungentity's infringement begaas determined by
you, damages should be caldgla as of the date the patent issued.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.5.8.

Authorities
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35 U.S.C. § 287SRlI Intl, Inc. v. Advanced Tech. Labs., Int27 F.3d 1462, 1470 (Fed. Cir.
1997) (‘the purpose of the actual noticgugéement is met when the recipient is notified, with
sufficient specificity, that the patent holder believes that the recipiené ofdtice may be an
infringer. Thus, the actual notice requirement of § 287(a) is satisfied when thiemes informed
of the identity of the patent and the activity that is believed to be an infringescenmpanied by
a proposal to abate the infringement, whether by license or othéwiSe/stal Semiconductor
Corp. v. Tritech Microelectronics Int'l, Inc246 F.3d 1336 (Fed. Cir. 200Nike Inc. v. WaMart
Stores 138 F.3d 1437, 1443-44 (Fed. Cir. 199dgxwell v. J. Baker, In¢86 F.3d 1098, 1111-12
(Fed. Cir. 1996)American Med. Sys. v. Medidahgg Corp., 6 F.3d 1523, 1534 (Fed. Cir. 1993);
Devices for MedInc. v. Boehl822 F.2d 1062, 1066 (Fed. Cir. 198Zgeco Mach. Mfg., Ltd. v.
Intercole, Inc.817 F. Supp. 979 (D. Mass. 1992) (actual notice does not require identifying a
particular patent by number where plaintiff acted affirmatively to notify dnemsary that he had a
patent on a given item and the defendant was infringing that paZenipe v. Royer55 U.S. 565,
584-85 (1895) (holding that where plaintiffs presented evidence of actual notice and defendaf
offered evidence that they did not receive notice, the “court ought to have submitiguaettaon

to the jury”’); Minks v. Polaris Indus., Inc546 F.3d 1364, 1376-77 (Fed. Cir. 2008) (trier of fact
must take into account the history of the relationship between the parties wherrdete
whether a communication wasufficiently specifi¢ to give rise to actual noticey. at 1364
(“[T]he court’s instruction to the jury should have more clearly articulatddiththe context of
this ongoing relationship between the parties, knowledgespéeific infringing device is not a
legal prerequisite to such a finding.Funai Elec. Co., Ltd. v. Daewoo Elec. Cor§l6 F.3d 1357,
1373 (Fed. Cir. 2010) (communication giving rise to actual notice does not need to idéntify
related products sincensuing discovery . . . may bring those products within the scope of the
notice”).
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DESIGN PATENT JURY INSTRUCTIONS
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[DISPUTED] FINAL JURY INSTRUCTION NO. 32
DESIGN PATENTS—INTERPRETATION OF PA TENT CLAIMS

Before you decide whether Samsungdilonics Company, Samsung Electronics America, and/q
Samsung Telecommunications America have infringed one or méeptd’s asserted design
patents, or whether the design patents are invalid, you will have to understandghedtsit
claims.

Unlike utility patents, a design patent can only have one claim. That claim coveesfigiiths in
the patent. It is permissible to illustrate more than one embodiment of a design iie desgn
patent application. Each design patent containkiple drawings to illustrate the claimed design.
The scope of the claim encompasses the design’s visual appearance as a whedenolt clover a
general design concept, and is not limited to isolated features of the gsawlhmatter depicted
in solid lines contributes to the overall appearance of the design.

It is my job as a judge to interpret for you what is claimed by the patents. Y&itaotept my
interpretations as correct. My interpretations should not be taken as an amdibatil have an
opinion one way or another regarding the issues of infringement and invalidity. Therkcisi
regarding infringement and invalidity are yours to make. When consideringdige patents,
you should view certain features in the drawimgthis way:

e D'677 Patent

The D’677 Patent claims the ornamental design of an electronic devsbewas in Figures 1-8.
The broken lines in the D’'677 Patent constitute unclaimed subject matter. The useldfléatl
surface shading” on the D’'677 Patent represents the color black. The use of obdicainating
on the D’'677 Patent is used to show a transparent, translucent, or highly polished torereflec
surface.

e D'087 Patent

The D’087 Patent claims the ornamental design of an electronic device as stogures 148.
The broken lines in the D’087 Patent constitute unclaimed subject matter. Thus, the &7 P
claims the front face, a “bezel encircling the front face of the patented desigreftends from

the front of the phone to its sides,” and a flat contour of the front face, but does not clast tfe [

the article of manufacture.

o D’889 Patent

The D’889 Patent claims the ornamental design of an electronic dewsbews in Figures 1-9.
The broken lines depicting the human figure in Figure 9 do not form a part of the clasigd de
The other broken lines in the other figures are part of the claimed design. The BB8tchides
oblique line shading on several of the figures. The oblique line shadkigures 13 and Figure
9 depicts a transparent, translucent, or highly polished or reflective surfacthé&oop
perspective view of the claimed design, the top view of the claimed design, and the bottom
perspective view of the claimed design.

e D’305 Patent
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The D’305 Patent claims the ornamental design for a graphical user inferfacdisplay screen
or portion thereof, as shown in Figures 1-2. The broken line showing of a displayisdoe¢h
views forms no part of the claimed design.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.2.1; The Intellectual Pyopemers Ass’'n
Model Design Patent Jury Instr. 5, 7.2; Samsung’s Proposed Instruction 32; Apppaisdt
Instruction 32.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 33
DESIGN PATENT INFRIN GEMENT —BURDEN OF PROOF

To prove infringement of any of its design patents, Apple must prove by a prepoedei tmne
evidencehat Samsung has infringed the patent.

Source

Adapted from N.D. Cal. Model Patent Jury Instr. B.3.1.
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[DISPUTED] FINAL JURY INSTRUCTION N O. 34
DESIGN PATENTS—INFRINGEMENT GENERALLY

| will now instruct you as to the rules you must follow when deciding whether Applprbaen
that one or more of the Samsung entities (Samsung Electronics America, Samsung
Telecommunications America, and SamgUlectronics Companyias directlyinfringed the
D677, D'087, D’305 and/or D’889 design patents.

As with utility patents, ptent law gives the owner of a valid design patent the right to exclude
others fromimporting, making, using, offering to sell; gelling the patented desigmgthin the
United States during the term of the patent. Any person or company that has engagexd in a
those acts without the design patent owner’s permission infringes the patent.

In deciding whether a sale has takescpl “within the United States,” you may find the following
guidelines helpful to your analysis: The location of the sale depends on rotorg,fand you may
find that the sale occurred in several places. A sale occurs wherever the “eastwitials” of the
sale take place. The essential activities include, for example, negotiatingtteeicand
performing obligations under the contract.

Apple bears the burden of provibg a preponderance of the evidetitat each device infringes
each separaggatent. Therefore, yothe jury,must determine infringement for each patent
separately, considering each individual device separately.

Source AIPLA Model Patent Jury Instructions 3.0; Samsung’s Proposed Instruction number 3
(modified); Samsung’s Proposed Instruction number 34.2 (modified); Apple’s Proposadtios
number 34.1 (modified).

Authorities: 35 U.S.C. 8§ 271l itecubes, LLC v. N. Light Prog$23 F.3d 1353, 1369-71 (Fed.
Cir. 2008);SEB S.A. v. Montgomery Ward & C694 F.3d 1360, 1375 (Fed. Cir. 2010);
Transocean Offshore Deepwater Drilling, Inc. v. Maersk Contrs. USA,80& F.3d 1296, 1310
(Fed. Cir. 2010)MEMC Elec. Materials, Inc. v. Mitsubishi Materials Silicet20 F.3d 1369, 1375
(Fed. Cir. 2005);
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[DISPUTED] FINAL JURY INSTRUCTION NO. 34.1
DESIGN PATENTS—DIRECT INFRINGEMENT

To determine direct infringement of a design patent, you must compare the queeallamces of
the accused design and the claimed design.

If you find by a preponderance of the evidetica the overall appearance of an accused Samsur
design is substantially the same as the overall appearance of the claimed Applpatesiggmd
that the accused design waade, used, sold, offered for salejmported within the United
Statesyou must find thathe accused design infringed the claimed design.

Two designs are substantially the same if, in the eye of an ordinary obsernvey sgich attention
as a purchaser usually gives, the resemblance between the two designs is sueteagetsuth
an observer, inducing him to purchase one supposing it to be the other. You should consider
perceived similarities or differences between the patented and accused desimgrsdifférences
should not prevent a finding of infringement.

This determination of whether two designs are substantially the same will benefictnrmparing
the two designs with prior art. You must familiarize yourself with the priordanitéed at trial in
making your determination of whether there has been diretctgement.

You may find the following guidelines helpful to your analysis:

1. The placement and ornamentation of a logo may alter the overall design. Howeuseg th
of a mark or logo to identify the source of an otherwise infringing desigmatikvoid
infringement.

2. When the claimed design is visually close to prior art designs, smalledities between
the accused design and the claimed design may be important in analyzing Wiesther
overall appearances of the accused and claimed designdstansially the same.

3. If the accused design includes a feature of the claimed design that departsuousdypi
from the prior art, you may find that feature important in analyzing whether thalove
appearance of the accused and claimed designs are substantially the same.

4. If the accused design is visually closer to the claimed design than it is tosast@aor
art, you may find this comparison important in analyzing whether the overallrappes
of the accused and claimed designs are substantially the same.

5. You should notonsider the size of the accused products if the asserted design patent
not specify the size of the design.

While these guidelines may be helpful, the test for infringement is whbinewverall appearances
of the accused design and the claimedgiteare substantially the same

Whether Samsung knew its products infringed or even knew of Apple design patents does nd
matter in determining infringement

Source Apple’s Proposed Instruction number 34 (modifiesljapted from The Intellectual
Property Owners Asgs Model Design Patent Jury Instr. 8Bgyptian Goddess, Inc. v. Swisa,.|nc
543 F.3d 665, 681 (Fed. Cir. 20q8n banc)Gorham Co. v. White81 U.S. 511, 528 (1871).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 34.2
DESIGN PATENT DIRECT INFRINGEMENT —COMPARISONS

In deciding the issue of infringement you must compare Samsung’s accused pmtheidesign
patents. In addition, you have heard evidence about certain Apple products and myadeis. If
determine that any of Apple’s products or models are substantially the samépgle patent
design and that the product or model has no significant distinctions with the design, you may
compare the product or model directly to the accused Samsung productmaylieilitate your
determination of whether the accused products infringe the Apple patent desiga.ddtermine
that a particular Apple product or model does not embody a patented design, you may aot co
it to the accused devices

Source Samsung’s Proposed Instruction number 34.4 (modified); AdaptedTinenntellectual
Property Owners Ass Model Design Patent Jury Instr. 8L3A. Gear, Inc. v. Thom McAn Shoe
Co, 988 F.2d 1117, 1125-26 (Fed. Cir. 1993) (“When the patented design and the design of t
article sold by the patentee are substantially the same, it is not error to edhgpatenteg and
the accused articles directly, indeed, such comparison may facilitate applicg@orham

criterion of whether an ordinary purchaser would be deceived into thinking that anéhever
other?).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 35
DESIGN PATENTS—INVALIDITY BURDEN OF PROOF

| will now instruct you on the rules you must follow in deciding whether Samsungrbesn that
the Apple design patents are invalid. Before discussing the specificl ks, to remind you
about the standard of proof that applies to this defense. To prove invalidity of agy jpitsint,
Samsung must persuade you by clear and convincing evitteatdbe degn patent is invalid.

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.4.1.
Authorities

Microsoft Corp. v. i4i Ltd. P’shipl31 S.Ct. 2238, 2242, 2251 (201B)ildex, Inc. v. Kason
Indus., Inc. 849 F.2d 1461, 1463 (Fed. Cir. 1988ybritech, Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1375 (Fed. Cir. 1988iele Pharma Inc. v. Lupin LidNo. 2012-1228, 2012
U.S. App. LEXIS 13513, at *12-14 (Fed. Cir. July 2, 2012) (“Whether a reference was previoy
considered by the PTO, the burden of proof is the same: clear and convincing evidence of
invalidity.”).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 36
DESIGN PATENTS—PRIOR ART

Before | describe how to assess whether Apple’s design patents dict inwal instruct you
about documents and things called “prior art.”

In general, prior art includes things that existed before the claimed designethat
publicly known in this country, or used in a publicly accessible way in this country, ordhat w
patented or described in a publication in any country.

Specifically, prior art includes any of the following items received intdesge during
trial:

e If the claimed design waaready publicly known or publicly used by others in the United
States before the date of invention of the claimed design;

¢ If the claimed design was already patented or described in a printed publarafiwhere
in the world before the date of invention of the claimed design. A referenceriatadp
publication” if it is accessible to those interested in the field, even if it is difficultdp fin

¢ |If the claimed design was already described in another issued U.S. paiebtisimed U.S.
patent application that was based on an application filed before the date of invetti®n o
claimed design;

¢ |If the claimal design was already made by someone else in the United States before th
date of invention, if that other person had not abandoned, suppressedcealedis/her
invention.

Since the date of invention of the D’677 and D’087 patents is in dispute in this case, you mus
determine whether Apple has proved the dates these designs were invented. Ghiedatéon
occurs when the invention is shown in its complete form by drawings, disclosure tar amothe
other forms of evidence presented at trial. If you determine that Appl®hasoved whethe
patentsvere invented, you must assume that the date of invention of the patented designs w3
until the filing date of the patent.
The Apple design patents have the following filing dates:

e D’677 patent: January 5, 2007

e D’087 patent: January 5, 2007

e D’889 patent: March 17, 2004

e D’305 patent: June 23, 2007

Source Apple’s Proposed Instruction Number 36 (modified); N.D. Cal. Model Patent Jury
Instruction B.4.3A1 (modified).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 37
DESIGN PATENTS—ANTICIPATION

A design patent is invalid if it is not newvif a designpatent is not new we say it is “anticipated”
by a prior art referencer-or a claimed design patent to be invalid because it is anticjpated

Samsing must provéy clear and convincing evidentteat there is a single prior art reference that
is substantially the same as the claimed design patent.

The same standard of substantial similarity that applied to infringement alssdpp

anticipation. That ighe single prior art reference and the claimed design patesubstantially
the same if, in the eye of an ordinary observer, giving such attention as a puushadgrgives,
the resemblance between the two designs is such as to deceiam siogerver, inducing him to
purchase one supposing it to be the other. You should consider any perceived similarities or
differences between the claimed design and prior art reference. Mifgveddes should not
prevent a finding of anticipation.

Saurce: Apple’s Proposed Instruction number 36 (modified); Adapted from N.D. Cal. Model
Patent Jury Instr. B.4.3aEgyptian Goddess, Inc. v. Swisa, Ub43 F.3d 665, 670 (Fed. Cir.
2008) (quotingsorham Co. v. White8l U.S. 511, 528 (1871))¢. at 11 (“For the anticipation and
obviousness analysis, the focus should likewise béhenoverall designof the patent as
compared to the prior art.”)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 38
DESIGN PATENTS—OBVIOUSNESS

Even if adesign is not anticipated by a single referenamay still be invalidf the claimed design
would have been obvious to a designer of ordinary skill in the field at the time the dasign w
made Unlike anticipation, which allows consideration of only one item of prior art, obviousnes
may be shown by considering more than one item of prior art. The ultimate condtigihether
a claimed design is obvious should be based upon your determination of several fasoalsdec

First, you must decide tHevel of ordinary skill in the field of the patent at the time the claimed
design was made. In deciding this, you should consider all the evidence from taainigic

(1) the levels of education and experience of persons designing articles in the field
(2) the types of problems encountered in designing articles in the field; and
3) the sophistication of the field.

Second, you must determine if a designer of ordinary skill in these designs woultbhdieed
the prior art references to create the same overall visual appearance as the claimed dekign.
this, you must consider whether Samsung has identifipdadry’ prior art reference. A
“primary’ reference mudte an actual design whicheates basically the same visual impression
as the patented dign.

If you identify a primary reference, you must then consider whether Sarhaandentified one or
more “secondary” prior art references. “Secondary” references are othencefethat are so
visually related to the primary reference that the appearance of certain orndesatak in the
other references would suggest the application of those features to the pefa@yce If you

find that there are one or more such secondary references, you must deteandiesgher of
ordinary skill inthese designs would have combined these references to create the same ove
visual appearance as the claimed design

Finally, before deciding the issue of obviousness, you must consider other factorgtitathow
that the designs were not obvious despite the prior art. You may only consider thosdHattor
Apple has established through evidence admitted at trial. Nfaotwe done is dispositive:

(1)  Were products covered by the claimed design commercially successful dae to t
appearance of thdaimeddesigr?

(2) Did others copy the claimed design?

3) Did the claimed design achieve an unexpectedly superior appearance over the
closest prior art?

4) Did others in the fielgrraise the claimed design or express admiration for the
claimed design?

The presence of any of the factors may be considered by you as an indicatibe thated
invention would not have been obvious at the time the claimed invention was Altdarigh you
should consider any evidence of these factors, the relevancapodance of any of them to your
decision on whether the claimed invention would have been obvious is up to you.

In deciding whether the claimed design was obvious, keep in mind that a design wigh seve
features is not obvious merely because each individual feature was presentart piésigns.

You must always be careful not to determine obviousness using the benefit of hindsight. You
should put yourself in the position of a person of ordinary skill in the field at the timmatmed
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design was @de and should not consider what is known today.
Source

Apple’s Proposed Instruction number 38 (modified); Samsung’s Proposed Instructiorr 38m3be
(modified); Adapted from N.D. Cal. Model Patent Jury Instr. B.4.3b; The Intellectual Pyopert
Owners Ass Model Design Patent Jury Instr. 9.7- 9.BE@ple Inc. v. Samsung Elecs. (878

F.3d 1314, 1329, 1332 (Fed. Cir. 201Ryrling v. Spectrum Furniture Co., Inc01 F.3d 100,

103 (Fed. Cir. 1996) (“[T]he ultimate inquiry . . . is whether the claimed design would hawve be
obvious to a designer of ordinary skill who designs articles of the type invQivied| Seaway
Trading Corp. v. Walgreens Car®b89 F.3d 1233, 1240-41 (Fed Cir. 2009).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 39
DESIGN PATENTS—INVALIDITY —LACK OF ORNAMENTALIT Y

Design patents protect the ornamental appearance, including shape or coofigafan article of
manufacture. If Samsung provgclear and convincing evidentteat the overall appearance of

an Applepatented degn is dictated by how the article claimed in the patent works, the patent i

invalid because the design is not “ornamental.” In other words, the inventor did not *design
anything because in order to achieve the function of the design, it had to beddésanwvay.

When deciding this, you should keep in mind that design patents must be for articles of
manufacture, which by definition have inherent functional characteristicsndtmal that
claimed designs perform some function — that does not difsgilnem from patent protection.

When there are several other designs that achieve the function of an article faictoaeuthe
design of the article is more likely to serve a primarily ornamental purgéseever, this may
not be true if the o#r designs adversely affect the utility of the article.

Source

Apple’s Proposed Instruction number 39 (modified); Adapted from The Intellecyad iy
Owners As% Model Design Patent Jury Instr. 9.11A. Gear v. Thom McAn Shoe C@38 F.2d
1117, 1123 (Fed. Cir. 1993est Lock Corp. v. llco Unican Car®4 F.3d 1563, 1566 (Fed. Cir.
1996) (‘A design is not dictated solely by its function when alternative designs farttble of
manufacture are availablé.
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[DISPUTED] FINAL JURY INSTRUCTI ON NO. 40
DESIGN PATENT DAMAGE S—BURDEN OF PROOF

| will instruct you about the measure of damages for infringement of Apple’s degmgms By
instructing you on damages, | am not suggesting which party should win on any issue.

If you find that Samsung Electronics America, Samsung Telecommunicationsanaer/or
Samsung Electronics Company infringed any valid Apple design patent, you must dramrdet
the money damages to award Apple. The amount of those damages must be adequate to
compensate Age for the infringement. You should keep in mind that the damages you award
meant to compensate the patent holder and not to punish an infringer.

In relation to design patents, Apple can elect to prove either actual damages, known as
compensatory daages, oit may elect to prove the defendant’s profits as its measure of
potential recovery. As compensatory damages, Apple may prove either its own lost rafi
reasonable royalty for the design patent. Apple is not entitled to recover bothnsathopg
damages and defendant’s profits.

Apple has the burden to prove that Apple’s calculation of damages is correctdpoaderance of
the evidenceWhile Apple is not required to prove its damages with mathematical precision, it
must prove them with reasonable certainty. Apple is not entitled to damagee tleahate or
speculative.

Source

Apple’s Proposed Instruction number 40 (modified); Samsung’s Proposed Instructiorr d@mbe
(modified); Adapted from N.D. Cal. Model Patent Jury Instr. B.5.1; The Intellectual Ryoper
Owners As% Model Design Patent Jury Instr. 10.1.
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[DISPUTED] FINAL JURY INSTRUCTION NO. 41
DESIGN PATENT DAMAGE S—LOST PROFITS

In this case, Apple seeks to recover [msffits forsome of Samsung Electronics Company’s,
Samsung Electronics America’s, and Samsung Telecommunications America’sfsalesging
products. In assessing Apple’s right to recover lost profits for SamsungoBlestCompany’s,
Samsung Electronics America’s, and Samsung Telecommunications Asgricagement of its
design patents, you should apply the same rules | already explained in the comepmffits for
infringement of Apple’s utility patents. Those Instructions are set out in JurydtisnNos. 25,
26, 26.1, and 27.

Whereve in those Instructions | referred to Apple’s utility patents, you should now fotus
Apple’s design patents. Wherever in those Instructions | referred to theepatargntion, you
should now focus on the patented design. Wherever in those Instsuaederred to patented
products or products covered by a patent claim, you should now focus on products or lzaticles
use or embodthe patented design.

Source

Apple’s Proposed Instruction number 41 (modified); Adapted from N.D. Cal. Model Patgnt J
Instr. B.5.2.
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[DISPUTED] FINAL JURY INSTRUCTION NO. 42
DESIGN PATENT INFRIN GEMENT DAMAGES —DEFENDANT'’S PROFITS

In this caseApple has elected to seek Samsung Electronics Company’s, Samsung Electronic$
America’s, and Samsung Telecommunications Aoaésiprofits from sales of products alleged to
infringe Apple’s design patents. If you find infringement by any Samsuegaint and do not
find Apple’s design patents are invalid, you may award Apple that Samsung defernoi@ht’

profit attributable tahe infringing products.

The*“total profit’ of Samsung Electronics Company, Samsung Electronics America and/or
Samsung Telecommunications America means the entire profit on the sale tttaécawhich

the patented design is appliedwith which it s usegdand not just the portion of profit attributable
to the design oornamental aspects coveredthg patent. “Total profit” does not include profit
attributable to other products that may be sold in association with an infringirlg anibodying
the patented design. A design patent owner can recover the profit not only of the tnagudec
producer of an infringing article, but also of other sellers in the chain of disbmbuti

If you find infringement by any Samsung defendant, Apple is ettitieall profit earned by that
defendant on sales of articles alleged to infringe Apple’s design patents.idefeérmined by
deducting certain expenses from gross revenue. Gross revenue is alh@ingeris receipts
from the sale of articles gy any design found infringed. Apple has the burden of proving the
infringing defendant’s gross revenue by a preponderance of the evidence.

Expenses can include costs incurred in producing the gross revenue, such as the cgsbd$the
Other costs may be included as deductible expenses if thdiyecty attributable to the sale or
manufacture of the infringing products resulting in a nexus between the infripgidgcts and the
expense. Samsung has the burden of proving the deductible expenses.

Source

Samsung’s Proposed Instruction number 42 (modified); Adapted from The Intellecipalty
Owners As$ Model Design Patent Jury Instr. 10.8.
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[DISPUTED] FINAL JURY INSTRUCTION NO. 43
DESIGN PATENT DAMAGE S—REASONABLE ROYALTY

If Apple has not proved its claim for lost profits or has not proved its claim to Samguofis,
then Apple should be awarded a reasonable royalty for all infrirsgileg bySamsung Electronics
America, Samsung Telecommunications America, and/or SamsungolestCompany. In no
event should the damages you award Apple for design patent infringement be less than a
reasonable royalty.

The definition of a reasonable royalty for design patent infringemerg satine as the definition |
explained to you in Jury Instruction No. 29 for utility patent infringement. Horyvexresrever in
that Instruction | referred to the patented invention or a utility patent, you shoultbaasvon the
design patents or patented designs.

Source

Apple’s Proposed Instruction number 43 (modified); Adapted from N.D. Cal. Model Patgnt Ju
Instr. B.5.6, B.5.7; The Intellectual Property Owners Ass’n Model DesigmiRhtey Instr. 10.7.
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[DISPUTED] FINAL JURY INSTRUCTION NO. 44
DESIGN PATENT DAMAGE S—DATE OF COMMENCEMENT —PRODUCTS

Damages that Apple may be awarded by you commence on the d&artigatng Electronics
Company, Samsung Electronics America and/or Samsung Telecommuniéatierisahas both
infringed and been notified of the patent or patents it infringed.

If you find that Apple sells products that include the claimed designs but has not nhaded t
products with the patent numbeysu must determine the date tleach Samsung entitgceived
actualwritten notice of the patestand the specific productieged o infringe.

While you may identify an earlier date by whieach amsungentity had notice of Apple’s claims
of infringement based on your evaluation of the evidence, Apple’s lawsuit provided Sasushng
notice for the D'677 patent by no later thaprih 15, 2011, and for the D’305, D’889 and D’087
patents by no later than June 16, 2011.

On the other hand, if you find that Apple does not sell products covered by a patent, thersdan
begin without the requirement for actual notice under the faligwircumstances

For each infringegatentthatwas granted beforthe infringing activity begardamages
should be calculated as of the dgbe determine that the infringement began

For each infringegatentthatwas granted aftehe infringing activitybeganas determined
by you damages should be calculated as of the date the patent issued.

Source

Apple’s Proposed Instruction number 44 (modified); Adapted from N.D. Cal. Model Patgnt Ju
Instr. B.5.8; Federal Circuit Bar Association Model Patent Jury Instr. B.6.8.
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INDUCEMENT AND WILLFULNESS JURY INSTRUCTIONS
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[DISPUTED] JURY INSTRUCTION NO. 45
UTILITY AND DESIGN PATENTS —INDUCING PATENT INFRINGEMENT

Apple claims that Samsung’s Korean parent SEC actively induced its subsidithe United
States, STA and SEA, to infringe Apple’s utility and design patents. Samksumg that Apple
actively induced third parties to infringe Samsung’s 460 patent.

In order for there to be inducement of infringement by either SEC or Appleosenelse must
directly infringe the asserted patent; if there is no direct infringétag anyone, there can be nd
induced infringement. In order to be liable for inducement of infringement, thedlieffinger
must:

1. have intentionally taken action that actually induced direct infringement blyeanot
2. have been aware of the asserted patent; and

3. have known that the acts it was causing would be infringing.

The “knowledge” and “awareness” requirements for inducement can be satisfiedaiygstiat a
party was willfully blind. If SEC or Apple did not know of the existence of thergan question
or that the acts it was inducing were infringing, it can be liable for inducemBbnif anactually
believed that it was highly probable its actions would encourage infringement of a goadeint
took intentional acts to avoid learning the truth. It is not enough that SEC or Apple weg
indifferent to the possibility that it might encourage infringement of a patéaot.is it enough that
SEC or Apple took a risk that was substantial and unjustified.

If you find that SEC or Apple was aware of an asserted patent, but believdtethats it
encouraged did not infringe that patent, or that the patent was invalid, SEC or Applebsannot
liable for indicement.

Apple argues that Samsung’s Korean parent, SEC, has actively induced itsasigssidithe
United States, STA and SEA, to infringe Apple’s utility patents. Samsung alguesople has
actively induced third parties to infringe Samsung’styfgpatents.

Sources
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.9.
Authorities

35 U.S.C. § 271(b)Global-Tech Appliances, Inc., v. SEB S181 S. Ct. 2060, 2069 (2011)
(“Given the long history of willful blindness and its wide acceptandbkar-ederal Judiciary, we
can see no reason why the doctrine should not apply in civil lawsuits for induced patent
infringement under 35 U.S.C.8 271(b).i@; at 2067¢ePlus, Inc. v. Lawson Software, Inc.,

No. 3:09¢cv620, 2011 WL 3584313, at *5 (E.D. Va. Aug. 12, 2011) (“Knowledge of the patent |
be established by a finding that [the alleged infringer] had actual knowledgepaitéme or that
[the alleged infringer] deliberately disregarded a known risk that ePlus hatkate patent.”);
DSU Med. ©rp. v. IMS Cq.471 F.3d 1293, 1304-1306 (Fed. Cir. 20@8) bang; Broadcom
Corp. v. Qualcomm, Inc543 F.3d 683 (Fed. Cir. 2008)Nater Tech. Corp. v. Calco, Li®&50

F.2d 660, 668-69 (Fed. Cir. 1988) (control over manufacture and developmeningjimgfr

product is evidence of inducemen); Stucki Co. v. Stuart A. Schwad34 F. Supp. 259, 265
(E.D. Pa. 1986) (liability for inducement based upon “the direct participation in andlcafrthe
infringing design, manufacture, and sale” of infringing produ&igjgity Sys., Inc. v. Val Watering
Sys, 769 F. Supp. 752, 794 (E.D. Pa. 1990) (entity with management and control over infringi
relatedentity found liable for inducement).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 46
UTILITY AND DESIGN PATENTS—WILLFUL PATENT INFRINGEMENT

In this case, Apple and Samsung both argue that the other side willfully infrisgetents.

To prove willful infringement, each party must first persuade you that the satleeinfringed a
valid and enforceable claim of one or more of its patents. The requirements for ptm¥ing s
infringement were discussed in my prior instructions.

In addition, to prove willful infringement, the patent holder must persuadbyolear and
convincing evidencéhat the other side actevith reckless disregard of the patent it infringed.

To demonstrate such “reckless disregard,” the patent holder must persuade tfoaidtiar side
actually knew, or it was so obvious that the other side should have known, that its actions
constitutednfringement of a valid and enforceable patent.

In deciding whether Samsung or Apple acted with reckless disregard for anytbat you find is
infringed, you should consider all of the facts surrounding the alleged infringementmggliodt
not limited to, the following factors.

A factor that may be considered as evidence that Samsung or Apple was nbiswillfu
whether it acted in a manner consistent with the standards of commercerfoustsyi.

A factor that may be considered as evidethe¢ Samsung or Apple was willful is
whether it intentionally copied a product of the other side that is covered byna pate

Source
Adapted from N.D. Cal. Model Patent Jury Instr. B.3.10.
Authorities

35 U.S.C. § 284In re Seagate Tech., LLCSeagat®), 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en
banc) (standard for willful infringementnorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v.
Dana Corp, 383 F.3d 1337, 1345 (Fed. Cir. 2004 ppang; Crystal Semiconductor Corp. v.
Tritech Microelectronics Int; Inc., 246 F.3d 1336, 134@-ed. Cir. 2001)WWMS Gaming Inc. v.
Int'l Game Tech.184 F.3d 1339, 1354 (Fed. Cir. 1998)jstafson, Inc. v. Intersystems Indus.
Prods., Inc.897 F.2d 508, 510 (Fed. Cir. 199Read Corp. v. Portec, In970 F.2d 816, 826-827
(Fed. Cir. 1992)C.R. Bard Peripheral Vascular, Inc. v. W.L. Gore & Assdds. 2010-1510,
2012 U.S. App. LEXIS 13561, at *6-7 (Fed. Cir. June 14, 2012)S&agatesubjective prong is an
issue for the jury, while the objective prong is for thergoGlobal-Tech Appliances, Inc., v. SEB
S.A.,131 S. Ct. 2060, 2069 (2011) (“Given the long history of willful blindness and its wide
acceptance in the Federal Judiciary, we can see no reason why the dbotridenst apply in

civil lawsuits for inducd patent infringement under 35 U.S.C.8 271(bgBlus, Inc. v. Lawson
Software, Inc.No. 3:09¢cv620, 2011 WL 3584313, at *5 (E.D. Va. Aug. 12, 2011) (“Knowledge
the patent may be established by a finding that [the alleged infringer] hed laodbwledje of the
patent or that [the alleged infringer] deliberately disregarded a known risékRhes had a
protective patent.”)
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TRADE DRESS JURY INSTRUCTIONS
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[DISPUTED] FINAL JURY INSTRUCTION NO. 47
TRADE DRESS DILUTION AND INFRINGEMENT —NTRODUCTI ON

Apple seeks damages against Samsung for diluting Apple’s Registered TragdéNDr&,470,983,
unregistered iPhone 3 trade dress, unregistered combination iPhone trade dressgesteredre

iPad/iPad2 trade dress. Samsung denies that it dilute@'A@gserted trade dressesl contends
the trade dresses are unprotectable and thus invalid.

Apple also seeks damages against Samsung for infringement of Apple’s teneegiBad/iPad2
trade dress Samsung denies that it infringed Apple’s asserted-iBlated trade dress and, as
already stated, contendsuiiprotectable.

Here are the instructions you must follow in deciding Apple’s trade dries®diand infringement
claims.

Source
Adapted from Ninth Circuit Model Civil Jury Instr. - 15.0 (2007 Ed.).
Authorities

15 U.S.C. 8 105&t seq
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[DISPUTED] FINAL JURY INSTRUCTION NO. 48
TRADE DRESS DILUTION AND INFRINGEMENT —DEFINITION OF TRADE DRESS
(15 U.S.C. § 1125(A))

Trade dress is the non-functional physical detail and design of a produdt, idémtifies the
product’s source and distinguishes it from the products of others.

Trade dress is the product’s total image and overall appearance, and mag fieatuces such as
size, shape, color, color combinations, texture, or graphics. In other words, trade thredsrim
in which a person presents a product or service to the market, its manner of display.

A trade dress is non-functional if, taken as a whole, the collection of tradesiinessnts is not
essential to the product’s use or purpose or does not affect the cost or quality ofitiot @ven
though certain particular elements of the trade dress may be functional.

Trade dress concerns the overall visual impression created in the consumer’shemndewing

the nonfunctional aspds of the product and not from the utilitarian or useful aspects of the
product. In considering the impact of these fiomctional aspects, which are often a complex
combination of many features, you must consider the appearance of featuttesy fogtter than
separately.

A person who uses the trade dress of another may be lialdarf@ges.

Source
Ninth Circuit Model Civil Jury Instr. - 15.2 (2007 Ed.).
Authorities

15 U.S.C. § 1125(a)ValMart Stores, Inc. v. Smara Brothers, 829 U.S. 205, 209-10, 213-15
(2000);Clicks Billards, Inc. v. Sixshooters, In@51 F.3d 1252, 1259 (9th Cir. 2001)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 49
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY

The first step in considering Appletgaims that Samsung diluted and infringeckrtain of Apple’s
iPhone and iPattade dressas todetermine whether or neaich asserted trade dress is
protectable You need to make this determination for each of Apple’s asserted trade dresses.

You must find thatin asserted Apple trade dress is protectlihe trade dress:

1. hasacquired distinctiveness through secondary meaaing
2. is non-functional.

For Apple’s registered iPhorteade dressyou must presume the trade drisdsoth distinctive and
non-functional, and thusrotectable Samsung bears the burden of provbgg preponderance of
the evidence that Apple’s registered iPhone trade dress is either functiooabdstinctive. If
you find that Samsung has met its burden, you must findabe tiressinprotectable Otherwise,
you must find Apple’s registered iPhone trade dpgetectable

For each unregistered iPhamade dresand for the unregistered iPad trade dress, Alppées the
burden of provindy a preponderance of the evidence that the trade idrbsth distinctive and
non-functional. If you find that Apple has met its burden, you must find that trade dress is
protectable Otherwise, you must find the trade dress unprotectable.

For each Apple trade dress that you find @ctable resolving whether Samsung has diluted or

infringed the trade dress will require you to assess additional quest@nsvili explain after
addressingprotectabilitymore fully.

Source

Adapted from ABA 3.2.1-3.2.2, Ninth Circuit Model Civil Juinstr.- 15.6 ,15.7 (2007 Ed.)
Apple’s proposed instruction.

Authorities

15 U.S.C. § 1125(a)(3); 15 U.S.C. § 1115WpntMart Stores, Inc. v. Samara Brothers, |29
U.S. 205, 209-10, 216 (2000).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 50
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY —
DISTINCTIVENESS —SECONDARY MEANING

To be protectable, Apple’s trade dresses must have acquired distinctiveness thecogld&ry
meaning.” A trade dress acquires a secondary meaning when it has been uske@iway that its
primary significance in the minds of the prospective consumers is not the prodfjdiutsine
identification of the product with a single source, regardless of whether cerssknow who or
what that source is.

For each asserted Algpirade dress, you must find that the preponderance of the evidence sho
that a significant number of the consuming public associates the trade dheassimigle source, in
order to find that it has acquired secondary meaning.

When you are determirgnwhether each trade dress has acquired a secondary meaning, consi
the following factors:

1. Consumer Perception. Whether the people who purchase smartphotesetnd
computers associate the claimed trade dress with Apple;

2. Advertisement To what degge and in what manner Apple may have advertised
featuring the claimed trade dress;

3. Demonstrated SuccesS8Vhether Apple has successfully used the claimed trade dres
increase theales of its products;

4. Extent of Use. The length of time and manner molw Apple has used the claimed
trade dress;

5. Exclusivity. Whether Apples use of the claimed trade dress was exclusive;
6. Copying Whether Samsung intentionally copied Apgplalleged trade dress; and

7. Actual Confusion. Whether Samsung’s use of Agpédleged trade dress has led to
actual confusion among a significant number of consumers.

The presence or absence of any particular factor should not necessarily resdhes thieet
asserted trade dress has acquired secondary meaning.

Apple has the burden of proving by a preponderance of the evidends thraegistered trade
dresses have acquired a secondary meaning. Samsung has the burden abyproving
preponderance of the evidence that Apple’s registered iPhone trade dress has maot acqui
secondary meaning.

The mere fact that Apple is using the asserted trade dresses does not meay hizaetlacquired
secondary meaning. There is no particular length of time that a tradenrgidse used before it
acquires a secondary meaning.

Source

Adapted fromNinth Circuit Model Instruction 15.10 (2007)

Authorities
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WakMart Stores, Inc. v. Samara Brothers, |If829 U.S. 205, 216 (2000yjrst Brands Corp. v.
Fred Meyer, Inc.809 F.2d 1378, 1383 (9th Cir. 198Agdray v. Adry-Mart, Inc.76 F.3d 984, 987
(9th Cir. 1995)Fuddruckers, Inc. v. Doc’s B.R. Others, 1826 F,2d 837, 843 (9th Cir. 1987).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 51
TRADE DRESS DILUTION AND INFRINGEMENT —PROTECTABILITY —
NON-FUNCTIONALITY REQUIR EMENT

A product featurés functional if it is essential to the product’s use or purposijtaaffects the
product’s cost or quality. However, if the feature serves no purpose other than agamcadhat
a particular entity made, sponsored or endorsed the product, it is non-functional. A pratiuet f
is also non-functional if its shape or form makes no contribution to the product’s function or
operation.

To determine whether a product’s particular shape or form is functional, you sbosider
whether the design as daule is functional, that is whether the whot#lection of elements
making up the design or form are essential to the product’s use or purpose.

You should assess the following factors in deciding if the product feature is fuhotiorn-
functional:

1. The Design’s Utilitarian Advantage. In considering this factor, youaragnine
whether the particular design or product feature yield a utilitadantage over
how the product might be without that particular design or product fedfufrere
is a utilitarian advantage from having tparticular design or feature, this would
weigh in favor of finding the desigor feature is functional; if it seems merely
ornamental, incidental, @rbitrary it is more likely to be nonfunctional;

2. Availability of Alternate Designsin considering this factor, you mayxamine
whether an alternate design could have been used, smthpétition in the market

for that type of product would not be hindered by allowing only one person to
exclusively use the partitar design or configuration. For this to be answered in the
affirmative, the alternativesiust be more than merely theoretical or speculative.
They must beommercially feasible The unavailability of a sufficient number of
alternate designs weighs iavbr of finding the design or feature is functional;

3. Advertising Utilitarian Advantage in the Desigim considering this factor, you
may examine whether the particular design or configuration hasdetexl in any
advertising as a utilitarian advantage, explicitly or implicitliya seller advertises
the utilitarian advantages of a particular featurdesign, this weighs in favor of
finding that design or feature is functionahd

4. The Design’s Method of Manufacture. In considering this factor, you may
examine whether the particular design or feature result from a reladinghe or
inexpensive method of manufactuidéthe design or feature israsult of a
particularly economical production method, this weighs in fa¥dinding the

desgn or feature is functional; if the feature is essential to the use or purptse of t
device or affects its cost or quality, it is makely functional.

If, after considering these factors, you find that the preponderance of the evidenséhstidie
trade dresss essential to the product’s use or purpose, or that it affects the product’s cost or
quality, then you must find the trade dress functional and thus unprotectable.

Alternatively, if you find that the preponderance of the evidence showintiitatg Apple’s
competitors’ use of thieaturewould impose a significant non-reputaticelated competitive
disadvantage, then you must find the trade dress functional and thus unprotectable. Hogeve)
fact that the featureontributes to consumer appeal and saleability of the product does not meg
that thetrade dresss necessarily functional.
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Apple has the burden of proving by a preponderance of the evidence that its uncetyestiere
dresses are nefiunctional. Samsung has the burden of prg\by a preponderance of the evideng
that Apple’s registered iPhone trade dress is functional.

Source
Ninth Circuit Model Civil Jury Instr. - 15.11 (2007 ed.).
Authorities

TrafFix Devices, Inc. v. Marketing Displays, In§32 U.S. 23, 29 (2001Qualitex Co. v.
Jacobson Prods. Cp514 U.S. 159, 165 (1995 w+tomotive Gold, Inc. v. Volkswagen of America|
Inc., 457 F.3d 1062, 1072 (9th Cir. 200®)itton Et Fils S.A. v. J. Young Enterps., Jitel4 F.2d
769, 773-74 (9th Cir. 1981Qisc Golf Ass’rv. Champion Discs, Inc158 F.3d 1002, 1006-09 (9th
Cir. 1998)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 52
TRADE DRESS DILUTION —ELEMENTS AND BURDEN OF PROOF

Apple contends that Samsung has diluted Apple’s asserted iRdlrahdRaerelatedtrade dresses
“Dilution” means a lessening of the capacity of a famous trade dress tibyidewt distinguish
goods or services, regardless of the presence or absence of competitibioy dikelgt confusion,
mistake, deception, or economic injury.

To prove this @im as to any of its asserted trade dresses that you have found is protapaliele

has the burden of provireachof the followingadditionalelementdy a preponderance of the
evidence

1. thatthe asserted Apple trade dress is famous;

2. thatSamsug beganselling its accused products in commerce after Apple’s asser|
trade dress became famous; and

3. thatSamsung’s accused products are likely to cause dilution of A@sserted
trade dress

For any Apple trade dress that you have fognatdectable if you also find that Apple has proved
each of these three elements by a preponderance of the evidence, your verditioonadih
respect to that trade dress should be for Apple. If Apple has failed to prove hagettements,
your verdct on dilution with respect to that trade dress should be for Samsung.

Source
Adapted from ABA 3.4.1.
Authorities

15 U.S.C. § 1125(c)(2)(1); 15 U.S.C. § 1125(c)(2)(Bxttel, Inc. v. MCA Records, In@% F.3d
894, 905 (9th Cir. 2002;wo Pesos, Inc. v. Taco Cabana, Jrix05 U.S. 763, 765 n.1 (1992).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 53
TRADE DRESS DILUTION —ELEMENTS —AME -- TIMING

A trade dress is famous if it is widely recognized by the general consuming plthle United
States as designation of source of the goods of the trade dress owner.

In determining whethezach of Apple’srade dresses famous, you may consider the following
factors. These factors are only suggestions and may not constitute all of the possibtd types
evidence indicating whethan assertettade dress is famoud.he presence or absence of any onge
particular factor on this list should not necessarily determine whetheatleedress is famous.
You should consider all the relevant evidence in making your determiradtoart whether each
iPhone and iPacelated trade dress is famous

The factors you may consider are:

1. the duration, extent and geographic reach of advertising and publicity of the trade
dress, whether advertised or publicized by Ampléhird parties;

2. the amount, volume and geographic extent of sales of goods offered under the trad
dress;

3. the extent of actual recognition of the trade dress; and

4, whether the trade dress was federally registered.

Apple bears the burden pfoving by a preponderance of the evidence that each of its trade drgsse:
was famouat the time oSamsunt first commerciakale of its accused products.

For each of its asserted iPhomdated trade dresseSpple must prove by a preponderancehaf t
evidence that the trade dress via@®ous by July 15, 2010, the date Samsung first sold a produc
accused of using the iPhonsgated trade dresses.

—F

Apple must prove by a preponderance of the evidence that its asserteel@#®editrade dress was
famouws by June 8, 2011, the date Samsung first sold a product accused of using teatBdd-
trade dress.

Source
Adapted from ABA 3.4.2—3.4.3.
Authorities

15 U.S.C. 8§ 1125(c)(2)(AApple Inc. v. Samsung Elecs. 00ase No. 1IV-01846+L HK, Order
Denying Motion for Summary Judgment, Dkt. No. 1159, at 8 (N.D. Cal., June 30, 2012) (citing
Jada Toys, Inc. v. Mattel, In&618 F.3d 628, 634 (9th Cir. 2008Nissan Motor Co. v. Nissan
Computer Corp 378 F.3d 1002, 1013, 1014 (9th Cir. 2004) (material disputed issue of fact
regarding whetheifame’ existed where Nissan Motor introduced evidence of 898 million dollar
in sales over a five year period and 65% consumer recognition at the point when y
introduced a Nissan mark}irst Brands Corp. v. Fred Meyer, In@09 F.2d 1378, 1383 (9thrC
1987} Visa Int'l Serv. Ass’'n v. JSL Cor10 F.3d 1088, 1090 (9th Cir. 2010&da Toys, Inc. v.
Mattel, Inc, 518 F.3d 628, 634 (9th Cir. 2008)

[92)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 55
TRADE DRESS DILUTION—ELEMENTS —DILUTION

Dilution by blurringis an association arising from the similarity betwtenappearance of the
defendant’s accused produatsd plaintiff's trade dress that impairs the distinctiveness of the
trade dressDilution by blurring occurs when a trade dress previously associated withamhecpr
also becomes associated with a secdndletermining whethehe appearance of Samsung'’s
accused products likely to cause dilutiolf each asserted Apple trade dregssI may consler

all relevant factors, including the following:

1. the degree of similarity betwe&amsunig accused products and Applérade
dress;

2. the degree of acquired distinctiveness of Apglade dress;

3. the extent to which Apple is engaging in sabsally exclusive use of the trade
dress

4, the degree of recognition of Applétade dress;

5. whetherSamsungntended to create an association viftple’strade dress; and

6. any actual association betwesamsung’s accused products and Appieide
dress.

For each of Apple’s asserted trade dresses, Apple bears the burden of provimgdmndgrance
of the evidence that the accused Samsung products are likely to dilute the trade dres

Source

Adapted from ABA 3.4.4.

Authorities

15 U.S.C. 8§ 1125(c)(2)(1); 15 U.S.C. § 1125(c)(2)B¥a Int’l Serv. Ass’n v. JSL Cor%10 F.3d

1088, 1090 (9th Cir. 2010Mattel, Inc. v. MCA Records, In@96 F.3d 894, 903-04 (9th Cir.
2002) Jada Toys, Inc. v. Mattel, Inc618 F.3d 628, 634 n.2 (9th Cir. 2008);
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[DISPUTED] FINAL JURY INSTRUCTION NO. 56
INFRINGEMENT —ELEMENTS AND BURDEN OF PROOF—TRADE DRESS
(15 U.S.C. § 1125(A)L))

Apple also claims that Samsusg@salaxy Tab 10.1 tablet computers infringe Appl@adrelated
trade dressTo prove trade dress infringement, Apple bears the burden of proving by a
preponderance of the evidereach of the following elements:

1. Apple’s iPadrelated trade dress is nfumctional. Seelnstruction Nos. __ above.

2. Apple’s iPadrelated trade dress has acqdidsstinctiveness through secondary
meaning. Seelnstruction Nos. above.

3. Samsung used Apple’s iPaelatedirade dresg a manner that is likely to cause
confusion among ordinary consumers as to the source, sponsorship, affiliation,
approval of @msung’s goods.

If you find that Apple has proved each of these elements, your verdict should be for Apmte. |
the other hand, Apple has failed to pr@ag one of theselemens, your verdict should be for
Samsung.

Source
Adapted from Ninth Circit Model Civil Jury Instr- 15.6 (2007 Ed.).
Authorities

15 U.S.C. § 1125Talking Rain Beverage Co. Inc. v. South Beach Beverag&8€®»F.3d 601, 603
(9th Cir. 2003) Au-tomotive Gold, Inc. v. Volkswagen of Am., |Jd&7 F.3d 1062, 1075-77 (9th
Cir. 2006);Fuddruckers, Inc. v. Doc’s B.R. Others, 826 F.2d 837, 845 (9th Cir. 198Karl
Storz Endoscopy-Am., Inc. v. Surgical Techs., B85 F.3d 848, 854 (9th Cir. 2002)
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 50.6
TRADE DRESS INFRINGEMENT —SECONDARY MEANING —TIMING

Apple must prove by a preponderance of the evidence thassleeted iPacklated trade dress
acquired secondary meaning before Samsung first sold a product that Appteislefrmging
that trade dress

If you find that Apple has not proved by a preponderance of the evidence thssénedPad
related trade dresgquired secondary meaning before June 8, 2011, then you must find for
Samsung.

Source

Carter-Wallace, Inc. v. Procter & Gamble Cal34 F.2d 794 (9th Cir. 1970) (plaintiff must prove
the existence of secondary meaning in its trademark at the time and place thabthesgr first
began use of that mark).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 57
INFRINGEMENT —LIKELIHOOD OF CONFUS ION—
FACTORS—SLEEKCRAFT TEST

(15 U.S.C. 88 1114(1) and 1125(a))

You must decide whether Samsung'’s alleged use of Apple’s iPad/iPad2 trade tiiesSamsung
Galaxy Tab 10.1 is likely to cause confusion about the source, sponsorship, affiliationpeabpp
of Samsung’s Galaxy Tal0.1. Apple must prove by a preponderance of the evidence that a
reasonably prudent consumer in the marketplace is likely to be confusedresmutrce of
Samsung’s Galaxy Tab 10.1. Apple must show more than simply a possibility of sucsi@monf

| will suggest some factors you should consider in deciding whether ther&ettaobd of
confusion. The presence or absence of any particular factor that | suggest shoatbaséarily
resolve whether there was a likelihood of confusion, because ysuconsider all relevant
evidence in determining this. As you consider the likelihood of confusion you should exaening

following:

1.

Strength or Weakness of Apple’sgerted Trade DresShe more the consuming
public recognizes Adp’s asserted iRHiIPad2 trade dress as an indication of origin
of Apple’s goods, the more likely it is that consumers would be confused about
source of Samsung’s goods if Samsung uses a similar design or configuration.

Samsung’§Jse of the Trade Dresdf Samsung and Apple use their designs on thg
same, related, or complementary kinds of gotidse may be a greater likelihood
of confusion about the source of the goods than otherwise.

Similarity of Apple’'s andSamsunig Designs If the overall impression caged by
Apple’s asserted iPad/iPad2 trade diaghe marketplace is similar to that created
by Samsung’s designs in appearatigere is a greater chance of likelihood of
confusion.

Actual Confusion. If use by Samsung of ApplessertedPad/iPadarade dress

has led to instances of actual confusion, this suggests a likelihood of confusion.
However actual confusion is not required for a finding of likelihood of confusion.
Even if actual confusion did not occur, Samsung’s use of the trade dresssslim
be likely to cause confusion. As you consider whether the design used by Sam
creates for consumers a likelihood of confusion with Apple’s products, you shou
weigh any instances of actual confusion against the opportunities for such
confusion. If the instances of actual confusion have been relatively frequent, yg
may find that there has been substantial actual confusion. If, by contrasts there
very large volume of sales, but only a few isolated instances of actual confusion
you may ind that there has not been substantial actual confusion.

Samsung Intent Knowing use by Samsung of Apple’s asserted iPad/iRad2
dress to identify similar goods may show an intent to derive benefit from the
reputation of Apple’srade dresssuggesting an intent to cause a likelihood of
confusion. On the other hand, even in the absence of proof that Samsung acte
knowingly, the use of Apple’s trade dress to identify similar goods may tedica
likelihood of confusion.

Marketing/AdvertisingChannels. If Apple’s and Samsung’s goods are likely to b
sold in the same or similar stores or outlets, or advertised in similar media, this
increase the likelihood of confusion.

Purchaser'®egree of Care The more sophisticated the poteiniayers of the
goods or the more costly the goods, the more careful and discriminating the
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reasonably prudent purchaser exercising ordinary caution may be. They msy b
likely to be confused by similarities in the Apple and Samsung products.

Source
Ninth Circuit Model Civil Jury Instructions15.16 (2007 Ed.).
Authorities

15 U.S.C. 8 1125AMF Inc. v. Sleekcraft Bogt§99 F.2d 341, 348-49, 353-54 (9th Cir. 1979);
Rearden LLC v. Rearden Commerce,,|683 F.3d 1190, 1209, 1213-17 (9th Cir. 2012);
tomotive Gold, Inc. v. Volkswagen of Am., |d&7 F.3d 1062, 1077-78 & n.11 (9th Cir. 2006);
Karl Storz Endoscopy-Am., Inc. v. Surgical Techs., BR5 F.3d 848, 854 (9th Cir. 2002);
Fortune Dynamic, Inc. v. Victoria’s Secret Stores Brand Mgsd8 F.3d 1025, 1032, 1037 (9th
Cir. 2010) Nissan Motor Co. v. Nissan Computer Co3%8 F.3d 1002, 1018-19 (9th Cir. 2004)
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[DISPUTED] FINAL JURY INSTRUCTION NO. 58
TRADE DRESS DAMAGES IN GENERAL

If you find that Apple has proven by a prepondeeanicthe evidence that Samsung Electronics
Company, Samsung Electronics America, and/or Samsung TelecommunicatierisaAhave
diluted or infringed upon any of Apple’s trade dresses, there ardwo forms of monetary relief
to which Apple may be entdtl: Apple’s actual damages or each Samsung entity’s profits.

In determining the amount of money to award Apple for its trade dress cla@msjust determine
the date on which damages began to accrue. Damages for trade dress dilution anessade dr
infringement of Apple’s unregistered trade dresses started on the datesttigditing or infringing
conduct of an unregistered Apple trade dress began.méyaward Apple money damages for al
violations that occurred on the date the products that diluted or infringed each uredd\gigle
trade dress were releasmad any date after thaEor Apple’s registered trade dress claim, Apple
has the burden of proving by a preponderance of the evidence that the Samsung ehéttherha
statutory or actuanotice that the plaintiff's trade dress was registerédu mayaward Apple
money damages for all violations that occurredhendate of actual noti@nd any date after that.

You should not award Apple monetary relief for any of its dilution claims unless Appleglry a
preponderance of the evidence tBamsunig acts of dilution wersvillful. If you determine that
Samsung’s dilution was not willful, you do not need to assess monetary damagetsdiairtha

Proof of damages to a certainty is not required. However, the burden is on Apple to show an
damages to a reasonable certainty, and awarded damages may not be speculative.

Source/Authorities

Apple’s Proposed Instruction Number 58 (modified); Samsung’s Proposed InstruatidreN58
(modified); 15 U.S.C. 8§ 1111; 15 U.S.C. § 1117(a) (“When a violation of any right of the regist
of a mark registered in the Patent and Trademark Office, a violation untlen<€5(a) or (d) of
this title, or a willful violation under section 1125(c)tbfs title, shall have been established in an
civil action arising under this chapter, the plaintiff shall be entitled, sutagjebe provisions of
sections 1111 and 1114 of this title, and subject to the principles of equity, to réidover
defendant profits, (2) any damages sustained by the plaintiff, 8)dhe costs of the actior);”
Coach, Inc. v. Asia Pac. Trading Co., Ing76 F. Supp. 2d 914, 924-9259 (C.D. Cal. 2008)ly
Pen Co. v. Bic Pen Cor®82 F. 2d 1400, 1407 (9th Cir. 1998amag@s must be proved to a
“reasonably certainty” and may not be “speculativBlijth Circuit Model 15.24.
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[DISPUTDED] FINAL JURY INSTRUCTION NO. 59
TRADE DRESS DAMAGES—PLAINTIFF 'S ACTUAL DAMAGES
(15 U.S.C. § 1117(3

If you find for Apple on its traderdss infringement and dilution claims, you must determine

Apple’s actual damages. Apgias the burden of proving by a preponderance of the evidence the

actual damages has suffered. Damages means the amount of money which will reasonably g
fairly compensatépple for any injury you find was caused &gy Samsung entityiafringement
or dilution of Apple’sregisteredr unregisteretradedresses.

You should considehe profis thatApple would have earned but for Samsung’s infringement
and/or dilution. Such lostrpfits aredetermined by deducting all expenses from gross revenue.

Source
Adapted from Ninth Circuit Model Civil Jury Instr. - 15.25 (2007 Ed.).
Authorities

15 U.S.C. 8§ 1117(a); 15 U.S.C. 8§ 118%8gl Corp. v. Terabyte Int’Inc., 6 F.3d 614, 620-21 (9th
Cir. 1993) (‘Damages are typically measured by any direct injury which a plaintifpicare, as
well as any lost profits which the plaintiff would have earned but for the infriageinid. “[T]he
purpose of section 1117 is to ‘take all the economic incentive out of trademark infringgment
(internal citations omitted);indy Pen Co. v. Bic Pen Cor@82 F.2d 1400, 1407 (9th Cir. 1993)
(15 U.S.C. 8 1117(a) further provides for an award, subject to equitable principlesy of “a
damages sustained by the plaintiff....” A plaintiff must prove both the fact and thenaof
damage. 2 J. Thomas McCarthy, Trademarks and Unfair Competition § 30:27, at 511 (2d ed.
1984)").
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[DISPUTED] FINAL JURY INSTRUCTION NO. 60
TRADE DRESS DAMAGES—DEFENDANT’S PROFITS
(15 U.S.C. § 1117(a

In addition to actual damages, Apple is entitled to any profits earned by tisei8aentities that
are attributable to willful infringement or willful dilution, which the plaintiff proveseb

preponderance of the evidence. You may not, however, include in any award of profits any ar
that you took into account in determining actual damages.

Profit is determined by deducting all expenses from gross revenue.

Gross revenue is each of the Samsung entity’s sales of products that infrindetedrAjple’s
trade dressesApple has the burden of proving the gross revenues of each Saensityigsales
of products that infringed or diluted Apple’s trade dresses by a preponderdheesuidence.

Expensesre all operatingoverhead, and production costs incurred in producing the gross revg
Each Samsung entityas the burden of proving the expenses and the portion of the profit
attributable to factors other than use of the infringed or diluted tr@ds 8y a preponderance of
the evidence.

Unless you find thahe Samsung entities have proven that a portion of the profit from the sale
its products that infringed or diluted any Apple trade dress is attributabladcsfather than use
of the traledress you shall find that the total profit is attributable to the infringenoemtilution.

Source
Adapted from Ninth Circuit Model Civil Jury Instr. - 15.26 (2007 Ed.).
Authorities

15 U.S.C. § 1117(ajlerry's Famous Deli, Inc. v. Papanicolap883 F.3d 998, 1004-05 (9th Cir.
2004);Adray v. AdryMart, Inc., 76 F.3d 984, 989 (9th Cir. 1995) (“[T]he burden of any
uncertainty in the amount of damages should be borne by the wrongdogr Kamar Int’l, Inc.

V. Russ Berrie & Co., Inc752 F.2d 1326, 1332 (9th Cir. 198%)aier Brewing Co. v.
Fleischmann Distilling Corp.390 F.2d 117, 124 (9th Cir. 1968ppndes Mfg. Co. v. Chromodern
Chair Co, No. CV 76-3540, 1978 U.S. Dist. LEXIS 15095, at *11 (C.D. Cal. Oct. 5, 1978).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 61.3
MONETARY REMEDIES —ONLY ONE RECOVERY PER ACCUSED SALE

You should awarényremedyto whicha partyhas proven it is entitled with respect to each sale
an accusedmart phone or tablet, except that you should notchavpartytwice for the same sale
of anyaccusedmartphone or tablefThis means that you award infringer’s profits under trade
dress or design patent infringemémtthe sale of a certain number of accusethrphones or
tablets, you may not alsevardreasonable royaltiesr lost profitsfor those same sale. you
award reasonable royalties or lost profits for the sale of a certain numdrusied smaphones

or tablets, you may not award infringer’s profits as to those accused smartphtatdster

You do not have to use the same theory to calculate damages for every sale, hBarever.
example, an award may be split between lost profits for some sales and a leasyadtly for the
remainder of sales of a product that infringes a patent and/or infringes or ditvaele dress.

For any sale where you measure damages by a reasonable royalty tomggdost profits, you
may include royalty amounts or apportioned lost profits for each patent that yoalishdwd
infringed by the sale.

Authorities:

Catalina Lighting, Inc. v. Lamps Plus, ln@95 F.3d 1277, 1291-1292 (Fed. Cir. 2002) (“[W]hen
both a design patent and a utility patent have been infringed [the plaintiff] ..itiscetd damages
for each infringement, but once it receives profits under § 289 for each sale, [thiéfJaksinot
entitled to a further recovery from the same sale") (awarding infrgeofits instead of a
reasonable royalty because the infringer’s profits amount was greatahthreasonable royalty
amount);Aero Prods. Int’l, Inc. v. Intex Recreation Cqrp66 F.3d 1000, 1017-19 (Fed. Cir.
2006) (“Generally, the double recovery of damages is impermissible," holdingplaantef

cannot recover damages from a defendant for patent infringemetmadachark infringement if

the damages were calculated from the sale of the same product by the same defintardyy of
Am., Inc. v. Dragon Pac. In{’0 F.3d 1007, 1010 (9th Cir. 1994) (“[R]ecovery of both plaintiff's
lost profits and disgorgement of defendant’s profits is generally considelieatbée recovery

under the Lanham Act."Btate Indus., Inc. v. Mor-Flo Indus., In883 F.2d 1573, 1577 (Fed. Cir.
1989), cert. denied, 493 U.S. 1022, 110 S. Ct. 725, 107 L. Ed. 2d 744 (1990) (“the awae may
split between lost profits as actual damages to the extent that they are prdeereasonable
royalty for the remainder.”linco Inc. v. Combustion Eng'§5 F.3d 1109, 1119 (Fed. Cir. 1996)
(“The Patent Act permits damages awards to encompas$oBofirofits and a reasonable royalty
on that portion of an infringer's sales not included in the lost profit calculation.”).
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BREACH OF CONTRACT JURY INSTRUCTIONS

94
5:11-CV-01846LHK
TENTATIVE FINAL JURY INSTRUCTIONS




United States District Court
For the Northern District of California

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

[UNDISPUTED] FINAL JURY INSTRUCTION NO. 62
BREACH OF CONTRACT —OBLIGATION TO LICENSE P ATENTS ON FRAND
TERMS

| will now instruct you on how to determine whether Apple has proved its breach ciatani&im.
A breach is an unjustified failure to perform a contract.

Samsung has submitted declarations to ETSI in which Samsung identified the '516 and '941
patents, or related patents or applications, as IPRs that it believed may bereahsssential to
the UMTS standard. In those declarations, Samsung declared that it would be pregared to
irrevocable licenses under those IPRs on fair, reasonable and nondiscrim{fi&R#&MD”) terms
and conditions to the extent the IPRs remain essential to the UMTS standard. to order
demonstrate breach of this provision, Apple must prove that all of the conditions fonjaeréer
of this obligation occurred, that Samsung did not fulfill this obligation, that Apple wasedaand
that this harm was caused by Samsung’s failure to perform this obligation.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 63
BREACH OF CONTRACT —OBLIGATION TO TIMELY DISCLOSE INTELLECTUAL
PROPERTY RIGHTS (“IPR”)

The November 1997 ETSI IPR Policy provides:

Each MEMBER shall use its reasonable endeavours to timely inform
ETSI of ESSENTIAL IPRs it becomes aware of. In particular, a
MEMBER submitting a technical proposal for a STANDARD shall,
on a bona fide basis, draw the attention of ETSI to any MEMBER’s
IPR which might be ESSENTIAL if that proposal is adopted.

In order to demonstrate breach of this contract provision, Apple must prove thahall of t
conditions for performance of this obligation occurred, that Samsung did not fuffidithgation,
that Apple was harmed, and that this harm was caused by Samsung'’s failuferto tres
obligation.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 64
MONOPOLIZATION —ELEMENTS

| will now instruct you on how to decide whether Apple has proven that Samsung hasdviloéat
federal antitrust laws. Apple alleges that it was injured by Samsung’sfuhfaenopolization of
markets consisting of technologies that competed to perform functions included WTtg U
standard by 3GPP. To prevail on this claim, Apple must prove each of the following albynant
preponderance of the evidence

First, that the alleged market is a relevant antitrust market;
Second that Samsung possessed monopoly power in that market;

Third , that Samsung “willfully” acquired its monopoly power in that market by
engaging in anticompetitive conduct;

Fourth, that Samsung’s conduct occurred in or affected interstate commerce; and

Fifth , that Apple was injured in its business or property because of Samsung’s
anticompetitive conduct.

If you find that Apple has failed to prove any of these elements, then you must firahfsuisy
and against Apple on this claim. If you find that Apple peoved each of these elemdmysa
preponderance of the evidence, then you must find for Apple and against Samsung on this cl

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus Ji¢o. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).

Authorities

Sherman Act Section 2, 15 U.S.C. 8/2&rizon Commc’'ns v. Law Offices of Curtis V. Trinko, LLH
540 U.S. 398, 407 (2004Brunswich Corp. v. Pueblo Bowl-O-Mat, Ind29 U.S. 477, 489 (1977);
Hynix Semiconductor Inc., v. Rambus Jido. 5:06€V-00244-RMW, 2008 WL 73689 (N.D. Cal.
Jan. 5, 2008).
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[DISPUTED] FINAL JURY INSTRUCTION NO. 65
MONOPOLIZATION —RELEVANT MARKET

Apple must provéry a preponderance of the evideticat Samsung had monopoly power in one
more relevant markets. Defining the relevant market is essential to determiretigewBamsung
had monopoly power because whether a company has monopoly power depends on the cont
the market.

There are two aspects you must consider in determining whether Apple hesbueden of
proving the relevant market or markets. The first is the existence of a reksslamblogymarket.
The second is the existence of a relevant geographic market.

A “technology” refers to an invention or process for accdshpmg something, and is sometimes
covered by a patent. The basic idea of a releemhihologymarket is that théechnologiesvithin

it are reasonable substitutes for each dittoen the user'point of view; that is, the technologies
compete with eachther. In other words, the relevant technologrket includes the technologies
that a consumer believes are reasonably interchangeable or reasonableesifustactother.

This is a practical test with reference to actual behavior of buyers akdtmg efforts of sellers.
Technologiesieednot be identical or precisely interchangeable as long as they are reasonablg
substitutes.

The relevant geographic market is the area in which the Samsung technolagEmfigetition
from other technologies to which customers can reasonablyWinen analyzing the relevant
geographic market, you should consider whether changes in prices or product offeoingsrea
have substantial effects on prices or sales in another area, which would tend to sboth thieeas
are in the same relevant geographic marikéie geographic market may be as large as global or
nationwide, or as small as a single town or even smaller.

If, after considering all the evidence, you find that Apple has proven both a rdksramilogy
market and a relevant geographic market, then you must find that Apple hae meevant
market requirement and you must consider the remaining elements of its umhemfybolization
claims.

If you find that Apple has failed to prove eitheretevanttechnologymarket or a relevant
geographic market, then you must find for Samsung and against Apple on Apple’suunlawf
monopolization claim.

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus JM¢o. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).

Authorities

Sherman AcBection 2, 15 U.S.C. § Broadcom Corp. v. Qualcomm In&01 F.3d 297, 315
(3d Cir. 2007);Rebel Oil v. Atl. Richfield Cp51 F.3d 1421, 1434 (9th Cir. 1993 urman
Industries, Ir. v. PayN Pak Stores, In¢875 F.2d 1369, 1374 (9th Cir. 198Blynix
Semiconductor Inc., v. Rambus Indo. 5:06€V-00244-RMW, 2008 WL 73689 (N.OCal.
Jan.5, 2008).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 66
MONOPOLIZATION —EXISTENCE OF MONOPOLY POWER

If you find that plaintiff has proven a relevant market, then you should determiniearhet
defendant has monopoly power in that market. Monopoly power is the power to control price
exclude competition in a relevant antitrust market. lemeining whether Samsung has monopol
power in a relevant market, you may consider whether there is direct evidan&amsung has
monopoly power.

DIRECT PROOF

In order to provide direct proof of monopoly power, Apple has the burden of proving that
defendant has the ability to raise or maintain the prices that it charggsofis or services in the
relevant market above competitive levels. Apple must prove that Samsung has the ey t
by itself-- that is, without the assistance of, and despaimpetition from, any existing or potential
competitors.

Apple must also prove that Samsung has the power to maintain prices above a corgytitive
a significant period of time. If Samsung attempted to maintain prices abovetitvapevels, but
would lose so much business to other competitors that the price increase would become
unprofitable and would have to be withdrawn, then Samsung does not have monopoly power

Similarly, Apple must prove that Samsung has the ability to exclude competiio example, if
Samsung attempted to maintain prices above competitive levels, but new competitdrsnter
the relevant market or existing competitors could expand their sales and taketsbusiness that
the price increase would become unprofitable and would have to be withdrawn, then Samsun
not have monopoly power.

The ability to earn high profit margins or a high rate of return does not necessaaih that
Samsung has monopoly power. Other factors may enable a company without monopolp pow
sell at higher prices or earn higher profit margins than its competitors, stiehatslity to offer
superior products or services. However, an ability to sell at higher pricasndnigher profit
margins than other companies for similar d®or services over a long period of time may be
evidence of monopoly power. By contrast, evidence that Samsung would lose a suibstanoiih
of sales if it raised prices substantially, or that Samsung’s profit maxgireslow compared to its
competitas, erratic, and/or decreasing, might be evidence that Samsung does not have mong
power.

INDIRECT PROOF

If you do not find there is direct evidence of monopoly power, there are a number of yactors
may consider as indirect evidence of monopoly gow

Market Share

The first factor that you should consider is Samsung’s market share. A markealsthae 50
percent may be sufficient to support an inference that a defendant has monopoly power, but i
considering whether a defendant has monopoly padvgalso important to consider other aspect
of the relevant market, such as market share trends, the existence of barrieys tihecantry and
exit by other companies, and the number and size of competitors. Along with a désemdalket
sharethese factors should inform you as to whether the defendant has monopoly power. The
likelihood that a company has monopoly power is stronger the higher that companyis share
above 50 percent.

A market share below 50 percent is ordinarily not sufficient to support a conclugien tha
defendant has monopoly power. However, if you find that the other evidence demortsitates t
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Samsung does, in fact, have monopoly power despite having a market share below 50 parce
may conclude that Samsung has monopoly power.

Barriers to Entry

You may also consider whether there are barriers to entry into the refled@t. Barriers to entry
make it difficult for new competitors to enter the relevant market in a meaningftihagigt way.
Barriers to entry mighinclude, among other things, intellectual property rights (such as patentg
trade secrets), specialized marketing practices, and the reputation of trenmsgready
participating in the market (or the brand name recognition of their products)eneiof low or
no entry barriers may be evidence that defendant does not have monopoly powees&gérd|
defendant’s market share, because new competitors could enter easily ittidadehattempted to
raise prices for a substantial period of time. By contrast, evidence of higéqrday entry along
with high market share may support an inference that defendant has monopoly power.

Number and Size of Competitors

You may consider whether Samsung’s competitors are capable of effectingdgtang. In other
words, you should consider whether the financial strength, market shares and number of
competitors act as a check on the defendant’s ability to price its prodfustansung’s
competitors are vigorous or have large or increasing market shasasathbe evidence that
Samsung lacks monopoly power. On the other hand, if you determine that Samsungtg@msmpe
are weak or have small or declining market shares, this may support andefégr@nSamsung has
monopoly power.

Conclusion
If you find that Samsung has monopoly power in the relevant market, then you must diesider

remaining elements of Apple’s monopolization claim. If you find that Samsung doleaveot
monopoly power, then you must find for Samsung and against Apple on this claim.

Source

Based on ABA Model Antitrust Jury Instructions, at C-16 to C-19, C-23 and the authoitiie
therein.
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 67
MONOPOLIZATION —WILLFUL ACQUISITION OF MONOPOLY POWER THROUGH
ANTICOMPETITIVE ACTS

The next elemeampple must prove is that Samsung willfully acquired monopoly power through
anticompetitive acts or practices. Anticompetitive acts are acts, other thartiiompe the
merits, that have the effect of preventing or excluding competition. Harm teetiiompis to be
distinguished from harm to a single competitor or group of competitors, which dosscessarily
constitute harm to competition. In addition, you should distinguish the acquisition of monopol
power through anticompetitive acts from #dmuisition of monopoly power by supplying better
technology, possessing superior business skills, or because of luck, which is not unlawful.

Mere possession of monopoly power, if lawfully acquired, does not violate the advastA

monopolist may compete aggressively without violating the antitrust laws, and a msinopRgl
charge monopoly prices without violating the antitrust laws. A monopolist’'s conduct only
becomes unlawful where it involves anticompetitive acts.

The difference between animpetitive conduct and conduct that has a legitimate business purj
can be difficult to determine. This is because all companies have a desire to in@easefits
and increase their market share. These goals are an essential part of a vermaekiatplace,

and the antitrust laws do not make these goalsthe achievement of these gealsnlawful, as
long as a company does not use anticompetitive means to achieve these goals.

In determining whether Samsung’s conduct was anticompetitive or wlietves legitimate
business conduct, you should determine whether the conduct is consistent with competition g
merits, whether the conduct provides benefits to consumers, and whether the conduct weuld
business sense apart from any effect itdraexcluding competition or harming competitors.

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus Jio. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).

Authorities

Rebel Oil Co., Inc. v. Atlantic Richfield, Cal F.3d 1421 (9th Cir. 1995) (monopoly power may
be proven directly)Broadcom Corp. v. Qualcomm Iné01 F.3d 297, 315 (3d Cir. 2007);
Research in Motion, Ltd. v. Motorola, In6é44 F. Supp. 2d 788, 793 (N.D. Tex. 2008).
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[DISPUTED] FINAL JURY INSTRUCTION N O. 68
MONOPOLIZATION —ANTICOMPETITIVE BEHA VIOR IN STANDARD -SETTING

Apple alleges that Samsung willfully acquired monopoly power based on anticbredethavior
in connection with the UMTS standard-setting process at 3GPP. A staagaedhance consumer
welfare by ensuring interoperability of products and devices and making matiijrees of supply
available to consumers. The ideal standaatling process can allow members of a standard
settingorganization to make an objective comparison among competing technologies before 3
standard is adopted. Based on the available information, a rational standard-sginncaton

can select the best technology (considering its cost and its performance) arduchnthat
technology in the standard. To the extent the industry has invested in a standard and signnot
transfer that investment to an alternative standard, the process ofdizatttan may eliminate
alternative technologies. When a patented technology is incorporated into such standa
adoption of the standard may eliminate alternatives to the patented techridtowtheless,
“winning” the competition between technologies to be included in the standard may enhance
consumer welfare and not be anticompetitive, evémeitechnology is covered by a patent.

Disruption of a standardsetting process, however, may be anticompetitive. As to Apple’s clain
that Samsung failed to timely disclose IPR (including patents and patent appsigthat may
cover technology being considered for inclusion in the UMTS standard, you may find that
Samsung willfully acquired or maintained monopoly power through anticompetitivéf:a (1)
ETSI members shared a clearly defined expectation that members were reqtuineti/tdisclose
IPR that reasonably might cover technology being considered for adoption in thg &tktidard;
(2) Samsung knowingly failed to disclose such IPR in a timely fashion; (3) 3€iEB& on the
requirement that Samsung would timely disclose such information when 3GPP adojutbtiithe
standard; and (4) Samsung did not comply with the requirement.

As to Apple’s claims that during the standaetting process Samsung concealed its true intentig
not to meet the commitment it had made to license its deetssmtial IPR on fair, reasonable,
and non-discriminatory (“FRAND”) terms, you may find that Samsung willfatguired or
maintained monopoly power through anticompetitive acts if: (1) ETSI membeesishalearly
defined expectation that participants weosihd to license their IPBh FRAND termdo ETSI, its
members, and any entity thatplementgshe UMTS standard; (2) Samsung made an intentionally
false promise to comply with this requirement; (3) ETSI members relidteaequirement when
they adopted the standards to which the declared-essential IPR applied; aardgdh&did not
comply with the requirement.

In determining whether ETSI members shared such clearly definedt&xmpes, you may
consider, among other factors: (1) the expectations of individual ETSI merf)easy behavior
by ETSI members with respect to disclosing or not disclosing such informa&)ara(
information communicated or discussed at ETSI meetings or in ETSI minutesy @jiten rules
of ETSI made available to mentsg(5) customs of the industry; and (6) the purpose of ETSI.

In determining whether Apple has proved that Samsung willfully acquired monopalyr, you
may consider Samsung’s course of conduct as a whole and its overall effiectthan focusing
on a particular aspect of Samsung’s disclosure or licensing conduct iroisolati

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus Ji¢o. 5:06€V-00244-

RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.); ABA Model Antitrust Jury Instructions, g
C-26, D-64, and the authorities cited ther&@madcom Corp. v. Qualcomm In&01 F.3d 297 (3d
Cir. 2007);Qualcomm Inc. v. Broadcom Coyp48 F.3d 1004 (Fed. Cir. 2008); November 1997
ETSI IPR Policy.
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[DISPUTED] FINAL JURY INSTRUCTION NO . 69
MONOPOLIZATION —SAMSUNG'S INTENT

In determining whether or not Samsung willfully acquired monopoly power in\argle
technology market, you may consider any evidence that Samsung intendedue B&&ito the
extent it helps to understand the likeffect of Samsurig conduct. Specific intent to monopolize,
however, is not required for one to be liable for monopolization; only the intent to comnutghe
that resulted in monopolization.

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus Jio. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).

Authorities

Aspen Skiing Co. v. Aspen Highlands Skiing Gerp2 US 585, 602 (1983proadcom Corpv.
Qualcomm In¢.501 F.3d 297, 314 (3d Cir. 2007) (listialgments of a standasetting
misconduct caseMozart Co. v. MercedeBenz of N. Am., Inc833 F.2d 1342, 1349-51) (9th Cir.
1987) (recognizing a limited defense of business justification in tying easesetting out
elements of such a defense).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 70
MONOPOLIZATION —INTERSTATE CONDUCT

The federal antitrust laws apply only to conduct that affects interstate commarthis case, there
is no dispute that Samsung’s conduct affected interstate commerce.

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus JM¢o. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).
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[UNDISPUTED] FINAL JURY INSTRUCTION NO. 71
MONOPOLIZATION —INJURY AND DAMAGES

If you find that Samsung has violated the federal antitrust laws as allgdguble, you must then
decide if Apple is entitled to recover damages from Samsung.

Apple is entitled to recover damages for an injury to its business or propéwtgif establish three
elements of injry and causation.

First, Apple must prove that it was in fact injured as a result of Samsung’scallege
violation of the antitrust laws.

Second Apple must prove that Samsung’s alleged illegal conduct was a material
cause of Apple’s injury. This means that Apple must prove that some damages
occurred as a result of Samsung’s alleged antitrust violation, and not some other
cause. Apple is not required to prove that Samsung’s alleged antitrust violation was
the sole cause of its injury; nor need Apple @liate all other possible causes of

injury.

Third , Apple must prove that its injury is the type of injury that the antitrust laws
were intended to prevent. If Apple’s injury was caused by a reduction in
competition or acts that would otherwise harm consumers, then Apple’s injury is an
“antitrust injury.” The costs and expenses in defending against the assertion of
declaredessential patents may be antitrust injury. On the other hand, if Apple’s
injuries were caused by heightened competition, the conwegpitocess itself, or by
acts that would benefit consumers, then Apple’s injuries are not antitrust injuries,
and Apple may not recover damages for those injuries under the antitrust laws.

If you find that Apple has suffered injury to its business or property, you must detenmether
Apple has proven that it is entitled to damages for such injury. The amount of any sugesiamg
the amount of damages that Apple has proven at trial with reasonable certainty.

Source

Adapted from instructions iHynix Semiconductor Inc., v. Rambus Jri¢o. 5:06€V-00244-
RMW, Dkt. No. 1254, filed Mar. 25, 2008 (N.D. Cal.).

Authorities

Brunswick Corp. v. Pueblo Bowl-O-Mat, Ind29 U.S. 477, 489 (1977)) re Static Random
Access Memory (SRAM) Antitrust Lifijlo. 07md-01819 CW, 2010 WL 5141861, at *4 (N.D.
Cal. Dec. 13, 2010).
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