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8 UNITED STATES DISTRICT COURT
9 NORTHERN DISTRICT OF CALIFORNIA
10 SAN JOSE DIVISION
'g 11 APPLE, INC., a California corporation, )  CaseNo.. 11-CV-01846LHK
o )
ol Plaintiff, )  ORDER RE: WAIVER, EQUITABLE
30 12 V. ) ESTOPPEL, UNCLEAN HANDS, AND
05 )  UNFAIR COMPETITION
8w 13 || SAMSUNG ELECTRONICS CO., LTD.,A )
= % Koreancorporation SAMSUNG )
a8 14 || ELECTRONICS AMERICA, INC., a New York
corporation; SAMSUNG )
=
%@ 19 || TELECOMMUNICATIONS AMERICA, LLC, )
k= 16 a Delavare limited liability company )
] )
E % Defendants )
5 U )
S 18 )
In this patent cas&§amsung accused Apple of infringitwgo of Samsung’patentghat
19
Samsung hadeclared essential the Universal Mobile Telecommunications System (UMTS)
20
standardU.S. Patent No. 7,675,941 (“the '941 Patent”), and U.S. Patent No. 7,447,516 (“the '516
21
Patent”)! At trial, the jury found that Apple had not infringed either of these patSas.
22
Amended Jury Verdict, ECF No. 1890, at 17. Now before the Court is Apple’s motion for a ruling
23
on its equitable defenses to infringement. ECF No. 1981. Specifically, Apgaetshat
24
Samsung’s conduct relatealthe development of tHM TS bars Samsung from asserting these
25
claims against standambmpliant products under the doctrines of waiver, equitable estoppel, apd
26
27 ! Samsung asserted infringement of several other patents, but only these htsaratéhe subject
o8 of the defenses at issue here.
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unclean hand$. Because the Court finds that these defenses cannot affect the outcome of thel
present case in light diie jury’s findirg of noninfringement, the Court, in its discretion, will not
consider these defensaisthis time

Apple argued at the hearing on December 6, 202 its equitable defenses are not
technicallymoot because they would render the entaieipts unenforceable agaiafitstandard
compliant productsyhile the jury’s verdict was limited to certain claims and certain products.
The Court agrees that under Federal Circuit precédeetjssue is not technically moot so as to
deprive this Courof subject matter jurisdictionSeeln re Omeprazole Patent Litigatipd83 F.3d
1364, 1375 (Fed. Cir. 2007)The inequitable conduct claim was not technically moot, because
would have rendered the entire '281 pateamnforceable, rather than just the claims that were h
invalid.”).

However, both parties agreed at the December 6, B842ng that the equitable defenses
no longer pesent a live issue between th@ parties in this case, and that the only effect of a
ruling on Apple’s claims would come througbllateral estoppeh future casesBoth parties
further agreedhatwhile thisCourt does have subject matter jurisdictiomlecide the equitable
defensesit would be within this Court’s discretion twtdecice these issues until there before
the Courtas a live controversylndeed, courts have long recognized that in some situations, thg
is wisdom in refraining from issuing a ruling that would have no practicaltef&=e, e.g.
Fletcher v. United State416 F.3d 1315, 1321 (10th Cir. 1997) (“Under the doctrine of prudent
mootness, there are circumstances under which a controversy, not constituthmdlys so

attenuated that considerations of prudence and comity for coordinate branchesmhgaver

2 Apple also argues that the Court should find that Samsung violated the California Unfai
Competition Law, but asks the Court to make such a finding only if the Court grants judgnaent
matter of law in favor of Apple on its breach of contract claim.t.Mbl1. As the Court has not
yet issued an Order on Apple’s motion for judgment as a matter of law, the Comatveitidress
the unfair competition claim at this time.

% Federal Circuit law governs the application of Article Il to patent dispesSchreiber Foods,
Inc. v. Beatrice Cheese, Ind02 F.3d 1198, 1202 (Fed. Cir. 20@§}Q] uestions of the district
court's jurisdiction — upon which this court's jurisdiction depenal®-always determined under
Federal Circuit law).
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counsel the court to stay its hand, and to withhold relief it has the power to grargridint
guotation marks omittedg. Yuba River Citizens League v. Nat'l| Marine Fisheries SeiV.S
06-2845 LKK, 2010 WL 4746184t *2 (E.D. Cal. Nov. 16, 201Q) Under the doctrinef
prudential mootness, districtas may dismiss a claim where not technically moot, but
nonetheless whe@rcumstances [have] changed since the beginning of litigation that foeestall
occasion for meaningful relié). (citing Hunt v. Imperial Merchant Serydnc., 560 F.3d 1137 (9th
Cir.2009) (internal quotation marks omitted)).

In this case, a decision now would not provide Apple with any meaningful tetieduse
the jury has already found that Appdenot liable toSSamsung for infringing thegmatents.Further,
a decision on Apple’s equitable claimsuld require the Court tmterpreta policy of the
European Telecommunications Standards Institute (BEh&lj)s governed by French lavsee
Apple’s Brief Regarding Non-Jury Claims, ECF No. 1981, at 1 (arguing for equitafdases due
to violation of ETSI policy); PX74 at Art. 12 (ETSI policy choice of law clause). Moreover, the
jury decided several claims stemming from the same factual predtdateie in the equitable
defensesincludinga breach of contract claim and an antitrust cla@onsequently, resolution of
Apple’s equitable defenses would entail a delicate inquiry into preciselyfadtagal findinganust
underlie the jury’s verdict,satheSeventh Amendmemight to a jury trial in civil casegequires the
Court tocredit those factual findings in resolving the equitable claifegeBeacon Theatres, Inc.
v. Westover359 U.S. 500, 510 (1959). The Court does not find it advisable to issue binding
interpreations under foreign law, or to inquire into the precise contours of the implied factua
findings underlyinga jury verdict where it is not necessary for the resolution ofctimeently
pending case

Finally, Apple has argued that because these questions have important policgtiomsic
for standards-setting organizations, the Court should decide them now. The Court fitlus tha
importance of the questions counsadsinstdeciding them in a case where the issue is no longe|
squarely presented. The issue is best left for a case in which the parties hpuecewtive to
brief and argue the issue as thoroughly as possible, to ensure that the decisiofyeissuike on

this question is a correct one. Accordingly, the Court takes no position on the mepetA
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equitable claims, and declines to decide whether Samsung’s patamegaferceablas againsall

UMTS-compliant products under the doctrines of waiver, equitable estoppel, and unclean harj

ITISSO ORDERED.
Dated: Decembet3, 2012 #. hé \'
LUCY H H

United States District Judge
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