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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC., a California corporation, CaseNo.: 11-CV-01846LHK
Plaintiff,
ORDERGRANTING APPLE’S
MOTION TO STRIKE EXPERT
OPINION OF DAMAGES BASED ON #
NOTICE PERIOD OTHER THAN THE
DATES SET BY THE COURT'S
MARCH 1, 2013 ORDER

V.

SAMSUNG ELECTRONICS CO,, LTD., A
Koreancorporation SAMSUNG
ELECTRONICS AMERICA, INC., a New Yorl
corporation; SAMSUNG
TELECOMMUNICATIONS AMERICA, LLC,
aDelaware limited liability company

Defendants
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In its March 1, 2013 order granting Samsung a new trial on damages, the Court set for

th t

“correct notice datediased on Samsung’s theory as to when Samsung received notice of Apple’s

infringement allegation#pple, Inc. v. Samsung Elecs. Co., 926 F. Supp. 2d 1100, 1114 (2013).
Those dates defined the scope of the damages period for the S&ihaequentlySamsung’s
damages expert (Michael Wagner) updated his damages calculationretricdeand Apple now
moves to strik&Vagner’s reporto the extent iisesalternative damages periotdsthose
previously suggested by Samsung and set by the Gaisttael Wagner's Updated Report at

1 181;see ECF No. 2381 at 2 (Apple’s motion to strikBecause Samsg foreited reliance on
this alternativeargument as to thepropriatedamagegeriod, and pursuant to Federal Rule of

Evidence 403 balancindpple’s motion is GRANTED.
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BACKGROUND

Under 35 U.S.C. 887(a), a patentee that sells a patented article in the United States m
not recover damages for periods during which it has failed to provide constructiveamatice
of the infringement to the accused infringer. A patentee may provide coiv&nuatice by
marking its product with the patent numioeit may provide actual notice by charging the
defendant “of infringement of specific patents by a specific product or grqupadcts.”Funai
Elec. Co. v. Daewoo Elecs. Corp., 616 F.3d 1357, 1373 (Fed. Cir. 201Bgcause Apple
indisputably did not mark its products, this case has focused on Apple’s actual noticestm&gGam

In its original complaint, filed April 15, 2011, Apple asserted the '381, '915, and D'677
patents and accus&hmsung’s Captivate, Continuum, Epic 4G, Indulge, Nexus S, Gem,
Transform, and “Galaxy family of phones,” as wellSssnsung’'ssalaxy Tablet. ECF No. 1 at
1924, 54, 56. In its amended complaint, filed June 16, 2011, Apple added the '163 and D’305
patents and added as accused products the Droid Charge, Exhibit 4G, Galaxy Riesail G,
Nexus S 4G, and Repleniskee ECF No. 75 at 1 28-29, 92. The jury in the 2012 trial fahatl
all of theseaccuse@roducts infringed at least one of the patents in the original complaint.

The jury awarded damages to Apple, but based its damages award on an August 4, 2(
notice date for all the patents-suit. See Apple, Inc. v. Samsung Elecs. Co., 926 F. Supp. 2d 1100,
1115 (2013). As evidence of actual notice by that date, App&xl ona presentation given to
Samsung on August 4, 20Bataccused Samsung’s Galaxy S phone of infringing the '381 patg
among other patents not at issue in thiecgeid. at 1113; PX52. Samsung filed a motion for a
new trial and remittitur, arguing that Samsung did not have notice of Amtdéiss of design
patentinfringement until Apple listed the design patents in its com@asee ECF No. 2013 at 25-
26.

On March 1, 2013, this Court issued an order agreeing with Samsung that, except for {
'381 patent (the patent in Apple’s August 2010 presentation), Apple failed to providerattoal
to Samsung of the paterntssuit until Appleincluded each patent its complaintsSee 926 F.
Supp. 2d at 1114 (“Apple cites no evidence whatsoever that any patant-other than the '381

Patent was specifically identified during the meetingdhQcordingly, the Court concluded that the
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“correct notice dates” for thinfringing products varied based on when Samsung received notig
the patentsd. The Court ordered a new trial to recalculate dameasgesd. at 1120, anallowed
the parties tapdate theiexpert reportso setout their new damages calculations oskeg ECF

No. 2316 at 3 (prohibiting the parties from expanding the scope okthe&ial by relying on new
methodologies or datd).

In his Updated Rebuttal Expert Report for New Trial on Damages (“UpdatautRe
Wagner calculated damages based ord#ttes in the Court’s new trial order, but ailseealed that
Samsung planned to argue at tigevtrial that the notice dates should be basetherdatesApple
specifically identified [each accusegtloduct in its Complaint or Amended Complaint.” Updated
Report 1 181 (emphasis addedjagner included an alternative set of calculatizased on those
later dates but noted that he was “not offering an opinion on the correct noticé idatssple
now movedo strikethosealternative calculation§ee ECFNo. 2381 at 2.

. DISCUSSION

1. Samsung Forfeited a ProduciBased Notice Theory

Samsung’s theory of notice based on Apple’s identification of each accused psatwet
The Court relied on Samsung'’s previ@arguments directed to Apple’s identification of the
patentsin-suit to sethe damages period for thetrial. Samsung cannot now introduce a new
theory of damages to reduce the damages period even further. In complex litigeti@s $his,
the Court must be able to rely on arguments that the parties have made (and yhosectinet
made) to set the scope of future proceedings. “[T]he value of waiver and ferfeiles . . ensure
that parties can determine when an issue is out of the case, and that liteyatamsy to the extent
possible, an orderly progressioiXxon Shipping Co. v. Baker, 554 U.S. 471, 487 (2008).
Reexamining the correctness of the notice dates set out in the Court’'s newdaralould be a
step backward. It also would violate the Court’s ground rules fargharial, which prolibit the

introduction of new evidence absent exceptional circumstaee®.g., 2316 at 2-3.

! Because Apple’s damages expert passed away in December 2012, the Coutch8pplé to
substitute a new damages expert, but prohibited her from relying on “(1) new sales.d&) new
products; and (3) new methodologies or theories.” ECF No. 2316 at 3.

3
Case No.: 11CV-01846LHK
ORDER RE: ALTERNATIVE NOTICE PERIOD

e of



United States District Court
For the Northern Districvf California

© 00 N o o -~ w N Pk

N N N N DN DN DN NN R R R R R R R B R R
0o N o 0NN WN P O ©OW 0o N O o WwWN B O

Throughout this case—during the first trial, during post-trial briefing, aading up to the
retrial—Samsung has framéd arguments as to actual notigeder section 287(d)y highlighting
the dates Apple notified Samsung of each asserted paterthe dates Apple accused a particulal
product.

During the first trial, Samsunfigcusedts notice arguments to tigry only on the patents-

in-suit. In its joint pretrial statement, Samsung did not list its notice of the accused products ag

disputed factSee ECF No. 1189 at 11-12. Samsung did not object to (and in fact proposed) the

jury instructions that tiethelatest possibl@otice date¢o Apple’s idetification of the patentin-
suit. See ECF Nos. 1821-1 at 16 (Samsung'’s proposal); 1903 at Inst{sAggle’s lawsuit
provided Samsung such notice for the '381 and '915 pateritger than April 15, 2011 ...") &
57 (“Apple’s lawsuit provided Samsung such notice for the D’'677 patemd kater than April 15,
2011 . ...") (emphases added). the extent Samsung elicited dagtual testimonyn a product-
based notice theory, it counseled against Samsung’s current ptsiidpple’s failure to nae
particular products makes a differenBee Tr. at 94950 (Samsung’s chief strategy officer’s
testimony that the Infuse 4G was “part of the Galaxy family of phonsgijher Samsung nor
Wagner presented a factual basis for the jury to conc¢hateApple failed to notify Samsung of
the infringement until Apple accused particular products. Although Wagner presenteaf a s
calculations to the jury th@roposed different damages based on prodased notice datdsr
Apple’s design patents, he did not explain why or how the jury should apply those catsuGae
DX781; Trial Tr. at 3033 (proposing numbers only “in case the jury wants to look abthat
conceding thatl have no information as to when actual notice occuixedbreover, Wagner
nowhere suggested that the “actual notice” standard required Apple to accuskiaigivoducts
of infringing Apple’s utility patentgas opposed to its design patents). Yet now Samsung is arg
that, even for the utility patents, Apple failed to provide notice until it named yartjgroduts in
its complaintsSee ECF No. 2529 at 2.

In its posttrial briefs, Samsundid not suggest that Apple’s identification of accused
products was relevant to the correct notice ddteshe contrarySamsungepeatedly proposed

remittitur based only on the dates Apple asserted each p&eCF No0.2013 at 25 (proposing
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“Reductions . . To Reflect Correct Notice Dates”). Inowing for a new trial and faemittitur,
Samsung relied on a declaration from Wagner in whicil$egproposed a reduction to the jury
verdictfor the“[c]orrect [n]otice [d]ates’based only on the dates Appleserted the patents

suit. ECF No. 1990-20 at 1 §MWagner Decl.”) see ECF No. 1990-22 at 3 (Wagner exhibit
making“[a]djustment [flor [c]orrect [n]otice [d]ates; see also Wagner Declf 22 (“I've been
asked to assume that the earliest notice Samsung received of the '915 and [@6&7. pavas
Apple’s filing of the April 15, 2011 complaint, and that the earliest notice Samsungeccé the
163 [and] D'305 . . . patents was Apple’s filing of the June 16, 2011 amended complaint.”).
Neither Samsung nor Wagner suggested the “correct notice dates” were liediabets that Apple
listed a specific product in itomplaint.

In its new trial order,ite Courtsided with Samsung and adopted almost all of Samsung’s
proposed dates as the “correct notice dates.” 926 F. Supp. 2d at 1114. Although the Court
considered Samsg’s request for remittituthe Court concluded thatgbuld not fairly remit a
new damages award for certain phones because it lacked sufficient informatiorate fh@jury
award.ld. at 1117-20Insteadthe Courtordered arfextremely limited” trialto “correct the
erroneous notice dates.” ECF No. 2316 ae8926 F. Supp. 2d at 1119.

At this late stage, not even Samsung’s counsel is prepared to present a product-lzaseq
theory to the Court, much less expldito the jury Samsung’s inconsistenharacterization of one
of the accused products, the Infuse 4G, suggests that Samsung dazensettled on its own
position.As noted, Samsung’s chief strategy officer testified at the first trial théfinee 4G was
“part of the Galaxy family of phones.” Tridk. at 949-50. Consistent with that statement,
Samsung’s counselainly tdd the Court at pretrial conference that the Infuse 4G is a Galaxy
phone.See 10/10/13 Hr'g Tr. at 70 (“Court: You'’re saying Infuse 4G is not part of the Galaxy
family of phones? [Samsung’s Counsel]: It is part of the Galax@ri)further briefinga few days
later, however, Samsung reversed couyrstatingthat the Infuse 4G wésot part” of the Galaxy
family. ECF No. 2529 at 1 (Oct. 14, 2048mphasis in original)Apple challenged that conclusion
by pointing to Samsung’s own websttet listedthe phones“SamsungGalaxy S Infuse 4G™.”

See ECF No. 2541-1 (emphasis addedl) the October 17, 201@etrial conference&Samsung’s
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counselried todefend itsnew characterization of the phorstatingthatApple had cited a
Canadian websit¢hat in the United Stateke phone’stitle is “carrier drivery” and that U.S.
carriers do not describe the Infuse d§&5a Galaxyl10/17/13 Hr'g Tr. at 109. The Court ordered
Samsung to make a 30(b)(6) witness available to adtiresdassification of certain Samsung
phonessee ECF No. 2552t 45, and Samsung’s witness agreed under oath that, although the
carriers do choose the final narfiewould have been appropriate if the carriers had decided to
call [the Infuse 4G afGalaxy S phong,” ECF No. 2601-8 at 2Following that testimony,
Samsung droppets argument that thimfuse 4G was not @alaxyphone.See ECF No. 2615 at 2.
Samsung’s inconsistency underscores the Court’s conclusion that Samsung failededhpsirs
theory in the 201#ial and highlights the unfair prejudice that Apple would m€the Court were

to allow Samsung to psie it at this late stage

2. The Relevance of Samsung’s New Notice Arguments Is Substantially
Outweighed by the Risk of Waste of Time, Confusion of the Issues, and Undue
Prejudice

ReviewingApple’s motion to strike on the merits, the Court also concltite$-ederal
Rule of Evidence 403 precludes Wagner's testimony and any new factuakatgumsupport.
None of the evidence Samsung has adduced lends much supptretoy thal\pple failed to
establish actual notiaantil it accused particular phonéH.a patentee’s initial notice is
sufficiently specific to accuse one product of infringement, ‘ensuing disgovether models and
related products may bring those products within the scope of the naeEECT, Inc. v. Vita-Mix
Corp., 696 F.3d 1364, 1379 (Fed. Cir. 2012) (quotiugai, 616 F.3d at 1393Samsungeekso
argue that Appléailed sufficientlyto accuse the Galaxy Prevagcause, even though Apple’s
August 2010 presentation to Samstangeted the Galaxy, See PX52,and the original complaint
listed the “Galaxy family of mobile phones,” ECF No. 1 1 56 (“Orig. Compl.”), Apple did not
specificallyidentify the GalaxyPrevail until the amended complairfiee ECF No. 2529 at ZThe
theorythat Samsung was unaware that@ataxy Prevail was a Galaxy phoneaitrs credulity.
Samsungilso seek$o argue thaApple's naming ofthe “Nexus S” in its original complairfailed
sufficientlyto accuseéhe Nexus SIG. Id. This theory is similarly weak. Moreovesamsung has

not proffered any evidence to suggest these slight name differences matt&lso questionable
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is Samsung’s plan to rely drferizon’s selection of the name “Droid Chargéor a phone that
Samsung appears to have promoted to Verizon as a Galaxy ptoBEF No. 2601-16 at
SAMNDCA10212499, to contend th&msung lacked noticeof Apple’s infringement claimsee
ECF No. 2615 at 2. Section 287 is meantasstire that thieecipient knew of the adverse patent
during the period in which liability accrues,” not a third pakynks v. Polaris Industries, Inc.,
546 F.3d 1364, 1376 (Fed. Cir. 2008) (emphasis added; internal quotation marks omitted).
The slight probative value of this evidence is substantially outweighed by the unfai
prejudice that Apple would incur in mounting a defense at this late gtpgks appropriately
assumed the nettial would not involve further notice issues and, as the parties’ development
the record over the Infuse 4G shows, would have torddeato garner additional evidence to
support the notice dates in the Court’s new trial oiffd@amsung were allowed to challenge those
dates now. Moreover, Samsung’s changgosition as to the Galaxy or n@ualaxy status of the
Infuse 4G and the untenable nature of Samsu@glxy Prevail, Nexus S 4G, and Droid Charge
theories demonstratéisat opening this line of argument would subject the parties, the Court, af
the jury to confusion of the issues, minimal probative evidemasted timeand unnecessary
satellite litigation

II. CONCLUSION

Because Samsung hasfeitedits argument that it did not receive actual notice of Apple’s

infringement claims until Apple listed that specific product in its pleadismgd pursuarto Federal
Rule of Evidence 403 balancing, Apple’s motion to strike Wagner’s opinions in support of thal

theory is GRANTED.

ITIS SO ORDERED. # m\r
Dated:November 9, 2013 *
LUCY H. H

United States District Judge
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