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UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN JOSE DIVISION

APPLE INC, a California Corporation, ) CaseNo.: 5:12¢v-0630LHK-PSG
)
Plaintiff, ) ORDER RE: MOTIONS TO STRIKE
V. ) AND SEAL
)
SAMSUNG ELECTRONICS CO., LTDa )  (Re: Docket Ncs. 877, 878, 880, 882)
Korean corporation; SAMSUNG )

ELECTRONICS AMERICA, INC., a New Yorl)
corporation; and SAMSUNG )
TELECOMMUNICATIONS AMERICA, LLC, )
a Delaware limited liability company,

Defendart.

N N N

Imagine if @achJohn Heisman had chosen to patent his signature play, the famous
fumblerooski. Claim Inight read:

A method of advancing a football through deception, comprising:

(a) the quarterback deliberately placing the ball on the ground tgreiving it
from the center,

(b) one or more of the remaining offensive players running to the agit;

(c) another offensive player picking up the ball and running to the left.
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If Heisman sued a rival for infringemiein this district, his Patent Local Ruel
contentions might theorize that the rival practiced the final limitation using a tackie.if No
Heisman'sxpert later pointed to video of a guard, few would doubt that the expert had
inappropriately disregarded the earlier contentions. But if the contentions hdg seeferth that
a lineman had picked up the ball, and were never challenged as requiring mdie speci
supplementation, the expert would be understood simply to have proviéedraple of the earlier
contention, something she is perfectly free to do long after the rival passedcbiarnice to seek
supplementation of the contentions to spettify particulariheman completing the trickery.

Replace Coach Heisman with Apple or Samsung, and “offensive plajgbrfimaging
device,” “recording circuit,” and the like, and you get an idea of the circunestdefore the court
In all but a few insinces identified below, in challenging an expert's designation of the ugit,g
the party complaining has conflated a general lineman contention for one spezitgcide.
Because the time for challenging the generality of the earlier contentipa$sed, thpresent
challenges are largely a mattertad little, too late.

II. LEGAL STANDARDS

Our district’'s Local Patent Rules require that parties lay out their infriageand validity
contentions early enough to give their opponents a fair shot at rebuttal. Ttexistieto further
the goal of full, timely discovery and provide all partiath adequate notice of drinformation
with which to litigate their casé€d.The rules replace the “series of interrogatories that [parties]
would likely have propounded” without thefiThey are “designed to require parties to crystalize

theories of the case early in the litigation and to adhere to those theorieseynhave been

1 XYSCorp v. Advanced Power Tech, Case No. 02-3942, 2004 WL 1368860, at *3 (N.D. Cal. Jur
16, 2004).

% Network Coaching Tech L.L.C., v. Novell, Inc., Case No. 01-2079, 2002 WL 3216128, at *4
(N.D. Cal. Aug.. 13, 2002).
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disclosed.® They are also designed to “provide structure to discovery and enable thetparties
move efficiently toward claim construction and the eventual resolution of thpirtdi¥

Expert reports may not introduce theories not set forth in contenitidihe scope of
contentions and expert reports are not, however, coexterisB@ntentions need not disclose
specific evidencé whereasxpert reports must include ansplete statement of the expert’s

opinions, the basis and reasons for them, and any data or other information considered whe

forming them® When considering a challenge such as those now before the court, the questioh th

becomes, has the expert permistpecified the application of a disclosed theory, or has the
expert impermissibly substituted a new theory altogether?
With this framework and these standards in mind, the court turns to the unresolvedhiss
the four motionsefore it.”
[ll. DISCUSSION

A. Apple’s Motion to Strike Arguments from Samsung’s Infringement Expert Reprts
Regarding Samsung Patents (Docket No. 877)

First, Apple moves to strikParulski’s opinion that the “imaging device” limitation of the

‘449 patenis met by a speadif component found within the CMOS image sensor rather than the

% Nova Measuring Inst., Ltd. V. Nanometrics, Inc., 417 F.Supp.2d 1121, 1123 (N.D. Cal. Mar. 6,
2006).

* Creagri , Inc. v. Pinnacle, Inc., L.L.C., Case No. 11-6635, 2012 WL 5389975, at *2 (N.D. Cal.
Nov. 2, 2012).

> See Fenner Investments, Ltd., v. Hewlett-Packard Co., Case No. 08-0273, 2010 WL 786606, at *
(E.D. Tex. Feb. 26, 2010).

® Seeid.

" See Creagri, 2012 WL 5389775, at *2.

8 See Fed. R. Civ. P. 26(a)(2)(B).

® The court regrets that the press of time precludes a complete rehashing dfi¢derpspective
positions here. The parties may presume that in ruling on any particular expeh ofiie court
has adopted the proposed factual findings and legal conclusions of the party urgingdhenadl
rejected those in opposition.
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CMOS image sensor as a whdfeApple argues that this court’s order of June 26, 2013 preclud
theoriesbased on these componetitsApple is mistaken. That ordenly precludedioctrine of
equivalence arguments regarding those components, at@abt relevanto the literal
infringementhere® Parulskiis simply pinting to a specific examplef the sensathatwas
disclosed in Samsung’s infringement contentibhdhat is entirely approjate Apple’s motion is
DENIED.

Second, Apple moves to strikarulski’s opinion that the “recording circuit” limitation of
the ‘449 patent is met by an interface circuit and other components not previousfieidéhti
Samsung does not contest that the last sentence of paragraph 202 of Parulski'ssoegsrhdithe
interface circuipropounds a new theory,so Apple’s motion is GRANTED as to that sentence.
However, it is DENIEDas to the remainder of Parulski’s opinion regarding the recording circuit
as thememory and “controller” in questicare specifiexamplesf the NAND flash module
previously disclosed in Samsung’s contentions.

Third, Apple moves to strike Parulskopinion that the “reproducing circuit” limitation of
the ‘449 patent is met by a “display pipeline” and an “audio subsystgmch were not
previouslyspecificallyidentified*® Here,but for some artful drafting by Samsung, Apple might
have a pointUnlike with the “imaging device limitatiorfamsung’s contentions disclogéé

graphical processing unit, a specific subpart of the larger chip in questioggth onehip), and

1% 5ee Docket No. 877-4 at 10.

" Seeid. at 9.

12 5ee Docket No. 636 at 25.

13 See Docket No. 963-3 at 23.

1% See Docket No. 877-4 at 11.

1> See Docket No. 963-3 at 23.

18 See Docket No. 877-4 at 11-12.
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now its expert is specifying a different component. However, the gedghimcessing unit was
explicity disclosed as an “example” of a subpart of the sysiawhip that might infringe the
patent. The contention itself was directed at the whole chip. Accordingly, Appbisn must be
DENIED.

Fourth, Apple moves to strike Schonfeld’s opinion that Mac OS or iOS devices méy sat
the“zone specific storage and interface” limitation of the ‘757 patehbse devices are confined
to a residence or connected to a Wifi network. Thallenge is perplexingjiven that Appd’s
own brief cites language from the contention indicating that an Apple prodagtreside in a
room or similar locationto satisfy this limitation, and the contention cited specifically lists both
iOS devices and Mac OS devicésApple’s motion is DENIED.

Fifth, Apple moves to strike Schonfeld’s opinitbratMac OS devices can satisfy the “zone
specific storage and interface” limitation of the ‘757 patent when used for the Rie#mS
feature'®. Apple argues that the contentiongyadisclose Mac OS devices as
“central devices,” and disclose iOS devices alone as “Zone Deviggseferencing Mac OS
devices explicitlyas “Zone Devices'theactual contentions belie thitiarge'® Apple’s motion is

DENIED.

17See Docket No. 660-3 at 5:

and at least one Apple's iPhone, iPod Touch, iPad, iPad Mini, iMac, MacBook Air, MacBook Pro, Mac Mini, Mac Pro and Apple
zone, each zone TV devices. and PCs with iTunes (collectively the “Zone Devices”) are storage and interface devices that reside in

having at least a specific location and are capable of storing or interfacing with information stored in a central storage and
one zone specific | interface device. Forexample, each of these devices may reside in a room or similar location, or be coupled to
storage and devices residing in a room or similar location, such as a dock, including docks sold on Apple's website. For

interface device
capable of storing
or interfacing

18 Spe Docket No. 877-4 at 15-17.

example. Apple markets and sells docks such as the Bose SoundDock Series II Digital Music System for the iPhone
and iPod, or the XtremeMac InCharge X2 Charging Station for iPod, iPhone, or iPad.

19 See supra, n. 17.
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Sixth, Apple moves to strike Schonfeld’s opinion that the “automatic transfer” feature ol
Home Sharing is a functionality accused of infringing the ‘757 p&feSamsung’s contentions,
however, specifically referentke automatic transfer feature in Apple’sgirf™ and it prominently
cited to a website discussing the feature in its Third Amended Infringememn@ions®* Apple’s
motion is DENIED.

Seventh Apple moves to strike Schonfeld’s opinion that the “shared photo stream” feat
is a functionality accused of infringing the ‘757 patent, arguing that it intesdamew
infringement theory? Once againthe actual contentiorsll a different storySamsung’s
contentions disclose the ability to share photos manually selected with friencsalydt
Apple’s motion is DENIED.

Eighth Apple moves to strike Schonfeld’s opinion that PCs with iTunes are products
accused of infringing the ‘757 pateas it argues that PCs with iTunes were specificaiiyped
as an accused product earlier in the éasdowever, “iTunes” more broadhgmains as an
accused product, which Apple’s own expert defined as including both the server anenthiecli
both Mac and Windows computéfsSamsung can haly be faulted for using doing the same.
Apple’s motion is DENIED.

Ninth, Apple moves to strike Schonfeld’s opinion that the “central storage and interface

device” limitation of the ‘757 patent can be satisfied by groups of servers enlgrscontaining

20 see Docket No. 877-4 at 14-15.
21 see Docket No. 304-4 at 11-12.
?2 see Docket No. 660-3.

23 See Docket No. 877-4 at 13.

24 See Docket No. 660-3 at 21 (“Photo Stream lets you share select photos with friends dyd fa
directly to their devices or on the web”).

25 5ee Docket No. 877-4 at 15.
26 5ee Docket No. 963-3 at 15.
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only one of “content information” or “content management informatfdn&pple’s primary
complaint here ishat Samsung’s expert urgdst multiserver configurations owned by and in thé
control of third parties may fulfill these roles, when Samsung’s contentionsetboasy on the
iCloud server and computers owned and produced by Applethis instance, Apple
appropriately points out the substitution of a theory, rather than just increasetisypettié
contentions told Apple to look for evidence in one place (its iCloud servers); now the sxpert i
relying on evidence gathered from somewhere elseal (tfarty servers, such as Amazon'’s cloud
storage). Apple’sotion is GRANTED.

Tenth Apple moves to strike Schonfeld’s opinion that the “audio capture card” and “vid
capture card having a video capture modiitaitationsof claim 1 and “video capture module”
limitation of claim 15 of the ‘239 patemiremet by certain previously unidentified componéfits.
Samsung argues that it disclosed each of the components individually in its cmistesuch that
Apple was on notice and had the opportunity te tdiscovery on eacl! Apple fails to identify
any prejudice it has suffered, or any actions it would have/could have takeardifférad this
particular articulation of the contention come forth earlier. Apple’s mosidtinarefore DENIED.

Eleventh Apple moves to strike Schonfeld’s opinion that the “means for exchanging”
limitation of claim 1 of thé239 patent is met by newly disclosed componéhksowever,

Sansung’s contentions did discloaegeneral “circuit” to perform that functich Apple’s

2" See Docket No. 877% at B5-17.
8 eid.

29 see Docket No. 877-4 at 18-19.
39 see Docket No. 963-3 at 19-19.
31 see Docket No. 877-4 at 19.

32 see Docket No. 660-6 at 17:

a.) means for On information and belief. the iPod touch (5(h generation). iPad 4. iPad mini. Apple’'s computers and non-Apple PCs.

exchanging data with | as well as previously charted Accused Devices, each have a circuit for exchanging the data received by the host

said host unit: computer's interface with the playback unit. Apple's software. such as Quicktime and FaceTime. works in
conjunction with that computer interface(s) and the circuit to allow a host unit to receive data from a Mobile Remote
Unit and transmit it to playback unit for playback unit.
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complaint is that the expert now specifies what that circuit entailed. This ipfaper®® Apple’s
motion is DENIED.

Twelfth, Apple moves to strike Schonfeld’s opinion that the “host wmti“playback unit”
limitations of claim 1 of the ‘239 patent are met by previouslgccusedlac computers?
Samsung’s opposition presents no arguments to defend them with respect to the “host unit”
limitation, so the motion is GRANTED as to that limitatiSrHowever, Samsung points out that
Schonfeld specifically excluded laptop computers from his analysis of playbabke memote
units in the infringement analysis, and Apple appears to be concerned only almpuatapnot
desktops in its brief® The motion is DENIED as to the playback unit opinions.

Thirteenthand finally, Apple moves to strike Parulski’s opinion that the “compressor” arj
“decompressor” limitations of the ‘449 patent are met by certain previously ufietent
components of a system-ehip.>’ However, the actual contentions accused certain portions of
systemon-chip, and the portions identified were simply provided as exanfplEsese are, then,
furtherexamples of &road contention being properly narrowed by an expert. Apple’s mation i
DENIED.

B. Samsung’s Motion to Strike Expert Testimony Based on Undisclosed Theoriaad
Claim Constructions Inconsistent with the Court’'sMarkman Order (Docket No. 878)

Samsung moves to strike Apple’s expert reports in gerardStorer'sopinion

specifically,because they rely on claim constructions that were not disclosed in respond to a

% This provides an excellent example of an instance where Agigle legitimately have
complained of an overly broad contentiomlieain the case. &t the time for that has long since
passed.

% See Docket No. 877-4 at 19-20.

% See Docket No. 963-3 at 20.

% Seeid.

%" See Docket No. 877-4 at 21-22.

% See Docket 6605 at 3
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contention interrogatory, Interrogatory 46 requested the following: “For each asserted claim fg
each Samsung Patent, and each Apple Pategait identify: (1) a list of all claim terms that
YOU contend has [sic] a meaning other than plain meaning and should be construedayrthe C
and identify any claim term which YOU contend should be governed by 35 USC Secti6j 112(
(2) YOUR construction of each term identified for claim construction . . . and (3adbr e
identified term, all references from the specification or prosecution higtatrgupports [sic]
YOUR construction.*® Apple did not fully respond to this interrogatory, instead commenting th
the parties could address claim construction at a later #pple nowmaintains that it is simply
applying the plain and ordinary meaning of the terms at issue, whereas Sammuas biet it is
further interpreting the claims.

In order to rule on this motion’s merits, the undersigned would need to comstre¢erms
than the presiding judge elected to consider. This would be an inappropriate exeftise f
referraljudge. The motiotherefore iIDENIED, but Samsung is free seek relief fromJudge
Koh if its concerns persist.

C. Samsung’s Motion to Strike Expert Testimony Based on Previously Undiscled
Theories (Docket No. 880)

Apple moves to strike Mowry’s theories regarding Apple’s practice ob#hépatent based
on his discussions with engineers not disclosed by SanfSuagple argues that Samsung’s
failure to disclose these witnesses denied them the opportunity to deposeesitmiessnay have

helpedto impeach the expeft. Samsung’s primary response is that Mowry did not rely on the

39 see Docket No. 878-4 at 12-18.
“9'See Docket No. 965-4 at 2.

*1 See Docket No. 880-5 at 22.

%2 see Docket No. 964-25 at 18.

9
Case No0.5:12¢v-0630L.HK-PSG
ORDERRE: MOTIONS TO STRIKEAND SEAL

-




United States District Court
For the Northern District of California

© 00 N o o -~ w N Pk

N N N N N DN DN NN R R R R R R R R R R
0o N o 0N WN P O W 0o N o o WwWN B O

reports of these engineers, but Mowry’s own testimony is to the cofitragple's motion is
GRANTED.

D. Apple’s Motion to Strike Arguments from Samsung’s Expert Reports Rgarding
Apple Patents (Docket No. 882)

Apple moves to strike portions of Jeffay’s opinions that the ‘647 patent is invalid based
the Sidekick Handbook, the “MHonArc System/Mosaic System,” and Jeffaytgedilsystems
Apple argues that although Samsung disclosed the Sidekick “System” and dssh\dfHonArc”
and “Mosaic” systems independently as prior art, it did not disclose the Sideknckobbk or the
use of the MHonArc and Mosaic systems togefAeFhe documentation provided in Samsung’s
opposition refutes those allegatioas)east in part® such that Apple's motion BENIED with
respect to the Sidekick Hdbook and MHonArc/Mosaic System. It is GRANTED, however, wit
respect to opinions based on Jeffay’s undisclosed systems of his own creation.

Apple alsomoves to strike Jeffay’s opinions regarding an allegedimoimging alternative
discussed in thapple v. Motorola litigation.*” Samsung argues that although this alternative w3

not disclosed in its contentions, Apple was on notice of the alternative based on its ajgpearan

unrelated litigatior’® Given the breadth and volume of litigation that these parties are involved|i

it would be manifestly unreasonable to impute constructive notice of each and@vertion

from every caseApple's motion ISSRANTED.

3 See Docket No. 1018-4 at 14-15.
*4 See Docket No. 882 at 79.

® eid.

% See Docket No. 962-4, at 7-10.
" See Docket No. 882-3 at 17-18.
8 See Docket No. 962-4 at 20-21.
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IV. SEALING
The sealing requests fall four motionsbefore the courtontinue the parties’ unfortunate
course of redactinglainly nonconfidential information. For example, both Apand Samsung
redactsectionsin which awitnessprovides thestartlingrevelationthat hehas no informatiort?
While embarrassing, perhaps, this is not confidential information worthy ohtlkeeatidd money
required to request sealing from the court. In light ofoterreach thaboth parties continue to
demonstrate in keeping information from the public, the dOBRIIES the sealing moti@n
IT IS SO ORDERED.
Dated:January9, 2014
Pro_ S AR

PAUL S. GREWAL
United States Magistrathudge

49 see Docket Nos. 877-4at 23, 8823 at20.

11
Case No0.5:12¢v-0630L.HK-PSG
ORDERRE: MOTIONS TO STRIKEAND SEAL




	UNITED STATES DISTRICT COURT
	NORTHERN DISTRICT OF CALIFORNIA
	SAN JOSE DIVISION

