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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC.,a California corporation, Case No.: 122V-00630LHK
ORDERGRANTING-IN-PART AND
DENYING-IN-PART APPLE’S MOTION
FOR PARTIAL SUMMARY
JUDGMENTAND DENYING
SAMSUNG’S MOTION FOR PARTIAL

Plaintiff and Counterdefendant,
V.

SAMSUNG ELECTRONICS CO., LTDa

N/ N N N N N N N

Korean corporationSAMSUNG SUMMARY JUDGMENT
ELECTRONICS AMERICA, INC, a New York)

corporationandSAMSUNG ) [PUBLIC REDACTED VERSION]
TELECOMMUNICATIONS AMERICA, LLC, )

a Delaware limited liability company, )

)

Defendants and Counterclaimanis

)

The partiesn this patent suihavecross moved for partial summary judgment on various
issuesPlaintiff and Counterdefendant Apple, Inc. (“Apple”) filed a motion for partial sangm
judgment against Defendants and Counterclaimants Samsung Electronics Coarasilin
Electronics America, Inc.; and Samsung Telecommunications America, LLC (nalgct
“Samsung”) orOctober 102013.SeeECF No. 803-4 (“Apple MSJ”). Samsung filed a motion for|
partial summary judgment on the same d&eeECF No. 805-3“Samsung MSJ”). The parties
filed corresponding oppositions on November 1, 2828ECF Nos. 854-3 (“Samsung Opp’n”),

853-3(“Apple Opp’n”), and replies on November 14, 2048&ECF Nos. 944-4 (“Apple Reply”),
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946-3 (“Samsung Reply”). The Court heard oral arguments on these motions on December 1
2013. After hearing oral argument on the matter, and reviewing the briefing by the paeties, t
evidence offered in support of the briefing, and the relevant case law, the Court GRANArt
and DENIES in part Apple’s motion for summary judgment and DENIES Samsung’s motion fq
summary judgment.
l. BACKGROUND

At the center of the parties’ dispute in this lawsuit are some of Apple and Samsteg)’s |
smartphones, media players, tablets, and compteesCourt is also presiding over an eatlier
filed case between the same parties that involves older deSeges.g, Apple, Inc. v. Samsung
Electronics Cq.No. 11CV-01846, 2013 WL 6225202 (Nov. 25, 2013). In the present cask, e
side’s claims include allegations that the other has infringed its ut@ignps by using, selling,
offering to sell, and importing the accused devices in violation of 35 U.S.C. § 271. Apple mov
preliminarily enjoin Samsung’s allegedly infringing sales of one of the accused prdtacts
Galaxy Nexus. This Court granted Apple’s preliminary injunction motion as to one of Apple’s
patentsi-suit, U.S. Patent No. 8,086,604 (the 604 Paters&g Apple, Inc. v. Samsung
Electronics Co., Ltd.877 F. Supp. 2d 838 (N.D. Cal. 2012), ihe Eederal Circuit reversgeith
part becausthis Court erroneously construed a claim term from the '604 patsnf\ppé Inc. v.
Samsung Electronics C&95 F.3d 1370, 1378 (Fed. Cir. 2012).

In order to streamline the case for trial, @@urt has required thgarties to limit their

infringement contentions to 5 patents, 10 asserted claims, and 15 accused productsSe® side

ECF No. 471 at 2.The parties havaccordingly limited their infringement contentions as follows|

Apple currentlyassertxlaim 18 of U.S. Patent No. 8,074,172 (the “'172 Patent”); claims 1, 4, 6
and 9 of U.S. Patent No. 5,946,647 (the 647 Patent”); claim 20 of U.S. Patent No. 7,761,414
“414 Patent”);claims 24 and 25 of U.S. Patent No. 6,847,959 (the 959 Patent”); and claim 8
U.S. Patent No. 8,046,721 (the “721 Pateatjninst the followinggamsung products: Admire,

Conquer 4G, Dart, Exhibit 1l 4G, Galaxy Nexus, Galaxy Note, Galaxy Note II, Galaxy SikyGal

!By February 6, 2014, the parties will be required to limit their asserted clafbngedr side and
limit their accused products to 10 per sileeECFNo. 471 at 2.
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SlI Epic 4G Touch, Galaxy Sl Skyrocket, Galaxy S Ill, Galaxy Tab 2 10.1, lllusion, Stratesph

and Transform UltraSeeECF No. 786° Samsung currentlgssertslaims 10 and 35 of U.S. Patent

No. 7,756,087 (the “087 Patent”); claim 13 of U.S. Patent No. 7,551,596 (the 596 Patent”);
claims 1, 14, and 15 of U.S. Patent No. 7,577,757 (the “'757 Patent”); claims 25 and 27 of U.{
Patent No. 6,226,449 (the 449 Patent”); and claims 1 and 15 of U.S. Patent No. 5,579,239 (

“239 Patent”) against the following Apple products: iPhone 4, iPhone 4S, iPhone 5, iPad 2, iR

iPad 4, iPad Mini, iPod Touch (5th Generation), iPod Touch (4th Generation), MacBook Air,
MacBook Pro, iMac, Mac Mini, iTunes (including iTunes Match), and iCl&@&seECF No. 787.
In a prior order, the Court construed various terms in these cl@a@e&CF No. 44(“Claim
Construction Order”).

In its summary judgment motion, Apple asks this Cowrule that various accused
products infringe claim 18 of the 172 Patent, claim 1 of the '647 Patent, and claim 204%4he

Patent; that two purported prior art systems fail to anticipate or render obvagus 24 and 25 of

D

UJ

the

the '959 Patent; and that U.S. Patent No. 7,587,446 (the “’446 Patent”) anticipates claims 1, 14,

and 15 of the '757 Patent.

Samsung’s summary judgment motion seeks an order from this Court that cextsiedac
products do not infringe claims 1, 4, 6, 8, and 9 of the '647 PdkextitMicrosoft's Windows
Mobile 5.0 platform anticipates claims 11 and 20 of the 414 Patent; that claims 24 and 25 of
'959 Patent are invalid as indefinite; and that claim 13 of the '596 Pafegtsenpriority date that
is one year earlier than the date the claim was first presented to the USdRIIi@nal facts are
discussed below, as necessary, in the Court’s analysis.

. LEGAL STANDARD

The standard for evaluating motions for summary judgment is well settled and set forth

the

below. In addition, becae, “in ruling on a motion for summary judgment, the judge must view the

evidence presented through the prism of the substantive evidentiary buxddetson v. Liberty

? Apple maintains that at least some of these products are representative of otlest pmliscts
for purposes of Apple’s infringement claims. The parties are still seekingcio aeaagreement on
Apple’s representativproducts contentions.
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Lobby, Inc, 477 U.S. 242, 254 (1986), tlmurt sets forth theubstantive evidentiary burdens for
literal infringement andnticipatior—issues common to both parties’ motions.
A. Summary Judgment

Under Federal Rule of Civil Procedure 56(a), “[tlhe court shall grant sumodgynent if

the movant shows that there isgenuine dispute as to any material fact and the movant is entifled

to judgment as a matter of law.”dterial facts are those that migtftect the outcome of the case.
See Liberty Lobbyl77 U.S.at 248. A dispute as to a material fact is “genuine” ifehielence is
such that “a reasonable jury could return a verdict for the nonmoving partyie question is
“whether a jury could reasonably find either that the [moving party] proved his casedyattig
and quantity of evidence required by the governing law or that he diddadt’254(emphasis
omitted) “ [A]ll justifiable inferencesare tobe drawn in [the nonmovant’s] favdrUnited
Steelworkers of Am. v. Phelps Dodge Co8p5 F.2d 1539, 1542 (9th Cir. 1989) (en banc)
(quotingLiberty Lobby 477 U.S. at 255).

The moving party bears the initial responsibility for informing the district coutteobasis
for its motion and identifying those portions of the pleadings, depositions, interrogategrsns
admissions, and affidavits, if any, that it contends demonstrate the absence of a gameliok is
material factSee Celotex Corp. v. Catreff77 U.S. 317, 323 (1986). A party opposing a properly
supported motion for summary judgment may not rest upoméne allegations or denials thiat
party’s pleading, butnust “cit[e] to particular parts of materials in the recaddwing that thex is
a genuine issue for trial. Fed. R. Civ. P.&6@L)(A); see also Liberty Lobbhy77 U.S. at 250. The
opposing party need not show the issue will be resolved conclusively in its$aeokiberty
Lobby, 477 U.S. at 24&9. All that is necessary is submission of sufficient evidence to create a
material factual dispute, thereby reduiy a jury or judge to resolve the parties’ differing versions
at trial. See id.

B. Literal Infringement

A party must provepatentinfringement by a preponderance of the evideBeeSiemens
Medical Solutions USA, Inc. v. Sail@bbain Ceramics & Plastics, In®637 F.3d 1269, 1279 (Fed.

Cir. 2011). At this stage, the parties’ infringement disputes center on whettaén S&amsung
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products literally infringe certain patents. “Literal infringement requirep#tentee to prove that
the accused device contagech limitation of the asserted claim($dyer AG v. Elan Pharm.
Research Corp212 F.3d 1241, 1247 (Fed. Cir. 2000). “If any claim limitation is absent from th
accused device, there is no literal infringement as a matter oflidw.”

C. Anticipation

Paents are presumed valiflee35 U.S.C. § 282(a). A party challenging the validity of a
patentclaim bears thdurden of proving invalidity by clear and convincing evidei8=e
Microsoft Corp. v. i4i Ltd. P’shipl31 S. Ct. 2238, 2242 (2011). An accused infringer may show
that a patent claim is invalid as anticipated under 35 U.S.C. § 102 and to do so “must sheaw b
and convincing evidence that a single prior art reference discloses each andesveny ef a
claimed invention.Krippelz v. Ford Motor Cq.667 F.3d 1261, 1265 (Fed. Cir. 2012).
1. DISCUSSION

A. Preliminary Matters

Before addressing the merits of the parties’ summary judgment arguments, the Court
addresses two threshold issues that arise at various poihésparties’ briefs(1) whether
additional claim construction is necessary and (2) the weight the Court shoutd jsve
conclusions at the preliminary injunction stage.

1. Claim Construction

Many of thepresent issues rest on claim construction positions that the partersaised
during the claim construction phase of this case. For example, Sagesks#p construe DDI
field” in the '596Patent to mean a “logical identifier representing the first PDU.” SamsuidgaMS
23. The Court finds these arguments untimiélyhe partieswanted to tee up summary judgment
positions based on particuleonstructios, they “could (and should) have sought . . .
constructiofs] to [those]effec{s].” ePlus, Inc. v. Lawson Software, INn€00 F.3d 509, 520 (Fed.
Cir. 2012).

The Courtrecognizes its duty teesolve fundamental disputes regarding claim scBgee.
02 Micro Int'l v. Beyond Innovation Tech. €621 F.3d 1351, 1360 (Fed. Cir. 2008) (citing

Markman v. Westview Instruments, [rs2 F.3d 967, 979 (Fed. Cir. 1995) (en banthe Court
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fulfilled that duty when it provided a thorough claim construction opinion earlier in these
proceedings. Yeéfdistrict courts are not (and should not be) required to constrely/limitation
present in a patent’s asserted claind.’at 1362(emphasis in original)Nor are they obligated to
rule on claim construction arguments presented for the first time in summary jidgmeés.See
Function Media, L.L.C. v. Google In@08 F.3d 1310, 1325 (Fed. Cir. 2013) (“We hold that the
denial of a pre-trial motion for summary judgment of noninfringement does not, by itself, show
that the district court delegated claim construction to the jurfiiis is not a case like2 Micro,
where the district court erred when it declined to resolve a disputelauarscope raiseduring
claim constructionindeed Function MediadistinguishedD2 Microin part because “the parties [in
02 Micro| disagreed [about the term in disputiefing claim constructiori Id. (emphasis added).
Here, the Court resolved tiparties’ disputes over claim scope at the claim construction stage.

The Federal Circuit has held that it can be error to engage in hypertechnieahesits of
the meaning of claims following claim construction to support a grant of summary jaddme
AFG Industries, Inc. v. Cardinal IG C&75 F.3d 1367 (Fed. Cir. 2004), the court, after previoug
construing the term “laygrheld that a district court erred in granting summary judgment of
noninfringement under a supplemental definition of the tlhaheéxcluded a certain class of
accused devices. “This court’s remand did not invite further refinements in thengheathe term
‘layer.’ . . .. Rather, this court requested the trial court to apply the established olastnuction
to the accused pdocts.”Id. at 1372. Similarly, the Court here, based on the parties’ gglection
of terms in need of constructiomas left many of the terms at issue to their plain and ordinary
meaningFor the majority of terms the parties now address in their sugnjudgment briefs, the
Court does not see the ndedfurther refinement at the risk édkingfactual issues away from the
jury.

Soundpractical reasonsounsel against construing additiotesms based on claim
construction arguments raised for the first time in summary judgment. GirefNorthern District
of California’s local rules require the parties to narrow the number of déspenas to 10 as part
of their joint claim construction statemeBeePatent L.R. 4-&). In accordance with thoseles,

the parties made their selections at claim construction as to “the terms whosactionswill be
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most significant to the resolution of the cadd."This requirement forces parties to identify
potential caselispositive terms at arady stage ad also forces partigs help manage the scope
of patent cases. The Court painstakingly adjudged the parties’ claim constructidesityring
the claim construction phase based on thettapth technology tutorials and voluminous
submissions of intrinsic and extrinsic evidence. The local rules and this Gbuadtdet outa
particular process for resolving claim construction disputes only to let thegpandike additional
arguments at the summary judgment phase untethered to those carefullyestdas:.

Practical consideratiorspecific to this case alsmunsel against engaging in additional
claim construction now. The Cowarned the partiegt their July 31, 2013 case management
conference that, given the fasgbproaching Spring 2014 trial date, the Court would not treat the
summary judgment phase of this case as a chance for the parties to make additional claim
construction argumentSeeHr’'g Tr. at 22:1316, 24:22-25:7. The Court has learned through two
prior trials with these partieboth in Case No. 1CV-1846,that, given the chance, each side will
continue tageneratereative linguistic arguments about nearly every term in a claim in order to
accuse the other side aghoring the Court’s claim construction rulings” or “addingitations to
the plain language of the claim.” Resolving those disphdsgsaken on a “whaek-mole”
character, one for which the returns have quickly diminished.

All this is not to say that the Court refuses to consider the parties’ summanygatg
arguments merely because an apparent dispute has arisen about the scope of a term’s plain
ordinaryor construeaneaning. ie Courtdoes carefully consider these disputes, but does so as
“part of the infringement analysis, not part of the claim constructiimotner v. Sony Computer
Entertainment Am., LLG69 F.3d 1362, 1369 (Fed. Cir. 2012)eTFederal Circuit’s decision in
Thorneris instructive. There, the district colrad construethe term “flexible”to mean tapable
of being noticeably flexed ith eas€’ Id. On appeal,ite Federal Circuitoncluded that the district
court’s construction was too rigid. The court highlighted, however, that even though thengdlain
ordinary meaning of “flexible” controlled, that ruling did not preclude summary jedtjof

noninfringement on remand. “The district court is of course free on summary judgment® dec
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that there is no genuine issue of material fact that the accused produtsaséhdo not meet the
plain and ordinary meaning of the term ‘flexibleld.

With this guidance, the Court will view the parties’ disputes through the lensather a
reasonable juryarmed with the Court’s claim construction as to certain terms and an instructio
that the plain and ordinary meaning controls as to others, could or mexgdsaly conclude that
the assertedlaimreads on an accused devfoethata prior art reference reads amasserted
claim). Similar to claim constructionn determining whether an infringement or anticipation
argument fits within the plain and ordinary meaning of a tierCourt review“[tlhe written
description and other parts of the specificati@s those toolsmay shed contextual light on the
plain and ordinary meaningAventisPharms.Inc. v. Amino Chemicals Ltd715 F.3d 1363, 1373
(Fed. Cir. 2013). But the goal at this stage is nabtopletethe Sisyphean task of providing
definitive guidance as @ term’splain and ordinary meaning. Instead, the Court must determing
whethera jury, “free to rely on the plain and ordinary meaning of the fg}inePlus, Inc. 700
F.3d at 520, may or must concluthatthe accused devicésr prior art referencesnfringe (or
anticipatethe asserted clans.

2. The Court’s Preliminary Injunction Ruling

The parties dispute whether the Court shdwdceapply various factual conclusions made
in the likelihoodof-success portionf the Court’spreliminary injunction ruling. For example,
Apple argues that, in ruling on Apple’s motion for summary judgment of infringement of the '1
Patent the Court should consider th#tfhis Court has already found that Samsung devices with
the Google Keyboard likely infringe the '172 Patent in its preliminary injunction ordeple
MSJ atl. This and similar argumerase without meritThe Courts conclusion thafpple was
likely to prevail oncertainpoints“at trial,” 877 F. Supp. 2d at 877, does not entitle Apple, or eve
suggest Apple is entitled, osummary judgmemictory. “The limited purpose of a preliminary
injunction is to preserve the status quo and prevent irreparable injury, not to provideearti@mwi
basis for granting summary judgmergRMachines, Inc. v. Ready Access Memory, Ma.

EDCV00-00374-VAPEEX, 2001 WL 456404, *4 (C.D. Cal. Mar. 5, 2001) (citingv. of Texas V.
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Camenisch451 U.S. 390, 394 (1981)). To hold otherwise would improperly transform the Court’s

preliminary injunction ruling into a seftilfilling prophecy.

Since the Court’s ruling on Appkemotion for a preliminary injunction, the parties have
engaged in extensive fact and expert discoudejther he partiesior the Court hathe benefit of
this discovery at the preliminary injunction phase, and the péies used that discovery toiref
and develop previously presented and additional theories of theAcasedingly, in reaching its
conclusions on summary judgment, the Cdoctiseson the parties’ evidentiary submissions in
their summary judgment briefs to determine whether gerdigpeites of material fact exist as to
the various issues raised by the partied on the evidentiary arguments raised during the

preliminary injunction phase.

B. Apple’s Motion for Summary Judgment of Infringement onthe '172 Patent
(Word Recommendations)

Apple’s '172 Patent, entitled “Method, Systeamd Graphical User InterfacerfProviding
Word Recommendations,” was filed on January 5, 2007, and issued on December 6, 2011. T
172 Patent disclosesmethod, system, and interface for providimgyd recanmendationso
users inputting text into a portable communication device and for alldheéngser to select the
recommendeavords. See generallil72 Patent AbstracAlthough not characterized by the partie
as suchthe featuredisclosed in the '172 Rent appear to be a form of what is knoeatloquially
as “auto correct.”

Apple contends that it is entitled to summary judgment tiafollowing devices infringe
Claim 18 of the '172 Patent: Admire, Captivate, Glide, Conquer 4G, Exhibit Il 4G, GalaxysNe
Galaxy Note (excluding one release), Galaxy Sll (excludmgrelease), Galaxy SlI Epic 4G
Touch (excluding one release), Stratosphere, and Transform Ultra (the 172 Accodedt$?).
Apple MSJ at 1 n.1Claim 18 is recited below, with the rele¥gortion for purposes of Apple’s

summary judgment motion emphasized:
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18. A graphical user interface amportable electronic deviosith a
keyboard and a touch screen displagmprising:
afirst area of the touch screen display that displays a current character
string being input by a user with the keyboard; and
a second area of the touch screen display separate from the first area
that displays the current character string or a portiorthand a
suggested replacement character string for the current character
string;
wherein;
the current character string in the first area is replaced with the
suggested replacement character string if the user activates a key
on the keyboard associatediwa delimiter;
the current character string in the first area is replaced with the
suggested replacement character string if the user performs a
gesture on the suggested replacement character string in the second
area; and
the current character stringtime first area is kept if the user performs
a gesture in the second area on the current character string or the
portion thereof displayed in the second area.

As part of its summary judgment motiokpple include the infringement analysis $
expert,ProfessoiAndrew CockburnProfessoiCockburn’sanalysis provides sufficient evidence tg
conclude that every '172 Accused Product contains all the elements of claim &8aFRyale,
ProfessoiCockburn demonstrates that the Galaxy Nexus is a portableoeleaevice with a

keyboard and a touch screen display that includes the following graphical useceiterf

L1

(B new message

This i a new messal n,
qwe r tyu i
B | oF g (R

&4 Z x c vwv'bnmea

niza 4 o g

Expert Report of Professor Andrew Cockburn § @@F No0.1087-6) (“Cockburn Report”).

Professor Cockburn includes a thorough infringement anatyhis report demonstrating why in
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his opinion the '172 Accused Products all infringe claim 18 of the '172 Patent in thevsgn&ee
id. 19 1722, 376-435, Exs. 2 (ECF No. 1087-7), 3 (ECF No. 1087-8).

Of this analysis, Samsung disputes only whether the '172 Accused Products include th
claimed“keyboard.” Although Samsung concedes thiah@ '172 Accused Products have a virtual

keyboard—meaning that the keyboard appears on the display of the device guitwghe

running on the device—Samsung contends that the claim requires a physical keyboard, which the

172 Accused Products indisputably la8eeRebuttal Expert Report of Dr. Daniel Wigdor
Concerning Nofnfringement of U.S. Patent No. 8,074,172 Y 130 (ECF No.)10®#gdor

Rebuttal Report”)Deposition of Daniel Wigdor (“Wigdor Tr.”), 107:17-108:14 (ECF No. 1087-1))

see alsaCockburn Report f 386. Neither party sought a construction of the term “keyboard” to
address this issue in thelaim consructionbriefs. The Court therefore applies “the full range” of
the term’s plain and ordinary meaning, “unless compelled to do otherRiseriord Corp. v.

Laitram Corp, 274 F.3d 1336, 1342 (Fed. Cir. 2001). For the following reasons, the Court

*For example, Professor Cockburn includes the following general description o7 thActused
Products in his report:

For example, if the user types “messaf” (the current character string) in the
Messaging application found on each of these devioesssaf” appears in the

portion of display showing the entirety of the text message the user is composing
(the “first area”). All of the accused devices also display the current character
string in a suggestion bar, which is located between the filsiaae the

keyboard (the “second area”). The suggestion bar contains both the current
character string and suggested replacement words for the current character string.
Using our example, if the user typed “messaf”, the second area would display
“messaf’, as well as suggestions for replacements for “messaf’, such as
“message” or “messages”. Next, in every accused device, when the user selects a
delimiter, the current character string in the first area is replaced by one of the
suggestions in the second ar€antinuing the example, if the user selects

spacebar after typing “messaf’, “message”, one of the suggestions displayed in
the second area, would replace “messaf”’ displayed in the first area. Alternatively
if the user instead taps on “message” displayed in the second area, “message”
would replace “messaf” in the first area. Finally, in all of the accused devices, if
the user taps on “messaf’ displayed in the second area, “messaf’ is kept in the
first area.

Cockburn Report 1 19.
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concludes that no reasonable jury could understand the plain and ordinary meaningrof the te
“keyboard” as used in claim 18 to exclude virtual keyboards.

Other independent claims of the '172 Patent clearly encompassitio#i ard physical
keyboardsThe scope of “keyboard” in those other claimerigcial to understanding the term’s
scope in claim 187A] claim term should be construed consistently with its appearance in othg
places in the same claim or in other claims of the same paRatriord Corp.274 F.3cat 1342.

In particular, hdependent claim 28 recites “[a] portable electronic device, comprisirgdisplay
... [and] a keyboard” (among other thing®)d claim 29 recites “[t]he portable electronic device
of claim 28, wherein the siplay is a touch screen display, and wherein the keyboard is a virtua
keyboard displayed on the touch screen displ@iniilarly, independent claim 2 reciteamong
other thingsa “portable electronic device with a touch screen display” and a “keyberdl,”
subsequent dependent claims alternatively limit the keyboard of claim 2 to “a dufekéyhat is
part of the touch screen display” (claim 6) and “a physical keyboard that is not athartaich
screen display” (claim 7). Becaua@lependent dia necessarilysetsouta “further limitation” of

the subject matter of the independent claim, 35 U.S.C. 8§ 112(d), the scope of the unnestified
“keyboard” in independent claims 2 and 28 is necessarily broad enough to iaclutigl or soft

keyboard.

This broad understanding of the term “keyboard” is fully consistent with the 172 Ratent

specification All but one of the disclosed embodiments include a virtual or soft keyl®deaed:6-
32, 7:5065, 8:5910:59 (discussing “virtual or soft keyboarti®). The one time the inventors
described an embodiment with a physical keyboard, they did so expressly as aatiedtgt and
explicitly statel that “[tlhe physical keyboard is not a part of the touch screen display.” '172 P3
at7:33-39¢ In addition, every figure in the 172 Patent that shows a portable electronic device

includes a virtual keyboar&eeFigs. 2 4A-41, 5A-5B. This evidence leadsescapablyo the

“In full, the '"172 Patendescribes this “alternative[]” physical keyboard embodiment as follows:
“Alternatively, in some other embodiments, the keyboard may be a physical keyboardltiugsing
a set of push buttons, a keypad, or the like. The physical keyboard is not a patbotthscreen
display.” 7:33-39.
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conclusion that claim 18'’s reference to a “portable electronic device with a kdyd@ha touch
screen display” naturally includes a virtual keyboard.

Samsungcknowledges thahe other claims in the '172 Patemver a wtual keyboard,
but contendshtat the scope of asserted claim-8hich does not have any dependent clains—
different and cannot include a virtual keyboard because of how the term “keybapag#rs in the
claim. Samsung emphasizes that the preamble of claim 18 recites “a portetiteelelevice with
a keyboardainda touch screen displayRelying on the principle that “[w]here a claim lists
elements separately, the clear implication of the claim language is that thosatslane distinct
component[s] of the patented inventioBgcton, Dickinson & Co. v. Tyco Healthcare Group, LP
616 F.3d 1249, 1254 (Fed. Cir. 2010) (internal quotation marks omitted), Samsung contends
claim’s listing of a keyboard “and” a touch screen display requires the two pantsmdrtable

electronicdevice to be separat8éamsung Opp’n at 1Zhe Courtconcludes that th&listinct

component” principle stated Becton Dickinsonis not applicable here and does not alter the plajin

and ordinary meaning of “keyboard,” for two reasons.

First, applying the “distinct componengtincipleas Samsung proposgoves too much.
Under Samsung’s reading, even claims 2 and 28—which also conjunctively list a “keybuhed”
“display”—would exclude a virtual keyboard. As explained above, that reading cannot bedsqu
with dependent claims 6 and 29, both of which require the keyboard from their respective
independent claims to be a virtual or soft keybdbhad is part of the touch screen display
Although Samsung separately contends that “every claim need not cover every embodimaent,
therefore that claim 18 should be read to have a different scope than the otheclaetssoh the
172 Patent, the Court concludes that nothing in claim 18 aesteof the specification suggests a|
departurdrom the default rading thattounsels against interpreting a claim termanway that
excludes disclosed embodimentdélmsderfer v. Bobrick Washroom Equip., |27 F.3d 1379,
1383 (Fed. Cir. 2008).

Secondthe two cases Samsung citesssupport a not apply the “dtinct components”
principle in isolation but instead relied oadditional indicationsf distinctness ithe claims and

specification that are missing from this caseBecton, Dickinsonthe claims recited a “hinged
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arm .. . and spring meart®nnected tgaid hinged arm.” 616 F.3d at 12&tnphasis added] he
Federal Circuit relied on the “connected to” languags-well as the fact that the only
embodiments in the specification had spring means separate from the hingei @onstrue the
two elements as separald. No such “connecting to” language is present in claim 18, and, unlik
in Becton, Dickinsonthe specification of the '172 Patent, as described above, overwhelmingly
supports a virtual or soft keyboard.

The '172 Patent’s specification distinguishes this edsafrom Gaus v. Conair Corp.363
F.3d 1284 (Fed. Cir. 2004), the other case on which Samsung hetiedySeeSamsung Opp’n at
13. InGaus the claim at issue included the language “an electrical operatingnaratpairof
spaceeapart electrically exposed conductive probe networks.” The Federal Cwoosirged the
term as a whole to require an electrical operating unit separate from the ggzaceéthpart
eledrically exposed conduaté probe networkgelyingin pat on the fact that “the specification
plainly describes the two components as separate” and the “structural separdti@s] essential
to the operation of the device in the prescribed manteerat 1288-89. The '172 Patent, in
contrast, explicitlycontemplates combining the keyboard with the touch screen display and
nowhere suggesthat separating them essentiato the invention. While the plain and ordinary
meaning of keyboard as used in claim 18 theredommpasses physical keyboard sede from
the touch screen display,jstby no meansimited to that structure.

Accordingly, the Court holds that no reasonable jury could conclude that the virtual
keyboards of the '172 Accused Products fall outside of the plain and ordinary meaning ohthe
“keyboard” in claim 18. Because Samsung does not otherwise dispute Aggilsfactory
showing of irffringement as to that claim, the Court GRANTS Apple’s motion for summary
judgment that the '172 Accused Products infringe claim 18 of the 172 Patent.

C. The '647 Patent(Links for Structures)

The '647 Patent, entitled “System and Method for Performing d@ioon a Structure in
Computer-Generated Data,” was filed on February 1, 1996, and issued on August 31, 1999. ]
'647 Patent is directed to a compubarsed system and method for detecting structures, such ag

phone numbers, posffice addressesyr dates, and performing actions on the detected structurg
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See'647 Patent Abstract, 1:8-16. The '647 Patent sought to overcome certain defeciarthie
prior art that inhibited a user’s ability to easily perform different desired aationnformation
encauntered in a giveroftwareapplication. According to the '647 Patent, conventional systems
existed to help search a file or document for information using pattern analysis, but upon
identifying such information, the user would have ¢atf]” and “past[e] that information into
anotheffield or softwareapplication in order to use the informatida. 1:42-50.

The '647 Patent discloses a system and method fogn&zing when certain patterns—
called “structures™are present in a data set and for automatically providing optional aatioas f
user to perform that are linked to the structuee idat 2:2154. For example, the disclosed
system may scan and recognize when phone numbers or email addresses apypieansoft
Word documentSee idat 1:24-35see also idat 2:42-53. Then, the disclosed system liasons
to these structures and allow the user to select an aSeertl. at 2:4253. Sowhen an email
address is detected inord document, theisclosed systerallows the user to select the email
address and then choose from a lishations such asend an email to the identified address or
store the email address in an electronic address hhak.5:518.

As described in the claims and wecification, thé647 Patent achieves the described
functionality principally through the use of three “program routindy an analyzer server; (2) a
user interfaceand (3) an action processtt. claim 1.Client applications described in the '647
Patent (e.g., word processors) submit documents to the analyzer sedegetd[|structures in the
data” and link[] actions to the detected structurekl” The disclosed analyzer serwben returns
any detected structures and links to the clientiegipbn. The user interface “enable[s] the
selection of a detected structure and a linked actldnFinally, the action processor “perform[s]
the selected action linked to the selected structiotedt 7:2021.

The parties’ motions implicate claimof the '647 Patent, which is reproduced below with

the relevant limitations emphasized:
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1. A computer-based system for detecting structures in data and
performing actions on detected structures, comprising:
an input device for receiving data;
an output device for presenting the data;
a memory storing information including program routines including
ananalyzer servefor detecting structures in the data, and for
linking actions to the detected structures;
a user interfacenabling the selection of a deted structureand a
linked action; and
an action processor for performing the selected action linked to the
selected structure; and
a processing unit coupled to the input device, the output device, and
the memory for controlling the execution of the program routines.

1. Apple’s Motion for Summary Judgment of Infringement

Apple contends that it is entitled to summary judgment that the following peoehuit
infringe claim 1 of the '647 PaterAdmire, Captivate Glide, Conquer 4G, Dart, Exhibit Il 4G,
Galaxy Nexus, Galaxy Note, Galaxy Note Il, Galaxy Rugby Pro, Galaxy S I, Galaxy S Il Epic 4
Touch, Galaxy S Il Skyrocket, Galaxy S lll, lllusion, Stratosphere, and Tram&ftira. Apple
MSJat 4 n. 5. Apple’s motion is based on the allegedly undisputed operation of the web brow
included with fourdifferentversions of the Android operating system: Froyo, Gingerbread, Ice
Cream Sandwich, and Jelly Be&weelnitial Expert Report of Dr. Todd C. Mowry Regarding
Infringement of U.S. Patent No. 5,946,647 (“MoviRgp”) 1 101, nn.12-13 (ECF No. 1108:1)
Rebuttal Expert Report of Dr. Kevin Jeffay Concerning Noninfringement of U.S. Patent No.
5,946,647 (“Jeffay Rebuttal Rep.”) 11 154 n.2, 178 n.7 (ECF No. 10A&®part of its
infringement claimApple also accuses the short messaging service software included with the
four operating systems, but its summary judgment motion is limited to the web browser.

a. Claim Construction

Apple’s arguments in support of summary judgmenth@647 Patent implicates the
construction of “analyzer server,” a term that was constioyetidge Richard A. PosnerApple,
Inc. v. Motorola Inc., No. 1:11ev-08540 (N.D. lll. March 19, 2012appeal pendingNo. 12-1548
(Fed. Cir. Oral ArgHeld Sep 11, 2013)“Motorola Order”);seeECF No. 118-1%.Judge Posner

construed “analyzer server” to mean “a server routine separate from a client thaisrdetsy

®>Judge Posner is sitting by designatiod\pple v. Motoroldrom the U.S. Court of Appeals for the
Seventh Circuit.
16
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having structures from the client.” Motorola Order at 10. In its order granting Appletion for a
preliminary injunction, this Court applied Judge Posner’s construction, noting dsib onlyfor
purposes of the preliminary injunction motion because Apple maintained thatléhy Gaxus
infringed even under that constructi@ee877 F. Supp. 2d at 875.

The Court will also apply Judge Posner’s construction of “analyzer server” fargas pf
Apple’s summary judgment motion. Although Apple now maintains Judge Posner’s constiicti

wrong (and has challenged the constructions on appeal Apfile v. Motorolacase), its challenge

on i

in its summary judgment motion consists of no more than a sentence in the body of its brief and a

footnote cite to 16 paragraphs in its infringement expert’s report for the '64m.FeeApple
MSJat 5, n.6. Apple’s attempt to argue for a new claim construction at this stage g doubl
improper, both because it did not raise its arguments at the claim construg®arsisbecause
Apple is trying to sidestep the summary judgment page limitations by incorpdegaig
arguments in aeparateleclaration.

Apple contendshat ths Court already rejecte8amsung’s ffrecisearguments in claim
construction, when Samsung tried to add the ‘separate from a client’ limtatioa analyzer
server element.” Apple MSJ at 6 (citit@Jaim Construction Order 46-18) (emphasis added).
Apple is incorrectThis Court was not asked to construe “analyzer serRatlier, he Court
construed only one term from the '647 Patent, the term “action proceaibntigh the Court
adopted Apple’s proposed construction for that term over Samsung’s objection, it neessaddr
the “precise” argument Samsung is raising now.

Further,in describing the Court’s claim construction order, Apple’s motion altered the
Court’s description of claim 1 so as to suggest that the Court ajgsliedingto the analyzer
server termCompareClaim Construction Ordeat 16 (“The claims strongly sugst that araction
processoiis not necessarily separate from the application containing the data.”)gespbded)
with Apple MSJ at 6(The Court also explained that ‘[tjhe claims strongly suggest that |
claimed program routines aj@ot necessarilgeparate from the application containing the dgta.’
(Apple’s alterationsemphasis added). Althougtpple is correct that claim 1 of the '647 Patent

describes both the action processor and the analyzer server as “program rouér@gsiirttiid not
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saythat its ruling applied tthe analyzer servefo the contrary, the Court explicitly nottt
Samsung’s arguments related to “action processor” seemed to igadierence between the
plain language of a “processor” and a “serv&eeClaim Construction Order at 18. If anything,
that discussion suggests that the Court might hes@ved the construction of “analyzer server”
differently if the question had been presented.

Apple triesto recover fromts dubiouscharacterization of the Coustopinion in its reply
by contending that was merely trying to “point[] out [that] the Courl@gic” appliesequally to
the analyzer server terpple Reply at 4 (emphasis addeBytthat explanation merely
exemplifies Apple’s earlier misstatemensl#ng the Court to apply logic from an earlier ruling to
a different controversy is one thing; telling the Court that it alreaggted the “precise
argument[]” currently before the Court is quite another. In any matter bf@ourt—but even
more so in anattersuch as thiswith nearly 4,000 docket entries acrésstwo Apple v. Samsung
cases—parties are expected to describe Court’s prior rulings accurately and forthrighthailure
to do so carries consequences.the extent Apple wants thiooQrt to construe “analyzer server”
using the same arguments Apple raised with respect to “action processor,” theefeatstthis
argument as untimely and improperdised

In any event, Apple contends that it is entitled to summary judgment of infringement e\
under Judge Posner’s constructajrfanalyzer servet The Court now addresses that contention
and finds that it, too, is without merit.

b. Analyzer Server

As noted above, claim 1 requires “an analyzer server for detecting structurés isndia
for linking actions to the detected structutes)dthe Court hasiow adopted Judge Posner’s
construction of an “analyzer server” to be “a server rogeparate from a clierthatreceives

datahaving structures from a clientMotorola Orderat 10(emphases added)

Through its expert Dr. Todd Mowry, Apple contends that a set of shared library subroutines

in the Android operating systems function as the “analyzer server” elehelaim 1. Mowry
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or. Mowry, I  rcscshared lbrariesra

“separate from” the “client’d.g, the browser application

Samsung contends that the shared libraries identified by Apple do not meet tgeeianal
server” limitation as construed Bydge Posner becauthey are not “separate frortie browser
application and do not “receive[] data having structures’ftbat applicationln support of its
position, Samsung has submitted a declaration from its noninfringement expeet it tHPatat,
Dr. Kevin Jeffay. Dr. Jeffay sets forth a thorough analysis of the shared libranesoigtentified
by Dr. Mowry and explains whin his opinion they are part,afather thariseparate froni the
browser applications and therefore aat the require “server.”SeeDeclaration of Dr. Kevin
Jeffay In Support of Samsung’s Opposition to Apple’s Motion for Summary Judgment Gogcer
U.S. Patent No. 5,946,647 (“Jeffay Decl.”) ¥%24, 35-39, 60-71, 103-109, 126-132, 176-182
(ECF No. 855-1). Dr. Jeffay also explathat his analysis of the source code leads him to belie\
that the accused libraries do not “receive data from a thsntequired by Judge Posner’s
constructionld. 11100-101, 112-113, 120, 135-136, 173-147, 185-186.

This disagreemeriietween the parties’ experntenstitutes a genuirdisputeas to the
application of Judge Posner’s claim construction of “analyzer server” to¢hseztproducts, one
that this Court cannot resolet summary judgmenfccordingly, Apple has failed to showathit

is entitled to summary judgment of infringement, and its motion as to the '647 RaD#iNIED.

2. Samsung’s Motion for Noninfringement of Jelly Bean Operating
System

Samsung contends that it is entitled to summary judgment that the operation wiviseB
on the accused products running the Jelly Bean operating system does not infringerted as
claims of the 647 Patent.

The Jelly Bean operating system, which Samsung introduced in the summer of 2012 4
Apple’s preliminary njunction motion was fully briefeds the newest operating system at issue i

this case. The parties agree that the Jelly Bean Browser operates differently tiraee on the

other accused Android operating sy
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Samsung contends thapple’s concessiothat the Jelly Bean Browsertéess structures
only after a user touches an area on a screen elgdl@sung to summary judgment of
noninfringementThe parties agree thtte plain and ordinary meaning of the claim limitation “a
user interface enabling the selection diedectedstructure” requires “the user interface to enable
selection of a structure, by the usater the structure has already been detected.” Reply
Declaration of Dr. Todd C. Mowry Concerning U.S. Patent No. 5,94&6%217 (ECF No. 805-
14) (emphasis in origitia According to Samsun | G
the Accused Jelly Bean Browser Products do not infringe claim 1 of the '647
Patent or any of its dependents because they do not provide a ‘user interface ¢halselection

of adetected structure and a linked agh.” Samsung MSJ at @mphasg in original).

Apple disagrees with Samsung’s analysis. As Apple’s expert ex ||| Gl

I (< user makes another “selection” through a long || EEGNG
e —r-

11 25051. Apple analogizes the lofmyess to a double tap, whehe first tap triggers the detection
of a structure and the second tap allows the user to select the detected structunecinithé
menu of linked actions. Apple Opp. at 5. The second touch, Apple continues, “would indisputj
be a ‘selection of a detted structure,” and the lofgyess is no different.

The Court is satisfied that Apple’s “lorgess” argument establishes a genuinely dispute
issue of material fact for the jury. In light of the evidence Apple has presentatehmis

expert’'sdescription of the long-press functionality aahlysis of the source code foath
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functionality,seeMowry Rep. 1 157-58, 250-51—a jury could conclude that the Jelly Bean
Browser has the claimed “user interface enabling the selection of a deteatedre” Samsung
contends that Apple’s “dual selectiothieoryis faulty because Apple fails to identidy what point
during the long press the second selection occurs. Samsung ReplytedtBer this and other
criticisms are sufficient to dispel Afgs longpress theory is a question for the jury, not this
Court, to decide. Accordingly, the Court DENIES Samsung’s motion for summary judgment a
the 647 Patent.

D. The '414 Patent(Synchronization)

The '414 Patent, entitled “Asynchronous Data Syncizadion Amongst Devices,” was
filed on January 7, 2007 and issued on July 20, 2010. TheP4dteht discloses “[s]ystems [and]
methods . . . for synchronization tasks and non-synchronization tasks [to] be[] executed
concurrently.” ’414 Patent Abstract. TRgstem allows, for example, “a user [to] manipulate or
view a calendar while a synchronization operation, which synchronizes structtadcbdg for
example, the calendar or other databases such as a contact database, is being.pédfcmed

2:37-40. In this way, the '41Ratent teaches a system that alloata on two devicesuch as a

handheld computer connected to a desktop computer, to be synchronized while allowing user

applications'to run concurrently with the synchronization procesd.’at 1:65 see id.at 24:42-68.
The patent explains thaton-synchronization” software, such as a calendar application, and
“synchronization” software run concurrently in different “threads or prosésseone or both of
the devicesld. at 25:15.

Claim 20 of the '414 Patens at issue. Claim 28epends from claim 11, which reads as

follows (emphasis added):

11.A computer readable storage medium containing executable program
instructions which when executed cause a data processing system to perform a
method comprising:

executing at least one uderel non-synchronization processing thread,
wherein the at least one udevel nonsynchronization processing
thread is provided by a user application which provides a user
interface to allow a user to accessl &dit structured data in a first
store associated with a first database; and
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executing at least one synchronization processing thread concurrently with
the executing of the at least one dlesel non-synchronization
processing threadyvherein the at lest one synchronization processing
thread is provided by a synchronization software componbith is
configured to synchronize the structudata from the first database
with the structured data from a second database.

Asserted claim 20 requirdwith enphasis)

20. The storage medium as in claim 11 whetbim synchronization
software componeiis configured to synchronize structured dafa first
data class andther synchronization software componeares configured to
synchronize structured datd other corresponding data classes.

1. Apple’s Motion for Summary Judgment of Infringement

Apple claims it is entitled to summary judgment that the following products infriaga c
20 of the '414 Patent: the Samsung Admire, Conquer 4G, Dart, Exhibit Il 4G, Galaxy Nexus,
Galaxy Note, Galaxy Note II, Galaxy Sll, Galaxy SlI Epic 4G Touch, Galaxy SlI Skytocke
Galaxy S lll, Galaxy Tab 2 10.1, Illusion, Stratosphere, and Transform Ultra. AppletNISh & ;
seeExpert Report of Dr. Alex C. Snoeren Concerning U.S. Patent Nos. 6,847,959 and 7,761,
(“Snoren Rep.”) at 409 n.86 (ECF No. 1099-3

The parties disagree as to whether any of taesased products are representative for
purposes of the '414 PateeeDeclaration of Jeffrey S. Chase, Ph.D., in Support of Samsung’
Opposition to Apple’s Motion for Summary Judgment (“Chase Opgal.”) & 118 (ECF No.
1069-1). This disagreement, if genuinegates a first problem for Apple’s summary judgment
motion,becausé\pple would need to show the absence of a genuinely disputed issue of mate
fact for each produah order to prevail fully on Apple’s motioBut the Court does not need to
address whether Apple has established a representative product, leseauss the product that
Apple claims is representativihé Galaxy S 1ll) the Courconcludeghat a genuindisputeas to
infringement precludes summary judgment.

As set out above, claim 20 requires that “the synchronization software com iretaim
11] is configured to synchronize structured d#ta first data class arather synchronization
software components are configured to synchronize structured data of other coliregdata
classes The parties appear to agrdat, based oits plain languageglaim 20 requires at least
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three “synchronization software componen&eeChaseOpp’n Decl. at 105; Apple Reply at 6.
The frst is the claimed synchronization software component “configured to synchronizieistd
data of a first data class” and the other two are the “other synchronizdtiwareaccomponents”
configured “to synchronize structured data of other correspouiditagclasses.”

Apple targets six soalled “Sync Adaptersih the Galaxy S llks the claimed
synchronization software components, each of which Apple claims is configured to synchroni
structured data corresponding to a particular data class: Googled@glGoogle Contacts, Gmail,
Exchange Mail, Exchange Calendar, and Exchange ConfaeSnoren Repat 471. Samsung,

however, contends through its expert Dr. Chase that four of the six accused Sync Adhpters—|

Gmail Sync Adapter, Exchange Contacts Sync Adapter, Exchange Calendar Sync Adapter, and

Exchange Mail Sync Adapter—perform no synchronization operations at all, ahe@f@te not
“configured to synchronize structured data,” as claim 20 reqBeChaseOpp’n Decl. at {176-
103, 106. According to Samsung, the four erroneously accused Sync Adagter il

I . = 1124-53, 82-103. Accordingly,

Samsung’s argument concludes, Apple can establish only that the accused products tsive at
two, not three, “synchronization software components.”

The parties did not seek a construction of “configured to synchronize structurechddta,”
therefore theplain and ordinary meaning applies. Apple contendsaheasonablgiry would
necessarilyoncludethata synchronization software componentasrifigured to synchronize
structured dataéven ifit merely “direcfs] other parts of the software” to symwonize structured
data. AppleReplyat 6 (emphasis omitted

Apple has pointed to nothing that would require a jury to read the plain and ordinary
meaning of the claim so broadiy. support of its position, Appleighlightsonly a preferred
embodiment in the '414 Patethiatincludes &Sync Agent” which, Apple argues, does not itself
perform synchronization operations on structured data. But even the Sync Agent on which Ag
relies“determin[es] the order of synchronization of the various data classes.” '4drdt Bafl1:60-

12:10. Apple does not contend that the accused Sync Adapters in the Galaxy S Il frexform
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function. Therefore, a jury finding of noninfringement would not, as Apple contends, amount t
exclusion of a preferred embodiment. Based on the summary judgment record, a jury could
reasonably conclude that the accused Sync Adapiemsly direct other components to perform
synchronization operations aate not themselvésonfigured to synchronize structured data” as
required by the claim. Apple’s motion for summary judgment of infringement as to theatdrdt P
is thereforeDENIED.

2. Samsung’s Motion for Summary Judgment of Anticipation

Samsung asserts that a platform called Windows Mobile 5.0, developed by Miarugoft
on sale no later than October 2005, mandates summary judgment that claim 20 of the '414 p3
is invalid as anticipated under either 35 U.S.@08(b) or (g)(2) (2006 Microsoft's mobile
platform allowed Windows-based handheld devices to synchromizencdata—such as enalil,
contacts, and calendar informatiom#th a Microsoft Exchange Serve&3eeFazio Decl. Ex. 22
(ECF No. 809-1); Rebuttal Expert Report of Dr. Alex C. Snoren Concerning U.S. Patent Nos.
6,847,959 and 7,761,414 (“Snoren Reb. Rep.”) 11B8(ECF No1073-9.

According to Samsung, Windows Mobile 5.0 includes multiple synchronization softwar
components configured to synchronize structured data of a differen (|| Gz
I
Declaration of Jeffrey S. Chase, Ph.D., in Support of Samsung’s Motion for Summary Judgms
(“ChaseSJDecl”) at 11106-107 (ECF No. 1066-)2 Apple acknowledes the presence of these
components in Windows Mobile 5.0, but contends that Samsung cannot establish that any
“provid[e]” a synchronization processing thread, as required by independent claim 114d#the
Patent Se&414 Patent, claim 11 (“at least osgnchronization processing threagrovided bya

synchronization software component.”) (emphasis adtdégple highlights that itexpert for the

® Samsung’s summary judgment motion also challenges the validity of claim 11 of the "4di4 P3
At the summary judgment hearing, however, Apple agreed to withdraw its relian@erori tlfor
any purposeSeeECF No. 1057 at 2. The Court therefore DENIE$hwait prejudice Samsung’s
motion for summary judgment as to claim 11 of the '414 Patent.
" Apple initially challenged the timeliness of Samsung'’s reliance on thesetdisoreponents of
Windows Mobile 5.0seeApple Opp’n at 8-10, but subsequently dropfiad timeliness objection,
seeECF No. 1056, Exhibit A at 1.
8 The parties agree that a “thread” is “a series of steps that a computer process needst®.'com
SeeECF No. 333 at 19; Samsung’s Reply asée alsd&=CF No. 333 at 19, n.6 (noting thaeth
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'414 Patent, DrAlex Snoren, testified at deposition that his understanding of “providing a threg
is to“cause[] the generation of the thrgadCF No0.1082-6 at 300, yet Samsung’s expert
conceded that the synchronization components in Windows Mobile 5.0 ticrezte[] or
instantiate[] a thread,Apple’s Opp. at 11 (quoting deposition of Jeffr€haseat 239(ECF No.
1073-11)).

Whether any of the Windows Mobile 5.0 synchronization components identified by
Samsung provide the claimed synchronization processing thread as required by claipe20 (as

claim 11) is a question of fact for the jury. Samsumgtends that those components necessarily
“provid[e]” a synchronization processing thread because they indisp ||| G

I s2msundvisy at 15 (citing ChasgJDecl. 185-91, 97-98), and
I -3 Reply at 7 (iing Chase Dec.

1197-98).0nce againthe parties did not seek a construction of the &rissueleaving the jury
to apply the plain and ordinary meanioigthat ternmto the accused devicésamsig has not
established that a reasonable jury would necesserilythat a synchronization software
component th R cisclosesheclaim
limitation that the component “provide[]” the thread its@lccordingly, Samsung’s motion for
summary judgment of invalidity of claim 20 of the '414 Patent is DENYED.

E. The 959 Patent(Unified Search)

The '959 Patengntitled “Universal Interface for Retrieval of Information in a Computer
System,” was filed on January 5, 2000, and issued on January 25, 2005. It is the predecesso

to the '604 Patenthat wasat issue at the preliminary injunction phase of theecdhe '959 Patent

1996 edition of the IEEE Standard Dictionary of Electrical and Electrdeinss defines a
“thread” as “a single flow of control in a process’ or program.”).

°In its opposition brief, Apple contends that, not only should Samsung’s motion be denied, bu
summary judgment that Windows Mobile 5.0 does not anticipate should be granted in Apple’s
favor. Apple Opp’n at 7. Under Rule 56(f)(1), a Court may grant summary judgment for a
nonmovant after giving notice and a reasonable time to respond. Grants of suodgargrt to a

d”

 pat

[l

nonmoving party, however, are “generally disfavored, because they risk depriving a losiraf pajrty

adequate notice and opportunity to oppose summary judgniMikikélsen Graphic Engineering,
Inc. v. Zund Am., In¢c=- Fed. Appx--, 2013 WL 4269406, at *7 (Fed. Cir. Aug. 16, 2013). Apple
could have moved for summary judgment on this ground, but chose not to, despite moving or
host of other grounds. The Court declines to consider Apple’s attempt to supplement igsysumi
judgment motion through its opposition to Samsung’s motion.

25
CaseNo.: 12CV-00630LHK
ORDER GRANTINGIN-PART AND DENYING-IN-PART APPLE’'S MSJ AND DENYING SAMSUNG’S MSJ

o]




United States District Court
For theNorthern District of California

© 00 N o o b~ wWw N Pk

N N N N N DN DN NN R R R R R R R R R R
0o N o 0N WN P O ©OW 0o N O 0N WwWN B O

is directed to a unitary search interface that can access information in a ehleegtions—such
as a local hard disk, a local network server, and the Inteared-that can use different search
algorithms to list the most relevardrdidate results. More specifically, the '959 Patent is directe
to “a universal interface which uses a plurality of heuristic algorithms to identitg@ of
information (e.g., document, application or Internet web page) in response to atéeast on
information descriptor.” '959 Patent, 1:1@.

The inventors of the '959 Patent contended that they overcame two different prablems
the prior art relating to a computer user’s need to search quickly through vasttarof

information for relevant resultgirst, the inventors contended that the prior art did not provide “

single interface . . to allow a computer user to find a needed or desired item of information from

among all different types of information storage systemas 4t 2:58. For examplesome
computers had one interface for searching for files stored locally on a conspetétat 1:23-34,
and a different interface to access worldwide websites and interact with search prayircks]

by the websitesee idat 1:4653. But the inventors contended that there had been “no combina
of desktop find routines . . . and Internet browsing routindsét 2:49. Thus, according to the
'959 Patent, a user had to access a different interface to search for different tyfuesnation
dependhg on that information’s stored location.

Second, the patestateghat the prior art lacked sufficient ability to effectively filter
search results, “fail[ing] to significantly reduce the time and effort a user expemtEntify and
retrieve useful iformation.”1d. at 1:3739. The inventors of the '959 Patent identified a need for
technology that “allows the computer to help the user determiredditional criteria or to
automatically provide additional criteria, so that search results haveex pigitentage of items
that are of interest to the useld’ at 1:61-65.

Figure 2 of the '959 Patent discloses a “retrieval manager” component thaesesearch
terms from the user, either in the form of text or speech, and dispatches thé&d enputality of
“plug-in modules.”ld. at 3:634:7. Each of these modules has an “associated heuristic which it
employs to locate information that corresponds to the user idduat 4:810. For instance, one

module may be configured to search the titles of local documents that match timpuiser i
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another may be configured to index and search the contents of locally stored filesnaathi
search a list of most recently accessed files, applications, and web sites for a maadiouatind
may employ a sch engine to locataternet web pages that matitie user inputSee idat 4:6
19. The patent teaches that the results from the modules are returned toeted reémager,
which in turn presents the results to the user, potentially after empla@alaggional heuristics to

determine which results are most relevald.”at 4:23-26.

Claims 24 and 25 are at issue. Claim 24 reads as follows:

24. A computer readable medium for locating information from a
plurality of locations containing program ingttions to:

receive an information identifier;

provide said information identifier to a plurality of heuristics to locate
information in the plurality of locations which include the Internet and
local storage media;

determine at least one candidate itermédrmation based upon the
plurality of heuristics; and

display a representation of said candidate item of information.
Claim 25 reads,

25. The computer readable medium of claim 24, wherein the information
identifier is applied separately to each heuristi

1. Apple’s Motion for Summary Judgment of No Invalidity

Samsung contends that asserted independent claim 24 and dependent claim 25 of the
Patent are invalid as anticipated or obvious based on two different products teah§asserts
were“known or used by others in this country” before the invention claimétkirf59 Patent,
see35 U.S.C. § 102(a) (2006), or “in public use or on sale in this country” a year before the fil
dateof the '959 Patentee id.8 102(b).SeeDeclaration of Martin Rinard, Ph.D. in Support of
Samsung’s Opposition to Apple’s Motion for Summary Judgment Concerning U.S. Patent No
6,847,959 (“Rinard Decl.”) at 11 112-124, Ex (ECF N&. 1104-3, 855-7). In particular,
Samsung relies on AppleSearch, which, according to Samsung’s expert for the '959 Patent, [
Martin Rinard,was “a commercial product sold by Apjjleat] allowed users to search for

information stored on both their local computer and a remote Vii&i&e Area Information
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Server] server across the Internet, and return results in a single unifiegcetdd. Ex. 1 at 1.
Samsung also relies on tiAIS systemitself, which, according t®r. Rinard,“was a universal
search system available throughout the 1990sEx. 2 at 2seeExpert Report of Martin Rinard,
Ph.D. Regarding the Validity of Claims 24 and 25 of U.S. Patent No. 6,847,959 (“Rinard Rep.
1930039 (ECF N01108-9. To support Samsung’s invalidity claim, Dr. Rinard built and
configured systems using the AppleSearath \AMAIS products.

Apple contends that it is entitled to summary judgment that neither Apple Searé¥AlS
anticipate or render obvious claims 24 and 25 of the '959 Patent because Samsung canisot
burden of demonstrating thBt. Rinard’sconfigured AppleSearch and WAEystems were ever
known or used prior to 2000. Among other things, Apple points to Dr. Rinard’s deposition
testimony, in which he was unable to provide a particular example of such pridespie
building a demonstration system tlm@ assertshows an example of what the public used during
the critical time SeeDeposition of Martin Rinard, Ph.D.Rinard Tr”), 177:10-188:23, 203:17-
205:10, 211:3-216:6, X14-226:16 (ECF No. 1087)2

Samsung responds that it has provided sufft@®idencdor a jury to conclude that these
systems were on sale and in public use prior to the critical la¢eCourt agrees. Even the
deposition testimony on which Apple relies provides support for Samsung’s position. fplexa
Dr. Rinard testifid that fw]hen you purchased AppleSearch 1.5, the box came with
documentation that showed how to connect to WAIS serviersgt 179,and that [i]f you look at
the documentation | cite in my report, if you look at the contents of th&\fre&-sf-2.0.65
distribution, if you look at all the evidence that shows people using these systemusloibly at
the documentation that comes with the system, you'll see instructions for buildingrdigaigng
systems to include the ability to access local dataleifeiently in combination with remote
databases on the Internet to satisfy the limitations of the asserted cldiras214-15.

Apple’s argument that “Samsung has absolutely no evidence that anyone at any relevg
time actually knew of or useeithersystem configured to have the claimed functionality,” Apple
Reply at Aemphasis in originalsimply ignoresthe circumstantial evidence Samsung has

provided through Dr. Rinard’s testimoaynd the documentation on which Dr. Rinard relies.
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Circumstantial eidence can be just as probative as direct evidence, if not mdses@esert
Palace, Inc. vCostg 539 U.S. 90, 100 (2003) (“The reason for treating circumstantial and dire
evidence alike is both clear and deep rooted: ‘circumstantial evidenceoslysufficient, but
may also be more certain, satisfying and persuasive than direct evidence.hddRoers v.
Missouri Pacific R. C.352 U.S. 500, 508, n.17 (1957Mawing all reasonable inferences in
Samsung’s favor, a jury could rely @m. Rinards testimony, as well as the documentaten
referencesto concludehathis demonstration systems accurately represent systems that were
actually known to and used iye public prior to the critical dat&eealsoRinard Tr.at177-88,
204, 212-13. Accordingly, Apple’s motion for summary judgment that the AppleSearch and W
systems do not invalidate claims 24 and 25 of the '959 Patent is DENIED.
2. Samsung’s Motion for Summary Judgment of Imefiniteness

Samsung contends that it is entitled to summary judgment that claims 24 and 25l@ke ir
as indefinitebased on those claims’ use of the term “heurfstinder 35 U.S.C. § 112(b), claims
must “particularly point[] out and distinctly claim[] the subject matter which thentor .. .
regards athe invention.’A claim that fails to meet this requirement, called the “definiteness”
requirement, is invalidSeg e.g, Datamize, LLC v. Plumtree Software, €17 F.3d 1342, 1356
(Fed. Cir. 2005) (affirming summary judgment of invalidity basedlams’ use of the term
“aesthetically pleasing”). The purpose of the definitemegairements “to ensure that the claims
delineate the scope of the invention using language that adequately notifies thefpieli
patentee’s right to excludeld. at 1347. “The statutory requirement of particularity and
distinctness in claims is met only when [the claims] clearly distinguish whiainsed from what
went before in the art and clearly circumscribe what is foreclosed frone femterprise.”ld.
(quotingUnited Carbon Co. v. Binney & Smith €817 U.S. 228, 236 (1942) (alteration in

original)).

1 Apple initially contended that Samsung should be precluded from relying on the AppleSearg
and WAIS systems as obviousness references because Samsung failed to propesytslisclo
reliance on thossystemsSee Apple MSJ at 18-19. The parties apparently have resolved that
dispute.SeeECF No. 1056, Exhibit A at 1.
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The definiteness requirement does not compel absolute cBegyStar Scientific, Inc. v.
R.J. Reynolds Tobacco €655 F.3d 1364, 1373 (Fed. Cir. 201bstead, “[a] claim is indefinite
only when it is not amenable to construction or insolubly ambigu@®issig Instruments, Inc. v.
Nautilus, Inc, 715 F.3d 891, 898 (Fed. Cir. 2013) (internal quotation marks omitted). To preval
on its indefiniteness aognent, Samsung must shewat “one of ordinary skill in the relevant art
could not discern the boundaries of the claim based on the claim language, the spaciteat
prosecution history, and the knowledge in the relevantidagmonetics Corp. v. Béar
Healthcare Corp.607 F.3d 776, 783 (Fed. Cir. 2010).

Types of terms that typically trigger indefiniteness concerns include ppaagifunction
elements that may lack “corresponding structure in the specification, ricuimatations that fail
to identify “which of multiple methods of measuring that number should be used, tteatiack
a proper antecedent basis, or terms that may be “completely dependent on a persotigesubjeg
opinion.” Halliburton Energy Services, Inc. v. M:LC, 514 F.3d 1244, 1249 (Fed. Cir. 2008).
Additional terms that sometimes trigger scrutiny, although not necessarilgrateepategory
from the preceding list, include “word[s] of degree” or limitations defined in ‘fpduactional
terms.”Enzo Biochem, Inc. v. Applera Carp99 F.3d 1325, 1332-33 (Fed. Cir. 2010).

Definiteness is question of lawsee Kinetic Concepts, Inc. v. Blue Sky Medical Group,
Inc., 554 F.3d 1010, 1022 (Fed. Cir. 2009), #melaccused infringebears the burden of
demonstrating indefiniteness by “clear and convincing evidefaemaetics 607 F.3dat 783.
In this contextthe “clear and convincing evidence” standardot “a rigid evidentiary test,” but
“a useful reminder to courts” that, where substantial doubt exists about whééner is
indefinite, the general presumption of patent validity cont&isck v. Community Nutrition
Institute 467 U.S. 340, 351 (1984xeid. (explaining the meaning of the “clear and convincing

evidence” standard in a different legal contek®xon Research & Eng’g Co. v. Unit8tates 265

F.3d 1371, 1375 (Fed. Cir. 2001) (“[W]e accord respect to the statutory presumption of patent

validity.”).
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a. Claim Construction

“General principles of claim construction apply when determining indefinitérgssig
Instruments715 F.3d at 898. Significantly, the Court has already construed the term “heuristig
algorithm” in the context of Apple’s preliminary injunction motion, which concernethteck
patentwith avirtually identical specificationSeeApgde, 877 F. Supp. 2d at 863-66. In ruling on
that motion, the Court noted that Apple was “less than clear as to how, exactlyyasdefi
‘heuristic™ and that[tlhe specification is not particularly illuminating in this regard” eitrdr.at
863-64. Mnethelesshe Courtconstrued the term “heuristic algorithm” as “a search algorithm
that employs some ‘rule of thumb’ and does not consist solely of constraint satisfact
parameters.td. at 866. Neither party contends that the Court should consteueiskc”
differently in any substantive respect. Accordingly, the Court drawsifsopmior constructiomnd
construes “heuristicin the '959 Patent to mean “some ‘rule of thumb’ that does not consist sols
of constraint satisfaction parameters.”

b. Is the Court’s Construction Insolubly Ambiguous?

Havingsettled ora constructionthe Court has taken an important first step in the
indefiniteness analysis. “If the meaning of the claim is discernible, even thougiskheay be
formidable and the conclusianay be one over which reasonable persons will disagree, we ha
held the claim sufficiently clear to avoid invalidity on indefiniteness groundislliburton, 514
F.3d at 1249 (internal quotation marks and alterations omiftiederthelessthe FederaCircuit
has made clear thatterm can be indefiniteven ifit is susceptible to a constructioft]f
reasonable efforts at claim construction result in a definition that doesovalgsufficient
particularity and clarity to inform skilled artisanstbé bounds of the claim, the claim is insolubly
ambiguous and invalid for indefinitenesStar Scientific, Inc. v. R.J. Reynolds Tobaccq 887
F.3d 1357, 1371 (Fed. Cir. 2008ne Court must therefore determine wheiteconstructiorof
“heuristic” is insolubly ambiguous.

The Court is satisfied that its constructigmmovidgs] sufficient clarity delineating the
bounds of the claim to one skilled in the aRibsig Instruments7/15 F.3d at 89%ccording to

the Court’s constructigrthe accusedomputer instructionsiustallow searcing using a fule of
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thumld that is“not . . . solely [through] constint satisfaction parameters.” Under this
construction, aearchthat, for examplereturnsresults based solely on whether the autia
documenmmatchesa usefprovided input (e.g., family name “JOBS” and given name beginning
with “STE”) would not be a heuristic because it uses “solely constraint satisfaction pasdmeter
SeeApple 877 F. Supp. 2d at 866 (discussing U.S. Patent No. 7,020,670 (the “’670 P atemnt”
art to the '604 Patent)670 Patent at 15:15-24. That distinction provides sufficient clarity to avo
an indefiniteness problem.

Samsung does not appe¢ardispute thasearches such as the one just descmamdd fail
to qualify agthe claimecdeuristic.SeeSamsung Reply at 10. Nevertheless, Samsuatgng
heavily on the Federal Circuit’'s decisionHialliburton, contends that thierm is indefinite
because thprecise boundarlgetween what is and what is not a heuristiosufficiently
discernible The Court concludes th&amsung’s reliance dialliburton is misplacedor two
reasons

First, Halliburton involved a “word of degree,” namelyfragile gel,” which the patentee
proposed should be construed to require, among other things, a gekisigttfansitions to a
liquid state upon the introduction of force.” 514 F.3d at 1@&®5phasis addepyeeEnzo Biochem,
Inc. v. Applera Corp.599 F.3cat 1332 (“When a ‘word of degree’ is used, the court must
determine whether the patent provides some standard for measuring that degtemg) (
guotation marks omitted). Here, neither the term “heuristic” nor the Court'sraotsn of it
involves a wod of degree, pure functional language, or other dangetlsagtypically trigges
indefiniteness concerndlthough not conclusive, the Court looks to this categorization as an
important threshold indicator as to the level of definiteness the ternmpnovéde.

Secondand moreerucial,in Halliburton, the term at issue (“fragile gel”) was the only
element distinguishing the claimed invention from the priorSeé514 F.3d at 1253
(“[Independent claims-B and 5 are distinguishable from the prior art only because they are
‘fragile gels.”). The Federal Circufbund this point “important” to its decision because “in
attempting to define a claim term, a person of ordinary skill is likely to conclutithéhdefintion

does not encompass that which is expressly distinguished as pri¢d.aat1252. The patentee in
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Halliburton, howeverfailed to “distinguish how the ‘fragile gels’ claimed in the..patent
performed differery than the disclosed prior drid. at 1253, a failure the Federal Circuit found
to be ‘fatal’ to the claims’ validityld.

Here, in contrast, the precise boundary of the term “heuristic” is less impcetanide
Apple relies on other elements of the claim to distinguish it from tloe @ri. During prosecution,
Apple relied heavily on thprimary prior art’s failure to search both the Internet and local storag
media.SeeECF No. 1062 at APLNDC630-0000041332 (“[T]he Blumenfeld et al. publication
contains no disclosure of locating information in any other location than graént). Applealso
highlighted the prior art’s failure to provide a single search query to multiple bffsearchedd.
(“[T]he search information (i.e., a search string) input to [sic] via the atderin Blunenfeld et al.
is not provided to more than one of the types of searches identified in the Action (i.e., Author
Title, Subject, Keyword, ISBN and Boolean keyword).”) (emphasis in original)To be sure,
Apple did rely on the “heuristic algorithm” ligation in distinguishingtherelated604 Patent
from the prior artHowever,Apple filed the application for the '604 Patéatir years after it filed
for the '959 Patent, and Appieade its “heuristic algorithmérguments in prosecuting the '604
Patentafter the '959 Patent issuelee Apple877 F. Supp. 2d at 8685 (discussing statements
Apple made to the PTO while prosecuting the '604 Patent in 2007 and 2008). The Court is ng
aware of any casssuing an indefiniteness ruling in an ancestor patent basgdtements made
in asubsequenapplication.See Trading Technologies Int'l, Inc. v. Open E ChC, 728 F.3d
1309, 1323 (Fed. Cir. 2013) (noting that prosecution history estoppel and disclaimer “can extg
froma parent applicatioto subsequentatent®) (emphases added)s for theearlier,’959 Patent,
Samsung has failed to show that a stricter definition of “heuristic” is reegessdistinguish the
asserteatlaims over the prior art or otherwise allow a person of ordinary slalppoeciatehar
bounds™

Finally, Samsung points to varioustnesses havindifficulty discerningwhat is and is not

a heuristicSeeSamsung MSJ at 181. Samsung, however, did not dis& witnesseso define or

' Samsung remains free to raise the issue of indefiniteness again should the teistic’heu
become central to Apple’s attempts to distinguishi968 Patent from any prior art Samsung
asserts at trial.

33
CaseNo.: 12CV-00630LHK
ORDER GRANTINGIN-PART AND DENYING-IN-PART APPLE’'S MSJ AND DENYING SAMSUNG’S MSJ

e




United States District Court
For theNorthern District of California

© 00 N o o b~ wWw N Pk

N N N N N DN DN NN R R R R R R R R R R
0o N o 0N WN P O ©OW 0o N O 0N WwWN B O

apply the termn the context of the claims. Whether a person of ordinary skill can provide a
definition of “heuristic” in the abstract has little relevance to whetlparson of ordinary skill can
apply the Court’s construction of “heuristic” in the context of the claimght bf the
specification:[D] efining a word is often more difficult than grasping its meaning in a specific
context.” Apple Inc. v. Motorola, IngNo. 11CV-8540, D.I. 526 (N.D. Ill. Jan. 16, 2012ge id.
(rejecting indefiniteness challenge to term “heuristic” as used in a differghe Aptent that
claimed a “heuristic” to translate imprecise finger gestures into actions degitteel lser)jn the
Matter of Certain Electronic Digital Media Devices & Components Thetaof No. 337TA-796,
Order No. 16, 2012 WL 754088 at *11 (U.S.I.T.C. Mar. 6, 2012) (sahoedstablish
indefiniteness here, Samsung must show that “the claims, réfael ight of the specificatigh
[do not] reasonably apprise those skilled in the art both of the utilization and scope of the
invention.” Shatterproof Glass Corp. v. Libbey-Owens Ford, @68 F.2d 613, 624 (Fed. Cir.
1985). Samsung has failed to provide clear and convimsiitgnce that the asserted claims
violate this contexspecific inquiry*?

Accordingly, the Court DENIES Samsung’s motion for summary judgment of

indefiniteness as to the '959 Patent.

F. Apple’s Motion for Summary Judgment of Invalidity of the '757 Patent
(Multimedia Synchronization)

The '757 Patent, entitled “Multimedia Synchronization Method and Device, odissl‘[a]
system . . for synchronizing a multiplicity of devices in a multimedia environment” so thag use
can access their multimedia collection (e.g., movies and musidferent locations. '757 Patent
Abstract. The application for the '757 Patent was filed on October 19, 2006 (as a ¢mmtintia

an application filed on June 19, 2001) and issued on August 18, 2009.

2The Federal Circuit faced the word “heuristic” in its preliminary injunction opimahis case.
Seee.qg, Apple 695 F.3d at 1380 (“Apple . . . has distinguished [prior art] Andreolli not just
because the [claimed] apparatus uses heuristics, but also because it employs luffersia
algorithms in different search areas.”). Yet the Federal Circuit nowhere suhtiedtéhe '604
patent’s repeated use of the word “heuristic” creéa® indefiniteness problem. Although Samsun
did not raise an indefiniteness challenge in that appeal, this Court notes thagriftheere
insolubly ambiguous, the Federal Circuit very likely would have had more difficultywaingl
that this Court’onstruction of “each’ with respect to “plurality of heuristic modules’ . . .
contravenes thplain termsof the claim.”ld. at 1378 (emphasis added).
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Claims 1, 14, and 15 amd issue Of the three, claim is independerdnd reads as follows:

1. A system for synchronizing devices in a multimedia environmental
[sic], the system comprising:

at least one central storage and interface device, wherein audio, video, or
photographic data, including content information and content
management information, relating to at least one user, are stored in
digital form; and

at least one zone, each zone having at least one zone specific storage and
interface device capable of storing or interfacing with information
stored in the central storage and interface device, wherein audio,
video, or photographic information, relating to at least one user,
contained within the zone specific storage and interface device and the
central storage and interface deviaes updated in relation to the zone
specific storage and interface devices and the central storage and
interface devicewheeby the at least one user can be situated in any
one of the zones and access the audio, video, or photographic
information related to the at least one user.

'757 Patent, claim 1 (emphasis add&l).

Apple asserts that it is entitled to summary judgmentdlaats 1, 14, and 15 of the 757
Patentareanticipated by the 446 Patent, which was filed in November 2000, 7 months before
claimed priority date of the '757 PateBee35 U.S.C. § 102(e) (2006). The '446 Patent, entitled
“Acquisition and Synchronization of Digital Media to a Personal Information Spgodifected to
the problem that arises when “a user acquire[s] and store[s] digital media on one network-
coupled device, such as a personal computer . . . [at work], but . . . gld@siteinsfer that
information and maintain a library of this digital media on other netwotlpled devices, such as
a personal computer at the user’'s home, a notebook computer which travels with, theasar
a palmtop computer.” '446 Patent at 1:35-41. As a solution, the 446 Patent teaches synchror
“an individual's usemdefined set of information” (which the patent refers to as the individual's
“personal information spateto “any one or all of the devices coupled within the user’s space,
including personal computers, PDA’s, automotive PC’s, and the lifkeat 5:416, 9:14-23The

'446 Patent “crosseference[s] and incorporate[s] by referencein their entirety” bree

¥The Court has construed the term “zone specific storage and interface device” to meanéa s
and interface device that resides in an area, such as a room or similar lo€ztam.Construction
Orderat 45.
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documentsid. at 1:10-11, one of which—U.S. Patent No. 6,671 &#&iitled “Data Transfer and
Synchronization System” (tH&ulter Patent"}—is relevant to Apple’s motion. The Multer Patent
discloses a system that “allows the replication of information across all systephsdctmuthe
system,” Multer Patent at 8:826, with a focus on synchronizing “personal contact information”
and email, id. at 5:41.

1. Incorporation by Reference

Apple’s invalidationby-anticipationchallenge rests heavily on the assumption that the
'446 Patent incorporates the Multer Patent by reference. Although “invalidityticypation
requires that the four corners of a single, prior art document describe every eétherntlaimed
invention,” material not explicitly contained in the single, prior art documeat/ “still be
considered for purposeof anticipation if that material is incorporated by reference into the
document.”’Advanced Display Systems, Inc. v. Kent State UniveBdi/F.3d 1272, 1282 (Fed.
Cir. 2000).Whether material is incorporated by reference into a host document is iamoésw
that this Court must resolve before it determines whether a genuinely dis@itthhissue exists
as to anticipationSee Zenon Environmental, Inc. v. U.S. Filter Cosp6 F.3d 1370, 1379 (Fed.
Cir. 2007).

To incorporate matter by referemca host document must contain language ‘clearly
identifying the subject matter which is incorporated and where it is to be found'rergference
to another application, or patent, or publication is nahaarporationof anything therein . ..””
Callaway Golf Co. v. Acushnet C8.76 F.3d 1331, 1346 (Fed. Cir. 2009) (quotimge De
Seversky474 F.2d 671, 674 (C.C.P.A. 1978)nphasis in original)n determiningvhether
material is incorporated by reference into a host document with sufficiemibenity, the Court
should use “the standard of one reasonably skilled in thefal¥&dnced Display Systen#l?2 F.3d
at 1283.

In light of these guidelines, the Court has little trouble concluding that the '446 Pate
incorporates the Multer Patentits entirety.The '446 Ritent references the Multer Patent eight
times The beginning of thpatent’swritten description includes a section entitlé€€ROSS

REFERENCE TO RELATED APPLICATIONSIn which it lists the Multer Patent along with
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two other documents (the *336 Patent” and the 675 Applicatias’ycrossreferenced and
incorporated by reference herein in their entirety” and then repeats at thetbadistfthat

“[e]ach of these [three] related Patents/Applications are incorporated hereifeisnce.” Next, in
a section entitled “Description of the Related,Aifhe specification references the Multer Patent
three timesn the context of synchronizing a personal information space, the very subjeat ent

the 446 Patent itself:

[The’336 Patent, the '675 Application, and thellter Patentdisclose a novel

method and system for synchronization of personal information including that
which is conventionally found in desktop applications, personal digital assistants,
palm computers, and wsite calendar and address services, as well as any content
in the personal information space including file systems, contact information
and/or calendaring information. In one aspect, the system disclosed in [the 336
Patent, the '675 Application, and tNeilter Patent] comprises a series of device
engines which can be utilized on or in conjunction with any personal information
manager application or device, on servers, or both, which can connect via a
communications network, such as the Internet, to teamsformation in the form

of differenced data between respective applications and respective devices. In
essence, the system of [the '336 Patent, the '675 Application, and the Multer
Patent] creates a personal information space or personal informatethstois
comprised of a set of transactions which defines the movement of information
between one device, the intermediate storage server, and other devices, and which
is unique to an individual user or identifier.

'446 Patent at 2:44-3:2.he “Detailed Description” section of the specificatreferences the
Multer Patent four additional timggeasserting that “the transactional based extraction, transfer
broadcast, storage and synchronization systems for [sic] forth in [the '336 Hes€673
Application, and the Multer Patent]” is an example of a personal information space heck s/
specifically incorporated breference.’ld. at 5:3441; see id.at 6:24-29 (“Once inserted into the
private information space, the data can be synchronized to any number of different @gvices
described in [the '336 Patent, the '675 Application, and the Multer Pgtedt.&t 8:50-56

(“[S]ync server 130 can provide the information set forth above directly to a siewiee engine
140 which can then transfer the information to the personal information space stocdatabase
200 as described in [the 336 Patent, the '675 Application, and the Multer Patémtht 9:65-

10:3(“The specific structure and operation of the server and client based devioesesgin
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described generally with respect to FIG. 5 and are disclosed in further detfad 836 Patent,
the 675 Application, and the Multer Patent.”).

The above-quoted language from the '446 Passsfficient to incorporate the Multer
Patent.The languagédentifieswith specificity both what material is being incorporated by
reference” & system for synchronization of personal information) “and where it may be’found
(the Multer Patent)CallawayGolf Co, 576 F.3d at 1348.he Federal Circuit has calléahguage
similar to that found at the beginning of the 446 Patent “broad and unequiaadasufficient to
incorporate an entire document by refereftarari v. Lee 656 F.3d 1331, 1335 (Fed. Cir. 2011);
see id(“We . . . conclude that the entire '579 application disclosure was incorporated by the b
and unequivocal language: ‘The disclosures of the two applications are hereby inefpbyat
reference.”).The 446 Patent goes even further, reinforatagncorporation of the Multer Patent
by repeatedlyeferencinghe synchronization system—which is the exclusive subject of the
Multer Patent—both as a whole and with reference to particular aspects of the s§steich
(“While it may seenredundant, nothing prevents a patent drafter from later incorporating agair
certain ‘relevant portions’ of an application so as to direct the reader to ttgexigon of the
incorporated document the drafter believes relevant.”). The Court concludes thsira pe
reasonablgkilledin the artwould understand this language from the '446 Patent to incorporate
the Multer Patenn its entirety

Samsung contends thdarari is inapposite becauskeatcase “addresses the sufficiency of
a written description in an interference, not the clear and convincing standantidgragion.”
Samsung Opp. at 21 n.29. The Court ispwsuadedlhe Federal Circuit has not created differer
rules for different aplications of its incorporation-byeference doctrineseeNorthrop Grumman
Info. Tech., Inc. v. United Statés35 F.3d 1339, 1344 (Fed. Cir. 20Q&ferring generally to the
court’s incorporation-byeference doctrine “in the patent contextijstead,te Federal Circuit
treats incorporation by reference @question of law and a “separate inquir[y]” from the fact issu
of anticipation.ZenonEnvironmental 506 F.3d at 1379.1 “clear and convincing” standard
thereforedoesnot apply to whether a prior art document incorporates another by reféteece.

Microsoft Corp. v. i4i Ltd. P’ship- U.S.--, 131 S. Ct. 2238, 2253 (2011) (Breyer, J., concurring
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(“By preventing the ‘clear and convincing’ standard from roaming outside itsdiated
reservatio, courts can increase the likelihood that discoveries or inventions willagevedegal
protection where none is due.”). In any ev&#msung has not pointed the Court to a more
analogous Federal Circuit holdingthe anticipation contex@ o the contrarythe Federal Circuit
has found that even less specific language (“[r]eference is made to”) “can be suffimeintate
to one of skill in the art that the referenced material is fully incorporatdaihost document,”
even for anticipation purpes.Callaway Golf 576 F.3d at 1346.

Samsunglsopoints to astatemenby its expert for the 757 Patent, Professor Dan
Schonfeldthatthe '446 Patent “does not clearly identify the subject matter that is inedepanor
where it is to be found such that one of ordinary skill in the art could find the gerengdaration
by reference to be sufficiently particulaD&claration of Professor Dan Schonfeld in Support of
Samsung’s Opposition to Apple’s Motions for Summary Judgment and to Exclude Expert
Testimony (“Schonfeld Decl.”) §0 ECF No0.1070). This statement is of no help to Samség.
noted, incorporation by reference is a question of law. “The opinion of an expert does nat con
a question of law into a question of fac¥dn Der Salm Bulb Farms, Inc. v. Hapag LIojd;,

818 F.2d 699, 701 (9th Cir. 1987). Althougkpert testimony may in some circumstances help a

court determine whether a host document incorporates another document by retieee@oart in

this instance concludes tHar. Schonfeld’s conclusory statement cannot overcome the broad a

unequivocal language the specification of the 446 Patent incorporating the entire Multer Patg
2. Anticipation

Having determinethe '446 Patent includes the Multer Patent in itsretytithe Cournext
analyzeswvhether Apple is entitled to summary judgment that the '446 Patent antidipates
asserted claims of tHé57 Patent. Viewing the evidence most favorable to Samsung, the Court
concludes thafpple has establishetle absence of a genuine issue of fhett the ‘446 Patent
discloses each and every limitationimdependent claim 1 and dependent claims 14 and 15 of th

757 Patent.
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a. Claim 1

Independent claim 1 of the '757 Patenntains a preamble and two limitatipn$ which
only the second limitation is in dispute. Samsung does not dispute that the '446 Palesaslisc
the preamble and the first limitation of claim 1. In particukamsung does not contest that the
'446 Patent disclosdbe preamble of claim B ('system for synchronizing devices in a
multimedia environmental [sic environmentBy describing a system that synchronizes “media
information” found in a user’s “personal information space” to “any one or all of theedevi
coupled within the user’s space, including personal computers, PDA’s, automotiverieGlse a
like.” '446 Patent, 9:9-20. Also undisputetet'446 Patent discloses the first limitation of claim 1
(“at least one central storage and interface device, wherein audio, video, or gploiodata,
including content information and content management information, related éstabhe user,
are stored in digital form”) by disclosing “storage server(s) 2@0Fig. 3, thatan“house|” a
user's personal information spaa#,5:26-29'

Samsung doeslispute whether the '446 Patent discloses the emphgsmedn ofthe

final limitation of claim 1of the '757 Patentyhich isreproduced below

at least one zone, each zone having at least one zone specific storage and interface
devicecapable of storing or interfacing with information stored in the central

storage and interface devjagherein audio, video, or photographic information,
relating to at least one user, contained within the zone specific storage and

interface device and theentral storage and interface deviaes updated in

relation to the zone specific storage and interface devices and the central storage
and interface devicavhereby the at least one user can be situated in any of the
zones and access the audio, video, or photographic information related to the at
least one user.

4 Samsung also does not dispute thatincorporated Multer Patent discloses media files stored
the storage server that have “contentinfation” (e.g., photo data) and “content management
information” (e.g., information that allows for “grouping of classes of information iypocgpriate
representations”). Multer Patent at 283
> Samsung does not dispute that the '446 Patent disclwesesher elements of this limitation. In
particular, Samsung does not dispute that the '446 Patent discloses multiptestaentified by
the specific “zone” in which each device residex'446 Patent, Figs 3 & 4 (depicting “Home
PC” and “Office PC”), each device having an “interface” capable of interacting \eitstdhage
server and “storage” capable of storing media da@,id.9:20-39 (discussing devices’ storage of
“media data” received from “the personal information space provided in storage 2@0”). Nor
does Samsung dispute that the 446 Patent discloses a system where a user “caada @tuat
one of the zones and access the audio, video, or photographic information related” to.tBaeuss
'446 Patent, 9:4®4 (“In accordancevith the present invention, digital media files of varying
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In partiaular, Samsung contends that the emphasized portion of claim 1 of the "757(Ratent
updated in relation to the zone specific storage and interface devices and the ¢erdgd and
interface devic§ implicitly requires ‘automaticsynchronization,” Samsung Opp’n at 21
(emphasis in originalput theprior art’446 Patentdiscloses only rhanualsynchronization,id. at
22 (emphasis in originaff. The Couriconcludes thatlaim 1 of the '757 Patent does not require
automatic synchronization, and thus Samsung’s claim that automatic synchoonizasiquired
does not create a genuine material factual dispute.

No reasonable jury could find an “automatic synchronization” requirement in the pla
language of claim 1 of the '757 Patenfficient to avoidootentially invalidating prior arthe '446
Patent'’ The specification of the '757 Patent discloses an array of “synchronizing schemes,” @
one of which is “automatic.See'757 Patent, 9:4 (“Different synchronizing schemes are
possible (automatic, daily, weekly, etcThe claim itself does n@&xplicitly require any one of
those synchronization schemes.

Samsung argues that claim 1 requires “automatic” synchronizaause it requires
media information on each device to be “updated in relation to” the information on the other
devicesAccording to Samsung’s expert Dr. Schonfeld, applying the plain and ordinary meani
of the term “updated” means tha €hange in ondevice is automatically reflected as a change ir
another device.” Schonfeld Decl29. As set forth below, this opiniaa unsupported and

therefore insufficient to create a triable isstee Regents of University of Minnesota v. AGA

formats, and other data, may be synchronized or transferredifeaiionally) to any network
coupled appliance 400 utilizing the system of the present invention.”).
®* Samsung also contends that, without the Multer Patent, the '446 Patent does notalisclose
system that meets two requirements that Samsung contends are part of cidiractidmal
synchronization and automatic synchronization of all devices connected to the. Sestem
Samsung Opp’n at 22-25. Because the Court has concluded that the '446 Patent inctiporate
Multer Patent by referencege suprdart 1ll.F.1, and because Samsung does not dispute that tf
Multer Patent discloses bidirectional synchronizatsmeMulter Patent6:36-38 (“[T]he
synchronizer will allow difference information A to be both transmitted and received”), and multi-
device synchronizatiosee id.10:65-11:6 (“In one embodiment, each device engine implement
all processing required to keep all the systértlg synchronized.”), the Court does not address
these arguments.
"Neither party sought a construction of claim 1 that would have imposed an “automatic
synchronization” requirement.
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Medical Corp, 717 F.3d 929, 941 (Fed. Cir. 2013) (“Conclusory expert assertions cannot raise

triable issues of material fact on summary judgment.”) (internal quotatoksromitted).

Dr. Schonfelcclaims thathree consideratiorsupport his understanding of the plain and
ordinary meaning of “updatediut all of them entirely fail tgorovidea basis on which a
reasonable jury could side with Samsurigst, Dr. Schonfeld points to an “important” dictionary
definition that states “update” meansd“bring up to date.’Schonfeld Decl. 180 (quoting
Merriam-Webster Dictionary, http://www.merriamebster.com/dictionary/update). That
definition, however, simply begs the question whether something must be brought up to date
automatically.

Second, Dr. Schonfeld contends ttiet claim’s “passive” use of the term “upddted
implies “a perpetual state of the informatiold” Again, the Court does not see how this
consideration could bringr@aasonablgury to read an “automatic” requirement into clainThe
use of passive voice generally creates ambigaityer than resolves fteg e.g, Bryan A. Garner,
The Oxford Dictionary of American UsageS&yle246 (2000) (calling the passive voice “a prime
source of unclarity”). Dr. Schonfeld does not cogently explain howghbef passive voicéere
could evempossibly mposea narrow andprecise use of the term “updated

Finally, Dr. Schonfeldinavailinglypoints to threexcerpts fronthe specificationSee
Schonfeld Decl. § 32 (citing '757 Patent, 3:1-7 (“Therefbigdesirous to have . . . the entire
collection synchronized automatically ...”), 6:33-39 (“The digital multimedia device 104 allows
the user, . . . to synchronize and updheeuser’s audio/video filemutomatically. . . .”), 6:55-59
(“[A]ln alternativeembodimenbf the present invention [shows]..the digital multimedia player
104 automatically performs the synchronization . . . ."lose excerpts’ references to a “desirous
automatic synchronization featu@n embodiment thatipdate[s] .. . auomatically,”and a
similar “alternative embodimentéll suggest thatat most, the plain meaning of the term “updateg
encompasses automasignchronization as Dr. Schonfeld describes tinatits plain meanings
limited tothat type ofautomaticsynchronizationas Samsung’s theory requiresdeed, that the

specification describes (in active voi@) embodiment thaupdate[s]the user’s audio/video files
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automatically showsthat theplain meaning of thelaimitsel—which uses the term “updafe
withoutthe adjective “automatically=is broader.

In addition to Dr. Schonfeld’s opinion, Samsung contends thatApple’'s expert agrees
that claim 1 requires automatic synchronization. Samsung Opp’n(eitidgy Deposition of
Richard Taylor(“Taylor Dep.”) at 44:15-46:11 (ECF No. 854-19)). Apple’s ex@artTaylor
testified thatunder claim 1, “if | identify the set of media that is mine, then the synchronization
that media goes on automaticadiffer that synchronization process is initiate@laylor Dep. at 46
(emphasis added). But this testimony, even viewed in a light most favorable to Samsung, doq
create an issue of materfakt. To survive summary judgment Samsung needs “updated” to
convey a narrower understanding of “automatic,” namely, that “a change in one device is
automatically reflected as a change in another device.” Schonfeld 2&cID¥. Taylor did not
testify that the claim requires synchronization to be automaticallytedti@henever the content
on one device is changed. In fact, Dr. Taylor explicitly clarified that “the sgncdation activity
[of claim 1]. .. may be started at multigienes or different frequenciésand only then (“after
that synchronization process is initiated”) does the synchronization odouaratically. Taylor
Dep. at 45see id.(“[O]nce it's started [the system] does all the work without manual
intervention.”).

One final point demonstrates why no reasonable jury could conclude that the plain me
of claim 1 includes an automatic synchronization requirenbeygendent claim 6f the '757
Patent requires that the “audio, video, and photographic information” stored on “4 berver
“updatedat a predetermined timia relation with other zone specific storage and interface
devices’ Limiting claim I—which requires that the audio, video, or photographic information in
“each zone” be “updated in relation to the zone specific storage and interface detices”
automatic updates of the type Samsung envisions would conflict with the “predetermielied t
update that claim éllows with respect to one zone. In this way, Samsung makes the same mig
it does with respect to its attempt to limit the21Fatent to physical keyboardsseeks tampose
a requirement in an independent claimatdirectly conflicts withthe plain meaning of a dependen

claim.See35 U.S.C. § 112(dsupraPart 111.B.
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Samsungcknowledges that the '44Gtent discloses gstem thaallows a user to trigger
the synchronization ohedia files across devicgseeSamsung Opp. at 22; Multer Patent, 35:12-
22 (describing various “triggering mechanisms for initiating synchronization,” including a
“sync’ button, “time-based triggers,” or “sync on a log-out of the us@&cause a reasonable
jury could not find a more stringent synchronization requirement in the plain and gnaieaning
of claim 1, no genuine dispute exists for taalto this limitation

Having concluded that no genuine dispute exists as to whether the 446 Patent disclos
each and every limitation of claim 1 of the '757 Patent, the Court GRANTS Apptisn for
summary judgment that claimid.invalid as antigpated

b. Claims 14 and 15

Claims 14 and 15 require “[tlhe system of claim 1 wherein the central storageexfatmt
device is disposed to be coupled to a wireless mobile device via LAN [Local AnearkEtand
“via WAN [Wide Area Network],” respectivelyThe '446 Patent discloses the use of devices sud
as “notebook computers, palm-top computers, [and] hand-held computers® capable of receivi
processing digital media via a network connection” such as “a LAN, WAN or open sourag glo
network.” '446 Patent, 4:51-58pe id.9:14-19 (describing synchronization with “PDA’S”).
Samsung does not dispute that these disclosures meet the additionabhsgétlaims 14 and
15. Because the '446 Patent discloses each and every limitation of independentasidiof 1
dependent claims 14 and 15, the Court GRANTS Apple’s motion for summary judgment that

'446 Patent anticipates claims 14 and 15.

G. Samsung’s Motion for Summary Judgment that the '596 Patent (Control
Signals)Has a Priority Date of November 9, 2004

Samsung accuses Apple of infringing claim 13 of the '596 Patent. The '596 Ratétdd
“Method and Apparatus for Signaling Control Information of Uplink Paclkeal$ervice in
Mobile Communicabn Systent, was filed on November 9, 2005, but it claims priority to a
Korean patent application filed on November 9, 2004 in the Korean Intellectual kroffese.
See596 Patent, 1:5-13The parties dispute@hether Samsung is entitled to the Korean filing date|

for purposes of evaluating thalidity of claim 13
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Under 35 U.S.C. 8§ 11% patent cabenefit froman earlieffiled foreign applicatiorso
long as, among other conditions not in dispute hbeeearlietfiled application provides a
“written description”of the lateffiled claims under 35 U.S.C. 8§ 112(&e In re Wertheinb41
F.2d 257, 26]JCCPA 1976)'® A patent meets this written description requiremeatperson of
ordinary skill in the art reading ttearlierfiled applicatiorwould conclude that the invention
includes that which the applicdaterclaimed.See idat 265. A patentee may not adtev
mattef in a later application and still enjoy an earlier filing déde.

Whethera disclosure meets the written description requéms a question of fackee
Ariad Pharms., Inc. v. Eli Lilly & C.598 F.3d 1336, 1355 (Fed. Cir. 2010) (en ba®amsung
howevercontends thathere is no genuine disputeat the Korean application sufficiently
discloses the invention recited ilaien 13and therefore that is entitled tothe earlier effective
filing dateas a matter of lawA brief discussion of the technology behind the '596 Pagent
necessaryo understand the nature of Samsung’s summary judgment argument.

As the 596 Patent explains in the “Background of the Invention” section of the
specification, certain mobile communication systems dedicate communication Islsatween
mobile devices and intermediate network equipmentder to ensure superior data transmission
from the devices to the networkhese channels are called enhanced uplink dedicated channels
“E-DCH.”596 Patent, 1:23-31.d' maintain these channels effectively, the intermediate nketwor
equipment (which the '596 Patent calls “NodedBdtions)must receive certain information about
the mobile @vices seeking to transmit datehijch the '596 Paterdalls “user equipment” or
“UES"). Id. at 1:31-52.This preliminary information includes the strehgif the various
communication channels, the data rate requested by the various UEs, and the taamsmissi

capabilities of the UEdd. at 2:23-39. Based on this information, the Node B will police the UES

' Samsung’s motion relies on 35 U.S.C. § 120 for prio8geSamsung MSJ at 22. Section 120
allows a lateffiled application to enjoy the benefit of “an application previously fitethe United
States’ 35 U.S.C. 8120 (emphasis added). Because Samsung claims the benefit of a-fikeeign
application, Section 118ppliesSee id§ 119 (providing conditions whereby “[a]n application for
patent for an invention filed in this country by any person who has . . . previously regularly filg
application for a patent for the same inveniioa foreign countrymay claim an earlier filing
date) (emphasis added).
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data transmissions, such that a plurality of UEs may natlgimeously transmit packet data at
high data ratedd. at 2:1421.

Typically, in establishing these dedicated communication charm@&sde B and UE will
transmit and receive preliminary messages through a dedicated transpodl cimeluding
estimates as to required transmission resources and scheduling informationemheefats to
this initial information as “MAGCe control information.’ld. at 3:34-38;see2:63-3:40. “MAC-e”
stands for “Medium Access Control for[ECH.” Id. at 3:3538. The Node B will use this
information to allocate transmission resources. Once transmission resources aedlalioediE
can begin transmitting data through aEH. Theultimatelytransmitted data is called a “MAC
e PDU,” or a “Media AccesControl-enhanced Protocol Data Unid” at 3:28-30.

The '596 Patent relates to a method and systerimfore efficiently signaling the MA&
control information” by piggybackinthe MAC-e control informatiorontothe MAC-e PDUs|d.
at3:3840. More m@rticularly, a MAGe PDU can be logically divided into two segments, a MAC:
header and a MA@ payloadld. at 7:5560. Using a crude analogy, the MACheadeis like a
table of contents for the MAE-payload. When a Node B receives a MAGDU, it willlook to
the MAC-e header to figure out the contents of the MAC-e payload, including the source of th
different parts of the payload atftk relationship of those parts to other information within the
same and other MA@ PDUsld. at 8:721. These differat parts of the MAG: payload are also
called PDUs, but they are different (and smaller) than the MADUs containing them.

As relevant to the current disputeetMAC-e header is itself divided into multiple parts,
with each part corresponding t&®®U in the MAC-e payload. In one embodiment discussed in th
'596 Patent, each MA@ header part contains three gasts: a “multiplexing identifier,” a
variable that represents the number of data units in each part of the payloatlagrbda
representsvhether additional header parts follow the current headergaat. 8:35-9:10The
'596 Patent teaches how to generate and decipher MAC-e header information soNloatetiBe
will be able taecognize and use the MA€control information inthe MAC-e payload.

Claim 13 of the '596 Patent reads as follows:
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13. A user equipment (UE) for transmitting control information for an
uplink packet data service in a mobile communication system, the UE
comprising:

atleast one block for forming a first protocol data unit (PDU) including

uplink packet data;

a control unit for forming a control service data unit (SDU) including

control information for an uplink packet data service; and

a multiplexing and transmission sequence number (TSN) setting unit for

forming at least one first header part corresponding to the firstt3DU
using a data description indicator (DDfield representing the first

PDU and an N field representing the number of uplink packet data
included inthe first PDU, forming a second header part corresponding
to the control SDU by using a DDI field set as a predetermined
specific value representing that the control SDU is transmitted, and
forming a second data packet unit (PDU) by concatenating a header
and a payload, the header including the header parts, the payload
including the first PDU and the control SDU, wherein the second PDU
is transmitted to a Node B.

Although te term “DDI” appears in the specification of the '596 Patent, it do¢sippear
in the original Korean patent applicati®@eeECF No. 8114 (priority application)Nevertheless,
Samsung contends claim 13 is entitled to the filing date of the Korean patent appticatase
“the 596 Patent and the priority application use different words to describartieetkingice., a
logical identifier).” Samsun1SJat 25. Samsung asks the Court to construe “DDI field” to mea
a “logical identifier representing the first PDU.” Under that consma¢ciSamsung contends, claim
13 is entitled to the filing date of the Korean application.

Samsung has failed to establish the absence of a genuine dispute as to thianssueg S
did not seek a construction of “DDI field” during the claim construction prongedand therefore
the jury will consider the plain and ordinary meanindhef claim term “data description indicator
(DDI) field.” Because the Korean application did not use that tanmaasonablgiry could
conclude that a person of ordinary skill would not have perceived the invemtae® invented a
UE capable of forming a header using a DDI field.

Samsung argues that “[t]he fact that Samsung used certain words in its prioritgatagpli
and then used the words ‘DDI field’ in its later application, does not mean thahager was
added.” Samsung Reply at 14. Samsung is correct thaetikenatterconclusion does not
necessarilyfollow from thedifferentword premise. But that proves only that Samsung is entitleq
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to a trial on this issue, not summary judgment. Indeed, the case Samsung cites indapedr
Biosciences Corp. v. Nutrinova, In&79 F.3d 1363 (Fed. Cir. 200@ffirmeda jury verdict.
Summary judgment is not appropriate.

Accordingly, Samsung’s motion for summary judgment that the '596 Patent is emtited {
November 9, 2004 priority date is DENIED.
V. SEALING

Both parties have requesttidhtthe Court seal portions of the briefs and exhibits for their
summary judgment motions. After reviewing the parties’ original filings and edimg the
requests were overbroad, the Court denied the parties’ administrativasavithout prejudice
and instructed them to file narrower sealing requestsnewed motions to se&eeECF No.
1057. The parties complieBeeECF N0s.1066-71, 1073-74, 1079, 1093, 1097-1100. The partie
Google, and Microsoft filed declarations in support of these renewed m@&eas.g, ECF Nos.
1094, 1096After reviewing the parties’ renewed sealing requaststhe declarations in support
thereof the Court is satisfied that the material the parties now seek te\sbalh consistsdargely
of party and third-party source code, prodigtease, strategy, and financial informatiemay
remain confidential, save one excepti®hatone exception is certain material that discloses
Apple’s expert Dr. Snoren’s opinion on whanhetitutes &heuristic,” which is based solely on
purely public, non-proprietary informatioBeeSamsung MSJ at 20:16-19; ECF No. 1073-13
19105-07. This material relates to Samsung’s indefiniteness argument, a dispssie/end no
one has articulad “compelling reasons” to keep this information seGeé Kamakana v. City &
Cnty. OfHonoluly, 447 F.3d 1172, 1178 (9th Cir. 2006). Accordingly, the parties’ administrativ
motions to seal are GRANTED in part but DENIED with respect to Samsung’s rmation
summary judgment at 20:16-19 and ECF No. 1073-13 at paragraphs 105-07.
V. CONCLUSION

Apple’s motion for summary judgment of infringement of the '172 Patent and invalidity
the '757 Patent is GRANTED. Apple’s motion for summary judgment of infringemehedé47

Patent infringement of the '414 Patent, and no invalidity of the '959 Patent is DENIED.
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Samsung’s motion for summary judgment is DENIEBDe parties’ administrative motions to seal

documents related to their cross motians GRANTED in parand DENIED in part.
IT IS SO ORDERED. H- M
Dated: Januargl, 2014 )

LUCY H.\OH

United States District Judge
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