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21 Samsung has requested that the Court construe an additidteion in claim 15 of the
22 '239 patent “meandor transmission of said captured video over a cellular frequerg@ggfisung
23 also requests permission to amend its infringement contentions to include theomesuhs-plus-
24 function equivalents and the doctrine of equivalents for claimT’b&. parties &ve submitted
25 briefs and expert declarations in support of their respective positions. The Couvid\asdaehe
26 parties’ sbbmissions and, in the interest of resolving any potential dispute prior tactri@(
27 Micro Int’l Ltd. v. Beyond Innovation Tech. C621 F.3d 1351, 1362-63 (Fed. Cir. 2008)), now
28 construes thémitation at issue
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BACKGROUND

On April 10, 2013, the Court issued its Order Construing Disputed Claim Terms, follow
a claim construction hearing and full briefing from the parties. ECF No(*®tder”). At the
time, Samsung asserted claims 1 and 15 of the '239 patent. Among the disputed termst the (
construectertain meanglus-functionlimitations in claim 1 of the '239 patent, but the parties did
not request construction of any terms in claim 15 of the '239 paSs=®Order at 64 Joint Claim
Construction Statemeat 340 (ECF No. 30@&). Since the Couitsued itrder, the parties have
filed multiple rounds of motions seeking to exclude opposimpgewpinions based on the Court’s
existingclaim construction rulingsSeeECF Nos. 878-4, 877-4, 1202-3. Those dispuiee
resolvedwell beforethe March 5, 2014 pretrial conferenceeeECF Nos. 1127, 1301.

On February 4, 2014, the parties filed case-narrowing statements pursuantdartte C
case management orders, limiting their asserted patent claims to five claims p&asiteing
elected claims 1 and 15 of the '239 patent among its five cld8aeSamsung’s Feb. 4, 2014 Cas;
Narrowing Statement at 2 (ECF No. 1236). However, at the March 5, 2014 pretriaénocefer
Samsungua sponténdicated that it might voluntarilwithdrawsome asserted claims for trial and
would do so by March 7SeeECF No. 1411 at 6:14-24.

OnMarch 7, 2014, the partissia spontdiled a stipulation in which Samsung agreed to
withdraw several asserted patent claims, including claim 1 of the '239 patemgletaim 15 as
the only asserted claim of the '239 pateBeeECF No. 1419. On March 13, 2014, Samsung file
an “administrative motion” for additional claim construction of “means for tressan of said
captured video over a cellular frequency” as recited in claim 15, requesgfigdband a hearing
prior to trial, whichwill begin on March 31, 20145eeECF No. 1461. Apple responded by
contending that additional claim construction was not necessary in light of thés@ouastruction
of claim 1, but requesting permissidor a summary judgment motion and hearing regarding
noninfringement of claim 15 should the Court construe the tatnssue.SeeECF No. 1465.The
parties agree that claim 15 presents a mearsfunctionlimitation and concur othe claimed

function, but disagree about the scope of the corresponding stru€heearties alsdisagree
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about whether Samsung previously waived its ability to assert equivaleéhés (eeans-plus-
function or under the doctrine of equivalents) for claim 15.

The Court allowed the parties to submit short briefs regarding claim cdrstrand
Samsung’'sbility to amend its infringement contentions, but denied Apple’s request for anoths
round of summary judgment briefing on the eve of trisééeECF No. 1470.Samsung filed its
brief on March 19, 2014SeeECF No. 1484 (“Samsung Br.”). Apple filed a response on March
21, 2014.SeeECF No. 149X“Apple Br.”).

. LEGAL STANDARDS

As before, the Court construpatent claims as a matter of law based on the relevant
intrinsic and extrinsic evidenceeelighting Ballast Control LLC v. Philips Elecs. N. Am. Corp.
No. 2012-1014 (Fed. Cir. Feb. 21, 2014) (en barhiljips v. AWH Corp.415 F.3d 1303 (Fed.
Cir. 2005)(en banc)see alsd®rder at 2 Caim construction oimeansplus{function limitations
pursuant to 35 U.S.C. BL2(f) requiresidentifying the claimed function and the corresponding
structure for performing that function in the patent’s disclos&eeNoah Sys., Inc. v. Intuit Inc.
675 F.3d 1302, 1311 (Fed. Cir. 20128e alsdOrder at 47.

“Amendment of the Infringement Contentions or the Invalidity Contentions may e ma
only by order of the Court upon a timely showing of good cauBatent L.R. 6. This Court’s

rules haveequiredthe parties to give “early notice of their infringement and invalidity

-

contentions, and to proceed with diligence in amending those contentions when new information

comes to light in the course of discovéryy2 Micro Int’l Ltd. v. Monolithic Power Sys., Ine67

F.3d 1355, 1365-66 (Fed. Cir. 2006). Accordingly, determining whether “good cause” justifie$

amendment of contentioms a particular situatiodepends on the amending party’s diligence ang
the degree of prejudice tther parties SeeOrder Re: Samsung’s and Apple’s Mdobr Leave at
2-4 (ECF No. 636) (collecting cases). “Only if the moving party is able to showrtikgmay the
court consider the prejudice to the non-moving partyenentech, Inc. v. Trs. of the Univ. of Pa.

No. 10-CV-02037, 2011 U.S. Dist. LEXIS 108127, at *4 (N.D. Cal. Sept. 16, 2011).
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II. DISCUSSION

A. Claim Construction

The only limitation at issue igffeans for transmission of said captured video over a

cellular frequency recited in '239 patent claim 15. Both claim 1, which the Court previously

construed, and claim Xyereproduced below for reference.

Claim 1

Claim 15

1. An apparatus for transmission of data,
comprising:

a mobile remote unit including:
a.) means for capturing, digitizing, and
compressing at least one composite sigr
b.) means for storing said composite signa
c.) means for transmitting said composite
signal;

a host unit including:
a.) means for receiving at least one
composite signal transmitted by the rem
unit;

a playback unit including:
a.) means for exchanging data with said h
unit;
b.) means for storing the composite signal
received by the host unit;
c.) means fodecompressing said composit
signal.

15. An apparatus for transmission of data,
comprising:

a computer including a video capture module
capture and compress video in real time;
al;
lImeans for transmission of said captured
video over a cellular frequency

Dte

pst

Samsung and Apple agree tha contested phraglolded abovels a meanglus-function

—+

(

limitation under § 112(f)and that the claimed function iB&nsmission of said captured video ovg

a cellular frequency.’SeeSamsung Br. at 1; Apple Br. at However, the parties identify

different sets of corresponding structure:

Claim Language
Construction

Samsungs Proposed

Apple’s Proposed Construction

“means for transmissior
of said captured video
over a cellular

frequency transmitters”

structure*one or more modems
connected to one or more cellularconnected to one or more cellular
telephones or cellular radio

structure: “one or more modems

telephones, and software
performing a software sequence
initializing one or more
communications ports on the
remote unit, obtaining the stored
data file, and transmitting the
stored data file”
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Samsung Br. at 1. Both constructions include the structure of “one or more modems connect
one or more cellular telephones,” but otherwise diverge. There are two ppoiaty of
disagreement: (1) whether the claimed structureiatdades‘cellular radio transmitters”
(Samsung's proposal), and (2) whether software of any kind is claimed (Appi@asal).

The parties’ prior dispute regarding claim 1 of the '239 patent prosmeagcontext for
this claim construction. Previously, the Court camesti the similar limitation in claim &f “means
for transmitting said composite signal’ to meamé or more modems connected to one or more
cellular telephones, telephone lines, and/or radio transmitters, and softwarmipey a software
sequence of itializing one or more communications ports on the remote unit, obtaining the std
data file, and transmitting the stored data fil@tder at 554. Thus, the Courhas already
determined that certain types of hardwane software from the specification correspond to
“means fortransmitting a signal. 1d.

1. “Cellular Radio Transmitters”
Samsung, citing expert opiniacargues that the claimed structure must incflailular

telephone®r cellular radio transmittetdecause person of ordinary skill would have understoo

that acellular radio transmitter perforntisetransmissionn a cellular telgohone. Samsung Br. at
1; Decl. of Prof. Dan Schonfeld (ECF No. 1484'S¢honfeld Decl.”) 8. Samsung also argues
thatthe doctrine otlaim differentiation favors its definitionClaim 16depends from claim 1&nd

recites “a cellular telephorie

Claim 15 Claim 16
15. An apparatus for transmission of data, 16. The apparatus of claim 15 wherein the
comprising: means for transmission of said captured vide

overa cellular frequency includes;
a computer including a video capture module|to
capture and compress video in real time; | at least two interfaces operating mngunction
with said computer;
means for transmission of said captured
video over a cellular frequency a cellular telephoneconnected to each said

interface.

Generally, a dependent claisconstrued to be narrower and distinct from its corresponding
independent claimSee InterDigital Commc’ns, LLC v. Int'| Trade Comp®80 F.3d 1318, 1324-

25 (Fed. Cir. 2012). According to Samsung, claim 15’s structure cannot be limited tarcellul

5
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telephone because claim 16 also recites “a cellular teleph@mel claim differentiation requires
that the two claims be distinguishabBeeSamsung Br. at 2.

Samsung’s positions are unpersuasiviest, the intrinsic evidence does not support
Samsung’s proposal. As Apple points out, the phrase “cellular radio transmittesitapperhere
in the entire patentAlso, if Samsung is correct that a cellular telephone necessarily comprises
cellular radio tansmitter, tbn Samsung’s proposed languafiécellular telephones or cellular
radio transmittersis superfluous. Therefore, it would be incorrect to read the structure of acell
radio transmitters” into claim 15, for § 112(f) does rmeérmit incoporation of structure from the
written description beyond that necessary to perform the claimed functiotd Chem., Inc. v.
Great Plains Chem. Co., Ind94 F.3d 1250, 1258 (Fed. Cir. 1999).

Nor do principles otlaim differentiation requir&amsung’s construction. Claim 16
specifiesadditional limitations not found in claim 1%t least two interfaces” and “a cellular
telephoneconnectedo each interface(emphasis added). These extnaitations differentiate
claim 16 from clain 15, and also requitbata cellular telephone be connected to each interface
which adds an additionagstriction orcellular telephones thdbes not exisn claim 15.
Furthermorethis Court previously observéldat “the presence of a dependelaim reciting a
structure does not override the requirements of § 112, ®ler at 48 (citind-aitram Corp. v.
Rexnord, InG.939 F.2d 1533, 1538 (Fed. Cir. 1991K)ere, as explained above, the specification
provides no basis for reading “celluladio transmitters” into the claimed structure.

Samsung’s unexplained delay also undermitsesrguments—-Samsungvaited until less
than three weeks before trial ambre tharma year after claim constructidmiefing and the hearing
to take this new position. Indeed, Samsung did not propose “cellular radio tran$nmitiesrs
construction of the similar “means for transmitting” limitation in claimSeeSamsung’s Opening
Claim Construction Br. at 22 (ECF No. 335¢e generallfreb.21, 2013 Tr. of Proceedings (ECF
No. 429). Samsung'’s late efforts to construe claimddear to be a laslitch attempt to seek
reconsideration of the Court’s construction of claim 1, which Samsung no longer.asserts

As to extrinsic evidence, the parties provide only brief expert declarafldvese opinions

areconclusory and provide little guidance. Samsung’s expert opines that a person of@ldiha
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would know that a cellular radtoansmitter “is the actual hardware enabling transmission of
information” in a cellular telephone, but providgde support for this position. Schonfeld Decl.
1 3. As explained aboveyenif all cellular telephones have cellular radio transmittérsnt
Samsung’s proposed construction is superfluous. Apple’s expert repeats portions of the
specification, noting for example the absence of “cellular radio transmiittdr& specification.
SeeDecl. of James Storer, Ph.D. (ECF No. 1491S#rer Decl?) 11 10-11. In short, neither
side’s expert provides a dispositive opinion that alters the conclusion supported by the
specificatior—that “cellular radio transmitters” is not part of the required structure fasrression
of signals.

The parties appedn agree that claim 15’s structure also excludes conventional telepho
lines and radio transmitters, which are structures that the Court included in ttsictoms of the
similar limitation of “means for transmitting said composite sigimatlaim 1. The Court
construed that limitation in claimtd encompass “one or more modems connected to one or m(
cellular telephones, telephone lines, and/or radio transmitters.” In doing &yuheobserved
thatclaim 1 does not restrict the type of frequensed for transmitting a signal, and the '239
patent’s specification alstiscloses the use of land Isvandradio transmissions, in addition to
cellular telephones. Order%I-59 see alsd239 Patent col.2 11.29-31 (“A further object is to
provide amapparatus that will transmit audio/video files for immediate broadcast over radio
frequencies, cellular telephone frequencies, or land telephone linBg.8ontrast, claim 15 limits
“means for transmissiortd “over a cellular frequency.” Accordinglpeither party contends that
claim 15’sstructure comprisesonventionatelephone lines and radio transmitters.

In light of the foregoing, the hardware structure correspondingnéafis for transmission
of said captured video over a cellular frequency” is properly consasiethe or more modems
connected to one or more cellular telephones.”

2. Software as Part of the Corresponding Structure

Samsung argues that claim 15’s structure should nedhectedto software of any kind

because software is not necessary for transmission of captured video. Sam8ungl@iough

the Court construed claim 1's “means for transmitting” to require soft{ader at 64)Samsung

7
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points out that claim 1 includes thexms “remote unit” and “host unit,” and the specification
discusses transmission software only in the context of communication betweemote"unit” and
“host unit.” E.g, '239 Patent col.8 11.23-25 Transfer software sequence B enables the remote
unitto communicate with the host unit to transmit a stored data file using the systemrbdydwa
Samsung contends thaaim 15 is different because‘does not require transmittingdim a

remote unit to a host unit,” and therefore does not require geftdamsung Br. 3.

Apple proposes that claim 15 be construed to reqao#ware performing a software
sequence of initializing one or more communications ports on the remote unit, obtaenstgred
data file, and transmitting the stored data’fil&pple assertghatthe '239 patenstateshat
software is necessary for any transmissand that the “computer” of claim 15 corresponds to th
“remote unit” in the specification, such that the specification’s discussioarsmnission software
applies equally to claim 155eeApple Br. at 2.

The Court agrees that claim 15’s means-plus-function structure requirearsditwthe
same reasons that applied to claim 1. As explained above, the Court presetastyined that
claim 1's “means for transmitting” must include softwhezauséhe specificatiorteaches that a
software sequends necessary for transmitting a sigmalthe context of the inventiorSeeOrder
at 6:63. Under the preferred embodiment, the '239 patent disclogtesoftware is required for
transmission: “Transfegoftware sequence &hables the remote uid communicate” and
“contains all of the instructionsecessaryfor communication. '239 Patent col.8 11.23-30
(emphaseadded) see alsad. col.8 .45 — col.10 |.2discussing “Transfer Software Sequence, B”
col.2 .24 —col.3 I.14 (“Summary of the Invention”a computer program sequence . . . sends
[data] to one or more computer interfaces which transmudkee file¢). Samsung is correct that
claim 15 does not recite a “remote unit” or “host unit,” which appear in both claim hand t
specification. However, Samsung fails to demonstrate that this difference shows that saeftwar
unnecessary for “transmission” as recited in claim 15, ortbeaspecificatiorsuppliesanyother
structure for performingraalternateype of transmissiothat does not involve a “remote unit” and
“host unit.” Indeed, the term “transmission” implies communication from one unitther, and

the specificatiorexplains that software is necessary to enabédicommunication E.g, id. col.8

8
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[1.25-30. Samsunglsosuggests that “transmittihgclaim 1) and “transnssiori (claim 15)
require different constructions (ECF No. 14613, butfails to explain why “transmitting”
involvessoftware while'transmission”does not.See, e.gAlA Engg Ltd. v. Magotteaux Int'| S/A
657 F.3d 1264, 1275 (Fed. Cir. 2011) (construing “homogeneous solid solution” and
“homogeneous ceramic composigs™“synonymous).

Samsungiext arguesn the alternative that, if claim 15’s structuseconstrued to include
software, thesoftware “should be restricted solely to software to perform the claimetidyic
which “does not include initializing a communications port or obtaining the storedlddta fi
Samsung Br. at 4. Accordingly, Samsung proposes the alternative construction ciréstifiay
transmits the file.”Id. Apple counters that the same software sequincenitializing” and
“obtaining” in claim 1is also necessary fétransmission” in claim 15SeeApple Br. at 1. Apple
also arguethatclaim 15’s software requires a sequence for “obtaining the stored data filesbeg
the “captured videofecited in claim 15 must bestored data file Id. at 1-3. Apple points out that
the '239 patent applicants relied on creation of a data file to distinguish pridd.art.

The Court agrees in part with Apple. Samsung provides no persuasive eagahs
softwaresequencéhat the Court identified for claim 1 is not also required for claim e Court
previously explained in detail why the softwaegjuencén claim 1is necessary, not optiondgr
transmitting a signalSeeOrder at 6162 (“[T]he other steps perforrddy ftware sequence-B
initializing communication ports, obtaining the stored data file, and transmitting the stored dat
file—all appear to be necessary for any transmission”). Specifically,the written description
lists five software algorithsin “transfer software sequence:B[1] initialize the communications
ports on the remote, [2] obtain a cellular connection with each cellular teleghthveehost unit,

[3] obtain the stored data file, [4] initiate file splitting sequence C, and [agrird the split data
file.” '239 Patent col.8 II.25-30However, ot all five algorithms are necessary for transmission
the step of “file splitting’heed not occur, or may occur prior to transmissiérmg, id. col.3 I.22-

23 (“In an alternate embodiment, a basic one, the sigmait divided before it is transmittey.”

au

D

seeOrder at62. Moreover, claim 17 depends from claim 15 and includes “means for splitting the

captured video into pieces for transmission,” which further confirms that claim 1Hhooexjuire
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software for initiating file splitting. By contrast, the steps of initializing the conications ports
and obtaining the data for transmission are required for the transmission pi®eedsat 6263.

However, as explained above, claim 15 is limited to transmission “over a cellular
frequency,” while claim 1 is not. For claim 1, the Court previously concluded that the
specification’salgorithm to “obtain a cellular connection with each cellular telephone to e ho
unit” ('239 Patent col.8 I.27-&) was not necessasfructurebecause claim 1 encompasses

transmitting over telephone lines aradlio transmitters, not just cellular telephones:

[T]he transmission may take place using a radio transmitter instead of a traditiona
phone or cell phone. Thus, the software algorithm of “obtain[ing] a cellular
connection with each cellular telephone” relates only to a particular embodiment
the invention using cell phones, and is not necessary for the embodiments using a
radio transmitter.

Order at 63.Here, because claim 15 is limited to cellular frequencies, this softwaré&laigdor
obtaining acellular connectionvould benecessary for transmissitover a cellular frequency
Therefore, the Court construes claim 15 to include this software algorithm.

The Courffurtherdisagrees with Apple’s proposed constructi@eause itncludesterms
from claim 1 that do not appear in claim 15. Apple proposefiware performing a software

sequence of initializing one or more communications portht®@nemote unjtobtaining the stored

data file, and transmitting the stored datd’ filsnphases added). However, neither “remote unit]

nor “stored data file” (or “storing”appears in claim 15:

Claim 1 Claim 15

1. An apparatus for transmission of data, 15. Anapparatus for transmission of data
comprising: comprising:

a mobileremote unit including: a computer including a video capture module|t¢
a.) means for capturing, digitizing, and capture and compress video in real time;

compressing at least one composite signal; o _ _
b.) means fostoring said composite signalj means for transmission séid captured video
c.) means for transmitting said composite over a cellular frequency.

signal;

Therefore, claim 15 provides no antecedent basisifioer “the remotenit” or “the stored data
file.” SeeHaemonetics Corp. v. Baxter Healthcare Coff)7 F.3d 776, 782 (Fed. Cir. 2010)

(rejectingclaim construction that ignored antecedent basis).
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Where claim 1 states that the “means for transmitting” is included in a “mobile remote
unit,” claim 15 recites that the “means for transmission” are included in “[qlarajus for
transmission of data.” Therefore, the “one or more communications ports” in Apgptspd
construction must refer to ports in the claimed apparatus for transmission.

Claim lalsoincludes “means for storing said composite signal,” which does not appear
claim 15. Instead, claim 15 recites a computer with a video capture module “to eaquture
compress video,” with means for transmission of “said captured video.” Accordingly
information that is obtained and transmitted in claim 15 must be “said captured video.”

Apple posits that “[t]he disclosed structure for ‘captured video’ is a stotadilge’ Apple

Br. at 2 Apple’s argument is that the '239 patent applicants stated during prosecutionithat the

invention requires a stored data file because they distinguished a prioegaticefon that basis
“Thus, Gattis does not disclose the creation of a data file as required byakpgliclaims.” ECF
No. 1491-3 Feh 2, 1996 amendmerBAMNDCA630-00832606).However, the excerpted
prosecution history also shows that the applicants were discussing then-petaidnsgl and 12,
and claim 1Zpecifically recited “a data file.1d. (SAMNDCA630-00832605). There is no
indication that the applicants were addressing claim 15 as issued or thea®ercafstured vided
Accordingly, the Court rejects Apple’s prosecution history argument.

For the reasons above, the Court provides the following construction of the software
structure “ software performing a software sequence of initializing one or more
communications ports on said apparatus, obtaining a cellular connection, obtanyg said
captured video, and transmitting said captured vided

B. Amendment of Samsung’dnfringement Contentions for Claim 15

In its motion requesting construction of claim 15, Samsung sought permission to argus
infringement under the doctrine of equivalents, if the Court did not adopt Samsung’s propose
construction.SeeSamsung’s Admin. Mot. for Limited Additional Claim Constructeird n.1
(ECF No. 1461).In its claim construction brief, Samsung further clarifies that it wants to amen
its infringement contentions to assert equivalents under § 112(f) in addition to the doctrine of

equivalents.SeeSamsung Br. at 5. Apple responds that Samsung waiveghtso amendvhen
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Samsung previously withdrew equivalents contentions for claim 15 and failed to seanatidit
claim constructiornuntil the eve of trial.SeeApple Br. at 4-5.

Based on the partieltigation conduct regarding infringement contentions (discussed
below), the Court concludes that Samsung had not preserved the right to assert esj(iwalent
meansplus-function structure or the doctrine of equivalents) prior to its presentstdque
additional claim constructionThe parties have repeatedly litigated the proper scope of Samsui
infringement contentions, and Samsung failed to assert its equivalents theorasrfdibcuntil
now, aftersua sponteropping claim 1 voluntarilfrom the case.

After the Court issued its claim construction Order, the parties moved fortteaweend
their respective infringement contentions. On June 26, 2013, Judge Grewal granted ahithden
part Samsung’s request to assert equivalents for the '239 p&ss=ECF No. 636.Judge Grewal
rejected Samsung’s geneagtemptto include thaloctrine of equivalents for all asserted patents
and 8 112(f) equivalents for all means-plus-function limitations not yet constin@idgfthat
Samsung did not have “good cause to add DOE and Section 112(f) equivalents theories” at tf
time. Id. at 5, 8. Samsung concedes that it lost its attemaistsert equivalentsr claim 15:

“Judge Grewal denied Samsung’s amendments for claim 15 because Samsuegitswagu
‘prematue.” Samsung Br. at 5 & n.3. However, Judge Grewal advised: “If and when Samsu
faces an adverse construction, it may seek leave to amend in light of thaeazhrestruction.”
ECF No. 636 at 8.

Meanwhile, Judge Grewahtrtially granted Samsung&pecific request to assert both
8 112(f) equivalents and the doctrine of equivalents for the “mearnsafemitting” limitation in
claim 1 of the239 patent because “the claim construction order provides good cause for the
proposed amendments,” but did not permit Samsung to include the vague phrase “and/or oth
processes.ld. at 1748. Samsung specifically identified this limitation and presented argumen
as to why it should be allowed to adjust its contentions in responseQGotines claim
construction.ld.

On November 5, 2013, both parties filed motions to strike certain infringement content

ECF Nos. 877-4, 878-4. On December 13, 208 parties submitted a joint chart of issues
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disputed in their motion® strike noting that Apple’s motiotargetedSamsung’s equivalents
argumentgor claim 15. ECF No. 1056 at 3, 4. The chart also included the following agreeme

on equivalents theories in light of Judge Grewal’s June 26, 2013:Order

Both Apple and Samsung agree to withdraw all doctrine of equivalents and
structural equivalents arguments under Section 112(f) in their respective exper
reports that are subject of the parties’ pending motions to strike. For clgiie’&
motion to strike did not include and this agreement does not eixtehd “means

for capturing” and “means for transmittintyhitations that were subject to Judge
Grewal’s June 26, 2013 order. (Dkt. No. 636.) Subject to the resolution of Apple’s
pending Daubert motion, Samsung can argue both doctrine of equivalents and
structural equivalents under Section 112(f) for these terms. This agreement does not
preclude the parties from seeking leave to amend their infringement contéations
include doctrine of equivalents or structural equivalents arguments under Section
112(f) if the Court construes terms adverse to a party in the future.

Id. at 3 n.4.Therefore Samsungxpresslyithdrewall equivalents contentions—including those
for claim 15—other thanhe sameawo specific limitations in claim 1 of th&39 patent prmitted
by Judge Grewa June 26, 2013 Order.

While the June 26, 2013 Order and the parties’ agreement allowed the parties taveeek

to amend contentions in response to later claim constructions, Samsung has failenhiirdésn

that it exercised the necessary diligetwelo so.To obtain leave to amend, the moving party mus

“proceed with diligence in amending those contentio32 Micro, 467 F.3d at 1365-66; Patent
L.R. 3-6. Here, Samsung has asserted clainsibbe before claim constructiggeeECF No. 383

at 23 (Feb. 18, 2013)), but never requested construction of any terms until March 13,84 —
rulings on summary judgmeriDaubert and in liminemotions;almost a year after the claim
construction Orderand less than three weeks before trigéétween Judge Grewal's June 26, 2013
Order and Samsung’s March 13, 2014 motion for additional claim construction, Samsung did
seek claim construction fataim 15 or éave to assedquivalents theoriesSee, e.gAcer, Inc. v.
Tech. Props. LtdNo. 5:08€V-877, 2010 U.S. Dist. LEXIS 142472, at *17 (N.D. Cal. Sept. 10,
2010) (denying leave to amend infringement contentions; “Because TPL has not ddetnstra
diligence, ‘the inquiry should end.” (citation omitted)). Nor does Samsung identify any ne
evidence that would justify this late reque$he fact that Samsursyia sponteoluntarily
withdrewclaim 1of the '239 patent does not permit Samsunglolly revisitclaim construction

and pose new infringement theories.
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Furthermore, Samsurgbelated tactewould nowunfairly prejudice Apple and tax the
resources of the Courfluryselectionwill begin on Monday, March 31, 2014. Instead of
narrowing the issues for trial, Samsung now seeks to expand them by introducing new
infringement theories. Samsung contends that Apple faces no prejudice because bsth parti
experts already opined on equivalents for claim 3&eSamsundr. at 5 n.3. However, Apple
responds that it would “need to censider its exhibit list,rad submit new jury instructions,” and
that it relied on Samsung’s withdralwof its equivalents contentions for claim 15. Apple Br. at 5
& n.7. Samsung would almsbcertainly seek teeviseits own proposed exhibits and jury
instructions in response to any changes that Apple makes. Moreover, the Courtalysraleel
on summary judgmenDaubertmotions, and motions in limine. With opening statements only
days away, the Couwiill not entertain new rounds of motions for leave to aniefnshgement
contentions, witness and exhibit lists, and jury instructions based on theories thah@&amsd
have raised long ago.

For the foregoing reasons, Samsung’s request for leave to amend its mémge
contentions to include equivalents theories for claim 15 is DENIED.

IV.  CONCLUSION

In summary, and for the reasons stated herein, the Court constroglevthat limitation of

'239 patent claim 15 as follows:

Patent Disputed Term ' Court’s Construction
5,579,239 “means for transmission of said captu| “one or more modems connected to o
video over a cellular frequency” or more cellular telephongand

software performing a software
sequence of initializing one or more
communications ports on said
apparatuspbtaining a cellular
connection, obtaining said captured
video, and transmittonsaid captured
video.”

IT IS SO ORDERED.

Dated: March8, 2014 j&ﬂ N’ w\.
LUCY HKOH
United States District Judge
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