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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC., a California corporation, ) Case No.: 12-CV-00630-LHK
)
Plaintiff and Counterdefendant, ) ¥ ORDER GRANTING IN PART AND

)  DENYING IN PART SAMSUNG'S

V. ) MOTION FOR JUDGMENT AS A
) MATTER OF LAW

SAMSUNG ELECTRONICS CO., LTD.,a )

Korean corporation; SAMSUNG )

ELECTRONICS AMERICA, INC., a New York

corporation; and SAMSUNG )
TELECOMMUNICATIONS AMERICA, LLC, )
a Delaware limited liability company, )

)

Defendants and Counterclaimants.

)
On May 5, 2014, after a thirteen-day trial ampbroximately four days of deliberation, a

jury in this patent case reached a wettdECF No. 1884. On May 23, 2014, Samsung filed a
motion for judgment as a matter of law andtion to amend the judgment. ECF No. 1896-3
(“Mot.”). On June 6, 2014, Apple filed an opjton. ECF No. 1908-3 (“Opp’n”). On June 13,
2014, Samsung filed a reply. ECF No. 1917 (“Replyhe Court held a hearing on July 10, 2014
Having considered the law, tiecord, and the parties’ argent, the Court GRANTS Samsung’s
motion for judgment as a matter of law that Samsiidghot willfully infringe the '721 patent and

DENIES Samsung’s motion @l other respects.

1
Case No.: 12-CV-00630
ORDER GRANTING IN PART AND DENYING IN PART SAMSUNG’S MOTION FOR JUDGMENT AS A
MATTER OF LAW

Dockets.Justia.c

DM


http://dockets.justia.com/docket/california/candce/5:2012cv00630/251113/
http://docs.justia.com/cases/federal/district-courts/california/candce/5:2012cv00630/251113/1965/
http://dockets.justia.com/

United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

LEGAL STANDARD

Federal Rule of Civil Procedure 50 permits striit court to grantydgment as a matter of
law “when the evidence permits only one reasonebielusion and the colusion is contrary to
that reached by the juryOstad v. Or. Health Scis. Unj\827 F.3d 876, 881 (9th Cir. 2003). A
party seeking judgment as a mattétaw after a jury vedict must show thahe verdict is not
supported by “substantial evidence,” meanirglévant evidence thatreasonable mind would
accept as adequate to support a conclusfoallicrate v. Wadsworth Mfg., Inc427 F.3d 1361,
1366 (Fed. Cir. 2005) (citinGillette v. Delmorge979 F.2d 1342, 1346 (9th Cir. 1992)). The Cour
must “view the evidence in the light most faa&ble to the nonmoving party . . . and draw all
reasonable inferencestimat party’s favor.'See E.E.O.C. v. Go Daddy Software, 1681 F.3d
951, 961 (9th Cir. 2009) (internal gatibns and citations omitted).

A new trial is appropriate under Rule 59 “onlyhe jury verdict is contrary to the clear
weight of the evidenceDSPT Int’l, Inc. v. Nahum624 F.3d 1213, 1218 (9th Cir. 2010). A court
should grant a new trial where necessary “to prevent a miscarriage of juglideki v. M.J.

Cable, Inc, 481 F.3d 724, 729 (9th Cir. 2007).
. ANALYSIS

A. Non-infringement of Claim 9 of the '647 Patent

The '647 patent is directed to a “systend anethod for performing an action on a structur
in computer-generated data.” The '647 patanterally covers a computer-based system and
method for detecting structurestich as phone numbers, postad#faddresses, or dates, and
performing actions on the detected structube®647 Patent Abstractol.1 11.8-16. Apple

asserted claim 9 of the '647 patagainst Samsung. Claim 9 depefrde claim 1 and recites:

1. A computer-based system for detectimgatires in data and performing actions
on detected struates, comprising:
an input device for receiving data;
an output device for presenting the data;
a memory storing information inalling program routines including
an analyzer server for detecting stures in the data, and for linking actions
to the detected structures;
a user interface enabling the selectida detected structure and a linked
action; and
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an action processor for performing théested action linked to the selected
structure; and
a processing unit coupled ttoe input device, the outpdevice, and the memory for
controlling the execution dhe program routines.

9. The system recited in chail, wherein the user interface enables selection of an
action by causing the output devicedisplay a pop-up menu of the linked
actions.

9%
o

'647 Patent cls. 1, 9. The jury found that allenaccused Samsung products infringe, and award
damagesSeeECF No. 1884 at 9. Samsung now movesddgment as a matter of law that claim
9 is not infringed and is invalidh light of prior art. The Cotraddresses non-infringement and
invalidity in turn.

As to non-infringement, Samsung contenas tpple presented its case under incorrect
claim constructions that the Federal Circuit cege shortly before the close of trial,Apple, Inc.
v. Motorola, Inc, 757 F.3d 1286 (Fed. Cir. 2014Mbtorola’), and that Apple failed to
demonstrate infringement of at least three litrotas of claim 9, as properly construed. The Court
concludes that substantial evidersupports the jury’s finding of infringement, and accordingly
DENIES Samsung’s motion.

“To prove infringement, the plafiff bears the burden of pof to show the presence of

every element or its equivalent in the accused devidailbc USA, Inc. v. Microsoft Corp632

1%}

F.3d 1292, 1301 (Fed. Cir. 2011). “If any claim limitetis absent from the accused device, ther
is no literal infringemen&as a matter of lawBayer AG v. Elan Pharm. Research Coil2 F.3d
1241, 1247 (Fed. Cir. 2000).
1. Claim Construction

Samsung argues extensively that Apple prieskan infringement case based on the wrong
claim constructions. Samsung contends thail&pshot for the moon” by relying on broad
constructions of “analyzer servemnd “linking actions,” and thahe Federal Circuit’'s opinion in
Motorolarendered most of Apels case ineffectivesseeMot. at 1-8.

Samsung’s arguments at this stage are misduldctthe extent they do not address the
merits of Apple’s infringement case—namelye #vidence and claim language at issue. During

trial, the Court specifically addressed the effect oiMla¢orola decision with input from the

3
Case No.: 12-CV-00630
ORDER GRANTING IN PART AND DENYING IN PART SAMSUNG’S MOTION FOR JUDGMENT AS A
MATTER OF LAW




United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

parties, and allowed both Apple and Samsungésent supplemental expert testimony before
submitting the case to the jury. Accordingly, thedwet must be evaluated against the evidence
presented, not the parties’ procedural disputes regaktimgyola.

On March 19, 2012, in thdotorolalitigation, the Northern Disict of lllinois construed
the terms “analyzer server” and “linking actionghe detected structures the '647 patentSee
Apple, Inc. v. Motorola, IngNo. 11-CV-08540, slip op. at 8-11 @ Ill. Mar. 19, 2012). On July
20, 2012, the parties to tihvotorola litigation appealed these constructions to the Federal Circu
Meanwhile, in the instant cagljs Court held a claim construction hearing on February 21, 201
and issued a claim construction order on April 10, 2GERECF No. 447. The parties requested
and received construction of only one term in the '647 patent, “action proceSsdd’ at 64.

However, since claim construction proceedings concluded, both parties have attempte
seek untimely constructions of the '647 patémtts summary judgment motion, Apple sought
belated constructions for “analyzer server” dntking actions,” ECF No. 803-4 at 5 n.6, but the
Court found that “Apple’s attempt to argue fanew claim construction dhis stage is doubly
improper, both because it did not raise its argumanthe claim construction stage and because
Apple is trying to sidestep the summary judgment page limitations by incorporating legal
arguments in a separate declaration,” E@F NL51 at 17. On March 27, 2014, only days before
the start of trial, Samsung filed@quest to supplement the jury books with the Northern District
lllinois’s constructions of “anaber server” and “linking actions” #t were then awaiting review
by the Federal Circuit iMotorola. ECF No. 1521. The Court denied Samsung’s request. ECF N
1536. The case then proceeded to trial.

On April 25, 2014, which was the last scheduleg afeevidence at triathe Federal Circuit
issued its decision iNlotorola. The Federal Circuit affirmed the Northern District of lllinois’s
following constructions of “angkzer server” and “linking aatns” from the '647 patent, and

rejected Apple’s arguments &dter those constructions:

“analyzer server”: “a server routine separfaten a client that receives data having
structures from the client.”
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“linking actions to the detected struoes”: “creating a sgrified connection
between each detected struetand at least one computer subroutine that causes the
CPU to perform a sequence of operations on that detected structure.”

Motorola, 757 F.3d at 1304-07. In response to this sudden development, the Court allowed the

parties to address the effect\btorola on the trial, after which the parties agreed to extend the
trial and present additional testimony from thegpective experts on 647 patent infringement an
validity. SeeTr. at 2988:4-3003:20; ECF Nos. 182845. The Court also provided thiotorola
constructions to the jurfee idat 3014:16-24.

Before and during trial, the parties reliedexpert opinions reganagy infringement and
validity of the 647 patent from Dr. Todd Mow{Apple) and Dr. Kevin Jeffay (Samsung). Apple
now asserts that Samsung waived any challenges to Dr. Mowry’s testimony base¥ototb&
constructions because Samsungrahtraise these issues inpie-verdict Rule 50(a) motion.
Opp’n at 3. Apple’s objection is misplacekpple does not idengfwhich specific non-
infringement arguments Samsung allegedly edi\Samsung addressed the sufficiency of
Dr. Mowry’s testimony during oral guments for Rule 50(a) motioas the close of the evidence.
E.g, Tr. at 3114:20-3115:4 (refeng to Dr. Mowry’s opinions).

Samsung claims that Apple’s infringemease and Dr. Mowry’s testimony before the
issuance oMotorolarelied on the claim constctions that the Federal iCuit rejected. However,
the time for these arguments has passed, as the parties decided to permit additional evidenc
address th&lotorola constructions. Moreover, the Court esthat when trial resumed on April
28, 2014, Samsung attempted to have Dr. Jeffay testify misleadingly that he had bdetbtbka
constructions “since the very first day | worked on this cddgedt 3055:2-6. In fact, in his expert
reports, Dr. Jeffay did nofffer opinions on which claim constructions were corr8ek, e.g. ECF
No. 882-11 (Jeffay Rebuttal Report) 11 120-28.a1B8060:14-3064:21. Dr. Jejfalso testified at
deposition that he had not taken positions orMb®rola constructionsk.g, id. at 3067:8-14
(quoting Jeffay deposition: “So sitting here todagsed on all the information you've seen, do yo
have an opinion as to what the proper constructianafyzer server is d@sappears in claim 1?

Answer: No.”);see alsad. at 3056:8-3077:25.
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At this stage, the parties’ prior attemfisargue claim construction are not germane.
Rather, the relevant issue is whether a reasopatyleproperly instructed, could have determined
from the evidence presented that Samsung’s acqueddcts infringe claim 9 of the '647 patent.
Indeed, despite raisingdke issues, Samsung asserts in its Rbply*pretrial and recall procedure
are irrelevant here” and “the only relevaonsideration is theecord.” Reply at 3.

2. “Linking Actions” and “Specified Connection”

The Federal Circuit construed the claim phrdis&ing actions to the detected structures”
to mean “creating apecified connectiobetween each detected struetand at least one computef
subroutine that causes the CPU to perform aesempiof operations on that detected structure.”
Motorola, 757 F.3d at 1305-06 (emphasis added). 8amargues that the claimed “analyzer
server’” must create the “specified connecti@ntl that no accused device can possibly infringe
because the user seleatsaction to be linkedseeMot. at 9-11. However, a reasonable jury could
have found infringement of this limitation.

Samsung presented testimony from Googlgireeer Dianne Hackborn, who discussed
“Intents” in the Android operatg system, explaining that Intents “do communications between
applications or interactions beten applications.” Tr. at 1580:148ackborn testified that when an
application wants to have a user perform ara¢tuch as composing an e-mail, it can make an
Intent “and give it to Androidrad then Android will find an appli¢en that can actually do that.”
Id. at 1580:7-13. Dr. Jeffay then testified thdtette is no specified connection” in Android
because the Intent mechanism does not bind afspagplication (such as a particular e-mail
client) to a structurdd. at 3087:3-3089:1 (“What'sot linked is the codthat’s ultimately going
to, for example, dial the phone.”).

However, Dr. Mowry expressed contrary mpns that the jury could have credited.

Dr. Mowry’s infringement theory was that tMessenger (also referredds “Messaging” by the
parties) and Browser applicatiomsAndroid include a method catlesetintent() that calls another
method called startActivity(), which correspondghe “at least one computsubroutine” in claim

9 as construed iMotorola. Dr. Mowry explained that thiglotorola construction of “linking
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actions” did not change his imigement opinion, based on his r@wiof source code for the
Messenger and Browser applications in the Qimiggad, Ice Cream Sandwich, and Jelly Bean
versions of Android, whiche presented to the jurlg. at 3026:16-3028:22. As an example, for the
Gingerbread Messenger apglion, Dr. Mowry testified that setient() “records an intent object
for a particular choice in the pop-up menu thretvgs you choices of linkeaction,” and that once
the user picks an option, it necessarily calls taaAttivity() method and Eses an Intent object.
Id. at 3027:6-23.

Samsung claims that there is no “specifiednection” in the accused devices because
there is no pre-existing link between a detestedcture (such as an e-mail address) and a
computer subroutine that directly performsaation (such as the Gmail application). Samsung
argues that startActivity() is notlled until the user selects an aatiso it cannot be a “specified”
connection. Samsung also camds that claim 9 requires famked action,” which further confirms
that there must be a pre-existing lioétween the structure and the subrout8eeMot. at 10.
However, Dr. Mowry addressed thgsue when he explained teetjury that startActivity() is
“necessarily” and automatically callevhen a structure is detect&kelr. at 3027:14-17. Also, as
Apple notes, under thdotorola construction, the analge server is for€reatinga specified
connection,” such that the claimed action neecaiways be “linked” taa structure prior to
detection of that structure. Furthermore, Dr. Jeffay admitted that startActivity() is a “computer
subroutine that’s actually linked into the de&etstructures,” but ailmed that no specified
connection exists because claim 9 requires“fimat link the actubprogram that performs that
function,” such as dialing a phone numbdr.at 3090:5-20. Th&lotorola construction of “linking
actions,” however, requires onlyaththe detected structure be lidk® a “computer subroutine that
causes the CPU to perfotrthat function. Thus, the jury could Y determined that startActivity()
satisfies this limitation because it is admittedlined subroutine that causes performance of an
action. While “it is well settled that an exgertinsupported conclusion on the ultimate issue of

infringement is insufficient to raissegenuine issue of material fachfthur A. Collins, Inc. v. N.
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Telecom Ltd.216 F.3d 1042, 1046 (Fed. Cir. 2000), that is not the situation here. The jury cou
have evaluated the expert testimony and reasown@béymined infringement of this limitation.

For completeness, the Court addressesatidtitional arguments from Apple that are
misplaced. First, Apple contends that Samsung @ehits argument regarding the “linked action”
limitation by not raising it in itpre-verdict Rule 50(a) motio®eeOpp’n at 8 n.2. Samsung does
not respond to this waiver argument in its Replowever, the Court finds no waiver because
Samsung argued repeatedly that no “dpeticonnection” exists in Androi&eeTr. at 3115:12-
3117:10. Second, Apple notes that the Northerrnridisif lllinois previously concluded in
Motorola that infringement of “linking actions” (and other limitations) was not amenable to
summary judgment. These arguments are merifiéstorola involved different products and
parties. Moreover, Apple asked the Court to exclude referendésttwola from trial because “the
Motorola order, and any reference to rulings, firgk, or other developments in cases not
involving both parties to thiaction should be excluded.” ECFONL281-3 at 4. Having argued that

prior orders inrMotorola were irrelevant, Apple cannot now rely on them.

Even setting aside Apple’s misplaced arguments, the Court determines for the reasons

above that a reasonable jury could have found infrireget of the “linking actions to the detected
structures” limitation.
3. “Analyzer Server”

The claimed “analyzer server” means “a seroeetine separate from a client that receives
data having structures from thieeat.” The parties focus their gfute on whether Android includes
a server routine that is “separate from a client.”

Apple contended that the Mesger and Browser applicationsrtain shared libraries that
correspond to the “analyzer server” limitati@eeTr. at 3017:17-3019:21. These shared libraries|
include the Linkify, Cache Buildeand Content Detector class&k.Dr. Mowry stated that
Messenger and Browser are “clientisat pass data to these shdilerdhries to degct structuredd.
at 3017:9-16. Samsung claims infringement ipossible under this theory because a shared

library is not “separate” from the clienp@lication. Samsung points Ms. Hackborn’s testimony,
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where she stated that Linkify “is not a server” ahades not run on its own. It runs as part of the
application that’s using it.Id. at 1585:9-18. Dr. Jeffay relied in part on Ms. Hackborn’s testimor
to opine that shared libraries are not separata the clients because thégecome[s] part of the
application.”ld. at 3079:17-3080:7, 3084:20-22 (“Q. Sgdu pull the Linkify code out of
Messenger, what happens? A. Well,9denger certainly would not run.”).

The Court finds that substantial evidenaports the jury’s verdidor this limitation.

Dr. Mowry presented Android sourcede to the jury and exptad that the shared libraries
receive data from the Messengadd@rowser applications and detetructures in that dat&ee id.
at 3017:23-3018:8, 3018:24-3019:13. Bliowry also directly rebutted Dr. Jeffay’s opinions
regarding shared libraries, explaigithat the shared libraries atered in “a particular part of
memory,” are accessible to multiple applioas, and are “definitely separate from the
applications.ld. at 3023:3-3024:19. Dr. Mowry alsolkammwledged Ms. Hackborn’s testimony bul
stated that it did not altéris opinions on shared librari€dee idat 3025:12-25, 3052:1-14 (stating
that a shared library is “not wigtn as a standalone program, etlesugh it is distinct and separate
from the application”). Apple alslbad Dr. Mowry testify that the ahed libraries receive data from
the client applicationsSee idat 3019:18-21, 3021:25-3022:3. Tjuey could have reasonably
credited Dr. Mowry’s explanations.

Dr. Mowry also testified that “glue codetigports his view that the shared libraries are
distinct from the client applications becauseghe code “connects togethdifferent modules or
different pieces of softwareldl. at 3020:22-3021:10. Samsung ass#rat “glue code” is not a
term of art. Mot. at 12. This obgtion is irrelevant. Regardlesswihether “glue code” appears in
textbooks, Dr. Mowry stated that the presence ohsiode indicates that this claim limitation is
satisfied. The jury was entitled to assess thepmiing experts’ credibility on this poirgee
Kinetic, 688 F.3d at 1362.

4. “Action Processor”
This Court construed “action processor” asgam routine(s) that perform the selected

action on the detected stture.” ECF No. 447 at 64otorola did not affect this construction, and
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the parties did not offer additional testimamy this limitation. Dr. Mowry identified the
startActivity() and resolwActivity() methods in the Androislource code as “action processors.”
SeeTr. at 873:8-20. He also tesaéll that startActivity) “allows one program to launch another
program and pass data to it,” suchtth performs the selected actidah. at 2794:8-2796:21.
According to Samsung, startActivity() cannot be‘action processor” because it does not directly
perform an action (such as dialing a phone nuroberitiating an e-mail). However, the Court’s
construction of “action processor” is not limited in this way, and during claim construction, the|
parties disputed only whether an actiongassor must be “separate from a clieBe€ECF No.
447 at 14-20. Samsung fails to shthat a reasonablerycould not determia that startActivity()
performs selected actions byifeching appropriate applications.
5. Jelly Bean Galaxy Nexus

For the Jelly Bean version of the GaldNexus, Apple did not accuse the Messenger
application, only Browser. Samnsg contends that Browser lacl “user interface enabling the
selection of aletectedstructure” because Browseetects a structure (such as an e-mail address
only after a user selects it. The jury heard sudficievidence to reject this argument. Dr. Mowry
explained that the Jelly Bean @&y Nexus infringes because it allows users to perform a “long
press”—a “press and hold” instead of a tap—tlkatilts in detection of a structure prior to
selection of an aain. Tr. at 866:3-870:&ee also idat 869:10-17 (“The usaventually is holding
down long enough that it becomes a seledtwough a press and hold.”). At the summary
judgment stage, the Court noted that whethefltdmg press” infringes woul be a question for the
jury. SeeECF No. 1151 at 20-21. The jury could/eaeasonably accepted Dr. Mowry’s
explanation.

For the foregoing reasons, Samsung’s motion for judgment as a matter of law of non-

infringement of the '647 patent is DENIED.
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B. Invalidity of Claim 9 of the '647 Patent

Samsung moves for judgment as a matterwftheat no reasonable jury could find claim 9
of the '647 patent valid, arguing that Sidekrelkders the claim obvious. Mot. at 14. The Court
DENIES Samsung’s motion.

Under 35 U.S.C. § 103, a patent is invaglobvious “if the differences between the
claimed invention and the prior ate such that the claimed inviemt as a whole would have been
obvious before the effective filing date of the olad invention to a person having ordinary skill if
the art to which the claimed inwvgon pertains.” 35 U.S.C. § 103. “party seeking to invalidate a
patent on the basis of obviousness must detraiesoy clear and convimg evidence that a
skilled artisan would have been tivated to combine the teachingkthe prior art references to
achieve the claimed invention, and that the skidfletsan would have had a reasonable expectati
of success in doing soKinetic, 688 F.3d at 1360. “Obviousnessiguestion of law based on
underlying findings of fact.Tn re Kubin 561 F.3d 1351, 1355 (Fed. Cir. 2009). Though
obviousness is ultimately a question of law fa& @ourt to decide de novo, in evaluating a jury
verdict of obviousness, the Court treats with daiee the implied findings of fact made by the
jury. Kinetic, 688 F.3d at 1356-57. The Court must discern the jury’s implied factual findings g
interpreting the evidence consistently with thediet and drawing all reamable inferences in the
nonmoving party’s favoDyStar Textilfarben GmbH & Co. Diéschland KG v. C.H. Patrick Co.,
464 F.3d 1356, 1361 (Fed. Cir. 2006). The Court “firesume([s] that the jury resolved the
underlying factual disputes in favor of the vietd ] and leave[s] those presumed findings
undisturbed if they are supped by substantial evidenceéinetic, 688 F.3d at 1356-57 (citation
omitted).The underlying factual inquirgeare: (1) the scope and cemt of the prioart; (2) the
differences between the prior art ahd claims at issue; (3) the léwé ordinary skill in the art;
and (4) any relevant secondangneiderations, such as commeraactcess, long felt but unsolved
needs, copying, praise, atie failure of other&KSR Int'l Co. v. Teleflex, Inc550 U.S. 398, 406
(2007) (citingGraham v. John Deere G883 U.S. 1, 17-18 (1966)rocs, Inc. v. Int'l Trade
Comm’n 598 F.3d 1294, 1311 (Fed. Cir. 2010). The Cthen examines the ultimate legal
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conclusion of obviousness de novo to determine whétisecorrect in light of the “presumed jury
fact findings.”Kinetic, 688 F.3d at 135Here, the jury found claim 9 of the '647 patent valid.
Thus, below, the Court first examines whetbhigostantial evidence supped the jury’s underlying
factual conclusions that there was a significapt lggtween the prior arhd the patent, and that
there were secondaryditia of non-obviousness.

First, there was conflicting expert testiny on the question whether Sidekick rendered

claim 9 obvious. Samsung’s expdt, Jeffay, testified Sidekick nelered claim 9 obvious because

it disclosed all the limitations of claim 9 ex¢dpr two, and that those two limitations — linking
actions to the detected structures by usingpaciied connection,”rad a “pop-up” menu — would
have been obvious based on Sideki®#eECF No. 1928 at 3092-94, 3098-99; ECF No. 1717 at
1810, 1841. Yet Apple’s expert, Dr. Moy, testified that Sidekicllid not render the '647 obvious
because in addition to missing those two elemeeefCF No. 1928 at 3101, Sidekick did not
detect “multiple structures” nor link to multiple actio®eECF No. 1926 at 2802-03, 2810; ECF
No. 1928 at 3101, 3104. Specifically, Dr. Mowry explained Sidekick could only detect one
structure—phone numbers—and showed the jurykgieeode and explained how the code used
only one pattern to deteali phone numbers, including domestic and internati@@edECF No.
1926 at 2802-06, 2809. Dr. Mowry also testified thatekick could link only one action—dialing.
SeeECF No. 1926 at 2803, 2809; ECF No. 1928 at 310#4edponse, Dr. Jeffay claimed Sidekick
could detect multiple structures because it colgliict multiple types of phone numbers (includin
domestic and internationady using different pattes, ECF No. 1717 at 1807-08, 1834-35.

Dr. Jeffay also implicitly rejected Dr. Mowry’s testimony that claim 9 requires multiple actions,
given that Dr. Jeffay did not testify that “multiple actions” was one of the limitations of the clai
Id. at 1807. Finally, Dr. Mowry testifee Sidekick failed to satisfy claim 9’'s requirement that the
user interface enable “selting a structure ECF No. 1624 at 923-24; ECF No. 1926 at 2802.

Dr. Jeffay rebutted this point by stating a usen“pack any number thahey want.” ECF No.

1717 at 1838-39. Based on this conflicting expestiri@ony, the jury was fre® “make credibility

determinations and believe the vass it considers more trustworth¥ihetic, 688 F.3d at 1362
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(citation omitted). The jury’s finding of validityndicates that the jury rda an implied finding of
fact crediting Dr. Mowry’s testimony that thegybetween Sidekick and the '647 was significant
because Sidekick did not disclose various elements of cldisn&. 1363 (“[W]hether the prior art
discloses the limitations of a particular claim is asfoa of fact to be determined by the jury[.]");
Lucent Techs., Inc. v. Gateway, 880 F.3d 1301, 1315 (Fed. Cir. 2009) (holding that jury was
entitled to conclude, as a factual matter, thatghor art did not disclose this limitation). The
Court must give that finding deferent¢@netic, 688 F.3dat 1356-57. Crediting Dr. Mowry’s
testimony over that of Dr. Jeffay, the Court carsat that the jury’s implied finding that these
gaps were significant was not supporgdsubstantial evidence in the record.

Further, the Court is unpersuaded by Samgé claim that Dr. Mowry’s testimony that
claim 9 requires “multiple actions” fails as a mattélaw under the Feddr@ircuit's construction
of “linking actions to the detectedructures,” Mot. at 15, Reply at 9. The Federal Circuit held th
claim 9 requires only that at least onéi@t be linked to each detected structietorola 757
F.3d at 1307 (“The plain language of the claohogs not require multiple actions for each
structure[.]”). Apple acknowledges asuch. Opp’n at 4. However, nothing in the Federal Circuit]
order prohibited the jurfrom finding that the plain and ordinameaning of claim 9 requires that

there be multiple actions that are linked to multiple structures.

Second, the jury’s finding of non-obviousnessams the jury implicitly rejected Samsung’s

claim that there were no secondary aaiof non-obviousness. ECF No. 1717 at 1811-13

(Dr. Jeffay testifying there were no secondemysiderations suggestj pop-up would not be
obvious and that there is no evidence Samsung cofaed 9). Again, the Court must defer to this
implicit factual finding.See Kinetic688 F.3d at 1356-57. Apple ateubstantial evidence to
support the jury’s finding, inading Google’s recognition of ¢hneed and usefulness of the
invention.SeeECF No. 1624 at 881-83 (describing RX6, email between Google engineers
discussing that for “text objects” such as emddrasses and physical adsses, “one of our most
powerful features is the intefigan of text objects [and] otihepplications on the phone. For

instance, users can select a phone numheand it will launch the dialer[.]").
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In light of these factualidings, the Court now considersether, as a matter of law, it
would have been obvious to a designer of orgiisdill in the art to bridge the gap the jury
implicitly found. While Dr. Jeffay testified it wouldave been obvious to use a pop-up menu or {
link actions using a “specifiecbnnection” based on Sidekick, .Jeffay did not explain why it
would have been obvious for an engineer ofraady skill to combinedditional actions with
Sidekick’s dialing action such that there araltiple actions linked overalNor did he explain
why, assuming Apple is correctathdetecting only phone numietoes not satisfy the claim’s
requirement to detect multiple structures, it would have been obvious to create an invention tf
detects multiple structures such as postal addseemail addresses, and telephone numbers. E(
No. 1928 at 3103 (Dr. Mowry describing differdsids of structures). Because Samsung has
failed to identify the necessary evidence, the Coannot conclude therg clear and convincing
evidence that it would have been obvious to britthgse gaps between Sidekick and claim 9.

In sum, in light of the gaps between Siadkand claim 9, and lack of clear evidence by
Samsung as to why such a gap would have beeowbto bridge, the Court finds that as a matte
of law, Samsung has not produced clear andinomg evidence that the claimed invention was
obvious in light of the prior &rAccordingly, the Court DENIESamsung’s motion for judgment
as a matter of law that claim 9 thie '647 patent is invalid.

C. Invalidity of Claim 8 of the '721 Patent

The jury found claim 8 of the U.S. Patéxb. 8,046,721 (“the '721 patent”) not invalid.
Samsung moves for judgment as a matter oftket no reasonable jupould find claim 9 not
invalid. Samsung moves on two grounds: (1) obwiess, and (2) indefiniteness. The Court
addresses each in turn below, and DENIES Samsung’s motion.

1. Obviousness

Claim 8 of the '721 is dependent omich 7. The claims recite as follows:

7. A portable electronidevice, comprising:

a touch-sensitive display;

memory;

one or more processors; and

one or more modules stored in themory and configured for execution by
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the one or more processdise one or more modules including
instructions:
to detect a contact with the touch-sensitive display at a first
predefinedocationcorrespondingo anunlockimage;
to continuously move the wdk image on the touch-sensitive
displayin accordancevith movement of the detected contact
while continuouscontactwith the touch-sensitive display is
maintainedwhereintheunlodk image is a graphical, interactive
user-interfacebjectwith which a user intei@s in order to
unlockthedevice;and
tounlockthe hand-helcelectionic device if the unlock image is
movedfrom thefirst predefired location on the touch screen to a
predefinedinlockregionon the touch-sensitive display.

8. The device of claim 7, further comprisimgtructions to display visual cues to
communicate a direction of movement of thdock image required to unlock the device.

'721 Patent cls. 7, 8.

Samsung argues claim 8 is obvious as a matter of law because the Neonode N1 Quic
Guide and a video and paper by Béant together disclosed all thaitations in claim 8. Mot. at
16-17. Samsung cites Dr. Greenberg'’s testimonythiealNeonode Guide discloses a portable

electronic phone with a touch-sé@nge display with a left-to-rightinlocking gesture, and that the

only claim element missing from the Neonode is a mowmageaccompanying the sweep gesture.

ECF No. 1717 at 1967-69; 19&ee alsdX 342.013 (Neonode Guide describing how to “right
sweep to unlock” the phone). Dr. Greenberg &stified about the Risant paper, titled
“Touchscreen Toggle Design,” whiclescribes “touchscreens called toggles that switch state fr
one state to another, things like or off, and that could includkings like lock to unlock.” ECF
No. 1717at 1969-70. He testified Plaisant describaghtes that operate “by sliding actions,”
called “sliders.”ld. at 1971. Dr. Greenberg concluded thatigdnt filled the missing claim element{
in the Neonode because Plaisant disclosed a siigiagethat could be moved from one
predefined location to anotherd¢bange the state of the devitet.at 1970-72; 1975. Thus,
Dr. Greenberg testified that the combipatdisclosed “all of the claim limitationsld. at 1975-76.
Dr. Greenberg further concluded that the peraordinary skill in the art would be “highly
interested in both of them” and would “think ittneal to combine these two” because “they both
deal with touch base systems, they both dethl wser interfaces. They both talk about changing
15
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state . . . they both specifically describe hegliding action is used to prevent accidental
activation.”ld. at 1974. He reasoned that a person would think to implement sliders on a
touchscreen phone because that “is just a vetyneothing to think about terms of interaction
design.”ld. at 1974-75. Dr. Greenberg'’s testimony ttia claim was invalid for obviousness
notwithstanding, the Court doestragree that Samsung presentkzhr and convincing evidence
of obviousness.

First, there was conflicting expert testiny on the question of whether the combination
disclosed all the claim elements. Apple’s expBrt Cockburn, testified that although the Neonode
describes unlocking a mobile phone using a “rgyiep” gesture, it fails to disclose several key
claim elements relating to an “unlock imageitldats movement, including that there was “no
predefined location corresponding to an unloci&ge” “no continuous movement of an unlock
image,” “no unlocking the device if the imagemsved from one locatioto another,” and “no
visual cues communicating the efition of movement” since “théseno image to move.” ECF No.
1926 at 2864-65. He also testifie@thlaisant, which describesauchscreen user interface for
turning on and off home appliance systems, tailsupply these missing claim elements because
Plaisant does not disclose using an uniatkge to unlock a portable electronic deviceat
2865-67; DX 344 (Plaisant paper mgithat the research was conidukin collaboration with a
group whose focus is on “provid state-of-the-art systems tlzae easy for the homeowner to
use.”). Where, as here, the parties offered “loctifg expert testimony, the jury was free to ‘make
credibility determinations’[.]'Kinetic, 688 F.3d at 1362 (citation omitted). In light of the jury’s
validity finding, the Court “must infer that thery found [Dr. Cockburn] to be credible and
persuasive” when testifying that the prior aten when combined, did not disclose all claim
elementsld.

Second, Dr. Cockburn testified, contrary to Greenberg, that a person of ordinary skill in]
the art would not have been motivated to combeeNeonode and Plaisant in such a way as to
invent claim 8. ECF No. 1926 at 286fe provided two reasons. Rir®laisant described “toggle

designs” intended to be used wélitouch screen [that] would eounted into a wall or into
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cabinetry” for controlling “office or home apphaes, like air conditioning units or heatensl.’ at
2865. A reasonable jury could infer from this @&y that an ordinary artisan would not have
been motivated to combine elements from a wall-mounted touchscreen for home appliances
smartphone, particularly in view of the “pockealthg” problem specific to mobile devices that
Apple’s invention sought to addre€eeECF No. 1623 at 636.

Additionally, Dr. Cockburn explained that Fant “teach[es] away from the use of
sliding,” because it “tells you not to utee sliding [toggle] rachanism.” ECF No. 1924 2865-
66.What a piece of prior art teaches and motivatiocotmbine prior art arboth questions of fact.
Cheese Sys. Inc. v. Tetra Pak Cheese & Powder Sys/25ck.3d 1341, 1352 (Fed. Cir. 2013).
“A reference may be said to teach away whgaerson of ordinarskill, upon reading the
reference, would be discouraged from following pla¢h set out in the refence, or would be led
in a direction divergent from the thethat was taken by the applicarih’re Kahn 441 F.3d 977,
990 (Fed. Cir. 2006) (citation omitted). Here, Drc&lourn explained that Blsant teaches that
sliders were “not preferred” among the toggle naetéms, and “tells us that toggles that are
pushed seem to be preferred awggles that slide; and the sliding is more complex than simply
touching; and also that slidersedrarder to implement.” ECF No. 19262866. Dr. Greenberg
disputed this point, and testifi¢ldat Plaisant “teaches that thleding toggles worked” and noted
how Plaisant states thide fact that “user[s] use [sliders] correctly is encouraging.” ECF No. 17
at 1972-73.

The Court notes that there is language aid@int to arguablyupport either expert’s
interpretation concerning whether Plaisant “teathesy from the use of sliders. This is because
Plaisant evaluates the pros awth€ of various types of “toggles” used to change the state of a
device and concludes generallattthe evaluation of the toggles showed some important
differences in personal preferences.” DX 344.08@re specifically, orthe one hand, Plaisant
states that “toggles that are pushed seemed tceberngd over the togglesatslide,” “sliding is a
more complex task than simply touching,” &stiders are more difficult to implement than

buttons[.]” DX 344.002. On the other hand, Plaisseems to encourage the use of sliders by
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noting that users “used sliding motions succelysta manipulate thelgling toggles,” by noting
that the fact that “user[s] egsliders] correctly is encourag,” and by noting that “another

advantage of the sliding movement is tias less likely to be done inadvertentherefore making

the toggle vengecure[.] This advantage can be pushed further and controls can be designed to be

very secure by requiring mooemplex gestures[.]” DX 344.002.

As noted above, what a piece of prior art bescis a question of fact for the jury. The
Court concludes that in light @r. Cockburn’s testimony and thenguage in Plaisant suggesting
Plaisant taught away from sliders, the jury’pliad finding of fact that there would have been no
motivation to combine the Neonode and Plais#d supported by substantial evidence in the
record.See Teleflex, Inc., v. Ficosa N. Am. Co§99 F.3d 1313, 1334 (Fed. Cir. 2002) (holding
that expert testimony of a “lack of motivationdombine . . . constitutesibstantial evidence of
nonobviousness”Grp. One, Ltd. v. Hallmark Cards, In@l07 F.3d 1297, 1304 (Fed. Cir. 2005)
(reversing judgment as a mattégrlaw of obviousness in view of conflicting expert testimony on
motivation to combine)darris Corp. v. Fed. Express Corfh02 Fed. Appx. 957, 968 (Fed. Cir.
2013) (unpublished) (affirming dealiof motion for judgment as a matter of law of obviousness
where there was conflicting evidemregarding whether prior daught away from the invention
because the prior art “also includeettain facts that might havesdouraged an artisan from using
[the] spread spectrum.”).

Finally, the jury’s validity finding means thery implicitly rejected Samsung’s claim that
there were no secondary indicia of non-obviogsné&his finding is supported by substantial
evidence including industry praise specilicdor Apple’s slide to unlock inventiorbeePX 118
(January 2007 MacWorld video feaing Steve Jobs’ live demonsimat of slide to unlock on the
iPhone to an audience that begdeering). Apple also intraded various Samsung internal
documents noting how Apple’s slide to unlock teatis precise, easy to use, and intuitiveePX
119 at 11 (presentation prepared by Samsung’s European design thama 2009 calling Apple’s
slide to unlock invention a “[cdrative way[] of solving Ul compiety.”); PX 121 at 100 (Samsung

software verification group document notitigt unlike Samsung’s “victory” phone, iPhone’s
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“unlocking standard is precise #$s handled through slidingnd it allows prevention of any
wrong motion,” and recommendind'@rection of improvement” tanake it the “same as iPhone,
clarify the unlocking standard by sliding”); P67 at 19-20 (Samsung document recommending
improve Samsung phone by making it like the iPheheh is “easy to unlock, [given that] lock
screen always shows guide textarrow like the iPhone” and to k&the lock icon’s movement
“be smooth and continuous” like the iPhone); PX 219 at 14 (Samsung document noting that t
iPhone “intuitively indicate[s] the directiomd length to move when unlocking on the lock
screen”); ECF No. 1623 at 638-50 (Dr. Cockbtastimony that these various Samsung docume
recognized the advantages of claimBywer-One, Inc. v. Artesyn Techs, 1/r@9 F.3d 1343,
1352 (Fed. Cir. 2010) (noting that praise in thdustry, and specifically praise from a competitor
tends to indicate that thevention was not obvious).

Furthermore, Apple introduced eviderafea long-felt need for its inventio®eeECF No.
1623 at 636-37 (Dr. Cockburn’s testimony that phdesigners had beérying to solve the
problem of accidental activation and the “poatted problem” before the iPhone existed, but had
only come up with “frustrat[ing]” solutionsfECF No. 1926 at 2869 (explang that there had not
been a good mechanism for unlocking “fdoag time.”); ECF No. 1623 at 599, 603, 611 (Greg
Christie, Apple’s Human InterfacVice President, téf/ing about concerns over pocket-dial
problem). In light of this evidere, the Court must defer to theyjis implicit factual finding that
there were secondaryditia of non-obviousnesSee Kinetic688 F.3d at 1356-57.

In light of the jury’s factual findings, thea@rt concludes it would berror to “fail[] to
defer to the jury’s factual findgs and grant[] JMOL on obviousneskl’ at 1371. Because there is
no clear and convincing evidence that it would hia@en obvious to bridge the gaps between the
prior art and claim 8, the Court DENIES Samsung’s motion for judgment as a matter of law th
claim 8 of the '721 is invalid as obvious.

2. Indefiniteness
Samsung argues that the '721 patent is indefasta matter of law because the claim tern

“unlock” is indefinite. Mot. atl9. To be valid, claims must “pagtilarly point[] out and distinctly
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claim[] the subject matter which the applicaagards as the inveoti.” 35 U.S.C. § 112. The
purpose of this definiteness requirement is tastea that the claims delineate the scope of the
invention using language that adedely notifies the puld of the patentee’sght to exclude.”
Datamize, LLC v. Plumtree Software, Intl,7 F.3d 1342, 1347 (Fed. Cir. 2005) (abrogated on
other grounds biNautilus, Inc. v. Biosig Instruments, Int34 S. Ct. 2120, 2124 (2014)). “[A]
patent is invalid for indefiniteness if its claims, read in light of the specification delineating the
patent, and the prosecution historyl fa inform, with reasonable cainty, those skilled in the art
about the scope of the inventiofN&autilus, Inc. v. Biosig Instruments, Int34 S. Ct. 2120, 2124
(2014). The Supreme Court has noted that “soméicam of uncertainty” must be tolerated, give
the inherent limitations of language arethuse “absolute precision is unattainalie.at 2128-
29. The Court DENIES Samsung’s motion.

While Samsung contends that the term “unlaskihdefinite because there is insufficient
clarity as to what it means for a device to be Kk’ versus “unlocked,” # specification provides

a definition that establishes when a devic8ocked” and when it is “unlocked:”

In the user-interface lock state (hereinafter “lock state”), the device is powered
on and operational but ignores most, if gtwser input. That is, the device takes
no action in response to user input antlierdevice is prevented from performing a
predefined set of operations irspgnse to the user input. . . .

In the user-interface unlock state (hereimafhe “unlock state”), the device is in its
normal operating state, detecting anspanding to user input corresponding to
interaction with the usenterface. . . . An unlocked device detects and responds to
user input for navigating between usderfaces, entry of dat@nd activation or
deactivation of functions.

'"721 Patent col.7 1.64ad.8 1.45. The specification, therefogrovides guidance as to what it
means when the device is “locked.” According te $ipecification, when thaevice is locked it is
“powered on and operational but ign®most, if not all, user inputltl. While Samsung claims it
is unclear what the phrase “most, if not all” mgahe specification further describes what “most
if not all, user input” means. According to thigecification, “the lockedevice responds to user
input corresponding to attempts to transitiom device to the user-tface unlock state or
powering the device off, but doestmespond to user input corresparglto attempts to navigate
20
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between user interfacedd. at 8:13-17. The specifigan later confirms thadistinction between
“unlocked” state and a “locked” state when stating that an “unlocked device” “detects and res
to user input for navigatinigetween user interfaces[Ifd. at 8:39-40. Accordingly, in light of these
explanations, the Court finds ththe claim provides sufficient clariggs to the term “unlock,” and
that the term does not meet thangtard of indefiniteness such tlaéim 8 as a whole “fail[s] to
inform, with reasonable certainty, those skilledhe art about the scope of the invention.”
Nautilus 134 S. Ct. at 2124.

The trial record supports the Court@nclusion that Samsung has failed to prove
indefiniteness by clear and convincing evideaile the Court acknowledges that discerning
whether a given device is in a “locked” ammflocked” state might beifficult in certain
circumstances for the general public, the Supremet@as noted that “one must bear in mind []
that patents are ‘not addressedatoyers, or even to the pubbenerally,” but rather to those
skilled in the relevant artld. at 2128;see alsaCarnegie Steel Co. v. Cambria Iron Cb85 U.S.
403, 437 (1902) (stating that “any description whickuficient to apprise [those skilled in] the ar
of the definite feature of the inmBon, and to serve as a warningotbers of what the patent claims
as a monopoly, is sufficiently definite to sustéhe patent”). Here, DCockburn, a person of at
least ordinary skill in the art, testified that ned “no difficulty at all in understanding the
difference between a locked state and an untbskate” when he read claim 8. ECF No. 1623 at
634. He further testified thatetthe plain and ordinary meaning” of the term is cléhrat 633.
Perhaps more convincingly, even Samsung’s ownrexpe Greenberg, was kbto explain when
a “device will unlock” when explaining th&21 patent and prior art to the juiyeeECF No. 1717
at 1968.

Accordingly, the Court finds that one of andry skill in the art could reasonably ascertain

pDONC

the scope of claim 8. The Court accordingly DENIES Samsung’s motion for judgment as a matter

of law that claim 8 of the '721 is invalid as indefintte.

D. Non-infringement of the '721 Patent

! The Court notes that this Court’s preliminarjuirction order previouslgoncluded that the term
“unlock” is not indefnite. ECF No. 221 at 52.
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The jury found that the Admire, Galaxy Nexasd Stratospherefiinge claim 8 of the
'721 patent. ECF No. 1884 &t Samsung moves for judgment as a matter of law that no
reasonable jury could find thtttese devices infringe the '72%ot. at 19. The Court DENIES
Samsung’s motion.

First, Samsung argues that nasenable jury could find th#tte Galaxy Nexus infringes.
Samsung cites how claim 8 requires detecting “aamntith the touch-sensitive display at a first
predefined location corresponding to an uklonage” and continuously moving “the unlock
image on the touch sensitive display in accordance with movement of the detected contact.”’
Patent cols.19-20. Samsung argteg “[t]he plain language thugquires that the image with
which the user makes contact be shene imagéhat then moves with user contact.” Mot. at 19
(emphasis added). Accordingly, Samsung argussiacause “the image with which the user
makes contact on the Galaxy Nexusides — a padlock in a circledisappearsipon user contact
and is replaced by another, different imageis limitation of the claim is not meld. (emphasis in
original) (citing testimony from DiGreenberg that the Galaxy Nexdmes not infringe because the
image “has to be the same . . . it ¢d® different,” ECF No. 1717 at 1980-81$amsung
emphasizes that Apple’s own expert, Dr. Cockbadmitted at trial that the image changes upon
user contact. Mot. at 20 (citing ECF No. 16234#¥-42). Samsung is cewt that Dr. Cockburn
testified that when the useomtacts the unlock image in the Ice Cream Sandwich version of the
Galaxy Nexus, “the image will animate, it'll chanigerepresentation slightly” and that in the
Jellybean version, “the image claggs slightly” to a “circle that’s spotlight onto [a series of]
dots.” ECF No. 1623 at 676-78, 74&e alsdECF No. 1926 at 2861.

However, the Court disagrees that no oeable jury could find that the Galaxy Nexus
infringes claim 8. Because the Court did not caresthe term “unlock image,” the jury had to
apply its plain and ordinary meaning, and wasaidigated to accept Samsung’s contention that

“unlock image” must consist of the same, single image. The jury’s implicit rejection of Samsuf

2 Dr. Greenberg testified that in the Ice Cre8amdwich version of the Galaxy Nexus, the new
image is a larger circle. ECF No. 1717 at 1981. énJblly Bean Version, the new image is a serif
of dots.Id.
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argument is supported by substantial evidenceCbckburn testified that he did not agree with
Dr. Greenberg’s view that the accused phones donfratge simply because the unlock image
changesSeeECF No. 1623 at 678-79, 742 (interpretingici 8 to allow multiple images, given
that the specification teaches that “the vigearesentation of the unlock image can change” and
explicitly states the unlodknage “may be animated”$ee als&ECF No. 1926 at 2861. The jury
was free to weigh the experts’ testimony aetermine for itself whether the Galaxy Nexus
contains an “unlock image” under the plain meamhthat term. Indeed, the reasonableness of t
jury’s implicit finding that Dr. Cockburn’s interptation of the claim was crect is demonstrated
by how this Court rejected prisely the same argument Samsung raises now in this Court’s
preliminary injunction order in this case. Th@s now, Samsung argued that “the term ‘unlock
image’ must refer to the same single ‘unlock ieagpecause the claims first refer to “an unlock
image” and later refer to “the unlock imag€&mpareECF No. 221 at 44yith Mot. at 19. The
Court rejected Samsung'’s proffered constructiamcluding that “Apples argument that ‘unlock
image’ may refer to more than one image is alggported by the specification[,] [which] . . .
demonstrate[s] ‘an unlodjesture corresponding tme of a plurality of unlock imageaccording

to some embodiments of thevention.” ECF No. 221 at 45 (inteal quotation marks and citations
omitted).

Nor is the Court convinced by Samsung’srenspecific argument that the Jelly Bean
version of the Galaxy Nexus cannot infringe hessaApple did not preseany evidence that the
second unlock imagewhich Dr. Greenberg testified is‘series of dots,” ECF No. 1717 at 1980-
81—"moves” and thus the limitation &t the unlock image continuoustiyove in accordance with
the detected contact is not met. Mot. atsseECF No. 1717 at 1981 (Dr. Greenberg’s testimony|
that “the dots don’t actually move at all. Thdyothing that happens that individual dots get

brighter or dimmer.”). The jury could have reaably credited Dr. Cockburn’s testimony that the

second image was rather a “cirtthat’s a spotlight onto [a series of] dots.” ECF No. 1623 at 742}

see also idat 677. Dr. Cockburn testifigtiat the “continuously move” element is met because tf

“spotlight effect on the dotshoves in accordance with the user’s contact. ECF No. 1623 at 677;
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ECF No. 1926 at 2861. In support, Dr. Cockburn stabtine jury PDX 46, a demonstrative of the
Galaxy Nexus which indeed showsiecle that is a spbght effect on a sees of dots moving in
accordance with the user’s contégeeECF No. 1623 at 677. The demonstrative shows that,
contrary to Dr. Greenberg’s opom, the dots and the spotlight oetih move in accordance with
the user’s contact. The jury could have aonéd Dr. Cockburn’s testimony and the movements
shown in PDX 46 by actually testing the slideutdock feature in the Galaxy Nexus phones in
evidenceSeelX 29 A-l.

Further, while Samsung conterids Cockburn did not offer any evidence in support of h
contention that the unlock image in the Galaxyieis a “graphical interactive user interface
object” that may change form, Mot. at 20, Bockburn did demonstrate how the unlock image
changes appearance by showing the jury demonssaif representative Galaxy Nexus devices.
SeeECF No. 1623 at 676-77 (showing PDX 4DX°46). The jury was free to confirm
Dr. Cockburn’s conclusions and demonstrativgsesting the Galaxy Nexus phones in evidence.
SeelX 29A-1.

Finally, the Court rejects Samsung’s arguntbat judgment of non-infringement should b¢
granted as to the Admire, Galaxy Nexus, andt&phere because Apple offered no evidence of
any “instructions” required by clai® Mot. at 21 (citing '721 Patent cols.19-20). To the contrary
the jury heard Dr. Cockburn’s expert testimahgt because the accused phones are computing
devices, they necessarily had “softwar@gassors, [and] memof ECF No. 1623 at 65%ee also
id. at 630 (“[S]oftware components gtest a form of instructions)d. at 626 (“Source code is the
set of instructions that are ortamputing device that enabledtbecome operative in some way.
So the instructions to determine the bebawf the device, anthat’'s software.”).

In sum, because there is substantial evidemsepport the jury’s findings of infringement,
the Court DENIES Samsung’s motion for judgmasia matter of law that the Admire, Galaxy
Nexus, and Stratosphere dot infringe claim 8.

E. Willful Infringement of Claim 8 of the '721 Patent
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Samsung moves for judgment as a matterwftteat Samsung did not willfully infringe
claim 8 of the '721 patent. Mot. at 21. To esistblWwillfulness, “a patentee must show by clear an
convincing evidence that the infringer acted desgpit®@bjectively high liklihood that its actions
constituted infringement of a valid patent. Theestatmind of the accusedfiinger is not relevant
to this objective inquiry. If thishreshold objective standardsatisfied, the patentee must also
demonstrate that this objectiyedlefined risk . . . was eith&nown or so obvious that it should
have been known to the accused infringbr.fe Seagate Tech., L.@97 F.3d 1360, 1371 (Fed.
Cir. 2007)(internal citation omitted). Thus, the willfulness inquisya two-prong analysis,
requiring an objective inquiry aralsubjective inquiry. The objective inquiry is a question for the|
Court, and the subjective inquity a question for the jurfgdard Peripheral Vascular, Inc. v. W.L.
Gore & Assocs., Inc682 F.3d 1003, 1007 (Fed. Cir. 2012)eTdbjective inquiry requires a
showing of “objective reckksness” by the infringeimn re Seagate Teci97 F.3d at 1371Bard,
682 F.3d at 1006 Seagatalso requires a thsbold determination afbjective recklessness.”).

Here, the jury found that, as a subjectivatter, Samsung willfully infringed the 721
patent. ECF No. 1884 at 7. Because both prongs Ineusstablished for the Court to make an
ultimate finding of willfulness, failure on the objective prong defeats a claim of willfulness.
Because the Court finds no objectiviifulness for the reasons setrfio below, the Court need not
consider whether the jury’s finding of sebive willfulness wasugpported by substantial
evidenceSee Apple, Inc. v. Samsung Elecs. Co., B&D F. Supp. 2d 1079, 1108 (N.D. Cal. 2011
(declining to examine whether the jury’ading on subjective willfulness was supported by
substantial evidence because the objectiMéuimess prong was not satisfied). The Court
GRANTS Samsung’s motion.

As noted above, to establish objective willfulness, Apple must prove by clear and
convincing evidence that there was an “obtyaty high likelihood that [Samsung’s] actions
constituted infringement of a valid paterBard, 682 F.3d at 1005 (citin§eagate497 F.3d at
1371). If Samsung had an objectively reasonablendeféo infringement, its infringement cannot

be said to be objectively willful, and objaa willfulness fails as a matter of laBee Spine
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Solutions, Inc. v. MedtroaiSofamor Danek USA, 1n&20 F.3d 1305, 131@ed. Cir. 2010) (“The
‘objective’ prong ofSeagatdends not to be met where an amuliinfringer relies on a reasonable
defense to a charge of infringementBgrd, 682 F.3d at 1006 (objectivéllfulness determination
“entails an objective assessment of potentialrtefe based on the risk presented by the patent.
Those defenses may include questions of infringerinet also can be expected in almost every
case to entail questions of validity[.]”). Samsungdgdense is not reasonaliliét is “objectively
baseless.Id. at 1007-08. An “objectively baseless” de$e is one which “no reasonable litigant
could realistically expect [to] succe[ed] on the meritd."at 1007 (citation omitted).

The Court finds that Samsung’s defensmtongement of clan 8 was not objectively
baseless. As a preliminary matter, as noteaa, Dr. Cockburn and D&reenberg had differing
opinions concerning whether Plaisant “teaches” afn@y the use of sliders and thus whether the
person of ordinary skill in thart would have a motivation tombine Plaisant and the Neonode.
This is not surprising in light dhe fact that there is languageRhaisant to support either expert’s
interpretation. This is becauseaRlnt evaluates the pros amshg of various types of “toggles”
used to change the state of a device and corglyeieerally that “the evaluation of the toggles
showed some important differences imgomal preferences.” DX 344.002. On the one hand,
Plaisant states that “toggles that are pushedeséobe preferred ovéne toggles that slide,”
“sliding is a more complex task than simply tbing,” and “sliders are more difficult to implement
than buttons[.]” DX 344.002. On the other hand, Plgiseaems to encourage the use of sliders by
noting that users “used sliding motions succelysta manipulate thelgling toggles,” by noting
that the fact that “user[s] aegsliders] correctly is encouriag,” and by noting that “another

advantage of the sliding movement is tias less likely to be done inadvertentherefore making

the toggle vengecure[.] This advantage can be pushed further and controls can be designed to be

very secure by requiring mocemplex gestures[.]” DX 344.002.
While Dr. Cockburn testified that there was motivation to combine the two references,
Dr. Greenberg testified to the contrary, notirgyv Plaisant “teaches that the sliding toggles

worked” and how Plaisant statestlhe fact that “user[s] usdiffers] correctly is encouraging.”
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ECF No. 1717 at 1972-73. Based on Dr. Greenbé¢egtimony and the language in Plaisant
suggesting Plaisant encouraged use of slitleesCourt cannot find that Samsung’s reliance on a
invalidity defense was objectively baseless. Furthenotivation to combine may “come from the
nature of a problem to be solved, leading imwes to look to refereres relating to possible
solutions to that problemRuiz v. Found. Anchoring Sys., In857 F.3d 1270, 1276-77 (Fed. Cir.
2004) (citation omitted) (“[B]Jecause the priot egferences address the narrow problem of
underpinning existing building foundations, a perseeking to solve that exact same problem
would consult the referencesdhapply their teachings togettigrHere, in light of Dr.

Greenberg’s opinion and the languagéhe prior art references, theasonable litigant could have
believed that the two references provided a natitm to combine by desbing a similar solution

— the use of sliding motions —solve the problem of inadvertent activation in touchscreen devic
SeeDX 344.002 (Plaisant suggesting ghid toggles are preferabler preventing inadvertent
activation in touchseen devices: “[A]lnother advantage of glieling movement is that it is less
likely to be done inadvertenttherefore making the toggle vesgcure[.]”); DX 342.013 (Neonode
citing a similar inadvertent activation problemnobile phones and adeating a similar sliding
solution by stating, “[T]o make s& no unintentional calls are mgde . . [s]Jweep right to unlock
your unit”).

Apple argues Samsung had no reasonable intyatidfense because this Court previously
concluded at the preliminary injunction phaisat Apple was likelyo withstand Samsung'’s
obviousness challenge to the validity of th21 patent. Opp’n at 22-23 (citing ECF No. 221 at
51). However, the Court finds that its prior cluston at the preliminarinjunction stage does not
render Samsung’s reliance on its invalidity deéeabjectively baseless. At the preliminary
injunction stage, Samsung failed to show thatNleonode qualified as a prior art reference, and
accordingly the Court disregarded the Neonodtsimvalidity analysis. ECF No. 221 at 50.
Further, the Court noted thati8sung’s prior expert failed tdentify any reason to combine
Plaisant with “a handheld devicdd. at 50-51. Here, in contrastite is no dispute that the

Neonode is a prior art reference, and Samswexpert Dr. Greenberg has provided a reason to
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combine Plaisant and the Neono8eeECF No. 1717 at 1974. Thus, t@eurt finds that its prior
conclusion at the preliminary injunction stage slaet render Samsung'’s reliance on its invalidity
defense based on the Neonode and Plaisant objectively baseless.

Further, while Apple argues that the U.Stepdand Trademark Office (“PTO”) considered
the Neonode and Plaisant yet still issued clai@@’'n at 22, the PTO’s determinations are not
dispositive because the Federal Circug faund no objective willfiness even where a
defendant’s invalidity defense w&ased on a prior art reference that was before the PTO and t
PTO found the prior art referend&l not invalidate the clainee, e.g.Spine Solution$20 F.3d
at 1319-20 (reversing district cowgttienial of defendant’s motionrfudgment as a matter of law
of no willfulness because defendant had an objelgtireasonable invalidity defense based on twq
prior art references, irrespective of the fact thatPTO had the two prior art references before it
when issuing the patentyniv. of Pittsburgh of CommonweaBys. of Higher Educ. v. Varian
Med. Sys., In¢561 Fed. Appx. 934, 943-45 (Fed. Cir. 20@uhpublished) (reversing district
court’s finding that defendantiavalidity defense was objeggly unreasonable, despite
acknowledging that the PTO had found thatgher art the defendant relied upon did not
invalidate the asserted clainwhien reexamining the patent).

In sum, Samsung’s infringement of the "f2dtent was not objectively willful because
Samsung’s invalidity defense was not objectivegeless. Accordingly, Apple has not met its
burden to show clear and convincing evidetha¢ Samsung acted despite an objectively high
likelihood that its actiong/ould infringe a valid patent. Samsy’s motion for judgment as a matte
of law that its infringement of the 24 patent was not willful is GRANTED.

F. Invalidity of the 172 Patent

Samsung moves for judgment as a matterwftkeat no reasonable jury could find claim 1§
of the '172 patent not invalid. Moat 25-26. Claim 18 of the '172 et covers a particular form
of text correction, in which a “current characterrggfiis displayed in a first and second area of a
touch screen display. JX 13. Theeusan replace a mistyped worg( the “current character

string”) by selecting a delimiter or setewy a replacement word in the second al@alhe user
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can also keep the “current charactemgfriby selecting it in the second aré&h. The jury found
claim 18 of the '172 patent not invalid. Samsetgms that a combination of two prior art
references, U.S. Patent No. 7,880,730 (“Robinsantl International Publication No. WO
2005/008899 Al (“Xrgomics”), render claim 18 obvioBslow, the Court first examines whether
substantial evidence supported fing’s underlying factubaconclusions that #re was a significant
gap between the prior art and the patent and that there were secondary indicia of non-obviou
The Court DENIES Samsung’s motion.

First, the Court notes that there wasfticting expert testimny on the question of
obviousness. Samsung’s expert, Dr. Wigdor, testified that Robinson disclosed every limitatior
claim 18 except for onethat the “current character string [&@ap] in the first area.” ECF No. 1717
at 2015-17; 2023-24. Wigdordtified that Xrgomics discloskthat limitation by including the
current character string in the first area, and ti@fperson of ordinargkill in the art would
combine Robinson and Xrgomics to fill the missing element in Robihdoat 2018-19; 2023-24.

However, Apple’s expert, Dr. Cockburn, tiéed that Robinson missed several limitations
of claim 18 in addition to the “current characséring in the first a¥a” limitation. ECF No. 1927 at
2903-05. For instance, Robinson missed the limitation‘thatcurrent character string in the first
area is replaced with the suggested replacestang when the user presses a delimitiet. at
2905. Dr. Cockburn further testified that Xrgomittspugh it discloses the “current character strin
in the first area” limitationid. at 2905, similarly does not disclode limitation that “the current
character string in the first area is replaced wWithsuggested replacement string when the user
presses a delimiter” because Xrgosnaffers alternative words thedmpletethe current character
string in the first area rather thaarrectthat currentharacter stringd. at 2904-05 (testifying that
Xrgomics is a “word completionpatent, not a “spelling correctiopatent and that “there’s no
correction” going on in Xrgomics because Xrgonjicst adds letters to the end of the current

character string +e., it offers alternative words that complékat word). Finally, contrary to what

Dr. Wigdor testified, Dr. Cockburapined that the combination of Robinson and Xrgomics did npt

disclose the elements of claim 18 and didneaoder claim 18 obvious because Xrgomics did not

29
Case No.: 12-CV-00630
ORDER GRANTING IN PART AND DENYING IN PART SAMSUNG’S MOTION FOR JUDGMENT AS A
MATTER OF LAW

SNes

of

g




United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

“fill th[e] gaps” in Robinsonld. Based on this conflicting expert testimony, the jury was free to
“make credibility determinations and beliethe witness it considers more trustworthiginetic,

688 F.3d at 1362 (citation omitted). The jury’s findingvafidity indicates tht the jury made an
implied finding of fact affirming Dr. Cockbura’testimony that Robinson and Xrgomics did not
disclose all the elements of claim 18 aapecting Dr. Wigdor’s opinion of obviousnesd. at

1363 (“[W]hether the prior adiscloses the limitationsf a particular claim is a question of fact to
be determined by the jury.”). In other wordsg fhbry implicitly rejected Samsung’s argument that
it would be obvious to combine two thingthe “current character string the first area” feature in
Xrgomics and Robinson’s feature of having ggaested replacement string in the second-airea
order to come up with claim 18nitation that “the current character string in the first area is
replaced with the suggested @@ment string when the user gesa delimiter.” Mot. at 27. The
Court must give that finding deferen¢@netic, 688 F.3d at 1356-57. Créidg Dr. Cockburn’s
testimony over Dr. Wigdor’s, thourt cannot say that the junyiteplied finding that the gap

between the prior art and claim 18 was signifiaaas not supported byilsstantial evidence.

Second, the jury’s finding of non-obviousnessams the jury implicitly rejected Samsung’s

claim, and Dr. Wigdor’s testimony, that thereres@o secondary indicia of non-obviousness. ECK

No. 1717 at 2024; Mot. at 28. The Court mdster to this implicit factual findingsee Kinetic

688 F.3d at 1356-57. Apple cites substantial @vie to support theryis finding, including

Dr. Cockburn’s testimony that theewas industry praise for clait® as illustrated in Samsung’s
internal documents and comments from carrierst ‘ttey want . . . the claim 18 mechanism.” EC
No. 1927 at 2906; ECF No. 1623 at 698-700 (disog PX 168, a Samsung internal document
reflecting T-Mobile’s requeghat Samsung modify its autacect technology to adopt the

functionality of claim 18}

3 Samsung has directed the Cdorthe PTO’s recent non-fineéjection of claim 18 in aax parte
reexaminationSeeECF No. 1951. However, this preliminary decision does not affect the outca
here. The Federal Circuit has notédt initial rejections by #t@PTO are generally entitled to
minimal weight.Hoechst Celanese Corp. v. BP Chems.,[#8.F.3d 1575, 1584 (Fed. Cir. 1996)
(noting that non-final office aains are so commonplace that tHegrdly justifly] a good faith
belief in the invalidity of the claimsfor willfulness purposes) (citation omittedge also idat
1584 (stating that a grant of a request for reexatan “does not establishlikelihood of patent
invalidity”); Q.G. Prods. v. Shorty, In992 F.2d 1211, 1213 (Fed. Cir. 1998dting that initial

30

Case No.: 12-CV-00630
ORDER GRANTING IN PART AND DENYING IN PART SAMSUNG’S MOTION FOR JUDGMENT AS A
MATTER OF LAW

b

me




United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

In light of the jury’s factual findings, this Court cannot conclud there is clear and
convincing evidence that it would have been obviassa matter of law, to bridge the gaps
between the prior art and claim 18. Accoghin the Court DENIES Samsung’s motion for
judgment as a matter of law thatiolal8 of the '172 patent is invalid.

G. Invalidity of Claim 25 of the '959 Patent

The jury determined that asserted @5 of Apple’s 959 pent was not invalidSeeECF
No. 1884 at 7. Claim 25 dependsrfr claim 24 and recites:

24. A computer readable medium for lbog information from a plurality of
locations containing pragm instructions to:

receive an information identifier;

provide said information identifier to ayshlity of heuristics to locate information
in the plurality of locations which alude the Internet and local storage
media;

determine at least one caddie item of information based upon the plurality of
heuristics; and

display a representation of sa@igndidate item of information.

25. The computer readable medium ofrd&4, wherein the information identifier
is applied separately to each heuristic.

'959 Patent cls. 24, 25. Samsung nof@ judgment as a matter of law that claim 25 is invalid,
based on three grounds: (1) anticipation, (2) absmess, and (3) indefiniteness. The Court
addresses each basis in turn and DENIES Samsung’s motion.
1. Anticipation
First, Samsung contends that the WAIS refiee anticipates claim 25. A patent claim is
invalid for anticipation under 35 U.S.C. § 102 “if each and every limitation is found either
expressly or inherently ia single prior art referenceBristol-Myers Squibb Co. v. Ben Venue

Labs., Inc. 246 F.3d 1368, 1374 (Fed. Cir. 2001). Whethertarpas anticipated is a question of

patent “rejections oftencgur as a part of the noriregpplication process”Minemyer v. B-Roc
Reps., Inc.2012 WL 346621, at *4 (N.D. lll. Feb. 2, 20127 he cases are virtually uniform in
holding that office actions at the PTare not relevant on the questmfirpatent invalidity or willful
infringement. . . . The cases recognize tharimt@cceptances, rejections and adjustments are th
norm at the PTO.”). Accordingly, the Court does fiad that the PTO’s non-final office action is g
sufficient basis for overtaing the jury verdict.
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fact. Green Edge Enters., LLZ Rubber Mulch Etc., LLG20 F.3d 1287, 1297 (Fed. Cir. 2010).
Anticipation must be shown Igtear and convincing evidendel. at 1292

At trial, Samsung relied on software ledl freeWAIS-sf 2.0 (DX 301, the “WAIS”
reference) as alleged prior aaf)d presented testimony fromél withesses supposedly showing
that the software qualified @sior art and disclosed all limifians of claim 25. “WAIS” is an
acronym for “Wide Area Information Serveilt. at 1845:18-21. Samsung first called Brewster
Kahle, founder of the Internet Archive, to testifatime conceived of the W8 project as a system
that could “basically search your own hardrdr your own personal aaputer of e-mail and
memos or, or presenitans and the like.Td. at 1845:3-5, 1846:4-16, 1853:21-25. Next, Samsung
called Ulrich Pfeifer to explaithat he developed the freeWAISssiftware in the mid-1990s, and
that WAIS was “a program to search documents and your local computer or by thédwab.”
1863:4-165see also idat 1863:18-23, 1865:17-21 (stating thhaeWAIS-sf was available online).
Finally, Samsung relied on Dr. Mar Rinard for expert opioins that the WAIS reference
disclosed various limitations of claim 25, inclng the use of a “heuristic ranking algorithnd’
at 1915:21-1916:16.

Despite Samsung’s presentation, the jurymattiple bases from which to conclude that
Samsung failed to demonstrate with clear emavincing evidence that claim 25 was invalid.
Dr. Rinard expressly relied on “tle®ftware distribution that casns the source code for WAIS.”
Tr. at 1914:6-9see also idat 2915:11-15. Through its expert.[Pdex Snoeren, Apple introduced
testimony that freeWAIS-sf did not contain “programtructions” as required by claim 25 becaus
it contained only source code, notexecutable program. Dr. Snoeteid the jury that “the way
source code works is that’s for humans to reativarte. Computers don’t &tally execute source
code. So in order to get programstructions, you have to compile that code. So the source codsd
itself wouldn’t actually even get the preamble of the claimd. at 2824:7-21. Samsung states
incorrectly that Dr. Snoeren contradicted hirhbglrelying on source code for his infringement

opinions. Dr. Snoeren analyzed source code in the accused predeatsat 950:12-21, but also

* The Court previously denied Apple’s motion fammary judgment of niavalidity of claim 25.
SeeECF No. 1151 at 27-29.
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explained that the accused devices had fkasimory containing “program instructionsyl at
949:12-18, and there was no dispute thaattised Samsung devices had compiled code.
Moreover, the parties did not request clamnstruction of “program instructions.” Mersata
Software, Inc. v. SAP America, Inthe Federal Circuit addressadimilar situation, where the
parties did not request construction of “computstrirctions,” and held #t “[w]hether ‘computer
instructions’ can include soce code thus becomes a pure factual issue.” 717 F.3d 1255, 1262
(Fed. Cir. 2013). While th€ersatgury concluded that the dispad source code did constitute
“computer instructions,” the jury here wiise to reach the opposite conclusion from the
conflicting expert testimony.

Dr. Snoeren also opined that freeWAISd&f not teach the limitation of “plurality of
heuristics to locate information in the pluralitylo€ations.” Regarding “plurality of heuristics,”
Dr. Snoeren critiqued Dr. Rinard’s demonstatbecause it repeated the same heuristic on
multiple computers, “so what we have here is twpies of the same heuristic,” such that “[w]e
don’t have a plurality of heutiss.” Tr. at 2823:7-2824:6. Regandj “plurality of locations,”

Dr. Snoeren also testified théie WAIS source code did not sh@earching on the Internet, only
on “a local server and a server on another machidedt 2825:7-19. On these points, the jury
could reasonably have credited Apglexpert evidence over Samsung'’s.

Additionally, Apple callel into question whether WAI&ualified as prior art. Samsung
relied on the WAIS reference being known or usetthe United States prior to the '959 patent’s
priority date.See35 U.S.C. § 102(a) (2006). Dr. Rinardnaitted that he did not know of any
actual computers in the United States that ran frelSAsA before the '959 patent’s priority date of]
January 5, 200(BeeTr. at 1953:8-25. On cross-examimeatj Mr. Pfeifer (the developer of
freeWAIS-sf) also equivocated tiswhether freeWAIS-sf was availe from servers in the United

States, or only in four emtries abroad, before the '959 patent’s priority dde= idat 1870:9-21

(“ would not want to rule out that | put one coply or fetched one copy from the United States.”).

Mr. Pfeifer was also unable to confirm the confafion of any freeWAIS-sf systems that alleged|
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existed prior to January 5, 20(Ree idat 1871:3-1872:14. Accordinglthe jury could have
reasonably determined that Samsung faileshtaw that WAIS qualified as prior art.
2. Obviousness

Second, Samsung contends that claim 25 wale been obvious as a matter of law,

based on a combination of “Smith” (JX 55, UB&tent No. 7,653,614) and “Shoham” (JX 56, U.$

Patent No. 5,855,015). As noted above, obviousnesgugstion of law, butequires the court to
“presume that the jury resolvéite underlying factual disputesfewor of the verdict [] and leave
those presumed findings undidbed if they are supportéy substantial evidenceKinetic, 688
F.3d at 1356-57 (citation and quotation omitted). At trial, Dr. Rinard opined that Smith is “anof
example of universal search” employing hsties, Tr. at 1930:2-10, that Shoham used
“conventional heuristic searchd. at 1931:19-23, and that those &dlin the art would have been
motivated to combine the twiml. at 1931:24-1932:5. Dr. Rinard albaefly touched on secondary
considerations of non-obviousness, claimirgg there was no commercial success or copyieg.
id. at 1932:16-1933:9.

However, Dr. Rinard’s obviousness analysas cursory, without sutentive anasis of
the disclosures of Smith or Shoham, omaitiation-by-limitation analysis of claim 25ee
generally id.at 1929:9-1933:9. Dr. Snoeren provided tgegestimony about the contents of Smit
and Shoham, opining that there would have beemason to combine Smith (“a patent for a fang
set top box or table box”) with Shaim (“a very theoretical mathetizal patent”), and that such a
combination would not have disclosed all elements of claind2at 2827:4-25. In light of this
conflicting testimony, the jury was entitled tesass the experts’ credibility on these issGes
Kinetic, 688 F.3d at 1362. Thus, the jury could hdegrmined that Smith and Shoham failed to
teach the elements of claim 25, and thatelveould have been no reason to combine those
references. Based on those implied findings, tberCcannot conclude as a matter of law that
claim 25 would have been obvious.

Samsung asserts that Dr. Snoeren’s falloigive a “point-bypoint response” to

Dr. Rinard or address secondannsiderations rendeBy. Snoeren’s opinions “flawed as a mattef
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of law” such that they “cannot be considéiin evaluating obviomess.” Mot. at 32. These
arguments distort the ultimabeirden of proof on obviousnesee Novo Nordisk A/S v. Caraco
Pharm. Labs., Ltd.719 F.3d 1346, 1353 (Fed. Cir. 2013) (noting that “the burden of persuasio
remains with the challenger diog litigation” for obviousness).

3. Indefiniteness

As noted above, the Supreme Court decMadtiluson June 2, 2014 (after Samsung filed
its current motion) and held thiadefiniteness turns on whetheaiths define the invention “with
reasonable certainty.” 134 S. Ct. at 2124. Samsungangues that the term “heuristic” in the '959
patent is indefinite as a mattaf law under this new standard.

During summary judgment proceedings, @murt denied Samsung’s motion for judgment
that the term “heuristic” in the 959 patemas indefinite under ghnow-overruled “insolubly
ambiguous” standard, but noted: “Samsung remagest raise the issue of indefiniteness again
should the term ‘heuristic’ become central to Applattempts to distinguish the '959 Patent from
any prior art Samsung assertsratl.” ECF No. 1151 at 33 n.11. €lparties now dispute whether
Apple in fact tried to distinguistihe prior art at triabn the basis of “heuristic.” Samsung contends
that Apple relied exclusively onithterm to rebut invalidity, whilé&pple argues that it relied only
on “plurality of heuristics,” not the defition of “heuristic” itself. Without deciding this issue, and
for purposes of this motion, the Court addresSamsung’s indefiniteness arguments under the
interveningNautilusdecision. The Court determines that Samsung has not shown by clear ang
convincing evidence that &uristic” is indefinite.

The Court previously addressthe meaning of “heuristiclh resolving Apple’s motion for
a preliminary injunction, the Couecbnstrued the similar term “hestic algorithm” in U.S. Patent
No. 8,086,604 (which is related tioe '959 patent and shares@nmon specification), based on
that patent’s spectation, prosecution histprand extrinsic evidere from the partiesSeeECF
No. 221 at 15-19. On appeal, when addressing glerpnary injunction in this case, the Federal
Circuit reversed other aspedtsthis Court’s claim congtiction, but did not disturb the

construction of “heuristic algorithmSee Apple, Inc. v. Samsung Elecs. Co., 6&b F.3d 1370,
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1378-80 (Fed. Cir. 2012). Although indefiniteness waisan issue in theppeal and the Federal
Circuit's analysis precedddautilus the Federal Circuit's analysmay be some indication that
“heuristic” is not indefinite ad has a reasonably certain meaning.

Later, at the summary judgment statdpe, Court further addressed the meaning of
“heuristic.” Without objection fronthe parties, the Court constcu#heuristic” in the '959 patent
consistently with its prior construction of “hestic algorithm,” to meart‘'some ‘rule of thumb’
that does not consist solely @fnstraint satisfaction parametéSCF No. 1151 at 31. As noted
above, the Court rejected Samsung’s indefirags arguments in Samsung’s summary judgment
motion. The Court distinguished “heuristic” frasther terms held to be indefinite—such as
“fragile gel” in Halliburton Energy Services, Inc. v. M-1 LL.614 F.3d 1244 (Fed. Cir. 2008)—
because “neither the terimeuristic’ nor the Court’s construoth of it involves a word of degree,
pure functional language, or otlganger sign that typically triggensdefiniteness concerns.” ECF
No. 1151 at 32.

Furthermore, both Dr. Rinard and Dr. Snaoeapplied the term ‘®uristic” under this
Court’s construction to the accused Samsung deaicgshe asserted prior art without difficulty.
SeeTr. at 1915:21-1916:16 (Rinard dissing how WAIS “implement][sa rule of thumb”), 954:1-
17 (Snoeren identifying accused “code that actuatjylains how the rule of thumb works”). Other
than conclusory allegations that the tasrtill-defined,” Samsung provides no clear and
convincing evidence for holding thdteuristic” is indefinite. SeeReply at 17-18¢f. Bluestone
Innovations LLC v. Nichia CorpNo. 12-CV-00059-SI, 2014 U.S. Dist. LEXIS 87182, at *36
(N.D. Cal. June 24, 2014) (“Defendants haveefhilo provide the Court with any evidence
showing that someone skilled in the relevantartild be unable to ascam the scope of claim 9
with reasonable certainty.”Accordingly, the Court DENIES &asung'’s indefiniteness challenge
to the '959 patent.

H. Invalidity of Claim 20 of the 414 Patent

The jury also determined that assertednol20 of Apple’s '414 pnt was not invalidSee

ECF No. 1884 at 7. Claim 20 deperidsm claim 11 and recites:
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11. A computer readable storagediuen containing executable program
instructions which when executed caasgata processing system to perform
a method comprising:

executing at least one usesl non-synchronization pros#sg thread, wherein the

at

least one user-level non-syncheation processing thread is provided by

a user application which provides a usgerface to allow a user to access
and edit structured data in a first stassociated with a first database; and

executing at least one synchronizationgessing thread concurrently with the
executing of the at least one ug®rel non-synchronization processing
thread, wherein the at least ory@chronization processing thread is
provided by a synchronization softwar@nponent which is configured to
synchronize the structured data frora fhist database with the structured
data from a second database.

20. The storage medium as in claimviierein the synchronization software
component is configured to synchronsteuctured data of a first data class
and other synchronization software components are configured to
synchronize structured dataather corresponding data classes.

'414 Patent cls.

11, 20. Samsung n@elss judgment as a matter oivithat claim 20 is invalid for

anticipation. The Court detern@a that substantial evidenagports the verdict, and DENIES

Samsung’s motion.

Samsung asserts that Windows Mobile 5.0, “aesgdtom Microsoft that runs on wireless

devices” (Tr. at 2184:16-21), dissed all elements of claim 200 explain how Windows Mobile

5.0 operated, Samsung’s expert for the '414 pa@ntleffrey Chase, relied on the following

diagram from an exhibit entitled “Ekange ActiveSync and Exchange 2003":

Exchange ActiveSync communication between client and server

Exchangs

Exchangy
back-end

front-end soreer

‘ Dattoak i Qubiang
e ey Taotm | § 0
Aosasst Aooess “';
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DX 317 at 2;see als&SDX 3648; SDX 3653. Dr. Chase testified that Windows Mobile 5.0 had
“components called Providers for e-mail, contaats] calendar” that “pwvide the synchronization
processes threads | spoke abott.”at 2193:9-20. The parties raseveral disputes regarding the
limitation of “wherein theat least onesynchronization processing threagrovided bya
synchronization software component.”

1. “provided by”

First, Samsung argues that Apple distortedglain meaning of “provided by” when it
argued that a synchronization sodire component must “createtraead. This argument is not
persuasive. Samsung relies on testimony from onleeo# 14 patent’s named inventors, Gordon
Freeman, who said that a thread “would be jghed by” a component if the component “would
have executing code and that exeuy code must execute in a thce” Tr. at 2854:9-19. However,
the Federal Circuit has held that “inventor itesiny as to the inventor'subjective intent is
irrelevant to the issuef claim construction.Howmedica Osteonics Corp. v. Wright Med. Tech.,
Inc., 540 F.3d 1337, 1347 (Fed. Cir. 2008). Samsudgdt request clen construction of

“provided by” and agrees that the jury was entittedely on the plain and ordinary meaning of th

\1%

term.SeeReply at 19.
The jury heard testimony from Dr. Snoeren thabftware component does not “provide” a
thread unless it creates one: “Q. Are you sayiag pnoviding a threats the same thing as
creating a thread, sir? Yesno? A. Yes, sir. I've said thadnd I'll say it again.” Tr. at 2855:7-9.
Moreover, Samsung made this argument whekisg summary judgment of invalidity, and the
Court rejected it, concluding that “Samsung hasestablished thatraasonable jury would
necessarily find that a synchronization softwanagonent that ‘execute[sh’ or ‘provid[es] the
instructions’ for a thread discloses the claimifation that the componefgrovide[]’ the thread
itself.” ECF No. 1151 at 24-25. Thus, Samsung’s post-attempt to dispute the meaning of
“provided by” is misplacedSee Hewlett-Packard Co. v. Mustek Sys., B#0 F.3d 1314, 1320-21

(Fed. Cir. 2003) (“[l]t is too lee at the JIMOL stage to argue twradopt a new and more detailed
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interpretation of the claim language and testjthry verdict by that new and more detailed
interpretation.”).

Moreover, in opposing Apple’s motion for judgmexsta matter of law of infringement of
the '414 patent, Samsung takes a contrasjtiom about revisiting claim construction, in
connection with the limitation of ‘anfigured to synchronize struged data.” In opposing Apple’s
motion, Samsung argues that the jury was entitlektermine that “configured to synchronize”
requires that the software component perfdrensynchronization directly, not “cause” another
component to do so indirecti$eeECF No. 1906 at 6-7. Yet in Samsung’s motion, Samsung
contends that the jury wa®t entitled to determine that “pvaed by” requires direct causation.
SeeMot. at 37. Samsung’s conflicting positions urstere the Federal Circuit’s prohibition
against arguing for a new claim construction atpbst-trial stage. It igoo late for Samsung to
propose a new construction of “provided by.”

2. “at least one synchronization processing thread”

Second, Samsung argues that even under Appiew of “provided by,” Windows Mobile
5.0 clearly disclosed at least osynchronization processing #ad created by a synchronization
software component. In addition to the “E-nidiContacts,” and “Calendar” Providers shown in
DX 317, Samsung claims that Windows Mobile &l€o included an “IMAP Mail” componend.
at 36. Samsung asserts that this IMAP Mail ponent satisfies the requirements of claim 20
because this component was configuresiytaichronize structured data and created a
synchronization processing thread. Under Samsuthgory, even if the E-mail, Contacts, and
Calendar components did not create thretdsIMAP Mail component did so, and claim 20
requires only one such thre&ke id.

Apple contests Samsung’s theory about th&Wail component. Apple claims that this
is “an entirely new invalidity argument that wad poesented to the juryOpp’'n at 35. Apple is
incorrect. During trial, Dr. Chadestified that in addition tthe three Provider components (E-
mail, Contacts, and Calendar), “there’s a fowdimponent here . . . there is in particular a

component called IMAP Mail component that cgnchronize data with IMAP Mail servers.” Tr.
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at 2193:21-2194:16, 2196:10-1ske als&SDX 3650 (Samsung demonstrative identifying the
“IMAP Mail Component”). Under gestioning by Apple’s counsel, D€hase further testified that
“The IMAP Mail component does eate a thread, yes. It's a siinenization processing thread.”
Id. at 2254:10-13. Thus, Apptannot credibly claim surige at this argument.

Alternatively, Apple argues thatreasonable jury could hagencluded that this evidence
was not clear and convincing proof of anticipati®he Court agrees. While Dr. Chase referred tc
the IMAP Mail component, his analysis was auys Of his testimony that Samsung cites in its
motion, only the portions above mention “IMARVhen asked to identify three synchronization
software components (which cla20 requires), Dr. Chase pointed oty‘three different classes,
E-mail, Contacts and Calendangt the IMAP Mail componentd. at 2195:9-14. Even if Dr.
Chase had presented the IMAP Mail componentéaigr detail, “a jury may properly refuse to
credit even uncontradicted testimon@uy v. City of San Dieg®08 F.3d 582, 588 (9th Cir.
2010). Although Dr. Snoeren did tdiscuss the IMAP Mail componespecifically, he opined to
the jury that he found no software compotsein Windows Mobilés.0 that provide a
synchronization processing thread: “Q. So er¢hanywhere in Windows Mobile a software
component that is specific to a data class, sisdB-mail, Contacts, or Calendar, and also provide
a thread to synchronize that data class? A. No, Ma’am, there’dchadt’2849:2-17. The
excerpted diagram from DX 317 also lacks anyrefee to IMAP. While this is a close question,
the Court must “view the evidence in the lightshfavorable to the nonmoving party . . . and dra
all reasonable inferencesthat party’s favor,Go Daddy 581 F.3d at 961, and Samsung bears tf
ultimate burden of proving invalidity by clear and convincing evidence.

Here, Apple presented sufficient evidencedaeasonable jury toonclude that Windows
Mobile 5.0 did not disclose “dast one synchronization preseng thread is provided by a
synchronization software component” becausedlevant software components “execute on pre
existing threads provided thercomponents, and do not provide a thread themselves.” Opp’n

335 Under cross-examination, Dr. Chase admitted that none of the “E-mail,” “Contacts,” and

® The parties have previously sidithat a “thread” is “a series of steps that a computer process
needs to complete.” ECF No. 1151 at 24 n.8.
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“Calendar” Providers thdte identified in DX 317 “creas3 a synchronization threa8ee idat
2254:4-21. Moreover, Apple’s expét. Alex Snoeren disagreedtwiDr. Chase’s infringement
opinion, based on independent reviefithe Windows Mobile 5.0 source code, and testified that
software components Windows Mobile 5.0 “provide a threadd. at 2848:10-2849:17. Samsung
did not call Dr. Chase to rebut D8noeren’s validity opinions.cdsordingly, the Court finds that a
reasonable jury could have found non-infringement on this basis.

Apple offers another alternative basis éonfirming the verdictthat claim 20 requires
three synchronization softv@components, and thalt three must “provide” a synchronization
processing thread. This argument is meritless becaosetradicts the plailanguage of claim 20.
Independent claim 11 (from which claim 20 deg®) recites “at least one synchroniziation
processing thread” that is “pral@d by a synchronization softwaztemponent.” Apple posits that
claim 11 “defines the characteristics of a syodimwation software component.” Opp’n at 36. This
argument distorts the claim language. Claim 1Zkstttat “a” componemhust provide “at least
one” thread, but does not say thaty and all components musbpide threads. Claim 20 further
requires at least two additional “software comgras,” but does not say that those additional
components must also provide threads. Tloeegthis argument has no basis in the claim
language.

For the foregoing reasons, the Court concludasttie jury’s verdicof no invalidity was
reasonable, and DENIES Samsung’s motion.

l. SEC'’s Liability for Indirect Infringement

The Defendants in this case are tifs@ensung entities: the Samsung Korean parent
company, Samsung Electronics Corporation (“SE@&r) two United States subsidiaries, Samsur
Telecommunications America (“STA”) and Samg Electronics AmericSEA”). ECF No. 1714
at 1047 (undisputed fact readthe jury that STA and SEA are subsidiaries of SEC). The jury
found SEC liable for direct infringement, inducimringement, and contsutory infringement

with respect to certain Saomgy products and Apple patefitSamsung moves for judgment as a

® This includes the following Samsung produfctsthe '647 patent: Admire, Galaxy Nexus,
Galaxy Note, Galaxy Note II, Galaxy S Il, G&aS Il Epic 4G Touch, Galaxy S Il Skyrocket,
41
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matter of law that SEC is not liable for indir@afringement for these products and patents, eithe
in the form of inducing infringement under 353.C. § 271(b) or contributory infringement under

35 U.S.C. § 271(c)The Court DENIES Samsung’s motidn.

Patent law provides that “wheer actively induces infringement of a patent shall be liable

as an infringer.” 35 U.S.C. § 271(b). A claim fmtively inducing infringement requires scienter
and mens re&lobal-Tech Appliances, Inc. v. SEB $181 S. Ct. 2060, 2068 (2011). Thus, to
prevail on an inducement claim, a patentee ralstv “first that tlere has been direct
infringement, and second that the allegedmger knowingly induced infringement and possesse
specific intent to encouraganother’s infringementKyocera Wireless Corp. v. Int'l Trade
Comm’n 545 F.3d 1340, 1353-54 (Fed. Cir. 2008) (m&quotation marks and citation omitted)
accord DSU Med. Corp. v. JIMS Co. Ltd71 F.3d 1293, 1306 (Fed. Cir. 2006) (en banc). “[M]er
knowledge of possible infringement by others does not amount to inducement; [rather,] specil
intent and action to inducefimgement must be provenDSU, 471 F.3d at 1305 (citation
omitted). Specific intent requires a “showing tha #tleged infringer’s actions induced infringing
acts and that he knew or shdtlave known his actions wouliduce actual infringementsld. at
1304 (citation omitted). “While proof of intent is nesary, direct evidence it required; rather,
circumstantial evidence may suffic&Vater Techs. Corp. v. Calco, Lt&50 F.2d 660, 668 (Fed.
Cir. 1988). “The requisite intent to inducdringement may be inferred from all of the
circumstances.ld. at 669. There is no requirement thaect evidence bmtroduced, nor is a

jury’s preference for citemstantial evidence over direct evidence unreasompablse’. Liquid

Galaxy S lllI, Stratosphere. ECF No. 1884 at 2, ¢Aded Verdict Form). This also includes the
followmg products for the '721 patent: Admire, Galaxy Nexus, Stratospliei.5, 6.

” Apple accused SEC of inducing only STA, not SEAInfringe the '647 and '721. ECF No. 1884
at 2, 5.

8 Samsung also argues that therelwamo finding of indirect infngement given that there is no
liability for direct infringemat by STA. Mot. at 38 (citindpynacore Holdings Corp. v. U.S.
Philips Corp, 363 F.3d 1263, 1272 (Fed. Cir. 2004), for theppssition that there can be a valid
finding of inducement and contributory infringementy if there is a predate offense of direct
infringement). Because the Court rejects Samsumgtions for judgment as a matter of law of
non-infringement of the '721 and the '647, theu@ rejects Samsung’s argument that there is no
liability for direct infringement and thus ontpnsiders here Samsung’s other argument that “evg
if there were direct infringement, therenig evidence to supportdfclaims for indirect
infringement.”ld.
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Dynamics Corp. v. Vaughan Cd49 F.3d 1209, 1219 (Fed. Cir. 200dpreover, “[tlhe drawing
of inferences, particularly in respect of an mtenplicating question . .is peculiarly within the
province of the fact finder #t observed the witnesseRblls—Royce Ltd. v. GTE Valeron Carp.
800 F.2d 1101, 1110 (Fed. Cir. 1986). A patenteeshibdarburden of proving inducement by a
preponderance of the eviden&eeFujitsu Ltd. v. Belkin Int’'l, Ing.No. 10-CV-03972-LHK, 2012
U.S. Dist. LEXIS 142102, at *120 (N.D. Cal. Sept. 28, 2012).

Here, there is sufficient evidence to supploetjury’s verdict that SEC induced STA to
infringe. As a preliminary mattethe requirement that the allejmfringer “knew or should have
known his actions would induce actual infringement necessarily includes the requirement that
she knew of the patentDSU, 471 F.3d at 13045lobal-Tech Applianced31 S. Ct. at 2068;
Mentor H/S, Inc. v. Med. Device Alliance, In244 F.3d 1365, 1379 (Fed. Cir. 2001). Apple
presented evidence that SEC knew about the p@d&nt and Apple’s algation of infringement
since August 2010 when Apple made a presemtat Samsung that Samsung was infringing the
'647, and knew about all Apple’s other patents since February 8, 2012 when Apple filed its
complaint. ECF No. 1714 at 1043 (undisputeddaetd to the jury); PX 132 at 15 (August 2010
Presentation to Samsung); PX 3003 at 33 (depasiti Jun Won Lee, Director of Licensing for

SEC) (describing how Apple told Samsung that Samsung was infgidgiple’s patentsSee

EON Corp. IP Holdings, LLC v. Sensus USA, IN@, C-12-1011 EMC, 2012 WL 4514138, at *1

(N.D. Cal. Oct. 1, 2012) (complaint suffices to establish knowledge element of induced
infringement).
Further, other facts presented at triavided sufficient circumsantial evidence for a

reasonable jury to conclude that SEC intendezhtmurage STA'’s infringement. The jury learned

STA sold more than 37 million accused units ia United States, and that STA bought these units

from SEC, its parent company. ECF No. 17142408-09 (Vellturo) (SEC shipped devices to STA
for sale in the United States); ECF No. 1713285-86 (Vellturo) (SE@anufactured, designed,
and shipped accused units to the United Statag$ate to carriers and customers by STA); PX

3001 (Justin Denison, Chief Strate@¥ficer at STA) (noting SEC iparent of STA). The jury also
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learned that some design teams at STA irlthiged States worked with and “under [the]
direction” of SEC’s research and development team in South Korea in order to help design,
develop, test, and commercialize Samsung teteaonication devices which STA sold in the
United StatesSeePX 3004 at 87-88 (Tim Sheppard, Vice Rdesat of Finance and Operations at
STA); see alsdCF No. 1716 at 1607 (testomy of Dale Sohn, CEO of STA, stating SEC made
the final decision to include thaperating platform in its phoneS§EC also exercised a high degre
of control over STA by directly setting the whehle price at which STA was to sell phones to
carriers in the United States. PX 30fi4188. Drawing all reasonabldenences in Apple’s favor, a
reasonable jury could find that SEC induced STivfringement, given that SEC controlled the
design and manufacture of theamphones which STA sold, andrdrolled the price at which

STA sold the devices to carriers in the United St&8es.Water Techs$850 F.2d at 668-69
(upholding district cours finding of specific intent to inade based on defendant’s knowledge of
the patent and because defendant helped direct infringer make the infringing product and exe
control over manufaate of the productRicoh Co., Ltd. v. Quanta Computer, Ir&50 F.3d

1325, 1343 (Fed. Cir. 2008eversing district court'summary judgment finding of no
inducement because defendant’s role as thgueisand manufacturer of the infringing products
“may evidence an intent sufficiently specifo support a finding of inducement.”).

Samsung’s arguments to the contrary fadmsung argues there is no evidence that SEC
had the specific intent required for inducementt.\Mb 38; Reply at 21. Samsung argues that eve
assuming SEC had knowledge of the '647 pat@ntJeffay’s testimony established SEC'’s belief
that it did not infringe the '64@nd that the '647 is not validnd thus Samsung did not know that
the acts it was inducingpnstituted infringementd. The Court is not persdad because this issue
is not one in which the evidence permits “only oeasonable conclusion,” as required for this
Court to grant Samsung judgment as a matter of law under Ruke&0onceptus, Inc. v. Hologic,
Inc., Inc., No. C 09-02280 WHA2012 WL 44237, at *8-9 (N.DCal. Jan. 9, 2012) (finding
sufficient evidence to suppqgury’s finding of indirect infringenent and rejecting argument that

because there was evidence that defendant belpaiediff's patent wasnvalid and not infringed,
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there was insufficient evidence to shmtent for indirect infringement)Vater Techs$.850 F.2d at
668-69 (finding defendant liable for inducement, dtespn asserted “subjeet belief that he had
a non-infringing [product]”) Ultimately, because “[ijntent isfactual determination particularly
within the province of the trier of fact,” thiso@rt sees no reason to digtuhe jury’s finding that
SEC had intent to induce infringemeRtji Photo Film CoLtd. v. Jazz Photo Corp394 F.3d
1368, 1378 (Fed. Cir. 2005) (declining to distjuty’s verdict because intent to induce
infringement “is a factal determination.”).

For the reasons above, sufficient evidence sigploe jury’s finding tht SEC is liable for
inducement. Accordingly, the Court need not retine question of whethéhe jury’s finding of
contributory infringement for #rse same products and patents ®alao supported by substantial
evidence because an additional finding on an alternative theory of indirect infringement will n
change the outcom&ee Apple920 F. Supp. 2d at 1111 (decliningéach whether jury’s finding
of induced infringement was supported by substbheti@ence in light of Court’s conclusion that
jury’s finding of direct infngement by SEC was supported ljpstantial evidence). Accordingly,
the Court DENIES Samsung’s motion for judgmena asatter of law that SEC is not liable for
indirect infringement.

J. Double Recovery

Samsung claims the jury’s verdict “createpe@rmissible double recovery” with respect to
the Galaxy S I, Galaxy S Il Epic 4G Touch, and Galaxy S Il Skyrocket (the “Galaxy S I
Products”). Mot. at 39. Samsung notes how in tiet fiase between therpas, Case No. 11-CV-
01846, there was a final judgment awarding damémgetesign patent infringement by the Galaxy S
Il Prodwcts, and that the award fthrese products reprsted Samsung’s profits, pursuant to 35
U.S.C. § 289ld. (citing ECF No. 2271 at 9-10, post-triaider recognizing that jury awarded
Apple 40 % of Apple’s calculation of Samsung’s p)f Samsung notes how in this case, the jur
awarded damages for infringement of utifigtents by the Galaxy S Il Products. ECF No. 1884

(Amended Verdict Form). Accordingly, Samsungicis the Court shouldeduct the full amount
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of the Galaxy S Il awards in this case as impssible double recovery at this time. Mot. at 39.
The Court DENIES Samsung’s request.

As a preliminary matter, the Court notes tihaenied Samsung’s motion in limine before
trial which effectively raised this same issuedsking the Court to exclude evidence of damages
on sales for which Apple had already obtainedward of Samsung'’s profits in the first caSee
ECF No. 1283-3 at 24-27 (motion); ECF No983t 3 (case management order). The Court
allowed evidence of other forms of damages fer@alaxy S 1l Products in this second trial on th
basis that if the judgment indHirst case is vacated by the Fed€ircuit, Apple would likely
wish to seek recovery in the form of lost pt®br reasonable royalty damages for those sales in
this second case. ECF No. 1411 at 24 (pretrialezente transcript). Given this possibility, to
prevent the necessity of holdinglamages retrial in the instant case, the Court issued a verdict
form in the instant case which separatedtbetdamages for the Galaxy S Il Products in the
relevant time periods for which aeges in both cases might overlap.

The Court declines Samsung’s request to detthe full amount of the Galaxy S Il awards
in this case at this time. Akis Court recognized at thedring concerning Samsung’s motion in
limine, seeECF No. 1411 at 23-24, it is well settled |dvat a patentee thegceives profits under
35 U.S.C. § 289 is not entitled to a further recoveryutility patent infringement from the same
sale.Catalina Lighting, Inc. v. Lamps Plus, In295 F.3d 1277, 1291 (Fed. Cir. 2002); 35 U.S.C.
§ 289 (a patentee “shall not twiceoeer the profit made from the iiigement.”). It is thus clear,
as Apple concedes, that Apple may only recaver form of damages for each infringing sale,
regardless of how many patetie Galaxy S Il Products infring&CF No. 1334-3 at 20 (Apple’s
opposition to Samsung’s motion in limine). Accargly, this Court has already assured Samsung
that the Court will not allow Apple to attairdauble recovery for each infringing sale of these
products SeeECF No. 1411 at 24. The only remaining quasis when this Court will take action
by formally eliminating any duplicative damages: efentering final judgmenn this case before
this case is appealed, as Samsung requestiieoappeals of both cases are resolved. The Court

already answered that question by holding at tk&ipt conference that after the appeals of both
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cases are resolved — and assuming “both surppea” — the Court will “onsult with the parties
[] to determine only one recovery for each sale.”

Samsung’s arguments to the contraryuaravailing. Samsung claims that because the
jury’s verdict in the instant case “creates” anictudes” a double recowerthe Court must deduct
the full amount of the Galaxy S Il awards from the verdict beforeentering final judgment in
this case and before this case goes up on apgealat 39-41. The Cotrs not persuaded. For
one thing, the verdict in the i@stt case does not in and okifs‘create” or “include” a double
recovery; it is only when Appleeceiveswo awards for each infringing sale that an impermissibl
double recovery occurs. The cases Samg<ites are not to the contraBee, e.gCataling 295
F.3d at 1291 (recognizing thance [the patenteegceivesprofits under § 289 for each sale, [the
patentee] is not entitled to further recovegnirthe same sale[.]”) (emphasis added). Samsung |
not yet paid Apple anything for Saorgy’s sales of Galaxy S Il Products.

Second, Samsung does not cite any case suggesting that in this context, where there
different cases with two separate judgmentmalges must be deducted before the second case
appealed. While it is clear that Apple may not actuabeivetwo awards for the same infringing
sale of a product, Samsung cites no case hotteiga patentee cannot have, pending on appeal,
two separate judgments—in twdfdrent cases—which grant tpatentee two possible forms of
damages for the same infringing sale. This is tfu@ton that will occur hee, as the parties have
already appealed the judgment in the first Camed the parties have suggested they will appeal t
instant case. Samsg’s citation toArlington Industries, Inc. Bridgeport Fittings, InG.No. 3:01-
CV-0485, 2010 WL 815466, at *4 (M.D. Penn. Mar. 3, 20aff)d per curiam 477 Fed. Appx.

740 (Fed. Cir. 2012) (unpublished), is unavailibpt. at 41. There, where a jury had awarded
both the full amount of the patentee’s request fsr poofits and a reasonable royalty for the samg
sales, the district court rejectdte patentee’s request to erjtetgment as determined by the jury

and delay deduction of double recovégm the judgment until after appe#d. The court reduced

® Samsung’s opening brief to the FealeCircuit included an appeal tife infringer’s profits award
with respect to the Galaxy S Il ProdsicBrief of the Petitioner-Appellam\pple, Inc. v. Samsung
Elecs., Ltd.No. 14-1335 (Fed. Cir. Ma23, 2014), Docket No. 33.
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the total award before entering judgmedt.The Federal Circuit summarily affirmed the opinion
without reasoningSee477 Fed. Appx. 740. Critically, howevétlington involved a double
damages award e same cas@nd did not hold or suggest thveien there are two cases with
two separate judgments, damages must Haaled before the second case is appediien

that there is no clear statement of law on tteses the Court finds no reason to deviate from its
previous decision to address thsue of double recovery after aab of both cases are resolved.
This decision is most efficient. Notably, if tHourt strikes the damages awarded in the instant
case as impermissible double recovery now, and then the judgment of design patent infringe
in thefirst case gets vacated on appeal, this Court will have to reinstate the damages award if
case on remand after the appeal of this casestre\pple actually receives damages for each

infringing sale, assuming the judgment of infringainia this case withstands appellate reviéw.

9 The same goes for Samsung’s other cited c&ses.e.gAero Prods. Int'l, Inc. v. Intex
Recreation Corp.466 F.3d 1000 (Fed. Cir. 2006) (revagsas impermissible double recovery
district court’s denial of defelant’s post-trial motion and cowstjudgment entering a jury award
of damages same caséor both patent anddademark infringementCataling 295 F.3d at 1291-
92 (reversing judgment in one easvolving double award of infriger’s profits and reasonable
royalties).

" The Court denies Apple’s request that B@urt calculate a supplemtal damages award and
prejudgment interest in Case No. 11-CV-0184thisttime. Despite thiact that the Court
previously ruled that it would wait until the appealshe first case are resolved before calculatin
supplemental damages and prejudgment interest in thasea&€;F No. 2271 at 6, 8 (March
2013 post-trial order); ECF No. 2947 at 3 (damagésal post-trial order declining Apple’s
request to reconsider Court’'sasion), Apple in its oppositiotdo Samsung’s motion for judgment
as a matter of law in Case No. 12-CV-00630 renews its request for a supplemental damages
and pre-judgment interest in Case N®-CV-01846. Opp’n at 40-41. Apple’s request is
procedurally improper, as it is mageconnection with briefing in theecondcase between the
parties, not théirst case. Second, the Court rejects Agprequest on the merits. Apple now
claims that the Court deferred the award in padbtain appellate guidance on how supplements
damages should be calculated, tatt in light of the fact tha®amsung has not challenged this
Court’s rulings on supplemental damages in its apeappellate brief, the Federal Circuit will not|
“be providing any further guidance on supplemkdémages.” Opp’n at 40. However, this Court
previously explained that obtairg the Federal Circuit’'s guidanckdth as to the meritas well as
to how to calculate supplemental damages,regicoceeding with aaccounting, is the most
efficient and acceptable way to proceed.’F8d0. 2947 at 3 (emphasis added). The Court
continues to conclude that itrisore efficient to wait for the Federal Circuit’s guidance on the
merits issue of whether Samsung’s produdisnge Apple’s patents before calculating
supplemental damages and prejudgment interest in thatSmekeCF No. 2947 at 3 (citinfntron,
Inc. v. BenghigtNo. Civ.99-501 (JRT/FLNR003 WL 22037710, at *16 (D. Minn. Aug. 29,

2003)).
48
Case No.: 12-CV-00630
ORDER GRANTING IN PART AND DENYING IN PART SAMSUNG’S MOTION FOR JUDGMENT AS A
MATTER OF LAW

nent

N thi

awa




United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

Accordingly, consistent with this Court’s m§ at the pretrial confence, the Court will, if
necessary, “consult with the parties [] to deteeronly one recovery for each sale” after the
appeals of both cases are resolved. ECF1Mb1 at 24. The Court widlllow for appropriate
briefing on the double recovery issue at that tififtee Court DENIES Samsung’s motion to dedud
any double recovery from the verdict at this time.

K. Infringement of Claim 15 of the '239 Patent

Samsung’s '239 patent is directed to a “reenatleo transmission system.” Against Apple

Samsung asserted claim 15, which recites:

15. An apparatus for transmission of data, comprising:

a computer including a video capture modoleapture and compress video in real
time;

means for transmission of said captuvedeo over a drilar frequency.

'239 Patent cl. 15. The jury found that noneldd three accused Apple products (iPhone 4, iPho
4S, and iPhone 5) infring8eeECF No. 1884 at 11. Samsung seeks noeligt as a matter of law of
infringement. The Court finds that substanéi@idence supports the jusyerdict and DENIES
Samsung’s motion.

As an initial matter, Samsung claimsth[n]o reasonable jury” could find non-
infringement because “substantial evidence wasgnted to concludeatin 15 was infringed.”
Mot. at 44. Samsung invokes the wrong legal stan@aeh if substantial edence could support a
contrary verdict, Samsung must shovaek of substantial evidence thiavors the existing verdict,
such that “only one reasonalitonclusion” is possibl®stad 327 F.3d at 881. Here, substantial
evidence supports the non-imigement determination.

Samsung focuses on three limitations in clabnarguing that Apple’expert, Dr. James
Storer, made improper arguments for each litioita First, Samsung argues that Dr. Storer
incorrectly testified thathe claimed “video capture module’risstricted to a “video card,” must
receive analog signals, and must be pluggadanother compomé. However, Samsung
mischaracterizes the trial teabny. In explaining his non-infringeent opinion, Dr. Storer stated
that he reviewed a bill of materials for aocused iPhone 5 (Tr. at 2738:24-2739:8), a live

disassembly of an iPhoneif.(at 2741:8-25), and the testimonyAgple engineer Roberto Garcia
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(id. at 2738:13-23) to determine that the accu®mdces do not capture video. Contrary to

Samsung’s position, Dr. Storer expressly acknowledged that “[c]laim 15 only requires a video

capture module,” not a video card, and opined that no such module exists in the accused phdgnes

Id. at 2742:6-15. Dr. Storer did testify that norgmnent of the accused phones receives “analog
video,” and “[tlhere’s no& cable being plugged in coming from a remote soufdedt 2743:10-
17. This was not improper argument of claianstruction. Samsung did not request claim
construction of “video capture module”—evemwtigh the Court provideds&minute construction
of other terms in claim 15 at Sanmg’'s request. Thus, the jury was entitled to evaluate the plain
and ordinary meaning dlie term based on the evidence at tBaleECF No. 1301 at 5. Dr. Storer

testified that he personally worked with videsgpture modules in the 1990s, and that the iPhone

\"ZJ

lacked such hardwar8ee idat 2727:2-15. Furthermore, Samsulid not object to this testimony.
SeePrice v. Kramey 200 F.3d 1237, 1252 (9th Cir. 2000) (notingttfailure to object to testimony

waives argument on appeal).

—h

Next, Samsung claims Apple offered impropgguments about “means for transmission ¢
said captured video over a cellular frequency.” Toeirt construed this term to mean: “one or
more modems connected to one or more celtelaphones, and software performing a software
sequence of initializing one or mocommunications ports on safdparatus, obtaining a cellular
connection, obtaining said captured video, aadgmitting said captured video.” ECF No. 1532 at
14. Samsung claims that Dr. Storer gave improperiops that a “port” rquired a specific kind of
hardware, and that “connected to” requmesable. Again, Samsung mischaracterizes the
testimony. Dr. Storer told the jutihat the “electrical connectiofetween chips” that Samsung’s
expert identified in the accused iPhones were not “ports” as uoderat the '239 patent’s priority
date. Tr. at 2751:14-2752:9. While.[Btorer referred to a lack “cables” connecting the iPhones
to any modemsd. at 2745:6-14), he also opined that fthones’ baseband processor—which
Samsung’s expert identified as the claimed “ematl—could not be “connected to one or more

cellular telephones” because the basebaadgsisor was itself part of the phore &t 2745:15-
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2746:18). Thus, Apple presented reasoned expeartiass based on the Court’s claim construction

that the jury could have credited.

Finally, Samsung contends that Apple improperly tried to limit “video” to “something other

than streaming video and video frames.” Mait45. At trial, Samsng argued that Apple’s
FaceTime application trangimvideo. In response, Dr. Storerttesd that “[t]here is no video at
all on FaceTime” because “an individual framensated and then itismmediately transmitted,”

and disagreed with Samsung’s expert becausesiiig)e frame is not video.” Tr. at 2754:1-2ge

also id.at 2713:10-2714:3 (Garcia testimony regarding absence of video in FaceTime). Samsung

did not object to this testimony and now idensfi@ reason why these opinions contradict the
plain and ordinary meaning of “video.” Dr. Séoragreed on cross-examination that his expert

report used the phrase, “the FaceTime igppbn prepares to transmit videad (at 2781:10-17),

but this does not amount to an admission that FaceTime employs “video” as claimed, particularly

because Mr. Garcia distinguished between “video” and “a video fratheit(2713:20-23).
Additionally, Samsung argues that Dr. Storanpared the accused products to commercial
embodiments of the '239 patent, instead efc¢laim language. Samsung’s argument is misplacegl.

As detailed above, Apple presented specifidence about its accused products and why they d

7

not infringe. Samsung points fgangen Inc. v. Hoechst Marion Roussel, Imthere the Federal
Circuit reversed summary judgment of non-infringent@dause the district court relied solely on
commercial embodiments, and thus “eschewed tharadmrinciple that the accused device must
be compared to the claims rather than poederred or commerci&mbodiment.” 314 F.3d 1313,
1347 (Fed. Cir. 2003). However, that is not theagitin here. The jury hedusubstantial evidence
in addition to Dr. Storer’s dcussion of the inventors’ aetyroducts, and also received
instructions to “not compare the Samsung and &gpimmercial products to each other.” ECF Nq.
1847 at 32seeMotorola, Inc. v. Interdigital Tech. Corpl21 F.3d 1461, 1470 (Fed. Cir. 1997)
(denying new trial where patentee made only fetapassing references” to commercial products
and “the jury instructions prodg cautioned the jury not to agpare commercial embodiments to

determine infringement”).
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The jury needed to conclude that only arfi¢he limitations of claim 27 above was not
present in the accused iPhones to reach a verdictminfringement. The jury received substantia
evidence to conclude that any of several litiotas were not infringed. Accordingly, Samsung’s
motion regarding infringement tiie '239 patent is DENIED.

[ll.  CONCLUSION

For the reasons disaed above, the Court:

(1) DENIES Samsung’s motion for judgment as dtenaf law of non-infringement of claim 9 of
the '647 patent.

(2) DENIES Samsung’s motion for judgment as a mattéaw of invalidity of claim 9 of the '647
patent.

(3) DENIES Samsung’s motion for judgment as a mattéaw of invalidity of claim 8 of the '721
patent.

(4) DENIES Samsung’s motion for judgment asater of law of non-infringement of the '721
patent.

(5) GRANTS Samsung’s motion for judgment as a matter of law that Samsung did not willfully
infringe the '721 patent.

(6) DENIES Samsung’s motion for judgment as dtemaof law of invalidity of the '172 patent.

(7) DENIES Samsung’s motion for judgment as dtenaf law of invalidity of claim 25 of the
'959 patent.

(8) DENIES Samsung’s motion for judgment as dtemaof law of invalidity of claim 20 of the
'414 patent.

(9) DENIES Samsung’s motion for judgment as a mattéaw that SEC is not liable for indirect
infringement.

(10) DENIES Samsung’s request that the Couttudethe full amount of #gnGalaxy S Il awards as
impermissible double recovery.

(11) DENIES Samsung’s motion for judgment as a maftéaw of infringement of claim 15 of the

'239 patent.
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IT IS SO ORDERED.
Dated: Septembe®, 2014 g z'aq t‘ ‘ ‘ E‘ L

Lucy H. k@R
United States District Judge
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