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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC., a California corporation, Case N0.12-CV-00630LHK

Plaintiff, ORDERGRANTING IN PART APPLE’S
V. MOTION FOR ONGOING ROYALTIES
SAMSUNG ELECTRONICS CO., LTDa
Korean corporation; SAMSUNG
ELECTRONICS AMERICA, INC., a New Yorl
corporation; and SAMSUNG
TELECOMMUNICATIONS AMERICA, LLC,
a Delaware limited liability company

[PUBLIC REDACTED VERSION

Defendants.
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After a jurytrial and resolution of post-trial motions, on September 3, 2014, Alpyle
(“Apple”) moved for ongoing royalties for any continuing infringemenShynsung Electronics
Co., Ltd, Samsung Electronics America, Inc., and Samsung Telecommunications &rhefic
(collectively, “Samsung). SeeECF No. 1959. The Court ordered the parties to brief the issues
whether Apple is entitled to ongoing royalties at all, andgotiper amount odnysuch royalties
ECF No. 1978. The Court finds Apple’s motion suitable for decision without oral argument
pursuant to Civil Local Rule 7-1(b), and therefore VACATES the hearing sBefmember 18
2014. Having considered the lawetrecad, and the parties’ arguments, the C@&IRANTS

Apple’s motion, but modifies the scope of Apple’s requested relief as discussed below.
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BACKGROUND

On May 5, 2014a jury reached a verdiut this casefinding in part that Samsung
infringed Apple’s U.S. Patent Nos. 5,946,647 (the “'647 patent”), 8,046,721 (the 721 patent”
and 8,074,172 (the ’172 patent”). ECF No. 1884. On May 23, 2014, both parties filed motio
for judgment as a matter of law, and Apple filed a motion for a permanent injunSeeitCF
Nos. 1895-3, 1896-3, 1897-3. On August 27, 2014, the Court d&ppd’s request for a
permanent injunction. ECF No. 1954. On August 29, 2014, Apple filed a notice of appeal to
Federal Circuit regarding denial of the permanent injunction. The Court subsegesolthedhe
parties’ motions for judgment as a matter of law. ECF Nos. 1963, 1965.

On September 3, 2014, Apple filed the instant motion, seeking ongoing royalties for an
future infringenent by Samsung. ECF No. ¥5Apple demands royalties from Samsung for any
continuing sales of the products for which the jury found infringement, and for any Samsun
products “not more than colorably different” from the adjudicated products. ECF No. 1959
(Apple’s Proposed OrderApple claims that the jury awardeer-unit royalty rates 0$2.75for
the '647 Patent, $2.30 for the '172 Patent, and $1.41 for the '721 Paterégaedts the same
rates for any future infringemengee id.

On September 9, 2014, the Court set schedules for briefing both Apple’s entitlement tg
ongoing royalties and the proper amount of any such royalties, and askedidsetpaddress the
effect of Apple’s motion on entry of final judgment in this case. ECF No. 1966. On Sept2#)

2014, Samsung sought an extension of time to respond to Apple’s motion. ECF Nos. 1969, 1

On September 15, 2014, Apple opposed Samsung’s request for an extension. ECF No. 1975.

After considering the parties’ submissions, the Court adjubtdatiefing stiedules. ECF No.
1978.

Regarding Apple’s entitlement to ongoing royalties, Samsung fil€dpgosition on
September 22, 2014. ECF No. 1986-3. On September 29, 2014, Apple filed its Reply. ECF
2001. On October 6, 2014, Samsung filed an administrative motion seeking leave to file a SU

Reply (ECF No. 2013), which Apple opposed on October 9, 2014 (ECF No. 2032). The Cour
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granted Samsung’s request (ECF No. 2049), and Samsung filed its Sur-Reply on Cxt@bad
(ECF No. 2050).

As to the proper quantity of ongoingyalties, m September 22, 2014, Apple filed its
opening brief and supporting materials. ECF No. 1985-3. On October 6, 2014, Samsung file
Response with supporting declarations. ECF No. 2015-2. On October 14, 2014, Appie filed i
Reply. ECF No. 2046-3.

Il. LEGAL STANDARDS

In their briefs, the parties make many conflicting (and sometimes inconsisétaments
about the nature dheongoing royalties remedy. As a result, the Court briefly reviews the
relevantlegal standards.

An ongoing royalty permits an adjudged infringer to continue using a patentntionfor
a price. SeePaice LLC v. Toyota Motor Corps04 F.3d 1293, 1313 n.13 (Fed. Cir. 2007)
(defininganongoing royalty and distinguishirgcompulsory Icense). The Federal Circuit has
identified 35 U.S.C. § 283, which authorizes “injunctions in accordance with the principles of
equity,” as statutory authority for awarding ongoing royaltigse idat 1314 (citing 8 283%kee
alsoMark A. Lemley, The Ogoing Confusion Over Ongoing Royalties, 76 Mo. L. Rev. 695, 69
99 (2001) (analyzing authority for ongoing royalties under 88 283 and 284). Accordingky, whi
this remedy involves monetary relief, there is no Seventh Amendment right to jufpitraadgong
royalties. See Paice504 F.3d at 131%6 (“[T]he fact that monetary relief is at issue in this case
does not, standing alone, warrant a jury trial.”).

The Federal Circuit has helldat ongoing royaltiearea discretionary remedy. “There are
several types of relief for ongoing infringement that a court can considércéh) grant an
injunction; (2) it can order the parties to attempt to negotiate terms for figearef the invention;
(3) it can grant an ongoing royalty; or (#xan exercise its discretion to conclude that no forwarg
looking relief is appropriate in the circumstance®/hitserve, LLC v. Computer Packages, ,Inc.
694 F.3d 10, 35 (Fed. Cir. 2012)Under some circumstances, awaglgn ongoing royalty for
patentinfringement in lieu of an injunction malge appropriate.”Paice 504 F.3cat 1314.

However, the remedy is not automatiawading an ongoing royalty whereecessaryto
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effectuate a remedy, be it for antitrust violations or patent infringementndogsstify the
provision of such relief as a matter of course whenever a permanent injunctodnngosed Id.
at 1314-15.

The Federal Circuit hasot addressed the burden of prémfongoing royalties. However,
other courts have placed the burden on the pate@esative Internet Adver. Corp. v. Yahoo! Inc.
674 F. Supp. 2d 847, 855 (E.D. Tex. 2009) (“When injunctive relief is denied under the traditi
four factor test and the Court instead considers whether an infringer should pay &g cogaity,
the Court finds that the burden of proving damages remains with the pafentee.”

Determination of ongoing royalties differs frawaluationof a reasonableoyalty during
trial because the jury has reached a liability verdiat other ecomic factors may have changed
“Prior to judgment, liability for infringement, as well as the validity of theepgtis uncertain, and
damages are determined in the context of that uncertainty. Once a judgméeidityfarsd
infringement has beeentered, however, the calculus is markedly different because different
economic factors are involvedAmado v. Microsoft Corp517 F.3d 1353, 1362 (Fed. Cir. 2008)
A district court may also consideadditional eviénce of changes in the parties’ kairgng
positions and other econongecumstances that may be of value inedetining an appropriate
ongoingroyalty.” ActiveVideo Networksdnc. v. Verizon Commc'ns, In694 F.3d 1312, 1343
(Fed. Cir. 2012)but sed_emley, suprg at 70405 (“Juries are already required to assume that th
patent is valid and infringed when setting past damages. There is no reason to tlaskitigahe
same question twice should produce different answers in most cékesriptes omitted)

1. DISCUSSION
Apple and Samsung have three sets of disputes. Fanstsung argues that Apple is

procedurally barred from seeking the remedy of ongoing royaliesond, Samsung contends in

the alternativehat Apple is not entitletb any ongoing royalties for any Samsung products. Third,

assuming that Apple is entitled to a remedtig, parties dispute the proper ongoing royalty rates.

The Court addresses these disputes in order.
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A. Samsung’s Procedural Arguments

Samsungresentsa host of procedural arguments as to why Appf®w precluded from
seekingongoing royaltiesand why the Court should postpone resolution of Apple’s motion.
Apple disputes eaclf these argumenisnd contendthat it has not forfeitedny rights The Court
determines that Apple is not barred from requesting ongoing royaltiebgfogdsons below.

1. Waiver

Samsung first argues that Apple waived ongoing royalties by failing to idémsfyemedy
in various pretrial filings.Samsung observes that Apple did not offer any expert testimony on
ongoing royalties or raise the issue in motions for pre- andveodiet judgment as a matter of
law, new trial,or a permanent injunctiorSeeECF No. 19863 at 23. In particular, Samsung
claims that Apple failed to request ongoing royalties in the parties’ Joint Ahéhdéial
Statement, and that Apple’s “boilerplate” reference totyajther remedy to which Apple may be
entitled,including all remedies provided for in 35 U.SC. 88 284, and 285 and under any other
was insufficient to preserve the issud. at 4;ECF No. 1455-1 at 3Relatedly, Samsung argues
that Apple also failed to include ongoing royalties in the scope of injuncties reguested, which
was limited to annjunctionprewenting “further acts of infringement.” ECF No. 145%413.

Apple responds that it adequately preserved ongoing royalties in the Joint Amegitied P
Statement by requestinglf damages adequate to compensate for Samsunfigrggement of
Apple’s asserted patents, anchimevent less than a reasonabolgalty for Samsung’s acts of
infringement.” ECF No. 2001 at 2. Apple notes that the Federal Cirdadicecharacterized
ongoing royalties as a “reasonable royalty” ghti of ongoing infringement, such that Apple’s
request for a “reasonable royalty” encompassed that remédfquoting 504 F.3d at 1315).
Additionally, Apple submits examples of pretrial statements in other-easeliding Paice—
where the parties did hexpressly request an “ongoing royalty,” but no waiver occurgss, e.gq.
ECF No. 20024 at 3(pretrial statement iRaicg seeking “monetary damages in the form of a

reasonable royalty”

! See als&CF Nos. 2002-1 at 6 (Joint Final Praal Order,Mondis Tech. Ltd. v. Hon Hai

Precision Indus. CoNo. 2:07€V-565 (E.D. Tex.)), 2002-2 at 18 (Order on Final Pretrial

Conferencel/P Engine, Inc. v. AOL, IncNo. 2:11ev-512 (E.D. Va.)), 2002-3 at 3 (Joint Pfreal
5
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Additionally, Samsung points to this Court’s August 21, 2014 Order denying Samsung’
motion for judgment of invalidity under 35 U.S.C. 8 101. ECF No. 1952. There, the Court
rejected Samsung’s attempt to raise § 101 defenses against two Appls foatere first time after
trial. The Court determined that Samg failed to preserve § 101 defenses because Samsung
not identify that legal theory in expert reports, dispositive motions, or the Joinideaé retrial
Statement See idat 45. The Court noted that tiNinth Circuit has “consistently held thasues
not preserved in the pretrial order have been eliminated from the a&idddl. Retail Clerks
Union v. Bjorklund 728 F.2d 1262, 1264 (9th Cir. 1984), and thaheory will be barred if not at
least implicitlyincluded in the orderEagle v. Am. Tel. & Tel. Co769 F.2d 541, 548 (9th Cir.
1985). Now, Samsung argues that these same principles should preclude Apple frogn seekin
ongoing royalties SeeECF No. 1986-3 at 3.

Under these circumstances, the Court concludes that Apple did not waive ongaltiggoy
Apple concedes that it did not use the words “ongoing royalties” in the Joint Amendéal Pretr
Statement or itpre- and postrial motions. Howeveithroughout this litigationApple has
consistently requested royalties to compengatall Samsung infringemenSee, e.g.Compl.

(ECF No. 1) at 13-14; Am. Compl. (ECF No. 2@1)1213. As noted above, in the Joint Amende|
Pretrial Statement, Apple requestedl Hamages adequate to compensate for Samsung’s
infringement of Apple’s asserted patents, andarevent less than a reasonablgalty.” ECF No.
14554 at 3. Thus, Apple’s request for ongoing royalties was at least “implicitlyded” in this
filing. Eagle 769 F.2d at 548. By contrast, Samsung did not identify § 101 in the Joint Amen
Pretrial Statemerdt all, despite identifying other statutory defenses (such as 88 102, 103, and
112). SeeECF No. 1952 at 3. Moreover, Samsung had raised 8§ 101 much earlier in this case]
then abandoned that defense in its expert reports and pretrial filings. Apple, on th@aothdras

consistently sought compensatory royalties for all infringing activity.

In its SurReply, Samsung contends that Apple’s reference to “royalties” or “damages” |n

the Joint Amende@retrial Staterant could not encompass ongoing royalties becthaes a

Order,Creative Internet Adver. Corp. v. Yahoo! Indo. 6:07cv354 (E.D. Tex.)). However, the
Court notes that the patenteeMondisrequested “a running royalty to compensate it for any
continuing infringement.” ECF No. 2002-1 at 12.
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remedy under 35 U.S.C. § 283, not “damages” under § 284. ECF No. 2050 at 2. Samsung i$

correct that the Federal Circuit has characterized ongoing royalties as ableqeitnedy
authorized unde§ 283. See Paice504 F.3d at 1314-16 (analyzing ongoing royalties under § 28
and finding no Seventh Amendment right to jury trisarsaw Orthopedic, Inc. v. NuVasive, Inc.
515 F. App’x 882, 882 (Fed. Cir. 2012) (“An ongoing royalty is not the same as an accounting
damages$). However thisdoes not mean that Apple’s request for “royalties” and “damages” is
insufficient toinvoke a request for ongoing royaltieBhe Federal Circuit has also referred to an
ongoing royalty as a “reasonable royaltyaice 504 F.3d at 1315léscribing the requested relief
as“a reasonable royalty in light of the ongoing infringemienAs Apple notes, other courts have
awarded ongoing royalties even though the patentee generally sought agbé@soyalty” or
compensatory damageSee, e.g. ECF No. 2002 at 3(pretrial statement iRaice).?

Samsung does not cite any case law where ongoing royalties were deemednhaned
patentee sought damages and “in no event less than a reasonable boyalig’notemploythe
words “ongoing royalty.” Rather, Samsung cites two cases relating to waeitdrer controlling
and both distinguishahleSeeECF No. 19863 at3. InElvis Presley Enterprises$nc. v. Capece
the Fifth Circuitaffirmeda rulingthat the plaintiff in a trademark case waiadaccounting of
profits. 141 F.3d 188, 206 (5th Cir. 1998). The plaintiff listed “injunctive relief, damages, and
attorneys’ feesinder the Lanham Act” in the pretrial order, but not an accouofipgofits. Id. In
finding waiver, the court relied on the fact that the Lanham Act has a sgaaftiision for an
accountingof profitsthat“lists it separately from damagesld. That is not the situation here,
however, because there is no expstatutory provision in the Patent Act that separately lists

ongoing royalties. Next, iRamos v. Davis & Geck, In¢he District of Puerto Rico found that the

plaintiff waived a claim foffront pay” as to one cause of action, but based this result on the fa¢

that the plaintiff expressly requestérbnt pay” for a separate cause of actidd68 F. Supp. 765,

771 (D.P.R. 1997). Again, that is not what occurred here. Apple has consistently sought

2 Samsung argues that if § 283 does not govern ongoing royalties (as a form ofvmjunct

relief), then Samsung is entitled to a jury trial under the Seventh Amend®eeECF No. 1986-3
at 4 n.1. This argument is misplacdehiceexplained that § 283 governs ongoing royalties, and
that there is no right to a jury trial. 504 F.3d at 13154h@eed, in a later brief, Samsung cites
Paiceand argues that no jury trial is requireseeECF No. 2015-2 at 3.
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compensatory royalties for all infringing activitpverall, Samsung has not demonstrated that
Apple waived the issue of ongoing royalties.
2. Timeliness

Aside from waiverSamsung calls Apple’s request for ongoing royaltiesiatimely
second postrial motion.” ECF No. 1986-3 at 5. Samsung points to the Court’'s March 5, 2014
scheduling order for postial motions, which stated thagéch side maylgé one motion for
judgment as anatter of law and/or motion for new trigpostirial motion’)” and “[elach
prevailing side may file one motion for a permanent injunction.” ECF No. 1398 at 4. Samsun
claims that Apple’s motion is an additional “motion to alter or amend a judgment’ BadeR.

Civ. P. 59(e), and therefore an untimely post-trial motion not authorized by the Cohetkibng
order. According to Samsung, Apple needed to raise ongoing royaltiaktetamtive relief in its
motion for permanent injunction.” ECF No. 1986-3 at 5.

Apple characterizes the situatidifferently. “Apple agreeshat its request for an ongoing
royalty may le characterized as a Rule 59(e) motion to ‘alter or amamdiganent’” under Rule
59(e), but claims that this motion is not a “post-trial motion” as defined in the Cathéddirg
order because it is not a “motion for judgment asadter of law and/or motion for new trial
ECF No. 2001 at 6-7Apple also claims its motion is “early” because the Court has not yet entg
final judgment.ld. at 7. Appleclaimsthat at least one other district court has allowed a patente
to seekongoing royalties after losing a permanent injunction reques. Warsaw Orthopedic,

Inc. v. Nu\asive, Inc, No. 08€CV-1512, slip op. at 1 (S.D. Cal. June 10, 2013) (“[T]he Court
denedWarsaw’s motion for a permanent injunction and ordénecparties to brief the mattef
ongoing royalties).

The Court finds that Apple’s motion is nottumely. The Court’s March 5, 2014
scheduling order (ECF No. 1398) addressed only motionssgagganew trial, judgment as a
matter of law, and permanent injunctions. Apple’s motion does not fall within any of those
categories, and is therefore not foreclosed by that scheduling order Apide filed its motion
for ongoing royalties only onseek after the Coudenied a permanent injunction, whicbgates

Samsung’s claims of untimeliness.
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Samsung@ssemns that Apple forfeited ongoing royalties by not requesting that relief at the
same time it moved for a permanent injunctiémple argues tht briefing both issues
simultaneously would force patenteds take the conflicting position that money damages are
inadequate, while simultaneously proposing money damages to remedy tlgemént.” ECF
No. 2001 at 6.However,Samsung claims that gpties routinely request an ongoing royalty in the
alternative te—and at the same time-as request for a permanenjunction barring the sale of
the infringing product citing Bard Peripheral Vascular v. W.L. Gore & Associat@g0 F.3d
1171, 1178 (Fed. Cir. 2012)dcated in part476 F. App’x 747 (Fed. Cir. 2012)), a@edrdance
Corp. v. Amazon.com, In&30 F. Supp. 2d 333, 336 (D. Del. 2010). ECF No. 1986-3 at 6.
However, both of those cases are merely examples of patentees simultareskisty IBth an
injunction and ongoing royaltie€.g, Cordance 730 F. Supp. 2d at 336G0brdance filed a
motion for permanent injunction or, in the alternative, imposition of an ongoing réyaleither
case holds that this is a procedural requirerieitcordingly, the Court determines that Apple’s
motion is not untimely.

3. Jurisdiction

Next, Samsung challenges this Court’s jurisdiction to decide Apple’s motipple A
appealed this Court’s denial of Apple’s request for a permanent injunction, befolgiosn of the
parties’ motions for judgment as a matter of law or entry of final judgment in g8es 8aeECF
No. 1955. Apple appealed under 28 U.S.C. § 1292(c)(1), which permits appeals to the Feder
Circuit from interlocutory orders refusing injunctionSee als@ 1292(a)(1); Br. of PlAppellant
Apple Inc. at 1, Case No. 14-1802 (Fed. Cir. Oct. 3, 2014) (“This Court has jurisdiction over th
denial of a permanent injunction under 28 U.S.C. § 1292(9)(1According to Samsung, Apple’s
interlocutory appeal “divested the Court of jurisdiction” for any “overlappinder&tbetween
Apple’s requests for a permanent injunction and for ongoing royalties. ECF No. 1986-3 at
Samsung posits that ongoing royalties involve several issues common to a permaneitrinjunc

such as the adequacy of monetary relief and consumer demand for the infringeetifatgures.

3 The Court notes that delaying a motion fogoing royalties until after resolution of a

permanent injunction motion (as Apple has done here) may delay entry of final judgment
discussed below.
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See idat 89. Apple disagrees, claiming that its request for ongoing royalties “is digtnt the
injunction issue raised on appeal.” ECF No. 2001 at 8.

The Court finds Samsungigrisdictionalarguments unpersuasiv8amsung’s theory that
ongoing royalties are inextricably bound to the permanent injunction appeal is notedyyahe
law that the parties have citetiThe filing of a notice of appeal is an event of jurisdictional
significance—it confers jurisdiction on the court of appeals and divests the district court of its
control over those aspects of the case involved in the appg@agys v. Provident Consumer
Discount Ca.459 U.S. 56, 58 (1982). The Ninth Circuit has held that its jurisdiction under
§1292(a)(1) (fonnterlocutory injunction orders) extends “only to the ‘matters inextricably boun
up with the injunctive order from which the appeal is takeRdige v. Cal. 102 F.3d 1035, 1039
(9th Cir. 1996) (quotin@elfRealization Fellowship Church v. Anand® F.3d 902, 905 (9th Cir.
1995))* However, it is firmly established that an appeal from an interlocutory order does not
divest the trial court of jurisdiction to continugth other phases of the casd?lotkin v. Pac. Tel.
& Tel. Co, 688 F.2d 1291, 1293 (9th Cir. 198&¢e alsd-airchild Semiconductor Corp. v. Third
Dimension (3D) Semiconductor, Indlo. 2009-1168, 2009 WL 790105, at *1 (Fed. Cir. Mar. 25,
2009)(“Although a district court may not proceed with matters involved with the injunctedh.its
.. or make findings to support its injunction while the injunction is on appedhe district court
may proceed with the litigation and permit discoveryeerulings on summary judgment, or hold
a trial on the merits)”(internal citations omitted)

Samsung citeRaigeto support its argument that the Court lacks jurisdiction over any
overlapping issues in Apple’s appe&8eeECF No. 1986-3 at 8. Howek, the Ninth Circuit’s
guidance in that case is instructive as to why Samsamguments are misplaceBaigeinvolved
an interlocutory appeal of an order granting a preliminary injunati@discrimination class
action suit. 102 F.3d at 103The dstrict court enteed the injunction based ais decisions

regarding class certification and sunmgnpudgment, and the defendants sought interlocutory

4 Both sides rely on Ninth Circuit law regarding jurisdiction, but do not address whether

regional or Federal Circuit law would apply to this Court’s jurisdicti@h.Int’| Elec. Tech. Corp.
v. Hughes Aircraft Co476 F.3d 1329, 1330 (Fed. Cir. 200A\Vg apply our own law, rather than
regional circuit law, to questions relating to our own appellate jurisdittion.
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review of those underlying decisions. The Ninth Circuit held ttheg €lass certification order in
this case is inextricably bound up with the grant of the interim injunction,” and thajuhetion
could not be upheld “without also upholding the certification of the €lddsat 1039. The court
also exercised jurisdiction over the summary judgment order “because ¢i@mlided in the
injunction was based on the fact that the merits of the disparate impact issuerhszbbled

Id. at 1040. ThusRaigeindicates thapredicate issues that are necessary to resolution of an
injunction are “inextricably bound up with” an interlocutory appeal and thus removed from the
district court’s jurisdictiorduring the appealSee als®ates v. United Parcel Serv., Ind65 F.3d
1069, 1076 (9th Cir. 200§)Because the district coustlegal authority to grant the injunction
stemmed from its holding that UPS violated the ADA and the &al# laws, those holdings are
‘inextricably bound upiith its injunction?).

Here, Apple’'srequest for ongoing royalties is not “inextricably bound up with” the
permanent injunction appealUnlike the class certification and summary judgment rulings in
Paige determiningApple’s entitlement to ongoing royalties was not necessary for resolving
Apple’s permanent injunction motion. Indeed, Apple did not move for ongoing royaltiesftentil §
the Court denied a permanent injunction. Samsung contends that “the amount ohdeanete
to compensate Apple” is “involved in the appeal” because Apple must argue thatnponeta
damages are inadequate compensation. ECF No. 1986-%pe#ifically, Samsung claims that
the permanent injunction appeal affects applicatiath@Georga-Pacific factors(for purposes of
determining ongoing royalties) because issues such as the probative vappedd patent
licenses and demand for the patented features must-bpérged].” Id. at 9. This argument fails
because mere factual overlbetween issues does not demonstrate that those issues are
“inextricably bound” to each other. This Court’s permanent injunction order did not address t
GeorgiaPacificfactors or reasonable royaltieSeeECF No. 1954. As Apple points out, many
disaeteissues regarding liability and damagdeluding application oGGeorgiaPacific) were
also disputed ithe parties’ motions for judgment as a matter of, lamt Samsung did not argue
that Apple’s appeal divested this Court of jurisdiction to resolve those moaekCF No. 2001

at 8. Indeed, rulings on preliminary and permanent injunctiegsire some analysis of liability
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andremedieswhich overlap factually with other issues, but § 1292 allows for interlocutory
appeals of injunction ordevghile a case proceedefore the district courtBecausaletermination
of ongoing royalties is not inextricably bound up with Apple’s permanent injunctiommoti
Apple’s appeal has not divested this Court of jurisdiction.
4, Request for Stay

As a futher procedural alternative, Samsung asks that “[i]f the Court finds that the
jurisdictional question is even close, the Court should avoid potentially wastefuégiogs by
staying this case pending resolution of Apple’s interlocutory appeal.” ECF No. 198®3 a
Samsung claims that decididgple’s ongoing royaltiesnotion now would waste resources
because the pending appeal may affect or obviate ongoing royalties. ThesCopersuaded and
DENIES Samsung’s request to stay resolution of Appbeigoing royaltiesnotion

First, as explained above, the Court does not find Samsung’s jurisdictional quexten cl
The fact that there may be some overlapping issues that are relevant to bathreeperjunction
and ongoing royalties does not divest this Court of jurisdiction. Samsung has natlpdrthe
Court that there is a substantial risk of “having the same issues before tvwsostowltaneously”
(ECF No. 1986-3) because the pending appeal involves the propriety of an injunctioaBenger
Inc. v. MercExchange, LLG47 U.S. 388 (2006), not the merits or calculation of ongoing
royalties.

Second, the Federal Circuit has indicated that ongoing royalties must be resawéal pri
entry of final judgment.Last year, irRobert Bosch, LLC v. Pylon Manufacturing Cotpe

Federal Circuit held that a district court can enter a final appealable jutibefere adjudicating

damagedecause damages fall within the scope of an “accounting” under § 1292(c)(2). 719 R.

1305, 1308 (Fed. Cir. 2018n banc) However, in a prior nonprecedential opinion, the Federal
Circuit stated that “[aj ongoing royalty is not the & as an accounting for damages” and must
therefore be resolved before entry of final judgmeWwte“agree with Warsaw that even assuming
Rule 54(b) would give this court jsdiction over a claim that igihal except for an accounting’

within the meaning of 28 U.S.C. § 1292(c)(Rk case is not ‘final’ because the district court has

not yet determined ongoing royaltiesNarsaw 515 F.App’'x at882 (emphasis addedjee also
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Hynix Semiconductor Inc. v. Rambus Ji&Q9 F. Supp. 2d 951, 987 (N.D. Cal. 2009) (notingahaf
request for ongoing royalty may preclude final judgment). Apple and Sarosoogr that
Warsaw and noBosch applies here SeeECF No. 2001 at 9 (Apple: “a stay will leave any appei
in limbo”); ECF No. 2015-2 at 3 (SamsungVvarsaw. . . found that ongoing royalties under § 283
do not fall within the finality excepin under § 1292(c)(2)”) Therefore, stayinthis issue as
Samsung proposes would preclude entry of final judgment and prevent the partiegdfeaimg
anyremaining issuesther thardenial of a permanent injunction for Apple.

Samsung argues that the Court should postpone resolution of ongoing royaltiesdarehe
reasons that it postponediculation ofsupplemental damages and prejudgment inteGetECF

No. 1986-3 at 11. In its poserdict motion for judgment as a matof law, Apple sought

supplemental damages for pestdict infringement, as well as prejudgment interest on the jury’s

damages award. The Court “agree[d] that an award of supplemental damagesaynbees,”
but found it “appropriate to delay the consideration of evidence of actual posteatdictnd
calculation of supplemental damages until after the completion of the appeal irséiisEaF
No. 1963 at 18-19. Likewise, the Court “declinefgiple’s request that the Court calculate and
award prejudgment interest at this time before any appeal is resoldedt’24. The Coumvas
able to postponthosecalculationsdecause they do not preclude final judgment. However, as
explained above, ongoing royalties must be addressed before entry of final judgoheppeal of
anyremaining issues

Samsung also identifies two other litigatierBP Engine, Inc. v. AOL IncCase No. 2:11-
cv-512 (E.D. Va.) andCreative Internet AdvertisinGorp. v. Yahoo! IngNo. 6:07ev-00354JDL
(E.D. Tex.)—where the parties litigated ongoing royalties, but subsequent Federat Gaasions
on the underlying merits of those cases rendered ongoing royalties fesiCF No. 19863 at

11-13. However,Samsung’s argument that resolution of Apple’s ongoing royalties motion can

> The Court observes that Apple has tried to expedite the pending permanent injunction

appeal. SeeApple’s Opp’n to Samsung’s Mot. for a 30-Day Extension (ECF No.A&)le, Inc.
v. Samsung Elecs CdNo. 14-1802 (Fed. Cir. Oct. 24, 2014). Further delaying entry of final
judgment here could prompt two separate appeals regarding denial of a pelimjanetion and
all other issues, which could be inefficient and favors prompt resolution of Applessngng
royalties motion
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stayedgnoresWarsaws instruction that ongoing royalties must be adjudicated prior to a full
appeal.

For the foregoing reasons, the Court disagrees with Samsung’s procedytaisdictional
objections to Apple’s motion and denies Samsung'’s reqoissay resolution of this motion

B. Apple’s Entitlement to Ongoing Royalties

The Court turns to the parties’ second set of disputes—whether Apple is entitled ttgong
royalties foranycontinuing infringement.This issue precedesy analysi®f the proper amount
of ongoing royaltieswhich the Court addresses in a sepasattion below.

Apple and Samsung disagree about the legal stanfderdistermining entitlement to
ongoing royalties Apple insists that it is entitleger seto ongoing royalties: “In the absence of an
injunction, a patentee is entitled to receive ongoing royalties . . . .” ECF No. 1958 at &. Appl
furtherstates that permanent injunctions and amgooyalties share the same statutory basis
(8 283), but claims that “[d]ifferent legal standards apply to each type df @kergiaPacific for
an ongoing royalty anedBayfor a permanent injunction.” ECF No. 2001 at 4-5. On the other
hand, Samsungrgues for the first time in its S&eply that ‘GeorgiaPacificis a test for
determining the amount of a royalty as legal damag#syhether a plaintiff is entitled to the
equitalle remedy of an ongoing royalty.” ECF No. 2050 at 3. According to Samsung, the four
factoreBaytest for injunctive relief is also the standard for determining entitlememtgoing
royalties and ‘the test for entitlement is based on the court’s equitable discfetdn

The parties’ argumentonflate the standards for determinegitlemento ongoing
royalties as opposed to tamountof any such royaltiesApple claims thaGeorgiaPacificis the
“legal standed . . . for an ongoing royalty. However,GeorgiaPacificaddressedetermination of
the amount of a reasonable royahyough a hypothetical negotiatiomotwhether a patentee is
entitledto an ongoing royalty under § 283. On the other h8athsung characterizeBayas
holding that the four-factor test for permanent injunctions “isviledi -established’ and
‘traditional test forany equitable relief Id. at 3 (emphasis added). This overextezBlay
which addressed permanent injunctions, not ongoing royatbies, e.g547 U.S. at 393 (referring

to “traditional equitable princlps in deciding respondent’s motidor a permanent injunction
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(emphasis added)). Samsung cites no cases that apply the four-factor pempametion test to
ongoing royalties. Indeed, it is unclear how the Court could apply the seBagthcto—“that
remedies available at law, such as monetary damages, are inadequate to comperaate for th
injury”—to an award of ongoing royaltiesd. at 391.

The Federal Circuit haastructedthat entitlement to ongoing royalties is a matter of
discretion for the district court, focusing on whether the patentee hasegcempensation for
continuing infringement. Contrary to Apple’s argument that it is enfé¥dseto ongoing
royalties,the Federal Circuihas plainly stated that a district coucah exercise its discretion to
conclude that no forwarlboking relief is appropriate in the circumstante#/hitserve 694 F.3d
at 35 see alsd’residio Components, Inc. v. Am. Tech. Ceramics Cé62 F.3d 1351, 136Fed.
Cir. 2012)(“This oourt reviews the district coug’decision to impose an ongoing royalty, in light
of its denial of a permanent injunction, for abuse of discretiom’Paice the Federal Circuit
explained that[tu]nder some circumstanceawardirg an ongoing royalty for patemtfringement
in lieu of an injunctiormaybe appropriate,” and that such a remedy should not be proaded “
matter of course whenever a permanent injunction is not imgo56éd F.3d at 1314-15
(emphases addedyee also Bard670 F.3cat 1178(citing id.).

While a patenteeloes noautomatically receive ongoing royaltieslieu of a permanent
injunction, he Federal Circuit has indicated that a prevailing patentee should receivensatigm
for anycontinuing infringementSeeTelcordia Techs., Inc. v. Cisco Sys., Jitd.2 F.3d 1365,
1379 (Fed. Cir. 2010)An award of an ongoing royalty is appropriate because tldetpports
the district cours finding that Telcordia hasot been compensated for Cisco’s continuing
infringement.). BecauseéApple could filepiecemeatomplaintsagainst Samsung for future
infringement, avarding ongoing royalties at this stagay avoid “an endless succession of
lawsuits presenting the sanssue.” Lemley, suprg at 697. Accordinglythe Federal Circuit has
repeatedly approved the practice of granting ongoing royattiesmpensate a patentee for
continuing infringementSee Paice504 F.3d at 1316Amadqg 517 F.3dat 1362;ActiveVideo 694
F.3d at 1343Bard, 670 F.3d at 1193. Wtiple districtcourts have followeé&aiceand awarded

ongoing royalties in lieu of an injunctiorsee, e.g Telcordia Techs. v. Cisco Syslo. 04-876,
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2014 U.S. Dist. LEXIS 51076, at *18 (D. Del. Apr. 14, 20(@ayarding ongoing royalties);
Carnegie Mellon Univ. v. Marvell Tech. Grp., Lttllo. 09-290, 2014 U.S. Dist. LEXIS 43042, at
*124 (W.D. Pa. Mar. 31, 20143ame),Depuy Synthes Prods., LLC v. Globus Med., INo. 11-
652, 2014 U.S. Dist. LEXIS 61450, at *24 (D. Del. Mar. 28, 2009ndis 2012 U.S. Dist.
LEXIS 60004, at *22-24.

Having addressetiihe standard for determining a patentee’s entitlement to ongoing
royalties the Court turns tthe partiesadditionalargumentsegardingApple’s entitlemento
ongoing royalties under the present circumstances.

1. Double Recovery

Samsung’s first argument is thipple improperlyseeksdouble recovery for certain
infringing saledecause Apple is already entitled to supplemental damages fergpdist
infringement. SeeECF No. 1986-3 at 13; ECF No. 2050 at Geherally, the double recovery of
damages is impermissibleAero Prods. Int’l, Inc. v. Intex Recreation Cqrp66 F.3d 1000, 1017
(Fed. Cir. 2006).

In its post-verdict motion for judgment as a matter of law, Apple sought “[sJupptame
damages through judgment.” ECF No. 1&B&tii. Noting that Apple wanted supplemental
damagesthrough the date of judgment for infringing sales not considered by the juryCdhis
agreed thatan award of supplemental damages is necessary here, as there are salel thewhig
jury did not make an award, because they occurred after the jury reached as"v&@F No.
1963 at 17-18. Thus, Apple has sought and obtangtement tssupplenental damages
beginning the day after the jury’s verdict through the date of final judgment,amaunt to be
determinedhfter resolution of any appeals

In seeking ongoing royalties, Apple initially sought compensation for infrgngroducts
“that are sold on oafter the date of thig?roposedPrder” ECF No. 1959. However, after
Samsung raised the possibility of double recovery, Apple changed positions ancgoests that
such ongoing royalties start from the date of the denial of the permanent omuiactd Apple will
accept this remedy in lieu of supplememtaimages.”ECF No. 2001 at 10. Apple claims that

under this amended request, “there will be no double-countidg.”
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In light of Apple’s shifting positions, the Court concludes that Apple may reeower
appropriate ongoing royalties only after entry of final judgment, and supplandamages for any
postverdict, prejudgment infringement. In its Reply in support of ongoing royalties, Apple
changed course and now seeks ongoing royalties starting on August 27, 2014 (the Gatet
denied a permanent injunction), waiving supplemental damages after thatidatever, &

Apple’s request, the Court has already awarded supplememeages througthe anticipated
entry offinal judgment. Having invited the Court to grant this remedy over Samsung’siobjec
Apple may not arbitrarily choose new dates for its remedsee Pegram v. Herdri¢h30 U.S.
211, 227 n.8 (2000) (“Judicial estoppel generally prevents a party from prevailing in one phas
case on an argument and then relying on a contradictory argument to preweither phase.”).
Accordingly, Apple may recover supplemental damages for the period betweenfeh&ywerdict
and entry of final judgment, and any ongoing royalties onlyfioingement after entry of final
judgment. This obviates any concern over double recovery.

2. Notice

Samsung next asserts theduity weighs heavily against a grant of an ongoing royalty.
ECF No. 1986-3 at 14Samsung’s primary argument is lack of notice. Samsung claims that
“Apple remained silent about its intention to file an alternative motiomfjonctive relief,” which
prevented adequate discovery into “the likely godigment circumstances” necessary to assess
ongoing royaltiesld. Samsung also insinuates that Applgoal “is not recompense for genuine
injury, but rather to prejudice Samsundd.

Samsung’s arguments merely repeat its waiver arguments under the rubgaiof.” For
the reasons explained above, the Court rejects Samsung’s arguments regavdingnddack of
notice. Samsung'speculativeallegations regarding Apple’s motives do not affect Apple’s
entitlement to remedies.

3. Judicial Resources

The patiesargueabout whether imposing ongoing royalties would waste or conserve

judicial resources These arguments boil down to two issues: (1) whether there is any continui

infringement of the '172, '721, and '647 Patents, and (2) whether Apple can seek ongoingsoy
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for Samsung products “not more than colorably different” from the devices thatytfeynd to
infringe.
a. Continuing Infringement

Samsung claims that there is no need for continuing remedies because it nanfoingesi
any of the '172, '721, and '647 PatenSeeECF No. 1986-3 at 15. According to Samsung, “[n]o
Samsung product released since 2012 has even been accused of infringing the ‘172 or ‘721
patents’ and “Samsung long ago designed around these patents.” ECF No. 1986-Zattd5.
the '647 Patent, Samsung represents that “pastict sales of the accused products in this case
have already endg’ and that the only version of the Galaxy S Il product on sale “incorgsfate
different code” than the relevant infringing source colde.

In support of these assertions, Samsung submits multiple declara@iore; Kerstetter,
Vice President oBusiness Planning at Samsung Telecommunications America (“STA”), tagrs
STA has stopped importing into the United States the Admire, Galaxy Nexugy Glalge, Galaxy
S II, Galaxy S Il Epic 4G Touch, Galaxy Sll Skyrocket, and Stratosphere dquuzkcts. ECF
No. 20158 (“Kerstetter Decl.”) § 3Kerstetterdoes not represent that STA has stopped selling
these products. Howevéderstetter does represdhfait STA has stopped selling the Galaxy Note
Il and certain Galaxy S Ill models, though thosedpicis may have “retail availability.rd. 4-5.
Samsung also submits declarations from Juhui Lee and Sungwoo Cho, both Samsung enging
who state that Samsung has changed the source code for the accused Browser agdrMessen
applicationsyespectively, in any remaining Galaxy S 11l produdECF Nos. 2015-11 (“Lee
Decl.”), 2015-12 (“Cho Decl.”). Finally, Samsung relies on a new declaration tsoempert for
the '647 Patent, Dr. Kevin Jeffay, who opines based on the Lee and Cho Declarations that thg
current versions of the Browser and Messenger applicaidhg Galaxy S Il products do not
infringe asserted claim 9 of tH647 Patent. ECF No. 2015-10 (“Jeffay Decl.”) 11 39, 45, 52.

In response, Apple contends that Samsung’s repegsrTd are insufficient to demonstrate
noninfringement, particularly regarding the '647 Pate&S#eECF No. 2001 at 12-13For
example, Apple faults Samsung for gotarantemg that the accused source code is no longer

present in any Samsung products currently on the market. ECF No. 2046-3 at 2. Apple also
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submits a declaration from its damages expert, Dr. Christopher Vellturo, aihs¢based on
third-party investigations) thaetailers are still offeringhe Galaxy S Ill and Galaxy Note 1. ECF
No. 19854 (“Vellturo Decl.”) 11 910. Generally, Apple asserts that “Samsung has not remove
the patented features entirely,” but offers no specific evidence to prove cogtinfiingement.
ECF No. 2046-3 at 2.

Apple does not ask the Court to determine at this point whether Samsung continues tog
infringe. SeeECF No. 2046-3 at 2Moreover, gven the limited record regardiramypost-verdict
infringement by Samsung, the Court declines to do so for purpo#igs afotion Regardlessfi
Samsungs correct that it no longer infringes with respect toatdidicategoroducts, that fact
does not foreclose ongoing royalties. If Samsung no longer imports or sellsthayadfudicated
products, then it does no¢ed to pay angngoing royalties and suffers no hardship from that
remedy Moreover, as this Court previously noted in connection with evaluating a permanent
injunction, the absence of current infringement does not foreclose future infangéfrhe fact
that Samsung may have stopped selling infringing products for now says nothing habut w
Samsung may choose to do in the futur&pple, Inc. v. Samsung Elecs. (%09 F. Supp. 2d
1147, 1161N.D. Cal. 2012)aff'd in part, 735 F.3d 1352 (Fed. Cir. 2013) (footnote omitted).

While Apple could resort tbling new lawsuitsto address any continuing infringemesge Aspex

Eyewear, Inc. v. Marchon Eyewear, In672 F.3d 1335, 1344 (Fed. Cir. 2012), ongoing royaltie$

mayreduce unnecessafyturelitigation. Thus, Samsung’s assertions that it no longer infringes
not prevent imposition of ongoing royalties.
b. Products “not more than colorably different”

In its proposed order, Apple seeks ongoing royalties “as to products adjddaai&inge
the '647,°’172, and '721 patents, respectively, and as to products not more than colorabht diff
therefrom” ECF No. 1959. Samsumgotests thathis proposed language is overly broad and wi
“perpetuate satellite litigation” about whether coiased Samsung products are “colorably
different” from the accused infringing productSeeECF No. 1986-3 at 16-17/Samsung claims
that Apple has initiatedostlyenforcement proceedings at the International Trade Commission

against other competitors after obtaining exclusion orders against certaintpraduc
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Samsung’s concerns are premature. In the injunction context, this Courelaay al
observed that the “not more than colorably different” provision is standard in injunctiofsNd&C
1954 at 38. The Federal Circuit has explained and applied this standard for contemptmyscesg
regarding injunctionsSee TiVo Inc. v. EchoStar Caorp46 F.3d 869, 882 (Fed. Cir. 20X&h
banc) (Instead of focusing solely on infringemettte contempt analysis must focus initially on
the differences between the features relied upon to establish infringement aratlihed features
of the newly accused products.”). Several district courts have used this languageptbsng
ongoing royéties. For example, iBianco v. Globus Madal, Inc., Federal Circuit Judge William
Bryson (sitting by designation) ordered ongoing royalties for tractetseisappropriation, noting
that “[a]n order basing ongoing royalty payments on future saleoséttinree products implicitly
extends to any products that are not colorably different from those prddicts2:12CV-00147-
WCB, 2014 U.S. Dist. LEXIS 89777, at *36-37 (E.D. Tex. July 1, 204€@ also/irnetX Inc. v.
Apple Inc, No. 6:13CV-211, 2014 U.S. Dist. LEXIS 159013, at *16 (E.D. Tex. Mar. 6, 2014)
(including “products not colorably different from those adjudicated at)trfgdv’'d in part 767
F.3d 1308 (Fed. Cir. 2014y ondis 2012 U.S. Dist. LEXIS 60004, at *7{8ame)Creative 674
F. Supp. 2d at 854.

Samsung citeBractus, S.A. v. Samsung Electronics &ban example where a court
refused to employ the “not colorably different” language and limited ongoingiesyt
“adjudicated models.’No. 6:09CV-203, 2013 WL 1136964t *3 (E.D. Tex. Mar. 15, 2013).
There, the plaintiff argued that least 25 unadjudicatdzlit not tolorably differentphones
should be considered in the ongoing royalty rate analysis,” and that “this nurnbemcrease
after discovery.ld. at *2. The district court decided not to include this “elusive target” in the
ongoing royalty analysis, but “without prejudice to Fractus filing a sepacétm involving these
products.” Id. While theFractuscourt exercised its discretion to decline to adjudipatelucts
that were‘not colorably different,” as noted abowapstother courts havadjudicated'not
colorably different” products. Moreover, theactuscourt recognized that the plaintiff could
simply file new lawsuits to target new infringing produc8milarly, Apple could file new

lawsuits against Samsung for future infringeme®&msung does not address the likelihood that
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new enforcement lasuitsby Apple would require the “further motion practice, discovery and
expert disputes” that Samsung decries here. ECF No. 1986-3 at 17-18.

Samsung also argues that Apple’s proposed language for ongoattiesois “far broader
even tharwhat it proposed for its permanent injunction” because Apple tried to enjoin only
“features,” not “products Id. at17. Inits proposed permanent injunction, Apple targeted
“software or code capable of implementing any Infrindiegture, and/or any feature not more
than colorably different therefrom.” ECF No. 1895-4. This Court noted that Apple’s proposeq
injunction was relatively narrow because it “targets only specific featusesntire products.”
ECF No. 1954 at 38Such narrowing was appropridiecause Apple sought to enjoin a variety of
activities such as “developing, designing, [or] testing” source code “caphinigplementing any
Infringing Feature.” ECF No. 1895-4.

Herg Apple seeks ongoing royalties for “products not more than colorably different
therefrom” ECF No. 1959. Apple does not respond to Samsung’s objectioApplé indicates
that it wants royaltiefor “products with the software found to infringe or software that is not magre
than colorably dilerent therefrom.”"ECF No. 2001 at 14. The Court is not convinced by
Samsung’s assertion that Apple’s request is “far broader” thggrdpesed permanent injunction.
The Federal Circuit explaingtat the “not colorably different” inquiry focuses ohétfeatures
relied upon to establish infringementriVo, 646 F.3d at 882. Thus, any analysis of future
Samsung products wourltkcessarilyocus on the relevant infringing features. The jury heard
considerable evidence regarding the value of the infringing features, sodlot reflects the
jury’s apportionment of the valud those featuret theadjudicated products. Applying ongoing
royalties by product instead of feature is reasonable under these circumstances

5. The Jury Verdict

Finally, Samsung argues that the jarygamages verdict reflects a lump sum, which mean
that Apple has received a otise compensation for ghlast and future infringemenSeeECF
No. 1986-3 at 18. Furthermore, Samsung contends that if the jury verdict is ambiguous, it is

impossible to award ongoing royaltieSee d. at 1819; ECF No. 2015-2 at 1.
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Samsung has already raised and lost this argument. In opposing Asaple’srequest for
supplemental damageSamsung argued that the jury must have awarded a lump sum instead
perunit royalty. The Court rejected this thedagcause the verdict contains no express stateme
about whether the damages award encompéssge infringement, the verdict form chart with
respect to the Galaxy |l products referred to sales uptte “Present,” and Dr. Chevalier also
presented a pearmit reasonable royalty theoay trial. SeeECF No. 1963 at 19-2@iting
Telcordig 612 F.3d at 1378, antfhitserve 694 F.3d at 35-38)For these reasonthe Court
previously concluded thatBecausehe record suggests it is plausible that the jury intended to
award Apple damagemly for past infringing sales, the Court cannot conclude that the jury
necessarily awarded a lurspm award intended to cover past and future infringeimdatat 22.
Accordingly, the Court awarded supplemental dam&geer the same reasons, the Court
disagrees with Samsung’s interpretation of the yandict.

6. Summary of Entitlement to Ongoing Royalties

Apple has not received compensation for any continuing infringement by San@emg.
Telcordig 612 F.3d at 1379 (stating that “an ongoing royalty is appropriate” because the pate
“has not been compensated for . . . continuing infringement”). Without ongoing roytakiksis
an increased chaeof duplicative litigation and successive lawsuits. Exercising its equitable
discretion, the Court finds that Apple shoudeive ongoing royaltiasnder these circumstances
However, the Court restricts any ongoing royalties to the period aftgradriinal judgment
because Apple has already obtained entitlement to supplemental damagss$\vferdict, pre-
judgment infringement.

C. Amount of Ongoing Royalties

The Court now addresses the proper calculation of ongoing royaitestEederal Circuit

has recommended thahé district court may wish to allow the parties to negotiate a license

6 Samsung claims that when the jury recalculated damages for the Galgprpdicts under

the '172 PatentseeECF No. 1884 at 9), the junnly reallocated damages watlt changing the
total award, which indicates a lump su®eeECF No. 20132 at 1. The Court already rejected
this speculative argumens€eECF No. 1963 at 21 n.7). The jury might have made a mistake in
first calculation, and then appliegarunit rate when recalculating damages. Indeed, as shown
the charts below, the jury’s updated verdict reflects a nearly uniforurpieroyalty for all
adjudicated products under the 172 Patent.
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amongst themselves regarding future use of a patented invention before imposiggiag on
royalty.” Paice 504 F.3d at 131&ee alsad. at 1316-17 (Rader, J., concurring) (suggesting tha
negotiation be a requirement). District courts have followed this recommendatoddsing
private negotiationsk.g, Hynix, 609 F. Supp. 2d at 987.

Here, these parties have been negotiatinghdno#f since August 2010, or well over four
years. SeeTr. at 1046:16-21. The Court hpiesided over three jury trials between these parties
(in the above-captioned case and in Case N&€\1-D1846) and ordered private negotiations
multiple times. After the May 5, 2014 jury verdict, thgarties conducted furtheegotiations, but
to no avail. SeeECF N0.1894. In August 2014\ pple and Samsung settled all of their worldwidg
patent disputes, except the).S. litigations. SeeVellturo Decl.  46. Furthermordye briefs here
demonstrate that the parties still vigorously dispute ongoing royalties awpesison almost all
issues. Therefore, the parties’ behavior indicates that any order to negiogjateg royalties is
likely to be futile and only delay the entry of final judgment. The Court therefteentiees
ongoingroyalty rate from the briefing.

As noted above, the Federal Circuit has held“fllaere is a fundamental difference .
between a reasonable royalty forqexdict infringement and damages for poestelict
infringement,”and that‘the calculus is markedly different because diffesmmnomic factors are

involved.” Amadq 517 F.3cat1361-62. A district court may consider “additional ernde of

changes in the partiebargaining positions and other econorircumstances that may be of valué¢

in determining an appropriate ongoirgyalty.” ActiveVide9694 F.3d at 1343 [T]he Federal
Circuit has not delineated specific economic factors for courts to assess iroargangalty
context.” Telcordig 2014 U.S. Dist. LEXIS 51076, at *5. HoweverBard, the Federal Circuit
approved certainasespecific factors‘The court also considered other economic factors,
including that Bard an@Gore compete directly with respedo surgicalgrafts, Gore profits highly
from itsinfringing products, Gore potentially facstsffer losses that include a permanent
injunction if Bard prevails in a second lawsuaihd Bard seeks adequate compensaiahlacks

incentive to accept a lelb-marketdeal” 670 F.3d at 1193.
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Courts have used tligeorgiaPacific factors to evaluate postverdicthypothetical
negotiation for ongoing royaltiesAs Judge Bryson statétihe courts have often used the so-
calledGeorgiaPacific factors in assessing how the changed circumstances would produce a
royalty rate in a hypothetical pegérdict licensing negotiation that was different from the royalty
rate the jury selected based on a hypothetical licensing negotiation at theobufsEngement.”
Biancqg 2014 U.S. Dist. LEXIS 89777, at *8 (Bryson, J.). Accordingly, to assess ongoing
royalties, the Court considers the law regarding reasonable royaltiesGeatgiaPacific. See
Georgia-Pac. Corp. v. U.S. Plywood Caqrp18 F. Supp. 1116, 1120 (S.D.N.Y. 1970).

1. Rates in the Jury Verdict

Generally, the jury’s damagesvard s a starting point for evaluating ongoing royalties.
See Bard670 F.3d at 1193 (affirming ongoing royalty that “should be higher than the 10%
reasonable royalty rdtset by the jurY); Biancqg 2014 U.S. Dist. LEXIS 89777, at *7 (noting that
the Eastern District of Texas hahsistently looked to the jury’s verdict as te&tfting point for
determining postjudgment damaggd'elcordig 2014U.S. Dist. LEXIS 51076, at *13 [C]ourts
frequently impose a post-verdict ongoing royalty rate that is higher thareeneble royalty
foundat trial for past infringemeri). Here, the parties argue about what royalty rates the jury
might haveinterded to award AppleThe jury awarded aggregalamages for each product found
to infringe each patent, but did not specifiyy @erunitrate ECF No. 1884 at 9ln interpreting an
ambiguous verdidbrm, this Court has “broad discretion” to determinéhie verdict figure
represented pastfringement as well agngoing infringement."Telcordiag 612 F.3cat 1378 see
also Whitserve694 F.3dat 35-38.

Apple seekper-unit royalty rates 0$2.75 for the '647 Patent, $1.41 for the '721 Patent,
and $2.30 for the 172 Patent, for both adjudicated products and all “not more than colorably
different” products. ECF No. 19590 arrive at these rates, Dr. Vellturo reverse enggteer
jury’s verdict Vellturo Decl. 11 13-22Dr. Vellturo attempd toexplain the verdicby dividing the
jury’s award for each product by his own propossskonable royaltieés determine what
percentagef his proposal the jury appliedd. § 16. Dr. Vellturo conclude$(1) the jury reached

agreement on pamit royalties for each patent, (2) the jucglculated the ratio between its rates
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and my royalty rates; (3) the jury applied those ratios to the reasonable royalty damages for each
product provided at PX222A1.24, which was discussed during closing arguments; and (4) the jury
modified the amount in the last line (‘Stratosphere’) to obtain a round total damages figure to be
included in the answer to question 9 on the Amended Final Verdict.” Id. § 18. As an example, Dr.
Vellturo determines that the jury awarded 22% of his proposed royalties for the 647 Patent. 1d.

9 16. Based on this ratio, Dr. Vellturo multiplies his original proposed per-unit royalty for the 647
Patent ($12.49) by 22% to reach a per-unit rate of $2.75. Id. ] 17.

Samsung interprets the verdict differently. Dr. Chevalier renews Samsung’s argument that
the jury must have awarded a lump-sum royalty, not a per-unit royalty—an argument that this
Court has rejected. ECF No. 2015-9 (“Chevalier Decl.”) § 13-14. Next, Dr. Chevalier disagrees
with Dr. Vellturo’s calculations from the jury verdict because they do not explain the actual
damages award. See id. § 10. For the 647 Patent, for example, Dr. Chevalier claims that Dr.

Vellturo’s formula does not produce the jury’s award for Samsung’s Admire product:

jury agreed per / [ Dr. Vellturo's per || [ damages figure for

unit royalty rate
|

=| | unit royalty rate *| Admire on '647 patent

| from PX222A1

for '647 patent | for '647 patent

[ 75/umit /1%17 49/unit ) | *[$34.096.139]
=§$7.507.156.31

Id. §9. Dr. Chevalier notes that the jury actually awarded $7,599,178, which exceeds Dr.
Vellturo’s estimate by $92.021.69 (or about 1.2%). Id.  10; see also id. Ex. 2.

Although Apple’s estimated per-unit rates are roughly consistent with the jury verdict, the
Court finds no basis for estimating the per-unit royalties as Apple suggests. The jury verdict and
undisputed numbers of infringing units (shown in Dr. Vellturo’s Exhibit 3) reflect the following

per-unit rates for the adjudicated products:

’647 Patent Award Units Rate (Award/Units)
Admire $7,599,178

Galaxy Nexus $3,158.,100

Galaxy Note $1,677,740

Galaxy Note II $8.684.,775

Galaxy S II (AT&T / T-Mobile) | $8,625,560

Galaxy S II Epic 4G Touch $10.,165,134
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Galaxy S II Skyrocket $2.,467,265

Galaxy S IIT $52,404,721

Stratosphere $3,908,152

Total $98.,690,625

721 Patent Award Units Rate (Award/Units)
Admire $1,372,696

Galaxy Nexus $867,281

Stratosphere $750,648

Total $2,990,625

’172 Patent Award Units Rate (Award/Units)
Admire $2,655,675

Galaxy Nexus $1,579,050

Galaxy Note $1,166,343

Galaxy S I (AT&T / T-Mobile) | $4,019.400

Galaxy S II Epic 4G Touch $5.849.662

Galaxy S II Skyrocket $1,178,904

Stratosphere $1,494.716

Total $17,943,750

See Vellturo Decl. Ex. 3 (ECF No. 1985-7). Instead of simply dividing the damages award for

each product by the number of units as shown above, Dr. Vellturo uses a more complicated

approach: dividing the jury’s award by his proposed award, and then multiplying the resulting ratio

against his proposed per-unit rate. See Vellturo Decl. § 17. Dr. Vellturo claims that it is

mappropriate to divide the damages for each product by the number of units because it “results in

per-unit rates that vary for each product.” 7d. §21. He claims that this approach does not explain

the jury’s actions because “there is no reason to believe that the jury would adopt a different

royalty rate for each different combination of a patent and a product,” and no witness or lawyer

told the jury to calculate damages this way. 7d. §22. Dr. Vellturo further defends his approach

because it purportedly reflects “round” figures for two of the patents, which a lay jury would more

likely apply. 7d. § 17.

The Court finds no basis for adopting Dr. Vellturo’s more complicated approach. As Dr.

Chevalier observes, Dr. Vellturo’s method does not produce the numbers that the jury actually

awarded. Dr. Vellturo’s calculations rely on unsupported speculation as to how the jury computed
damages. For example, Dr. Vellturo admits that his reverse-engineered rate for the *721 Patent 1s
26
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not a “round” figure, but speculates that this rate “may reflectesida to approximate a number
that is seveseighths of the royalty rate | proposedd. { 17 & n.26. However, he provides no
grounds for this guessworkIndeed, irbriefing its motion for judgment as a matter of law, Apple
claimed that it was not psible to deconstruct the verdict because “[flirg may have awarded a
lump sum, a running royalty, some of Apple’s lost profits, or a combination of these ahefor ot
theories” ECF No. 1918 at 6 n.4. Furthermore, Dr. Vellturo’s approach would applyame
rate to each future sale of any adjudicated product for a given patether words, Dr. Vellturo
would use a $2.75 rate under the '647 Patent for a future sale®@étaey S Ill even thoughhe
verdict reflects a loweactual rate c- This approximation is unnecessary because the verd
allows the Court to determine rates for each product, not just an average pateeptcross all
products. Thus, the Court finds thlaé most straightforwardnd reliablevay to determine per
unit rates for the adjudicated products is to divide damages for each product by theafumber
units. For the adjudicated products, the Court uses peesmit royalty rates ahestarting point
for ongoing royalties.

For any products that are “not more than colorably different” from the adjedipabducts,
the Court concludes that the most appropriate rates are determined by dividingl thenapes
for each patent by the total number of infringing products for that paféi.calculatiorshows
the average peaunit rate that the jury awarded for a given patent, across all adjutljmatgucts
for that patent. Thus, these rates show what the jury awarded on averagengemnémt of each
patent, which is a reasonable starting point for roysafbe unadjudicated products that are “not

more than colorably different.As shown in the tables above, these calculations prodies of

Il for the '647 Patenjjil] for the ‘721 Patent, Jjj  for the '172 P}
I Hovever, the Court rejects Dr. Vellturo’s approach for the

reasons above.

! Dr. Vellturo assumes that the jury applied a patage to the reasonable royalties he

proposed at trial. However, the jury’s numbers are also consistent with appiyinge of Dr.
Chevalier’s proposed reasonable royalti8seeDX 453A.
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2. Changed Circumstances

Havingdeterminedstarting points for ongoing royaltiéssed on the verdict, the Court nex
considers any “changes in the partigaigaining positions and other econorircumstances” that
maywarrant departure frotiose ratesActiveVide9 694 F.3d at 1343The original hypothetical
negotiations for the infringed patents would have occurréat@é2011. SeeVellturo Decl. 129.
In setting ongoing royalties, courts have used a second hypothetical negotibdm§ the
verdict® E.g, Carnegie Mellon2014 U.S. Dist. LEXIS 43042, at *119 (evaluating “hypothetical
negotiation”after verdic}; Depuy 2014 U.S. Dist. LEXIS 61450, at *24 n.8 (analyzing “post-
verdict hypothetical negotiatiGn Here, oth parties’ experts analyze varioGgorgiaPacific
factorsthatcould affectthe verdictrates. However, Apple does not seek higher rates: “to be
conservativeApple only seeks ongoing royalties consistent with the amounts awarded by the
jury.” ECF No. 1985-3 at 2Samsung claims that the verdict rdtgisould be adjusted downward
by 57 to 75 percent to account for changes from 2011 to’2@@F No. 20132 at 2

As an initial matterthe Federal Circuit has counseled that a liability verdict causes “a
subgantial shift in the bargainingosition ofthe parties” because it pladb® patentee in a
strongemegotiatingposition. ActiveVideg 694 F.3d at 1342. “Once a judgment of validity and
infringement has been entered, however, the calculus is markedly differergdodiféarent
economic factorare involved.” Amadog 517 F.3cat 1362 see alsdard, 670 F.3d at 1193
(quotingid. and affirming ongoing royalty rate higher than juyy’'$herefore, Apple would have a
stronger position in a post-verdict hypothetical negotiation than it did befoieh f@vors
relatively higher ongoing royalty rate8Vith this background in mind, the Court turns to the

disputedGeorgiaPacific factors.

8 Dr. Vellturo refers to a hypothetical negotiation “as ahsuwer or fall 2014.” Vellturo

Decl. 1 25. Dr. Chevalier assumes “late 2014,” but states that her analysissénsitive to when
in 2014, after trial, the hypothetical negotiation occurs.” Chevalier Decl. § 16 & N&lther
party s expert haglenified any changed circumstances between “sunonéll 2014” and fate
2014,” or betweerthe completion obriefing (October 15, 2014) and this Order, that would affect
the result here.
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a. Georgia-Pacific Factor 5

The experts first address factor 5: “The commercial relationship betwekcetisor and
licensee, such as, whether they are competitors in the same territorgamtadine of business; or
whether they are inventor and promdteGeorgiaPacific, 318 F. Supp. at 1120. Dr. Vellturo
opines thathanges in the smartphone marxetween 2011 and 2014 tend to support a higher
royalty. SeeVellturo Decl. §f 26-34He cites data showing thettal smartphones sold in the U.S.
increased from 105 million in 2011 to 137 million in 2018. § 27. He also claims that Apple ang
Samsug’s combined share of U.S. smartphone shipments rose from 40% in 2011 to 70% in 2
andthatSamsung’s shar@sorose from 20% to 30% over that timel. | 29 Dr. Vellturo further
notes that Samsung has “grown more dominant” and pushed out other smartphone competitg
intensifyingcompetition with Apple.ld. 11 33-34.He also states that the Galaxy S Ill was
particularly successful, both as to units sold and profits, and therefore pdstibalaned Apple.
See idJ 30. Overall, Dr. Vellturo claims that the expanding market and increased competition
would favor a relatively high royalty.

In response, Dr. Chevaliargueghat Apple already presented thisdence to the jury, so
“there is no meaningful change in the relative competitiveness between Apple asuth§am
Chevalier Decl. 1. Dr. Chevalier is correct that Dr. Vellturo already presented some of kiis ¢
evidence.At trial, Dr. Vellturo relied on evidence arising after 2011 regarding the parties’
competitivenessSee€Tr. at 1213:20-1214:22 (referring to competition during period of
infringement, “August 2011 through the end of 2013”). In his current declaratrotata
regarding total smgphone saleandthe market sharef all smartphone manufacturei3r.
Vellturo simplyrefers to higretrialsupplemental expert repor&eeVellturo Decl. { 27 & n.33,
91 33 & nn. 42-43. However, Dr. Vellturo does provide the market share data of all smartphor
manufacturers through the second quarter of 2014, information that was not before. tig jur
Vellturo gets this data from online articles and blog posts dated after theSemidf 31 &
nn.35-37 (citinghttp://www.patentlyapple.com/pattly-apple/2014/08/samsurigmporarily

beatsapplein-us-smartphone-shipments.html (Aug. 6, 20140ese new articles reference

market researcteports but do not provide the methodology or underlying data for such reports.
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Accordingly, this factor wighs only slightly in favor of Apple.
b. Georgia-Pacific Factors 9, 10, and 11

Next, Apple’s expertiscusses factorsB1: “9. The utility and advantages of the patent
property over the old modes or devices, if any, that had been used for worksngitartresults.
10. The nature of the patented invention; the character of the commercial embodirnast of i
owned and produced by the licensor; and the benefits to those who have used the invention.
11. The extent to which the infringer has made use of the invention; and any evidentieepobba
the value of that use.GeorgiaPacific, 318 F. Supp. at 112®r. Vellturo groups these factors
together and analyzes them wikie assumption that Samsung continues to infringe the '647
Patent. SeeVellturo Decl. 39 (“Samsung has continued to sell the Galaxyv&Bout
implementing any alternative to the '647 patent’s technologydg.claims that under tii¢heory
of revealed preferentéwhich he previously invokedt trial, seeTr. at 1250:10-1251:11),
Samsung’s continued infringement demonstrates that it values the patentezsféaarid | 36.
He also notes separate proceedings involving the 647 Patent: that asseme?lwhs confirmed
during reexamination, and that the Federal Circuitrafl certain claim constructionsApple,
Inc. v. Motorola, Inc.757 F.3d 1286 (Fed. Cir. 20143ee idf 37. Dr. Vellturo also notes
Samsung’s statements at trial that Samsung could easily design drewasserted patentSee id.

19 4042.

Dr. Chevalier respondwith a single argumento the extent Samsung continues to infringe

Samsung might choose to do so for reasons other than the value of the patented inv&sdions.
Chevalier Decl. 11 226. As examples, she notes that Samsung might auatt Apple to dictate
the features in their products and avoid “[aJcquiescing to the demands of a coryipdingrher
own trial testimony.ld. 1 25 & n.43. As noted above, Samsung also represents that it no long
infringes any of the three disputedtents.

The Court finds Apple’s position more persuasive. As Dr. Vellturo notes, ongoifga®sya
would apply only if Samsung continues to infringgeeVellturo Decl. { 44. This Court previously
noted that “Samsung’s witnesses repeatedly tolfltlyeghat desigrarounds would be simple or

already exist. ECF No. 1954 at 36. Thus, there is little reason for Samsung to continue any
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infringement. Dr. Chevalier’'s arguments about alternative motivations fanaong infringement
are speculative acontrary toSamsung’s repeatedal statements about the ease of design
arounds. For these reasons, the Court finds that these factors favor Apple.
C. Georgia-Pacific Factors8 and 12

To reduce ongoing royalty rates, Dr. Chevalier applies fact{rsi& established
profitability of the product made under the patent; its commercial success; andetst
popularity.”) and 12 (“The portion of the profit or of the selling price that may beroasy in the
particular business or in comparable businesses to allow for the use of the inveatiatogous
inventions”). GeorgiaPacific, 318 F. Supp. at 112@verall, Dr. Chevalierspinionregarding
these factors is thij|| | G o thus
warrant lower royalties.

Dr. Chevalierclaims that Dr. Vellturo previously opined that the 2QPltime frame was
“critical” for Samsungs competitionwith Apple. SeeChevalier Decl. 1 229. Dr. Vellturo told
the jury that many U.S. consumers were expected to buy their first smartpt281#2| and that

“this is the time period where the competitioetween Samsung and Apple’s about to intensify

because the accused units now are being launched into the marketplace” because “th@oompeti

for first-time buyers is particularly important.” Tr. at 1234:235:1. He also testified that “the
Fall of 2011 is an extremely important time in this marketplace because the marketirggery
fast for smartphones and a lot of people are buying their first smartphonat’1306:24-1307:14.
Dr. Vellturo argued that “ecosystem effects” would drive up damages for Apgdede customers
tend to show product loyaltyid. at 1308:7-18. According to Dr. Chevalier, Dr. Vellturo failed to
account fo the fact that this critical time “has already passed by the time of a hypothetical
negotiation in late 2014.” Chevalier Decl. { 34. She claims that the proportion tihfest-
smartphone buyers has likely decreased since 28&é.idJ 32. She further claims that both
parties’ smartphon i G scc d1 36

Samsung’s arguments do not carry much weight. Dr. Vellturo did not analyz éattese
for purposes of ongoing royalties, and his trial testimony did indicate thatricepfirsttime

buyers in 2011-12 was particularly important, which would have increased Appletgexkpe
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royalties for the hypothetical negotiation in 20 However, Dr. Vellturo did not testify that later
periods (including tb postverdict time frame) wouldot alsobe critical to competition. Rather,
he explained that “August 2011 through the end of 2013” was a “particularly signjjeand”
because the market was “in a profound state of change and growth.” Tr. at 1213:20-1R14:10
turn, Dr. Chevalier identifies no evidence that competitias becomé&ess “critical” following the
verdict, or that the “critical phase” “has already passé&en if the proportion of firstime
buyers has decreased, the absolute number of such buyers may still E8Hagtaims that
I Hovever, she cites data that gieviously presented in
her prerial expert reportsSeeChevalier Decl. 1 36 & nn. 63, 64, ;6&e alsdr. at 2424:10-18
(discussing profitability of Samsung products). Thus, her arguimienbject to the same criticism
sheleveled at Dr. Vellturs market share evidence abevthat this data was already available to
the jury and does not reflect any changed circumstances.

Accordingly, Dr. Chevalier’s analysis of factors 8 and 12 provides liifypasrt for
reducing ongoing royalty rateShe Court finds that the$actors areroughly neutral.

d. Georgia-Pacific Factor 6

Factor 6 addresses: “The effect of sellihg patented specialty in promoting sales of othe
products of the licensee; that existing value of the invention to the licensoeasratgr of sales
of his non-patented items; and the extent of such derivative or convoyetl sadesgiaPacific,
318F. Supp. at 1120Dr. Chevalierapplies the same arguments she raises for factors 8 and 12
targeting Dr. Vellturo’s use of ecosystem effecdeeChevalier Decl. {1 338. She faults Dr.
Vellturo for failing to account foa predicted decline in the proportion of fitgtae smartphone
buyers in 2014-15, which may reduce any ecosystem eff8etsidy 38. For the reasostated
above regarding factors 8 and 12, this analysis has limited persuasive value DMigdturo
did not address this factor for purposes of ongoing royalties, Dr. Chevalier do#s oty new
evidence that customer loyalty other factors influencing ecosystem effects have changed in th
postverdict time period.Due to this lack of evidence regarding changed circumstances, the Cq

finds that this factor is roughly neutral.
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e. Georgia-Pacific Factors 1 and 4

Both experts discuss Appdepatent license agreements that hiagen executedost-
verdict. Dr. Vellturo analyzes this under the rubric of factor Thé royalties received by the
patentee for the licensing of the patent in suit, proving or tending to prove an betabdigalty:
GeorgiaPacific, 318 F. Supp. at 112M@r. Chevalier addresses tmwre generally under factor 4:
“The licensors established policy and marketing program to maintain his patent monopoly by
licensing others to use the invention or by granting licenses under special cora#sarsed to
preserve that monopoly.ld. Both sides refer to two patent agreements: (1) Apple and Samsur
August 2014 “worldwide stand-down,” in which the parties settled all patent disputes tside
United States, and (2) Apple’s May 2014 agreement with Google and Motorola Mabggjie
all U.S. smartphone patent litigatio®eeVellturo Decl. 11 46-47; Chevalier Decl. {1 40-41.

Dr. Vellturo briefly states that “neither agreement is relevant” becausenvaye
different circumstances, and “no values were placed on any specific intallpciperty.”

Vellturo Decl. 11 45, 48. On the other hand, Dr. Cheveal®ams that these two settlements
“represent a distinct shift in Apple’s patent policy” dneflect a lessening of tensions between
competitors in the ‘smartphone wars’ as compared to the period from 2011 througtdtrial a
suggest an increased willingness to reach agreements with competitoesali€ Decl. | 42.

The Court finds that thedactors areroughly neutral. The parties provide no information
about the terms of the two agreements that would enable comparisons to the cicesrdténs
case. For example, if those two agreements addressed litigations that fladraached vdicts,
they may not reflect comparable situations. Both experts provideontjusory statements
regarding Apple’s settlement agreements. Dr. Chevalier does not explain sevagineements
represent a “shift” in comparison to Apple’s prior starered does not compare these agreement
to Apple’searlier settlement agreememtgh other companies. This lack ioformationrenders
thesefactors roughlyneutral

f. Georgia-Pacific Factor 13
The last factor addressed i3:He portion of the realizable profit that should be credited tg

the invention as distinguished from non-patented elements, the manufacturing processsbusi
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risks, or significant features or improvements added by the infrin@orgiaPacific, 318 F.
Supp. at 1120Dr. Chevalier states that the Galaxy S 1l has received upgrades to thedAndro
operating system, with “dozens of new features” not covered by the asseetets.p&thevalier
Decl. 11 4245. “As the number of features included in the Android operating system continue
grow with each software update, the portion of the overall softfuenctionality covered by the
patentsat-issue can only decreasdd. § 45. This factor slightly favors Samsung. Dr. Vellturo
does not address any changes to the adjudicated products, and Dr. Chevaliesidemtifeatures
that may make the patented features relatively less impdnmthey were at the time of the first
hypothetical royalty negotiationHowever, Dr. Chevalier is not a technical expert and provides
only a cursoryassessment of changes to the Galaxy S IlI, without addressing the relative
importance othe new featuresr the extent to which customers have upgraded their phé&ioes.
these reasons, this factor favors Samsung onliytslig
3. Overall Royalty Rates

Apple seeks ratesonsistent with the verdict, conceditit most of thevedence that the
experts cited wasalready presented at trial or in prior expert reports,” wteomfirms the
wisdom anctonservatism inherem using rates that preserve, rather than enhance, what that ji
awarded’ ECF No. 2046-3 at 2. However, Samsung believes that any ongoing royalties shod
discounted by 57-75%. Dr. Chevalier computes these discounts by using formulas that D
Vellturo presented to the jury to quantify his reasonable royalty anafyseSr. at 1315-18.Dr.
Chevalier changes “three numerical inputs” for the formulas: the proifiyadiithe iPhone, the
decline in price of the Galaxy S Ill, and “the diminishingrghof firsttime buyers going forward
from a 2014 hypothetical negotiation as compared to a 2011 hypothetical negotiatithNoEC
2015-2 at 2; Chevalier Decl. § 48he uses two alternative calculatipase based on projected
2014 iPhone profits (Ex. 4), the other using profits of the lowesed iPhone that is “most likely
to compete with the Galaxy S 1lI” (Ex. 5). Chevalier Decl. { 47. With her modifjfaas, Dr.
Chevalier concludes that theyalty rates should be reduced by either 59% or 75% for the '647
Patent, and either 57% or 74% for the '721 and '172 Paté&htExs. 4, 5.As one example, Dr.

Chevalier's modified inputs reduce Apple’s “willingness to accept rate’hit@d7 Patent frm
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$12.49 (the number that Dr. Vellturo originally proposed at trial) to $5.09, for a discount of 59

Id. Ex. 4. Without explanation, she applies the same discount to the $2.75 rate that Dr. Vellturo

claims the jury actually awarded, to produce a ratglaf?2. Id.

Dr. Chevalier’s analysis is not persuasive. First, her analysis is limitadddying the
inputs for Dr. Vellturo’s formulas based on her conclusion that “Dr. Vellturo igrieegadhanges
in the marketplace.'ld. 1 46. However, the jurgwarded significantly less for each patent than
Dr. Vellturo recommended, so there is no indication that the jury applied Dr. \¢&lformulas
(or appliedthe royalty rates thddr. Che\alier proposed at trial Accordingly, Dr. Chevalier
provides no bsis for applying hediscounts to the jury’s rates, as opposed to Dr. Vellturo’s
original rates. Second, in modifying inputs, Dr. Chevalier reduces the price oflthey Gdll,
and uses only the Galaxy S Ill and Galaxy S Il Epic 4G Touch as represeptatucts.See id.
Ex. 7. Even if Dr. Chevalier appropriately adjusts the price of the GalaxyshdIprovides no
explanation for why this particular discount should apply to all other adjudicated {s0ochuch
less any newer products “not more than colorably different” that might infrifged, as
explained above, the Court finds that certagorgiaPacific factors tend to support a relatively
higher royalty rate, and Dr. Chevalier assumes no such factors in proposthgcoents.

Particularly Dr. Chevalier and Samsung do not address the Federal Circuit’s holding th
a post-verdict hypothetical negotiation, the patentee generally has gestpmsition than before.
Dr. Chevalieromits this factor etirely from her ongoing rajtiesanalysis Moreover, Samsung
cites no case where a court awarded ongoing royalties at rates below the jurigésy., ¢atrts
have generally awarded the same or higher rates for continuing infringelfngnBard, 670 F.3d
at 1193 (affirming ratekigher than jury’s)Depuy 2014 U.S. Dist. LEXIS 61450, at *24 n.8
(awarding higher ratelCarnegie Mellon2014 U.S. Dist. LEXIS 43042, at *119 (awarding same
rate). This further counsels against the discounts that Samsung proposes.

After consideringboth parties’ arguments, the supportdeglarationsand exhibits,
applicable case law, and the recdtte Court determines that the proper ongoing royalty rates a
those reflected in the jury verdict. As explained ab@axnrgiaPacific factors 5 and 9-11 favor

Apple. Factors 8 and 12, 6, and 1 and 4 are roughly neutral. Factor 13 slightly favors Samsu
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On balance, Samsung has not shown that any changed economic circumstances warrant reducing
the verdict rates. Apple does not seek any rates higher than the jury verdict. Accordingly, the rates
reflected in the verdict shall apply.

For the adjudicated products, the rates should be the figures obtained by dividing the jury’s
award for each product by the corresponding number of units. For any unadjudicated products “not
more than colorably different,” the rates should be - for the 647 Patent, - for the °721
Patent, and- for the 172 Patent, for the reasons explained above.

IV. CONCLUSION

For the foregoing reasons, the Court DENIES Samsung’s request to stay resolution of
Apple’s motion and GRANTS Apple’s motion for ongoing royalties. The Court determines that
Apple is entitled to ongoing royalties for any continuing infringement, in lieu of a permanent
mjunction. Those royalties shall apply to products adjudicated to infringe the *647, °172, or *721
Patents, and to products “not more than colorably different therefrom.” The starting date for any
ongoing royalties shall be after entry of final judgment in this case. The ongoing royalty rates for

any adjudicated products shall be:

172 Patent

Product ’647 Patent 7721 Patent

Admire

Galaxy Nexus

Galaxy Note -

Galaxy Note II ---

Galaxy S I (AT&T / T-Mobile) -

Galaxy S II Epic 4G Touch —-

Galaxy S II Skyrocket -

Galaxy S III ---

Galaxy Tab II 10.1 -—- -

Stratosphere - - ﬁ

For any unadjudicated products “not more than colorably different,” the rates shall be - for the
647 Patent,- for the *721 Patent, and- for the 172 Patent.
IT IS SO ORDERED.

Dated: November 25, 2014 j‘fq #' M

LUCY EIKOH
United States District Judge
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