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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

APPLE, INC., a California corporation, Case No.: 12-CV-00630-LHK

Plaintiff, ORDER GRANTING MOTION FOR
PRELIMINARY INJUNCTION
V.

SAMSUNG ELECTRONICS CO., LTD., a
Korean corporation; SAMSUNG

ELECTRONICS AMERICA, INC., a New York
corporation; and SAMSUNG )
TELECOMMUNICATIONS AMERICA, LLC, )
a Delaware limited liability company,

)
)
)
)
)
)
)
)

Defendants.

N N N N

Plaintiff Apple, Inc. (“Apple”)brings this motion for a preliminary injunction seeking to
enjoin Defendants Samsung Electronics Cdl,,Ll$3amsung Electronics America, Inc., and
Samsung Telecommunications America, LLCllgdively, “Samsung”) from “making, using,
offering to sell, or selling witin the United States, or importimgto the United States” Samsung’s
Galaxy Nexus smartphon&eePl.’s Mot. Prelim. Inj., ECF No. 10 (“Mot.”). Although Apple’s
Complaint asserts a total of eight patentsidedtifies seventeen accused products, Apple move
to preliminarily enjoin only the Galaxy Nexus artphone, and moves to do so only on the basis
four patents: (1) U.S. Patent No. 8,086,604 (“@@=} Patent”); (2) U.S. Patent No. 5,946,647 (“th

'647 Patent”); (3) U.S. Patent No. 8,046,721 ¢‘tiA21 Patent”); and (4) U.S. Patent No. 8,074,17%
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(“the ’172 Patent”). The Court held a hearorgthis motion on June 7, 2012. Having considere(
the parties’ submissions, argument, and the raldasv, and for the reasons discussed herein,
Apple’s motion to preliminarily gnin the Galaxy Nexus is GRANTED.
l. BACKGROUND

Both in the United States and globally, Appled Samsung have established themselves
fierce competitors in the smartphone market ierce adversaries in the courtroom. This
particular lawsuit, filed by Apple againsti8aung on February 8, 2012, is but one action in a
worldwide constellation of litigatin between the two companieSeeCompl., ECF No. 1; Joint
Case Management Statement 8-10, Apr. 25, 201E, & 141 at 8-10 (ideifying over 40 related
cases between the parties); Mot. at 6. Indénesl Court is presidingver another lawsuif\pple v.
Samsung“Apple I'), No. 11-cv-01846 (N.D. Cal. filed Ap15, 2011), in whiclApple previously
moved to preliminarily enjoithree earlier Samsung smartphone models (Samsung’s Galaxy S
Infuse 4G, and Droid Charge), as well as 8amsung Galaxy Tab 10.1 tablet, based on alleged
infringement of various Apple design andititipatents. In a May 14, 2011 ruling, the Federal
Circuit affirmed this Court’s deal of Apple’s motion to enjoithe three smartphones, but vacate
the portion of the Court’s decision regardthg Samsung Galaxy Tab 10.1 tablet, and remandec
for further proceedingsSeeApple v. Samsun®78 F.3d 1314 (Fed. Cir. 2012). Samsung
petitioned for rehearing and rehearing en bartch was denied on June 19, 2012. On remand,
the Court granted the motion for a preliminary injunction on June 26, 2012.

The instant preliminary injution motion, filed alongside th@omplaint on February 8,
2012, seeks to enjoin Samsung’s Galaxy Nexustphname, which was released in the U.S. in
December 2011. Def.’s Opp’n to Mot. Prelim. I(fOpp’n”) at 2. At the time this motion was
briefed, the Galaxy Nexus was the latest imSang’s Galaxy line of Android-based smartphoneg

the first of which was released in 200®Dpp’n at 2; Decl. of Christopher Vellturo (“Vellturo

1 On June 6, 2012, the day before the schechdeding on this motion, gple filed a Motion to
Supplement the Record Regarding Samsung’s GalahkyP&duct, seeking to expand the scope
the requested injunction todlude Samsung’s Galaxy S Ill smartphone, a smartphone that App
now also accuses of infringing the '604 a6d7 patents. ECF No. 201. The Galaxy S Ill was
released in the United Kingdom on May 29, 2012, lzaxdia U.S. release date of June 21, 2012.
See id.On June 11, 2012, the Court denied Apptettion to supplement the record for this
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Decl.”) 19 & Ex. 19. Android is a free, opspurce mobile software platform developed by
Google, Inc. ("Google”) that angeveloper can use to create amdiens for mobile devices, and
that any handset manufacturer can install on a device. Opp’n at 2. Galaxy Nexus is the first
smartphone to run Android version 4.0, an operatygiem called “Ice @am Sandwich,” and is
the first Android smartphone thaill allow the phone to be teroperable with other Android-
based devices, including those running the lema@r Sandwich operating system. Vellturo Decl.
9. The version of Ice Cream Sandwich insthid@ the Galaxy Nexus is designed by Google.
Decl. of Sangbong Lee (“8gbong Lee Decl.”) 11 3-4.

Apple accuses the Galaxy Nexus of infringfogr patents: (1) the '604 Patent, titled
“Universal Interface for Retrieval of Inforrian in a Computer System,” which generally
describes a “unified search” fea¢; (2) the '647 Patent, titled yStem and Method for Performing
an Action on a Structure in Cquter-Generated Data,” whichmggrally describes a “links for
structures” feature; (3) th&21 Patent, titled “Unlocking a Desg by Performing Gestures on an
Unlock Image,” which generally describes a “slidaunlock” feature; and (4) the '172 Patent,
titled “Method, System, and Graphical Usetelfiace for Providing Word Recommendations,”
which generally describes a “word recormdations” or “auto correct” feature.

Il. LEGAL STANDARD

Although the Patent Act authaes district courts to gramjunctions to prevent the
infringement of patent rights, the owner of diddand infringed patens not entitled to an
injunction as a matter of righSee35 U.S.C. § 283 (2006) (a federal courtdygrant injunctions
in accordance with the principles of equityprevent the violation of any right secured by patent
on such terms as the court deems reasonable” (emphases aslBayg)))c. v. MercExchange,
L.L.C, 547 U.S. 388, 391-92 (2006). Rathd¢ne decision whether toant or deny injunctive
relief rests within the equitabtéscretion of the district courtsand “such discretion must be
exercised consistent with traditional principles of equigBay 547 U.S. at 394. The rule

enunciated ireBayis as applicable to preliminary injumans as it is to permanent injunctiorSee

preliminary injunction motion with additional briefing or discovery regarding the Galaxy Sék.
ECF No. 213.
3
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Amoco Prod. Co. v. Vill. of Gambell, Ark80 U.S. 531, 546 n.12 (1987) (“The standard for a
preliminary injunction is essentially the same asafpermanent injunction with the exception that
the plaintiff must show a likelihood of successtloa merits rather thaactual success.”).
Therefore, “[tlhe grant or denial of a prelimny injunction under 35 U.S.C. § 283 is within the
sound discretion of the district court&bbott Labs. v. Andrx Pharms., Ind52 F.3d 1331, 1334
(Fed. Cir. 2006) (citindAmazon.com, Inc. v. Barnesandnoble.c289 F.3d 1343, 1350 (Fed. Cir.
2001)).

In light of the longstanding principles of etyuthat govern any request for injunctive relief
a party seeking a preliminary injuran must establish that: (1) itli&ely to succeed on the merits
of the underlying litigation(2) it is likely to suffer immediaterreparable harm in the absence of
preliminary relief; (3) the balana# equities weighs in its favoand (4) an injunction is in the
public interest.Winter v. Natural Res. Def. Councdbs5U.S. 7,20 (2008) Abbott Labs.452 F.3d
at 1334 (citingPolymer Techs., Inc. v. Bridwell03 F.3d 970, 973 (Fed. Cir. 1996)). “[N]o one
factor, taken individually, is necessarily dispositiv€hrysler Motors Corp. v. Auto Body Panels
of Ohio, Inc, 908 F.2d 951, 953 (Fed. Cir. 1990). Rathte district court must weigh and
measure each factor against the other factorsgauhst the form and magnitude of the relief
requested.”Hybritech Inc. v. Abbott Lahs849 F.2d 1446, 1451 (Fed. Cir. 1988). Both the
Supreme Court and the Federal Circuit have oaatl that because a preliminary injunction is
granted before the defendant has had an opportinitly defend itself at trial, “a preliminary
injunction is a drastic and extraordinary rein¢hat is not to beoutinely granted.”Intel Corp. v.
ULSI Sys. Tech., Inc995 F.2d 1566, 1568 (Fed. Cir. 1993) (cithngtrition 21 v. United States
930 F.2d 867, 869 (Fed. Cir. 1991, Tool Works, Inc. v. Grip-Pako06 F.2d 679, 683 (Fed. Cir.
1990));see Munaf v. Gere®53 U.S. 674, 689-90 (2008) (“A preliminary injunction is an
‘extraordinary and drastic remedy’” that “isve awarded as of righi} (quoting 11A Charles
Alan Wright, Arthur R. Miller & Mary Kay Kanef-ederal Practice and Procedu®2948, at 129
(2d ed. 1995)). Indeed, “a preliminary injurcti. . . should not be gnted unless the movabl a
clear showingcarries the burden of persuasiomfazurek v. Armstrondg20 U.S. 968, 972 (1997)

(emphasis in original) (internal quotation marks and citation omitse@) Winter555 U.S. at 22.
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To establish a likelihood of saess on the merits of its patenfringement claims, Apple
must show that it will likely provat trial that the Galaxy Nexusfimges “one or more claims of
the patents-in-suit,” and must furthermore show thaleast one of thossgame allegedly infringed
claims will also likely withstand the validity challenges presented” by SamsAmgzon.com239
F.3d at 1351accord Titan Tire Corp. v. Case New Holland, |r&66 F.3d 1372, 1376 (Fed. Cir.
2009). In assessing whether Apple has sholkebhood of success on the merits, the Court
views the evidence “in light of the burdens gmdsumptions that will inhere at trialTitan Tire,

566 F.3d at 1376 (citinGonzales v. O Centro Espirita Beneficente Uniao do Vedetal U.S.

418, 429 (2006)). Thus, with respect to infringam@pple bears the burden of showing that it
will likely prove at trial “by a preponderance thie evidence that one or more claims of the
patent[s] read on the accused device literatlynder the doctrine of equivalentsCross Med.
Prods., Inc. v. Medtronic Sofamor Danek, |24 F.3d 1293, 1310 (Fed Cir. 20083 also SRI
Int’l v. MatsushitaElec. Corp. of Am.775 F.2d 1107, 1123 (Fed. Cir. 1985) (en banc). The
parties’ burdens with respect to validity are somaidifferent. Because a patent enjoys the sam
presumption of validity during preliminary injutien proceedings as it de@t other stages of
litigation, the initial buden of production is on Samsung, the alleged infringer, to come forward
with evidence of invalidity.Titan Tire 566 F.3d at 1377. If Samsung successfully does so, the
Apple “has the burden of responding with contravidence, which of course may include analysi
and argument,” and “persuad[ing] the court tliaspite the challengeesented to validity,

[Apple] nevertheless is likkg to succeed at trial on the validity issudd. If, “after weigh[ing] the

evidence both for and against validity that is avddat this preliminary age in the proceedings .

.. the trial court concludes there is a ‘substanu@stion’ concerning the validity of the patent, . .|.

it necessarily follows that the patentee has noteeded in showing it is kgty to succeed at trial
on the merits of the validity issueld. at 1379. In other words, “[gireliminary injunction should
not issue if an alleged infringeaises a substantial questiogaeding either infringement or
validity, i.e., the alleged infringer asserts an irggment or invalidity defense that the patentee h
not shown lacks substantial merit&straZeneca LP v. Apotex, In633 F.3d 1042, 1050 (Fed.

Cir. 2010).
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1. EVIDENTIARY ISSUES

Samsung moves to strike the Reply Declaratf Dr. Christopher M&uro (“Vellturo
Reply Decl.”). SeeECF No. 196. Samsung argues that this is new evidence that exceeds the
of permissible rebuttal of Samsung’s opposition, and furthermore that Apple failed to timely
produce Dr. Vellturo for depositiorid. at 2-3. Apple responds that: (1) Samsung’s objection is
untimely under Civil Local Rule 7-3(d)(1); (2) Drellturo’s Reply Declaation is responsive to
Samsung’s arguments in opposition, and the atthelxhibits are largely Samsung documents
produced during discovery; and (3) Samsung could baught an earlier deposition date for Dr.
Vellturo but instead delayed, and in any event Ssgdas been at least equally uncooperative if
producing its witnessefor deposition.SeeECF No. 200 at 1-3.

As a general rule, new evidence presentaepty should not be considered without giving
the non-movant an opportunity to respor®@eeProvenz v. Milley 102 F.3d 1478, 1483 (9th Cir.
1996) (“[W]here new evidence is presented ey to a motion for summary judgment, the
district court should not consdthe new evidence withoutvgng the non-movant an opportunity
to respond.” (alteration and citation omitted)). After reviewing the declarations, evidence, and
arguments at issue in Samsung’s objections, howtheCourt finds thahe evidence presented
by Apple in Dr. Vellturo’s Reply Ddaration is not “new,” but radr appropriately responsive to
arguments and evidence raised by Samsung in its oppogé#ers, in particular. In particular, the
evidence is offered in rebuttal 8amsung’s argument that Apple is unlikely to be irreparably
harmed absent an injunction. Moreover, the wagority of exhibits aached to the Vellturo
Reply Declaration are Samsung’s own documesitsch were produced during discovery.
Accordingly, Samsung’s objection is OVERRULED.

On June 1, 2012, and June 4, 2012, without sgdkave of the Court, Samsung filed two
additional declarations in suppattits opposition to Aple’s motion for a preliminary injunction.
SeeECF Nos. 195, 198. Apple objects to these swomissions as untimely and in violation of
Civil Local Rule 7-3(d), which prohibits thdihg of “additional memoranda, papers or letters”
after a reply is filed, abseleave of the CourtSeeECF No. 206 at 1. Because Samsung filed

these two untimely declaratiomsthout leave of the Court, Apple’s objection is SUSTAINED.
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IV.  DISCUSSION
A. Likelihood of Success on the Merits

To establish a likelihood of suck®on the merits, “a patentee . . . ‘must demonstrate tha
will likely prove infringement of one or more claim$the patents-in-suit, and that at least one of
those same allegedly infringed claims will also likely withstand the validity challenges present
by the accused infringer."AstraZeneca633 F.3d at 1050 (quotifgmazon.con239 F.3d at
1351). For the reasons discussed below, thet@€oucludes that Appleas shown that the '604
Patent, '647 Patent, '721 Patent, and 'P&2ent are likely valid and infringed.

1. U.S. Patent No. 8,086,604 (Unified Search)

U.S. Patent No. 8,086,604 (“the '604 Patent”), &aditUniversal Interface for Retrieval of
Information in a Computer System,” was filed on December 1, 2004, and issued to Apple on
December 27, 2011, as a continuation of U.$emaNo. 6,847,959, which was filed on January 5
2000. '604 Patent; Decl. of Dr. NathanieliBlo Concerning U.S. Patent No. 8,086,604 (“Polish
Decl.”) § 38.

The '604 Patent is directed to a universal catapinterface that alles a user quickly to
retrieve different types of desired infornmatilocated on any of the various storage media
accessible to the user’s computer system, includatly the computer’s hard drive and the Interne
using a single, unified search interface. More specificaley;684 Patent is directed to “a
universal interface which uses a plurality of heigialgorithms to identif an item of information
(e.g., document, application or Internet webgdan response to last one information
descriptor.” 604 Patent 1:18-21.

The invention disclosed in the '604 Patent overcomes two different problems in the pri
art, both relating to a ooputer user’s need to quickly seafohdesired information. First, prior
art did not provide for a single imface allowing a computer user to search for desired informati
across different types of information storage systelishsat 2:9-13. For example, some computer
operating systems provided interfaces for seagctfor files stored locally on a computer.
Meanwhile, web browser applications enabled a tesatilize search engines provided by varioug

websites. However, there had been no comlanaif desktop find routines that presented a sing
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interface allowing a user to search simultaneoashpss different types of information storage
systems.Seed. Thus, a user had to access a differaetrface to search for different types of
information depending on thatformation’s stored location.

Second, the prior art lacked sufficient seargteria to effectively filter information
available, often yielding long and cumbeme keyword-based search results.at 1:40-45jd. at
1:60-2:4. The inventors of th@04 Patent identified a need for technology that “allows the
computer to help the user determine such additioriteria or to automatically provide additional
criteria, so that search resultssba higher percentage of items thet of interest to the userld.
at 2:1-4. Prior to the '604 Patent, “there [Heebn] no program which [was] able to process the
user’s input and then determinging many different factors, including use & thternet, the
intent of the user as to the file to be retrieveldl’at 2:14-17. To that end, the '604 Patent is
directed to a universal computaterface that employs a plurality Gfeuristic algorithms” to help
filter the user’s searches across multiple infororatitorage systems and to display only the most
relevant search results, thereby makingexr’'ssearch more efficient and personalized.

In one preferred embodiment, the '604 systehes on a “retrieval manager” component
that receives search terms frore thser, either in the form of teat speech, and dispatches that
input to a plurality of “plug-in modules.See idat4:1-12 & Fig. 2. Each of these modules has an
associated heuristic search algorithm, whichnioeelule employs to locate information within the
module’s respective area of search thaesponsive to the user’s inpiee idat 4:24-25. For
instance, one module may benfigured to search the titleslotal documents that pertain to the
search terms. Another module mag/configured to index and seatble contents of locally stored
files for relevant matches. A third module magich a list of the mosécently accessed files,
applications, and web sites. A fourth module remploy a search engine to locate Internet web
pages whose content matchies user’s search termSee idat 4:15-23. The results from the
modules are returned to the retrieval manageigiwin turn presents the results to the user,
potentially after employing an additional heurigbadetermine which results are most relevant.

Seeidat 4:26-30. The '604 system enables seardarmgcur on portions of the user’s input as
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they are received, potentially reting relevant results before the user has entered the complets
search termsSee idat 6:55-7:5jd. at 10:17-22.

Apple accuses Samsung’s Galaxy Nexus phongsgrofging claims 6 and 19 of the '604
Patent by enabling a user to perform searches across multiple information sources, using a v
of heuristic algorithms, with arsgle interface. The accused feature in the Galaxy Nexus is the
Google Quick Search Box (*QSB”). Polish Decl. 1 13, 49%F&x. 3. Claim 6 of the '604

Patent recites:

An apparatus for locating informian in a network, comprising:
an interface module configen to receive an inputted information descriptor
from a user-input device;
a plurality of heuristic modules cogfired to search for information that
corresponds to the reged information desptor, wherein:
each heuristic module corresponds to a respective area of search and
employs a different, predeteined heuristic algorithm
corresponding to said respective area, and
the search areas include storage media accessible by the apparatus;
and
a display module configured to displane or more candidate items of
information located by the pluraligf heuristic modules on a display
device.

'604 Patent 8:26-41. Claim 19 tife '604 Patent recites:

The apparatus of claim 6, wherein theenface module is coigjured to receive
portions of the information descriptas the portions are being inputted, and
wherein the heuristic modulese configured to search for information that
corresponds to the pmns of the informatiomescriptor as the portions
are being received.

Id. at 10:17-22. The '604 Patentshaot previously been asseriadany litigation, nor has it been
previously construed by any courtanjudicator. Polish Decl. § 48.
a. Infringement
Determining patent infringement involves aotstep process. Claim construction is the
first step, wherein the court resolves any digputgarding the meaning and scope of the claim
terms, “and when necessary [explains] what the patentee covered by the claims, for use in th
determination of infringement.U.S. Surgical Corp. v. Ethicon, InA03 F.3d 1554, 1568 (Fed.

Cir. 1997). Claim constructias a question of law to be determined by the coMiarkman v.
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Westview Instruments, In&2 F.3d 967, 979 (Fed. Cir. 1995) (en baaff)d, 517 U.S. 370
(1996). In the second step, thertiog fact must “determine[] whieer every claim limitation, or its
equivalent, is found in the accused devicRdche Palo Alto LLC v. Apotex, In631 F.3d 1372,
1377 (Fed. Cir. 2008) (citation omitted).
i. Claim Construction

Here, the parties disagree as to the meanitg@tlaim terms that appear in claims 6 and
19: (1) “each” of a plurality ofieuristic modules; and (2) “heurisadgorithm.” Where the parties
dispute the scope of a claim term, tloeit has a duty to construe the ter®2 Micro Int’l Ltd. v.
Beyond Innovation Tech. C&21 F.3d 1351, 1361-62 (Fed. Cir. 2008)claim term is generally
given its “ordinary and customangeaning,” that is, “the meaning that the term would have to a
person of ordinary skill in the art guestion at the time of the inventionPhillips v. AWH Corp.
415 F.3d 1303, 1312-13 (Fed. Cir. 2005) (en bancroistruing disputed terms, the court looks
first to the claims themselves, read in context;[itiris a ‘bedrock principle’ of patent law that
‘the claims of a patent defineghnvention to which the patenteeeistitled the right to exclude.”
Id. at 1312 (quotingnnova/Pure Water, Inc. v. Safari Water Filtration Sys.,,I881 F.3d 1111,
1115 (Fed. Cir. 2004)). Importantly, however, “thesp@ of ordinary skill in the art is deemed to
read the claim term not only the context of the particular claim in which the disputed term
appears, but in the context of theienpatent, including the specificationld. at 1313;see also
Markman 52 F.3d at 979 (claims must be read “in vigwhe specification, of which they are a
part”). Because the specification must contadtescription of the invdion sufficiently clear “to
teach and enable those of skill in Hréto make and use the inventioRHillips, 415 F.3d at 1323,
the specification is “always highly relevant™ dri‘[u]sually [] dispositive; it is the single best
guide to the meaning @f disputed term,’id. at 1315 (quotingitronics Corp. v. Conceptronic,
Inc., 90 F.3d 1576, 1582 (Fed. Cir. 199&)¢rord Eon-Net LP v. Flagstar Bancoipb3 F.3d
1314, 1320 (Fed. Cir. 2011).

The court should also considérit is in evidence, the pat€'s prosecution history, which
consists of the complete record of proceedimgfore the United States Patent and Trademark

Office (“PTQ”) and includes the prior artfezences cited during the examinatidphillips, 415
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F.3d at 1317. Although the prosecutlustory is generally less usefilan the specification for

claim construction, the prosecutiorstury nevertheless “can often inform the meaning of the clajm

language by demonstrating how the inventor understood the invention and whether the inven
limited the invention in the course of prosgen, making the claim scope narrower than it
otherwise would be.1d. (internal citations omitted). For example, “where the patentee has
unequivocally disavowed a certain meaningltain his patent, théoctrine of prosecution
disclaimer attaches and narrows the ordinary imgaof the claim congruentith the scope of the
surrender.”Omega Eng’g, Inc. v. Raytek Cqrf34 F.3d 1314, 1324 (Fed. Cir. 2003).

Finally, the court is also authorized to cigles extrinsic evidence in construing claims,
such as “expert and inventor testimodigtionaries, and learned treatisedfarkman 52 F.3d at
980. While the court may look Bmurces extrinsic to the pateartd prosecution history, such
evidence is considered “less significant than tiwnisic record” and “less reliable than the patent
and its prosecution history in determining how to read claim teriillips, 415 F.3d at 1317-18
(internal quotation marks and citation omitted@hus, while extrinsic evidence may be useful in
claim construction, ultimately “it is unlikely to rdsin a reliable interpr&tion of patent claim

scope unless considered in the context of the intrinsic evideftteat 1319. Any expert

testimony “that is clearly at odds with the etaconstruction mandated by the claims themselves

the written description, and the prosecutnistory” will be significantly discountedld. at 1318
(quotingKey Pharms. v. Hercon Labs. Carft61 F.3d 709, 716 (Fed. Cir. 1998)).
(a) “each” of a plurality of heuristic modules

The parties disagree as to the scope ofithiéation that the apparatus must comprise “a
plurality of heuristic modules . . . wherein: ed&uristic module corresponds to a respective are
of search and employs a different, predeiaed heuristic algorithm,” which appears in
independent claim 6 and, by incorporation, depahd&im 19 of the '604 Patent. '604 Patent
8:30-35;see idat 10:17-22. Samsung argues that thagelimitation should be construed as
requiring that, “however many heuristic modullesre are, each one must use a different
algorithm,” i.e., “every algorithm must be differénOpp’n at 9 (citing Decl. of Dr. Jaime

Carbonell (“Carbonell Decl.”) 1 98id. at 10. Under Samsung’s proposed construction, the
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limitation is satisfied only ieveryheuristic module employs a different heuristic search algorithmn
from the other moduledd.

Apple, by contrast, rejects the notion theath” in this context means “every.” Instead,
Apple argues that the term “each” must be read in reference tceitedprg phrase, “a plurality of
heuristic modules,” such that the claim requirely timat each of a plurality of heuristic modules
(i.e., at least two) uses a difémt heuristic algorithm. Undépple’s proposed construction, the
limitation is satisfied so long as “each of at teéas modules (i.e., a plurality) employs a different
algorithm, regardless of what additional ones do.” Pl.’s Reply Br. in Supp. of Mot. Prelim. Inj.
(“Reply”) at 2.

Applying the basic principles of claim consttion described above this disputed claim
term, the Court concludes that the claim lamguand specification support Apple’s proposed
construction, and that Samsung has pointed farosecution disclaimer or other evidence that
warrants a contrary congtition. The claim languagecites an apparateemprising among
other things, “a plurality of heigtic modules.” '604 Patent 8:26-30. The term “plurality” means
“at least two.” ResQNet.com, Inc. v. Lansa, 846 F.3d 1374, 1382 (Fed. Cir. 20089¢ York
Prods., Inc. v. Cent. Tractor Farm & Family Gt@9 F.3d 1568, 1575 (Fed. Cir. 1996) (“The term
means, simply ‘the state of Ipgiplural.””). Claim 6 imposes affilner limitation on the “plurality
of heuristic modules,” requiring &t “each heuristic module . . . employs a different, predetermined
heuristic algorithm.”Id. 8:33-35. Thus, the claim languagigoports Apple’s argument that the
“each” requirement modifies “plurality of heuristitodules.” Consistent with Federal Circuit
precedent, “each” of “a pluralityf heuristic modules” means “eaohat least two modules,” not
“each of every module.'See ResQNeB46 F.3d at 1382 (construing “daaf a plurality of fields”
to mean “each of at least two fields,” not “every field”).

Furthermore, “comprising” indicates an operded transition term that “is well understood
to mean ‘including but not limited to.”CIAS Inc. v. Alliance Gaming Cor®h04 F.3d 1356, 1360
(Fed. Cir. 2007). The use of the term “comprisimgtlaim 6 signifies tht the claim “does not
exclude additional, unrecited elements or method steps.'(quotingGeorgia-Pacific Corp. v.

United States Gypsum CA95 F.3d 1322, 1327-28 (Fed. Cir. 19990hus, the Couragrees with
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Apple that the presence of amiohal, identical heuristic algghms, beyond the required two
different heuristic algorithms, does not remaveaccused device from the scope of the '604
Patent. In light of the plain meaning of “ea@s’ used in claim 6, the Court finds inapposite
Samsung’s citation tgustom Signals, Inc. v. Applied Concepts,,I864 F.3d 1326, 1332 (Fed.
Cir. 2001), for the proposition that the accused device cannot include additional elements
inconsistent with the claim limitationsSeeOpp’n at 12. Here, the presence of additional, non-
unique heuristic algorithms beyondethequisite two different onesmet inconsistent with the
limitations of claim 6, because claim 6 requires dhbt “each of at least two” heuristic modules
employ different heuristic algorithms, not tHatery” heuristic module employ a different
heuristic algorithm.

Samsung argues that the specification dioefsict, support its proposed construction,
pointing to a disclosed embodiment wherein “[t|hersic of each plug-imodule is different.”
'604 Patent 5:13-14. The Court dysaes. It is a well-establish@dinciple of claim construction
that “[w]hen consulting the specification to clgrthe meaning of claim terms, courts must not
import limitations into the claims from the specificatiof.fading Techs. Int'l, Inc. v. eSpeed,
Inc., 595 F.3d 1340, 1352 (Fed. Cir. 2010) (cithkgpotts Labs. v. Sandoz, In666 F.3d 1282,
1288 (Fed. Cir. 2009)). Courts must not limit breader claim language #odisclosed preferred
embodiment “unless the patentee has demonstaatéhr intention to limit the claim scope using
‘words or expressions of manifestclusion or restriction.””Liebel-Flarsheim Co. v. Medrad, Inc.
358 F.3d 898, 906 (Fed. Cir. 2004) (quotirgleflex, Inc. v. Ficosa N. Am. Cor@g99 F.3d 1313,
1327 (Fed. Cir. 2002)). Here, Apple has manifestedlear intention to limit the claim scope to
the second embodiment disclosedhia specification. To the caaty, the specification elsewhere
describes an embodiment comprisedeoplurality of plug-in modules 2222,,” wherein “[e]ach
plug-in module haan associatetieuristic which it employs to locate information that correspon
to the user input.” '604 Patent 4:12-15 (empéasided). Had the inventors intended to require
not simply an associated heuristic, bulifferentheuristic algorithm foevery plug-in module,
they knew how to and would have so specifietieed, Apple’s statements during prosecution of

the 604 Patent confirm that tip@rtion of the specification on which Samsung focuses is but “of
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embodiment,” and not an exhaustive olirdéing description of the claim scop&eeCarbonell
Decl. Ex. EE [Oct. 23, 2007 Remarks] at 11 (Apgdscribing the invention as disclosing “a
plurality of plug-in modules 2222,, each plug-in module having associated heuristic algorithm
..., and then explaining that “[ijn one bodiment, the heuristic algorithm of each plug-in
module is different”).

Finally, Samsung has cited nothing from the poogion history that contradicts the plain
and ordinary meaning ¢iie claim term, as analyzed abowethat otherwise supports Samsung’s
position. Samsung relies on two Federal Circuit cdee®, Skvorecz580 F.3d 1262 (Fed. Cir.
2009), andBoard of Regents v. BENQ America Cof83 F.3d 1362 (Fed. Cir. 2008), but both
cases are readily distinguishable.Irirre Skvoreczthe Federal Circuit reversed an anticipation
rejection by the PTO upon finding that the gant had argued for a narrow claim scope,

requiring “each wire leg” of a wirehafing stand to have a latiyadisplacing offset. 580 F.3d at

1267-68. InBoard of Regentshe prosecution history narrowly defined the claim term “each pre

programmed code” in order to overcome anticipalipnhe prior art. 533 F.3d at 1373. The
Federal Circuit held that the Bad could not then “rely on the web‘comprising’ to broaden the
scope of a claim phrase that was limited during prds®tgo as to gain allowance of the patent.”
Id.

Here, by contrast, Samsung has adduced no esedeat Apple argued for a narrow claim
scope during prosecution that would precludetfoad construction apparent on the face of the
patent. Samsung argued at the June 7, 2012hlgghat Apple distinguished U.S. Patent No.
7,020,670 to Andreoli, et al. (“Andreoli”) duringgeecution on the basis of the “each” limitation.
June 7, 2012 Hr'g Tr. (“Tr.”) at 27:12-28:2. Samg points to an excerpt from Apple’s response
to an Office Action dated July 23, 2007, in which Apple argued to the PTO that “Andoeslinot
describe, however, thaachof the local and remote search cgg®ns employ a different heuristic
algorithm to search an associatetévant area of search for imfioation that corresponds to the
search request, in accordance with amertgach 1.” Carbonell Decl. Ex. EE [Oct. 23, 2007
Remarks] at 13. The following sentence, howgpesvides the context for Apple’s prosecution

statement: “That is, the algorithms describedireoli and referenced by the Office go to the
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formation of the search request and not to haMabal and remote search operations employed
the processor perform a search of the repositories on the netwdrkThis contextual sentence,
as well as the context provided by Apple’s other comments ponsg to various Office Actions,
in which Apple discusses at length Andréofailure to disclose a plurality dfeuristicas opposed
to merelylogical algorithms, makes clear that Applesnaot distinguishing Andreoli based on the
narrow construction of “each” that Samsung advoca®ee generallCarbonell Decl. Ex. EE.
Thus, as iResQNet“[the] prosecution record evinces nde'ar and unmistakable’ disavowal of
claim scope that would compel a redlifterent than thelaim language.’ResQNet346 F.3d at
1383 (citingOmega Eng’'g334 F.3d at 1326).

Accordingly, this Court constrgé‘a plurality of heuristic mdules . . . wherein: each” in
claim 6 and dependent claim 19 of the '604 Patmean “each of at least two heuristic modules
and not “each of every heuristic module.”

(b) *“heuristic algorithm”

Although the parties do ngpecifically brief claim constraion of the terms “heuristic” or
“heuristic algorithm,” which appear in ctai6 and, by incorporation, dependent claim 19,
Samsung insists that the partiagderstanding of this important claim term diverges and that
construction is therefore necegsaSamsung argues that a “heticis*has to be based on some
human judgment or human knowledge.” ar30:14-15. Thus, under Samsung’s proposed
construction, a “heuristic algorithm” is “limited algorithms that emplog ‘rule of thumb’ or
some prior specific human knowledge, or one of several items of human judgment embedded
algorithm.” Carbonell Decl. 1 84. Apple has beess ldhan clear as to Wwoexactly, it defines
“heuristic.” Apple’s expert Dr. Nathani®olish (“Dr. Polish”) doesiot set forth a claim
construction analysis, but he at times appgatse the term as meaning something that
“attempt[s] to get the searcher what she is lookimgvithin [its] particulararea of search.” Reply
Decl. of Dr. Nathaniel Polis{fPolish Reply Decl.”) § 43but seeDecl. of Daniel C. Posner
(“Posner Decl.”) Ex. 3 [Polish Dep.] at 50:7-@plaining that he applied an understanding of
“heuristic algorithm” as “a rule of thumb or aigorithm that would givgou a result that would

help you towards your answer”). When pressati@tearing for its proposed construction of
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“heuristic,” Apple responded thatig “a rule of thumb . . . it's a best guess of what the result is.”
Tr. at 32:4-8see alsad. at 35:3-5 (defining a “heuristicgdrithm” as “an algorithm that is
designed to provide the best gudsssed on the information, of whae user is looking for”). To
the extent the parties appear to disagree agtsdbpe of this claim term, the Court has a duty to
construe it.See O2 Micrp521 F.3d at 1361-62.

The term “heuristic algorithm” appear&fjuently throughout the claim terms and the
remainder of the specification. Claim 6 recit@splurality of heuristianodules configured to
search for information that corresponds torgeeived information descriptor, wherein: each
heuristic module corresponds to a respective area of search and employs a different, predete
heuristic algorithm corresponding ¢aid respective aréa!604 Patent 8:30-35lt is a bedrock
principle of claim construction th&{c]laims must be ‘nterpreted with an eye toward giving effec
to all terms in the claim.””Becton, Dickinson & Co. v. Tyco Healthcare Grp., bBB6 F.3d 1249,
1257 (Fed. Cir. 2010) (quotirjcon, Inc. v. Straumann Gal41 F.3d 945, 950 (Fed. Cir. 2006)).
Applying that principle to clain, it is apparent that “heuristrnodule” and “heuristic algorithm”
correspond to different requirements. Thus, &dktent Apple implies that any search algorithm
employed within a respective area of search isisgeisimply by virtue of its association with a
corresponding “heuristic module,” the Court lilees to adopt a consiction of “heuristic
algorithm” that would render the &uristic” modifier superfluousSee id. Elekta Instrument S.A.
v. O.U.R. Scientific Int'l, In¢.214 F.3d 1302, 1305-07 (Fed. Cir. 2000) (refusing to adopt a clai
construction that would renderanin language superfluous). In other words, a module is not
“heuristic” simply because it employs a “hetigsalgorithm,” nor is an algorithm “heuristic”
simply because it is employed by a “heuristic module.”

However, the Court is still left with thedla of construing “heuristic algorithm.” The
specification is not particularly illuminating inihregard. In the Dellad Description of the
Invention, the inventors describigeir invention as “a universaltarface in which user inputs are
received and provided #oplurality of separate heuristic algbms to locate at least one item of
information.” '604 Patent 3:289. The specification goes ondrplain that an information

retrieval manager dispatches the user inputdloirality of plug-in modules, each of which has an
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associated heuristic for searchinghin its respective search ardd. at 4:11-15, 4:24-25. Once
the modules have obtained search results respaesikie user input, the edules send the results
back to the retrieval manager, which may teerploy additional globdieuristics to determine
what results to provide to the us&ee idat 3:26-30, 5:54-56. Althoughe specification refers
frequently to the use of “heunss” to conduct the searches witleach module’s search area, the
specification does not provide further explao@ as to how “heuristics” is defined.

The Court therefore turns nextthe file history. Duringprosecution of the '604 Patent,
there were five sets of amendments to clainséeCarbonell Decl. Ex. EE. Of particular
importance are Apple’s arguments to the Examnthat prior art U.S. Patent No. 7,020,670 to
Andreoli et al. (“Andreoli”) does nainticipate because Andreoli fatio disclose a plurality of
modules, each of which employs afférent heuristic algorithm.”See generallarbonell Decl.
Ex. EE. In response to the Office Action daletl 23, 2007 rejecting all then-pending claims,
Apple distinguished Andreoli based on Andreaise of logical, “onstraint satisfaction
algorithm[s],” rather than heistic algorithms. Carbonell DedEx. EE [Oct. 23, 2007 Remarks] at
13. Apple clearly disavowed Andreoli’'s way obpessing search requests, namely “formulating
the requests using logic as a common languagearticular, Andreoldescribes using logic

fragments, called ‘feature cdraints,” and efficient consint solving algorithms.”ld. Ex. EE

[Oct. 23, 2007 Remarks] at 12-13 (citation omitted). In response to an Office Action dated Janual

25, 2008, rejecting all then-pendingichs, Apple again emphasizee thise of different heuristic
algorithms and argued that thkgyorithms disclosed in Andridaliffered only logically, not

heuristically:

[Clonstraint satisfaction algorithms usley the brokers are based on the same
search request and feature constraiBist these algorithms only logically differ
from one another — not heuristically. Aisch, each broker does not employ “a
different heuristic algorithm” for each repimsy searched. Therefore, Andreoli
does not teach or suggest Applicant’srokad “plurality of heuristic modules . . .
employ[ing] a different heuristic algorithhcorresponding to sar@spective area to
search.”

Carbonell Decl. Ex. EE [Apr. 23, 2008 Remarks3 dsecond alteration ioriginal) (emphases

omitted). In light of Apple’s assertion thahdreoli does not anticipatoecause its method is

17
Case No.: 12-cv-00630-LHK
ORDER GRANTING MOTION FOR PRELIMINARY INJUNCTION




United States District Court
For the Northern District of California

© 00 N o o s~ w N P

N N N N N DN DN NN R R R R R R R R R
0o N o 0NN WN P O ©OW 0o N O o~ WwWN B O

based on *classical logic’ in wth constraints are ‘algorithmicalljecidable,”” the Court cannot
adopt a construction of “heuristadgorithm” that would encomga purely constraint satisfaction
algorithms. SeeCarbonell Decl. Ex. EE [Decerabl11, 2008 Remarks] at 10-11.

Beyond that narrow distinction, however, pipars that Apple advocated for, and the
Examiner accepted, a broad construction of the taeuristic algorithm.” In support of a broad
meaning, Apple offered a variety of dictionaryidgions of “heuristic,” which “include, for
example, ‘using or arrived at by aopess of trial and error ratheiathset rules,’ ‘used to describe
a computer program that can modify itself inp@sse to the user,” and beelpful procedure for
arriving at a solutiotout not necessarily a pradf Id. (citing Microsoft Corporationincarta

World English Dictionary(1999))(emphasis in original). Apple also argued to the examiner that:

a “heuristic” is [a] “rule of thumb,based on domain knowledge from a particular
application, that gives guidance in théusion of a problem. Unlike algorithms,
heuristics cannot haveguren performance bounds mg to their open-ended
dependence on specific applion knowledge; an example is ‘if the sky is cloudy
then carry an umbrella.” Heuristics maws be very valuable most of the time but
their results or performae cannot be guaranteed.”

Id. (citing John DantithA Dictionary of Computing2004)). Ordinarily, “theule that a court will
give a claim term the full range of its ordinary meaning does not mean that the term will
presumptively receive its broadest dictionary definition or the aggregate of multiple dictionary
definitions.” Free Motion Fitness, Inc. v. Cybex Int'l, Ind23 F.3d 1343, 1348-49 (Fed. Cir.
2005) (internal citations omitted). Nonetheless,dittionary definitions offered here are not
extrinsic evidence but rather grart of the intrinsic recordThus, Apple’s reliance on broad
dictionary definitions, even while distinguishingtl604 Patented inventidrom Andreoli, carries
considerable weight.

Although Samsung argues that a heurisoathm may require ‘@me prior specific
human knowledge, or one of several itembluwhan judgment embedded in the algorithm,”
Carbonell Decl. 1 84, the Court finds no support fa donstruction in the intrinsic record or
otherwise. Given that both padiappear to agree that a heucistigorithm is one that employs a

“rule of thumb,” for purposes of ruling on tipending motion, the Coucbnstrues “heuristic
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algorithm” to mean “a search algthm that employs some ‘rule of thumb’ and does not consist
solely of constraint satisfaction parameters.”
ii. Literal Infringement

Having determined the scope of the assertéehpalaims, the Court must next determine
whether the claims read on the accused producprdwe infringement, Apple points to a screen
capture of the Google Quick Search Box on thEadaNexus where, upon entry of a search term
the user is presented with search results fiommber of different search areas, including the
Internet, contacts stored on the phaa&l recently visited websitedlot. at 13. In support of its
claim of infringement, Apple produces the declamnatf its expert, Dr. Polis who opines that the
Quick Search Box satisfies eydimitation of and thusnfringes claims 6 and 19 of the '604
Patent. Polish Decl. {1 13, 49-T&;Ex. 3;seePolish Reply Decl. 1 30-57. The parties dispute
only whether the Quick Search Bsatisfies the following limitation: that the apparatus contain “
plurality of heuristic modules . . . wherein: ed@uristic module corresponds to a respective are
of search and employs a different, predmiaed heuristic algorithm corresponding to said
respective area.” '604 Patent 8:30-88eOpp’'n at 11-12.

Because the Court adopts Appgleonstruction of the claim term “each,” the Court rejects
Samsung’s argument that the Quick Search Box doemfringe because Apple failed to analyze
five of the eight search moduleSeeOpp’'n at 12. For the same reason, Samsung’s argument t
five of the eight search modules on the QuickrEle Box (ApplicationsProvider, Books, Browser,

Music, and Video

I 2nd therefore all usedisame algorithm, is unavailingeeOpp’n at 13 (citing Decl. of

Bjorn Bringert (“Bringert Decl.”f 7). Under the Coud’construction of “each,” the Quick Search

Box feature can infringe clainGand 19 of the '604 Patent kmg as at least two heuristic
modules each employ a differentunistic algorithm, even if dter heuristic modules employ non-
unique heuristic algorithms. Thus, Samsung’s only remaining non-infringement argument is {
Apple has failed to identify even two differte‘heuristic algorithms” corresponding to two

different heuristic modules.
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Apple’s expert Dr. Nathaniel Polish identifieght different default search areas of the
Quick Search Box that he asserts are the requisguristic modules”™: (1Google: Google Search
suggestions; (2) Apps: Names of installed mapions; (3) Books: Bookis your library; (4)
Browser: Bookmarks and web history; (5) Mesaggilext in your message; (6) Music: Artists,
albums and tracks; (7) People: Names of yamntacts; and (8) Videos: Rented movi&€gePolish
Decl. § 61. Dr. Polish’s infringeent analysis focuses on onlyeh of these eight modules: (1)
Google search; (2) People; and B3pwser history. Dr. Polishsaerts that these three search
modules satisfy the disputed limitation of claimegause they “map exactly to the examples in tf
patent specification.” Polish Reply Decl. § &g alsdPolish Decl. § 66. Specifically, Apple
asserts that “the Browser module . . . implera¢né heuristic module deribed in the patent
specification as ‘[a] third module 2&hat] can maintain a list of the files, applications and web
sites which were most recently accessed, and s#asdist for a match.” The People module . . .
implements the heuristic module described aphatent specification as ‘[a] second modulg 22
[that] may index and search tbentents of files on the locahd/or network storage volumes.’
Lastly, the Google module . . . implements treuristic module desbed in the patent
specification as, [y]et another module [that] mightploy a search engine ltacate Internet web
pages which match the user input.” Polish Rdpécl. § 22 (alterations iariginal) (quoting '604
Patent 4:17-23). Apple furthesserts that the Galaxy Nexus infyes every element of claim 19
of the '604 Patent because the Quick Search Bgibédo provide searatesults as the user’s
information descriptor is incrementally inputteSeePolish Decl. § 76.

The Court agrees with Samsung that Apple careglg on the mere fact that, for example,
the Browser module “can maintairist of the files, applicationand web sites which were most
recently accessed, and search this list for a mateblish Reply Decl. § 22. As discussed above
in the Court’s claim construction analysis, the sliaet that the Browsenodule “search[es] this
list for a match” reveals nothing abdwwit searches, i.e., whether it selaes heuristically or not.
As Apple’s own expert admits, ig possible to search a “hestic module” in a non-heuristic
manner.SeePosner Decl. Ex. E [Polish Dep.] at 108:25. Samsung argues that, even as to theg

three modules Dr. Polish analyzed, Dr. Polistethto identify that any of them employed
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heuristicalgorithms, and he failed to identify adifferences between the algorithms employed.
SeeCarbonell Decl. 1 99-108. The Court therefaesiders the infringeemt evidence presented
by both parties with respect to each of the three modules in dispute.

With respect to the “Googlesearch module, Apple’s expddt. Polish asserts that the
Google Search Suggestions moduiézes the Google search engittegenerate results, and that
the Google search module employs a differemgetrermined heuristic algorithm than the one
employed by the People or Browser moduleslish Decl. | 65-66. Samsung’s expert Dr.
Carbonell effectively conceded during his depos that the Google and People modules use
different algorithms. Dr. Carbohexplained that, although he had seen the algorithm internal
to the Google search module because such cguepsietary to Google, he “believe[d]” that the
Google and People modules employed different algosttbecause the people list of contacts is
much smaller and more restricted [than the Geogbdule].” Polish Reply Decl. Ex. 2 [Carbonell
Dep.] at 138:20-139:8.

Apple’s burden, however, is to establish tthet Google and People search algorithms are
not only different, but differentral heuristic. In support of itssertion that the Google module
employs a heuristic algorithm,pile points to various excergtem Dr. Carbonell’s deposition
that Apple views as conceding as much, claimirag tBr. Carbonell testified that Internet search
engine results are heuristicPolish Reply Decl. § 52. Whil&pple’s characterization of Dr.
Carbonell’s testimony appears compelling onatsef it misconstrues the factual record. The
relevant portion of Dr. Carbon&ltestimony concerns only thegakithms employed by AltaVista,
Lycos, and Yahoo! in the 1990s. Polish Rdpscl. Ex. 2 at 251:10-22. Moreover, Samsung’s
expert does not opine on whet the Google search module employs a heuristic algorithm, and
during his deposition, he refused to comment eraflgorithm employed by Google due to his lac
of personal knowledgeSeeCarbonell Decl. 1 106; Polish Reply Decl. Ex. 2 [Carbonell Dep.] at
136:10-137:1. The source code used by the re@otgle servers to generate responses is
“proprietary to Google and kept confidential; it is not partcef Cream Sandwich and it is not

available in the Android Opero8rce Project,” which perhaps explaiwhy neither party’s expert
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was able to analyze the Google search enginesa@ode for purposes of this motion. Bringert
Decl. 1 6.

While one could perhaps infer that the Geoggearch engine likewise employs heuristics
from Dr. Carbonell’s testimony about the heuristieamanisms of other Intezhsearch engines in
the 1990s, Apple has offered no corroborating evadehat would raise su@n inference above
the level of mere speculation. Neither Santgs expert nor Appleas established any
relationship between the searcaithms used in AltaVista, Lycos, and Yahoo! in the 1990s, af
the search algorithm used in the Google seangjine today. Apple’s own expert offers no
testimony based on personal knowledfi&oogle’s search engineor does he even offer
testimony on search engines generally from Wwiaio inference about Google’s search algorithms
could be drawn.SeePosner Decl. Ex. E at 111:15-20 @ you know what the algorithm is that
corresponds to the searatea of Google Searchggestions? A: I'd havi® look at the code.
Sitting here, | can’t — | can’t lay out for you whatst”). “[I]t is well settled that an expert’s
unsupported conclusion on the ultimate issue of infrimgy# is insufficient to raise a genuine issu
of material fact.” Arthur A. Collins, Inc. v. N. Telecom Lt@16 F.3d 1042, 1046 (Fed. Cir. 2000)
(citation omitted). “A party may not avoid thatle by simply framing the expert’s conclusion as
an assertion that a particulaitical claim limitation isfound in the accused deviceld. (citing
Phillips Petroleum Co. v. Huntsman Polymers Cpip.7 F.3d 866, 876 (Fed. Cir. 1998)).
Applying the burdens that would inhere atlirtae Court cannot sahat Apple has shown a
likelihood of proving by a preponderance of thedence that the Google module on the Quick
Search Box employs a heuristic algorithm.

With respect to the “Peoplsearch module, Samsung subnaitdeclaration from Google

software engineer BjorBringert, who explains that the Peoljj | | 3 NN
I Giinoert Decl. 1 7. Dr. Ghonell examined portions

of the publicly availakd Android 4.0 source code associa#gith the People search module, and

stated his opiion that

I doles] not incorporate a rule of thbnor any particular human knowledge specific to

the problem or the data or teethiser,” and thus is not heuits Carbonell Decl. {1 105-07.

22
Case No.: 12-cv-00630-LHK
ORDER GRANTING MOTION FOR PRELIMINARY INJUNCTION

nd

4%




United States District Court
For the Northern District of California

© 00 N o o b~ w N P

N N N N N DN DN NN R R R R R R R B R
0o N o 0N WN P O ©OW 0o N O o hN WwWN R O

Relying on Dr. Carbonell’s analgs Samsung argues that the People module does not employ
heuristic algorithm, and thuspple cannot prove infringement.

Apple provides compelling rebuttal eviderazed argument. Samsung’s expert admitted
that he limited his review of the code simplythe use ojjjjj and did not look at the specific
code internal to ti'- algorithm in orderdetermine its actual implementation on the Galaxy
Nexus. Polish Reply Decl. 4@, Ex. 2 [Carbonell Dep.] at 1408-141:13. Samsung’s expert
further conceded that a logical algorithm, S| G o
be used as part of a heuristic algorithm” if a heuristic were addeditb Ex. 2 at 142:12-143:10.
Meanwhile, Apple’s expert Dr. Polish reviewtte source code foréhPeople module and found
that, as implemented with the SuggestionProvidea daterface required fall applications on the
Galaxy Nexus, the People module does performuadte search. Polish Reply Decl. 1 47.
Specifically, the People module heuristically rauisiearch results based on the user’s past
interactions, ranking contacts that the user hacta in the past threkays, followed by contacts
that the user has selected ie ftast thirty days, above all otlentacts that might respond to the
user’s search query. Psiti Reply Decl. 11 47-5id. Ex. 7 at 1-3. Samsung’s own expert agreed

that a search that rankedudts based on past useresgtion would be heuristicSeePolish Reply

0

Decl. Ex. 2 at 86:20-87:4. Thus, the Court fidggple has shown that the People module searches

heuristically.

Finally, with respect to thtBrowser” search module, Mr. Bringert explains that the

srowser appicaton perfor
I Gringert Decl. 1 7. The algorithm used in the

Browser application is therefdifferent from the algorithm used in the People module.
Nonetheless, Dr. Carbonell examined portions of the publicly available Android 4.0 source co
associated with the Browser search module, aatécshis opinion that tHj|| GGG
_ employed by the Browser search madtdo[es] not incorporata rule of thumb or
any particular human knowledge spectb the problem or the data twrthe user,” and thus is not

heuristic. Carbonell Decl. Y 105-07.
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Apple’s rebuttal evidence and argant with regard to the Bwser module is not as strong
as it is with regard to the Peepinodule. Nonetheless, Apple dgaesent the relevant portion of
the Browser module source code and explaiasttie operative SQLiteDatabase.query() method
“builds the SQL query using a paudiar set of heuristics,” and themders the query results based
on date last visitedSeePolish Reply Decl. Ex. 7 at 4-5. &ICourt finds that, based on its broad
construction of the term “heuristic algorithm,” (||| | | | | G =
employed by the Browser module satisfies the fistig algorithm” limitaion. Returning results
based on date last visited is not strictly a “constraint satisfagiema@meter. Rather, by ordering
results based on the user’'s most recently visitied, the Browser search algorithm employs a ru
of thumb that the user is mdikely searching for a recently visdesite than a site bookmarked
long ago. Furthermore, the Browsearch algorithm employs thesrting heuristic based solely
on the user’s past conduct, i.aetes that the user has most retbenhosen to visit. Samsung’s
expert agreed that “[i]f the system were to stafermation about prior user preferences, such as
the user having selected some hssand having not selected othesults, . . . [and] that precedent
— that information was then compiled into the fataelection process, [then] [t]hat would use
human judgment” and would be heuristic. BlolReply Decl. Ex. 2 [&bonell Dep.] at 86:20-
87:4. Thus, even under Samsung’s narrower cactgtn requiring “humafudgment” — which the
Court has rejected — the Browsearch algorithm is arguablyuréstic. Based on the evidence
available at this time, the Court concludes thatBrowser search algorithm is not purely a
constraint satisfaction algorithm budther employs a rule of thumto find the results most likely
of interest to the user.

In sum, the Court finds that Apple has shown that the People and Browser modules lik]
employ different heuristic algorithms. Thesen though Apple has nsthown that the Google
module also employs a heuristilgorithm, Apple has shown that the Quick Search Box on the
Galaxy Nexus likely has at least two heuristiodules employing two different, predetermined
heuristic algorithms. The sole disputed limitatistherefore satisfied. Accordingly, the Court
finds that Apple has shown that thel&g Nexus likely infringes the '604 Patent.

b. Invalidity Based on Anticipation and Obviousness
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The presumptive validity of &h’'604 Patent can be rebuttenly by clear and convincing
evidence to the contrantee35 U.S.C. § 2822nzo Biochem, Inc. v. Gen-Probe |24 F.3d
1276, 1281 (Fed. Cir. 2005) (citation omitted). A patdaim is invalid byreason of anticipation
if “the invention was known or usday others in this country, or fgated or described in a printed
publication in this or a foreignotintry, before the invention thefday the applicant for patent.”
35 U.S.C. §102(a). A claim is anticipated un8g U.S.C. § 102, and thus invalid, “if each and
every limitation is found either expressly aherently in a single prior art referencastistol-
Myers Squibb Co. v Ben Venue Labs.,,I1246 F.3d 1368, 1374 (Fed. Cir. 2001) (internal
guotation marks and citation omittedy;cord Eli Lilly & Co. v. Zenith Goldline Pharm., Ine71
F.3d 1369, 1375 (Fed. Cir. 2006). To anticipate, tiha prt reference musiso “enable one of
ordinary skill in the arto make the invention withut undue experimentationBard Peripheral
Vascular, Inc. v. W.L. Gore & Assoc670 F.3d 1171, 1184 (Fed. Cir. 2012) (citation omitted).

Samsung argues that claims 6 and 19 of@hd Patent are invalid as anticipated by two
different prior art references: (1) the WideeArinformation Server (“WAIS”) system, published
no later than 1994; and (2) U.S. Patent No. 6,005&68gall (“Legall” or“the '565 Patent”),
titled “Integrated Searcbf Electronic Program Guide, Interreatd Other Information Resources.”
Having considered the WAIS anddal reference and the partiesguments, and for the reasons
discussed below, the Court comés that Apple has met its burdegarding the validity of the
'604 patent.See Titan Tire566 F.3d at 1379-80.

. WAIS

The WAIS system was a client-server seaystem in existence by the early 1990s. WAI
allowed users to search and access informaitooss a number of databases with a single
interface. SeeCarbonell Decl. {1 111 & Ex. GGI'wo descriptions of WAISQverview of Wide
Area Information Server@ WAIS Overviely and WAIS, A Sketch of an Overvi¢iWAIS
SketcH), were published in April 1991 and Septemt891, respectively. Carbonell Decl. § 112;
id. Exs. GG ["WAIS OvervieW], HH ["WAIS Sketch”]. WAIS Overvievexplains how WAIS
works as follows: “The servers take a users [sic] question and do their best to find relevant

documents. The servers, at this point, do notlerstand’ the userd¢$[E]nglish language
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guestion, rather they try to firdbcuments that contain thosend® and phrases and ranks then
[sic] based on heuristics.” Carbonell Decl. Ex. GG. WS SketcHdiscloses a public protocol
that allows user clients to communicate wddtabase servers comtaig a wide variety of
information? Through a single interface, that user ikdb search multiple databases, with each
server performing its own undegithg search algorithm. A#®/AIS Sketcmakes clear, “since
WAIS really just specifies thprotocol for the client and sexwto use for communication, the
underlying search on the servewutd just as well use varioumstural language queries upon its
information.” Carbonell Decl. Ex. HH at 1. A third documdrggeWAIS-sfpublished in 1995,
appears to be targeted at server developedsg@cusses use of synonymatching heuristics in a
manner that suggests widespread, but optiasal of synonym matching in servers’ search
algorithms. Carbonell Decl. § 125 & Ex. JJ at Bamsung argues that because some of these
search algorithms could be hetidgsthe WAIS system disclosesery element of claim 6 of the
'604 Patent. To illustrate this, Samsung’s expeived a reconstruadeoperational system
assembled by Lyle Bickley, a technical consultasiitich demonstrated how a server administratg
could construct synonym files that search ftne synonyms or homoms to the input query,
thus importing human knowledge into the seangthanism. Carbonell Decl. 11 114, 124s&
generallyDecl. of Lyle Bickley (“Bickley Decl.”).

The Court is not convinced that WAIS diseés every limitation of claim 6 of the '604
Patent, namely the “plurality of heuristic modules” limitation. According to Apple’s expert,

“[m]odules are small software programs that angspaf a larger application,” meaning they “must

-

be part of the application and remime service or server to which the application connects.” Polish

Reply Decl. § 73. This understding of “module” is supporteby the patent specification, and
Samsung does not contend otherwiSee'604 Patent 7:31-35 (“Thus, if a search engine is
designed for use on the Internet to locate particular types of web pages, a plug-in module car
be designed to access that search engine and results to the information retrieval manager.”);

id. at 4:22-23 (“Yet another module might emplogearch engine to lot&alnternet web pages

2 Some information freely accessible with the W@#Arotocol included a patent archive, a
collection of molecular biology abstracta cookbook, and tH&A World Factbook.
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which match the user input.”). That is, a ma&datcesses or employs a search engine, but is no
itself a search engine. As Apme2xpert explains, in a WAIS system, when a user inputs a sea
string, the software component on thient side sends an identicplery to all servers, but there
are no modules on the client side for sending quérasare tailored toazh server. Polish Reply
Decl. 1 74. Thus, WAIS fails to disclose at least the limitation of a “plurality of heuristic modu
that employ different heuristic algorithms, and #iere does not anticipate claims 6 and 19 of thg
'604 Patent.

ii. Legall

Legall was issued December 21, 1999, baseahaspplication filed March 25, 1997. It
discloses a system for searchfag electronic program guide anchet information resources with
one search.” Carbonell Decl. Ex. FF ['565 Patefljstract. Legall teaches, for example, using
this search tool on a TV to search for infation on the TV’s electronic program guide (“EPG”)
and on a variety of Internet search enginéh & single search. @aonell Decl. 1 145-59.
Samsung argues that Legall discloses every liioitaf claim 6 of the '604 Patent. Apple
responds that Legall is not anticipatory becaudesdloses only one component that is used for
searching, and therefore does notldise “a plurality of heuristicnodules.” Polish Reply Decl. 11
27, 76-83. Apple further argues that even ifjakk discloses a plurality of modules, Samsung’s
expert admitted Legall did not necessarily disclbse each of a plurality of modules employs a
different heuristic algorithmld.

The Court agrees with Apple that the Legalérence fails to anticipate the '604 Patent.
Although Legall is directed to adelsing a similar problem as itlf604 Patent — that is, being
able to perform searches across a varietyfofimation platforms — Legall does not disclose a
“plurality of heuristic modules,” nor doesdisclose the use of at least two differbatristic
algorithms. The specification of Legall explains tHalfter a search is initiated using the active
filter specified [], the search mechanism condacsgarch of the World Wide Web 506, and the
EPG 508. . .. Using the filter specified, the systenomatically generates the query to perform
the search on the web and/or on the EPGB85'Patent 4:19-26. Thus, contrary to Samsung’s

expert’s assertion that Legall discloses a pityralf heuristic modules, the specification reveals
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only a single “search mechanism.” Furtherm@e,Carbonell admitted at his deposition that,
according to the description in Legall, the sedod for the EPG may, but need not be, heuristic.
The specification of Legall explains that “the sais performed on the EPG using a search tool
The search tool may be a simplgtteearch tool or database s#atool, or a tool specifically
written for searching the EPG.” '565 PaterB8#434. As Samsung’s expert concedes, a simple
string match text search, assdabed in the Legall speaifation, would not be a heuristic
algorithm. Polish Reply Dedl 81 & Ex. 2 at 236:1-7.

Accordingly, because Legall does not discltteelimitation of claim 6 that the apparatus
comprise a plurality of heuristic modules wiiareach module employs a different, predeterming
heuristicalgorithm, it fails to anticipate claim 6 of the '604 Patent.

iii. Obviousness of Claim 19

Finally, Samsung argues that claim 19, whiddsathe further limitation of incremental
search functionality (i.e., the system begins seagcivhile the user is skityping), is invalid for
obviousness, because incremental search funttiomes well known in the art by the priority
date of January 5, 2000, and it would have been obwwoagerson of ordinargkill in the art to
use any of the known techniques for incrementalkcbefanctionality in combination with either
WAIS or Legall. Carbonell Decl. 11 140-4459-62. According to Samsung’s expert, this
incremental search functionality was documdras early as 1978 by researchers at MIT.
Carbonell Decl. § 140 & Ex. MM. This searam€tion was used, for example, in Microsoft’s
WordPerfect 5.2, which was released on Novend@®, 1992. Carbonell Decl. | 142 & Ex. PP.

A patent is invalid for obviousness “if the diféaces between the sabj matter sought to
be patented and the prior art ateh that the subject matter astaole would have been obvious a
the time the invention was made to a person hasidopary skill in the art to which said subject
matter pertains.” 35 U.S.C. § 103(a). “Gdnsness is a question of law based on underlying
findings of fact.” In re Kubin 561 F.3d 1351, 1355 (Fed. Cir. 2009). The underlying factual
inquiries include: (1) the scope acadntent of the prior art; (2) the differences between the prior
and the claims at issue; (3) tleeel of ordinary skill in the @arand (4) any relevant secondary

considerations, such as commercial success, long felt but unsolved nedls,faildre of others.
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KSR Int'l Co. v. Teleflex, Inc550 U.S. 398, 406 (2007) (citiigraham v. John Deere C&B83
U.S. 1, 17-18 (1966)Aventis Pharma S.A. v. Hospira, In675 F.3d 1324, 1332 (Fed. Cir. 2012)
Because the Court concludes that neither WAdEL egall anticipateindependent claim 6,

and Samsung’s obviousness argument for invalidatiataim 19 relies on either WAIS or Legall

in combination with other secondary references,Gburt determines that neither WAIS nor Lega
renders claim 19 obvious. In any event, altho8gmsung argues that the incremental search
function could have been combinetth WAIS or Legall, Samsung’expert offers no evidence
that a person of ordinary skill in the art wotlave found this combination to be obvious. Dr.
Carbonell cites three differentfeeences that allegedly demdnade the prioexistence of

incremental search functionality: (1) EMACS texditors, used by MIT researchers as early as

—F

1978 ("EMACS"); (2) WordPerfect 5.2 for Wind®wreleased November 30, 1992 (“WordPerfec
5.2”); and (3) U.S. Patent No. 6,049,796 to Siitgrfded February 24, 1997, and issued April 11,
2000 (“Siitonen”). SeeCarbonell Decl. 11 140-43 & Exs. MM, NN, OO, PP. However, even
assuming that these three secondary referenseloske the incremental search functionality of
claim 19, Samsung offers no evidence that or@dihary skill in theart would have found it
obvious to combine the incremental search funclitynaf these secondamgferences with WAIS
or Legall. SeeCarbonell Decl. 11 140-44, 159-62. “[A] pateomposed of several elements is
not proved obvious merely by demonstrating #eath of its elements was, independently, known
in the prior art.” KSR 550 U.S. at 418. Rather, the partaltdnging the patent’s validity must
“identify a reason that would hayeompted a person of ordinaskill in the relevant field to
combine the elements in the way the claimed new invention dées.”

As Apple’s expert Dr. Polish explains, WAISaslient-server search system, and Legall i

[72)

a power search tool that enabéegser to search an electroprogram guide and other information
resources with a single search. Polish Rgagl. 1 100. Meanwhile, EMACS is a text editor,
WordPerfect 5.2 is a spell checker memory, airtdr&n is a personal digital assistant (“PDA”)
contacts databaséd.  101. Samsung’s exp@t. Carbonell offers no more than a conclusory
assertion that “[ijt would have been obvious te @ ordinary skill in the art at the time of the

invention to include in WAIS a ntieod of displaying incremental searresults or real-time search
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results as the user types hisher query,” because “[pjthe time of the invention, consumer acces
to broadband Internet connections was widespie Carbonell Decl. § 144. Dr. Carbonell’s
explanation for the supposed obwsoess is a non sequitur, andifiermore does not even attempt
to address any of the relevant sedary considerations identified KSR SeePolish Reply Decl.

19 99-101 (pointing out deficienciesDr. Carbonell’s declaration). Samsung’s evidence in
support of its obviousness defense thus falls fart glioaising a substantiguestion of invalidity
sufficient to overcome the presumption of validity.

In sum, Apple has shown that claims 6 48dof the '604 Patent adikely both valid and
infringed. Apple has therefore shown a likelihadgrevailing on the merits of the '604 Patent.

2. U.S. Patent No. 5,946,647 (Links for Structures)

U.S. Patent No. 5,946,647 (“the '647 Patergfjtitled “System and Method for Performing
an Action on a Structure in Cqter-Generated Data,” was fl®n February 1, 1996, and issued
on August 31, 1999. The '647 Patent is dire¢ted computer-based system and method for
detecting structures, such@sone numbers, post-office addressand dates, and performing
actions on the detected structur&ee'647 Patent Abstract, 1:8-16he '647 Patent sought to
overcome certain deficiencies in the prior adttinhibited a user’s dity to easily perform
different desired actions on infoation encountered in a givep@ication. Conventional systems
existed to help search a file or documentifdormation using patte analysis, but upon
identifying such information, the user would havecopy-and-paste thatformation into whatever
field or application the user shed in order to use the imfation. '647 Patent 1:42-50.

The '647 system relies on an “analyzer séreemponent that is programmed to recogniz
a wide range of data patterns (edl“structures” in the patent) ghata from a wide range of files,
such as text messages, emails, and web p&gest applications (e.gword processors) submit
documents to the analyzer server for detecticstroictures. After the analer server recognizes
structures in a document, it links each sueto operations (callig‘actions”) commonly
performed on data of that type (such as higkphone numbers to the functions for calling or
storing phone numbers in the address book). Ittéemns the list of detestl structures and links

to the client application.
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Apple accuses Galaxy Nexus phones of infringilagms 1 and 8 of the '647 Patent. Applég
alleges that the web browser applicatiofce Cream Sandwich on the Galaxy Nexus infringes
claims 1 and 8 by enabling a user to perfortioas on detected structures, such as storing
information from a web page in the usertacts, dialing a telephemumber, or sending an
email, simply by selecting the information anveb page. Decl. of Dr. Todd Mowry (“Mowry

Decl.”) 11 53-83 & Ex. 17 [Infringement Chhr Claim 1 of thé647 Patent recites:

A computer-based system for detecting@tites in data and performing actions on
detected structures, comprising:
an input device for receiving data;
an output device for presenting the data;
a memory storing information inalling program routines including
an analyzer server for detectingustures in the data, and for linking
actions to the detected structures;
a user interface enabling the selectud a detected structure and a
linked action; and
an action processor for performitige selected action linked to the
selected structure; and
a processing unit coupled the input device, thoutput device, and the
memory for controlling the execoti of the program routines.

'647 Patent, 7:9-24. Claim 8 dfe '647 Patent recites:

The system recited in claim 1, wheréie user interface highlights detected
structures.

'647 Patent, 7:51-52. This is nibie first time that Apple hasserted these two claims against
accused infringers. The '647 Patent was the subjeant investigation by the International Trade
Commission (“ITC”),Certain Personal Data and Mobile Communications Devices and Related
Software Inv. No. 337-TA-710, (July 15, 2011) (Final}le 710 Investigation). The '647 Patent
is also at issue in the ca&pple Inc. v. Motorola, IngNo. 1:11-cv-08540 (N.D. Ill. filed Dec. 1,
2011), before Judge Richard A. Posner, sittinglésignation in the U.S. District Court for the
Northern District of Illinois (Apple v. Motorold).
a. Infringement

As previously stated, determining infringembévolves a two-steprocess: first the

disputed claim terms must be construed, and second it must baidettwhether the claims read

on the accused devic&ee Roche Palo Altd31 F.3d at 1377.
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i. Claim Construction
Claims 1 and 8 each require “an analyzer seoredetecting structures in the data, and fol
linking actions to the detected structure®$647 Patent 7:16-17. &ssung argues that claim
construction is needed for two terms: “analyzerver” and “linking actions to the detected
structures.” These two terms were poesly construed by both Judge Posnekpple v.
Motorola and by the ITC in the 71@Vestigation. Samsung urges the Court to adopt the
constructions for these two terms adopted by Judge PosAppie v. Motorolaon March 19,
2012. SeeDecl. of Dr. Geoff Cohen Re: '647 Pat¢ffCohen '647 Decl.”) Ex. K at 10. For
purposes of this motion only, Apple does not ogpBamsung’s proposed constructions, as Appl
maintains that the Galaxy Nexus infringes clalivend 8 of the '647 Patent even under Samsung
proposed constructions. Accordingly, for pug®sf this motion only, the Court construes
“analyzer server” to mean “a senroutine separate from a clighat receives data having
structures from the client,” arabnstrues “linking actions to ¢hdetected structures” to mean
“creating a specified connection between eachctiedestructure and at least one computer
subroutine that causes the CPU to perform aesempiof operations on the detected structure.”
Opp’n at 5-6 (citing Cohen '647 Decl. Ex. K at 10).
ii. Literal Infringement
To establish infringement, Apple must showttevery limitation set forth in a claim is

found in the accused produdtaitram Corp. v. Rexnord, Inc939 F.2d 1533, 1535 (Fed. Cir.

117

1991). To show that the Ice Cream Sandwich web browser application on Galaxy Nexus phagnes

infringes claims 1 and 8 of thé47 Patent, Apple points to a sein capture of the web browser
(“Browser”) on the Galaxy Nexus where, upon setm of a phone number found in a web page,
user is presented with actions to dial the nunolbbexdd the number ascantact. Mot. at 11-1Zee
Mowry Decl. 1 53-83. Upon examining portiongloé publicly available Android 4.0 source
code and related documents, Apple’s expertliodd Mowry confirmed his opinion that the
Galaxy Nexus Browser satisfies every limitatiorctzfims 1 and 8 of the 647 Patent, including
having an “analyzer server” thdirik[s] actions to the detected structures.” '647 Patent 7:16-17

SeeMowry Decl. 11 58-83; Reply Decl. of DFodd Mowry (“Mowry Reply Decl.”) 1 77-110.
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As further support for its infringement claim, plp notes that in the 710 Investigation, the ITC
found that HTC devices infringe claims 1 and 8 of the '647 Patent. According to Apple’s expe
the infringing Android code at issue in the AfhQestigation and the Andid code used in the
Galaxy Nexus are “identicéh all relevant aspects.”"Mowry Decl. 11 5%6; Mowry Reply Decl.
19 54-56.

Samsung contests only the following claim lirtida: that the system include “an analyzer
server for detecting structuresthre data, and for linking actionstioe detected structures.” '647
Patent 7:16-175eeOpp’n at 8. Because the parties adslfesalyzer server” and “linking actions
to the detected structures” separately, the Court does as well.

(a) “analyzer server”

It appears that the Android system starede to perform the acsed functionality in
various external shared librasien the Android platform, such as CacheBuilder, WebView, and
MenultemImpl. SeeMowry Decl. 11 67, 70; Mowry Replydzl. 1 62-70; Come’647 Decl. 1 93.
Various client applications, sues the Browser application, ceall on relevant code from these
libraries to perform the claimesdructure detection and linkingseeMowry Reply Decl. { 65.
Apple’s expert opines that these external lilmgare thus part oféi'routine” of the code,
separate from the client, that perform the “gmaf server” function ofletecting and linking to
structures. Mowry ReplDecl. Y 62-65, 74-76.

Samsung argues that the Galaxy Nexus doesatisfy the “analyzer server” element for
two reasons. First, Samsung argues that Applettaitientify any singlewbroutine that performs
both detecting structures and linking actio@pp’n at 8. Samsung complains that, although
Apple’s expert Dr. Mowry points to a numberrmoéthods in the Galaxy Nexus that detect
structures, and to a number ohet methods that allegedly creétiks to actions, Dr. Mowry fails
to identify a single program subrine that performs both action§eeCohen '647 Decl. 1 89-90.
The Court is not persuadéthat the patent requiressangleroutine that performs both actions. As

Judge Posner noted, the inventors of the '647 Phtaht broad conception of the word “routine.’

% The ITC adopted different consttioms of the two claim terms &sue, and thus its conclusions
regarding infringement are of only limited relevance here.
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SeeCohen '647 Decl. Ex. K at 10. Judge Posner equated “routine” with the terms “module” a
“‘component,” defining it as “a piece of programmimgressary to perform a specific functiond.
Apple’s expert asserts that one of skiltle art would understarfd piece of programming
necessary to perform a specific ftinn” to include all of the codeeeded to execute that function,
regardless of how the code is organized. MowrglRBecl. § 60. Thus, theollection of assorted
subroutines that comprise the analyzer server fomgtnay fairly be said toonstitute the analyzer
server “routine” within the meamg of Samsung’s proposed constraanti Indeed, this is consistent
with Judge Posner’s understandthgt “[r]Joutines often consist aubroutines.” Cohen 647 Decl.
Ex. Kat 10.

Second, Samsung argues that the Galaxy Nexks lan “analyzer sesv’ because there is
no server routine in Ice Cream Sandwich thdseparate from a client;” rather, the accused
functionality is an integral padf the Browser (i.e., the client) it$elOpp’n at 8 (citing Decl. of
Cary Clark (“Clark Decl.”) 11 4-17xeeCohen ‘647 Decl. 1 91-96. Samsung argues that a
person of ordinary skill wodlunderstand “server” to mean “a program separate from the
application in question, running as g@akate process, that provides ses to client applications.”
Cohen 647 Decl. 1 92. Because CacheBuildetyVWew, and Menultemimpl are all executed as
part of the client applicatiolgamsung argues they are not “sepelrfrom the client and thus
cannot satisfy the “analyzer server” limitations.

The requirement that the analyzer servetseparate” from the client is supported by the
patent’s specification, which discloses in Figlire “program” separate from the “application”
(i.e., the client), wherein the programantains the analyzer serve3ee'647 Patent Fig. 1.
Nonetheless, Judge Posner explained, and thist @grees, that the terfanalyzer server” means
“a code modulghat is separate from client applicas and provides stcture detection and
linking services to the client apphtions.” Mowry Reply Decl. EX3 [Posner Summ. J. Order] at 4
(emphasis added). Judge Posner specificadigtted Apple’s argumentdhthe terms ['server’
and ‘client’] describe separateachines,” clarifying that “'seer’ and ‘client’ denote pieces of
code in a computer.1d. To the extent that there may be valet code intertwined with the client

applications, Dr. Mowry explains that in any dlieserver relationship, there must be code in the
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client that calls to the server. This “gloede,” however, simply allows the communication
between the client and the server. Mowry Rdpécl. 11 67-70. Thedtirt agrees that the
presence of this “glue code” does not removeatteised device from the scope of the '647 Pate
Cf. Mowry Reply Decl. Ex. 3 at 4-5 (rejectirggsimilar non-infringement argument made by
Motorola upon finding evidence thahuch [of the code] appears sea from and reused across
the client applications”) Accordingly, even under Samsungposed construction, the Ice
Cream Sandwich browser on the Galaxyxdsecontains an “analyzer server.”
(b) “linking actions to the detected structures”

Samsung also argues that the Galaxy Nexus lacksa@gzer server thélink[s] actions to
the detected structures.” '64#atent 7:16-17. For purposes dbtmotion, the Court has adopted
Samsung’s proposed construction of this term, which requires “creasipgcified connection
between each detected structanel at least one computer sointine that causes the CPU to
perform a sequence of operationstioa detected structure.” @ftentral dispute here is over
whether the claim term requires that thpé'sified connection” be accomplished through
“pointers.” A pointer isa type of data that “points to” ather value stored elsewhere in the
computer memory using its address. Linkingptlyh pointers means storing the memory addres
of the code that performs the actiotex@nt to the detected structur8eeCohen '647 Decl. | 242.
Samsung asserts the Galaxy Nexus does not inftirig®47 patentécause the Ice Cream
Sandwich Browser does not create pointers to articpkar actions when it detects a structure.
Opp’n at 8;seeClark Decl. {1 6-17. Instead, when musture is detected, the Browser merely
identifies it and enables it to be selected by tlee.u®pp’n at 8. That jst the time of structure
detection, no pointers to specific subroutiaes created, and theoeé, Samsung argues, no
“linking” is performed.

The Court is not persuaded. While it is cldeat linking for purposs of the '647 Patent
maybe accomplished by pointers, the Cdumtls nothing in the '647 Patent thraiquiresthe use
of pointers. In construing “lking . . .” to require the creatiasf a “specified connection,” Judge
Posner looked to the specifiaati which states that “upon detectioina structure, analyzer server

links actions associated with thesponsible pattern to the detstistructure, using conventional
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pointers.” Cohen '647 Decl. Ex. K at 10; '647t&a 3:65-67. Nevertheless, the claim language

itself does not require linking actions to struesuthrough pointers. Experts for both Samsung a

Apple agree that a “specified connection” maydrened by some mechanism other than pointers.

SeeMowry Reply Decl. 11 77-11Ggl. Ex. 10 [Cohen Dep.] at 140:17242:9 (explaining that, while
a conventional pointer is “a very strong exampla specified connection,” he could not say that
specified connection is “restrictéo conventional pointers”). Abe parties well know, it would
be improper to import limitations frothe specification into the clainGee Trading Tech$95
F.3d at 1352 (citind\bbott Labs. v. Sandoz, If¢Sando?), 566 F.3d 1282, 1288 (Fed. Cir.
2009)). Accordingly, the Court concludes ttieg disclosure of linking through conventional
pointers in the specification’s sleription of the preferred embaadéent does not limit the broader
claim language Seeliebel-Flarsheim 358 F.3d at 905.

The Court finds that the Ice Cream SandwBrowser does create a uniquely defined
association between the detectedatre and one or more actioasd thus satisfies the “linking”
limitation. That a “specified conogon” is formed is clear frorthe functionality of the Galaxy
Nexus itself: clicking on a detectstfructure presents the usdathna menu of options, any of
which, if clicked on by the user, will perforthe specified action. Accordingly, even under
Samsung’s proposed construction of “linking,” Appkes shown a likelihood of establishing at trig
by a preponderance of the evidence thatdbeCream Sandwich Browser on Galaxy Nexus
phones infringes claims 1 and 8 of the '647 Patent.

b. Invalidity Due to Anticipation

As explained above, a claim is anticipatedler 35 U.S.C. § 102, and thus invalid, “if eacl
and every limitation is found eithexpressly or inherently ia single prior art referenceBristol-
Myers Squibp246 F.3d at 1374 (internal quotation marks and citation omitted). To anticipate,
prior art reference must also “emalone of ordinary skill in thart to make the invention without
undue experimentation.Bard Peripheral Vascular670 F.3d at 1184 (citation omitted). Samsun
argues that claims 1 and 8 of the '647 Patent are invalid as anticipated by three different priof

references: (1) the Newton Programmer’s Guiddslished no later thal©994; (2) the Sidekick,
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sold in the United States beginning in 1983; and’@ndit, a U.S. Patetitled “Recognition of and
Operation of Text Data.” The Cdwonsiders each reference in turn.
i. Newton Programmer’s Guide

Newton devices were handheld products desidnyeApple to operate as personal digital
assistants (“PDAs”), and tid¢ewton Programmer’s Guid&as published no later than 19%ee
Cohen 647 Decl. 11 135-36 & Ex. PPgWhton Programmer’s Guide]. TiNewton Programmer’s
Guidediscloses an Intelligent Assistant system service “that attempts to complete actions for
user according to deductions it makes about thetkedkhe user is cuently performing.” Cohen
'647 Decl. Ex. PP at 1-9. For example, when a as&gred “Call Bob” and then pressed the Assi
button, Newton detected and parsieat phrase, and the Intelligefsssistant presented a menu of
actions that included the option to dial a phonmlper associated with “Bob.” Cohen '647 Decl.
144; Mowry Reply Decl. § 154. If a user typepghone number and then psed an Assist button,
the Intelligent Assistarwould present a menu of options, ding “call” or “fax.” Cohen '647
Decl. T 146.

Samsung asserts that thewton Programmer’s Guid#iscloses everyrhitation of claims
1 and 8 of the '647 PateneeCohen '647 Decl. {{ 135-54. HoweyApple’'s expert proffers a
different opinion, explaining that tiéewton Programmer’s Guidails to anticipate claims 1 and
8 of the '647 Patent at least becauseNbaiton Programmer’s Guid#goes not disclose “a user
interfaceenabling selection ad detected structurand a linked action.” '647 Patent 7:18-19
(emphasis addedseeMowry Reply Decl. 1 161-62. Saorgy’s expert contends that tNewton
Programmer’s Guideliscloses a user interface enabling tHecd®n of a detected structure and a
linked action because pressing the “Assist” button causes the Assistant to resolve the phrase
entered by the user, resulting in an action. @d647 Decl. § 151. The Court, however, is more
persuaded by Apple’s expert’s eaphtion that the Assistant does afow the user to “select” a
detected structureCf. Celsis In Vitro, Inc. v. CellzDirect, In664 F.3d 922, 929 (Fed. Cir. 2012)
(district courts have “wide discretion to weigh expert credibilit€pnoco, Inc. v. Energy & Envtl.
Int’l, L.C., 460 F.3d 1349, 1362-63 (Fed. Cir. 2006) (“Astfee relative weight given to the

testimony of both sides’ expert witnesses, we attuoe trial court broad gcretion in determining
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credibility . . . .”). Rather than allow a users®lect a detected struce, the Newton recognizes
commands typed into a text box, such as “Call Babd when the user presses the Assist button
the Newton then allows the userslect the linked action. In othe&ords, the user must press the
Assist button to tell the device tietect the structure; the struaus not already detected at the
time the user selects iBeeMowry Reply Decl. 1 161-62. Acuatdingly, it appears that Newton
does not disclose every limitation of claims 1 8maf the '647 Patent and is not anticipatory. The
Court therefore finds that Apple has shown ltkisly to withstand a vadity challenge based on
the Newton reference.
ii. Sidekick

Sidekick was a software utility sold in thinited States by Borland International beginnin
in 1983. SeeCohen '647 Decl. 1 118 & Ex. GG [Sidekick$idekick’s Dialefeature detected
phone numbers in computer data and linked thoséarsro a subroutine that allowed the user t(
select the number and dial it using a mod&ae idJ{ 127-28. Samsung argues that Sidekick
discloses every limitation of clais 1 and 8 of the '647 Pateree id{{ 118-34.

Apple replies that Sidekick fails to discloge particular, the limitaon “linking actions to
detected structures.” Mowry By Decl. 1 118-145. The Court ags with Apple. Both Judge
Posner and the ITC correctly recognized thatlihking” limitation refers to plural “actions” and
plural “structures.”ld. 11 133-35seeCohen '647 Decl. Ex. K at 10-11 (“[T]he ability to link a
structure to a single action swwbmports with the patent’s phkirreference, so long as other
structures are linked to othertians. An analyzer that linkgates to the calendar and phone
numbers to the phone book still ‘links structureadtons.””). Sidekick only discloses detecting
one type of data structure — phone numbesd-only discloses linkinthese phone numbers to
one action — dialing. Mowry Reply Decl. {1 131-35, I8Ek generallfCohen '647 Decl. Ex. GG.
Because the Sidekick Dialer a#ps to identify only a single typé structure and allows only a
single operation to be performed on that structtidges not disclose limkg plural actions to
plural structures. Accordingly,éhCourt finds that the Sidekicloes not disclosevery limitation
of claims 1 and 8 of the '647 Patemtd therefore is nanticipatory.

iii. Pandit
38
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U.S. Patent No. 5,859,636 to Pandit (“Pandi8s issued on January 12, 1999, based on|an

application filed December 27, 1995. Pandit dise®a system for recognizing a predetermined
class of text, such as a telephone number, fax nyrabdate, in a document, and then selecting
and running operations relevanttbat class of text. Cohef47 Decl. § 205 & Ex. QQ [Pandit].
Samsung argues that Pandit discloses every limitafictaims 1 and 8 of the '647 Patent. Coher
'647 Decl. 11 200-21.

Pandit was considered both by the ITC Bgdhe PTO during reexamination of the '647
Patent. Mowry Reply Decl. 1 25. Although the@ihitially found claims 1 and 8 anticipated by
Pandit during reexamination of the '647 Pateitiater allowed claims 1 and 8 after the applicant
submitted a declaration pursuant to 37 C.F.R.181 to swear behind the Pandit reference as §
102(a) prior art.SeeCohen '647 Decl. Ex. M [647 PateReexamination] at 5-8ge als@B7
C.F.R. § 1.13%. The examiner reviewed Apple’s § 1.1@dclaration and founthat the attached
exhibits of screen shots and email messagegesenting a working exhibit of the invention
sufficiently supported an earlier daiereduction to practice of the invention that predated Pandit
thus disqualifying the Pandiéference as prior arSeeMowry Reply Decl. 11 202-03 & Ex. 4.
Ex. 5 at 5-6.

Samsung has submitted no evidence that thecaplk 8 1.131 declaration was fraudulent
or otherwise invalid. The Court therefore crethis patent holder’s sworn declaration that the

inventors of the '647 Patent cariged and reduced to practice the claimed invention before the

* On December 10, 2010, the PTO ordezrgbartereexamination for all claims of the '647 Patent,
and issued a non-final Office Actiogjecting all claims of the '64PPatent as anticipated by U.S.
Patent No. 5,859,636 (“Pandit” or “tF@36 patent”). The '636 Patéissued to Milind S. Pandit
on January 12, 1999 from an application filed on December 27, T3884owry Reply Decl. Ex.

4 at 1-2.

® Pursuant to 37 C.F.R. § 1.131, when any claimnoépplication or a patent under reexaminatior
is rejected, the inventor or owner may submit &@propriate oath or diration to establish
invention of the subject matter thfe rejected claim prior to the effective date of the reference o]
activity on which the rejection is based.” 37 C.FBR..131(a) (2012). Thegalations require that
“[t]he showing of facts shall bguch, in character and weight,tasestablish reduction to practice
prior to the effective date of theference, or conception of the imi®n prior to the effective date
of the reference coupled with ddéigence from prior tesaid date to a subguent reduction to

practice or to the filing of the appéiton.” 37 C.F.R. § 1.131(b) (2012).
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Pandit’s priority date. Accordingly, the Cofirids that Pandit does thqualify as a prior art
reference and therefore cannoti@pate the '647 Patent.
c. Invalidity Due to Obviousness

Finally, to the extent Newtorgidekick, and Pandit do not anfiate claims 1 and 8 of the
'647 Patent, Samsung argues that these prioefetences render claims 1 and 8 of the '647
obvious and thus invalid. Opp’n at 6. A®piously stated, a patent may be invalid for
obviousness “if the differences between the sulmjetter sought to be patented and the prior art
are such that the subject matisra whole would have been obvi@ithe time the invention was
made to a person having ordinary skill in the as/kach said subject matter pertains.” 35 U.S.C.
8 103(a). The Court should take into accdsetondary considerations” such as “commercial
success, long felt but unsolved needs, [and] fabfi@hers” in order taletermine whether the
subject matter sought to be patentaalild have been obvious to oneastlinary skill in the art at
the time of the inventionKSR 550 U.S. at 406Gee Sud-Chemie, Inc. v. Multisort Techs.,, 1564
F.3d 1001, 1008 (Fed. Cir. 2009).

Samsung argues that, to the extent Sidekick taibnticipate because it discloses linking
only a single action to a singletdeted structure, rather thnking plural actions to plural
structures, “it would have been obvious to a perdarrdinary skill in 1996 to detect additional
types of structures and/or to link multiple actiomshe detected structures.” Cohen '647 Decl.
129. Dr. Cohen’s bare assertion thatould have been obvious to oakordinary skill in the art
does not adequately explaatyit would have been an obvious improvement over the prior art,
does Dr. Cohen discuss any relevant seconalawiousness considerations. Dr. Cohen’s
uncorroborated opinion is coungerby Dr. Mowry’s opinion that would not have been obvious
to one of ordinary skill in the art at the timepimvide a system detecting multiple structures and
furthermore linking multiple candidate actionsech detected structure. Mowry Reply Decl. |
137. The Court finds that Dr. Mowry’s opinionggpported by the fact that the '647 Patent

inventors specifically highlightegrior art references similar ®idekick as prior art which the

patent overcameSee' 647 Patent 1:52-65 (describing a systiat is only able to detect telephone

numbers and only able to allow dialing of those numbers); MowpjyR2ecl. 1 138. In light of
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the burdens that would inheretaéal, the Court finds that Samsuhgs failed to raise a substantial
guestion of invalidity based dhe Sidekick reference.

Finally, Samsung asserts that even if Pandit doésgjualify as prior dy “[a]t @ minimum,
Pandit is evidence of simultaneansention that further supporits invalidity of the asserted
claims.” Opp’n at 7-8 (citingseo. M. Martin Co. v. Alliance Mach. Sys. Int'l, LL&34 F. Supp.
2d 1024, 1036 (N.D. Cal. 200&ff'd, 618 F.3d 1294 (Fed. Cir. 2010)). Pandit was filed on
December 27, 1995, only five weeks before &7’ Patent. Mowry Reply Decl. § 201. Samsung
is correct that secondary considtions of non-obviousness mustdoasidered when present, and
that “[iJn some rare instancethe secondary consideration afhsiltaneous invention might also
supply ‘indicia of obviousness.’"Geo. M. Martin 618 F.3d at 1304 (internal quotation marks and
citations omitted). Evidence &dimultaneous inventions, madeithin a comparatively short
space of time,” are persuasive evidence thatthimed apparatus ‘was the product only of
ordinary mechanical or engineering skil.Geo. M. Martin 618 F.3d at 1305 (quotir@oncrete
Appliances Co. v. Gomer269 U.S. 177, 184 (1925))ut see Lindemann Maschinenfabrik GMBHI
v. Am. Hoist & Derrick Cq.730 F.2d 1452, 1460 (Fed. Cir. 1984) (“Because the statute, 35 U.$.C.
8 135, (establishing and governing interference m&ctecognizes the possibility of near
simultaneous invention by two or more equallgtéed inventors working independently, that
occurrence may or may not beiadication of obviousness wheorgsidered in light of all the
circumstances.”).

However, Samsung here proffers no evidencangfsecondary considerations other than
the Pandit reference itself and the other atlegaticipatory references, which the Court has
already discussed above. Geo M. Martin the Federal Circuit affirmed the trial court’s
obviousness analysis, notwithstanding the patent owner’s swearing behind a concurrent inventior
the Tecasa machine. In doing so, however, tideféd Circuit emphasized that the evidence of a
near-simultaneous invention was coupled wainong evidence of obviousness based on [other
references],” and observed that the patentdrddswearing behind argument would have been
more persuasive had the Tecasa machine “prdiiae only evidence ofmiultaneous invention.”

618 F.3d at 1305-06. Here, as discussed, Santsmsgot made a strong showing of obviousnes
41
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based on other references, and thus the Condt isersuaded that the simultaneity of the Pandit
invention alone is sufficient to overcome the sgy@resumption of the 47 Patent’s validity.

In sum, Apple has shown a likelihood of &ditshing both infringement and validity.
Accordingly, Apple has shownli&elihood of success on the merdkits '647 Patent claim.

3. U.S. Patent No. 8,046,721 (Slide to Unlock)

U.S. Patent No. 8,046,721 (“the '721 Rty entitled “Unlocking A Device By
Performing Gestures on an Unlock Image,” was filed on June 2, 2009, and issued to Apple or
October 25, 2011, as a continuatafra prior application filed on December 23, 2005, now U.S.
Patent No. 7,657,849. The '721 Patdistloses an invention thallows a user to unlock a
portable electronic device by using a predateed gesture on a touch sensitive scregee
generally’721 Patent, col. 1. The '721 Patent veamed at addressing a problem in portable
devices that employ touch screens, namdig tinintentional activain or deactivation of
functions due to unintentional etact with the touckscreen.” 721 Patent 1:38-40. Prior art
disclosed several unlocking procedures, inelgdpressing a predefled set of buttons
(simultaneously or sequentially) entering a code or passwordd. at 1:47-50. Ircontrast, the
'721 Patent disclosed “[t]he perinance of the predefined gast with respect to the unlock
image [which] may include moving the unlock ineat a predefined location and/or moving the
unlock image along a predefined path.” 721 Patent Abstract.

Apple claims that the Galaxy Nexus imigies upon two independent claims and two
dependent claims of the '721 PateBeeMot. at 14. Specifically, pple claims that the Galaxy
Nexus infringes on independesiaim 7, dependent claim 8 (v depends from claim 7),
independent claim 12, and dependent claim 15 (which depends from claim 12). Claims 7 ang

recite the following:

7. A portable electronidevice, comprising:
a touch-sensitive display;
memory;
one or more processors; and
one or more modules stored in themory and configured for execution by
the one or more processors thne or more modules including
instructions:
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to detect a contact with the touch-sensitive display at a first
predefined location corresponding to an unlock image;

to continuously move the unlock image on the touch-sensitive
display in accordance with mawent of the detected contact
while continuous contact with ¢htouch-sensitive display is
maintained, wherein the unlock age is a graphical, interactive
user-interface object with whiauser interacts in order to
unlock the device; and

to unlock the hand-held electrardevice if the unlock image is
moved from the first predefinddcation on the toutscreen to a
predefined unlock region dhe touch-sensitive display.

8. The device of claim 7, further comprisimgtructions to display visual cues to
communicate a direction of movementtloé unlock image required to unlock the
device.

721 Patent 19:50-20:12Claims 12 and 15 recite the following:

12. A computer readable storage mediuomisyy one or more programs, the one or
more programs comprising instructigmehich when executed by a portable
electronic device with a touch-sensitive diggp cause the portable electronic device
to perform a method comprising:
detecting a contact with the touch-sensitive display at a first predefined
location corresponding to an unlock image,;
continuously moving the unlock image the touch-sensitive display in
accordance with movement of the amttwhile continuous contact with
the touch screen is maintained, wherein the unlock image is a graphical,
interactive user-interface object withhich a user interacts in order to
unlock the device; and
unlocking the hand-held electronicuilee if the [sic] moving the unlock
image on the touch-sensitive display results in movement of the unlock
image from the first predefined Ida@n to a predefined unlock region on
the touch-sensitive display.

15. The computer readable storage meduficlaim 12, wherein the unlock image
is a single image.

721 Patent 20:36-53¢. at 20:58-59.
a. Infringement
Apple alleges that the unlod&ature on the Galaxy Nexus infringes claims 7, 8, 12, and
of the 721 Patent. For a patenteesstablish that i likely to succeed on the merits, it “must
demonstrate that it will kely prove infringement of one or mot&ims of the patents-in-suit, and
that at least one of those same allegedlynggd claims will also likely withstand the validity

challenges presented by the accused infring&sitaZeneca633 F.3d at 1050 (citation omitted).
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The infringement inquiry requirest&o-step process: first the pated invention as defined by the
claim language must be construed, and second, itleusetermined whether the claims cover th
accused deviceSee Becton Dickinson & Co. v. C.R. Bard, 1822 F.2d 792 (Fed. Cir. 1990). Tdg
establish infringement, Apple mushiow that every limitation sétrth in a claim is found in the
accused productLaitram, 939 F.2d at 1535.

Apple provides the Declaration of Dr. Ra\Balakrishnan filed in support of Apple’s
motion for a preliminary injunction, a claim chéred in support of te preliminary injunction
motion, relevant portions of the Galaxy Nexiser guide, and the accused device itself, to
establish that the Galaxy Nexus'’s unloekture likely infringes the 721 PatereeDecl. of Dr.
Ravin Balakrishnan (“Balalgshnan Decl.”) 11 53-96¢l. Exs. 3-5. It appars that the Galaxy
Nexus contains an unlock feature in which tiser makes contact with an unlock image on the
screen, which is a circle with aglack in the center. When thearsnakes contact with the image
the circle enlarges and the padlock disappears. The user then moves the unlock image acro
touch sensitive display from the first regioratoother region of théisplay. The device is
unlocked when the circle is moved to the unlock region.

In support of its contention that the GgldNexus does not infringe the '721 Patent,
Samsung makes two arguments: (¥) élsserted claims require a single unlock image, while the

accused device displays two consecutive yet distinicick images; and (2) the asserted claims

1%}

5S th

require continuous movement of the unlock image, but the unlock image on the accused device

does not necessarily have continuous movement.

Unlock Image Samsung’s first argument turos a claim construction argument.
Samsung argues that the term “the unlock imag®&oih asserted indepemdelaims must refer
only to the same single “unlock image.” Thel&@& Nexus, in contrast, has two unlock images:
the first image is a circle with padlock in the center, and thexend image is an empty circle.
Samsung argues that “the image at the origiregtion [(the circled padlock)] is replaced with a
new image [(an empty circle)] at the location df ttontact,” and therefore, the Galaxy Nexus do{
not infringe on the '721 PatenDecl. of Dr. Geoff Cohen Re: '72Ratent (“Cohen '721 Decl.”) 11

83-84;seeOpp’n at 16.
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In construing disputed terms, the court loGkst to the claims themselves, for “[i]t is a
‘bedrock principle’ of patent {& that ‘the claims of a patedefine the invention to which the
patentee is entitled the right to excludePhillips, 415 F.3d at 1312 (quotirignova/Pure Water
381 F.3d at 1115). Generally, the words of a celmuld be given their “ordinary and customary
meaning,” which is “the meaning that the term[gjuld have to a person ofdinary skill in the art
in question at the timef the invention.”Id. at 1312-13.

First, Samsung argues that independtais 7 and 12 refer first t@t unlock image” and
then refer to theunlock image.” Thus, Samsung argues thatclaim language itself implies only
a single unlock image may appear on the scr&¢éhnile there may be some intuitive appeal to
Samsung’s argument, this argument is undercuabhéyact that disputed dependent claim 15
requires that the “unlock image” is a “singleaige.” '721 Patent 20:58-59. Under the claim
differentiation doctrine, there & presumption that dependent claims are narrower than the
independent claims from which they depeiske Phillips415 F.3d at 1314-15. Thus, Samsung’s
argument regarding the implicit meaning of thegpdied claim term is undermined by the explicit
language used in dependent claim 15.

Apple’s argument that “unlock image” may refemrmore than one image is also supporteq
by the specificationSee idat 1315 (quotinyitronics 90 F.3d at 1582 (the specification is
“always highly relevant” and “[u]sually [] dispasve,; it is the single best guide to the meaning
of a disputed term’). As Dr. Balakrishn@oints out, Figures 11A-E demonstrate “an unlock
gesture corresponding eme of a plurality of unlock imageaccording to some embodiments of
the invention.” '721 Patent 18:20-23 (emphasidexd). As a generallay “there is a strong
presumption against a claim constructibat excludes a disclosed embodimer&&e In re Katz
Interactive Call Processing Patent Litjgg39 F.3d 1303, 1324 (Fed. Cir. 2011). Thus, the
specification further supports Apple’s view.

Samsung points to an interview summary i pinosecution history iwhich the applicant
“suggested to modify the claim language of thivckiimage to further clarify that the unlock
image is singular and not multiple image§eeCohen 721 Decl. Ex. C. While Samsung is

correct that the prosecution history is alwaysvahe to claim construction and “can often inform
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the meaning of the claim language by demantistg how the inventannderstood the invention
and whether the inventor limited the invention in the course of the prosecution,” in this case, t
prosecution history identifieldy Samsung does not require Samsung’s proposed construction g
the disputed term. It appears that the limiatf the single image applies only to dependent
claims 13-15.SeeReply Decl. of Dr. Ravin BalakrishngfBalakrishnan Reply Decl.”) 11 44-45
& Ex. 4. Accordingly, the term “unlock imagehsuld not be construed as referring to only a
single image, as Samsung argues.

Moreover, even if “unlock image” can only besingle image, the Galaxy Nexus still likely
infringes the '721 Patent. Accongj to the specification, the unloagkage can change form as the
user interacts with the touchsaneéhe unlock image can become animated or disappear as the
interacts with the device. Balaginnan Reply Decl. 1 13; '721 Patel2:40-47. Thus, the fact that
the unlock image on the Galaxy Nexus changes &@ie user interacts with it to unlock the
device is not inconsistent withe limitations of claims 7 and 1@yen assuming that the claims
require a single image.

Continuous MovementBoth independent claims A& 12 require that the unlock image
continuously move in accordance with movemerthefdetected contact. For example, claim 7
requires that the unlock image “continuously move . . . on the touch-sensitive display in accor
with movement of the detected contact whiletoarous contact with thetich-sensitive display is
maintained.” See e.q. 721 Patent 19:59-20:2. Samsung arghes “the accused unlock image on
the Galaxy Nexus does not move ‘continuoushgtause the image “will follow the user’s finger
only to a point, but then jump to the unlock region.” Opp’n at 16. Moreover, “the image will
follow the user’s finger only withima certain bounded area of the touch screen,” but will not follg
the user’'s movement beyond this bounded area of the touch stateen.

It appears that Samsung is attempting toaxttitional limitations to the claim language.
The claims only require that the unlock imageve “continuously” on the touch sensitive display
in accordance with movement of the detecextact while continuous contact with the touch-
sensitive display is maintained. That the Galdeyxus contains additional elements — including &

bounded region beyond which the unlock image doegmand a re-centerirfgature that allows
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the circle to be re-centered around the unldg&dlock after the unlock image reaches the
“predefined unlock region on theuch-sensitive display” — does raitow the Galaxy Nexus slide
to unlock feature to avoid infrgement of the '721 Patent.

After reviewing the '721 Patent, the de@fons in support ahe parties’ moving,
opposition, and reply papers, and the accuseddétgelf, the Court fids that Apple has
established that it is likely to succeed at tima¢stablishing that the @Gy Nexus infringes the
721 Patent.

b. Validity

Pursuant to 35 U.S.C. § 282, the '721 Paieptesumed valid. Samsung challenges the
validity of the '721 Patent baden anticipation, obviousness, andefiniteness of the claimed
invention. See35 U.S.C. 88 102 (anticipation), 10#oviousness). Samsung argues that the
Plaisant video and accompanying papers anteigthiasserted claimsAlternatively, Samsung
argues that the NeoNode prior eeterence, either alone or in combination with the Plaisant

reference, renders the claimesdention obvious. Finally, Samsung aeguhat all asserted claims

are invalid because they are fatally indefinite cieaf Samsung’s arguments is addressed in turn.

i. Anticipation
The Plaisant reference, which Samsung arguésipates the '721 Patent, is a paper and

video demonstration showing the work done by €atte Plaisant of HunmComputer Interaction

Lab at the University of MarylandDr. Plaisant’s research focusen touch screen toggle switche$

as user interface control mechanisrBgeDecl. of Dr. Catherine Plaisa(iPlaisant Decl.”) 11 7-9.
Dr. Plaisant’s work was publish@&uda paper in 1990, and the vadshowing various touch screen
toggle switches was shown, and VHS copies westgibiuted, at the Human-Computer Interaction
Lab 1991 annual symposiunid. The video was shown againtaé ACM SIGCHI conference in
May 1992, and was available after tlonference through the ACM websitkl. 1 10-13. Dr.
Plaisant estimated that the number of attende#dse conference was probably more than 1,000.
Id. § 11.

As an initial matter, the Court finds thatrsung has establishedatithe Plaisant paper

and the accompanying video that was shown andhiligtd at the two conferences constitute prio
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art for the purposes of 35 U.S.C. § 102. Pudniicessibility is the touchstone in determining
whether a reference constitutes a ‘prinpedblication’ bar under 35 U.S.C. § 103ee In re Hall
781 F.2d 897, 899 (Fed. Cir. 1986). “[T]he questiobdaesolved in a ‘printed publication’
inquiry is the extent of the reference’s ‘accessibtlityat least the pertinent part of the public, of &
perceptible description of thevention, in whatever form it may have been recordeth’te
Klopfenstein380 F.3d 1345, 1348 n.2 (Fed. Cir. 2004) (citmge Wyer 655 F.2d 221, 226
(C.C.P.A. 1981)).

In this case, Dr. Plaisant dissmated her paper (which was before the patent examiner)
well as the corresponding video,ta conferences, one of whievas attended by approximately
100 participants, and the second of which atsnded by approximately 1,000 participants.
Copies of the video were givén participants at the firsbaference, and were available for
distribution at the second conéeice. Moreover, it appears thia¢ video demonstrates the same
content as the Plaisant pap&€omparePlaisant Decl. Ex. &ith Ex. D. Based on the
circumstances surrounding the video’s disclosomaembers of the public, there was sufficient
public accessibility and dissemination to conclude the Plaisant video and paper are “prior art.

The Plaisant reference discloses the us&dobus touchscreen devices to control any
device in the home, from lightslimate control, and door ¢#s, to televisions, and A/V
equipment.” Plaisant Decl. § 15. The Plaigaference discloses various touchscreen toggle
switches that allow the user tortml two-state devices. “The useaterfaces, ranging from button
type toggles to sliding ggles,” are described the paper and the vide&eed. Ex. D, Abstract.
Indeed, the Plaisant referencedoses both a slider toggle amdocker toggle which allow the
user to change the state of something by ussiglsmg movement across a touch screen display.

For example:

In this toggle a sliding/dragging movementeguired to change éposition of the yellow
pointer from one side of the toggle to thheat A simple three sp animation shows the
movement of the pointer alongetlide. If the device is Otthe pointer is on the ON side.
Users can then grab the pointadaslide it to the other side. thie finger is released before
reaching the other side the pointer springs hadts previous position. A click is heard
when the state changes (high pitch for ON, low pitch for OFF).

Plaisant Decl. Ex. D at 5.
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The Court agrees with Samsung that the Riaissierence discloses some of the limitation
of the asserted claims. For example, the Plargdatence discloses: (dgtecting a contact with

the touch-sensitive display at a first predefined location; and (2) continuously moving the ima

e o

the touch-sensitive display in accordance with movement of the contact while continuous contact

with the touch screen is maintained.

However, the Plaisant reference doesdistlose various limitations required in
independent claims 7 and 12 of the '721 Patent. Apple has identifiedlssags in which the
Plaisant reference departs from the '721 Pat8pecifically, the Plaisd reference does not
disclose: (1) a touchscreen on a “tidreld electronic device,” or (2hat the “unlock image” is “a
graphical, interactive user-interfagbject with which a user interagtsorder to unlock the
device” See721 Patent 19:50, 20:3-6, 2®-50 (emphasis addedge alsdreply at 6.
Accordingly, because the Plaisant reference dogslisclose every limitation of the asserted
claims, the Plaisant reference do®t anticipate the '721 Patent.

ii. Obviousness

As explained above, a patent may be invalid for obviousness. “Under § 103, the scop4
content of the prior art are to be determinetfedences between the prior art and the claims at
issue are to be ascertained; aralldvel of ordinary skill in the pgnent art resolved. Against this
background, the obviousnessmamobviousness of the subjecatter is determined. KSR 550
U.S. at 406 (citingsraham 383 U.S. at 17-18). The Couttould also takento account
“secondary considerations” such as “commersiglcess, long felt but unsolved needs, [and]
failure of others” in order to determine whatlige subject matter sougiat be patented would
have been obvious to one of ordinary skilthe art at the time of the inventioid.

Samsung argues that NeoNode, either alone conmbination with the Plaisant reference,
renders the '721 Patemalid based on obviousnesSeeOpp'n at 14. NeoNode N1 and N1m
were mobile phones with touchscreens that weleased at some point in the 2004-2005 time
period. Cohen 721 Decl. { 138. As an initialtteg the Court must determine whether NeoNod
is a proper prior art reference pursuant to 35C1.8.102. At the hearing, Apple clarified its

position that NeoNode is not arfpr art” reference becauser8sung has not provided sufficient
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evidence that the NeoNode meets anthefrequirements under 35 U.S.C. § 1G2€35 U.S.C.
8102(a); Reply at 6; Balakhnan Reply Decl. T 101.

At trial, Samsung will bear the burden of ddishing that NeoNode meets the requirements
of one of the subsections of 35 U.S.CLQ by the priority date of December 2008lied
Colloids Inc. v. Am. Cyanamid C&4 F.3d 1570, 1574 (Fed. Cir. 1998¢ als®5 U.S.C. §

102(a) (“the invention was known or used by otheithig country, or pateat or described in a

-

printed publication in this or a foreign country, before the invention thereof by the applicant fo
patent”); 35 U.S.C. § 102(b) (“thevention was patented or des®d in a printed publication in
this or a foreign country or in publuse or on sale in this countrppre than one year prior to the
date of the application for patent in the United States,”); 35 U.S.C. 8§ 104(hpEre such
person’s invention thereof, the invention was madéis country by another inventor who had nqt
abandoned, suppressed, or concealed it”).
While the Court agrees that the videasl @documents provided by Samsung establish that

NeoNode discloses several of the claimed limitatmirthe '721 Patent, Applis correct that the

documentary evidence provided by Samsung does not establish that NeoNode is a proper prlor a

reference in the first instance. Samsung hag established that “Né¢ode N1 and N1m were
touch screen mobile devicesaased in 2004 and 2005.” Opp’niat (citing Cohen '721 Decl. |
138). Although there is some evidence that Ned\Nwas offered for sale in Sweden around the
relevant time period, Samsung has not provielddence that NeoNode was “known or used by
others in this country,” “paterdeor described in a printed pulditon in a foreign country,” “on
sale in this country,” or “made in this country another inventor” befe December 2005. At the
hearing, when pressed on whether NeoNodeagaslly available in the United States, Samsung
conceded, “quite frankly, we’re — you know, werea't uncovered a spedfsale. We know that
it was available for sale. We know it could be impdr | don’t think we knowvhere.” Tr. at 52.
Attorney argument aside, Samsung has not met itebusf establishing thétis likely to prove
that the NeoNode is a prior art reface by clear andavincing evidence.

Because the Court cannot conclude, basede®ntitdence before it, that NeoNode is a

prior art reference, the Court may only look te Blaisant reference to determine whether the
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claimed subject matter was obvious in light of prior art. Samsung’s expeds that “[e]ven if
Plaisant is found to not explititanticipate this claim element,would have been obvious to
combine Plaisant with a handheld device aardacking mechanism.” Cohen '721 Decl. 1 136.

However, Samsung’s expert faitsexplain why such a combimat would have been obvious.

The Plaisant reference was a terminal from whache devices such as heaters and home security

systems were connected and controlledlaB&shnan Reply Decl.  76. Samsung has not
provided sufficient evidence that a person of ordirskilf in the art at th time would have applied
the sliding toggles found in Plaiseto a handheld device suchasell phone. For example, one
of the main problems that the '721 Patent sowglaiddress was theadvertent unlocking of a
portable electronic device. '721teat 1:46-67. It is not cleardhit would have been obvious to
someone of ordinary skill in ¢hart to apply Plaisant to selthe unique problems of handheld
devices such as cell phones.

Accordingly, Apple has established thaisilikely to withstand Samsung’s obviousness
challenge to the validity of the '721 Patdased on the Plaisant reference.

iii. Indefiniteness

Samsung also argues that the gssleclaims in the '721 Pateate invalid because they are
fatally indefinite® 35 U.S.C. § 112 requires that the “claifof a patent] ‘paicularly point[] out
and distinctly claim[] the subject matter whicle thpplicant regards &ss invention.” “The
statutory requirement of parti@rity and distinctness in clains met only when [the claims]
clearly distinguish what is claimed from what wéefore in the art and clearly circumscribe what
is foreclosed from future enterpriseUnited Carbon Co. v. Binney & Smith C817 U.S. 228,
236 (1942). Only claims “not amenable to counstion or ‘insolubly amlguous’ are indefinite.”
Datamize LLC v. Plumtree Software, In€l7 F.3d 1342, 1347 (Fed. Cir. 2005) (citvgvo
Indus., L.P. v. Micro Molds Corp350 F.3d 1348, 1353 (Fed. Cir. 2003)). “Thus, the definitene

of claim terms depends on whether those setam be given any reasonable meanird.”

® At the hearing, Samsung clarified that itlvaithdrawn its argument that claims 12 and 15 are
invalid because they are mixed hybrid and apparatus clé&eslr. at 57. Accordingly, the Court
will not address this argument.

51
Case No.: 12-cv-00630-LHK
ORDER GRANTING MOTION FOR PRELIMINARY INJUNCTION

\24




United States District Court
For the Northern District of California

© 00 N o o s~ w N P

N N N N N DN DN NN R R R R R R R R R
0o N o 0NN WN P O ©OW 0o N O o~ WwWN B O

Samsung argues that the term “unlock the device” is fatally indefinite. Opp’n at 15.
However, the specification provigl@ definition that establisheden a device is “locked” and

when it is “unlocked:”

In the user-interface lock state (hereinafter ‘lock state’), the device is powered

on and operational but ignores most, if notadler input. That is, the device takes
no action in response to useput and/or the device mevented from performing a
predefined set of operations irspgnse to the user input. . . .

In the user-interface unlock state (hereinatter‘unlock state’)the device is in its
normal operating state, detecting anspiending to user input corresponding to
interaction with the usertearface. . . . An unlocked device detects and responds to
user input for navigating between usdenfaces, entry of da&nd activation or
deactivation of functions.

721 Patent 7:64-8:45. Bhspecification, therefore, provides gaince as to what it means when
the device is “locked.” Accordin the specification, when the deeiis locked it is “powered on
and operational but ignores mostndt all, user input.” The sgification further describes what
“most, if not all, user input” means. Accorditgthe specification, “thiocked device responds to
user input corresponding to attempudransition the dege to the user-interface unlock state or
powering the device off, but doestmespond to user input corresporglto attempts to navigate
between user interfaceslt. at 8:12-17. While discerning winelr a device is in a “locked” or
“unlocked” state may be difficult inertain circumstances, it can hartly said that the term meets
the standard of indefinitenessch that it is “insolubly ambiguous” or “not amenable to
construction.” The Court therefore does not finalt the claim term is fatally indefinite.

Accordingly, Apple has met its burden otadishing that the '721 Patent is likely
infringed by the Galaxy Nexus, atitht the '721 Patent will likely ithstand a validity challenge at
trial.

4. U.S. Patent No. 8,074,172 (Word Recommendations)

U.S. Patent 8,074,172 (the “172 Patent”), i “Method, System, and Graphical User
Interface For Providing Word Recommendationeds filed on January 5, 2007, and issued on
December 6, 2011. The '172 Patent discloseswamtion that provides word recommendations
for users inputting text into a gable communication device, ankibavs the user to select the

word recommendations suggest&ke generallyl72 Patent AbstractThe '172 Patent was aimed
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at addressing a problem encountered in patabimmunication devices when users attempt to
communicate by text, such as by email or shodsage service. Because portable communicati
devices restrict the size of thkeyboard, users may make more aksts when inputting text. “This
makes the process of inputting text on the devigefficient and reduces user satisfaction with
such portable devices.”172 Patent 1:33-35.

Apple claims that the Galaxy Nexus infrirsgepon three independesiaims of the '172
Patent. Mot. at 14-15. Speciilly, Apple claims that the Gaxy Nexus infringes independent

claims 18, 19, and 27. The claims are recited below:

18. A graphical user interface on a portable electronic device with a keyboard and a
touch screen display, comprising:
a first area of the touch screen display that displays ardurharacter string
being input by a user #i the keyboard; and
a second area of the touch screenldispeparate from the first area that
displays the current character stromga portion thereof and a suggested
replacement character string fbe current character string;
wherein;
the current character string in the fiesea is replaced with the suggested
replacement characterisg if the user activats a key on the keyboard
associated with a delimiter;
the current character string in the fiesea is replaced with the suggested
replacement characterisg if the user performs a gesture on the
suggested replacement charactengtin the second area; and
the current character string in the first area is kept if the user performs a
gesture in the second area on theant character string or the portion
thereof displayed in the second area.

172 Patent 12:49-13:4.

19. A portable electronic device, comprising:

a touch screen display;

one or more processors;

memory; and

one or more programs, wherein the onenore programs are stored in the
memory and configured to be executed by the one or more processors,
one or more programs including:

instructions for displaying, in a firarea of the touch screen display, a
current character string being irigay a user with the keyboard;

instructions for displaying, in a sembarea of the touch screen display
separate from the first area, theremt character string and a suggested
replacement character string the current character string;
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instructions for replacing the currentachcter string in the first area with the
suggested replacement character stifitige user activates a key on the
keyboard associated with a delimiter;

instructions for replacing the currentachcter string in the first area with the
suggested replacement character strirtigafuser performs a first gesture
on the suggested replacement charastring displayed in the second
area; and

instructions for keeping the current cheter string in the first area if the
user performs a second gestir¢he second area on the current
character string or thaortion thereof displaykin the second area.

172 Patent 13:5-34.

27. A portable electronic device, comprising:
one or more processors;
a touch screen display; and
computer readable memory comprising instructions that, when executed by the one
or more processors, perform operations comprising:
receiving a plurality of user inputd characters through the keyboard, and
displaying a current charactaring as input by the user,
displaying a suggested replacement charestring for the current character
string;
while both the current character strisgd the suggested replacement string
are displayed, receiving a furtherensnput through a punctuation mark
key of the keyboard, and
in response to the further user inpeplacing the current character string
with the suggested replacement character string, and appending a
punctuation mark at the end ottheplacement character string, the
punctuation mark corresponding to the punctuation mark key through
which the further user input was received.

"172 Patent 14:35-55.

a. Infringement

Apple alleges that the word recommendation feature in the Galaxy Nexus infringes cla
18, 19, and 27 of the '172 Patent. Claims 18 andoh®ain similar limitations: claim 18 is a claim
for a graphical user interface armportable electronic device, idclaim 19 is a claim for a
portable electronic device. Because the paatiedyze claims 18 and 19 together, so too will the
Court, before then tummg to discuss claim 27.

i. Claims 18 and 19
Apple provides the Declaration of Dr. Karamh filed in support oApple’s motion for a

preliminary injunction, a claim chart filed support of the preliminary injunction motion,

specifications and reviews of the Galaxy Nexus,thedaccused device itself, to establish that the
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Galaxy Nexus’'s word recommendation featlikely infringes the '172 PatenSeeDecl. of Karan
Singh (“Singh Decl.”) 1 56-92 & EBx 3-6. It appears that tk&alaxy Nexus contains a word
recommendation feature which practices eadhefimitations in claims 18 and 19 of the '172
Patent. The Galaxy Nexus is a portable eteitrdevice with a grapbal user interfaceld. {9 57-
64, 72-82, 94-106. The user types a message in thieaexfirst area of theotich screen display).
Id. 11 65, 86-87. While typing, in an area abovekthgoard which is visually distinct from the
first area (second area of the touch screen dis@aygral words are displayed, including the text
as typed by the user (current string), as aglifecommended wordsatitthe user may have
intended to type (suggested stringg. 11 66, 88. The user may eitlsetect the current string or
the suggested string. The user may replace thentwtreng with the sugged string by pressing
the “space” bar on the keyboartl. 1 68, 89. The user may alspleze the typed text with the
suggested string in the first area by touchingstiggested string displayed in the second aleka.
11 69, 90. Alternatively, the user calect to keep the cluent character string in the first area by
touching the current charactgring in the second aredd. {1 70, 91.

Samsung argues that Ice Cream Sandwich doeschadlly “replace” or keep the current

character string in the first area is required under the limitatioimsclaims 18 and 1|}

I O ot 21

The Court disagrees with Samsung’s argumennhdamentally, claims 18 and 19 refer to what the

user views on the display screen, rather thasdlece code implementationwhat the user sees.
Samsung points to no claim languagespecification language thaipports its position that the
term “replace” requires a typpd source code implementation of what the claim language requirg
from the viewpoint of the user’s experiendadeed, both claims 18 and 19 refer to what is
displayed to the user on the screen of the patelaictronic device: eithéne current string is
“kept” in the first area, or the recommended waplaces” the current strg in the display area.
Accordingly, the Court finds that Apple has estdi#is that it is likely to succeed on the merits of

its claim that the Galaxy Nexus infrirgjelaims 18 and 19 of the 172 Patent.
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ii. Claim 27
Dr. Singh also opines that the Galaxy Négwgord recommendation feature infringes on
claim 27 of the 172 Patent. The Galaxy Nexwstsd recommendation feature appears to practi
every limitation of claim 27. When the user tgpe characters throughetkeyboard, the character
string is displayed. Singhdgl. §{ 107-08. The device aldisplays a suggested word
recommendation to replace the character stridg{{ 109-10. When theser then inputs a

punctuation mark through the keybdathe current character strirggreplaced with both the

suggested replacement word and the punctuation tinarkvas selected at the end of the suggested

word. Id. 77 111-12.

As with claims 18 and 19, Samsung raises a similar argument with respect to
noninfringement of claim 27 of the 172 Patent. Specifically, Samsung argues that claim 27 ig
directed to instructions thaerform certain operations, abd. Singh, Apple’s expert, never
reviewed the source code or ayrad the algorithms used in Ice Cream Sandwich. Opp’n at 21.
However, claim 27 describes a “computer readai@enory comprising instructions that, when
executed by one or more processors, perform Gpesa’ '172 Patent 14:37-40. The subsequent
limitations thereafter refer only to emations that may be viewed frdire perspective of the user.
Thus, what is claimed, and correspondingly wkeinfringement occurs, may be evaluated
without analysis of the source code. Samsungfiased no other argument in support of its non
infringement position. Accordingly, the Court finth&t Apple has met its burden of establishing
likelihood of success on the merits of establishifigngement of claim 27 of the 172 Patent.

b. Validity

Pursuant to 35 U.S.C. § 282, the '172 Paieptesumed valid. Samsung challenges the
validity of the '172 Patent Is&d on anticipation and obviousne$she claimed inventionSee35
U.S.C. 88 102 (anticipation), 103 (obviousnesSamsung argues that the Longe and Robinson
references and the TextPlus User Guide anteipt asserted claimsAlternatively, Samsung
argues that the TextPlua@&King prior art references, either alammein combination with the other
references, render the assertadnes obvious. Finally, Samsung argues that all asserted claims

invalid because they are fatalfydefinite. Each of Samsung’sgaments is addressed in turn.
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i. Anticipation

Longe/RobinsonU.S. Patent Pub. No. 2006/02740510fig€) was filed on April 17,

2006. A related patent, U.S. Patent No. 6,801,1B0l§fnson), issued on October 5, 20040onge
andRobinsordisclose an auto-correction keyboarddevices that provide suggested word
replacements as thuser types. AlthoughongeandRobinsorare two separate references, both
parties discuss the references joindgid so the Court will do the sarhe.

Samsung’s expert identifies several elementsoofge/Robinsothat disclose limitations
found in claims 18 and 19 of the '172 Patent. Specificatipgediscloses: (1) a first area that
displays text being input by thearsand (2) a second area of the igseparate from the first are
that displays the current character string podion thereof and a suggested replacement charag
string for the current character strin§eeDecl. of Dr. Martin E. Kaski (“Kaliski Decl.”) 1 115-
16. Although Dr. Kaliski, Sammg’s expert, argues thabngediscloses all of the limitations in
claims 18 and 19, after reviewing the declaratimmd the prior art, it d@enot appear that Dr.
Kaliski's interpretation of.ongeis accurate. Specificgllit is not clear thattongediscloses that
the current character string appearboth the first and second areas at the same time as the us
typing on the keyboardSee, e.g Kaliski Decl. {1 113 & Fig. 1B.Therefore, many of the claim
limitations are not disclosed ronge including (1) replacing the current character string in the fi
area with a suggestion selected from the second@ré2), keeping the cumé character string in
the first area if the user selects the cotri@haracter string in the second ar8aeReply Decl. of
Dr. Karan Singh (“Singh Reply Dec).Y1 41-52. Because sometloé¢ claim limitations found in
claims 18 and 19 of the '172 Patent are not disclosednge/Robinsarclaims 18 and 19 are not
anticipated by this prior art reference.

Samsung also argues thainge/Robinsoanticipate claim 27 of the '172 Patent. Claim 2]
is broader than claims 18 and 19 because, @clé&ims 18 and 19, claim 27 does not require that
the current character string appear in both tts¢ éind second areastbk display screen.

However, claim 27 does require “while botle tturrent character string and the suggested

" Longeis a continuation in part ¢he application that issued U.S. Patent No. 7,030,863, which
is itself a continuation in part of the applicatibiat issued to Robinson.
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replacement string are displayed, receiving an&rrtiser input through a punctuation mark key of
the keyboard, and in response te ftarther user input, replacingetcurrent charaer string with

the suggested replacement chaastring, and appending a punctaatmark at the end of the
replacement characterisg, the punctuation mark correspondioghe punctuation mark key.”
'"172 Patent 14:46-55. Thus, the user input tddang a punctuation matboth “replaces” the
current character string with the suggested stimdjappends the punctuation mark to the end of
the suggested string.

Longediscloses a “keyboard of punctuation aydbols,” wherein “theelection of any
character from the displayed alternate keyboard causes the Default word of the previously dis
word choice list to be output to the outpest region 104 prior to outputting the selected
character.” KaliskDecl. § 110 (citing.ongeat [180]). Upon review of the relevant sections of
Longe it is not clear thatongediscloses “replacing’ the currenharacter stringby selecting a
punctuation mark; nor is it clearaba user can select a punctoatmark while both the user-input
current character string and thigggested string are on the digplas required by claim 27. Singh
Reply Decl. § 55t.ongeat [180] and [227]. Thus, it doestrappear that Longe discloses every
limitation of claim 27 of the '172 Patent.

TextPlus User GuideTextPlus for the Palm OS Version 5.5 User’'s Guide (“TextPlus
User’s Guide”) was a printed pulditon available in August 2004. Kski Decl. Ex. H. TextPlus
disclosed the display of a word being entered kyuter and, in a separate area, word and phras
suggestions. Word recommendatia@asild be selected by tapping on them or by entering a spa
or punctuation mark.

Samsung argues that TextPlus apatés all limitatns of claim 27. SeeOpp'n at 18.
However, the TextPlus User’s Guide does nstldise the element that a punctuation mark is
appended to the suggested string afterword is selected by the us&eeSingh Reply Decl. 11
59-61. Including an appended punctuation matkécend of a selectestring is a limitation
required in claim 27. 172 Patent 14:50-55 (“[fgsponse to the further user input, replacing the

current character string with the suggested replacement character string, and appending a

8 Samsung concedes that TextPlus does not anticipate claims 18 and 19.
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punctuation mark at the end of the replaeatrcharacter string, the punctuation mark
corresponding to the punctuationméey through which the further user input was received.”).
Therefore, TextPlus doe®t anticipate claim 27.

il. Obviousness

As previously explained, a patent mayitmealid for obviousness. “Under § 103, the scop
and content of the prior art are to be determidédterences between the priart and the claims at
issue are to be ascertained; arelldvel of ordinary skill in the pgnent art resolved. Against this
background, the obviousnessmamobviousness of the subjacatter is determined. KSR 550
U.S. at 399 (citingsraham 383 U.S. at 17-18). The Cowtiould also takento account
“secondary considerations” such as “commerciatess, long felt but unsolved needs, [and] faily
of others” in order to determine whether the sabmatter sought to be patented would have bee
obvious to one of ordinary skill ithe art at the time of inventionld. Samsung argues that
Longe/RobinsoifextPlus andKing either alone, or in combitian, render obvious all asserted
claims.

Claims 18, 19 None of the three priart references upon whichi8sung relies anticipates
claims 18 and 19. Nonetheless, the Court matiltdetermine whéter these references
individually, or in combinationiender claims 18 and 19 obvious.

As explained abové,onge/Robinsonlo not disclose that the current character string
appears in both the first and sad areas at the same time asuker is typing on the keyboard.
Therefore, many of the claim litations are not disclosed ronge/Robinsonncluding (1)
replacing the current character string in the firga with a suggestion selected from the second
area, or (2) keeping the current character strirtgerfirst area if the user selects the current
character string in the saad area. Although Samsung’s exp®r. Kaliski, opines that
Longe/Robinsofistanding alone” render ¢hasserted claims obviouse essentially offers no
reason or analysis for his opinioBeeKaliski Decl. § 135. Samsung’s expert testimony is
insufficient to overcome the presumption of validitat claims 18 and 1€njoy, and therefore the
Court will look to the other prior art referendesdetermine if these references suggest the

limitations that_onge/Robinsoare lacking.
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Even in combination with théextPlusandKing references, it is nalear that the subject
matter of claims 18 and 19 would have been obviows&oof ordinary skill irthe art at the time of
invention. FirstTextPluslacks the element of displayingetieurrent character string in two
locations. TextPlusinstead discloses a display with the euatrcharacter string ionly one area of
the display. SecondextPlusalso does not require that the @ed area of the display always show
the current character string, even if it is noéeognized word. Singh Reply Decl. § 61. Nor doe
TextPlus disclose keeping the current chismastring by gesturingdtiching) on the current
character string as is raged by claims 18 and 19d. § 62.

Nor would it necessarily be obvious to asfeordinary skill inthe art to look td extPlus
given the problem sought to Belved by the '172 PatenT.extPlusdoes not attempt to solve the
same problem the inventors of th&2 Patent sought to solve: nadgthe increase in typing errors
that arise in portable communicatidevices arising from the restied size of the keyboard. 172
Patent 1:27-37. InsteaflextPlusoffered word or phrase complatis based on the letters the usel
has already typed. Singh Reply Decl. 1 59. It dadsunlike the '172 Patent, offer suggestions f
misspelled wordsld. Moreover, Dr. Singh argues, and pessualy so, that prior iterations of
TextPlusdisclosed displaying the current charactengtin two areas, buhen abandoned this
feature in the 200FextPlusiteration, thus abandoning the usderface feature claimed in claims
18 and 19 that is absent fraronge/Robinsan Singh Reply Decl. § 64. ThuBextPlusteaches
away from the claimed features.

Finally, the Court is unconvinceatlat U.S. Patent No. 5,953,54irfg) discloses displaying
the current character string in bakie first and second areas on th&pthy screen as is required in
claims 18 and 19SeeSingh Reply Decl. { 67King was issued on September 14, 1999. Kaliski
Decl. Ex. J.King discloses a reduced keyboard (three letters on each key) implemented on a
screen display, with a “disambiguation system”iféentifying which words the user intended to
type. The user could select any of the wordbhéselection list by touching them, or by choosing
the “Select” button oa punctuation markKing displayssuggested charactetringsin both the
first and second areas, insteadtofrent charactestringsin both the first and second areas. This

feature inKing was particularly tailoretb the problems associated with character input using
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reduced keyboardsKing always displays the suggested wordhe first area because it assumes
that the user-input character string will usually reglect the charactestring the user actually
intended to type.” Singh Reply Decl. 1 68. Imsitbamsung has not raised a substantial questign
regarding the validity o€laims 18 and 19. Samsung hasesitiblished that it would have
necessarily been obvious to oneoadinary skill in the art to conibe the references in the manner
proposed by Samsung.

Claim 27 Samsung argues that, evehohge/Robinsodoes not anticipate claim 27, it is

invalid as obvious in lighof prior art. WhileLonge/Robinsoxisclose several of the limitations in

>N

claim 27,Longe/Robinsouo not disclose “replacing the curtemaracter string with the suggeste
replacement character string, aagpending a punctuation marktaé end of the replacement
character string, the punctuationnkaorresponding to the puncticat mark key.” '172 Patent
14:46-55. MoreovefMextPlusdoes not disclose appending the guaton mark at the end of the
suggested string. Instead, the punctuation maukes purely as a selection mechanism. Singh
Reply Decl.  60. As with claimE3 and 19, it is not clear thatwbuld have been obvious to one
of ordinary skill in the art to aobine elements in order to redti® subject matter of claim 27, or
that combining elements would have led one of ordinary skill in the aeplace the current
character string with the suggedtstring and append the punctuation mark at the end of the
replacement stringSee id [ 71-72. In sum, Samsung Imas raised a substantial question
regarding the validity oflaim 27. Samsung has not established ithvould have necessarily been
obvious to one of ordinary skilh the art to combine referenciesthe manner it has proposed.
iii. Indefiniteness

Claims 18 and 27 Samsung also argues that claimsd® 27 in the '172 Patent are invalid
because they are impermissible hybrid claimslPXL Holdings, LLC v. Amazon.com, In430
F.3d 1377, 1383-84 (Fed. Cir. 2005), the Fedenaulifound a single claim covering both an
apparatus and a method of usehait apparatus as invalidc&amdefinite under section 112,
paragraph 2. This is because “a manufacturselter of the claimedpparatus would not know

from the claim whether it might also be liable é@ntributory infringemenbecause a buyer or use

-

of the apparatus later performs thaitled method of using the apparatuld’ at 1384. For
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example, iINPXL, claim 25 read: “Theystem of claim gBncluding an inputmeans] wherein the
predicted transaction information comprises kmthansaction type arichnsaction parameters
associated with that transaction type, anduger uses the input meataseither change the
predicted transaction information or acceptdisplayed transaction type and transaction
parameters.”ld. at 1384 (emphasis in original). Thedéeal Circuit held tht it was unclear
whether infringement occurred when one createdystem or when the user actually used the
input means.

The Federal Circuit has since limitBXL and clarified that it is only when the public
cannot discern when infringement occurs thatifd._ rule applies. For example, in
Microprocessor Enhancement Corp. v. Texas Instruments3p@.F.3d 1367 (Fed. Cir. 2008), the
Federal Circuit overturned agtiiict court’s determinatioaf claim invaldity under thdPXL rule
barring hybrid claims. There,dlcourt concluded that “methodach preambles often recite the
physical structures of a system inialinthe claimed method is practicedd. at 1374. Similarly,
where the claims require capability, not actual nselescribe functional limitations, such claims
are not invalid based on thieXL rule. See Yodlee v. Cashedddw. C 05-01550 SI, 2006 WL
3456610, at *4 (N.D. Cal. Nov. 29, 2006).

Claims 18 and 27 are not indefinite hybridints. Claim 18 descrike“A graphical user
interface . . . comprising: a firstes of the touch screen displagtldisplays a current character
string being input by a user withelkeyboard . . . wherein; the curteharacter string in the first
area is replaced with the suggested replacemamacter string if the usectivates a key on the
keyboard associated with a delimiter.” 172 Path#9-63. Claim 18 claims an apparatus that h
the capability of performing certain steps if aated by the user. Whether the user actually
performs the functions is “of no importYodlee 2006 WL 3456610, at *4. Thus, there is no
confusion as to whether infringement occurs up@mufacture of the device tre user’s use of the|
device, and th&PXL rule does not apply.

Similarly, claim 27 describes: “A portablesetronic device, comprising . . . computer
readable memory comprising insttions that, when executed by the one or more processors,

perform operations comprising: receiving a pluratifyuser inputs . . . and displaying a current
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character string as input by the yser. [and] in response to tha&ther user input, replacing the
current character string . . . .” '172 Patent 14535-As with claim 27 above, the patentable subje
matter is the apparatus, which hasdhpability of performing certain steps when certain user
inputs are received. Likdicroprocessor Enhancemenhe functional limitdons on the method
claim do not create ambiguity regarding wheimgement might occurAccordingly, Samsung
has not met its burden of raisiagsubstantial question of invaligitvith respect to claims 18 and
27.

Claims 19 and 27 Alternatively, Samsung argues that Claims 19 and 27 are indefinite

because they do not disclose claimed algorithBemsung argues that claims 19 and 27 are means-

plus-function claims under 35 U.S.C. § 112 { 6.sAsh, Samsung argues that the specification
must disclose the algorithm to be performéacording to Samsung, because the patent does nq
disclose any algorithm to perform the “instructions,” claims 19 and 27 are invalid. Opp’n 20-2
Apple argues that these claims Beauregardclaims that do not require the disclosure of an
algorithm. See In re Beauregay®3 F.3d 1583 (Fed. Cir. 1995).

Samsung is correct that in certain means-plus-function claims, the specification must
“disclose an algorithm for pexfming the claimed function.Net MoneyIN, Inc. v. VeriSign, Inc
545 F.3d 1359, 1367 (Fed. Cir. 2008jistocrat Techs. Austl. Pty Ltd. v. Int'| Game Te&21
F.3d 1328, 1333 (Fed. Cir. 2008). The spedificacan express the algorithm “in any
understandable terms including as a mathematical fasmuprose, or as a flow chart, or in any
other manner that providesifficient structure.”Finisar Corp. v. DirecTV Grp., In¢523 F.3d
1323, 1340 (Fed. Cir. 2008) (internal citation omitted).

However, before determining whether the speatfon is required to disclose an algorithm

the Court must first determine whether clait®sand 27 are means-plus-function claims. “Means

plus-function claiming applies only to purely furmgtal limitations that doot provide the structure
that performs theecited function.” Phillips, 415 F.3d at 1311 (citing/atts v. XL Sys. Inc232

F.3d 877, 880-81 (Fed. Cir. 2000)). “[A] claim tethat does not use ‘means’ will trigger the
rebuttable presumption that [353JC.] § 112 § 6 does not applyCCS Fitness v. Brunswick

Corp,, 288 F.3d 1359, 1369 (Fed. Cir. 2002). The Federal Circuit has made clear that “the
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presumption flowing from the absence of the témeans’ is a strong @nthat is not readily
overcome.” Lighting World, Inc. vBirchwood Lighting, InG.382 F.3d 1354, 1358 (Fed. Cir.
2004).

The term “means” is not invoked in either ale27 or claim 19. Thus, Samsung must rebut
the presumption that these claims do ngbke a means-plus-function analysis. Samsung has

failed to do so. Indeed, similar claims that reqtim@mputer readable program code configured t

O

cause a computer to . . .” have beewrfd not to be means-plus-function claingee Versata
Software, Inc. v. Sun Microsystems, JiNn. 06-CV-358, 2008 WL 3914098, at *13-14 (E.D. Tex.
Aug. 19, 2008). The Court declines to consthese terms as means-plus-function claims.
Therefore, Samsung has failed to show that ikedylito overcome the presumption of validity that
claims 19 and 27 enjoy.

Accordingly, Apple has shown that it is likely succeed on the merits at trial in its claims
that the Samsung Galaxy Nexus infringeams 18, 19, and 27 of the 172 Patent.

B. Likelihood of Irreparable Harm

As previously discussed, “[a]n injunction isreatter of equitable discretion; it does not
follow from success on the merits as a matter of coundariter, 555 U.S. at 32 (citing
Weinberger v. Romero-Barcel$56 U.S. 305, 313 (1982)). The Supreme Court has made clear
that the right to exclude afforded under théeRAct does not displace the district court’s
discretion to grant or deny injunctive reliefancordance with traditional principles of equity.
eBay 547 U.S. at 391-92. One of these equitablecgles requires thdahe plaintiff make “a
clear showing” that it is at riséf “substantial and immediate iparable injury” inthe absence of
relief. Apple 678 F.3d at 1325 (internal quotation maaksl citations omitted). Furthermore,
“[tlo show irreparable harm, it isecessary to show that the infyjement caused harm in the first
place.” Id. at 1324. Thus, to prevail on its requesttfee extraordinary redy of preliminary
injunctive relief, Apple must clearly show that (freparable harm will result absent the requested
relief, and (2) “some causal nexus” exists between the infringement and the alleged irreparable

harm. Id. at 1327.
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The Supreme Court has rejecthd use of categorical rulesfashioning equitable relief,
and the Federal Circuit has likewise held that é@rier to rely exclusively on a single factor in
determining whether a plaintiff ha@monstrated irreparable hari@ee eBay547 U.S. at 392-93;
Robert Bosch LLC v. Pylon Mfg. Corp59 F.3d 1142, 1149-51 (Fed. Cir. 2011). Accordingly,
the Court addresses each of the party’s arguneiisn and then considers the evidence in
totality.

1. Irreparability

Apple’s theory of irreparable harm here is that Samsung uses Apple’s unlicensed pate
compete with and steal marketasé from Apple, particularlwith respect to capturing all-
important first-time smartphone purchasers, causcalculable and unregerable loss of market
share in both the smartphone market and in esdhdownstream markets, such as apps, tablets
and music downloads. More specifically, Apple gdle that it will suffer thee types of irreparable
harm if the Court does not immediately enjoia thanufacture, use, sale, offers to sell, or
importation of the Galaxy Nexus: (1) long-term lo$snarket share in thsmartphone market; (2)
loss of sales of other Appleqaiucts due to downstream and netikveffects; and (3) loss of
goodwill.

a. Long-Term Loss of Market Share

First, Apple asserts that the Galaxy Nexus incaafes key patented features and that salg
of the Galaxy Nexus, especiatly all-important first-time smgshone customers, will permanently
reduce Apple’s market share in the smartphone maMet. at 16. It isvell settled that loss of
market share to a competitor as a result inging conduct may support a finding of irreparable
harm. Robert Bosch659 F.3d at 1153-54#0lymer Techs103 F.3d at 975-76. Indeed, courts ar
most likely to grant an injunction when the plédirind defendant are direct competitors in the
same market, because in that context, the potératien in allowing the defendant to continue its
infringing conduct may be the greateSkee i4i Ltd. P’ship v. Microsoft Corb98 F.3d 831, 861
(Fed. Cir. 2010)Robert Bosch659 F.3d at 1153. As the movingtyaApple bears the burden of
making “a prima facie showing of lost market shathough this showing need not be made with

direct evidence Robert Bosch659 F.3d at 1154.
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Samsung argues that Apple has failed to shadeece of lost market share — or even any
lost sales, for that matter — attributable to the Galaxy Nexus. Samsung makes a variety of
arguments in this regard. First, Apple offersdata or projections showing the past or future
effect of the Galaxy Nexus on its sales or markateshand thus Apple’s cagture of lost market
share is purely speculative. Second, Apple’s spdion about lost market share is premised on &
faulty and grossly overblown hypothetical by its expBr. Vellturo. Third, recent data of Apple’s
persistent success since the launch of the G&axys belies any claim of irreparable harm, or
even of lost sales. Fourth,gt@ales data show that fluctioas in Apple’s sales figures are
attributable to the timing ai new Apple product’s releas&hus, Samsung argues, the data
undermines Apple’s theory that Samsung’s alleg&thgement is responsible for any lost sales,
and illustrates that any theoretical lost market share can be regainedleaite of a new Apple
product. Opp’n at 23-25.

Of course, the mere potential of lost salemaldoes not demonstrateeparable harm, for
if such were the case, amunction would issue in &ry case of infringemeniSee Abbott Labs.
452 F.3d at 1348|l. Tool Works 906 F.2d at 683%ee also Automated Merchandising Sys., Inc.
Crane Co, 357 Fed. Appx. 297, 300-01 (Fed. Cir. 2009) (“[L]ost sales standing alone are
insufficient to prove irreparable harm. . Lost sales (without more) are presumed to be
compensable through damages, so they do notresjuinctive relief.”) Nevertheless, the
Federal Circuit has not requiradlaintiff to produce direct éence of specific consumers who
would have bought plaintiff's produbut for the alleged infringer’s product. For example, in
affirming the district court’s fiding of irreparable injury imi, the Federal Circuit held that “i4i
was not required to prove thigg specific customers stopped using i4i’'s products because they
switched to the infringing Word productsiZi Ltd. P’ship 598 F.3d at 862.

The Court finds that ample ex@dce supports Apple’s prima fa@ase that its risk of lost
sales is more than merely speculativeanjectural. That Apple and Samsung are direct

competitors in the smartphone market cannot be genuinely disgbeetfellturo Reply Decl. Ex.

35 at SAMNDCA002536o
I  sc<Decl.of Arthur Range (‘Rangel
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Dect) Ex. 3 at 16
.8
) ndependent commentaschave described the Galaxy Nexus as “the
most credible competitor to the iPhone so’farellturo Decl. 1 68 & Ex. 101. Although Samsung

points to the fact that the Gay Nexus was only one of 315 Amild models sold by 32 different
manufacturers in the fourth quarter of 2044eOpp’n at 22, evidence stvs that Samsung is now
Apple’s largest smartphone competitor worldwide and is rapidly becoming Apple’s largest
smartphone competitor in the U.S. markeellturo Decl. 1 24-25 & Ex. 40 (*Samsung is now
well positioned alongside Applin a two-horse race at the foait of one of the world’s largest
and most valuable consumer electronics marRetIndeed, Samsung’s own internal documents
suggest that samsung i
I 2 confirm that part of ssung'’s overall businessategy is centered around
SeeVelituro Reply Decl. Ex. 35 at NDCA00258729 || G
e
I, - -c©7 (I
I <70 (I
B o £x. 48 at SAMNDCA11545934
I o £x. 57 at s-ITc-500576 96| G
I ) samsung's internal documeritsther demonstratihat Samsunijjiili
|
I | Sccic. Ex. 53 at S-TC-
50004720
) i =« 35 at SAMNDCA00258 79 GGG
I .
Ex. 36 at SAMNDCA0026 182 | NG
|
1
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I ) . £x. 57 2 S
m-s0005772+ [
I ) |1 any event, “[while the existence of a two-player market may

well serve as a substantial grounddoanting an injunction — e.g., becaugereates an inference
that an infringing sale amountsadost sale for the patente¢he converse is not automatically
true, especially where, as heitas undisputed that the pateethas sought to enforce its rights
against other infringers in the markeRobert Bosch659 F.3d at 1151. Thus, “without additiona
facts showing that the presence of additional agtitge's renders the infringer’s harm reparable,
the absence of a two-suppliermkgt does not weigh against ading of irreparable harm.id.;

see also Pfizer, Inc. v. Teva Pharms. USA, 429 F.3d 1364, 1381 (Fed. Cir. 2005) (The “fact
that other infringers may be in the mam{ate does not negate irreparable harm.”).

As evidence that Apple is likely to lose rkat share to Samsung in the absence of an

njunction, Apple points to the fact [
I ' Decl. § 23 &

Ex. 29 at 8, 18. Apple opines that “[jJust asrisang was able to capture and increase critical
market share with its prior infringing smphones, Samsung undoubtedly will do so again now
with the new infringing Galaxy Nexus,” Mat 18, which independenbmmentators have
characterized as ‘the most credible competitdh&iPhone so far,” Vellturo Decl. { 68 & Ex.
101. Apple argues that “evenApple’s overall market shaiacreasedwhile the Galaxy Nexus
was sold, lost iPhone sales due to saleseof3alaxy Nexus would result in Apple losing some
additional portion of market share tifgtiple would have enjoyed but for Samsung’s
infringement.” Mot. at 18.

Samsung counters that Apple’ssplation regarding marketds is based on an unreliable
hypothetical projection by Dr. Vellturo that dis®the actual factsWhile Samsung’s attack on
the reliability of Dr. Vellturo’s hypothetical #t the Galaxy Nexus would sell 20 million units is

well taken, the Court does not find Dr. Vellturo’s hyipetical to be materiab Apple’s showing of
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ireparable harm. The actual sales figuresoefihat Samsung had already JJjjjjff  Galaxy
Nexus phones to carriers or Google aMaly 4, 2012. Vellturo Reply Decl. 65 & Ex. 5
[Geklinsky Dep.] at 68:20-69:6. A Samsung empleyeported that Samsung has generated ovg
I collarsof revenue. Furthermore, in Samsung'’s brief on bond, Samsung
estimates that between July 2012 and June 2048] sell approximate Jjjj units of the
Galaxy Nexus in the United States, at an ave@gfit rate o- per unit. Samsung’s Brief
Re: Bond (“Samsung Bond Br."3peDecl. of Corey Kerstetter (“Ketstter Decl.”) 11 2-3. Even if
the Galaxy Nexus has perhaps not sold asagedinticipated, the Court is not persuaded by
Samsung’s evidence that the competitive impath@iGalaxy Nexus is only negligible or so
insignificant as to préade injunctive relief.

Samsung also argues that Apple cannot show irreparable harm because it has remain
market leader even since the release of the Galaxy N&aebecl. of Michael J. Wagner

(“Wagner Decl.”) 1 25, 27-28. Samsung points\ytimence showing that the iPhone is the

dominant smartphone in the U.S. wi

Il Sce id& Figs. 1-3. In the fourth quarter 2011, when the Galaxy Nexus was released in

the u.s. |- Fosner Decl. Ex.
cc. moreove
I \Vagner Decl. 173 & Fig. 13. In
conjunction with this evidence, Samsung’s expertWagner offers an alternative explanation fof
the variations in Apple’s markehare. According to Mr. Wagn (i NG
|
e
I
|
I \=grier Decl. § 24 & Fig.

1. Thus, Samsung’s expert posits that fluctustio Apple’s market share are more likely
attributable to Apple’s own conduct than te tfelease of the Galaxy Nexus or of any other

particular Android product. Mr. Wagnexgains that there are myriad complex and
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interconnected factors that et consumers’ purchasing decisions and shape the market, whick
Mr. Wagner says Apple’s expert Dr. Vellturo failed to take into account in opining on irreparal
harm.

Although the Court appreciatésat the dynamics of the smartphone market are
multifaceted and that it is thereéodifficult for Apple to establish a direct relationship between a
particular competitor’s product and specific Isates, the Court is not persuaded by Samsung’s
argument that Apple’s continuadiccess in the market preclu@etnding of irreparable harm.

Not only has Apple presented unrebutted evideénaeApple and Samsung compete directly for

first-time smartphone customers, but Apple has ptesented compelling evidence that any loss pf

market share to Samsung now as a result aifanging product would béifficult to quantify or
recapture.

Apple makes clear that its loss of market shfelgument is not based solely on projected
lost sales during the next 18 to @#nths. Rather, “given the critical juncture in which first-time
buyers are moving to smartphones as well as pfatitickiness . . . Apple will lose significant
long-term market share.” Repdy 9. Apple argues that itss® of market share to Samsung’s
infringing product cannot be compensated by money damages, because loss of market sharg
this “critical juncture” of the rapidly expanay smartphone market will have incalculable and
irreversible long-term effectsApple contends that “smartphoadoption is accelerating and has
entered a critical phase wherein an unprecedgraetion of mobile device customers will make
their initial choice of a smartphone and asseciaiperating system platform, a choice that will
likely dictate their future purchases as weN&llturo Decl. I 27. Not only do industry data and
analyst reports indicate thasggnificant percentage of U.S.afile phone users will be switching
from basic “feature phones” to smartphones oventh several years, wih will create a huge
opportunity for both Apple and Samsung to captnegket share, but furthermore, “platform
stickiness” means that the initialptare of market share is liketg lead to high rates of market
share retentionSeeVellturo Decl. {1 24-25, 37 & Ex. 33 (ala&terizing the U.S. mobile market

as a “two-horse race between Apple and Aidjras BlackBerry’'s lead slips away”).
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Apple has presented ample evidence thasth&tphone market is a rapidly growing one
and that the consumer base is likely to expsgdificantly over the next few years. Apple’s
expert, Dr. Christopher Vellturo, analyzed industaga from the Interrieonal Data Corporation
(“IDC") on shipments of mobile phones fthre period 2004Q1 through 2011Q3, and found that
mobile phone shipments arearhigh growth period, whildeature phone” shipments are
declining. Vellturo Decl. { 18. Data projecticstsow that significant adoption of smartphones by

current feature phone users will continue teetplace over approximately the next 18 to 24

months. For example, the Yankee Group analyzed and projected U.S. market share by mobile

phone type from 2003 through 2015. While basatidire phones comprised 86% of the U.S.
mobile phone market in 2009, coarpd to 14% market share femartphones, the Yankee Group
projects that by 2015, basic feature phones wilimegaly 10% of the U.S. mobile phone market
share, while smartphones will surge to comp®8% of the U.S. mobile phone market share.
Vellturo Decl. § 19 & Attach. D.

Another industry report statésat the number of U.S. sntginone users grew nearly 49%
between the end of 2009 and the end of 2040 grew another 21.9% between the end of 2010
and the end of 2011. Vellturo Decl. Ex. 33 at 1. From 2009 to 2011, the number of U.S.
smartphone users grew from 40.4 million users to @8l&n users. That industry report projects
that the number of smartphonestswill grow another 15.1% frothe end of 2011 to the end of
2012, and another 10.7% from the end of 2012 to the end of 2013, reaching 93.4 million user
the end of 2013Id. Smartphone adoption will continadter 2013 but at a somewhat more
modest pace, with the number of smartphonesug@wing only another 15.5% between the end

2013 and the end of 201H.

In fact, Samsung's internal documents reveatjjj|| | | | G

I Velituro Reply Decl. 1 11 & Exs. 380. Moreover, Samsung’s own documents refle
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I sc<Velituro Reply Decl. Ex. 53 at S-ITC-50004 743
B <. £x. 57 at S-17C-50005772
I . S=sung’s own
documents aiso reveal « [

I - ccording to Samsng's internal strategic planning documejjjjij

I - £x. 37 at SAMNDCA00268372. In fadamsung’s growth strategy is to

e

SAMNDCA00268778. Furthermore, Samsung’s documebserve th iGN
I ¢ Ex. 38 at SAMNDCA00268780.

Samsung argues that, while Apple makes much fanfare of this dtjitiecture” during
which smartphone manufacturers are competing for first-time customers, the evidence showsg

most purchasers of premium, high-end smartphbkeshe iPhone 4S or the Galaxy Nexus are n

first-time but rather repeat customers. Hoercji G
e ——
Decl. Ex. 3 at 13. Samsung’s expert likewismitid tha G
I o Reply Decl 1 14

& Ex. 4 [Wagner Dep.] at 73:10-23. In light of ttzeality of the evidence on the record presente
the Court finds that Samsung has failed to rebut &pgidrima facie showing that it will suffer lost

market share in the absence of a preliminary injunction, dtheetdirect competition between

Samsung and Apple for critical first-time snpdmvne buyers over the next 18 to 24 months, whos

first purchasing decisions will largely predict their operating system allegiance for future

purchases. While a preliminary injunction canisstie on “[a] mere showing that Apple might
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lose some insubstantial market shara assult of Samsung’s infringemenipple 678 F.3d at
1324-25, Apple has adduced an abundance of eviddroeang that it is at risk of suffering harm
that is substantial, immediatnd irreparable, such that “renieslavailable at law, such as
monetary damages, are inadequateotmpensate for that injury.&€Bay 547 U.S. at 391see also
Winter, 555 U.S. at 22\Veinberger v. Romero-Barcelé56 U.S. 305, 311 (1982). In other words
Apple has adequately shown a likeod of irreparable harm in tHerm of lost market share and
permanent loss of customers.
b. Loss of Sales Due to Downstream and Network Effects

Second, Apple argues that the harm to Apple resulting from loss of smartphone marke|
share would radiate out in a multitude of otivarys, reducing demand for other Apple products.
Mot. at 20. Samsung argues that these doeastreffects are quantifiable through ordinary

damages calculations. Apple, as the movant, tie@rs the burden of providing “[sJome evidencs

and reasoned analysis” for the inadequacy of nawpelamages to compensate its alleged harms.

Nutrition 21, 930 F.2d at 872. At the same time, “tm@ple fact that one could, if pressed,
compute a money damages award does not always preclude a finding of irreparableJedsis.”
In Vitro, 664 F.3d at 930.

In its Order Denying Apple’s Motiofor a Preliminary Injunction id\pple | this Court
found that “potential customersathApple loses to Samsung maywédong-term effects that are
difficult to calculate and may not be recapture@gple | 2011 WL 7036077, at *20. Apple again
argues here that, due to “platform stickiness” laraahd loyalty, the impadf lost smartphone sales
today will continue to reverbate incalculably into the futur@ot only in loss of smartphone
market share, but also in lost “satdgag-along products.” Reply at 11 (quotisgple | 2011 WL
7036077, at *20)seeVellturo Reply Decl. 1 123-27. Specdily, Apple argues that it will suffer

lost sales in downstream producérkets, including (1) future sartphone purchases; (2) other i0O$

products, such as iPad and iPod touch; (3)rodpple products, such as iMacs, MacBooks, and
Apple TVs; and (4) digital media tied to lost satd Apple products. Motat 21-23. In other
words, the harmful effects to Apple’s smartphomarket share will radiateutward to infect the

competitiveness of Apple’s entire business.

73
Case No.: 12-cv-00630-LHK
ORDER GRANTING MOTION FOR PRELIMINARY INJUNCTION

—F

A4




United States District Court
For the Northern District of California

© 00 ~N oo o b~ w N

N N N N N DN DN NN R R R R R R R B R
0o ~N o O A W N R O © 00 ~N oo oM W N R O

Apple’s expert opines that Galaxy Nexus users will be less likely to buy not only Apple

iPhones, but also iPad, iPod, iMac, and Macbooklpcts, and will not download content, such aj

apps and music, because apps and music areispedlie operating system for which they are
designed. Vellturo Reply Dedf 123-27. Although Apple does noepent direct evidence that

consumers who purchase the Galaxy Nexaslavhave bought any of the above-described

categories of Apple products but for their purchase of the Galaxy Nexus, Apple does present

compelling circumstantial evidence supporting treupibility of its downstream effects theory.

For example, consumer surveys and sales datamathiat the vast majay of iPhone owners use

apps from the iTunes App Store. Inc (Y - i
July 2011 alondi I vere dovoaded from the Apple iTunes App Store by
iPhone, iPad, and iPod Touch users worldwiBegeVellturo Decl. {1 57-58d. Ex. 53 at 82. As

another examp

I /.10 Decl.  59id. Ex. 53 at

109.

Although Samsung’s expert opines that AppéxXpert overstates thmpact of platform

loyalty on future smartphone and tag-along product ssée¥Vagner Decl. 11 84-103, Samsung’y

own internal documents acknowleitha (| G
e ————r
Decl. 11 21-22id. Ex. 51 at S-ITC-003353324. Samsunggeument illustrates this with a
diagram showing
|

I (C Al this furtherevidences the strongm@nd complementarity
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between sales of iPhones and sales of other md3\pple devices, reinforcing Apple’s claim that
lost iPhone sales will impact downstream purcheeses furthermore that loss of these downstreag
sales, which include “new devices” that remirbe invented, will be difficult to quantify.

Apple has also presented evidence that tkasee demand complementarity forces are at
work among Samsung customers. As dp&amsung’s own documents acknowledge the
importance of brand loyalty and the critical pdiginto sell to the insté&#d base of smartphone

consumers SeeVellturo Reply Decl. Ex. 37 s8AMNDCA0026838 iGN

I << 2iso idEx. 38 at SAMNDCA00268778
. /-0 I
B samsung's documents include a second flow chart de GG
I <o<.cing hat, a5 with Appipurchases, I
I (0. Bx. 35 at SAMNDCA002586752. Yet another Samsun
document observes ¢ S
I (¢ £x. 35 at SAMNDCA00258795d. Ex. 40 at SAMNDCAQ0277035.
Moreover, Samsung’s strategic planning documents sho |G

According to Apple’s expert Dr. Vellturo, the GajaNexus is the first Android smartphone to use

an operating system that will allow the phond®¢ointeroperable with other Android-based

devices, such as tablets running the Androiddam Sandwich operating system. Vellturo Deg

19&n11. Apple invociuces evidce tre
I ¢ 7 13. Samsung's documents reveal the importarjj
I ¢ £ 40

SAMNDCA00276992. As Mr. Vellturo points oamsung’s advertising and promotional

campaigns are increasin
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I ¢ 7 13;id. Ex. 53 at S-ITC-50004740id. Ex. 55 at S-ITC-
5000549

Apple also argues that it will suffer irreparahlEm to the entire Apple “ecosystem” due t¢
“network effects,” meaning not only would Apple lose sales of other Apple products to Galaxy
Nexus users, but also the resultamaller installed basaf iPhone users would have ripple effects
on other prospective Apple customers. As Appbixpert explains, Falseok is a classic example
of network effects, wherein Facebook was able to overtake competitor social networks as the
of the Facebook network expanded and thus becagpeafer value to non-participants. Vellturo
Decl. § 52. In the context of the smartphonekeia “network effects” means that customer
demand for a given smartphone platform increasdte number of other users on the platform
increasesld. 1 50. Apple’s expert poigtto various third-party doenents confirming industry
recognition of the “tippy’ naturef smartphone platforms” and thect that network effects help
shape the smartphone mark#t. 51 & Exs. 68, 69. Furthermore, Samsung’s own documents
recognize the competitive importance of network effeBise, e.g.Vellturo Reply Decl. Ex. 56 at
s-17¢-500056410 [
Although Samsung’s expert opineati\pple’s expert overstatestipotential harm derived from
network effectsseeWagner Decl. 1 75-82, Samsung’s evidence does not fully undermine Ap
evidence that network effects are playing sonke irothe consumer dynamics of the smartphone
market. Thus, the Court finds plausible Apple’s tiydbat network effectwill further exacerbate
the magnitude of Apple’s harm.

Based on the record before it, the Court fitigg Apple has providesufficient evidence of
the downstream effects of lost smartphone satbgh would be both long-term and difficult to
calculate. This showing further supts a finding ofrreparable harm.

c. Loss of Goodwill

Finally, Apple argues that it will also suffereparable harm in the form of loss of

goodwill. Mot. at 24. Loss of goodNy as well as damage to reputation, can support a finding 9

irreparable harmSee Celsis In Vitrd64 F.3d at 930 (citin§andoz544 F.3d at 136X anofi-
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Synthelabo v. Apotex, Inel70 F.3d 1368, 1382-83 (Fed. Cir. 20083traZeneca633 F.3d at
1062-63. For example, ikstraZenecathe Federal Circuit affirmed éhdistrict court’s finding that
AstraZeneca, the patentee of a pediatric asthma drug, would suffer a loss of unquantifiable p
goodwill if the accused infringer began distributinggéneric drug and was subsequently forced
remove the drug from the market, which woulgulein confusion amonghysicians and patients
alike. AstraZeneca633 F.3d at 1062-63. Similarly, @elsis In Vitrg the Federal Circuit found
no error in the district court’s finding thatetipatentee would suffer loss of customer goodwill if
the patentee later, upon obtaining a permanent itpmattempted to restore the original price.
664 F.3d at 930.

In contrast to the claimed loss of goodwill at issue in these biotechnology and
pharmaceutical cases, Apple here claims thaillisuffer a loss of goodwill because it has built a
reputation for innovativeness, and Samsung’®chiction of infringing poducts like the Galaxy
Nexus into the smartphone market will dilute thistinctiveness of gple’s products and the
goodwill associated with those products. MoR4t Apple fails, however, to cite any Federal
Circuit case law recognizing loss of brand didiveness as a form of loss of goodwill. Even
assuming that Apple has articulated a legallyntpable theory of irreparable harm based on

erosion of its reputation for innovativeness, Apple fagled to support this theory with evidence.

Admittedly, Apple has presented evidence t|jj G
I Rangel Decl. Ex. 3 at 25ge alsovelituro Decl. 11 97-9¢| GG
I Ranoel Bel. Ex. 3 at 25. Nonetheless, although Apple

has submitted evidence that it has investezuilivating strong customer goodwill and that some
consumers purchase Apple products becauseple’s good reputation, Apple has presented no
evidence explaining how the presence in the market of an infringing product such as the Galsg
Nexus erodes that goodwill. Samsung points this out in its oppositionda@&pp’n at 25, and
indeed, Apple offers no rebuttal in its reply. Aadiogly, on this record, the Court cannot find thg
Apple will likely suffer loss of goodwill in the absencé preliminary relief. See Tech-Weatr, Inc.

v. Acme Laundry Prods., In@8 F. Supp. 2d 1147, 1152 (C.D. C#98) (declining to find loss of
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goodwill where plaintiffs provided “no evideaty facts” to support that conclusiouad/Tech,
Inc. v. Q.1. Press Controls B.VI01 F. Supp. 2d 644, 656-57 (E.D. Pa. 2010) (speculative harm
insufficient).
d. Summary

For the reasons discussed, the Court fthdg although Apple has not proven a likelihood
that it will suffer loss of goodwill in the absenceimimediate injunctive relief, Apple has made a
clear showing that, in the abserafea preliminary injunction, it is likely to lose substantial marke
share in the smartphone market and to logstaintial downstream sales of future smartphone
purchases and tag-along produckéie Court finds that the full exteof these losses would likely
be unascertainable, difficult talculate, and irreparableHaving adequately shown this risk of
irreparable harm, however, Apple mfistther show that this thedreal harm is attributable in
some way to Samsung’s alleged infringemerthef'604, '647, '721, and 172 Patents. The Cour
therefore turns next to determining whether Apiphs adequately established some “causal next
between Samsung’s purported infringermef each asserted patamd the theoretical irreparable
harm described above.

2. Causal Nexus

Subsequent to Apple’s filing of its openingddr the Federal Circuit issued an opinion
clarifying that a party seeking a preliminary injunction must show “some causal nexus” betwe
the accused infringer’s alleged infringemend dhe patentee’s alleged irreparable haApple

678 F.3d at 1324. As the Federal Circuit explained:

To show irreparable harm, it is necessarghiow that the infringement caused harm
in the first place. Sales lost to mnfringing product cannot irreparably harm a
patentee if consumers buy that product fasons other than the patented feature.

If the patented feature does not drive dieenand for the product, sales would be lost
even if the offending feature were absent from the accused product. Thus, a

® The parties highlight a tension inherent ia tireparable harm standard. On the one hand, a
plaintiff cannot establish irrepdske harm based on a purely spetiuaallegation of lost market
share.See Ill. Tool Works906 F.2d at 683. On the other hand, the incalculability of future lost
market share supports a finding that monetlamages are an inadequate remegiye Robert
Bosch 659 F.3d at 1154. The Court finds that hengpld’s claim that it will suffer incalculable
future lost market share is not merely speculatw rather is amplyupported by industry data

and Samsung’s own internal documents.
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likelihood of irreparable harm cannot be simofvsales would be lost regardless of
the infringing conduct. . . . A mere shiog that [the patentee] might lose some
insubstantial market share as a resultlté accused’s] infringement is not enough.

Id. at 1324-25 (citingyoda v. Cordis Corp536 F.3d 1311, 1329 (Fed. Cir. 2008)).

Apple has established that the Galaxy Ndikedy infringes four of Apple’s likely valid
patents, but it is undisputedathrsmartphones today are compdisé a multitude of different
features. In this context, the Federal Circugtsdance is clear: Appleannot enjoin the Galaxy
Nexus unless it is able to show that the fesgulaimed by the 604, '647, '721, or 172 Patents
“drive the demand for the [Galaxy Nexus]d. Of course, not all consumers’ purchasing
decisions are driven by the same preferend@é®refore the Court deanot take the Federal
Circuit’s ruling to mean that Apple must show thatpatented features are the sole or even the
primary driver of consumer demand. Nonetheldssparty seeking anjunction must show that
the accused’s infringement is responsible for ntlba@ an insubstantialds of market share, for
“[a] mere showing that [the pate®] might lose some insubstantiadrket share as a result of [the

accused’s] infringement is not enough” to make dquisite “‘clear showing’ that the patentee is
at risk of irreparable harm.Id. at 1324-25 (quotingVinter, 555 U.S. at 22).

While the Federal Circuit has made clear that the patented features must “drive the
demand” for the accused product, the Federalu@ihas not provided more detailed guidance on
what standard of proof would satisfy thevant’'s burden. Samsung argues that Apple has
produced no evidence that any of the four accieattires drives consumer demand for the Gala

Nexus. Samsung argues it is “common sense™twisumers do not buy advanced smartphone
based on non-core attributelsdithe unlock feature, any madiean consumers buy cars because
they like the cup holder.” Opp’n at 27. Agthearing on this motioamsung argued that the
relevant nexus inquiry was, “Does @ patented feature] drive .sufficient sales that would affect
substantially the market share?t. at 106:6-8. Apple agrees thatfeature can satisfy the nexus
requirement if it affirmatively drives demand,”tdnsists that proof of such affirmative demand

cannot reasonably be required in the context admplex device with a ntiplicity of features.

Tr. at 79:23-80:5. Apple therefoseiggests that “[a] feature cas@lsatisfy the nexus requirement

if its removal would suppress demand, [i.e.,] ifrgmoval would render the product less valuable,
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Tr. at 80:6-9see also idat 106:24-107:12. According to Applm equally appropriate inquiry is,

“If you were to remove the feature, [would there] be an impact on thedunatty of the device in

some manner that would have some causal lidetoand[?]” Tr. at 107:2-5. Applying that nexus

standard, Apple contends thaf]fiSamsung] were to remove tlfeatures that are covered by our
patents, each one, from the Galaxy Nexus, it ddalve a substantial impt on the functionality
of the device and, as a consequence, a substam@ct on the demand for the device.” Tr. at
80:13-18.

In the absence of more specific guidance froenRaderal Circuit, this Court concludes thg
the requisite causal nexus between the alleged infringement and irreparable harm can be

established by showing either that the patefaature is an affirmate driver of consumer

demand, or that the patented feature’s absenaé&vsappress consumer demand. In other words

a patentee seeking to establish irreparable harnrtuevof lost sales mushow that the infringing
feature is a “drive][r] [of] demand for the produduch that its presence or absence from the
product is responsible for the stdostial gain or loss, respectively, of market share. That a
patented feature drives consumer demand maoyydogen by direct evidence, such as consumer
surveys, or by circumstantial evidence, suckhwadence that the pate feature is a “core”
feature of the product at issu€f. Apple ) 2011 WL 7036077, at *3€,ommonwealth Sci. &
Indus. Research Org. v. Buffalo Tech. Jd8@2 F. Supp. 2d 600, 606 (E.D. Tex. 2007) (concludin
that the patent at issue iSa@re technology” of the infringig products and thus monetary
damages are less likely to compensateHerinfringement of the patent-in-suigg Techs., Inc. v.
Microsoft Corp, 434 F. Supp. 2d 437, 440-41 (E.D. Tex. 2006) (finding no irreparable harm
because “Microsoft only uses the infringing tedogy as a small component of its own software,
and it is not likely that any consumer of Micodiss Windows or Office software purchases these
products for their product aeation functionality”).

Apple asserts that “[t]he patents at issue is thotion relate to core functionalities of the
Galaxy Nexus and are very likely to drive consumpurchasing decisions,” because the patents 4

issue all “cover important features that endbke‘smart’ behavior of cutting-edge smartphones
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that have helped make Apple’s products sssftd.” Mot. at 26.The Court considers each
asserted patent individually to determueether it satisfies the nexus requirement.
a. '604 Patent (Unified Search)

Apple asserts that Samsung has incorporatediified search feature of the '604 Patent
into the Galaxy Nexus in the form of the Googled®iBearch Box becausegtsearch feature is
highly valued by customers, as@aenced by the fact that the ingphentation of this feature on the
iPhone 4S in the form of “Siti;a computerized personal assigtamas driven consumer demand
for the iPhone 4SSeePolish Decl. 1 77-78 & Ex. 8. Apple accuses Samsung of infringing the
'604 Patent by using the patentedfi@al search feature to allow &1 to search across sources,
including contacts and the web, using a single interface, thus depriving Apple of its exclusive
to reap the benefit of ilinvention through Siri.

In support of its claim that the feature cladr®y the '604 Patent drives consumer demang

I R:nocDecl Ex. 3 at 31. Indec]i
I \<!lturo Decl. 44 Ex. 14. This consumer survey data is
strengthened by even more recent consumer survey datéhiedirst quarter of 2012, which
reveals t-J
I Vellturo Reply Decl. Ex. 31 &PLNDCA630-0000149499 (G
.
|

I (0. at APLNDCAG630-0000149481, *483, *484. In additito customer surveys, Apple
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points to industry praise for therSieature as evidence that it is a driver of consumer demand. For
example, one review of the iPhone 4S calls Sime“$tandout feature” of¢nPhone 4S that has to
“be tried to be believed.” uro Decl. Ex. 51 [Walt Mossber@,he iPhone Finds Its Voice
allthingsd.com, Oct. 11, 2011] at 1, 3. Anothesiew says “Siri is the reason people should buy
this phone.” Vellturo Decl. Ex. 50 [Brian X. CheReview: With Siri, thé®hone Finds Its Voice
wired.com, Oct. 11, 2011] at 1.

Samsung insists that “the Galaxy Nexus doesmrtpete on Siri.”Tr. at 111:4. Samsung

(1)

responds that the Siri feature on the iPhonentStlae Quick Search Box on the Galaxy Nexus ar
not comparable features in the eyes of conssinagrd that Apple has failed to adduce specific
evidence that the unified seartinctionality claimed by the '604 Patent, as opposed to the
intelligent voice-response feature$ifi, is the real driver cdonsumer demand. Samsung’s expeft
Mr. Wagner points to a few reviewof Siri that focus on its wge-recognition improvements as
evidence that consumers value Siri not foréarsh functionality across multiple databases, but
rather for the ability to interface with the phone verbally in a natural, conversational manner.
Wagner Decl. § 60d. Exs. W, X. Mr. Wagner asserts thadustry praise for Siri as a “virtual
personal assistant” — a feature afi 81at Apple itselfadvertises — suggestsatti[bJuyers value the
idea of Siri because it is a step towarddiaial intelligence.” Wagner Decl.  68ge alsdecl.

of Steven Sinclair (“Sinclair De¢) 1 9 (iPhone 4S commaals advertise Siri &5 he Assistant”).
Samsung further argues that eveS8iif is a driving force behd consumer demand for the iPhone
4S, the Quick Search Box, which allegedly practibesasserted claims of the '604 Patent, is
decidedly not driving consumer demand fa Balaxy Nexus. Samsung presents evidence,
comprised primarily of its own marketing sgages and industry analyst commentary, that
consumers are drawn to the Galaxy Nexus for featather than the Quick Search Box, such as
the phone’s AMOLED display, its 1.2 GHz duzadre processor, Android 4.0 (“lce Cream
Sandwich”), the Android Beam, face unld@and its camera. Wagner Decl. 11 64-67.

19 Although Samsung emphasizes that it adverttse&face unlock” feature, even Samsung’s own
internal documents note [ \ '
Reply Decl. Ex. 49 at SAMNDCA630-00055973.
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Samsung’s criticism of the probative weightAgdple’s consumer survey evidence on Siri
is well taken, but the Court nonetheless fitlisevidence to be persuasive circumstantial
evidence. While direct evidence of Galaxy Negustomers’ feature preferences would certainly
be even more compelling, Apple’s survey evideoicks own customers is still relevant to the
Court’s determination of whaeétures drive consumer demanddther the iPhone or the Galaxy
Nexus. This is particularly true in light 8amsung’s own documents confirming that Samsung
and Apple compete directly with oa@other for the same custome&ee, e.g.Vellturo Decl.
67;id. Exs. 23, 40 (commentators noting thatmSang’s marketing campaign for the S 1l (a
predecessor to the Galaxy Nexus) “is [g]oing [r]ifgrtApple [flanboys’ [jJugular”). In any event,
the Federal Circuit has not held that customeresuevidence or other direct proof of “consumer
motivation” is “a prerequisite to a finding ofeparable harm” in every patent caggple 678
F.3d at 1324 n.3ee also i4i Ltd. P’shiip98 F.3d at 862 (holding thadi was not required to
prove that its specific customers stopped ugliig products because they switched to the
infringing Word products”).

Furthermore, notwithstanding Samsung’s argurtieat Siri’s voice recognition capability
drives demand, Apple introduces evidence in suppats abmpeting argumetitat “Siri is core to
the functioning and sales of the iPhone net iecause it hears requests, but becausdivers
search resultS Reply at 13 (emphasis in originaeeVellturo Reply Decl. {1 96, 102. As
Apple’s expert stated during his depositigA|] lot of Siri’'s value comes from its
comprehensiveness and . . . the claimed featfrée '604 are important to achieving that
comprehensiveness. So there may well be otlpercés of Siri such as its ability to do speaker
independent speech recognition that's very impoma handle noisy microphones, but . . . | think
comprehensiveness is very . . . important &.th. success of it a interface and the '604
patented features are very important to that celmgnsiveness.” Posnee€). Ex. E at 158:10-21.

Indeed, the importance of Sgiunderlying search functionaliis corroborated by consumer

studies, which show t-
I\ <'lturo Reply Decl. 1 101d. Ex. 30 at APLNDC630-
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0000149092, *094. Samsung does not contest that the Siri feature uses the claimed unified ¢
features of the '604 Paten&eePolish Decl. | 77-7&ee generallyOpp'n.

Third-party reviewers similarlyecognize the importanag Siri's search capabilities. For
example, &orbesarticle notes that “its potential reallgs in its ability to revolutionize the way
we search,” and further predicts that “in the fatit may even be a ‘Google killer.”” Vellturo
Reply Decl. Ex. 15 at APLNDC830-0000149197. The article goes osay, “Siri is the latest . .

. game changer in Internet sefarand it has certainlyegun to change people’s expectations abo
both the process and the resultsedrch. . . . Siri has become a near-indispensible [sic] entry
point.” 1d. Ex. 15 at APLNDCA630-0000149197. Indeed, ewar of the third-party articles on
which Samsung relies highlights Siri’s seafghctionality, remarkig, “Behold, the awesome
power of curated search,” and “Siri is a great gwven when you’re using it for basic search.”
Wagner Decl. Ex. W at 4.

Moreover, Samsung’s effort to downplay the impace of the Quick Search Box’s search
functionality to Galaxy Nexus undermined by Android ar@doogle documents. The Android
developer’s guide stresses that “[s]earch is a esee feature on Android.” Vellturo Reply Decl.
104;id. Ex. 6 at 1. The Android deloper’s guide specifically gohasizes the importance of a
search feature that lets users “search any datasthvailable to them, whether the content is
locatedon the device or the Internétld. Ex. 6 at 1 (emphasis added). This is unified search. T
Google Mobile Blog also featured the Quick S#aBox for Android, highlighting precisely the

functionality claimedyy the '604 Patent:

Rather than giving you one search boxtfee web and another for your phone, QSB
provides one single search box to let gearch content on your phone, including
apps, contacts, and browser historywadl as content from the web, like
personalized search suggeass, local business listings, stock quotes, weather, and
flight status, all without openg the browser. QSB even learns from your habits
and provides faster access to the itemssearch for and use most often (by, for
example, moving them highen the suggestions list).

Polish Reply Decl. Ex. 1 at 1. Third partiesesgthat the Quick Search Box “adds a whole new
layer of functionality” that helps Android phonesifwnew customers, even ones with iPhones.”

Vellturo Reply Decl. 1 104d. Ex. 10 at 2. Finally, to the exteSamsung’s evidence suggests th
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consumers are drawn to the voice-recognition fonetity of Siri, the Quick Search Box also
features voice search capabilitgeePolish Reply Decl. Ex. 1 at2{*The next time you want to
search the web or call a friend, syeaking your query, like ‘pictured the Golden Gate Bridge at
sunset,” or the name of a contact, like ‘Call Dave Burke.”); Vellturo Reply Decl. Ex. 10 at 1.

The Court is persuaded by the evidenctherecord that the '604 unified search
functionality drives consumer demand in a wiagt affects substantial market share. Even
accepting Samsung’s argument that the intelligerdeso@cognition aspect &iri, as advertised,
also contributes to consumer interest in tHeore 4S, Apple has shown that the 604 Patented
feature is core to Siri's functiohty and is thus a butefr driver of demand for Siri. Accordingly,
the Court finds that Apple has adequatehalelsshed the requigitcausal nexus between
Samsung’s alleged infringementtbe '604 Patent and Apple’s rigk suffering irreparable harm.

b. '647 Patent (Links for Structures)

Apple asserts that “[p]rovidiniinks for structures is an iportant aspect of the user
experience, and is core to both the iPhand the Galaxy Nexus.” Reply at Ege alsdlr. at
94:8-9; 95:18-20 (arguing that “links for sttures” is now fundamental to “the way people
interact with their phones”). Apple has submittediemce that Apple itself practices at least clair
1 of the '647 Patent. Mowry Decl. 11 84-87 & EX8.[Mowry Expert Repin 710 Investigation],
15 [ITC Initial Determination in 710 Invaghation], 16 [ITC Commission Opinion in 710
Investigation]. The ITC also cently found that HTC phones practidbe same patented feature,
and granted an injunction on that bast®eMowry Decl. Ex. 16. Furthermore, as discussed
above, Apple has shown a likelihood of proving @l that the Galaxy Nexus infringes this featur
as well.

Apple asserts that “[a] phonathout this feature would be far more cumbersome, and leg
appealing to consumers,” and thus “[tlhe absence of this feature would fundamentally change
easy and intuitive way users interact with thewides, and diminish sales.” Reply at 15 (citing
Vellturo Reply Decl. 11 90-95). In support of taigument, Apple relies principally on the views
of its own expert, Dr. Mowry, who opines that links &tructures “is particularly useful in today’s

mobile devices, which often prevent multiplgoapations from being shown simultaneously.
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Users no longer ha[ve] to flip back and fobistween screens or apgaltions to copy a phone
number from a web page to the phone dialéo @arefully highlight a number[,] copy it into a
device’s memory and then pastenib a dialer application.” Mary Decl. § 24. Apple also points
to Apple’s June 2007 iPhone Reviewer’'s Guide 2007¢hvadvertises that “[m]aking a call is as
simple as tapping a name,” aticht “any phone numbéhat appears in an email, SMS text
message, or web page can be called insthgtbapping on it.” Vellturo Reply Decl. { 9it}. Ex.

28 [iPhone Reviewers Guide: Jub@07] at APLNDCA630-0000128233, *240. Though not
overwhelming, there is also some evidence Saahsung recognizes the importance of the “links

for structures” feature as well. In partiagl Apple points to a $asung docume |l

I 110 Reply

Decl. 1 94jd. Ex. 32 at SAMNDCA00203915.

While probative of the fact that both Ap@ed Samsung value the functionality claimed b
the '647 Patent, Apple’s evidence does not demoeestinat the links for staiures feature actually
drives consumer demand in a way that affsatsstantial market share. Dr. Mowry’s testimony
explaining the value of the patented inveni®ancorroborated and does not adequately support
an inference that removal of the feature would wutiglly affect consumer demand for either the
iPhone or the Galaxy Nexus. The 2007 iPhonad®er’'s Guide does nalescribe the full
invention of the '647 Patent, which is linking mulégstructures to multiple actions, but instead
describes only the ability twall a phone number by tapping on it. As discussed above in the
Court’s merits analysis, this limited functiortglof being able to perform a single action,
“dialing,” on a single type of structure, “phone nwembwas disclosed in the prior art, such as the
Sidekick. Thus, it is not clear even from Ag@glown evidence whether the claimed invention of

the 647 Patent is critical futionality, or whether only the motenited functionality disclosed by

the prior art is the relevantider of consumer deman (i GGG
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- Again, while the evidence shows tlia¢re is some connection between the links for
structures feature and consumer interest, the esgdfatis short of establishing that this particular
feature is a substantialider of consumer demand.

In an effort to establish the requisite cdusaxus between Samsung'’s alleged infringeme

of the '647 Patent and Apple’saiined irreparable harm, Apple also leans heavily on customer

survey Y - o1 21
that the links for structures feat (||| GGG h<'ps put the ‘smart’ in
smartphone.” Mot. at 24} GG os- driver of consumer
demand is well supported. For example, one cust@orvey of iPhone 4S customers shows that
Rangel Decl. Ex. 3 at 27. Another Apple synof iPhone buyers shows ||

N R ange! Decl

Ex. 1 at 60. A third Apple study comparing bd®mnone and Android consumers’ preferences

shov. N =ner Decl. Ex. T at

APLNDCA630-0000149121.

Notwithstanding this da{jjj | G
however, Apple has failed to adduce consumereguevidence establishing demand specifically
for the '647 Patented feature. Unl|j NG
I \hich appears to practice the inventadrthe '604 Paten|i GGG
I /-5’ 0(5)() winess
e — R
[Joswiak Dep.] at 18:24-19:18. He further attied tha (G
1
I s-<\Vagner Decl. 1 56; Posner Decl. Ex. G
[Joswiak Dep.] at 20:15-38:11. Inde || G
|
I Fosner Decl. Ex. G [Joswiak Dep.ea2-4. Insteadii GGG
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at 23:5-9. Apple has not presented any moreulgaata specificallggemonstrating how the

“links for structures” featw drives consumer demand.

The sole connection between the links for street feature arjjjj G
I SccPosner Decl. Ex. K at 34:22-28elituro Reply Decl. 1 93 & Ex. 24.
According to a memo summarizing key findingsrir the studyjjj G
I .10 Reply Dec. Ex
24 at APLNDCO002¢204
.

the Court finds this evidence to be of ohhgited probative value. The memo provides no
information about the number of participarite questions they weesked, or any other

parameters that would generally ibgortant in assessing the eddility of a study. Moreover, the

memo states tr
I . . 24 ot
APLNDCA002420484. Even the resultJ
I v has presented no

evidence of its attempt to do so. Thus, althofighle has demonstrated some causal link betwe

the “links for structures” feature and consurparchasing decisions, the evidence adduced falls
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short of making the requisite clestitowing that the “links for statures” feature drives consumer
demand in a way that affects substantial market share.

Of course, customer survey evidenceijl@vprobative of nexus, is not requiredpple 678
F.3d at 1324 n.3. Nonetheless, Apple bears theeburtiproviding some evidence that Samsung
alleged infringement of the '647 tat will cause ito lose more than “some insubstantial market
share.”Id. at 1324-25. As both the Segpne Court and the Federak€liit have made clear, a
preliminary injunction “is a dras and extraordinary remedyMunaf, 553 U.S. at 689-90ntel
Corp, 995 F.2d at 1568. A party seeking preliminajynctive relief must therefore “make ‘a
clear showing’ that it is atsk of irreparable harm.’Apple 678 F.3d at 1325 (quotinginter, 555
U.S. at 22). On this record, viewing the evideimcis totality, the Court finds that Apple has not
made a clear showing that the functionality disd in the '647 Patent drives consumer demand
such that Samsung’s alleged infringement is yikelcause Apple a substantial loss of market
share.

c. '721 Patent (Slide to Unlock)

Apple argues that “[s]lide-to-unl&ads an iconic feature of thehi@ne . . . and also is a core
feature of the Galaxy Nexus.” Reply at 14. As euicke that the slide-to-widk feature is part of
what drives consumer demand for the iPhone, Apple points to the fact that iPhone commercia
have for a long time featured a finger demonstrating the slide-to-unlock feSeseellturo
Reply Decl. 11 74-75. As further support, Appiain points to tHj G
.
I scRangel Decl. Ex. 3 at 27g. Ex. 1 at 60. Although
Apple’s evidence clearly demonstr i G -
Court finds the record devoid ofiyaevidence that specifically linkke “slide to unlock” feature to
I -5 >rcviousiy note
I \Vhen asked whether Apple has ever

asked consumers whether the “slide to unlock’uieatvas important or odributed to their buying

decision |
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I Fosner Decl. Ex. G at 28t-24. Thus, Apple || s of only

extremely limited relevase to the present inquiry.
Apple’s second argument emphasizes the rsonty of the slice to unlock feature

compared to other methods of unlocking adphone. Apple points to Samsung’s internal

research and development documents, +
SeeVellturo Reply Decl. 11 77-81. For example, a Samsung document notjij Gz
I \''turo Reply Decl. Ex. 49 at SAMNDCA630-00055973.
Another Samsung document noted |GG \-'turo

Reply Decl. § 79 & Ex. 33 at SAMNDCA00231472.

Samsung contends that the proper inquiry tsvether the generéinctionality to which
Apple’s patent is directed is a driver afrsumer demand, but rather whether “Apple’s way of
doing that feature” is a driver of sales. Tr1@56:9-10. The Court is nabnvinced that the mere
availability of other implementations is disftoge. For example, though there may be other
possible ways to unlock a device, the fact atsung has chosen to copy Apple’s particular,
patented method may be indicia that Apple’shudtis not only a superior one, but a driver of
demand. Nonetheless, the Court agreeswthat examining the causal nexus between
infringement of the patenteddture and the claimed irreparab&&m, the Court necessarily must
take into account the scope of the claimed inventldere, it is apparent th#tte scope of the 721
Patent covers only one method of unlocking @ae Samsung has identified examples of other
methods for unlocking a device, such as “face ugfoghich uses facialecognition to unlock the
device, and is an alternative tagg available on the Galaxy NexuSeeVellturo Reply Decl. 1 80

Ex. 21. Again, the Court is not particulaggrsuaded that “face unlock” is a comparable

alternative to the slide to unlock featugesen tha i G
I \<!turo Reply Decl. Ex. 49 at SAMNDCAG30-

00055973. Nonetheless, on the record as a wAplde has not met its burden of showing that
removal of the slide to unlock feature woulgbpress consumer demand to a degree that would

substantially affect market share.

90
Case No.: 12-cv-00630-LHK
ORDER GRANTING MOTION FOR PRELIMINARY INJUNCTION




United States District Court
For the Northern District of California

© 00 N o o b~ w N P

N N N N N DN DN NN R R R R R R R B R
0o N o 0N WN P O ©OW 0o N O o hN WwWN R O

Although there is some evidemin the record that théde to unlock feature is an
improvement over the prior ahd thus a valued one, theu®@bcannot say that Apple has
established that this one featisa substantial driver of consemdemand. Apple’s reliance on its
own advertising highlighting the slide-to-unloaature and its unsupportessartion that slide-to-
unlock contributes to a smartphone’s “ease of ussinmply insufficient to establish the requisite
causal nexus between Samsung’s infringement op#riscular feature, oits own, and the alleged
irreparable harm.

d. '172 Patent (Word Recommendations)

Apple asserts that the word recommendatiorufeatlaimed in the 172 Patent “helps mak
the iPhone’s touchscreeneusnterface remarkablyasy to use, as it allows users to type on the
touchscreen quickly (by automatically caetmg words) and accurately (by correcting

misspellings).” Mot. at 29. Apple asserts thad thser-interface invention is “very important to

the success of Apple’s deviceaid that Samsung has copiedfitgture because Samsung “knows

that consumers who are choosing a new phone avamt, easy-to-use tolscreen interface like
the one Apple provides.” Mot. at 29.
Apple has no direct evidence linking con®rrdemand for iPhones or other smartphones

the claimed word recommendation feature, spedlf. Once again, Apple points to {jjjjj

e —— T
id. Ex. 1 at 60. However, as withe slide to unlock featurjij | | G
I, P osner Decl.
Ex. G at 32:24-33:1. Apple’siiance on it | | G s coan
undermined by its failure to establish a link bet|j||| GG 2 the patented

“word recommendations” feature.
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Perhaps recognizing the limited probative vaitits ||| GG

Apple takes a different tack in its reply, repackaggie 172 Patent in iteply brief as directed
towards an “auto-correct feature,” which Applsexss is essential to the viability of glass
keyboards that are now a fundamental component of smartph®eeReply at 14see alsolr. at
81:2-82:2, 89:9-90:8. Apple’s exparsserts that without an autorrect feature, touchscreen
keyboards, which are more prone to error thentactile keyboardsyould be difficult and
intimidating, particularly to the critical cust@nbase of first-time smartphone users. Vellturo
Reply Decl. {1 83-87. In supporttbis theory, Apple submits twnewspaper articles, one by the

Wall Street Journaand another by thdew York Timegraising the success thfe auto-correction
feature on the iPhone touchscreéah. 1 86 & Exs. 8, 9. Apple also poiljj|| | EGTGEGEG

I \<!'turo Reply Decl. 1 87d. Ex. 3 [Joswiak Dep.] at 30:2-22.

Finally, Samsung’s witness agreed during his dépm that typing is a “necessity” for messaging
and web browsing capabilities on the Galaxy Nexus. Vellturo Reply Decl.id. &k. 5
[Geklinsky Dep.] at 113:4-8. Based on this evicksrApple argues thattifie feature covered by
the '172 Patent were removed from the Qgldlexus, demand for the phone would plummet.
The Court finds that Apple’s evidencegegding the importance of auto-correct
functionality to the viability otouchscreen keyboards is rotequately tailored to capture
consumer demand for Apple’s spgecpatented invention. As noted above, the Court deems it
appropriate to take into accouht scope of the claimed inwt@n when considering whether the
patentee has established the ratpisausal nexus between infringement of the patented feature
and the claimed irreparable harm. Apple equateslif? Patent with “auto-correct” functionality
as a blanket category. However, as addreissttee Court’s discussion of the merits above,
Apple’s 172 Patent is narrow in scope. Contr Apple’s charactezations, the '172 Patent
does not broadly claim “auto-correction” functidiain all its forms. If it did, Samsung has
shown that it would likely be invalidated by nuroes prior art references that similarly were

directed to methods of provialy auto-correct functionality.
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The Court finds that Apple has failed to adeevidence demonstratititat the particular
auto-correct implementation claimed by th&2 Patent drives consumer demand, or that
Samsung’s alleged infringement ofstifieature is likely to causesaibstantialoss of market share.
In short, as with the slide to wuk feature, Apple has failed to shéwat the user interface feature
covered by the '172 Patent is a substd driver of consumer demand.

3. Inadequacy of Legal Remedies

The Court next considers Samsung’s contentiahApple’s delay in pysecuting its patent
claims and Apple’s past willingness to licenséeast some of the asserted patents belie the
inadequacy of monetary damages in remedying gayies that may ultimately be proven at trial.

a. Delay

Samsung argues that Apple’s delay in seghko enjoin Samsung from selling products
with the allegedly patented featisrundercuts its claimed irrepamblarm. Opp’'n at 30. Indeed, 8
prolonged or undue delay in brimgi suit or seeking a preliminamjunction “is an important
factor bearing on the need for a preliminary injunctioHigh Tech Med. Instrumentation, Inc. v.
New Image Indus., Inc49 F.3d 1551, 1557 (Fed. Cir. 1995) (fimglithat an unjustified 17-month
delay in bringing suit, combined with other fagtgimilitate[d] against” issuance of an injunction
because it suggested there was “no appargenay to the requestrfmjunctive relief”); see
Nutrition 21, 930 F.2d at 872 (finding that a seven-maihehay in bringing suit “at least suggests
that thestatus qubddoes not cause irreparable harm).

Here, Samsung argues that Apple delayed seeking to enjoin Samsung’s infringement
'604 and '721 Patents. Although the '604 Patent did not issue until December 27, 2011 — just
few months before Apple brougthiis infringement action — th@04 Patent is a continuation of
U.S. Patent No. 6,847,959 (“the 959 Patent”), mhgsued in January 2005, and the Quick Sear
Box has been included in Samsung’s othedid products sincat least July 2010SeeDecl. of
Youngsoon Lee (“Youngsoon Lee Decl.”) Ex. A.nflarly, although the "72Patent did not issue
until October 25, 2011, the 721 Patent is a cuardtion of a prior patent, U.S. Patent No.
7,657,849 (“the '849 Patent”), which issued ibRery 2010. Samsung asserts that earlier

generations of its Android-basedducts, since at leadtily 2010, used features similar to those i
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the Galaxy Nexus accused of infringing the '60d & 21 Patents, yet Apple waited until 2012 to
assert these patents against Sams@agYoungsoon Lee Decl. Exs. A & B.

The Court is not persuaded. The Court fitids Apple did notinreasonably delay in
seeking to enforce the 604 or '721, which did nareissue until just a ¥e months before Apple
filed for preliminary injunctive relief. Nodid Apple unreasonably thy in bringing this
infringement suit or moving for preliminary reliefith respect to the Galaxy Nexus, which was n(g
released until December 2011, just three monthg®&pple filed this suit and the instant motion

Samsung also argues that Apple unreasonalidyele in seeking amjunction based on the
'647 Patent, which issued in 1999. Samsung arthetthe accused Browser application was pat
of earlier versions of Adroid that have been included in atlamsung products since at least Ju
2010. SeeYoungsoon Lee Decl. Ex. A. Apple’s delay in seeking to enjoin previous generatior
Samsung products that may also have infringed the '647 Patefdasor that undercuts Apple’s
claim of urgency and irreparable hawith respect to the '647 Paterfiee Pfizer429 F.3d at
1381. Nonetheless, this Courepiously rejected Samsung’s argemb that a patentee’s initial
failure to timely enjoin a first generation ofgglucts forever foreclosespatentee’s ability to
preliminarily enjoin subsequentgerations of infringing productsSee Apple, 12011 WL
7036077, at *22. To the extent Apple did delay ifosning its patent rigts, delay in seeking a
preliminary injunction “is but one factor to lbensidered” by the coufin the context of the
totality of the circumstances.Hybritech 849 F.2d at 145%&ee also High Tech Med.
Instrumentation49 F.3d at 1557 (noting that the 17-month delay “may not have been enough,
standing alone, to demonstrate the absenaeegfarable harm”). Whila significant delay may
support a district court’s findingf no irreparable harm as a s of discretion, a showing of
delay does not preclude a finding of pagable harm as a matter of latdybritech 849 F.2d at
1457. Furthermore, “[t]he fact that other infyers may be in the marketplace does not negate
irreparable harm. A patentee does not have tolsugrangers at once Picking off one infringer
at a time is not inconsistenttiv being irreparably harmed.Polymer Techs103 F.3d at 975.
Thus, the Court does not find that Apple’s fadltio enforce the '647 Patent against earlier

generations of Samsung produatsighs heavily against anfiling of irreparable harm.
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b. Licensing Practices
Samsung also argues that “Apple’s liceigspractices show that Apple could be

compensated with money damages for any alleged infringement.” Opp’n at 31. Samsung’s ¢

alsoMot. at 5-6, nn.9-10. Thus, the Court firttss license inapposite to the question of

irreparable harm.

I o, el a diterentstr
I O 0 at 31, Mee importantly, it appears that
e ————

Dep.] at 47:21-55:4id. Ex. DD at 15, 23. While not dispositive patentee’s willingness to license

its patents can weigh against ading of irreparable harm, wherewed in the context of the
totality of circumstancesSee Acumed51 F.3d at 1328 (“While the fact that a patentee has
previously chosen to licenseetipatent may indicate that a reaable royalty does compensate for
an infringement, that is but one facfor the district court to consider.”§f. eBay 547 U.S. at 393
(rejecting district court’s conclusion that “a plaffs willingness to license its patents . . . would
be sufficient to establish thatelpatent holder would not suffer irreparable harm if an injunction
did not issue”). “The fact of the grant of previdicenses, the identity of the past licensees, the
experience in the market since the licenses gexeted, and the identity of the new infringer all
may affect the district courtdiscretionary decision concerning @ther a reasonable royalty from
an infringer constitutes damages adeqtmmompensate for the infringemen&tumed551 F.3d

at 1328.

Though not dispositve, Appl-

I s rclevant tahe Court's factual determitian of whether Samsung’s alleged
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infringement of th{j il is compensable by money damsg@he Court finds that this
factor therefore weighs agsait a finding of irreparable ha as to th{j il -
4. Summary of Irreparable Harm

The Court finds that Apple and Samsung are direct competitors in the smartphone ma
and that Apple practices its owrached inventions in the iPhon8oth factors weigh in favor of
finding irreparable harmSee Robert Bosch59 F.3d at 1150 (in fashioning equitable relief, the
“wisdom” of history “is particuldy apt in traditional cases . where the patentee and adjudged
infringer both practice the patted technology”). The Couitirther finds that Apple has
articulated a plausible theory of irreparable hénmat would flow fromong-term loss of market
share and unascertainable losses of downstream Sdesdat 1153-54 (loss of market share
supports finding of irreparable harm). Furthere although the Court finds that Apple has not
clearly shown that the featurelmimed by the '647, '721, and '1 Patents are substantial drivers
of consumer demand, Apple has made suclowisly with respect to the unified search
functionality claimed by the '604 Patent. Thtiee Court finds that Apple has established the
requisite causal nexus between Sangss alleged infringement of thi&ely valid '604 Patent and
Apple’s alleged irreparable harm. In addititme Court finds that pple did not unreasonably

delay in bringing this suit against Samsung anseieking preliminary injuritve relief. Finally,

athous
I s - factor that wighs against a finding of irreparable harm with

respect to thjj il . Samsung has introdutedelevant evidence of Apple’s willingness to
license the '604 Patent. Thusteafweighing all the evidence perged by both parties, the Court
finds that Apple has clearly showtmat it is likely to suffer irreparable harm in the absence of
preliminary injunctive relief.Cf. Robert Bosglh659 F.3d at 1151 (findinigreparable harm where
the parties were in direct competition, plaingfitablished a likely loss in market share and acces
to potential customers, and dedflant lacked financial wheretival to satisfy a judgment).
C. Balance of Hardships
Under the third prong of the/intertest, “[tlhe magnitude of ththreatened injury to the

patent owner is weighed, in thght of the strength of the shawg of likelihood of success on the
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merits, against the injury to the accused igar if the preliminary decision is in errorti.H.
Robertson, Co. v. United Steel Deck, 1820 F.2d 384, 390 (Fed. Cir. 198aprogated on other
grounds by Markman v. Wegtw Instruments, Inc52 F.3d 967 (Fed. Cir. 1995). “Because the
court must balance the hardshipdeatst in part in light of its éisnate of what is likely to happen
at trial, it must consider the movant’s showindikélihood of success. Yet, a court must remain
free to deny a preliminary injunction, whatewerthe showing of likéhood of success, when
equity in the light of althe factors so requireslll. Tool Works 906 F.2d at 683 (citinBoper
Corp. v. Litton Sys., Inc757 F.2d 1266, 1272-73 (Fed. Cir. 1985)). As the Federal Circuit has
recognized, “[tlhe hardship on a prelimina@gjoined manufacturer vehmust withdraw its
product from the market before trial can be devastatitd).”On the other hand, “the hardship on
patentee denied an injunction after showargfrong likelihood of success on validity and
infringement consists in a frequnand equally serious delay inetlexercise of his limited-in-time
property right to exclude.’ld. “Neither hardship can b®ontrolling in all cases.’ld.

On this record, the Court finds that thedmee of hardships tiga Apple’s favor.
Although Samsung will necessarily barmed by being forced to withdraw its product from the
market before the merits can be determined affell trial, the harm faced by Apple absent an
injunction is greater. Appls interest in enforcing its patenghits is particularly strong because it
has presented a strong case on the meritslistassed above, Apple has shown a likelihood of
prevailing on the merits of albtir of its asserted patentspgle has further shown a likelihood of
irreparable harm attributable to Samsung’s igfeiment of the ‘604 Patent if the injunction does
not issue. Samsung, by contrast, doaspresent any evidence of what hardship it will suffer if th
injunction issuesSeeOpp’'n at 31-32. Samsung’s only balance of hardships arguments simply
duplicate its irreparable harmgarments, which the Court fisdunpersuasive. First, Samsung
asserts, without explanation, tiavidence of Apple’s growing sadeand market share . . . tips the
balance of the hardships in Samsung’s fav@pp’'n at 32. As disased previously, however,
Apple has presented evidence tBamsung’s market share has also been growing. Thus, this
factor does not weigh in Samsung’s favoec@&d, Samsung argues that an injunction on the

Galaxy Nexus is overbroad, because the “fougality infringing features . . . are ‘but a small
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part’ of the overall product.” Opp’n at 32. @ICourt takes to heart Justice Kennedy’s admonitig
that “[w]hen the patented invention is but a $reamponent of the product the companies seek t
produce . . . legal damages may well be suffidiertompensate for the infringemeneBay 547
U.S. at 396. Nonetheless, whether a patentechiioreis “but a small amponent” of the accused
product turns not on some quantitattally of total features, buither on the power of the
patented invention to drive consumer demandreHée Court has alreadound that the unified
search feature claimed by the '604 Patent ismartely “a small compant” of the product but
rather a substantial driver of consumer demand.

While Apple’s showing of a liglihood of success and a likatiod of irreparable harm with
respect to the '604 Patent may have supportedmeguof an injunction on its own, the Court findg
that Apple’s showing of likely validity and infrgement of the '647, '721, and '172 Patents furthe
tips the scales in Apple’s favoBee Celsis In Vitrd64 F.3d at 931 (a strong showing of likely
success on the merits and likelseparable harm support a findingthhe balance of hardships
favors the patentee). “One who elects to bailelisiness on a product foutedinfringe cannot be
heard to complain if an injunction againshtinuing infringement destroys the business so
elected.” Windsurfing Int’l, Inc. v. AMF, In¢.782 F.2d 995, 1003 n.12 (Fed. Cir. 1986). While
Samsung will certainly suffer lost sales from the issuance of an injunction, the hardship to Ap
having to directly compete with Samsung’s inflimg products outweighs Samsung’s harm in ligh
of the Court’s findings. Viewing the totality tie evidence and weighing the equities based on
the record before it, the Court finds thag thalance of hardships tips in Apple’s favor.

D. Public Interest

“[T]he touchstone of the publiaterest factor is whether amunction, both in scope and
effect, strikes a workable balance between ptotgthe patentee’'sghts and protecting the public
from the injunction’s adverse effectsidi Ltd. P’ship 598 F.3d at 863 (citinBroadcom Corp. v.
Qualcomm Ing.543 F.3d 683, 704 (Fed. Cir. 2008)). Apatgues that issuance of a preliminary
injunction would serve the publicterest in this case because Apphs established a likelihood of
success on the merits, and the Federal Circuitlbag acknowledged the importance of the pater

system in encouraging innovationSanofi-Synthelahal 70 F.3d at 1383&ccord Celsis In Vitrp
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664 F.3d at 931. Apple further argues that Samgss a “serial infringe[r],” as Samsung launched
its Galaxy Nexus just two weekgeaf this Court determined thiés prior devices likely infringed
several other Apple patents. Mot. at 31. Sargsin turn, argues that the “public also has an
interest in promoting competitidrand that “[rlemoving from the market the product described g
‘the most credible competitor of the iPhond&o based on alleged infringement by four of its
non-core features would fail to serthe public’s interest in enjayy the benefits of competition . .
.. Opp’n at 32-33.

Both parties have identified valid public inteesiNonetheless, in light of Apple’s showing
of likely success on the merits alikkly irreparable harm, the Courhds that the public interest
favors enforcement of Apple’s patent righ&ee Celsis In Vitrd64 F.3d at 931Sanofi-
Synthelabp470 F.3d at 1383 (“We have long acknowledgeditiportance of the patent system i
encouraging innovation.”). Although Samsung haghtrio compete, it does not have a right to
compete with infringing products. As explaihley the Federal Circuit, “[a]lthough the public
interest inquiry is not reessarily or always bound to the likedod of success o[n] the merits, . . .
absent any other relevant concerns . . . the pisbhest served by enforgrpatents that are likely
valid and infringed.” Abbott Labs.452 F.3d at 1348. As a patentdes, Apple has a valid right to
exclude others from practicing Agé invention. In order to prett that right, and to promote the
“encouragement of investment-based risk,” the pubterest weighs in faor of Apple in this
case.See Sanofi-Synthelap$70 F.3d at 1383 (citinBatlex Corp. v. Mossinghoff58 F.2d 594,
599 (Fed. Cir. 1985)).

E. Weighing the Factors

As previously noted, in determining whethguaaty is entitled to preliminary injunctive
relief undeWinter, “the district court must weigh and meas each factor against the other factof
and against the form and magnitude of the relief requestégbtitech 849 F.2d at 1451 n.12.
“[N]o one factor, takerndividually, is necessarily dispositive Chrysler Motors Corp. v. Auto
Body Panels of Ohio, Inc908 F.2d 951, 953 (Fed. Cir. 1990). eThourt therefore considers and

weighs all four factors, iight of the totality of the evidence in the record.
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Apple has shown that it is kky to prove at trial thathe Galaxy Nexus phones infringe

claims 6 and 19 of the '604 Patent; claims 1 &md the '647 Patent; claims 7, 8, 12 and 15 of the
721 Patent; and claims 18, 19, and 27 of the '142MRaand that these pateclaims are valid.
Apple has further shown that it is likely to suffeeparable harm in the absence of immediate
relief, and that this irreparable harm will bé&idutable to Samsung’s infringement of the '604
Patent, though Apple has not made the sameisgomith respect to $asung’s infringement of
the 647, '721, or '172 Patents. A&gplained above, the remaining tWinter factors also weigh
in favor of an injunction. lhght of the fact that all fouwinterfactors weigh in Apple’s favor, the
Court finds that the issuance of a preliminggjynction enjoining Samsung from practicing the
claimed features of the '604 feat is proper and justified.
V. BOND
Federal Rule of Civil Procedure 65(c) regsithat the Court order Apple to provide
security “in an amount that the court consida@er to pay the costs and damages sustained by
any party found to have been wronigjftenjoined or restrained.”The amount of bond is within
the court’s discretionSee Save Our Sonoran, Inc. v. Flowd®3 F.3d 1113, 1126 (9th Cir.
2005). The bond requirement is “designed to protect the enjoined party’stisiiarthe event that
future proceedings show the injunction issued wrongfulpple 678 F.3d at 1339 (O’Malley, J.
concurring) (citingedgar v. MITE Corp 457 U.S. 624, 649 (1982) (Stevens, J., concurring)).
Samsung argues that Apple should lmpineed to post a bonaf no less than

$95,637,141.60. This figure is based on Samsung’s prdjexgses resulting from lost sales of thg

A\1”4

Galaxy Nexus through trial in this matter, @mtly scheduled for March 31, 2014. Samsung Bond
Br. at 1-2. Samsung estimates that betwkiy 2012 and June 2013, it will sell approximately
I units of the Galaxy Nexus in the United Statesan average profit rate ||| Gz

Id.; seeDecl. of Corey Kerstetter (“Kstetter Decl.”) 1 2-3. Becse the amount of the bond is an
upper limit on an injured party’s redress for a wrahgijunction, courts have held that “district
courts should err on the high sideMlead Johnson & Co. v. Abbott Lap201 F.3d 883, 888 (7th
Cir. 2000). Apple offers no alternative bond amouitcordingly, the Coursets the bond in the

amount of $95,637,141.60.
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VI.  CONCLUSION
For the foregoing reasons, Apple’s motion &preliminary injunction is GRANTED.

Accordingly, Samsung Electronics Co., Ltd.n&aing Electronics America, Inc.; and Samsung
Telecommunications America, LLC; its officersyalitors, partners, agents, servants, employees
attorneys, subsidiaries, and thascting in concert with any tiem, are enjoined from making,
using, offering to sell, or selling within the Wed States, or importing into the United States
Samsung’s Galaxy Nexus and any product thadisore than colorably different from the
specified product and infringes U.S. Patidnt 8,086,604. As a condition of the preliminary
injunction, Apple is orderetb post a bond in the amount$85,637,141.60 to secure payment of
any damages sustained by defendlaihis later found to haveden wrongfully enjoined. This
Order shall become effective upon posting of the bond.

IT IS SO ORDERED.

Dated:June29,2012

United States District Judge
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