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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

GPNE Corp., Case No.: 12-CV-02885-LK
and Related Case Nos. 12-CV-03055-
Plaintiff, LHK, 12-CV-03056-LHK, and 12-CV-
V. 03057-LHK

Apple, Inc., Amazon.com, Inc., Nokia Corp.,
Nokia Inc., Pantech Co. Ltd., and Pantech
Wireless, Inc.

ORDER CONSTRUING CLAIMS

Defendants.

N N N N N N e e e e ”

Plaintiff GPNE Corp. (“GPNE”) brings thigction for patent infringement against
Defendants Apple Inc. (“Apple”), Amazon.com, Inc. (“Amazon”), Nokia Corp and Nokia Inc.
(“Nokia”) and Pantech Co. Ltd. and Pantedkreless, Inc. (“Pantech”) (collectively,
“Defendants”). The parties noweek construction of nindisputed terms used the claims of the
following patents-in-suit: U.S. Patent Blo7,555,267 (“"267 Patenty,570,954 ("954 Patent”),

and 7,792,492 (492 Patent”) (collectively, “Patents”).

l. BACKGROUND
A. Background and Descriptin of the Invention

The Patents in in this matter clapmority to a June 1994 applicatiolse€267 Patent,

Related U.S. Application Data (stating that &7 Patent is a contintian of several previous

! The '267 Patent is attached as Exhibit A toBleelaration of Steven W. Hartsell, ECF No. 69-1
The '954 Patent is attached as ExhibitBhe '492 Patent is attached as Exhibit C.
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applications, the first of which is a divasial of “application . 08/264,973, filed on Jun. 24
1994, now Pat. No. 5,542,115"); '954 Patent (egr#92 Patent (same). The June 1994
application, which is now Patent No. 5,542,115, pest& “[a] two-way paging system [which]
utilizes four local frequencies ftransmissions between pager un#g) (@nd a central control
station R0).” SeeDeclaration of Christopher O. &n in Support of Defendants’ Claim
Construction Brief, ECF No. 72-1 (“Green DeclBEx. 1 (115 Patent”)Abstract (emphasis in
original). The instant Patents each share the spe@fication, and this spification is nearly
identical to the '115 Patent’s specificatioBee’267 Patent; ‘954 Patent;'492 Patent; ‘115 Patent
As set forth in the specification for the Patents, the “invengetains to communications
paging, and particularly to two-waaging method and apparatu$eée267 Patent at 1:32-33ge
also id.at 1:66-67 (describing “[a] two-way paging syst [that] utilizes four local frequencies for

transmissions . . . .")d. at 14:14-15 (“T]he invention provides a two-way paging system . ... .")

The specification describes the use of “four Idoadjuencies for transmissions between pager uniits

and a central control stationltl. at 1:66-2:1. As set forth in¢hspecification, frguencies one and

two are used to transmit downstrednom the control station to the paging unit, while frequencigs

three and four are used to transmit upstrdesm the paging unit to the control statioBee id at
1.66-2:9.
Turning to the claims in the Patents, @7 Patent includes claims directed towards

apparatuses which the claims refer to as “fg}Jde For example, the '267 Patent claims:

1. Afirst node in a data network, the datawwek including a pluraty of nodes including a
first node, the first node comprising:

at least one processor;
a memory providing code to the least one processor; and
an interface controlled by the least one processor to:

transmit a random access request signal irsadiot, the random access request signal
including information that allows determiman that the first nodesquires an allocation
of resources to transmitraserve access request signal;

receive a first grant signal subsequertamsmission of the random access request signal
said first grant signal including informatioriagng to an allocationf a second slot to
the first node for transmitting the reserve access request signal for transmitting first
packets containing a message;
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See idat 14:60-15:21.
The '267 Patent also includes several claimsatied towards “controligs].” For example,

the '267 Patent claims:

25. A controller in a network atuding a plurality of nodeshe controller comprising:
at least one processor;
a memory providing code to tla¢ least one processor; and
at least one interface controlled by the at least one processor to:

receive a random access request signal triteshioy a first node in the plurality of
nodes in a first slot, the random access request signal including information tha
allows the controller to determine thhe first node requigean allocation of
resources to transmit a reserve access request signal,

transmit a first grant signal subsequenteceipt of the random access request
signal, said first grant signal including information relating to an allocation of a
second slot to the first node for transmitting the reserve access request signal f
transmitting first data packets containing a message;

receive the reserve access request sigoal the first node subsequent to
transmission of the first grant signal,

transmit a second grant signal subsequergdeipt of the reserve access request
signal from the first node, said second ¢isignal including information related to
an allocation of additional resources to the first node for transmitting the first da
packets, said second grant signal inatgdnformation related to a third slot
wherein a second node may transmit a request signal; and

receiving first data packets from the firmde subsequent to transmission of the
second grant signal, wherein the first daaakets are received from the first node
during reception of a request signal frtéme second node provided in a third slot.

Id. at 16:64-17:30.

The '954 and '492 Patents also inatuclaims for nodes and controlleiSee954 Patent at
17:34-50 (Claim 12 for “communication controllerigl, at 17:58-18:15 (Claim 23 for “[a] first
node”); '492 Patent at 15:41-16:{Glaim 2 for “[a] first node”);jd. at 16:58-17:33 (claiming “[a]
controller”). The '954 and492 Patents additionally includen@us method claims which are
generally directed towards methods for corsthgccommunications between the claimed nodes

and controllers. For exanglthe '492 Patent claims:

1. A method of operating a data communicasgstem, the data communication system
including at least a first c@munication controller and &ast a first node, the method
comprising:

transmitting a random access connection request signal from the first node to the first
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communication controller in a first slotdicating that the first node can receive
messages transmitted from the first communication controller;

receiving a connection requassponse signal from tliest communication controller
transmitted to the first node in responséii® random access connection request sign
said connection request response signaliginoy information indcating that the first
node can transmit a reserve access requistlsn a second slot in order to
subsequently transmit a messagthtofirst communication controller;

receive an aligning signal which enables tingt fnode to transmit the reserve access requ
signal,

transmitting the reserve access request sigrihkifirst slot in response to the connection
request response signal from thist communication controller;

receiving a grant signal from the first commeation controller subsequent to transmissiof
of the reserve access request signal, giadt signal including information indicating
resources have been allocated for trassion of message data packets to the first
communication controller;

transmitting the message data packets fronfitsienode in response to the grant signal;

wherein the message data packets comprise multiple data packets, wherein at least ot
the message data packets contain informagtated to a count value, wherein the fina
data packet from the multiple data paskebntains terminal indication information
indicating that termination of theessage data packets has occurred,;

wherein a subsequent reserve access regigestl from a second node provided in a third
slot assigned to the second nada be transmitted during transmission of the messag
data packets by the first node; and

wherein the aligning signal is received first frequency, the reserve access request
signal is transmitted on a second frequency, the grant signal is received on a th
frequency and the message data packets are transmitted on a fourth frequency
wherein the first frequency, the secondjfrency, the third frequency and the fourtf
frequency are differing frequeies, wherein the aligning signal is distinct from the
first grant signal.

Id. at 14:59-15:40.

B. Claim Terms at Issue

In the parties’ Joint Claim @struction Statement, the partidentified nine claim terms to

be construed:

a > w0 N

“node”;

“frequency”;

“randomly generated information”;
“count value”;

“providing code to”;
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6. “first grant signal including infomation relating to an allocatiaf a second slot to the first
node for transmitting the reserve access request signal”;

7. “interface [configured/controlled] by the a&dst one processor to [functional language]”;

8. “allocation of additional resources for transmitting the data packets/allocation of additig
resources for transmitting the first data packets”;

9. “clocking signal”

SeeECF No. 66 (“Joint Claim Construoti Statement” or “JCCS”) at.
A. Procedural Background

On July 1, 2011, GPNE filed a Complaintlre District of Hawa against each of the
Defendants, as well as Barnes & Noblea®hCompany, and several other DefendaStee GPNE
v. Amazon.com, IncCase No. 11-CV-00426-JMS-RLP (Baw. 2011). Subsequently, the
District Court in Hawaii sevetethe GPNE’s cases against eatlthe Defendants in the Hawaii
action and transferred seveofthe separate actions the instant CourtSee id. ECF Nos. 246,
295; GPNE Corp. v. Nokia CorpCase No. 12-CV-00250-SOM-RLP, ECF No. GENE Corp.
V. Pantech Co., Ltd. and Pantech Wireless,,I6ase No. 12-CV-00251-SOM-RLP, ECF No. 10.
After the actions against the instant Defendant®wransferred to the Northern District of
California, this Court related the cas&ee GPNE v. Apple, In€Case No. 12-CV-2885-LHK-
PSG, ECF No. 35N.D. Cal. 2012).

On April 15, 2013, GPNE filed its Openifgyief on Claim Constiction. ECF No. 69
(“Opening Br.” or “Opening Brief”). On Apl 29, 2013, Defendants filed their joint responsive
Claim Construction BriefSeeECF No. 72 (“Responsive Brief” dResp. Br.”). On May 10,
2013, GPNE filed its Reply BriefSeeECF No. 75 (“Reply Brief” or Rely Br.”). The Court held

2 In the Joint Claim Construction Statemeng farties also identified four terms upon whose
construction the parties agree. Specifically, théigmagree that the terfrdownstream” should be
construed as “in the direction from controllersxtales”; the term “upstred should be construed
as “in the direction from nodés controllers”; and the term “simultaneous with” should be
construed as “at the same time.” JCCS dn3addition, the parties have agreed that the
construction of the term “aligningjgnal” should be the same as the construction for “clocking
signal,” which the parties have iddied for construction by the Couree id The Court hereby
gdopts these constructions.

All future references to Docket Numbeeder to Case No. 12-CV-2885 unless otherwise
specified.
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a tutorial and claim constction hearing on June 6, 2013/Adrkmanhearing”).
Il. LEGAL STANDARD

Claim construction is a question of law to be determined by the ddarkman v.
Westview Instruments, In&2 F.3d 967, 979 (Fed. Cir. 1995) (en baaff)d, 517 U.S. 370
(1996). “Ultimately, the interpretation to be giva term can only be determined and confirmed
with a full understandingf what the inventors actually invexat and intended to envelop with the
claim.” Phillips v. AWH Corp.415 F.3d 1303, 1316 (Fed. Cir. 2005) (en banc) (internal quotat
marks and citation omitted). Accordingly, a claihosld be construed in a manner that “stays tr
to the claim language and most naturally aligith #he patent’s description of the inventiord.

In construing disputed terms, a court lookstfto the claims theselves, for “[i]t is a
‘bedrock principle’ of patent la that ‘the claims of a patedefine the invention to which the
patentee is entitled the right to excludeld. at 1312 (quotingnnova/Pure Water, Inc. v. Safari
Water Filtration Sys., In¢.381 F.3d 1111, 1115 (Fed. Cir. 2004)). Generally, the words of a clz
should be given their “ordinary and customary niegyi which is “the meaning that the term]s]
would have to a person of ordinary skill in @ in question at the time of the inventiond. at
1312-13. In some instances, the ordinary meaniagperson of skill in thart is clear, and claim
construction may involve “little more than thpplication of the widg accepted meaning of
commonly understood wordsld. at 1314.

In many cases, however, the meaning of a terenperson skilled in the art will not be
readily apparent, and a court must look to oHmirces to determine the term’s meaniSge
Phillips, 415 F.3d at 1314Under these circumstances, a ¢@mould consider the context in
which the term is used in an asserted claim or in related claims, beanmgginhat “the person of
ordinary skill in the art is deemed to read tharlterm not only in the context of the particular
claim in which the disputed term appears, buhmcontext of the emé patent, including the

specification.” Id. at 1313. Indeed, the specification “isvalys highly relevant”and “[u]sually
... dispositive; it is the single bestige to the meaning & disputed term.”ld. at 1315 (quoting
Vitronics Corp. v. Conceptronic, In@0 F.3d 1576, 1582 (Fed. Cir. 1996)). Where the
specification reveals that the patiee has given a special definitittna claim term that differs
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from the meaning it would ordinarily posse&kge inventor’s l&icography governs.’ld. at 1316.
Likewise, where the specificatioaveals an intentional disclaimer disavowal of claim scope by
the inventor, the inventor’s t@ntion as revealed through thgecification is dispositiveld.

A court may also consider the patent’s prosen history, which consists of the complete
record of proceedings before the United StatésrPand Trademark Office (“PTO”) and includes
the cited prior art reference®hillips, 415 F.3d at 1317. The court may consider prosecution
history where it is in evidence, for the proseautnistory “can often inform the meaning of the
claim language by demonstrating how the inventor understood the invention and whether the
inventor limited the invention ithe course of prosecution, making ttlaim scope narrower than it
otherwise would be.ld.

Finally, a court also is authaed to consider extrinsic evidence in construing claims, suc
as “expert and inventor testimony, tiimaries, and learned treatisedlarkman 52 F.3d at 980.
Expert testimony may be particularly usefulfiproviding] background on thtechnology at issue,
... explain[ing] how an invention works, .ensur[ing] that the cotis understanding of the
technical aspects of the patent is consistent thiah of a person of skill in the art, or . . .
establish[ing] that a particular term in the patenthe prior art has a gacular meaning in the
pertinent field.” Phillips, 415 F.3d at 1318. Although a court ntnsider evidence extrinsic to
the patent and prosecution histasych evidence is considered “less significant than the intrinsig
record” and “less reliable than the patent angritsecution history in dermining how to read
claim terms.”Id. at 1317, 1318 (internal quotation marks and citations omitted). Thus, while
extrinsic evidence may be useful in claim camstion, ultimately “it is unlikely to result in a
reliable interpretation of patenlaim scope unless consideredhe context of the intrinsic
evidence.”ld. at 1319. Any expert testimony “that i®ally at odds with the claim construction
mandated by the claims themselves, the writtescrijgtion, and the prosecution history” will be
significantly discountedId. at 1318 (internal quotation marksdacitation omitted). Finally, while
the specification may descrilbepreferred embodiment, the claiare not necessarily limited only
to that embodimentPhillips, 415 F.3d at 1323%ee also Prima Tek I, L.L.C. v. Polypap, S.A.R.L

318 F.3d 1143, 1151 (Fed. Cir. 2003) (“The general rulepofse, is that clais of a patent are
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not limited to the preferred embodiment, unless by their own language.”).

1. DISCUSSION
A. “node”

Terms in Dispute | GPNE’s Proposed Construction Defendants’ Proposed Construction

“node” “A device in a network that can “A pager in a network operating
transmit and receive information” | independently of a telephone
network™

The term “node” appears throughout the tliatents. For example, the '267 Patent

claims:

1. A firstnodein a data network, the datatwerk including a plurality ohodesincluding a
first node, the firstnode comprising:

at least one processor;
a memory providing code to the least one processor; and
an interface controlled by the least one processor to:

transmit a random access request signal irsadiot, the random access request signal
including information that allows determination that the fistle requires an
allocation of resources to transmit a reserve access request signal;

receive a first grant signal subsequertamsmission of the random access request signal,

said first grant signal including informatioriagng to an allocationf a second slot to
the firstnode for transmitting the reserve access request signal for transmitting first
packets containing a message;

transmit the reserve access requagtal in the second slot response to the first grant
signal;

receive a second grant signal subsequetnaitsmission of the reserve access request
signal, said second grangeal including information tating to an allocation of
additional resources for transmitting the first data packets; and

transmit the first data packetsresponse to theesond grant signal, whan the first data
packets can be transmitted during samssion of a request signal by a secoode into
a third slot assigned to the secormatie

See idat 14:60-15:21 f@phasis added).
GPNE argues that “node” sholde construed as “a deviceametwork that can transmit

and receive information.'SeeOpening Br. at 3. Defendanargue that “node” should be

* Defendants’ original proposeomstruction did not include “in metwork.” Opening Br. at 3.
However, in Defendants’ Responsive Brief, Defants agreed that the node must be “in a
network” and that this language miag included in the constructioikeeResp. Br. at 4 n.4.
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construed as “a pager in a network opagtndependently of telephone network.’SeeResp. Br.
at 4. Thus, the parties dispute whether the nods:r(l) be a “pager” or whether it may be any
“device,” and (2) “opentge] independently of a telephone network.”

For the reasons set forth below, the Caoristrues “node” as meaning “pager with two-
way data communications capability that traitsiwireless data communications on a paging
system that operates independently fromepteone network.” The Court addresses in turn
whether: (1) a “node” is simply a “device in a netW’ or whether the “noel’ is a “pager,” and (2)

the “node” must “operat[e] indepdently of a telephone network.”
1. Intrinsic Evidence
a) Claim Language

At the outset, the Court observes thatdlagm language on its face does not use the term
“pager.” Rather, the claimmguage only describes a “nodeSee, e.g. 267 Patent at 14:60-15:21.
Thus, on its face, the claim language is more consistent with GPNE'’s proposed construction
wherein “node” simply means “[a@levice in a network that caratrsmit and receive information”
and does not require a specific kind of device such“@sger.” However, claims must be read
“light of the specification . . . ."Corning Glass Works v. Sumitomo Elec. U.S.A., B&S F.2d
1251, 1257 (Fed. Cir. 1989). Accordingly, the Cquidceeds to considéne specification.

b) Specification

When the term “node” is construed in ligiftthe specification, itécomes clear that the
“node” is a type of “pager” andot simply a device in a network.

Notably, beyond the claim language, the term “node” apmedysn the Abstracts for each
of the three PatentsSee e.q.’267 Patent, Abstract (“A netwkmnode in a communication system
makes two reservation requests....”); ‘492 Pat&hstract; '954 Patent, Abstract. The remainder
of the specification explicitly describes the desictaimed in the Patents as a type of pager and
makes clear that the invention was desd to address shortcomings in 199@syer systems.

For example, the “Technical Field” gimn of the specification states thalis invention

pertains to communicatns paging, and particularly to tweay paging method and apparatus.”

® See'115 Patent (filed June 24, 1994).
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'267 Patent at 1:323 (emphasis addedyee also idat 14:14-15 (“[T]he invention provides a two-
way paging system . . .."”). Likewise, undeg iiummary” heading, thepecification describes
“[a] two-way paging system [that] utilizeedr local frequencies for transmissions..ld. at 1:66-
67. These statements strongly support the propositairinode” claimed in the patents is a type
of “pager.” See Verizon Servs. Corp. v. Vonage Holdings ¢C608 F.3d 1295, 1308 (Fed. Cir.
2007) (“When a patent thus describes the features of the ‘present invention’ as a whole, this
description limits the scope of the invention3giMed Life Sys., Inc. v. Advanced Cardiovascular
Sys., InG.242 F.3d 1337, 1343 (Fed. Cir. 2001) (“[€]bharacterization of the coaxial
configuration as part of the ‘preganvention’ is strong evidencedhthe claims should not be read
to encompass the opposite structure.”).

The “Related Art” section similarly suppottge conclusion that the claimed invention is a
type of pager system. The “Related Art” s&e discloses that pager systems of the mid-1990’s
were limited in that they could gnkengage in one-way communications,, they could receive
data but could not return dat&ee’'267 Patent at 1:41-44. Priottdyad attempted to address the
lack of two-way communicatiocapabilities by “connect[ing] the par to a telephone” or mobile
phone.ld. at 1:44-51. The specification acknowledges some prior art pagers included an
ability to send an acknowledgememtresponse to a paging systeld. at 1:52-62. However,
these systems required the use of “numeracuincies or frequency sub-bands” which made
transitioning between areas “served by diffg central stations . . . cumbersoméd: It therefore
appears clear from the descriptions of the RelAtéthat the inventions disclosed in the Patents
are intended to address shortcomings in conteanp@ager systems. THactor adds further
support to the conclusion that theode” is a type of “pager.’'See CVI/Beta Ventures, Inc. v. Tura
LP, 112 F.3d 1146, 1160 (Fed. Cir. 1997) (noting that construing claims, the problem the
inventor was attempting to solvas discerned from the specificatiand the prosecution history, IS
a relevant consideration”3f. Corning Glass Work$868 F.2d at 1257 (holding that the phrase
“[a]n optical waveguide” in the preamble of tblaim language was meant to limit claim scope to
“optical waveguides” rather thaall optical fibers because the “spiecation [made it] clear that the

inventors were working on the p@&ular problem of an . . . digal communication system not on
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general improvements in conventional optical fibers”).

Finally, the Court observes that theotexemplary embodiments described in the
specification repeatedly raféo “pager unit[s].” See, e.q. 267 Patent at 81-32 (“Communication
between central control stati@d and pager uni22 occurs on the four local frequencies . . .id);
at 9:13-15 (“FIG8 shows a paging uni22 suitable for use with cerar control station 420.”).
Similarly, the associated figures describe thaadeusing terms such as “pager,” and “pager
receiver.” See, e.gid., Figs. 2, 5, and 8. Indeed, the genenimt&device” is used to describe the
claimed invention only once, andtime relevant sentence, the devicals described as a “pager.’
Seeaid. at 5:22-23 (“The transmitting device (either central sta2i@or pagei2?) . . . .").

The Court acknowledges that, ordinarily, limitations set forth in a preferred embodimer
disclosed in a specification do not limit the scope of the clabe®, e.gLiebel-Flarsheim Co. v.
Medrad, Inc, 358 F.3d 898, 908 (Fed. Cir. 2004). Howewere, not only do the embodiments

consistently refer to the craed communication devices as pageits, the remainder of the

specification similarly states that the claimedides are pagers. Under these circumstances, the

description of the devices as a pager untihexembodiments supports the conclusion that the
nodes are a type of page3ee In re Abbott Diabetes Care 1696 F.3d 1142, 1149 (Fed. Cir.
2012) (holding that the conclusioratithe claimed electrochemicahser could not have external
wires was supported by: (1) “every badiment disclosed in the specétion shows . . . [a] sensor
without external cables or wg¢ and (2) the discussion of tpeor art in the specification
identified external cables or keis as a deficiency in theigr art supported). Thus, the
specification supports the conclusion tha thaimed device is a type of pager.

The specification further suppottse conclusion that the terfpager” refers to a type of
device that has qualities thastihguish it from other types of devices such as telephones. For
example, while not referring directly to pager unike specification statélat the claimed “two-

way paging system [would] operate[] indegently from [the] telephone systemSe€267 Patent

at 14:14-15. Similarly, the spéication indicates that pager sgages and telephone messages are

distinct. Seed. at 5:31-35 (“Central comput80 can distinguish between receipt of a telephone

message... and a pager message . . . hyevat the fact that 1/O interfa&® generates different
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types of interrupts to CPB0 depending on the type of messageeived.”). Likewise, in the
portion of the specification discussing the pridr tire terms “pager” antielephone” are used to
refer to different devicesSeed. at 1:44-46 (stating that “[p]ricart attempts to provide two-way
communication capabilities for a pager have inclueléalts to connect thpager to a telephone”).
Thus, the specification supports tenclusion that the term “pager” does not simply refer to a
device in a network but rather éodevice designed to operateaiparticular kind of system.
Consequently, an accurate construction of “note@usd disclose that the node is a type of pager
and not merely a device in a network.

GPNE argues that Defendants’ constructionemgn “node” refers to a “pager,” should
nevertheless be rejected because the specificatikesnitaclear that “the devices contemplated in
the Patents are . . . not tere‘pagers’ of [the] time.” OpeninBr. at 4 (emphasis added). GPNE
argues that the discussion of gréor art in the specification confirs that the term “pagers” means
“historical one-way pagers.Seed.; '267 Patent at 1:30-62 (nagl that “[p]aging systems have
historically been one-way systems” and desngbip]rior art attemps to provide two-way
communication capabilities for a pager . . . [bghnect[ing] the pager to a telephone”). GPNE
argues that the specification debes an “enhanced device[] that. the specification calls [a]
‘pager unit[]’,” and that, accordingly, it would mproper to describe the “node” as a “pager.”
SeeOpening Br. at 4. GPNE’s argument is not persuasive.

As an initial matter, GPNE cited no evidemeehe specification indicating that the use of
the term “pager unit” was a deliberate attempdigtinguish the claimed devices from ordinary
“pagers.” Indeed, Figure 2, which is referengethe specification agroviding “a schematic
view” of the “pager unit,’see’267 Patent at 2:31, simply degxes the device as a “pagelSee
id., Fig. 2. Moreover, even if “pa&g unit” was meant to distingsh the claimed invention from
traditional pagers, the use of the term “paget’ @eknowledges that the claimed invention is a
type of pager. Furthermorehile the Court agrees that thpecification makes clear that the
claimed invention is distinguishablem prior art pagers in th#te claimed devices are capable of
two-way communications, this does not supporfcibreclusion that the claimed devices are not a

type of pager. Nor does thestinction between prior art pageand the claimed pager units
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support the conclusion that the term “eddhould be construed as referringatyy “device in a
network that can transmit and receive informatioB€eOpening Br. at 4. At k=, the fact that the
claimed pager units are capable of two-waynmunications supports amending Defendants’
proposed construction tarify that the hode” is a “pager” withwo-way communications
capability. The Court will include thimitation in its construction.

In light of the descriptionf the claimed invention as a “paging system,” the clear
indications that the claimed invigon was intended to address dediuties in legacy pager systems
and the repeated references to the claimed conwations devices (the “nodes”) as “pager units,’
the Court concludes that the sifieation supports construing therm “node” as referring to a

“pager with two-way communications capability.”
C) Prosecution History

Defendants’ proposed consttion is also supported by thegsecution history. During
prosecution, the inventor referremthe invention as a pager and contrasted it to a cellular phon

Specifically, in describing the “[fleatures” of tirevention, the inventor ated: “Compact[-] The

size of gpagercan be made smaller than [a] cellular phone due to its simplify[ied] design in both

the electronics and the sizetbeé power supply needed.” ECF No. 72-10 at GPNECorp. 00000
(emphasis added) (disclosure dated Jan. 30, 20043. statement addsrther support to the

conclusion that the claimed “node” is a type of “pager.”

2. Extrinsic Evidence
a) Dr. Dinan’s Testimony

The conclusion that the invention is a typgager device, albeit an enhanced one, is alst
supported by the testimony of GPNE’s expert, IBamael Dinan. Dr. Dinan described the claime
invention as an “enhanced pager” and adgr-type apparatus enhanced . . SéeGreen Decl.,

Ex. 5 (“Dinan Dep.”) at 125:12, 1285-126:2, 132:22-133:3. Dr. Dina@ontrasted this device to
“legacy pagers.”ld. at 125:20. According to Dr. Dinanghlifference between the device claime
in the patent and legacy pagers is thatctaened device is “enhanced with preprogrammed
software and appropriate hardwdo allow for two-way datpacket communications through a

central control station.’ld. at 125:9-15. (stating that “a PO$#ould] understand[] that the
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specification discloses a new device that ismetely a pager as t993/1994, but a pager-type
apparatus enhanced with prepengmed software and appropriatdware to allow for two-way
data packet communications”).

Significantly, Dr. Dinan stated that the tefpager” generally referred to something
different than a “telephone.See idat 130:12-17 (agreeing thiam the 1993, 1994 time frame,
persons of ordinary skill did not refer to moltédephones as pagers’\ace versa). Dr. Dinan
stated that “1993/1994 era pager[s]’ differed fromobile phone[s] from that same time” in that
the pagers “lack[ed] a microphgreespeaker, a processor foogessing telephone signals and
transmitting those signals, and also pasdiyta keypad for dialing phone numberdd. at 127:18-
25. Dr. Dinan acknowledged that GPNE’s emted pager device, as described in the
specification, similarly lacks the compongmiecessary to qualify as a telephoSee idat
129:14-130:11 (stating that “the patespecification’s descriptioof the pager devices” does not
disclose “circuitry . . . for processing oatrsmitting telephone signals” or the “programming to
support” the processing télephone signals).

While Dr. Dinan stated that his defimti of “enhanced pager” (a phrase which he
“coined”) was broad enough to include a piece ofrait, “the Bhagat refence,” with the ability
to communicate on both “pager networks and mobile phone[] netwadksf’133:10-14, Dr.
Dinan agreed that, at least in the Bhagat degeparate and distinetectronic componentry was
used for communicating on the pager networka@sapared to the telephone netwoBee idat
133:22-134:10. Dr. Dinan further acknowledged thatdevice claimed in the Patents did not
include the componentry necessary forfrounicating with a telephone networkdd. at 134:11-
19.

Thus, the Court finds that Dr. Dinan’stinony supports the conclusion that the “node”
claimed in the Patents is a type of pagdyeilan enhanced one. .Minan’s testimony also
supports the conclusion that the term “pager” coemattype of device thlaas characteristics or
gualities that distinguish it from other devices such as telephones. Thus, Dr. Dinan’s testimor
supports construing “node” as referring to a “pdgalbeit one that has been “enhanced with

preprogrammed software and appropriate Wward to allow for two-way data packet
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communications,” and not simply ageging to a device in a networkd. at 125:9-15.
b) Dictionary Definitions

GPNE argues that its construxtiof “node” as a “device in@etwork that can transmit and

receive information” is supported by dictionaryfidgions of “node” and “pager.” The Microsoft
Computer Dictionary provides thédfijn networking,” a “node” is “a device . . . that is connected
to the network and is capable of communicating with other networketeVi Declaration of
Steven W. Hartsell in Support of GPNE’s OpenBrief on Claim Constraon (“Hartsell Decl.”),
Ex. D, ECF No. 69-5 (Microsoft Computer Diatiary (2002)). The McGraw-Hill Dictionary of
Scientific Terms, defines “pager” asj[receiver in a radio paging systensSeeHartsell Decl.,
Ex. J, ECF No. 69-11 (McGraw-Hill Biionary of Scientific and chnical Terms (6th ed. 2002)).
GPNE argues that because a “pager” only receagi® communications and GPNE’s device botl
receives and transmits, GPNE’s device is notgepaThe Court does not find GPNE’s proffered
dictionary definitions persuasive.

As set forth above, the specification, prosesrutiistory, and GPNE'sxpert, Dr. Dinan’s,
testimony, confirm that the “node” is a type of paged that accordingly, the term does not refer
to any “device . . . that is connected to thevoek and is capable aommunicating with other
network devices.” Hartsell Decl, Ex. D. Furthem®, while legacy pagers might only have been
capable of “receiv[ing]” communications in “a radio paging systedi,’Ex. J, the Court is not
persuaded that the addition adrismitting functionality robs thaevice of its fundamental nature
as a pager. Rather, the addiabfunctionality supports the cdasion that the node is a pager
with “enhanced” functionality SeeDinan Dep. at 125:9-15 (desdnly device as an “enhanced”
pager type apparatus).

3. Conclusions Regarding the “Device” Versus “Pager” Dispute

As set forth above, while the claims do define the “node” as a “pager,” the
specification, prosecution history, and the testgnof GPNE'’s expert, Dr. Dinan, all support the
conclusion that the node is a type of pagii two-way data comomications capability.
Significantly, the term “pager” iplies a particular type of g&e, which may have different

gualities than other devices such as telephoSeg267 Patent at 14:14-15 (stating that the
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claimed “two-way paging system [would] opefatadependently from [the] telephone system”);
Dinan Dep. at 127:16-25; 129:15-1380: Accordingly, it is appropria that the construction of
node disclose that it is a typemdger and not merely a device in a network. The Court therefor|
construes “node” as meaning a “pager with-way data communiti@ans capability.”

B. “operat[e] independently of a telephone network”

Having determined that the “node” is a tygfé'pager,” the question remains whether the
Court should adopt Defendantshizuage stating théthe pager “operat[es] independently of a
telephone network.'SeeOpening Br. at 3. Defendants contehdt this language correctly limits
the definition of “node” to devices which canraperate on the telephone network. While GPNE
does not appear to dispute that the device g the capability of opating independently of
the telephone network, GPNE does agtee that the device canmadgo have the capability of
operating on a telephone netwoigee idat 5. As will be set forth below, the Court finds that the
claim language, specification, atite testimony of Dr. Dinan suppdite conclusion that, while the
“node” must be capable of transmitting data dpaging system” that is independent of the
telephone network, the “node” istmarecluded from also havingeltapability of operating on the
telephone network.

1. Claim Language/Specification

The claim language does not explicitly disclasy requirement that the “node” “operat[e]
independently of a telephone network.” Defants argue that the Court should nevertheless
include such a limitation based on langeappearing in the specificatioBeeResp. Br. at 4-5.
Specifically, Defendants cite the portion of thedfication providing thatthe invention provides
a two-way paging system which operates indepethdBom a telephone system for wireless datd
communication between users.” '2Bétent at 14:14-16. Defendaafgpear to contend that this
statement supports the conclrsthat the node may only commicate on a pager network and
therefore cannot be a deeicapable of communicatiog the telephone networlSeeResp. Br. at
5 (“*And consistent with pagers of its timeetpager of the Patents-in-Suit communicates on a
paging network, not a telephone network.”) (citi@g7 Patent at 14:14-16). In contrast, GPNE

contends that this statement supports tmyproposition that the “two-way paging”
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communications must occur independentlyhaf telephone networknd does not support the
conclusion that the node itself cannot also beneated to and thus cagle of communicating on
the telephone network. Opening Br5atThe Court agrees with GPNE.

As an initial matter, the cited statemermtrir the specification refers to the “two-way
pagingsysterfiand not specifically to the “pager unit’267 Patent at 14:146 (emphasis added).
It is not clear whether “paging system” refewghe overall communications system or whether
“paging system” refers to indidual “pager units.” A pagingystenmay exist and operate

independently of the telephone netwarithout requiring thatndividual pagingunits operate

entirely exclusively from the kephone network. A pager unit could, for example, transmit certain

data communications on a pagsygstenthat “operates indepenalty from [the] telephone
system,” while engaging in other types of comnsations on the telephone system. 267 Patent
14:14-16° Accordingly, the Court cannot infer frometlabove statement inettspecification that
the inventor intended to limit the claimed “re§do devices that communicate exclusively on the
pager system. Thus, the specificationdoet support Defendasitconstruction.
2. Prosecution History
The statements of the inventors, Gabriel Wand Po Sing Tsui, to the Patent Office also

undermine Defendants’ proposed constructibmone disclosure, they state:

The paging system used in the paging inqustitoday is a passive device in which
a pager could only be paged and camatirn a page callithout accessing the
telephone system.

This disclosure depicts the desigradivo-way paging system which operates
independently from the telephone systfor a wireless data communication
between the users.

SeeHartsell Decl., Ex. F, ECF No. 69-7 at GPNECorp. 00000314.
When viewed in this context, it appears tthegt phrase “which opeties independently from

the telephone system” is meant otdyindicate that the system ceaturn a “data communication”

® Indeed, the Court notes that, ilehit is clear from the “operatiy independently” statement that
the paging system must transmit data indepehdehthe telephone system, other parts of the
specification suggest that the paging system rtilijhave the capabilityo interact with the
telephone systenSe€267 Patent, Figs. 1 and 7 (descnidpicentral control office which may
receive information from “computeed telephone answering systemd); at 3:1-3 (stating that
“central control statio20 includes central compute8C; transmitter32; receiver34; and
computerized telephone answering system”).

1
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or a “page call” without “accessirige telephone system,” and does not necessarily mean that t
system and/or individual pager units cannot hexwg interaction witlthe telephone systentd.;
see also idat GPNECorp. 00000323 (stating tloaie feature of the systamits ability to “operate
independently from the existing telepha®@ystem to return a page call”).
3. Dr. Dinan Testimony

Defendants argue that their proposed cowsitin is supported by DDinan’s testimony.
The Court disagrees. Dr. Dinan’s testimony lelsthes that pager tveorks and telephone
networks are distinct and thidie electronic componentry apcbgramming that permits a device
to communicate on each is generally differédeeDinan Dep. at 133:10-134:10. However, Dr.
Dinan stated that an “enhanced pager,” addimed the term, would include devices with the
componentry to communicate on both networgsed. at 133:10-14. Acaalingly, Dr. Dinan’s
testimony does not support the proposition that the claimed dewicgsperate exclusively on

pager networks and cannot also includecdugability to operaten telephone networks.

4, Conclusions Regarding the Operate Independently of a Telephone
Network Limitation

For the reasons set forth above, the Coyette Defendants’ proposed construction to the
extent Defendants seek to limit the “node” to desiwhich do not have the capability of operatin
on a telephone network. However, because theifspation clearly discloses that the “paging
system . . . operates independently from gtedee system for wireless data communication
between users,” '267 Patent at14+16, and thus implies that threode” must have the capability
to communicate on a paging system that is indeperafehe telephone syan, the Court includes
the following language in the construction of “edd‘that transmits wirkess data communications
on a paging system that operates independeatty & telephone network.” The Court advises th
parties that this construction should not be r@adnplying that the node cannot also send “data

communications” on a telephone system if thepleone system permits such communications.
5. The Final Construction of “Node”

For the reasons set forth above, the Coamstrues “node” as “pager with two-way data

communications capability that transmits wireldaga communications on a paging system that
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operates independently from a telephone netwbrk.”

C. “frequency”

While the parties initially diputed the construction tfis term, at the June 6, 2013
Markmanhearing, the parties agretxthe following construction for frequency, which the Court
adopts: “a number expssed in hertz.”

D. “randomly generated information”

Terms in Dispute | GPNE’s Proposed Construction Defendants’ Proposed Construction

“randomly No construction necessary, or “Identification of the randomly
%ﬁgfﬁgﬁgn,, “Information that is randomly selected time slot
generated”

The term “randomly generated information” apps in all three Patents. For example, the
'267 Patent discloses:

13. The first node of clain?2,

wherein the random access request sigaabktnitted from the first node includes
randomly generated information created by the first node,

wherein the first grant returns samhdomly generated information to the first node to
enable identification of the first node aslesired recipient of the first grant.

Id. at 16:1-7 (emphasis addedge alsd492 Patent at 21:8-38 (claing a node “wherein the first
grant signal returns randomly gentecainformation to the first node enable identi€ation of the
first node as a desired recipienttbé first grant signal”); '954 Rant at 17:37-40 (“The first node
of claim 18, wherein the interface istfiler controlled by the pressor to: transmit randomly
generated information created by the first node . . . .”). Defendantiest construction of this
term to clarify the meanings of Claims 13, 31, and 39 of the '267 Patent, Claim 37 of the '492
Patent, and Claims 19 aga of the '954 PatentSeeResp. Br. at 26.

” In the remainder of this Order, the Court$onplicity may uses the e “device” or “node” to

refer to the node. This use is not meant tocaidi that the node may bhay device and need not

be a type of pager.

8 Plaintiffs do not specify whether the constructitmsy request in their Claim Construction brief

apply to all the Patents or all the claims. Detentd include in parentheses in the headings of

several of their requested constructitims identity of certain claimsSee, e.g.Resp. Br. at 26 (“I.

‘randomly generated information’ (492 Pataich 37, '267 Pat. claims 13, 31, 39, and '954 Pat.
19
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The parties dispute whether the terrmttamly generated information,” a term which
appears in all three Patents, refers generitaltjijnformation that israndomly generated,” as
proposed by GPNE, or whether the term refersenspecifically to the f[dentification of the
randomly selected time slot,” as proposed bjeRdants. GPNE argues that no construction is

needed and that if a constructisirequired, the term should benstrued as “information which is

randomly generated.” Opening Br. at 11-12. Haatty cites the claim language and specification

in support of its proposed interpretation. The €agrees with GPNE that “randomly generated

information” means “[ijnformation that is randomly generated.”
1. Claim Language

As an initial matter, the Court finds thae claim language supports GPNE'’s proposed
construction. The claim language indicates that‘node” generates certain random information
which is “transmitted” and then returned to the node by the control station as part of the “first
grant,” so that the node is able to identify thaaitg not some other nods the “desired recipient
of the first grant signalSee, e.9.267 Patenat 16:1-7. The claim languagees not state that the
“randomly generated information” must be the idgritof the randomly selected time slot.” Thus
the claim language supports GPNE’s constructiorgrein the term simply refers to “[ijnformation

that is randomly generated.”
2. Specification

The specification also fails to persualle Court that Defendants’ more narrow
interpretation -- wherein “randomly generated mifation” refers to ‘fldentification of the
randomly selected time slot” -- should be a@apt The terms “random” or “randomly” appear
almost exclusively in the portion of the speaitfiion describing the “Operation of [the] Second

Embodiment.” '267 Patent at 11%4In the second embodiment, when a “pager unit” enters a ne

claims 19, 22)"). Notably, neither party has cleangued that the construatis for this term or
any other term should be differdot different Patents or claims.

® The term “random” also appears in the Abstaithe '267 Patent. Specifically, the Abstract
refers to the “random access request sign@eé e.g267 Patent, Abstract (“When a first node ha
data to transmit, the first node transmitsradiam access request signal.”). The claim language
distinguishes the “random access request signal” and the “randomly generated infornsd®n.”

W

e.g. id.at 16:2-4 (“The first node of claim 12, wie@r the random access request signal transmit{ed

from the first node includes randomly generatddrimation created by the first node .. ..") .
20
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region controlled by a different central contratgin, the pager unit must “execute[] a channel
switching routine.”ld. at 11:19-21. As part of this routinghen the pager unit discovers that it
has entered a new aredjétrequest on frequency G randomly made.’ld. at 11:47-49. By
“randomly made,” the specification appears to ntbahthe request is madea “time slot which
[the] pager unit . . . randomly generate[s]d. at 11:58-59see also idat 11:46-51. After the
pager unit makes its request in the randogelgerated time slot, the pager unit monitors
communications from the controbsion until it detects a message frdme station “that includes . .
. information stored in the sg [randomly generated] timeos[in] which” the pager unit
transmitted its requestd. at 11:52-59.

Thus, in the second embodiment, the “randogdgerated information” is the time slot
upon which a pager transmits its first requestmewa control station. Oendants argue that the
specification’s use of the terrmandom therefore supports Defent& construction wherein the
“randomly generated information” refers to the ‘iiti&cation of the randonyl selected time slot.”
Resp. Br. at 26. Defendants atsate a statement in the portion of the specification setting forth
the second embodiment describing the random tioteasl“the only way [the] central control
station . . . can identify the in-wandering pager unidl”at 15;see alsd267 Patent at 13:1-3 (“At
this point, such time slot isefonly way central control stati@gr20 can identify the in-wandering
pager unig22").

While the Court agrees that the descriptbthe second embodiment supports Defendant
construction, this does not provide a sufficient ®&siadopt Defendants’ gposed construction. It
is well established that “particular embodimergpearing in the written description will not be
used to limit claim languagedhhas broader effect.’ Innova/Pure Water, Inc. v. Safari Water
Filtration Sys., Inc.381 F.3d 1111, 1117 (Fed. Cir. 2004) (citiElgctro Sci. Indus., Inc. v.
Dynamic Details, In¢.307 F.3d 1343, 1349 (Fed. Cir. 20023jtram Corp. v. NEC Corp163
F.3d 1342, 1347-48 (Fed. Cir. 1998)). Thus, “ewtiere a patent describes only a single

embodiment, claims will not Besad restrictively unless the fgamtee has demonstrated a clear

Accordingly, the references to the “random accegsest signal”’ in the Absict are not helpful in
determining the meaning of the term “randomly generated information.”
21
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intention to limit the claim scope using ‘wordsexpressions of m#est exclusion or
restriction.”” Id. (quotingLiebel-Flarsheim Co. v. Medrad, In&858 F.3d 898, 906 (Fed. Cir.
2004) (citation omitted)).

Here, the claim language broadly refers enttomly generated information.” '267 Patent
at 16:3. While the randomly generated informatin the second embodiment is the identification
of the randomly generated time sltite specification does not express a “clear intention to limit
the” broad language used in the claims -- “randogelyerated information” -- to the identification
of the randomly generated time sldéhnova/Pure Water, Inc381 F.3d at 1117.

In Defendants’ Claim Constction Brief, Defendants rely heavily upon a statement in the
portion of the specification discussing the secemdbodiment wherein the time slot is described 4
the “only way [the] central control station . . . can identify the in-wandering pager unit.” '267
Patent at 13:1-3; Resp. Br. at 15. Again, iidement appears in thentext of describing a
preferred embodiment and the only clear inferencectliatoe drawn from this statement is that, i
the second embodiment, the random time slotagitbans by which the central control station
identifies the incoming pager. The Court cannstelin from the cited langga a clear intent to
limit the randomly generated information in @athbodiments to the randomly generated time slot
Accordingly, Defendants’ reliance orethonly way” statement is misplace&ee Innova/Pure
Water, Inc, 381 F.3d at 1117 (providing that limitationgl not be inferred from embodiments
“unless the patentee . . . demonstrate[slear intention to limit the claim scope”)

The Court therefore conales that the specificati@oes not support Defendants’
construction wherein the “randomly generated infaiion” refers to the f[dentification of the

randomly selected time slot.” Resp. Br. at 26.
3. Defendants’ Remaining Arguments

Defendants raise three additional argumengaipport of their construction. For the
reasons set forth below, each of these arguments fails.

First, Defendants argue that GPNEMstruction, wherein the “randomly generated
information” may be any randomly generatefbimation, should not be adopted because “it
would encompass matter beyond what the specificatbnveys is the allegenvention.” Resp.

22
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Br. at 27. Defendants rely up&etractable Technologies, Inc.Becton, Dickinson & Cp.
wherein the Federal Circuit held that, notwithstagdihe fact that “the claims [left] open the
possibility that the recited ‘body’ [might] enegpass a syringe body composed of more than one
piece,” the specifications for the patents warranted limiting the claim scope to “one-piece
bod[ies].” Id., 653 F.3d 1296, 1305 (Fed. Cir. 201 Retractabldas distinguishable. In that case,
not only were the embodiments “expressly limitethaoing a body that is a single piece,” unlike
in the present case, the specifioati “expressly recite[d] that ‘theventiori” included this
limitation. Id. (emphasis addedgee also SciMed Life Sy242 F.3d at 1343 (“[T]he
characterization of the coaxial caniration as part of the ‘present invention’ is strong evidence
that the claims should not lbead to encompass the oppestructure.”). Accordingly,
Defendants’ reliance oRetractablds misplaced?

Second, Defendants argue, in conclusosfitan, that construing the term “randomly
generated information” to include any randoménerated information would render the claims
“invalid . . . for lack of written description.Resp. Br. at 27. The Court is not persuaded. 35
U.S.C. § 112(a) provides that at@at must include, separate from and in addition to the claims,
written description of th invention.” “The test for sufficiay of the written description... [is]
‘whether the disclosure of th@g@lication relied upon reasonably cogsdo those skilled in the art
that the inventor had possassiof the claimed subject mattas of the filing date.””In re Owens
710 F.3d 1362, 1366 (Fed. Cir. 2013) (internal citationtted). Whether a written description is
sufficient is a “question of factjtl., and is therefore “generally not a proper part of claim
construction,” GeoTag, Inc. v. Frontier Commcns Cqrio. 2:10-CV-265-JRG, 2013 WL
693852, at *24 (E.D. Tex. Feb. 26, 2013) (citations omitted).

Here, it is possible that the Patents will, &tar stage, be deemed invalid for lack of a

sufficient written description tthe extent the specification faito describe randomly generated

19 Defendants also contend that GPNE'’s consisnof “randomly generated information” --
“information that is randomly generated” -- stbe rejected becauses “circular” and
“unhelpful.” Resp. Br. at 27 (citinBower-One, Inc. v. Artesyn Technologies,,|1609 F.3d 1343,
1348 (Fed. Cir. 2010)). The Court is not pedaea The claim term -- “randomly generated
information” -- is relatively simple to understh GPNE’s construction will adequately “ensure
that the jury fully understands . . . whhe patentee covered by the claimBdwer-One, Ing 599
F.3d at 1348 (citation omitted).
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information other than the random time sI8ee In re Oweng 10 F.3d at 1366 (holding that
written description must show that “the invenhad possession of tbkimed” invention).
Nevertheless, as set forth above, under the andimdes of claim construction, it would not be
proper for the Court to limit thterm “randomly generated imfoation” based solely on the
preferred embodiment in the spéwaftion. Where the ordinary rdef claim construction support
a broad construction of a term, the Court may not adopt a narroweratd¢ign to prevent the
claims from being deemed invalid f@ck of an adequate written descriptiddee Liebel-
Flarsheim Co, 358 F.3d at 913, 914 (construing “physikcalicia” broadly because the claim
language did not limit the term to indicia relatedhe length of the égnder and it would be
improper to limit the scope of the invention bdhem the embodiment, and rejecting defendant’s
argument that the claim term should be intetgd narrowly to avoid having claim declared
“invalid for lack of a writterdescription or enablement’iy. at 911 (“[T]he court has ‘admonished
against judicial rewriting of claims to pease validity’.” (internal citation omitted)).

Finally, Defendants argue that if the@t adopts GPNE’s proposed construction, the
Patents will fail for lack of enablement. ReBp. at 27. The enablement requirement “requires
that the specification teach those in the@rhake and use the invention without ‘undue
experimentation.”In re Vaeck947 F.2d 488, 495 (Fed. Cir. 194ihjternal citation omitted).
“That someexperimentation may be required is naafathe issue is whether the amount of
experimentation required is ‘undue.lt. (internal citation omitted). Here, Defendants have citeq
no evidence supporting the propasitithat it would require “unduexperimentation” for a POSA
to create a node wherein the randomly generatedmation sent and received by the first node ig
something other than the randomly generated time klotAccordingly, Defendants’ enablement
argument fails.

Thus, for the reasons set forth above, the Gmnstrues “randomly generated information

as “information that isandomly generated.”

E. “count value”

GPNE Proposed Construction Defendants’ Proposed Construction

“A numeric representation of the amount of “The number of consecytiathtedpackets
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remaining data to be transmitted” emanating from a transmitter”

The terms “count value” appeiarall three Patents. For exple, the '267 Patent states:

12. The first node of claim 11, wherein the tatamber of related packets being transmitted
comprises &ount valueto enable a receiving nodethre plurality of nodes to determine
when the first data packets being transmitted together are completely received.

Id. at 15:63-67 (emphasis added). Defendants retpuestonstruction iconnection with Claims

12 and 30 of the '267 Patent, Claim 37 of #@2 Patent, and Claim 18 of the '954 Patent.
Both parties agree that a cowatlue is a number used to determine when the last data

packet in a transmission has been receigeEOpening Br. at 13; Resp. Br. at 25. The parties

dispute, however, the precise nature of the count vatbeGPNE contends that the specification

discloses a means of using a dynamic countdown nietwtich each data packet carries a unique

count valuej.e. that the count value is an incrementalhanging number such as 1 of 10, 2 of 10
etc. SeeOpening Br. at 13-14. Defendanhowever, argue that this system is not supported by
any language in the specification and that thentealue is a static number which reflects the
“number of consecutively related packets emanating from a transmi@eeResp. Br. at 25-26.
For example, under Defendants’ proposed constmiceach packet inmessage consisting of 10
packets would disclose thtte count value is 10d. As discussed below, the Court agrees with
Defendants that GPNE’s proposed constaucis not supported by the claim language or
specification. Therefore, the Court constrtmsint value” as “the number of consecutively

related packets emanating from a transmitter.”
1. Claim Language/Specification

At the outset, the Court finds that the cldanguage is most consistent with Defendants’
proposed construction wherein count value refers to the tatabewof related packets.
Significantly, several claims in the '267 Patent ané claim in the ‘954 Patent define the “count
value” as the “total number ofleged packets being transmitted . . . to enable a receiving node i
the plurality of nodes to determine when thstfdata packets being transmitted together are
completely received.” '267 Patent at 18:14-19 (Claim 88¢ alsd954 Patent at 17:32-36;
Transcript of June 6, 2013 Claim Comnstiion Hearing (“Tr.”) at 139:6-8See generally Phillips

415 F.3d at 1313 (noting that the words of the clliemselves are the objective starting point fo
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claim interpretation§’

Turning to the specification, dosides cite the following s&hent in the specification as

supporting their respective consttioos: “the packets may be formatted in a manner to indicate [the

number of consecutively related packets emanating from a transmittethi@r.g.may be a separate
packet field indicating the continuati number of related packets)See267 Patent at 5:26-30;

Opening Br. at 14; Resp. Br.2%. While this statement is somieat ambiguous, the reference to
“number of consecutively related packets” suggésat the count value is, as Defendants contend,
a static value representing the totamber of packets in a messdge.

GPNE argues that part of the aforementtbsatement supports the conclusion that the

count value is a changing numbyepresenting the amount of remaining data because the statement

refers to a “continuation number” édthere is language in the specdfiion describing “the separatg
packets making up a message . . . as ‘continuations’.” Opening Br.s&eldls0267 Patent at
7:55-56 (“[S]ubsequent communiaati packets providing continuationfthe message content.”).
The Court is not persuaded. Even if “continuagioare “separate packét§pening Br. at 14, it
does not necessarily follow thidie “continuation number of relatgpackets,” '267 Patent at 5:29-
30, must be a dynamic, changing number reprsg the amount of remaining data to be
transmitted. The “continuation number of relap@dkets” may still refer to a single number
representing the total mber of “separate packets” in a transmission.

Finally, at the June 6, 20M\8arkmanhearing, GPNE claimed for the first time that its
construction is supported by Figure 5. Tr136:17-139:5. Figure 5 consists of a flow chart
describing how the pager processes incoming datkeis and commands from the control station.

One step in the process of receiving packetisled “end of message” and directs the pager to

" The claim language in the '492 Patteloes not define count value siies stating that it is used
by the node in determining whel packets have been receive8ee€492 Patent at 17:35-38
(stating that the “count value . . . enables the m®meof the controller to determine when the data
packets being transmitted are completely received”). As will be discudseth addressing
GPNE’s arguments regarding Figure 5 of the dmation, the Court is not persuaded that the
count value must be a dynamic, changing numberlgibgrause it is used in determining when all
Pzackets have been received.

Notably, GPNE does not appeardispute the fact thdhe first portion othe quoted statement
refers to a static value represiag the total number of packetSeeOpening Br. at 13
(“Defendants’ construction appedosaddress the total number afgiets - a static number (‘the
number of consecutively related packets emanating from a transmitter’).”).
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proceed along different paths bds®e whether the answer to this inquiry is “yes” or “n&é&e
'267 Patent, Fig. 5d. at 7:56-57 (“[M]icroprocessd0 checks at step16to ensure that the entire
message has been received.”). Figure 5 does not indicate how thdgtagaines whether the
packet is the “end of message,” but GPNguas that the pager could only make this
determination if the count vadus, as GPNE contends, a dynaneshanging number representing
the amount of remaining data which reaches zero on the last p&aeddi. at 138:14-24. The
Court disagrees. Even if the count value is a static number representing the total number of
packets, the pager could still detemmthat the last packet is the end of the message. For exan
if a message has a count value of 10, and ther magevare that it hgsreviously received 9
packets, then the pager could determine thatethil packet is the lapticket. Accordingly,
Figure 5 does not provide a basis to concludéttie count value is, as GPNE contends, a
dynamic, changing number representing the amount of data remaining in a message.

Thus, for the reasons set forth above, the Cmds that Defendantslescription of “count
value” as “[tlhe number of consecutively relafgtkets emanating from a transmitter” is the moq

consistent with the specification.
2. Extrinsic Evidence

GPNE also argues thas iproposed construction iggported by the testimony of Dr.
Dinan. SeeOpening Br. at 14; Resp. Bat 25. Dr. Dinan’s testimorgoes not persuade the Court
that GPNE’s construction should be adopted.

Dr. Dinan opined that the count value repreged a dynamic number, which is assigned tq
each packet and indicates the packet’s platieersequence of packets constituting a message.
Hartsell Decl., Ex. E (“Dinan Exl.”), 11 65, 70-71; Dinan Dep. 510:16-171:4. Dr. Dinan relies
in part on the portions of the specification diseed above, particularly the references to the
“continuation number.”SeeDinan Decl. {1 61-64. The Coursdgrees with DDinan’s opinion
that the specification supgerPlaintiff’'s construction fiothe reasons set forth above.

Dr. Dinan also relies on certain statementthe prosecution history. Specifically, Dr.
Dinan relies on an exchange between GPNEtl@@&xaminer relating to Claim 69 of the '492
Patent. SeeDinan Decl. § 67. As drafted in Nawber 2009, Claim 69 provided “wherein the
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interface further transmiiaformation relating to @ount value and wherein the interface further
transmits terminal indication information indicating that the final data packet is the last data
packet.” SeeDinan Decl. 1 68° In a November 2009 office action, the examiner rejected this
claim. The examiner acknowledged that therpart, Patent No. UB5677909A (“Heide”), did
not specifically disclose the use of a “count valaat] disclosed only the use of a “more’ bit” to
indicate the last packet a data transmissiorSeeDinan Decl. § 67 (quoting November 27, 2009
office action). However, the examiner statedt Would have been obvious to one of ordinary

skill in the art,” that Heidi “was made to haaeounting down system in order to be aware [of]

the total number [of] packets that need to be received.ld. (quoting November 27, 2009 office

action). In March 2010, GPNE responded tteatlevice did not feature the “‘more’ bit”
termination characterSee idf 68 (quoting March 2010 respons€PNE did not correct the
examiner’s description of the dant value” as “a counting down system.” Dr. Dinan argues that
GPNE's failure to correct the examiner’s statemedicates that the inmors believe the count
value was a counting down syste®ee idJ 69.

The Court is not persuaded that GPNEikifa to correct the examiner’s statements
necessarily means that the “counatue” was, and always has begeriended to refer to a counting
down system. Given that the specification deserthe “count value” as a static number and do€
not describe a counting down system, the Coutirdescto conclude thatount value refers to a
dynamic number based on this ambiguousharge in the prosecution history.

Accordingly, for the reasons set forth above, Dr. Dinan’s testimony does not persuade
Court that GPNE’s construction of “count valusiould be adopted. Thus, in light of the
statements in the specificatigdhg Court adopts Defendants’ ctmstion wherein “count value” is

“[tlhe number of consecutively relatpackets emanating from a transmitter.”

13 GPNE did not provide this pooti of the prosecution history (at least did not identify it in
their filings). Defendants provided the Cbwith a DVD containing copies of the entire
prosecution history for each of the three PateBecause Defendantsddnot file the DVD, the

the

Court cites Dr. Dinan’s declaran for the relevant quotations. The Court has checked Dr. Dinan’s

declaration against the proseoutihistory contained on DefendahDVD to ensure the accuracy
of Dr. Dinan’s quotations.
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F. “interface [configured/controlled] by the at least one processado [transmit and
receive terms]’

Terms in Dispute | GPNE'’s Proposed Construction Defendants’ Proposed

Construction

“interface “Electronic circuitry capable of being “Electrical connections (e.g., wires
[configured / configured / controlled by the or interconnect) thadllow signals to
controlled] by the | processor(s) according to instructionspass between the processor and a
at least one in the memory, that allows the transceiver (i.e., transmitter / receive
processor to processor(s) to communicate with a| components).

[transmit and transceiver”

The functional language purportedl|
describing how the interface is
controlled or configured imparts no
structure to the interface and,
therefore, is entitled to no patentable
weight in distinguishing the prior arf.

Alternatively, if accorded patentabls
weight, this functional language
renders the claims indefinite as
hybrid apparatus / method claims.”

<<

receive terms]’

U

The term “interface [configured/controlled] bye at least one processor to [transmit and
receive terms]” (“Inteface”) appears in a number of claims in the three Patéritsr example, the

'267 Patent discloses:

1. A first node in a data network, the datawwek including a pluraty of nodes including a
first node, the first node comprising:

at least one processor;

a memory providing code to the least one processor; and
aninterface controlled by the least one processor to:
transmit a random access request signal . . .;

receivea first grant signal . . .;

transmit the reserve accesguest signal in the second silotresponse to the first grant
signal;

receivea second grant signal . . .; and
transmit the first data packetn response to thesond grant signal . . .
See idat 14:60-15:21 (ephasis added).

The parties generally agree that the Interfa@dectrical connections or circuitry enabling

signals to pass between the processul the transceiver. Howevéng parties dispute whether the

4 The claims of the '267 and '954 Patents recite thatnterface is “contradd by” the processor.
The claims of the '492 Paterdcite that the Interface isdafigured by” the processor.
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construction of Interface should stahat the electronic r@uitry/connections & “capable of being
configured/controlled by the progsor(s) according to instructions in the memory.” Opening Br.
15. Defendants also argue tha ttonstruction of Inteaice should disclose that the term is either
not entitled to “patentable weidghtr, alternatively, is indefinite Resp. Br. at 18. The Court does
not agree that the constructiontbé term (which would theoretity be provided to the jury)
should state that the term lacks pa#dble weight and/as indefinite. Nevetieless, the Court will
consider Defendants’ argumentgaeding patentable weight amtlefiniteness after considering
the parties’ arguments regarding GPNE’s proptusaiclude the “accordintp instructions in the

memory” language in the construction of Interface.
1. “instructions in the memory”

As set forth above, GPNE argues tthegt Interface must beapable of being
configured/controlled by the pcessor(s) according to instructions in the memo8e&Opening
Br. at 14. In Defendants’ clainonstruction brief, Defendants appeato contest the inclusion of
this language. However, at the June 6, 2@aBkmanhearing, Defendants agreed that the
Interface must be “capable béing configured/controlled ke processor(s) according to
instructions in the memory” and indicated that@elants did not object tbe inclusion of this
language in the construction lofterface. Tr. at 121:3-17Accordingly, the @urt finds that the
construction for interface shouidclude the phrase: “which @nfigured/controlled by the

processor(s) according to instructions in the membty.”
2. Patentable Weight

Having adopted GPNE’s configuration/conti@guage, the Court proceeds to consider tl

at

e

issue of patentable weight. Datlants argue that the language requiring that the Interface be able

to be “configured/controlled . . . to[] transmit .[and] receive” information is functional in that it
attempts to define the structwkthe inventiorby its function. Se€267 Patent at 14:60-15:21.

Defendants argue that this “functional langeiagoes not, however, actually “impart[] [any

> The Court recognizes that GPNE’s proposed trooson used the languagElectronic circuitry
capableof being configured/controlled by the processor(s) acaogrth instructions in the
memory.” As will be discussadfra in Section I11.G.3, the incdision of the term “capable”
introduces ambiguity as to whether the devicatne actually configured or programmed to
perform the relevant functions.
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unique] structure to the interface” and, therefa@gentitled to no patentable weight in
distinguishing the prior art. Resp. Br. at 18. As will be set forth below, the Court finds that thg
issue of patentable weight is not ammiately resolved at this juncture.

The concept of patentableeight is explained iin re Schreiber128 F.3d 1473 (Fed. Cir.
1997). In that case, the FedeTarcuit considered whethermior art reference disclosing a
conical shape “useful for purposes such as dispgri from an oil can” anticipated the plaintiff's
claim for a conical device useful for dispensing popcddnat 1474-77. The platiff argued that
his conical structure was not anticipated becausprtbeart reference did not disclose that the oi
dispensing device claimed was alseful for dispensing popcorid. at 1477. Thé&chreiber
Court disagreed, reasoning “the recitation of a m#®nded use for an old product does not maks
claim to that old product patentabldd. Accordingly, theSchreiberCourt held that the plaintiff's
“contention that his structure [woultg used to dispense popcoridJdhot have patentable weight
[because] the structure [was] already known, regasdd whether it has ever been used in any
way in connection with popcorn.ld. Thus,Schreibersupports the proposition that language
defining a structure by its functionm®t entitled to patentable vgdit if it does not require that the
structure have qualities agdpabilities that distinguisihfrom the prior art.

In this case, the Court rejects Defendap&tentable weight argument because it does no
appear to be an issue of daconstruction, and thus, is nobperly decided at this stage.
Significantly, the holding irschreibemwas issued in the context of deciding an appeal of the
United States Patent and TradekOffice’s rejection of th&chreiberplaintiff's patent claims on
the grounds that the claimed inti®m was anticipated by the priotarAs noted by the district
court inFreeman v. Gerber Products Cthe patentable weight issues raise&amreiberelated
to “[p]atentability . . . rather [tharthe issue . . . [of] claim constructionld., 357 F. Supp. 2d
1290, 1297 n.2 (D. Kan. 2005). Accordingly, the Courtaspersuaded thatighissue is properly
raised at this stage and rejeDisfendants’ argument on this ground. (finding “In re Schreiber
to be inapposite, at leaat this procedural juncta [claim construction]”).But seeCollegenet, Inc.
v. ApplyYourself, IncNo. CV-02-484-HU, 2002 WL 34471701, at *18 (D. Or. Dec. 19, 2002)

(“[a]ssuming” without deciding “thiathe determination of the pat@able weight” of claim term
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was “proper at the claim construction staged aejecting “defendant’s argument” (citation

omitted)).
3. Indefiniteness

Defendants also argue that, if the Court dussdetermine that the functional language is
not entitled to patentable weighihe Court should find that theagins featuring this language are
indefinite. Resp. Brat 18. While Defendants argumengaeding indefiniteness is limitedee id.
at 21 n.15 (discussing indefinites®, the Court surmises thatfBledants are contending that the
“functional language renders thiaims indefinite as hybridpparatus / method claimsld.
Defendants appear to rely upldtXL Holdings, L.L.C. v. Amazon.com, 430 F.3d 1377 (Fed.
Cir. 2005). See idat 21 n.15. This case is distinguishable.

In IPXL, the Federal Circuit held that a clathnected towards a system for executing
electronic financial transactions was indefinitedngse the claim appeared to simultaneously clai
both the system (an apparatus) and a meitroglsing the system (a method clainipXL
Holdings, L.L.C, 430 F.3d at 1384. The relevdRKL claim, Claim 25, read as follows:

Thesystem of claim Encluding an input means] velnein the predicted transaction
information comprises both a transaction tgpel transaction parameters associated
with that transaction type, aride user uses the input medasither change the
predicted transaction information or acceye displayed transaction type and
transaction parameters.

Id. (emphasis added by theXL Court). ThdPXL Court recognized that[4] claim is considered
indefinite if it does not reamably apprise those skilled ihe art of its scope.”ld. at 1383-84
(citation omitted). ThéPXL Court reasoned that claims tisatnultaneously claim both an
apparatus and a method for usthg apparatus may be indefiniiecause they fail to apprise
manufacturers whether infringement ocowtgen one creates the apparatus or whether
infringement occurs when the usatually uses the apparatud. at 1384. ThéPXL Court held
that Claim 25 was indefinite because it claifieoth a system” (an apparatus) “and the method f
using that system.ld. (Claim 25 claiming “[t]hesystem of claim 2. . wherein the predicted
transaction information comprises both a tratisadype and transaction parameters . . .,thed
user uses the input meatas perform certain functions).

IPXL is not apposite here. As recazgd by the District Court iDatamize, LLC v.
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Plumtree Softwarehe scope dfPXL is very narrow.See id.No. C 04-2777 VRW, 2007 WL
5720627, at *12 (N.D. Cal. Aug. 7, 2007) (recognizing thRXL . . . [stands] for the narrow rule
that a single claim ‘may not purport to cover ateyn, independent of any use of the system, and
simultaneously purport to cover a pautar use of the system’ (quotir@ollaboration Props.,

Inc. v. Tandberg ASANo. C 05-01940 MHP, 2006 WL 1752140, at *7 (N.D. Cal. June 23,

2006))). Here, Defendants argue that the “transamt! “receive” functional language “renders the

claims indefinite as hybrid apparatusiethod claims.” Resp. Br. at 1&e alsd267 Patent at
14:60-15:21 (claiming a “node” that is configutted‘transmit” and “recaie” certain signals).
However, the transmit and receilanguage, unlike the languagd®XL, does not claim a use of
the node. Rather, this language provides adtitimformation regarding the structure of the
“node” by describing the node’s functionalit¢ompare idwith IPXL, 430 F.3d at 1384 (claiming
a “system”andthe “user['s] use[] [of] the input meang@mphasis omitted)). The parties agree
that inventors are permitted to define thedtite of their inventions by reference to its
functionality. SeeOpening Br. at 16; Resp. Br. at I¥ePuy Spine, Inc. v. Medtronic Sofamor
Danek, Inc. 469 F.3d 1005, 1021 (Fed. Cir. 2006) (holdirat the phrase “foinserting said
screw” in claim described “a futional limitation that requires #t the opening be capable of
inserting the screw”). Because the claim langusigesue here does not simultaneously cover bq
an apparatus and a use of that apparatus, Defendants’ reliaffoé.as misplaced.See

Datamize 2007 WL 5720627, at *112 (holding thatPXL did not require a finding of
indefiniteness where claims claimed a “compgi@gram storage medium” and described the

medium by “its function and capégcto store a program that cee{d]” out a certain process).
4, Conclusions Regarding Interface Term
For the reasons set forth above, the Coamstrues “interface [configured/controlled] by
the least one processor to [tramisand receive terms]’ to medBlectronic circuitry which is
configured/controlled by the pragsor(s) according to instructions in the memory, that allows th
processor(s) to communicate with a transceiver.tofhe issue of patentable weight, this issue i
not properly addressed during clasonstruction, and the Court therefore rejects this argument 4
this time. Finally, the Court rejecDefendants’ indefiniteness argument.
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G. “providing code to”

Terms in Dispute | GPNE’s Proposed Construction Defendants’ Proposed

Construction

“providing code | No construction necessary, or “Which is currently supplying code
to “capable of making instruction to
available to”

The term “providing code to’ppears in all three PatentSeeResp. Br. at 23. For

example, the '267 Patent discloses:

1. A first node in a data network, the datawark including a pluraty of nodes including a
first node, the first node comprising:

at least one processor;
a memoryproviding code tothe least one processor; and
an interface controlled by theast one processor to: . . .

See idat 14:60-65 (emphasis added).

GPNE contends that this term does me¢d construction. Opening Br. at 17.
Alternatively, if the Courdetermines that the term “provndy code to” does need construction,
GPNE contends that it should be construettapable of making instruction available tdd..

By “capable,” GPNE appears to mean that thenorg has been programmed with software that
provides instructions regarding hdwtransmit and receive the sgecsignals referenced in the
patents?®

Defendants contend that the use of the ppltigphrase “providingade to” requires that
the memory “actual(ly] perform[]. . [this] function.” Resp. Br. at 23. At the June 6, 2013
Markmanhearing, Defendants explathéhat, in Defendants’ viewt, is not sufficient for the
device to merely be programmed to or configuregrovide code to the processor. Tr. at 111:9-
19, 118:9-12. Defendants contend that the “agiegbrmance” standard is only met when the

device is actively providingode to the processold. at 111:6-7, 117:25-118:3. In other words,

18 SeeReply Br. at 16 (responding to f2éadants’ arguments regarditige “providing code to” and
Interface terms and arguing that “ammay ‘actually programmed’ and thaapable ofperforming
the claimed function, is a devis&ructured to meet the functional @nent”) (emphasis added by
GPNE) (internal citation omittedigl. at 12 (stating that patents “disclose a combination of know|
hardware devices programmed with softwar&ansmit and receive specific signalst;
(referring to “the programmed signal capisies” as the “gus of the claims”).
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the device must “be on and operatindd’ at 117:25-118:12. The paas$ explained that this
nuance is significant because, even if the menmayparticular device isrogrammed to provide
code to the processor, whetlitegictually provides code toghprocessor may depend on factors
such as whether the user turns on the device arsgsdhe device to transmit or receive déda.
at110:22-111:12, 115:3-12. Thus, under Defendaatsstruction, Defendants would likely not bg
liable for direct infringement (because Defendantsicks are not shipped in an active state), but
only for indirect infringement Is®d on whether the user has aaid his device and used it to
transmit data.ld. at 114:25-115:14, 117:2-6.

Defendants argue that their “actual pemance” construction is supported by the “plain
language” meaning of “providing” and is incrd with the Federa&ircuit’'s decision inTyphoon
Touch Technologies, Inc. Bell, Inc. (“Typhoon II"), 659 F.3d 1376, 1382 (Fed. Cir. 2011), as
well as the testimony of Dr. DinarBeeResp. Br. at 23. GPNE disagrees thgthoon lisupports
the proposition that the memory stbe in an active state ofgwiding code to the processor (as
opposed to simply being actually programmegravide code to the processor) for the claim
language to be satisfiecee, e.g.Reply Br. at 15-17.

For the reasons set forth below, the Courtegyreth GPNE that it is sufficient that the
memory must be “actually programmed” to provadele to the processor. However, because
GPNE’s use of the word “capable” in its constioig does not clearly reqe@rthat the memory be
actually programmed to provide the code @ourt adopts the fowing construction of

“providing code to”: “which is actuly programmed to provide code to.”
1. Claim Language andTyphoon 1

Neither party cites any intrinsic evidencesigles the claim language. Accordingly, the
Court’s inquiry focuses on this language. Théntleanguage uses the tefproviding,” which is
the present participle form of “provide.” A paifite is a verb that furions as an adjectiveSee
Boston Scientific Corp. v. Micrus Coyp56 F. Supp. 2d 1045, 1071-72 (N.D. Cal. 2008). In this
case, “providing code to” modifiend describes the memory.

Defendants take the position that, in light af ttaim language’s use tife participle form,
the “providing code to” requirement can only be satisfied if the device is in an active state of
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providing code to the processdd.; see alsdResp. Br. at 23. Defendantontend that the claim
language is not satisfied if the memory is pesgmed to provide code to the memory but the
device is not in active state. Tr. at 111:6:-77:25-118:3. Defendants rathiefly on the Federal
Circuit's decision inTyphoon Ilto support their int@retation of “providing code to.”SeeResp.
Br. at 23. For reasons that will be satlidoelow, the Court is not persuaded thgbhoon II

supports Defendants’ interpretation.
a) Summary of the Typhoon Decisions

In Typhoon I] the Federal Circuit addressed giteper construction of the phrases

“operating in conjunction,” “processorrfexecuting,” and “memory for storing.’ld., 659 F.3d at
1380-82. Defendants appear to reiymarily on the portion ofyphoon lladdressing “operating
in conjunction.” SeeResp. Br. at 23 (citinglyphoon 1) 659 F.3d at 1382). Accordingly, this
Court begins its review of theyphoondecisions with this term.

As set forth in th@yphoondistrict court’s opinion, the ten “operating in conjunction
with” appeared in the following coetts: (1) “an application generatmperating in conjunction
with said operating system to generate skata . . . .”, and (2) “a runtime utilityperating in
conjunction with said processor to execute said applicatioryphoon Touch Technologies, Inc.
v. Dell, Inc. (“Typhoon 1"} No. 6:07 CV 546, 200 WL 2243126, at *12 (E.D. Tex. July 23, 2009
(emphasis added). Typhoon argued that “dpegan conjunction” described only a
“characteristic” of the device, sh that the claim language wdube satisfied so long as the
utility/generator wasdesignedo operate with the” proceggoperating system even if the
utility/generator did not “actuly operate” in this way.ld. (emphasis added).

The district court rejected this congttion, ruling that thehrase “operating in
conjunction” was “not satisfied until the run-time utility . . . . or application generator is actually
operating.”Id. at 13. The Federal Circuit affirmed thgphoondistrict court’s ruling. Typhoon IJ
659 F.3d at 1381-82. However, the Federal Circuit framed the issue and its conclusions in a
slightly different fashion than the district courAs explained by the Federal Circuit, Typhoon’s
proposed construction failed besayunder that constructiongethoperating in conjunction”
condition would be satisfied $ong as the utity/generator tan beconfigured to operate in
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conjunction” with the operating system/procesddr.(emphasis added). Thus, the Typhoon’s
construction would include devices that wereamditially configured to operate in the fashion
described in the claimdd. (stating that Typhoon’s constructiorould apply to utilities/generators
regardless of “whether . . . they have beerconfigured in the device charged with
infringement.”). Thus, the Federal Circuit heldg thistrict court was coect in “holding that the
claims require actual adaptation, by program or configuratitth.at 1382.

In addition to the phraseperating in conjunction,” ilfyphoon 1] the Federal Circuit
addressed the district courtenstructions of two other similar phrases: (1) “processor for
executing,” and (2) “memory for storingld., 659 F.3d at 1380-81. Witlespect to the phrase
“memory for storing,” thél'yphoon IICourt affirmed the district court’s holding that this phrase
“requir[ed] that the memory is actually progmaned or configured to ate the data collection
application.” Id. at 1381. Similarly, with respect to “processor for executing, Tihghoon Il
Court rejected Typhoon’s argumenattprocessor for executing,” meant only “that the device h
the capability of being programmed or configured to execute.thapplication” and affirmed the
district court’s holding thathe term “requir[ed] that ‘the reeid function . . . be performed’.Id.

(quotingTyphoon ] 2009 WL 2243126, at *7).
b) Application to the Present Case
Applying the Tyhpoondecisions to the instant case, the Court findsTiphoondoes not

support Defendants’ proposednstruction. As an initial mter, Defendants’ reliance dryphoon

is misplaced because, in that case, the Cocwtislusions regarding the proper construction of
each of the terms at issue were not based ocldima language alone, but rather on the extensive
evidence drawn from the specification regagdhe meaning of each disputed ter8ee e.g.
Typhoon 1] 659 F.3d at at 1380-81 (analyzing language filoenspecification regarding the term
“memory for storing” and holding that “the sjfezation is the primary source for determining
what was invented and whiatcovered by the claims™J;yphoon ] 2009 WL 2243126 at *12
(finding that “operating in conjunction” medfsctually operating” was supported by the portion
“the specification describe[ing] &h ‘[w]hen the computer . . . tarned on, its operating system is

loaded automatically in and the run-time psgeommences’™). Here, Defendants have not cite
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any evidence from the specifiaati to support their proposed comstiion. Even putting this issue
aside, the Court is not persuaded thgthoon lisupports Defendants’ proposed construction.

The Court acknowledges that thgphoonCourts made statements indicating that a devic
must actually perfan a given functionSee Typhoon |659 F.3d at 1381 (affirming district
court’s holding that the phrase “@essor for executing” “requir[ed] that ‘the recited function . . .
be performed’);Typhoon | 2009 WL 2243126, at *13 (requiringaththe utility/generator be
“actually operating”). Howevethe Court observes that, Tiyphoon the chief issue with
Typhoon’s constructions was that thayly required that the device bapable of being configured
or programmed to perform a given function, andrditirequire that the dee actually be so
configured or programmedsee Typhoon 659 F.3d at at 1380 (egjting Typhoon’s argument in
connection with the phrase “memory for storingdtthit is irrelevant ifthe function is actually
performed by the device, if the devican beprogrammed or configurad perform the function”
(emphasis added)d. at 1381 (rejecting Typhoon’s arguném connection with the phrase
“processor for executing” that the device neetli“he a device with a pre-programmed or pre-
loaded data collection applicationijk. at 1381-82 (rejecting Typhoon’s argument in connection
with the phrase “operating ironjunction with” that “it suffices if the computer-implemented
structures can be configureddperate in conjunctiowith each other, whether or not they have
been so configured”). While thigyphoonCourts did make statements suggesting an actual
performance requirement, it is not clear thatTigphoonCourts, particularly the Federal Circuit,
meant to imply that the claim language could dydysatisfied by a device in an active state and
that the claim language would redso be satisfied by a device theds configured to perform the
relevant function but thas not in an active state,g., a devicéhat is not turned on.

Indeed, this Court observes that, ineatst one instance, the Federal Circuityphoon II
used the phrases “actually perfornmidd‘actually programmed” interchangeablgee idat 1380
(noting that the district consted the claim terms “memory forosing,” “processor for executing,”
and “operating in conjunction "’ “as requiring that a devicé&y be covered by the claim,
actually performsor isconfigured or programmed to performach of the functions stated in the

claim”) (emphasis added). Thisggests that the Federal Circuitidiot draw the same distinction
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between performance and configuration that Defersdang attempting to draw in the instant case.

Thus, after a close reading of fhgpohoondecisions, the Court finds that these decisions (
not stand for the proposition that the use ofgasiciple phrase “proding code to” is only
satisfied when the memory is actugtisoviding code to the processoe. when the device is
active. Rather, the phrase ¢piding code to” means that theemory must be “configured or
programmed to” provide code the processond. As will be set forth below, this understanding
of the phrase “providing code” is also consistent ith the testimony of Dr. Dinan.

In Defendants’ brief, Defendants alsite the district court’s decision Imperium (IP)
Holdings, Inc. v. Apple IncSeeResp. Br. at 23-24 (citingnperium 4:11-CV-163, 2012 WL
6949611 (E.D. Tex. July 2, 2012¢port and recommendation adopted as modifedl-CV-163,
2013 WL 322053 (E.D. Tex. Jan. 28, 2013)). TheeriumCourt held that terms such as “setting
integration time,’” ‘providing data;receiving test pixel data,” ‘reeang photoelectrons,’ etc.” did
not merely require that the device‘tmapable’ of perfoming the function.”Id., 2012 WL
6949611 at *27-28. ThienperiumCourt held that these termexqjuired that the aforementioned
terms described particular “states, not merepabdities” and required that the functions “are
occurring or have occurredId. at *28. ThemperiumCourt distinguishethe term “providing
data” from “language such as ‘configured to...\yhich might permit devices that were capable d
performing the recited functiorid. ThelmperiumCourt stated that its ruling was required by
Typhoon llas well as the Federal Circuit’'s decisiorBiall Aerosol & Specialtfontainer, Inc. v.
Ltd. Brands, InG.555 F.3d 984, 994 (Fed. Cir. 2009nperium 2012 WL 6949611 at *28
(stating that Ball AerosolandTyphoon Touclare binding authorities”).

As set forth above, this Court finds tiatphoon lldoes not stand for the proposition that &
participle phrase such as gwiding code to” requires actupérformance as opposed to requiring
that devices be actually configured/prograed to perform the recited function. This
understanding is also in accord wighll Aerosol In Ball Aeroso] the Federal Circuit held that
claim language stating that cairt “protrusions” on the end afcandle holder “must be ‘resting
upon’ the cover” was not broad enough to inclddeices which were natctually “configured” in

this manner, even though such devices were “reasonably capablegtbedigured” in this
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manner.ld., 555 F.3d at 994 (requiring that “the accuseamtpct [be] configured with the cover
being used as a base undern@atiandle holder with fegt Here, GPNE doesot dispute that the
devices must be configured to provide codtheoprocessor. Accordingly, the Court is not
persuaded that eith@yphoon llor Ball Aeroso] the two cases relied upby the district court in
Imperium requires this Court to hottiat “providing code to” rguires that the function be
“actually performed,” in the senseattthe device must be in an active state, rather than requirin

that the memory be “actually programmed”provide code to the processor.
2. Extrinsic Evidence

Dr. Dinan’s testimony alsaipports construing “providing code” as requiring that the
memory be actually programmed to provide codiéoprocessor. At éhoutset, the Court notes
that each of the claims featuring the “providingledo” language is an apdus claim. In other
words, each claim describes a structerther a “node” or a “controller.'See’267 Patent, Claims
1, 25, 30, and 39; 492 Patent, Claims 2, 11, 16, 19, 28, and 37; '954 Patent, Claims 12, 13, 2
and 33.

As explained by Dr. Dinan, because the termoVpling code to” appearin the context of

apparatus claims, which claim structures, a P@®Ald understand the term as requiring that the

“memory has atructurefor providing the code.” Dinan Peat 253:15-255:18 (emphasis added),

A POSA would therefore understatite term “providing code tcds requiring that “memory has
[the] code so it could provide it.Id. Dr. Dinan contrasted app#wa claims with method claims,
which claim a series of “step#fiat the individual or object pracing the method must undertake.
Id. at 254:24-255:1. Dr. Dinan opit¢hat when “providing” is usd in the context of a method
claim, it means that “the memory is going thro(ghstep” or is in “aractive state” of providing
code. Id. at 254:6-12, 254:24-255:8.

The Court finds Dr. Dinan’s testimony to begqeasive. Given thahe node and controller
claim structures and not methodsPOSA would not view therm “providing code to” as
imposing an “actual performance” requirement sihet the claim language is not satisfied until
the memory is actually prompted to provide cbgiehe user or because of an incoming messags
from the controller. Rather a POSA would understand “providing codestogquiring that the
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memory be programmed to provide codéh® processor when called upon to do so.
3. Conclusion Regarding “providing code to”

For the reasons set forth above, the Cooimcludes that “providing code to” does not
require that the memory actually perform the fumtiof providing code to the processor. Rather
this term requires that the\dee be programmed so that tmemory provides code to the
processor when the “transmit” and “receive” ftiagality is engaged. Thus, the Court rejects
Defendants’ proposed construction, which seeksypmse an actual performance requirement by
requiring that the memory be “cuntty providing code to.”

In rejecting Defendants’ proposed counstron, the Court does not endorse GPNE’s
construction. GPNE construes “providing code to"cgpable of making instruction available to.’
The term “capable” may permit devices tbhah beprogrammed so that the memory provides cod
to the processor even though such devicesat actually programmed in this mann8ee
Typhoon 1] 659 F.3d at 1380 (rejecting Typhoon’s argunikat “processor for executing” meant

only “that the device has the capability of beprggrammed or configured to execute the . . .

application”). Accordingly, to eliminate any arghity, the Court construes “providing code to” ag

“which is actually prognmmed to provide code td*

H. “first grant signal including information relating to an allocation of a second
slot to the first node for transmitting the reserve access request signal”

Defendants’ Proposed

Terms in Dispute | GPNE’s Proposed Construction Construction

“first grant signal | No construction necessary or, [First grant signal] including
including wf; - » information identifying a slot to use
information A "first grant signal for transmitting the ‘reserve access
relating to an (i.e., an initial signathat gives the request signal,” which the first node
allocation of a node permission to transmit additionaidentifies as intended for it because
second slot to the| signals) the information is transmitted in the
first node for - - - - same timeslot within which the first
o includes information relating to : . L
transmitting the allocating a second slot to the first node transmitted the ‘random accesg

reserve access node for transmitting the request S|gnal

request signal”
“reserve access request signal”

(i.e., a signal sent by the node using
resources that are not shared with
other nodes which includes

" GPNE agrees that the memory must be “actyathgrammed” to provide code to the processot.

SeeReply Br. at 12, 16; Tiat 115:18-22; 108:14-109:11.
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information related to a node’s request
for the provision of additional
resources for transmitting data
packets).

The term “first grant signal including infoation relating to an altmtion of a second slot
to the first node for transmitting the reserve accegsest signal” (“first grant term”) appears in

the 267 Patent and the '492 Patent.r Example, the '267 Patent discloses:

1. A first node in a data network, the datawwek including a pluraty of nodes including a
first node, the first node comprising:

at least one processor;
a memory providing code to the least one processor; and
an interface controlled by the least one processor to:

receive a first grant signal subsequertamsmission of the random access request signal,

saidfirst grant signal including information re lating to an allocation of a second
slot to the first node for transmitting the reserve access request signflr
transmitting first data packets containing a message;

See idat 14:60-15:21 (emphasis adde@efendants request construatiaf this term to clarify
the meanings of Claims 1, 30, and 39 of the "26¢Mand Claims 28 and 37 of the '492 Patent.
Resp. Br. at 14.

GPNE'’s proposed construction is divided inteethsections addressitige terms: (1) “first
grant signal”; (2) “includes information relating atiocating a second slot to the first node for
transmitting the”; (3) and “reserve access requesiasi respectively. Opening Br. at 8. As noted
by Defendants, two of these terms were “firgtrgrsignal” and “reserve access request signal” ar
were separately identified in the parties’ Patent Local Rule 4-2 Disclosures and the Joint Clai
Construction Statement as terms needing construcBesJCCS at 5. However, the parties did
not identify these terms, pursudotPatent Local Rule 4-3, as ang the 10 most significant terms
whose construction should bddressed at this timéd. Defendants state that they therefore did
not address the constructions of “first graiginal” or “reserve access request signal.”

The Court agrees with Defendants that, inding its proposed construction of the first

grant term into three parts aimtorporating separate definitiofa “first grant signal” and
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“reserve access request signal,” GPNE is attemgpo secure two adibnal constructions.
Because these terms were not identified as artftan@0 terms to be construed and were not
addressed by Defendants, the Court will not address them either.

As to the larger phrase -- “first grant sigmecluding information relating to an allocation
of a second slot to the first node for transmitting reserve access request signal” -- the parties
appear to agree that thiaformation” in “information relating taan allocation of a second slot” is
the identity of a designated tirstot in which the node may trangrfuture reserve access request
signals. SeeResp. Br. at 14; Reply Br. at 9 (acknedging that the information conveyed by the
first grant signal includes “the information grangfithe second [time] slot” which the node may us
to transmit “a later reserved request” signal). Thus, at the June 6M2DEManhearing, GPNE

agreed to the portion of Defendants’ proposatstroiction providing thahe first grant term

“includ[es] information identifying a slot to user transmitting the reserve access request signal,.

Tr. at 157:17-22.

The parties’ dispute is thefiore focused primarily on the second clause of Defendants’
proposed construction, which requires that “the ficele [must] identif[y] [the first grant signal]
as intended for” the first node based on the feat tine information is transmitted in the same
timeslot within which the first node transmdtéhe ‘random access request signal’.” GPNE
contends that this clause attempts to readthedirst grant term a limitation regarding “how a
node can identify the first gransignal as being intended for that node. Reply Br. at 9. GPNE
argues that this is improper becauseftrst grant term does not descrhim@vthe node identifies
itself as the proper recipient of the tiggant signal, but taer describes theontent(the “what”) of
the first grant signalld. at 9-10. In other words, GPNE agguthat the first grant term requires
only that the first grant signal inade the identity of &ime slot in which the node can transmit its
reserve access request signal, tad the first grant term does not impose a requirement that thg
node identify the message as intended fonttae based on the fatiat the message was
transmitted in the same random time slot aswthge used to transmit its original signéd.

For the reasons set forth below, the Coydats Defendants’ argument that the first grant

term should include a limitation relating to theans by which the node identifies the first grant
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signal as intended for the node. Thile Court construes the firstagit term as “first grant signal
including information identifying a slot to uger transmitting the reserve access request signal.”
a) Claim Language
As an initial matter, Defendants’ propodeditation regarding how the node identifies
itself as the proper recipient of the first grant aigghould be rejected because it is not supported
by the claim language. The relevant languagerilees only the conténf the information
contained in the first grant signabee e.g267 Patent at 15:5-8 (it grant signal including

informationrelating to an allocation of a second gtothe first node for transmitting the reserve

access request signa(@mphasis added§. Thus, the Court finds that the claim language does npt

support Defendants’ proposed construction.
b) Specification

The specification similarly fails to suppd@efendants’ proposed limitation. Defendants’
attempt to support their proposedinstruction with languaggpearing in the portion of the
specification describing the “[o]perati of [the] [s]econd [e]mbodiment.Se€’267 Patent at 11:4;
Resp. Br. at 14 (citini267 Patent at 11:59-64).

As set forthsupra in the second embodiment, when a ‘@agnit” enters an area controlled
by a new control station, it transmits a requegali to the station in a random time sl8ee267
Patent at 11:43-51. The pager unit then waits #®isthtion response to arrive from the station in
the same time slotSee idat 11:52-55. The specification progglthat, in the second embodimen
the “pager unit . . . recognizes the [response] ngesasa being addressed[tioe] pager unit” based
on the fact that the response, which the parties dapp®ar to dispute isdlifirst grant signal,” is
transmitted in the same “randomly generated” tghoe¢ as the pager used to transmit its original

messageld. at 11:59-64.

18 Indeed, the Court notes thatdartain instances where theémtor intended to include a
limitation regarding the means by ieh the node identifies itselbther, more explicit language
was used. For example, Claim 39 of the '267 mateludes express langge stating that the
node identifies the first grant signal as intesdior the particulanode using the randomly
generated informationSee, e.g. 267 Patent at 19:23-29 (“[Wéhein the random access request
signal . . . includes randomly generated information, and wherein therfit grant returns said
randomly generated information to the first nodenable identification athe first node as a
desired recipient dhe first grant.”).
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Defendants argue that, in light of thisdission in the specification, the Court should
include in the construction oféffirst grant term Defendantgsioposed limitation that the node
must identify the first grant signak being intended for the node based on the time slot in which
the signal is sentSeeResp. Br. at 14-15. Defendants notattthe specification discloses the
existence of other information, specifically edphger unit[’s] . . . preprogrammed . . .
identification serial number,” '267 Bant at 4:20-23, that could beserted in the first grant signal
and used to identify the interdleecipient of the signalSeeResp. Br. at 15. Defendants argue
that the inventor’s decision tgse the randomly generated tisiet, instead of some other
identifying information, as the mechanism for itifng the intended recipnt of the first grant
signal in the second embodiment demonstrates amt tféimit the claims. The Court disagrees.

The claim language does not impose any limitations regahdiwghe first node identifies
itself as the intended recipient of the firsagrsignal. While the second embodiment supports
Defendants’ construction, the Coeannot limit the claim languadmased on the description of an
embodiment unless “the patentee has demonstaatéhr intention to limit the claim scope using
‘words or expressions of manifestclusion or restriction.”Innova/Pure Water, Inc381 F.3d at
1117 (citations omitted). Here, there are no “wordexmressions . . . manifest[ing]” a clear inten
to limit the claims based on the preferred embodimkht.The fact that the inventor chose to use|
the randomly generated time slot as the idginty mechanism in the second embodiment, as
opposed to some other information, does not pesidficiently clear evidence of an intent to
limit the claims. Accordingly, the Court rejedDefendants’ argument that the specification
supports including Defendaitproposed limitatiort?

Because Defendants’ proposed limitationas supported by the claim language or the
specification, the Court declines to includenithe construction of the first grant term.

Accordingly, the Court construdise first grant term as “first grant signal including information

19 Defendants also cite as support for their arguina statement by Dr. Dinan acknowledging tha
Defendants’ construction of thedt grant term, including the regement regarding the method of
identifying the intended recipient of the first gramgnal, is consistemntith the specificationSee
Resp. Br. at 15 (citing Dinan Peat 168:14-25). This referenseunpersuasive. As set forth
above, the Court will not limit the claims based on the embodiments in the specification unles
such embodiments “expressly or by clear implmatiestrict[s] the scope of the invention.”
Liebel-Flarsheim 358 F.3d at 908
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identifying a slot to use for transmitting the reserve access request signal.”

l. Allocation of additional resources for transmitting the data packets/allocation
of additional resources for trarsmitting the first data packets

GPNE Proposed Construction Defendants’ Proposed Construction

No construction necessary, or
the same node for transmitting the message,
while retaining the assigned time slot for

transmitting the ‘reserve access request signa

Should the court find construction necessary:
“providing additional opportunities for
transmitting the first data packets”

The term “allocation of additional resources for transmitting the data packets/allocation
additional resources for transmitting the first datalets” appears in the '267 Patent and the '49

Patent. For example,@h267 Patent discloses:

1. Afirst node in a data network . . . comprising:
at least one processor;
a memory providing code to the least one processor; and
an interface controlled by the least one processor to:

receive a second grant signal subsequetnatsmission of the reserve access request
signal, said second grant signatluding information relating to aallocation of
additional resources for transmitting the first data packets...

See idat 14:60-15:21 (emphasis adde@efendants request construatiof this term to clarify
the meanings of Claims 1, 30, and 39 of the "26¢Mand Claims 28 and 37 of the '492 Patent.
Resp. Br. at 11.

Defendants contend that “allocation of additional resources for transmitting the first daf
packets” should be construed as the “assignwfeamtsecond dedicated frequency to the same no
for transmitting the message, while retaining #issigned time slot for transmitting the ‘reserve
access request signal.ld. At the June 6, 2018larkmanhearing, Defendant clarified that
“dedicated” is meant to imply that the frequemsgigned for the transmission of the data packet

is not also used to transmit reserve acoegsest signals and other control sigilSeeTr. at

20 The term “control signal” may be found in Defendants’ briefiSgeResp. Br. at 13.
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183:3-16; Resp. Br. at 13 (contrasting between patkets with reserveceess request signals ang
other “control signal[s] that argsed by the pager in the proce$sequesting resources from the
control station . . ..” ). Defendts also appear to view the tedata as applying to “pager status
data” as well as “alphanumerdata.” Resp. Br. at 13.

GPNE maintains that the term does not nemttruction or that, it does, it should be
construed only as “providing additional opportugstfor transmitting the first data packets.”
Opening Br. at 18. Notably, at the June 6, 2BE3kmanhearing, GPNE agreed that the
additional resource is a frequency. Tr. at 239180:6. However, GPNE disputes whether this
frequency must be “dedicated” to the transmission of “data packeée"d.id. at 184:1-16.

Thus, the parties’ dispute as to the proper ttanson of this term turns on two issues.
First, the parties dispute whetliae additional resource assigrfedthe transmission of the data
packets must bededicatedrequency. Resp. Br. at 11. c®ad, the parties dispute whether the
node must “retain[] the assigned time slottf@ansmitting the ‘reserve access request signad.”

The Court addresses eachlodse issues in turn.
1. Allocation of a dedicated frequency
a) Claim Language

The Court first turns to the claim languadggnificantly, the claims in the '267 and '492
Patents generally do not includey limitations regarding thedquency upon which messages an(
other signals are transmitte8ee, e.g267 Patent atol. 14:60-15:16 (1. A first node in a data
network . . . to: receive a second grant signhkequent to transmission of the reserve access
request signal, said second grant signal inclugifaymation relating to an allocation of additional
resources for transmitting the first data packetsripleasis in original)). Where such limitations
were intended, explicit language was used. example, Claim 39 of the '492 Patent expressly
provides that “the aligning signal . . . the resea¢cess request signal [and] the data packets

are transmitted . . . on differing frequése. . . .” '492 Patent at 21:44-81.Thus, the claim

21 plaintiffs note that Claim 2 of the '267 Patewhich depends on Claim 1, adds the limitation

that “the first grant, the resexvequest signal, thesond grant signal, andeliirst data packets

[must be] provided on differing frequenciedd. at 15:22-24. However, a®ted by Plaintiffs, the

purpose of a dependent claim is to add limitations whicln@atralready present in the independent

claims. Thus, it would be improper to infer fr@ependent Claim 2 that, i@laim 1, the first data
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language does not expressly support Defendantstion that, in all instances, the additional
resource must be a “dedicated” frequency.

While not cited by the parties, the Court additionally observes that Claim 38 of the ‘267
Patent, which depends from Claim 30, and Claéwof the '492 Patent, which depends from Clair
28, expressly claim nodes “wherein the first deakets are transmitted in at least one slot
separate from the recurring second slot . .’267 Patent at 18:61-62;92 Patent at 21:6-7. The
“second slot” is the time slot in which the nddensmits its “reserve access request signaeg,
e.g, '267 Patent at 18:4-9; '492 Pateat 18:9-15. The statemdhat the “data packets may be
transmitted in [a] ... slot separate from the second slot,” '267 Patent at 18:61-62, suggests tha
in the embodiment claimed by the dependent clatlata packets are transmitted on the same sl
divided frequency that is used to transmitithgerve access requegral and need not be
transmitted on a dedicated frequency. Givenitidgpendent claims are broader in scope than
dependent claims, it follows that the “additionalo@ses” referred to in thedependent claims of
the '267 Patent and '492 Pateeed not be a dedicatedquency. Cf Specialty Composites v.
Cabot Corp, 845 F.2d 981, 988 (Fed. Cir. 1988) (referringn® “broader independent claims”).

Thus, the Court finds that the claim language fails to support Defendants’ argument th
additional resources must be alated frequency. Resp. at 13.

b) Specification

The specification also fails to support Dedent’s proposed limitation. In support of
Defendants’ position, Defendants identify a statendescribing the first embodiment: “The third
frequency (§) carries pager status data afpohanumeric data from paging uB to central
control statior20. The fourth frequency {f carries a pager requessgnal from paging un22 to
central control statioR0.” 1d. at 4:37-41jd. at 6:21-23 (“At sted38 central control
station20 receives a communicationsessage on frequencgysent from the sending (e.g.,

requesting) pager ur?2.”). Even assumingrguendathat this statement supports Defendant’s

packets must be transmitted on a different frequency than the control si§ealSpecialty

Composites v. Cabot Cor@45 F.2d 981, 988 (Fed. Cir. 1988)\(I'accepted rule of claim

construction suggests that, since ttependent claims 8 and 16 aadexternal plasticizer as a

limitation, the broader independent claims 1 afhdlo not have this limitation.”) (citation omitted)
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position, the statement appears in the contegestribing a preferreeimbodiment and does not
clearly limit the scope dahe overall inventionSee, e.gInnova/Pure Water381 F.3d at 1117

The Court additionally notes that, under tBemmary” heading, the specification provides
that: “a third local frequency carries communiocatpackets from the pager units to the central
control station[,] and a fourth local frequencyress a status or request signal from the paging
units to the central control station.” '267 Rdtat 2:3-9 (“Summary Stement”). The Court
acknowledges that this statement, which, unlikestatement above, is not specifically associatec
with an embodiment, describes communicatioria da being sent on the third frequency and
request signals as being sent onasate, fourth frequency. Howavyat is clear that the purpose
of this statement is to impose a limitation owantion that would prohibit communications data
from being transmitted on the same frequencthasequest signal. Accordingly, the Court
declines to adopt Defendants’nstruction based on this stateméht.

Thus, for the reasons set forth above, the Clinats that the spefication does not support

Defendants’ proposed constructiherein the resource assignedttoe transmission of the first

22 Defendants also appear to argue that thguacy on which communications data is transmittd
cannot be the same as the frequency on wtoalrol signals, like theeserve access request
signal, are transmitted because control signasransmitted on the fourth frequency, which is
divided into time slots, and the specificatidoes not discuss transmitting communications on a
frequency which is divided into time slotSeeResp. Br. at 12-13. The fact that the specification
does not discuss transmitting communications data in a time slot does not foreclose the poss
that the Patents encompass within their s@opentions wherein communications data is
transmitted in a time slotSee, e.gSunRace Roots Enter. Co., Ltd. v. SRAM C&36 F.3d 1298,
1305 (Fed. Cir. 2003) (“An applicant is not rempd to describe ithe specification every
conceivable and possible future embodiment’”’ (citation omitted)). Moreover, as discussed
supra several of the dependent claims in the '26d ‘492 Patents expresshast that data may be
transmitted in time slots.
23 Moreover, construing the Summary Statememirakibiting the transmission of data packets of
a non-dedicated frequency would be inconsistath the first embodiment. The Summary
Statement describes “status . . . signals” as beamsmitted on the fourth freauency. '267 Patent
at 2:6. However, the description of the fieshbodiment provides that “pager status data” is
transmitted on the “third frequency . . .Id. at 4:37-41. While it is not clear from the
specification, it appears that the terstdtus. . . signal[],”id. at 2:6 (emphasis added), describes
the signal upon which “pagstatusdata,”id. at 4:37-41 (emphasis added), is transmitt®eeTr.
at 181:23-182:11 (acknowledgingatisignals are the means by which data is transmitted on a
frequency); Resp. Br. at X8escribing “pager statugata and alpha numeridata’™ as “two
signals” (citation omitted)). Thus the terms “status signal” and “pager status data” both appea
describe the status informatiofiven that the specification dedwes status information as being
sent on the third frequency in the Summary Statégrand status information as being sent on the
fourth frequency in the first embodiment, it doesaygpear that frequenciase limited to carrying
one type of informationSee idat 2:6, 4:37-41. This underminBgfendants’ contention that the
data packets cannot be transmitted on a freguéhat also transmits control signals.
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data packets must beé'second dedicated” frequency.
C) Other Evidence

Defendants argue that their position ttegt additional resource assigned for the
transmission of the data packets is a dedcérequency is also supported by the deposition
testimony of Gabriel Wong, the original inventdrhe Court disagreeduring his deposition, Mr.
Wong remarked that the third frequency was Usetransmit pager statuend alphanumeric data”
and that request signals were smanitted on the fourth frequencyeeGreen Decl., Ex. 16 (Wong
Deposition Transcript) at 100:22-101:8. However, Wong also explicitly caveated that he was
commenting on the “preliminary . . . [patent] disclesithe gave to his laver in 1994 and that the
patent subsequently “evolvedld. at 99:21-100:12. écordingly, the Court isot persuaded that
Mr. Wong's statements provide a sufficient lsasi conclude that data packets containing
communications/messages may only be transnuitea frequency which is dedicated for this
purpose.Cfid at 99:18-20 (discussing the functions of the first fregyeand what information is
conveyed on that frequency and remarking that “[a]s far as | can recall now, the system is
flexible...it can do other things)Defendants’ proposed construction is also undermined by the
testimony of Dr. Dinan.SeeDinan Decl. { 57 (statinthat the specification deenot restrict “the
possibility that a particular frequency could, foaple, contain other types of signals, if needed
and that providing different types of signalstba same frequency was& norm in prior large-

scale communication systems as it is in the present”).
d) Conclusions Regarding Dedicated Frequency

For all the reasons set forthave, the Court concludehat the allocated resource need nott
be a “dedicated” frequency as Defendants cont&aintiffs have proposetthat the allocation of
additional resources term be construed asurces “providing @ditional opportunities for
transmitting the first data packets.” Opening Bri&t However, this construction is ambiguous 10
the extent it fails to explain what “opportungianeans. Accordingly, the Court will incorporate

the following language into the construction of “additional resources for transmitting the data
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packets”: “assignment of a frequefit{o the same node for transmitting the message.”
2. Retention of Assigned Time Slot
With respect to whether or not a node nrestin its assigned reserve access time slot,
GPNE concedes that nodes “may regularly keegit time slot and use this same time slot to
transmit additional requests to the control station. Reply Br. at 7. However, GPNE takes issue
with including Defendants’ proped limitation -- “while retaimg the assigned time slot for

transmitting the ‘reserve access resjuggnal™ -- because thereeacircumstances in which a nods
might change its time slog¢,g.when the node goes into anothet,agbes idle, shuts-down, or goeg
n “any other number of states where a new rexkaccess slot would be assigned.” Opening B.
at 21 (citing Dinan Decl., § 58}. Moreover, GPNE argues thateevif Defendants’ construction
was modified to acknowledge the circumstanoeder which a node may change its time slot,
Defendants’ retention of time slot limitation wouldldie inappropriate because this characteristic
of the device is not relevant to the claim tdyeing construed -- allocation of additional resources
for transmitting the data packetSeeTr. at 190:15-22. GPNE gwes that Defendants are
attempting to “read[] in a separate concepdt’ at 200:4-5. For the reasons set forth below, the
Court rejects Defendants’ retgon of time slot limitation.

The claim language provides that a node may be assigned “additional resources for
transmitting the first data packetsSee, e.g. 267 Patent at 15:15-1@efendants contend that the
word “additional” means that the new resource iadpadded to the previous resources such that
the node must “maintain[] . . . the previously alited resource[],” the seied slot. Resp. Br. at 12

(internal quotation marks omitted). GPNE argues that the term additional is simply intended to

indicate that the new resource is: (1) not the tiraeteat was used to transmit the request signal

24 The Court notes that some of Defendants’ arguts seem to suggesétlihe allocation of a
frequency cannot include the allocatiof a time slot on frequency thatdivided into time slots.
SeeResp. Br. at 12-13. In statingatithe additional resource isfeequency,” thisCourt is not
excludlng inventions where a time slotatime-divided frequency is assigned.

® Defendants dispute that the d=vnecessarily gets a new time slot when it is turned off and
powered back on or when the dewieturns from an idle staté&seeTr. at 193:15-194:11
(discussing Figure 5 and noting that the “Turfif*Gand “Turn ‘On’ boxes on the program flow
chart do not lead to the “Chge to New Time Slot” boxgee alsd267 Patent, Fig. 5. Defendants
acknowledge, however, that a deireceives a new time slot when it enters a new SekTr. at
197:21-23.
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and (2) being used “for a separate new purpagestifically the transmission of data packets.
Reply Br. at 9. Ultimately, thedtirt finds that the meaning ofatierm “additional” in the claim
language is ambiguous. It is noeat that the term is being usedndicate that the node must
retain its previously allocatagsource. Consequently, the Ctadeclines to dopt Defendants’
proposed limitation based solely on the usthefterm “additionalin the claim language.

Defendants also contend that the specificadiescribes the pagers as retaining their time
slots for use in transmitting future request signals and that this factor supports Defendants’
proposed constructiorSeeResp. Br. at 12 (citing '267 Pateatt6:60-62, 8:37-41, and 12:12-16).
However the statements Defendants rely upacrige the preferred embodiments and are not
clearly limiting. Seelnnova/Pure Water, Inc381 F.3d at 1117Moreover, the specification
describes circumstances in which the pager changes time Sexse.g. 267 Patent at 8:34-41
(discussing the “time slot changing sub-routin@), Fig. 5 (diagramming sequence of events thg
occur when a pager changes its time slot).

Finally, Defendants argue that GPNE'’s stagata during the re-examination of the '492
Patent support Defendahproposed limitation.SeeResp. Br. at 12 (citing Green Decl., Ex. 15 af

12). Specifically, Defendants refer to statement&BWE distinguishing the prior art. In the prio

art system, a new “channel” would be assigned i@placement for a previously allocated channg

for the purpose of voice communications. GreeelD Ex. 15 at 12. In distinguishing this art

GPNE stated:

The ASSIGNMENT COMMAND message presumably carries information about a
new channel. Although a channel can be e@éwas a “resource,” it is certainly not

“an additional resource.” This is because the mobile station has the same
communication resources before and afterahannel change. At best, this new
channel would simply be a replacement for a previously allocated resource, and not
an “additional resource.”

Id. Defendants argue that these statemdriw shat, in GPNE’s ww, the “allocation of

additionalresources requires retaining gmgviously allocatedesources.” Resp. Br. at 12.
GPNE responds that its distirart between GPNE's inventiomd the prior art was that, in

the prior art, the new resource (the new channel) is assigned to carry out the “same task” as |

resource (voice communications). Reply Bi8atGPNE argues that, in its invention, the
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additional resources are not used for the samgogeras the previous resources (transmitting the
reserve access request signal) and are instead used for a new purpose (transmitting data pag
The Court is skeptical of GPNE’s explanatidndeed, certain portions of GPNE’s re-examinatiot
statement strongly suggest thatNEPviewed the term “additionalis requiring that new resources
are being added to the old oeisces, which are retaine&eeGreen Decl., Ex. 18t 12 (stating that
the new channel is not an additional resolbszause the mobile station has the same
communication resources before and after thamdlachange.”). Nevertheless, it would not be
proper for the Court to limit thelaims based on GPNE'’s statement unless those statements clg
support the limitation.See Cordis Corp. v. Boston Scientific Cof6l F.3d 1319, 1329 (Fed. Cir.
2009) (“A disclaimer must be ‘cé& and unmistakable,” and unalgaosecution history cannot be
used to limit claims.” (citation omitted))n this case, GPNE did not make a clear and
unmistakable disclaimer that “additional’eans the node must retain its time slot.

Accordingly, for the reasons set forth above, @ourt rejects Defendahtretention of time

slot limitation.
3. Conclusion re: the Allocationof Additional Resources Term

For the reasons set forth above, the Courttcoes “allocation of dditional resources for
transmitting the data packets/allocation ofiddal resources for transmitting the first data
packets” as meaning: “An assignment ofegfrency to the same node for transmitting the

message.”

J. “clocking signal”

GPNE Proposed Construction Defendants’ Proposed Construction

A signal that contains timing information used A signal generated by a clock unit
for allocating resources

The term “clocking signal” appears in altéle Patents. For example, the '267 Patent

discloses:
4. The first node of claim 1, wherein the intedas further configured to receive a clockin
signal with which the first nodean synchronize signals.

Id. at 14:30-32 (emphasis added). Defendants request construction of this term to clarify the

meanings of Claim 4 of the '267 Patent andi@Il 13 of the '954 Patent. Resp. Br. at 8.
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The parties’ proposed consttions differ in two key regets. First, Defendants’
construction includes the limitation that the sigmast be generated by a specific piece of
hardware, a “clocking unit.” Second, GPNE’s congtaicstates that the caait of the signal is
“timing information” that is “used for allocatg resources.” The parties each contend that
additional language included by the othertyp#& improper for various reasonSeeOpening Br. at
22-23; Resp. Br. at 8-11. For theasons set forth below, the Coconstrues “clocking signal” as
“a signal that, among other thing®ntains timing information sl for allocating resources.”

The Court addresses in turn: (1) GPNE'spgmsal that the constriien of clocking signal
disclose that it “contains timing information uded allocating resources,” and (2) Defendants’

proposal that the constructiorsdiose that the signal‘igenerated by a clock unit.”

1. GPNE'’s Proposed “Timing Information” and “Allocating Resources”
Language

a) Intrinsic Evidence and GPNE’s Statements at the June 6, 2013
Markman Hearing

At the June 6, 2018larkmanhearing, Defendants agreed that GPNE is correct that the
clocking signal may contain timing infoation used for allocating resourceSeeTr. at 158:24-
160:9. The claim language and the speatfon also support this conclusio8ee, e.9. 267
Patent at 4:47-49 (“The preéemined time slot on frequencyis$ related to the clock-aligning
signal (carried by frequency)f. . . .”);id. at 16:17-19 (“The first nodef claim 15, wherein the
interface is further configuret receive a clocking signal with which the first node can
synchronize signals.”)492 Patent at 21:62-64 (stadithat the “aligning sign#lis used to
“synchronize signals”); '95#atent at 17:22-24 (sam@j; at 16:59-60 (statinthat the “clocking
signal is used to enable requests inglgd first request from the first nodeid; at 2:15-17
(disclosing that each node receives a time slathith it may transmit reserve access requests).

Defendants nevertheless argue that tberCshould not adopt GPNE'’s construction
because it implies that the clocking signal is ardgd for timing information and to allocate
resources.SeeTr. at 158:24-160:9; Resp. Br. at 1tdaing that the “clocking signal ‘does not
have to be used to allocate resources™) (qupDinan Dep. at 92:24-93:815PNE agrees that its
construction may be modifigd state, “the signal thaamong other thinggontains timing

54

Case No.: 12-CV-2885
ORDER CONSTRUING CLAIMS




United States District Court
For the Northern District of California

© 00 N o o A w N Pk

N N N N DN DN DN NN R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N O o~ WwWN B O

information used for allocating resourceSeeTr. at 172:15-19 (emphasis added). The Court
finds this amendment sufficient to address Defendants’ concern tl@dtkeng signal may be

used for purposes other themallocate resources.
b) GPNE'’s Alleged Disclaimer

In Defendants’ briefing, Defelants also argued that GPNEknhclusion of the “timing
signal” language is improper because GPNE’s laggusintended to serve as “a proxy for [the
concept of] ‘'synchronization’.” Resp. Br. &t Defendants argue that the concept of
“synchronization” is important “because it maps tblocking signal’ to an aspect of the accused
GPRS protocol known as a ‘synchronization burskd” Defendants argue that this is improper
because GPNE “clearly disavowed ‘synchronizasigmals’ from the scope of its claimsld.

Defendants argument is based on sexarandments made diog the course of
prosecuting the Patents. Defenttanote that, in prosecuting ti9&4 Patent, GPNE amended its
claims to replace “request-enabling-synchronarasignal” with “clocking signal” in response to
concerns expressed by the Examiner that ai&sgenabling-synchroration signal” was not
disclosed in the written description (the ternotiting signal” was disclosed in the description).
See, e.g.Green Decl., Ex. 12 at GPNECorp. 000007d@2;Ex. 14 at GPNECorp. 0000082.
Furthermore, Defendants note that, in addresssugs relating to the term “aligning signal”
during the pending re-examination of GPNE's '4%tent, GPNE indicatatiat it agreed with
Defendants that “synchronizatiamd alignment are differentid., Ex. 15, ECF No. 72-16 at 12 of
31 (“[B]y the Requestor’'s own aassion in District Court, synchronization and alignment are
different”). Defendants’ reliancen these references is misplaced.

First, as set forth above, the claim language specification make clear that “clocking
signal” provides “timing information.”See, e.g. 267 Patent a4:47-49, 16:17-19492 Patent at
21:62-64; '954 Patent af7:22-24, 16:59-60. AssumiragguendoGPNE disclaimed the concept
of synchronization, the Court is not persuaded tthetonstruction shoulibt disclose that the
clocking signal is used to @vide “timing information” simpy because the phrase “timing
information” is similar to the term “synchronization.”

Second, it is not clear that GPNE digmed the concept of synchronizatioBee Verizon
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503 F.3d at 1306 (“To operate as a disclaimer, the statement in the poyshiory must be
clear and unambiguous, and constitute a cleavaolgal of scope.” (citatins omitted)). While
GPNE was required to remove the term “recuagstbling-synchronization signal,” GPNE was nof
required to remove the numeroub@t descriptions of the clockirgignal as a synchronizing signa
in the claim languageSee, e.g.267 Patent at 17:34-36 (referg to “a clocking signal with which
the first node can synchronize signals”); '492dRtat 21:62-64;954 Patent at 17:22-24.

Third, with respect to GPNE'’s statent during the recent reexamination that
“synchronization and alignment are differerggeGreen Decl., Ex. 15 at 12 of 31 (“Further, by th
Requestor’'s own admission indhiict Court, synchronizatioand alignment are different”),
Defendants’ reliance on this statement is misgladks set forth above, ¢ifact that Defendants
believe that the phrase “timing information”maes too close to the concept of synchronization
does not provide a sufficient basisexclude the phrase “timingformation” for the construction
of “clocking signal” to the extent that phrasetherwise accurate. Moreover, GPNE's reference
to “synchronization” in the cited statemeavas not meant to disclaim or distinguish
synchronization as a general concept. R&BRIXE was distinguishinigs clocking signal from
the “synchronization channel’/*SCH” “burst,”specific concept found in certain prior aBee id.
(“According to page 206, mobile stations spacatly receive a burstém SCH to synchronize
with adjacent cells in preparation for a handdffouly describes this procedure as ‘pre-
synchronization.” This does ngp@ear to be an ‘aligning signahich enables the mobile station
to transmit’ SERVICE REQUEST.”). Thus, th@@t is not persuadedahGPNE has generally
disclaimed that its clocking signal may be usesdytochronize the devicegth the controllers or

that the phrase “timing information” should be ext#d from the construction of clocking signal.

C) Conclusion re: “Timing Information” and “Allocating
Resources”

For the reasons set forth above, the Coaincludes that the construction of “clocking
signal” should disclose thatig a “signal that, among other things, contains timing information
used for allocating resources.” The Court pexts to consider whedr the construction of
clocking signal should, as Bendants contend, disclot&t the signal is gendeal by a clock unit.
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2. Defendants’ Argument that the “Clocking Signal” is Generated by a
“Clock Unit”

a) Claim Language/Specification

The claim language does not disclose thatlbeking signal is gemated by a clock unit.
Nevertheless, the specification states in thetdded Description” thahe clocking signal is
generated by the clocking uniBeee.g, '267 Patent at 3:27-29Central control statio20 also
includes a clock un®9 which generates a local clock sighallk (which, in turn, is used to
modulde frequency4).”); id. at 4:8-10 (stating that the “clock ulitf generates a local clock
signal”). However, the “Detailed Descriptioappears to describe the preferred embodiments.
See, e.gid. at 2:63-67 (“Detailedescription[.] FIG.1 shows a central control stati@ad
according to a first embodiment of the invention; F2Ghows a paging un#2 suitable for use
with central control statioB0.”). Thus, the Court cannot conclude that the statements regardin
the “clocking signal” contaied therein are limiting,e. that the clocking signahustbe generated
by a clock unit. Seelnnova/Pure Water, Inc381 F.3d at 111holdingthat “particular
embodiments appearing in the written descriptidhnet be used to limit claim language that has
broader effect”). Nevertheledsgcause the specification acknowledges that, in at least one
embodiment, the clocking signal is generated bipek unit, it follows that the clocking signal

maybe generated by a clock uffit.
b) GPNE’s Remaining Arguments
In GPNE’s Opening Brief and at the June 6, 2BtE3kmanhearing, GPNE argues that,

while it is technically accurate to say that tlocking signal can bgenerated by a clock unit,
describing the clocking signal in termsitsf source shifts the focus away fravhatthe clocking
signal is tohowit is generatedSeeTr. at 171:7-24. GPNE alswgues that inserting the term
“clock unit” into the consuction of “clocking sigal” does little to clariy the meaning of clocking

signal because it leaves the question open as to what a clock Beeisdat 168:13-17. The

26 Dr. Dinan'’s testimony similarly supports the chusion that a clocking ghal may, but need not
be, generated by a clock unBeeDinan Decl. § 38 (stating thatig “technically accurate” that a
clock unit is ‘bne wayto create a type of clocking sigriasclosed in the patent,” but cautioning
that the clocking signal is nptoperly “understood” as a signgénerated by a clock unit, but
rather “as a type of synchronization signal [that allows] nodes and the central control station
[to] be aligned in time”).
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Court agrees with the latter argurheiVhile it is true that the otking signal may be generated by
a clock unit, the addition of thendefined term “clock unit” doedtlie to clarify what a clocking
signal is. Moreover, unlikthe word “pager” discussesiiprain connection wittthe term “node,”
the term “clock unit” is not essential to thdideion of “clocking signd’ because the clocking
signal need not necessarily be generated by a clock unit. Given that: (1) the clocking signal n
not be generated by a clock unit, and (2) the @owok unit is itself undefined and therefore does
little to clarify the meaning of clocking signal flurors, the Court declinds include “clock unit”
in the construction of “clocking signal.” Hower, Defendants are nptecluded from arguing
during trial that the clocking signal mée generated by a clock unit.
3. Conclusion Regarding “Clocking Signal”

For the reasons set forth above, the Coamstrues “clocking sigiiaas “a signal that,
among other things, contains timing infaton used for allocating resources.”
Il. CONCLUSION

For the reasons discussed ahdkie Court construes the disedtclaim terms as follows:

Claim Language Construction

“node” “pager with two-way data communications
capability that transmits wireless data
communications on a paging system that
operates independently from a telephone
network.”

“frequency” “a number expressed in hertz”

“randomly generated information” “[IJefrmation that is randomly generated.”

“count value” “[tlhe number ofonsecutively related packets
emanating from a transmitter”

“interface[configured/contiled] by the at least| “Electronic circuitry which is

one processor to [tran#nand receive terms]” | configured/controlledy the processor(s)
according to instructions in the memory, that
allows the processor(s) to communicate with @
transceiver”

“providing code to” “which is acially programmed to provide cod
to”

D

“first grant signal inclughg information relating| “first grant signal icluding information
to an allocation of a send slot to the first node identifying a slot to use for transmitting the
for transmitting the reserve access request | reserve access request signal”
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signal”

“allocation of additional resources for
transmitting the data packets/allocation of
additional resources for transmitting the first
datapackets”

“An assignment of a figuency to the same noc
for transmitting the message.”

ie

“clocking signal”

“A signal that, among aer things, contains
timing information used for allocating
resources.”

IT IS SO ORDERED.
Dated:August13,2013
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Fuey H oy

LUCY HIKOH
United States District Judge
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