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a0 12 [Related Case No. 12971]
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® % V. ORDER GRANTING DEFENDANT S
ag 14 MOTION TO TRANSFER VENUE TO
= j2 GLOBAL, INC. and ADVANCED THE CENTRAL DISTRICT OF
%5 19 || MESSAGING TECHNOLOGIES, INC. CALIFORNIA
ns
=5 16
2 % Defendants. [Re Docket No. 151]
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L 18
19 Defendants j2 Global, Inc. and Advanced Messaging Technologies, Inc. (collective
20 “defendants’or “j2”) move to transfer venue to the Central District of California (“MTT”). Did. N
21 151.Defendants also move to transfer related ag@adlobal, Inc. v. Integrated Global Concepts,
22 Inc., Case No. 13-2971, (N.D. Cal. filed June 27, 201Gp6e N013-2971")to the Central District
23 of California
24 Having considered the papers submitted by the parties and their argumentsrdastims
25 set forth below, the court GRANTS deflamnts’ motion to transfer venue to the Central District of
26 || california.
27
28
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BACKGROUND

On April 20, 2012j2 filed patent infringement claims in the Central District of California
alleging IGC infringedU.S. Patent Nos.6,208,638, 6,597,688, 7,020,132, and 6,350,066 pater]
(“3434 mtents”). Delaration of Edward E. Johnson in Support of j2's MTT (“Johnson Decl.”),
Exh. D, Dkt. No. 151-%.In responsetelying on a forum selection clause in a prior Agreement of
Understanding between the parti€aC filed a brech of contract action in this district. Dkt. No. 1
(Compilt.filed July 2, 2012). The Agreement of Understanding, according to IGC, contained a
covenant by j2 not to sue IGC on the patents at issue.

On August 7, 2012, Judge Pregerson stayed the C.D. Cal. Action while j2 defended ag
IGC’s breach of contraetctionbefore this court. j2 Exh. E.

On April 12, 2013, j2 filegbatent infringementounterclaims to IGC’s breach of contract
claim. Dkt. No. 43. These counterclaims were the same Bd&ht infrigement claims previously
asserted in the C.D. Cal. Actidgeeid.; j2 Exh. D.

On June 27, 2013, j2 filed a new case in this caalteging IGC infringedJ.S Patent No.
6,020,980 (980 patent”). Case No. 13-2971, Dkt. No. 1.

Also, on June 27, 201Becaise j2’s counterclaims in Case No. 12-3434 wideatical to
the 3434patent infringement claims ime C.D. Cal. Action, Judge Pregerson lifted the stdlyan
C.D. Cal. Actionand dismissed the case. Declaration of James HeriSempport of IGC’s Respae
(“Heiser Decl.”) Exh. 3, Dkt. No. 152-%.

On July 22, 2013, Case No. 12-3434 and Case No. 13-2971 were related. Dkt. No. 59
No. 13-2971, Dkt. No. 10.

On August 29, 2013, IGC counterclaimed in Case No. 13-2971 allagaig thaj2
breachedhe Agreementf Understanding. Case No. 13-2971, Dkt. No. 12.

L All further references to “C.OCal. Action” refer to j2’s patent infringement actioi?, Global, Inc.
Y. Integrated Global Concepts, Inc., Case No. 12-3439, (C.D. Cal. filed April 20, 2013).
AII further references to “j2 Exh.” refer to Exhibits to the Johnson Decl..

3 All further references to “IGC Exh.” Refer to Exhibits to the HeBecl.
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On October 18, 2013, this court granted IGC’s motion to stay all proceedings on the pa
claims and consolidate the breach of contract issues in both the 13-2971348# k&ses. Case
No. 13-2971, Dkt. No. 34.

On March 21, 2014, this court granted j2’s motion for summary judgment on the breac
contractclaim/counterclaim finding the AgreemesftUnderstanding did not cover j2's patent
infringement claimsSee Dkt. No. 139.

On May 22, 2014, defendants filed their MTT. Dkt. No. 151. In response, on June 5, 2(
IGC filed its Response. Dkt. No. 152. On June 12, 2014, j2 filed its Reply. Dkt. No.153.

On June 25, 2014 IGC filed a motion to stay in Case No. 13-2971 pending inter partes
reexaminatiorof the '980 patent. Dkt. No. 60.

On June 26, 2014 IGC filed a motion for summary judgment in Case No. 12-3434 on ti
basis of equitable estoppel, laches, and implied license. Dkt. No. 154. The motion to stay and
motion for summary judgment do not impact the decision on the motion to transfer.

ANALYSIS

Pursuant to 28 U.S.C. § 1404(a), a district court may transfer a civil action to ansthetr d
if: (1) the transferee court is one in which the action could have been filed; and (2n#fertwvill
promote the convenience of the parties and witnesses, and the interests offastieeDole
Fresh Vegetables, Inc., 964 F. Supp. 2d 1088, 1093 (N.D. Cal. 2013).

Under § 1404(a), the district court has discretion “to adjudicate motions for transfer
accordng to an ‘individualized, casky-case consideration of convenience and fairne3smésv.
GNC Franchising, Inc., 211 F.3d 495, 498 (9th Cir. 2000) (quoti&gwart Org. v. Ricoh Corp.,

487 U.S. 22, 29 (1988)). The court must weigh multiple factorsterchining whether transfer is
appropriate in a particular caslenes, 211 F.3d at 498.
When determining whether a transfer is appropriate, courts may considetdathenfpl

factors:

(1) The location where the relevant agreements were negotiated and
execued, (2) the state that is most familiar with the governing law, (3)
the plaintiff’'s choice of forum, (4) the respective parties’ contacts with
the forum, (5) the contacts relating to the plaintiff's cause of action in
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the chosen forum, (6) the differendeghe costs of litigation in the

two forums, (7) the availability of compulsory process to compel
attendance of unwilling noparty witnesses, and (8) the ease of access
to sources of proof.

Jones, 211 F.3d at 498 (citinftewart, 487 U.S. at 29-31Here, judicial economy, plaintiff’s
choice of forum, and the convenience of the witasare the relevant factors for the court to
analyze.

A. Preserving Judicial Economy

In theinterestof judicial economy, a court may transfer a case to a district whedge sl

already familiar with the underlying facts and legal issues, partigufldris a technical patent casg.

Seeeg, Eli Lilly & Co. v. Genentech, Inc., No. 13CV-0919-YGR, 2013 WL 4396718, at *6 (N.D.
Cal. Aug. 13, 2013) (“[I]n highly technical cases such as this one, judicial economy favafert
to a court that has a working familiarity with the background technology arcecig (citing

Regents of the Univ. of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1565 (Fed. Cir. 1990jsco Sys.,

Inc. v. TiVo, Inc,, No. C 12-02766 RS, 2012 WL 3279532, at *6 (N.D. Cal. Aug. 10, 2012) (“[I]n
patent litigation ‘in which several highly technical factual issues are pegsand the other relevan
factors are in equipoise, the interest of judicial economy may favor transtexourt that has
become familiar with the issues.”) (quotifRggents, 119 F.3d at 156})

Here, ifthe court grants defendants’ MTT, this case and related action Case No. 13-29
will be assigned to Judge Pregersoaccordance with #hCentral District of California’selated
case ruleSee C.D. Cal. Local Rule 83-1.3.1(b) & (dAs j2 establishesJudge Pregerson has
extensiveexperience with the 3434ents Judge Pregersdras presidedver eleven actions
involving the 3434 atents, thredlarkman hearings concerning the 3434dtents and hasssued
two Claim Construction Orders construitggms inall four of the 3434 patents. Johnson Decl. {1
10; j2 Exhs. AB. Furthermore, Judge Pregerson has presided over three cases involving the’
patent. Johnson Decl. T 11.

Although Judge Pregerson has yet to construe the '980 patent, “Judge Pregersosi\geex
experience with the fato-email relatedechnology covered by the 3434dtpnts will be valuable in
understanding the technology involved with the 980 [p]atevil’T 7.
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IGC’s strongest argument is thiddge Pregerson’s lack of familiarity with the extensive
dealings between the partiasd IGC’s services will work against the preservation of judicial
economy if transferred, as shtourt is much more familiar with the parties and their services.
Response 6. IGC specifically points out that Judge Pregerson’s only famiahtyGCis in
staying and later dismissing j2's infringement claims, as IGC never filedsmer or counterclaim.
IGC Exh. 3.1GC argues that its potential affirmative defensésches, implied license, and
estoppel +elate to the parties’ prior dealings, specifically the Agreement of Undénstpand
surrounding negotiations. Dkt. No. 152 at 1. This coast teviewed the Agreement of
Understanding, its negotiation history, and interpreted terms of that coSsabikt. No. 139
(granting summary judgment based on interpretation of the Agreement of Undagtandi

Nonethelessn light of Judge Pregersoréxtensive experience with the patemsuit and
fax-to-email technologyjudicial economys best served bg transfer to the Central District of
Cdifornia.

The court recognizabat the granting of the motion to transfer will result in the 3434 pat
cases being sent back to Judge Pregerson, who previously dismissed them begavese th
pending in this court. However, it appears that he dismissed them becausevee bletielitigation
on the infringement issues would commence during the pendetioy bfeach of contract
proceedings and, therefore, this court would gain substantial understanding of thaskatsee
the conclusion of the breach of contract claiBecausehis court stayed the infringement
proceedings until resolution of the breach of contract claims, the court did not gaigaificant
understanding of the technology involved. In contrast, Judge Pregerson has sigexijocesure to
the technical issues. Therefore, judicial economy can best be served by takirtggeloéhis
substantial exposure to the technology involved.

B. Plaintiff's Choice of Forum

Typically, strong preference is given agplaintiffs choice of venue in deciding a § 1404
transfer motionabsent a strong showing from a defend@etker Coal Co. v. Commonwealth
Edison Co., 805 F.2d 834, 843 (9th Cir. 1986).
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Here,j2 argues it should be permitted to litigate its patent infringement claims in its initi
chosen forunfor its 3434 patent infringement claims, i.e. the Central District of California. BITT|
IGC respondshatj2 choseto litigate its 3434 patent infringement claims in the Northern District
Californiaby filing identicalcounteclaims in Case No. 132434. Response 6. IG&sopoints out
thatj2 initially filed its '980 patent infringement claims in the Northern District of Califorennal
not in the Central District of Californi&d. at 6-7.

j2 repliesthatits 3434 patent infringement counterclaims in Case No. 12-3434 were
arguably compulsory. Reply 2. j2 furthergueghatit only filed its '980patent infringement claims
in the Northern District of Californieo avoid unnecessary cost and expense in motion practice
the Central District of California because it anticipated that IGC would file a mtiwansfer
based on the forum seleatiglause in the Agreement of Understanding or file another breach o
contract suit in this districMTT 8-9. The court agrees that filing the '980 infringement claims in
the Central Districprobably would have been futile in light of IGC’s position oa thrum
selection clause in the Agreement of Understanding.

Because ofhe heavyweight typically given to a plaintiff's choice of venue in deciding a
8 1404 transfer motion, the court finds j2’'s argument in favor of transferring venue tontingl Ce
District of California more compelling.

C. Convenience of the Forum for the Parties and the Witnesses

The convenience of withesses has been called the most powerful factor g veeni

decision to transfer a cagdorens Container v. Cho Yang Shipping, 245 F. Supp. 2d 1086, 1092
(N.D. Cal. 2002). “Generallyitigation costs are reduced when venue is located near the most
witnesses expected to testify, and ‘[tlhe convenience of witnesses is oftanghenportant factor
in resolving a motion to transfer.Park, 964 F. Supp. 2d at 1095 (quotiBgnker v. Union Pac.
R.R. Co., No. 05-04059, 2006 WL 193856 at *2 (N.D. Cal. Jan. 23, 2006)). A transfer may be
appropriate where one party benefits with minimal cost to the opposing/danisgg, Inc. v.
Telecommunication Sys., 2009 WL 1814461 at *3 (N.D. Cal. June 23, 2009).

j2 is headquartered in Los Angeles, California and IGC is headquartered igd; Hiliaois.

MTT 10. j2 argues that given IGC’s headquarters are in Chicago, IGC will ramtyo@ore
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inconvenienceditigating in the Central District of California than in the Northern Distfidgt.
Furthermore, j2 alleges that “[a]ll of the likely withessesonsisting of j2's employees, IGC’s
employees, and the inventors of the pateamsuit —are located in eithrd.os Angeles, Chicago, or ¢
jurisdiction outside of California.ld. IGC responds that none of the inventors reside in Los
Angeles, rathethose who are livingre scattered across the world. Respor8el@C Exhs. 1, 2, 5,
6.

Although the court recognizes that the inventors of the paiesisit will likely benefit
little, if at all, from a transfer of venue to the Central District of California, the courtratsmnizes
that many other potential witnesses, specifically j2's employees, will berosfittfre increased
convenience of litigating closer to their homes. The court does not believe {3 wil
inconvenienced bg transfer ofenue from the Northern District to the Central District of
California. Forum convenience fat least one of thparties andits witnesses suggest a transfer of
venue to the Central District of California is appropriate.

ORDER

For the reasons explained above, the court GRANTS defendants’ motion to transfeovd

the Central District of CalifornidGC shall renotice tle motion to stay in Case No. 13-2971 and

the motion for summary judgment in Case No. 12-3434 to Judge Pregerson.

Dated:June 27, 2014

fomataminys

Ronald M. Whyte
United States District Judge
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