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|. Background

Plaintiff Airwair International Ltd. (“Airwair”) is a United Kingdom corporation organized
under the laws of England and Wales that sells shoes and boots under the Dr. Nédeén’s
Compl. 11 1-2, Dkt. No. 1. Vans is a California corporati@iproduces wetknown footwear
under its namesakeComg. 11 £2; Mot. to Dismiss at 1:®; Pl.’s Opp’n to Mot. to Dismiss at
3:12-13. Airwair and Vans have directly competed in the United States sincstdi984 and
share target demographics. Compl. 1 6-16. Both companies have worldwide reach and are
popular among consumerkl. In support of its international business, Vans licenses the right t
design, manufacture, advertise, and sell footwear bearing Vans’ trader@ankgpl. 11 13-16;
Mot. to Dismiss at I7-14. One such licensee is ABC MaaJganbasedaffiliation of companies
located in Japan, Korea, and Taiwdd. This licensedlistributes the shoes it produces under the
Vans label primarily in brickandmortar stores in East Asand on the Internetd.

A. Airwair's Trade Dress

Airwair owns several U.S. trademarks in the footwear category. These include the
following trade dress registrations on the Principal Register: No. 2,437,751 icgnsisthe
combination of yellow stitching in the welt area and a-tare grooved sole edge” NB,437,750
consisting of a welt stitch running around the perimeter of the footwear; No. 2,102,468m@nsis
of the design of an undersole; and No. 2,835,657 consisting of the word “Airwair” in stylized
yellow lettering on a black loop affixed to the heel. Compl. Exhs. 1-3, 6. Airwair also has
registration, No. 2,104,349, on the Supplemental Register for trade dress consi$tendesfign of
a sole edge including “longitudinal ribbing, and a dark color band over a light cGlamigl. Exh.
4), as wd as No. 2,341,976 consisting of the same on the outer sole edge, but with the additig
elements of welt stitching and a timlcated at the top back he€dmpl. Exh. 5). Each registration
claims a first use in commerce of 1984ompl. Exhs. 1-6. Awair claims that three of its
registrations Compl. Exhs. 13) on the Principal Register have become incontestable and asse
that its trade dress is distinctive or has acquired distinctiveness and is hooraincGompl. {1 9,
10. Indeed, Airwair clans that its trade dress is famoud. § 61. Airwair does not allege what

trademark rights, if any, it owns in any East Asian countries.

2
Case No.: 5:1Z2V-05060EJD
ORDER DENYING VANS’' MOTION TO DISMISS

O

—F

nal

—

S



United States District Court
For the Northern District of California

© 00 N o o~ w N P

N N N N DN DN DN NN R R R R R R R R R R
0o N o 0N WN P O ©OW 0o N o 0N WwWN B O

B. The Allegedly Infringing “Gibson” Footwear

In 2011, Vanslicensee ABC Mart (“licensee”) designed and manufactured 29,000 pairs
of a line of shogswhich the licensedubbed “Gibson.” Compl. § 284ot. to Dismiss at 1:1Q.2.
This line bore the Vans trade name on the back outer sole edge of the shoe and on thelteel
The Gibson line features longitudinally grooved sole edges, yellow wettisg running the
perimeter of the shoe, and a looped tab located at the top back heel emblazoned with titael&'a
name in yellow. Compl. Exh. 10-20. The licensee distributed the Gibson line to a vasteyes
in East Asia.Compl. 11 13-16. One of the standard display window arrangements promoting
Gibson in such stores included pictures of a Gibson shoe set in front of an image of shdl8agiti
Compl.Exhs. 13, 14. Certain styles of the Gibson line were also featured on and sold through
welbsite, www.vansjapan.com, which isapaneséanguage URL owned by Vans in the United
States. Compl. 1 22, 23.

The Gibson line received press attention from “sneakerheab$ites such as
www.kicksonfire.com (“KOF”), www.sneakernews.com (“Sneaker News”) and
www.offthewallsite.net (“OTWS”). Compl. 11 38-40. KOF regards the Gibson liaévasst “an
homage” to Dr. Martens. Compl. Exh. 21. Sneaker News referred to Gibson as “obviously
modeled after” Airwair’'s Dr. Martens footwea€ompl. Exh. 22. OTWS, a blog site specifically

dedicated to news and information about Vans footwear, also described the Gibssline a

ab.

ns

the

Martensinspired. Compl. Exh. 23. OTWS noted that the Gibson line was available only in Japan

but encouraged readers to enlist friends or a service to purchase Gibson fricantdezlon their
behalf. Id.; Compl. § 40. Indeed, Airwar itself succeeded in purchasing articles oftitbenGine
through third-party websites, such as eBay and wwksicrew.com. Compl. { 42, Exh. 17, 18.
One such purchase included the original sales receipt frontémsée.Compl. Exh. 12.

C. Airwair's Cease and DesistEfforts

In November of 2011, Airwair became aware of the Gibson line. Compl. { 28. By the
of the month, it had seatceasanddesist letter to Vans demanding that it (1) cease selling the
Gibson line, (2) disgorge profits deriving from the sale of Gibson, and (3) destyagmaining

inventory of Gibson. Compl. § 29. Vans initially responded with a promise to inveshgate t
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matter. Compl. § 30. In January 2012, Airwair informed Vans that the Gibson lireppgthred
for sale on www.vansjapan.com. Compl. 1 31. On January 17, Vans respondasl draiyurtesy,
it had (1) directed itadenseeo stop sellinghe Gibsonline, and (2) directed the removal of
Gibson from stores in Asia and from the www.vansjapan.com website. Compl. 1 32; Mot. to
Dismiss at 3:2€8. Vans acknowledged that approximately 11,000 pairs of Gibson remained
outstanding inventory. Compl. § 30-33. It declined to destroy them and said instead that the
licenseewvould sell the remaining stock of Gibson to family members at a deep discount. Com
32-33. In February 2012, Airwair responded that it found this solution unacceptable anteckite)
its demand that the remaining Gibson stock be destroyed. Compl. § 34. Airwair doesgeot all
that Vans icurrentlyin posession of any of the Gibson inventory.

D. Procedural History

On September 28, 2012, Airwair filedglaction against Vansdemanding a jury trial and
alleging seven causes$ action (1) trademark infringement under the Lanham Act, (2) false
designation of origin under the Lanham Act, (3) common law trade dress infringéte
trademark dilution under the Lanham Act, (5) trademark dilution under Califoatigsty law,
(6) unfair competition under California statutory law, and (7) common law unfajpetttron.
Vans filed the present Motion to Dismiss pursuant to Federal Rules of Civil Predgt{b)(1) and
12(b)(6) on December 17, 2012. Dkt. No. 21. The court now turns to the substance of Vans’
motion.

Il. Legal Standard

A complaint mustontain a statement of the court’s basis for jurisdiction, a short and pl3
statement that the complainant is entitled to relief, and a demand for thsoabéft. Fed. R. Civ.
P. 8(a). A claim may be attacked by a motion to dismiss if it failsrtebdstrate the subject
matter jurisdiction of the court or fails to state a claim upon which relief masabéeg. SeeFed.
R. Civ. P. 12(b)(1), 12(b)(6)At the motion to dismiss stage, the court nmasid and construe the

complaint in the light most favorable to the non-moving party. Cahill v. Liberty MutClos 80

F.3d 336, 337-38 (9th Cir. 1996). However, in order to give a defendant “fair notice of what tk

claim is and grounds upon which it rests,” a plaintiff must pésezh claim with sufficient
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specificity. Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 555 (2007) (internal quotations

omitted). Therefore, dismissal is appropriate when the claim lacks a legaliyaiolg theory or

fails to allege sufficient facts irupport of a legally cognizable theory. Mendiondo v. Centinela

Hosp. Med. Citr., 521 F.3d 1097, 1104 (9th Cir. 2008). While a court will generally accept as

all well-pled factual allegations, it need not accept as true legal conclusions “couchtzdtiasl

allegation.” Ashcroft v. Igbal, 556 U.S. 662, 664 (2008itihg Twombly, 550 U.S. at 555).

Factual allegations also must be plausible on their face and more than mecelatsge.
Twombly, 550 U.S. at 5567. Determining the plausibility @f claim is a “contexspecific task,”
which requires a court to draw on “judicial experience and common sdggal; 556 U.S. at 679.
At the same time, a complaint need not contain detailed factual allegatsnsite® a motion to
dismiss. Twombly, 550 U.S. at 555.

II. Discussion

A. The Extraterritorial Application of the Lanham Act.

Vans argues thdhe conduct Airwair alleges in its Complaint.e. the manufacturing,
advertising, and selling of the Gibson line—all occurred beyobedJnited Statedorders. Thus,
in order to determine ifubjectmatter jurisdiction exists in this case, ttwaurt nust determine
whether the Lanham Act and related law apply tanternational activity alleged in Airwair’s

Complaint. The Ninth Circugmploys a three part test, first expressetimberlaneLumber Co.

v. Bank of Am., N.T. & S.A., 549 F.2d 597 (9th Cir. 1976), to determine the extraterritorial

application of U.S. trademark and unfair competition |1&tarKist Foods, Inc. v. P.J. Rhodes &

Co., 769 F.2d 1393, 1395 (9th Cir. 1985). To propstdte a claim arising undére Lanham Act
for which relief may be grantashder this testAirwair must allege facts sufficient to support a
conclusiorthat(1) Vans’ alleged violations of Airwair’s rights create some effect on U.8igior
commerce, (Rthis effect is sufficiently great to present a cognizable injury to thetiflaamd (3)
the interest of and links to U.S. foreign commerce are sufficiently strongtioreto those of

other nations as to justify an assertion of extraterritoridaaity. Id. (citing Timberlane 549 F.2d

597).
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1. Effect on U.S. Foreign @mmerce
The first prong of th@imberlanetest asks whether the alleged conduct creates some eff
on U.S. foreign commercelimberlang 549 F.2d 597. Some effect on U.S. foresgmmerce
exists where infringing or counterfeit goods are produced abroad and sold in & Staies or
otherwise make their way into the United States and threaten a mark ovacehgily Steele v.

Bulova Watch Co., 344 U.S. 280 (195%8¢ee als@tlantic Richfield Co. v. ARCO Globus Int’l

Co., 150 F.3d 189, 192-93 (2d Cir. 1998); Reebok Int'l v. Marnatech Enters., 970 F.2d 552, 5

(9th Cir. 1992)0Ocean Garden, Inc. v. Marktrade C#53 F.2d 500, 503 (9th Cir. 1991).

Airwair alleges Vans’ direcnd contributory infringement arising out of VakkS.license
agreement with itdicenseeand the ratification of its licensee’s infringing activitigSompl. 9 35
37, 43 Airwair further alleges that travelers make purchases of the allegéttging footwear
that then make theiray back to the United Stateausing confusion in the relevant market or
otherwise damaging Airwair’s goodwill. Compl. § 42. Airwair also points to Mamsership of
the website, www.vansjapan.com, on which the Gibson footwear was advertised and visible t
consumers ithe United States, leading to dilution by blurrir@ompl. § 37, 63These allegations
more than suffice to state an effect on U.S. comme®eeStarKist, 769 F.3d at 1394-95
(questioning whether any importation of infringing goods to the United Stategused at all);
Ocean Garder53 F.2d at 503 (finding the first prongTamberlanesatisfied where defendant
U.S. corporation’s sales of infringing goods occurred entirely abroad).

Vans’ reliance orove v. Associated Newspapers, Ltd., 611 F.3d 601 (9th Cir. 2010) is

misplaced. There, the sole infringing product that made its wiae tdnited Stategonsisted of a
unit purchased by the plaintiff's counséh fact, it was “undisputed that all relevant acts occurre
abroad.” Id. at 613. Here, however, Airwaatleges that some acts occurred within the United
States. Compl. 1 43 (alleging that Vans ratified and “orchestrated” its le&smsiinging activity
by allowing it to continue to sell Gibson after becoming aware of Airwair’s tradenggts).
Moreover, unlike irLove, Airwair alleges additional facts supporting its cldimt consumers
have purchased the Gibson footwear and caused its arrival United State® Airwair’'s

detriment Compl. 1 38-42. Namely, Airwair points to various online media dedicated to sne
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culture in the United States, which publicized the existence dDthéMartens inspired'Gibson
footwear,and encotaged readerto enlist a friend or proxy service to obtain the shoes. Compl.
Exhs. 21-23. These exhibits, coupled with Airwair’'s own facility in purchasing and imgavwim
pairs of he Gibson footwear (Compl. 1 24, Exhs. 15-p&usibly support Airwair’'s allegation
that others in the relevant market may have successfully acquired an dgenegraber of the
Gibson footwear and transported it to the United States. Accordingly, the cogrtHat
Airwair's Complaint contains allegations of conduct having an effect on U.Sgfocemmerce.
2. Injury under the Lanham Act

The second prong of thiémberlanetest requires that the effect of the alleged conduct is

sufficiently great to present a cognizable injury to the plaintiff under &mbam Act. StarKist,

769 F.2d at 1395c{ting Timberlane 549 F.2d 597). Airwair alleges Vans’ misappropriation of

Airwair’s trade dress leading to a loss of control of Airwair's mark and bushegsitation.

Compl. 11 38-40. Such threatened loss of goodwill or future purcbassttutes cognizable

injury under the Lanham Act._Stuhlbarg Int’| Sales Co., v. John D. Brush & Co., 240 F.3d 832

841 (9th Cir. 2001) See als&Geed Servs., Inc. v. Winsor Grain, Inc., 868 F. Supp. 2d 998, 100%

(E.D. Cal. 2012). The Complaint contains allegations of both trademark infringement amhdilJ

Compl. 11 26, 47-50, 53, 5&ee alsdiscussion Part I1I.B5. Both are cognizable injuries under

the Lanham Act. 15 U.S.C. 88 1114, 1125. Airwair's Complaint $atisfies the second
Timbedaneprong.
3. Interests of andLinks to U.S. Foreign Gommerce

Timberlanés third prong tests whether the interest of and links to U.S. foreign commerg
are sufficiently strong in relation to those of other nations to justify amrtass of extraterritorial
authority. Timberlane 549 F.2d 597. Seven factors comprise this prong: (1) the degree of co
with foreign law or policy, (2) the nationality or allegiance of the par{@swhether enforcement
by either state would achieve compliance, (4) the relative significancesofsefin U.S. commerce
as opposed to those elsewhere, (5) explicit purpose to harm or affect U.S. comhénee, (

foreseeability of such effects, and (7) the relative importance of violati@nged of conduct
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within the U.S. as compared to those abroad. Reebok, 970 F.2d attsbbourt will examine
each factor in turn.
a. Degree ofConflict with Foreign Law or Policy
Vans does not allege the existence of any Japanese trademark rights thatagitteer it
licenseeowns in the rark at issue here. Nor does Vans argue the existence of a contrary
intellectual property regime under Japanese law. This lack of contrary trddeghts favors the
application of U.S. trademark lavitarKist, 769 F.2d at 139&ee als&teele 344 U.S. at 285,
289. Similarly, Vans alleges no pending proceedings involving the Airwair’s direads in Japan,
and therefore the application of U.S. trademark law here commits no affront teSeybewv.
Ocean Garder953 F.2d at 503. This factor favorgwair.
b. Nationality or Allegiance of theParties
Airwair alleges that it is a United Kingdom corporation with wholly owned subsdiar
the United States; it is the registered owner of the trade dress at issuedhieas allegedly
substatial salesn the United StatesCompl. § 7, 8Exhs. 1-6.Vans is alleged to be a Delaware
corporation with its principal place of business in California. Compl. 2. Companiesueit
substantial ties to the United Statee proper subjects for the applicatiortte Lanham Act.
Reebok 970 F.2d at 556-57. This factor, therefore, favors Airwair.
c. Enforcement byEither State Would AchieveCompliance
Airwair alleges, and Vans admits, that Vans is able to control the activitiedioérisee
with respect to the G#on footwear. Compl. 130-33; Mot. to Dismiss at 3. Therefore, a judgmsg

in favor of Airwair could reliably be expected to achieve compliai@se Ocean Garde853 F.2d

at 504. This factor favors Airwair.
d. Relative Significance of Effects on U.S. @mmerce as
Compared to thoseElsewhere
The parties agree that approximately 29,000 pairs of the Gibson line were maeafagt
Vans’licenseeand offered for sale primarily in brickndmortar stores in Japan, Korea, Taiwan,
and Hong Kong. Compl. { 2@2Mot. to Dismiss at 3:21. This fact tends to show that the

licenseé&s activities were aimed primarily at East Asian commerce. Airwair has submitted n
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evidence of any trademark rights it holds in its Uegjistered trade dress in any of these East
Asian countries. Such information would be valuable in determining whether Asuféers
greater commercial harm in thinited State®r abroad as a result of the sale of the Gibson
footwear. Airwair points to no legal authority for the proposition that anyngément of its
trademark rights in the U.S. is more significant than the effects the Gibs@nskite has in the
named East Asian countries. This factor favors Vans.
e. Explicit Purpose toHarm or Affect U.S.Commerce
While Vans underscores, and Airwair does not contest, that the sale of the Gibswsadi
primarily aimed at Asian consumers in Japan, Korea, Taiwan, and Hong KongirAiowactly
points out that this fact alone fails to defeat an inference that Vans intendedit@ d¢6S.
consumers or otherwise harm U.S. commerce. Compl.2R2Btot. to Dismiss at 1:22:3; Opp’'n
to Mot. to Dismiss at 14:22-27. The two propositions are not mutually exclusive. Airwais poi
out, for instance, that Vans owns the website, which advertised the Gibson line and oféered i
sale. Compl. 11 22-23. It further claims that the production and sale of the Gibsepilesents
a calculated and deliberate attempt to trade on Airwair’'s reputation. Compl. § 17. \doltbe
this factor favors nditer party.
f. Foreseeability of Harm or Effect on U.S. @mmerce
Regardless of the explicit purpose Vamnséhseehad in producing and selling the Gibson
line, in an age of frequent intercontinental travel and the ease of online shoppingndahe
licensee could havieresea that Gibson shoes would travel to the U.S. to Airwair’s detriment.
SeeReebok 970 F.2d at 557. Airwair alleges precisely this sort of foreseeability. Compl. T 42.
This factor favors Airwair.
g. Relative Importance of Violations Charged of Conduct within
the U.S. as ©@mpared with Conduct Abroad
Airwair alleges that Vans’ conduct within the U.S. consists primarily of licgrtbi@ right
to produce and sell the Gibson line, the right and obligation of control over the quétiéygfods
sold by theicenseeand the approval of the manufacture and sale of the GibsorSee®pp’'n to

Mot. to Dismiss at 15:388. Vansargueghat it did not exercise control legally “sufficient” to be

9
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held vicariously liable for the actions itd licensee Mot. to Dismiss at 13:18-255eeL.A. Gear,

Inc. v. E.S. Originals, Inc., 859 F. Supp. 1294, 1299-1300 (C.D. Cal. 1994). However, Airwai

asserts that allowing VanBtensedo continue to sell the Gibson line after it became aware of
Airwair’s rights is an effective ratification of theenseés activities and is conduct occurring in
the United States. Compl.  42-43. In addition, Airwair alleges that Vans did exarffisient

control and points to Barcamerica Int'l U.S.A. TrusTyfield Imps., Inc, 289 F.3d 589, 596 (9th

Cir. 2002) to supply the inference that Vans likely exercised sufficient contnoitelieensean
order to prevent the loss of its own trademark rights through “naked licensing.h ©@dot. to
Dismiss a23:2429. While Airwair may therefore defeat Vans reliancd.gha Gear this factor
nonetheless weighdightly in favor of Vans because Airwair has failed to persuasively shaiv th
the conduct in the kited Statesvas of relatively great importance comparech®¢onduct that
occurred abroad.

Because the factors, on balano®re heavily favor Airwair at this stage of the pleadings,
the court finds thalirwair's Complaint satisfies the comity considerations of the third prong of
Timberlane Accordingly.Airwair's Complaintsatisfiesall three prongs of th&imberlanetest,
justifying the application of U.S. trademark and unfair competition laws.

B. Airwair's First and SecondCauses of A&tion: Trademark Infringement under 15

U.S.C. § 1114 (&ction 32 of the Lanham Act) andralseDesignation of Qigin under

15 U.S.C. 81125(a) (Section 43(a) of the Lanham Act).

The Lanham Act requires a plaintiff pursuing a trademark infringement agmnesent
evidence of a valid mark, that theark has been used in commerce, and that the deféhdae of
the mark is likely to cause confusion, or mistake, or to deceive as to sponsorshapioatfitir the
origin of the goods or services in question. 15 U.S.C. 88 1114, 1125(a). As further discusse(
below, Airwair has satisfied the pleadingratard as to each of these elements. The Lanham Ag
protects unregistered as well as registered marks. 15 U.S.C. § 1125(a). Tlaealgme probing

likelihood of confusion under section 32 applies to section 43(a). New West Corp. v. NYM Cq

California, Inc, 595 F.2d 1194, 1201 (9th Cir. 1979) (“Whether we call the violation infringeme
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unfair competition or false designation of origin, the test is identisathere a ‘likelihood of
confusion?’”).

First, Airwair presents prima facievidence of ownership of a valid mark for its trade dres

in the form of its registration on the Principal Register for footwear. 15 U.S.C. § 1115. .§omp]

8, Exhs. 1-3, 6 Airwair further alleges continuous use of its mark over several decadedl as w
its incontestability and non-functionality. Compl. 11 9, 11, Exhs. TeXhe extent that Airwair
seeks protection for its trade dress registered on the Supplementa¢é Régestanham Act
requires a plaintiff seeking such protection to demonstrate that its tradesdnes-functional and
has acquired distinctiveness. 15 U.S.C. §1125(a)(3). The Complaint contains allegations of
Compl. § 11.The similarity of the marks on the Supplemental Register to those Airwairalread
owns on the Principal Regjer lends plausibility to these allegations.

Next, Airwair allegesthat the mark has been used in commerarticularly, Airwair
allegesthat Vans’ use of the mark consists of authorizing and ratifyingcé@sdeés production
and sale of the GibsomE, which copies Airwair’s distinctive trade dress, in several East Asian
countries as well as online, through a website whose URL it allegedly owns: wwapansom.
Compl. 11 13, 17-26, 36, 42-43. It further claims that some appreciable number of U.S. cons
tried to or did buy the Gibson line and caused the footwear to enter the United Statgd. 1

13, 17-26Exhs. 11, 12, 21, 23SeeAlderman v. Iditarod Props., 32 P.3d 373, 390 (Alaska 2001

(noting that there is no fixed standard as to what constitutes an appreciable nurohsuwofers).
In support of the plausibility of this allegation, Airwair states that it succeedaat¢hasing two
pairs of Gibson footwear through third parties in California. Compl. §£245. 16-18.

Finally, Airwair alleges that an appreciable number of consumers would be likely ép suf
confusion, mistake, or deception as to affiliation, sponsorship, or source of origin owiedito m
coverage of the Gibsdnotwear Compl. § 26. It also asserts both actual confusion and a
likelihood thereof in the relevant markdd. The Complaint contains claims that Airwair and
Vans are direct competitors, that the marks are substantially ideatidéihat the goods are sold in
the same channels of commerce (bacidmortar stores and online). Compl. { Bee also

AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341 (9th Cir. 1979) (listing factors to be considered i
11
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determining the likelihood of confusion in actions arising under the Lanham Act) e Wénils
correcty points out that conspicuous and permanent placement of trade names, coupled with
sophistication of purchasers of fashion athletic shoes may outweigh theisansilarshoelesign

“insofar as consumer confusion as to source is avoided®. Gear Inc. v. Thom McAn Shoe Co.,

988 F.2d 1117, 1134 (Fed. Cir. 1993)), this point does not resolve Airwair’s allegation of
confusion, mistake, or deception as to connection, affiliation, or sponsorship concerning its

registered trade dres&leischmann Diglting Corp. v. Maier Brewing Co., 314 F.2d 149, 155-56

(9th Cir. 1963) (holding that the unauthorized use of a mark tending to connote that the senio
had somehow authorized that use infringes the senior user’s trademark rightsegtidar32)see

alsoAcad. of Motion Picture Arts & Sciences v. Creative Hous. Promotions, Inc., 944 F.2d 144

1455-56 (9th Cir. 1991).

Taking the allegations contained in the Complaint as true, the court finds thairAies
plausibly alleged a likelihood of confusion between the Gibson line and Airwairés drads.
Airwair haspled facts with sufficiently plausible particularity as to put Vans on notitieeof
claims alleged and the grounds on which they rest. Twombly, 550 U.S. at 555. Accordingly,
Defendant’sMotion to Dismiss is DENIED as to the first and second causes of action.

C. Airwair's Third and SeventhCauses of Ation: Common Law Trade Dress

I nfringement; Common Law Unfair Competition

These causes of action are substantially the same and are protected under tharaame 1
for unregistered marks afforded protection under section 43(a) of the Lanhai@e&tihwood

Labs., Inc. v. Ives Labs., Ine156 U.S. 844 n.2 (1982) (citing the ilggtive history of the Lanham

Act). There is, therefore, no substantive difference between these clainhg &eddnd cause of
action, except that the burden of proving the distinctiveness of Airwair’s trastefdfis on
Airwair. Restatement (Third)f Unfair Competition 88 13, 16 (1995). Airwair alleges the
distinctiveness of its trade dress several times in the Comp&eaCompl. {1 9, 11 Because
Airwair has successfully pled its section 43(a) claim, DefendanttsoMeo Dismiss is DENIED

asto the third and seventh causes of action.
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D. Airwair's Fourth Cause of Action: Trademark Dilution under 15 U.S.C. § 1125(c)

(Section 43(c) of the Lanham Act)

The Lanham Act protects mark owners from a likelihood of dilution caused by andtber
adopts an identical or similar mark. 15 U.S.C. § 1125(c). The alleged mark consists df the w
stitching connecting the upper to the sole of the footwear. Airwair has providedshitving
the two marks and claims they adentical. Compl. { 61, Exh. 19, 20he Lanham Act’s
protection extends only to famous marks that are famous. 15 U.S.C. § 1141B{&ir alleges
that its mark is famous and thab&camesobefore Vans use of it. Compl. § 6Airwair supplies
ample factual allegations in support of its fan@mpl. § 61. For instance, Airwair contends tha
its Dr. Martens footwear bearing the allegedly famous trade dress islywatognized, extremely
popular, and has become one of the world’s most immediately recognizable brandgl’ {€om
Airwair also alleges that it currently sells its footwear featuring the trads dtessue here in over
sixty countries world-wide and that it has sold millions of pairs of shoes fegatharirade dres
in the past thirty years in the United States aldde.

In addition to the requirement of fame, the Lanharhpkotects only distinctive mask
against dilution. 15 U.S.C. 8§ 1125(&)irwair’s allegation of the incontestability of its markn
thePrincipal Register establishes theistinctiveness. 15 U.S.C. § 1115(a). Compl. f\@walir
furtheralleges that its marks on the Supplemen&diBer have acquired distinctiveness. Compl.
11. Airwair's Complaint accordingly contains allegatidingt its trade dress is distinctive.

Dilution by blurring arises from an association created between a famdkisunaaa
similar markthat impairs the distinctiveness of the famous mark. 15 U.S.C. § 1125(c){(2)(B).
Airwair alleges that Vans is using Airwair’s famous mark by allowingjeenseeo produce and
sell footwear bearing the famous mark. Compl. § 61. Airwair also adsa&rigans sold and
promoted the allegedly dilutive footwear through a website that Vans owns. Cdipl Airwair

claims that thisactivity would createan association between Vans’ use of the mark and its own,

! The Trademark Dilution Revision Act’'s amendment to the Lanhametiom 43(c) provides a sfactor test for
determining the likelihood of dilution. This test is strikingly similar to ttst ter likelihood ofconfusion under
traditional trademark infngementanalysis Comparel5 U.S.C. § 1125(c)(2)(Byith Sleekcraft599 F.2d at 3489.
The court has already determined that Airwair has successfully pled a liaficonfusion, and therefolienits its
discussion here to salient additional facts.
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leading to dilution by blurring or by tarnishment. Compl. § 40, 63. Finally, Airwdamsléhat
Vans was aware of the fame of Airwair's mark and adopted ititeéethis knowledge. Compl.
63. Considering these allegations, the court finds that Airwair has sufficeedyts fourth cause
of action and therefore DENIES Defendant’s Motion to Dismiss as to this claim.
E. Airwair's Fifth Cause of Action: Trademark Dilution under California Business and
Professions CodeSections 14202 and 14247.
As the Ninth Circuit clarified iddada Toys, Inc. v. Mattel, In&618 F.3d 628, 632 (9th Cir.

2008), the analysis for California dilution claims is the same as the analysighmésderal
Trademark Dilution Revision Act (15 U.S.C. § 1125(c), the Lanham Act 8§ 43[btgrefore,
because Airwair has sufficiently pled iclaim for trademark dilution under section 43(c), Airwair
may maintain its cause of action for trademark dilution under sections 14202 andf 124 7.
court DENIES Defendant’s Motion to Dismiss as to Airwair’s fifth causaatibn.

F. Airwair's Sixth Cause ofAction: Unfair Competition under California Business and

Professions Codé&ection 17200.

As with the fifth cause of action, pdada Toysthe analysis for California unfair
competition claims undeBusiness and Professions Code Section 17200 sathe as the analysis
under the Lanham ActTherefore, because Airwair has sessfully pled its claims undee&tions
32 and 43(a) of the Lanham Adtirwair may maintain this cause of action.

Vanscontests Airwair’s standing to bring suit under Secti@200, relying on R&B Auto

Ctr., Inc. v. Farmers Grp., Inc40 Cal. App. 4th 327, 360 (2006) and the language of Section

17204 for the proposition that monetary damages are required in order to maintain a claim un
California unfair competition lawSeeCal. Bus. & Prof. Code § 17204 (requiring that a plaintiff
plead “lost money or property as a result of unfair . . . competitioAityvair, however, alleges
damage®$oth in the form of lost gudwill as a result of dilutioandas a loss of sales akW@ns’

profits attributable to infringement in addition to irreparable harm arising fronvectsring in

2 Airwair filed the Complaint alleging violation of Californiateademark dilution lawCalifornia Business and
Professions Code sections 1438&eq. Compl. at 1. Vans correctly asserts that this statute has been repealed.
to Dismiss at 12:87. This statute has been replaced with the identically worded sectidds dr® 14247. Because
Airwair has successfully pled a cause of action under these identically weatlgdss the coustill not dismiss the
claim merely because Airwair has magned it.
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California. Compl. 9 70-75. Because Aurwair has successfully pled trademark infringement and
dilution under the Lanham Act, the allegations of lost sales and Vans’ unjust enrichment are
plausible. Defendant’s Motion to Dismiss is therefore DENIED as to the sixth cause of action.
IV.  Conclusion

For the foregoing reasons, the court DENIES Vans’ Motion to Dismiss. Vans is hereby
ORDERED to file its Answer by no later than July 31, 2013.
IT IS SO ORDERED
Dated: July 17, 2013

=00 Q us

EDWARD J. DAVILA
United States District Judge
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