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*E-Filed: January 17, 2014*

NOT FOR CITATION
IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISRICT OF CALIFORNIA
SAN JOSE DIVISION

PERSONALWEB TECHNOLOGIES, LLC, No. C13-01317-EJD (HRL)
Plaintiff, ORDER GRANTING IN PART AND
V. DENYING IN PART MOTION FOR
LEAVE TO AMEND INFRINGEMENT
GOOGLE INC. and YOUTUBE, LLC, CONTENTIONS
Defendants. REPORT AND RECOMMENDATION

[Re: Docket No. 206]

PersonalWeb Technologies LLC (“PersonalWednes Google Inc. and YouTube LLC
(collectively, “Google”) for infringenent of its patents related tcethse of conterttased identifiers
in data storage. This case originated in thedfaddistrict of Texas andas transferred to this
District in August 2013 following # order on claim constructiorfseeTransfer Order, Dkt. 179.
Prior to transfer, in June 2013idhe Davis of the Eastern District of Texas ordered Google to
produce certain source cod8eeMemorandum and Opinion Ordddkt. 163, “Order on Motion to
Compel.” PersonalWeb now seeks leave torahies complaint and infringement contentions

based on discovery allegedlyopluced pursuant to that ordeSeeMotion for Leave to Amend,

! The motion for leave to amend infringemeantentions is properly bere the undersigned, the
referral judge in this matter. However, PersonalVdlso moves for leave to amend its complair
which would normally proceed before the prasidjudge. However, because the issues are thd
same, but the standard for amendment of pleadmgs less stringent, the undersigned will issy
an order on the motion for leave to aménfdngement contentions and a report and
recommendation as to the motion for leave to amend the complaint.
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Dkt. 206-4, “Motion.” Google opposes the MotioB8eeDefendants’ Opposition to Plaintiff's
Motion for Leave to Amend, Dkt. 222-4, “Oppositi.” Based on the papers, as well as the
arguments of counsel at the December 10, 2@&a8itg, PersonalWeb’s motion is GRANTED IN
PART and DENIED IN PART.
BACKGROUND

PersonalWeb’s original infringement cortiens served in July 2012 named “Google Fili
System” as the accused instrumentalBeeReply in Support of Motion for Leave to Amend, DK,
224-4, “Reply.” PersonalWeb contends that it ukedterm “Google Filingystem” to generically
refer to the entirety of systems used by Google to store dataktmsever, according to Google,
Google File System (“GFS”) is the name givertspecific filing system, distinct from its other
filing systems such as Colossus (which had largghaced GFS by the time of this dispute). AS
result of this apparent misunderstanding, PersonalWeb was unsdiisfBagbgle’s production of
discovery, including source code only for GHZersonalWeb then served its first amended
infringement contentions, which named as the Accused Instrumentality, “Google Filing Systd
including “Google’s earlier version as file system (aka GFS 1)” agell as the “newer version of
Google’s file system (aka GFS Il or ColossusiRéply, Ex. 4. Around the same time, October
2012, it filed its first motion to compelSeeMotion to Compel, Dkt. 122.

Ultimately, the parties agreed without coumtalvement that PersonalWeb would withdrg

its motion to compel and amend its infringememtentions to accuse Colossus, and that Googlle

would produce the requested discgvéncluding Colossus source codeursuant to the agreeme
Google provided some discovery of Colossode; and PersonalWeb served its second amend
infringement contentions in January 2013nivey as accused instrumentality, “Google and
YouTube File System — Colossus.” Motion, Ex.However, the contentions also repeatedly ng
that they were incomplete and subject to chahgeto Google’s sporadand deficient production
of source code, particularly its failure to produode related to the geneiatiof the File ID used
by Colossus.
PersonalWeb filed a second motion to compel in FebruaegMotion to Compel, Dkt.

122. Google opposed the motion, contending thatdtgnaduced all the reqsied code and that
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any purported deficiency was a result of Persomdi\d/inconsistent and shifting infringement
contentions.SeeResponse to Motion to Compel, Dkt. 13udge Davis of the Eastern District of
Texas rejected Google’'s argumerdttRersonalWeb’s contentionsnee¢o blame, and he ordered
Google to produce the requested discovery, inolydiolossus client code, by the end of JiBge
Order on Motion to Compel.

After the production deadline provided by Judpevis’ order, Google sent PersonalWeb

letter confirming that it had producell the code subject to the ordeBeeMotion, EXx. 1.

However, Google objected to what it viewed assBealWeb’s newly contrived assertion that the

Order entitled it to disclosure of the source coflall Colossus clients, as opposed to being limif
to Colossus source code used to communicatechithts. Eventuallyalthough never conceding
was ordered to, Google produced tehgigabytes of code of Caeus clients, including Blobstors
in early September 2013. Thissclosure of Blobstore sourcede is the primary basis for

PersonalWeb’s proposed third amended infringeroententions, served in early November 201

in which the Accused Instrumentalities are ndentified as “Google Intermediate Layer Storage

Systems — Blobstore 1 and Blobstore 2.” Motion, Ex. 14. In addition to the newly accused
instrumentalities, Google asserts that the nemtentions add two new femts, seventeen new
claims, and twenty-nine newfringement allegations.
LEGAL STANDARD

“Amendment of the Infringement Contentions. . may be made onlyy order of the Court
upon a timely showing of good cause.” Patent L.R. 3-6. The good cause inquiry “considers
whether the moving party was diligent in amending its contentions and then whether the nor
moving party would suffeprejudice if the motion to amend were grantéaer, Inc. v. Tech.
Props. Ltd, No. 08—cv-00882JF (HRL), 2010 WL 3618687, at *3 (N.D. Cal. Sept. 10, 2010)
02 Micro Int'l Ltd. v. Monolithic Power Sys., Ine67 F.3d 1355, 1366-68 (Fed. Cir. 2006)). “T|
burden is on the movant to establish diligenceerattian on the opposing party to establish lack
diligence.” Karl Storz Endoscopy-America, Inc. v. Stryker Con. C09-00355, 2011 WL
5574807, at *1 (N.D. Cal. Nov. 16, 2011) (quoti@g Micro, 467 F.3d at 1366). “However, ever

the movant was arguably not diligent, the coethins discretion to gnt leave to amend.Linex
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Techs., Inc. v. Hewlett-Packard Cbdlo. C13-159 CW, 2013 WL 5955548, at *1 (N.D. Cal. Nov
2013);see also Apple Inc. v. Samsung Electronics Bo. CV 12-00630 LHK, 2012 WL 5632614
(N.D. Cal. Nov. 15, 2012) (grantiieave to amend infringemetntentions, even though court
found plaintiff failed to establish diligence, because of lack ejuglice to the defendants). “In
considering the party’s diligence, the critical gi@sis whether the party could have discovered
new information earlier had it acted with the requisite diligenégple 2012 WL 5632618, at *2
(internal quotation marks omitted).

“The rules are designed to require partiesrystallize their theories of the case early in t
litigation and to adhere those theories once they hdween disclosed . . . LG Electronics Inc. v
Q-Lity Computer In¢.211 F.R.D. 360 (N.D. Cal. 2002) (quotiAgmel Corp. v. Information
Storage Devices, IndNo. C 95-1987 FMS, 1998 WL 775115, at *2 (N.D. Cal. 1998)). Howev
the expectation that a “patentee would have a @easse of its infringement theory at the outs
is “unrealistic . . . [where] the patentee may mate been able to get access to the necessary
information because it is hidden from view (for example, source code).” Peter S. Menell et g
Federal Judicial CentdPatent Case Management Judicial Guidé4 (2009). Thus, the good
cause standard of Patent L.R. 3-6 “serves tanbalthe parties’ rights tdevelop new information
in discovery along with the need for certaintyegal theories at th&tart of the case.Apple 2012
WL 5632618, at *2. “Courts typically grant leatceamend infringement contentions after a
patentee has been given the opportutatinspect relevant source code.inex 2013 WL 5955548
at *2.

DISCUSSION

A. PersonalWeb’s Diligence

the

PersonalWeb contends thasltould be granted leave to amend its infringement contentions

because it has diligently sought the source tohaeGoogle impermissibly withheld, and it move
for leave to amend within a reasonable tafter receiving the code on which it bases its

amendments. On the contrary, Google assieatsPersonalWeb had never requested Blobstore
source code (or made any requést would reasonably include uptil July 2013 when it realized

that neither of the accused systems, GFS orgsak) actually infringed. PersonalWeb cites to
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numerous examples of letters, email exchangebpther documents showitlgat its past discovel
requests do encompass the Blobstore source ¢ddegle counters with its own examples of
communications from PersonalWeb which indicate iflsatequests were in fact significantly mor
limited than it now contends.

The scope of PersonalWeb’s contentiand discovery requests versus Google’s
corresponding obligation to producesisecurring theme in this litegion. The issue appears to
have first arisen when Google asserted thatt¢based instrumentality in ¢horiginal infringement
contentions, Google Filing System, was just one §ipgzart within its larger filing system, while
PersonalWeb maintained it was accusing the entrfeGoogle’s filing system, not just GFS.
Because this issue keeps coming up, each party aitatebe other is engaged in a pattern of ba
behavior. PersonalWeb insistatiGoogle has been uncooperativeliscovery, producing relevat
code in piecemeal fashion while refusing to ltise critical discovery unless faced with court
intervention. On the other side, Google maintains that PersonalWeb is on a fishing expeditiq
shifting theories and demanding additional discgwery time its previous theory fails.

Each side presents a fairly convincing casd, the Court is sympathetio the positions of
both. However, this is not the first time a Cour$ baen confronted with these arguments, as J
Davis addressed them in his order on Petl$deh’s second motion to compel in June 205&e
Motion, Ex. 1. Judge Davis presideder this litigation, as well eseveral relatedases involving
PersonalWeb as a plaintiff, for over a year ahalf and his previous assessment of the parties
respective behavior is accorded substantial weiykdreover, this Court is not interested in
rehashing old arguments. Accordingly, Judge&iBarder granting PersonalWeb’s motion to

compel, which emphasized the broad scope of discovery, criticized Google’s piecemeal prodg
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and firmly rejected Google’s assertion that itilcbnot understand PersonalWeb’s shifting theories

of infringement, is sufficient evidence that Pers@vieth had generally been djént in its pursuit of
source code to that point. Thifshe Court finds that Persona® had previously requested the
Blobstore source code and/oetkource code was subject te thrder to compel, then the
PersonalWeb need only further show thaliligently sought amendemt following Google’s

production of the source code.
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PersonalWeb contends that the Blobstore aoale subject to the @er to compel, which

broadly ordered that “Google must provide tbguested source code and documents,” having founc

that “Google’s current level of pduction is insufficient.” Regl Ex. 1. PersonalWeb’s proposeq

order on its motion to compel, whitet conclusive as to whateltourt actually ordered produced

is nonetheless indicative of the information BaeWeb was seeking that was the subject of the

order. SeeReply, Ex. 2. The proposed order includes, “Eotossus: (a) Client code that reques

file be written to Colossus; (b) Colossus code that processes the write redgie&€cause
Blobstore is considered a “cliérdf Colossus, this request waldppear to encompass Blobstore
code that requests a file be written to Gslas. However, Google points to several other
documents, including PersonalWeb’s own infringement contentions’ definition of “client,”
indicating that the parties had usietient code” to refer to Colossuclient APl code. Moreover,
argues Google, that this refereioeclient code fell under the head€or Colossus” indicates that
it refers to dedicated Colossus code, not the desticaide of clients such as Blobstore. On the
other hand, the juxtaposition of “Client code” anl@sus code” indicates that the two are dis{
from one another, and that Client code mustrrefsomething other than Colossus code. This i
but one of many examples of the ambiguity fervades the parties’ communications, and it is
simply not clear whether PersonalWeb was specifi@dking for the source code of other syste
whether Google knew what PersonalWeb was asking for, or for that matter, whether Person
even knew exactly what PersonalWeb was asking Toiere is inevitably some disconnect betwsg
the parties when one holds all the information, paldity with respect to something as inaccess
as source code, and the receiving party can ongxpected to make educated good faith reques
for the relevant material using as specific te@as it knows how. Here, the Court thinks that
PersonalWeb has done just enough to showittdat seek the Blobstore source code by making
requests for categories of code which encompass it.

Additionally, it is curios that Google would produce theoBktore source code if it truly
believed the material was not setj to the order or even discoable in light of PersonalWeb’s
contentions. Google’s asserte@dson for disclosing the infoation — to avoid a protracted

discovery battle and waste of cotesources — is generally comma@able. However, Judge Davis
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had just criticized Google for not seeking caatérvention for clarifiation of PersonalWeb’s
infringement contentions and redd discovery requests. Thus@bogle thought that Personal\Wy¢
was manipulating the language of the Order araihagverreaching in discovery, it should have
heeded the court’s advice aralight judicial relief, particularlgince the case wastill in the
Eastern District of Texas when this dispatese. Furthermor&oogle’s production did not
actually avoid judicial intervention; it merely kie#t the can down road to this Court, which was
foreseeable consequence.

Because PersonalWeb requested productidmeoBlobstore source code, albeit indirectly
and Judge Davis ordered Google to produce tipgested code, PersonalWeb meets the requisi
degree of diligence in seeking the Blobstore soaocke to that point. The question remaining in

the diligence inquiry is whether PersonalWeb éititly sought leave to amend after receiving th

source code. A declaration from PersonalWeb’s cedew consultant statélat he took two trip$

to California (2-3 days each) during Septemntbeaeview the 28GB of code produced by Google
who had previously produced only 1.8GB of co@her members of his team spent a total of 1
days reviewing the code, the lasty of review being October PersonalWeb filed the instant
motion for leave to amend on November 4, 2013, having previously served the proposed
amendments. The Court finds that PersonalWeb has met the requisite level of diligence in
leaving to amend after receiving the digery on which it bases its amendment.

B. Prejudice to Google

Google asserts that allowing amendment tarntfreagement contentions will substantially
prejudice Google because it would significantly incrahsescope of the litigan just prior to the
close of discovery. PersonalWeb denies thatbtaadening the scope tbfe litigation because its
position is that it has accusectténtirety of Google’s ling system from théeginning. With the
recent production of source code, it has mmred in on the source of the infringement.

Google also asserts that it dagot have enough time to research and formulate its defe

for the two new patents and seventeen newnpataims added by the proposed third amended

infringement contentions. PersonalWeb assertaestat conclusorily, that there is enough time.

At the hearing, Google stated tladihough the “new” patents were irctaaised in the complaint,
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had not so much as looked at those patestause PersonalWeb did motlude them in prior
infringement contentions (PersonalWeb did nepdie that such an approach was reasonable).
Moreover, Google did not considire additional patents for tiarkmanproceedings.

While Google’s point that Blobste is an entirely different syem from GFS/Colossus wit
its own dedicated source code and team of esgiis well taken, the Cdus not convinced that
Google is substantially prejudiced by the inclussdthis system as an accused instrumentality.
Google does in fact need additional time to adedyptepare its defense inew of the addition of
Blobstore as an accused instrumentality, it masegoiest from the presiding judge; PersonalWe
would hardly be in a position to object to a readsa extension. Therefrgood cause exists to
amend PersonalWeb’s infringement contentiorectuse Blobstore, at least with respect to the
patents already asserted in its previous infringement contentions.

Google has, however, demonstrated that tititian of two new patents to PersonalWeb’
infringement contentions would cause some degfg@eejudice. Given PersonalWeb’s less than
overwhelming demonstration of diligence andatsk of reasoned opposition to Google’s claim g
prejudice with respect to thewly asserted patents, the Cofinds that good cause does not exig
to grant PersonalWeb leave to amend its infringeroententions to add the two new patents. Ir
other words, PersonalWeb may amend its infringgraententions as proposed, except that it m|
not include contentions relatirtg the ‘539 and ‘544 patents.

Accordingly, PersonalWeb’s motion fardve to amend is GRANTED IN PART and
DENIED IN PART. PersonalWeb shall serve theesaded infringement contentions in conformi
with this order within seven (7) daf®m the date of this order.

IT 1S SO ORDERED.

REPORT AND RECOMMENDATION
This Court further recommendsat PersonalWeb’s motion for leave to amend its compl
be granted.
Dated: January 17, 2014

HOWARM®R. LLOYD |
UNITED STATES MAGISTRATE JUDGE
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C13-01317-EJD (HRL)Notice will be electronically mailed to:

Adam Hockensmith  ahockensmith@wsasgodfrey.com, jdunaven@susmangodfrey.com
Allen Franklin Gardner allengardner@potterminton.com

Ashley Lauren McMillian  amcmillian@susmangodfrey.com

Davida P Brook dbrook@susmaatrey.com, eball@usmangodfrey.com

Daymon Jeffrey Rambin  jrambin@capshawlaw.com

Elizabeth DeRieux ederieux@capshawlaw.com

Joseph S. Grinstein  jgrinstein@mangodfrey.com, tadkins@susmangodfrey.com
Justin Adatto Nelson  jnelson@susmangodfrey.com

Kalpana Srinivasan ksrinivasan@swangodfrey.com, hdaniels@susmangodfrey.com
Matthew M. Wolf matthew.wolf@aporter.com

Max Lalon Tribble , Jr mtribble@susmangodfrey.com, tadkins@susmangodfrey.com
Michael Anthony Berta michael.berta@aporter.com

Michael E Jones mikejones@potterminton.com

Nicholas Lee nicholas.lee@aporter.com

Nicholas H Lee  nicholas.lee@afer.com, donna.johnson@aporter.com,
elizabeth.tryon@aponteom, john.fitzpatrick@aporter.corilaryAnne.Donaldson@aporter.com

Sandeep Seth  sseth@susmafrggdcom, pgoff@susmangodfrey.com
Sara Patricia Zogg sara.zogg@aporter.com
Sidney Calvin Capshaw , Il ccapshaw@capshawlaw.com

Counsel are responsible for distributing copiesf this document to co-counsel who have not
registered for e-filing under the court's CM/ECF program.




