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EVOLUTIONARY INTELLIGENCE,
LLC,

Plaintiff,
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Plaintiff,
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DefendantsSprint Nextel Corporation, Sprint Communications Company L.P., Sprint
Spectrum L.P., Sprint Solutions Inépple, Inc., Facebook, Inc., Foursquare Labs, Inc., Groupo
Inc., LivingSociaJ Inc., Twitter, Inc., Yelp, Inc., and Millennial Media, Ir(collectively,
“defendants”ymove to dismiss plaintifEvolutionary Intelligence, LLG (“EI”) complaint and for
judgment on the pleadings. Dkt. No. 18Befendants argue that all claims of the asserted gaten
U.S. Patent Nos. 7,010,536 (“the '53&ent”)and 7,702,682 (“the 682 patent”), are invalid for

failure to claim patenreligible subject matter. For the reasons explained hetwwcourlGRANTS

the motion

! ECF citations are to the docketwolutionary Intelligence, LLC v. Sprint Nextel Corporatiral, Case No13-

4213, unless otherwise noted.
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|. BACKGROUND
El asserts that defendants eadhinge the '536 and '682giens, both of whichareertitled

“System and Method for Creating and Manipulating Information Containers witarbic
Registers.’The '682 patent issued on April 20, 2010, and is a continuation of the '536 patent,
issued on March 7, 2006. '682 patent at 1; '536 patent at 1. The two stardgthe same
specification, claim priority to the same provisional application (No. 60/073,209, ditecady 30,
1998), identify the same sole inventor (Michael De Angelo), and are both now owned@82EI.
patent at 1; '536 patent at 1; Dkt. No. 1 1 12, 17.

Thecommonspecificationdescribeghe patents adirected to a “means to create and
manipulate information containers.” 682 patent, cl 282 El previouslycharacterized the patent
as containing three broadtegories of independent claims: (1) methods of tracking searches; (
time-based information containers; and (3) location-based information cont@eeEsolutionary
Intelligence LLC v. Sprint Nextel Corase Nol12-0791, Dkt. No. 167, at 2 (E.D. Tex. Oct. 17,
2012).The specification explains that suobntainers store information on various types of
computer and digital networkas well aon physical, published, and “other” media. '682 patent,
col.311.13-15. The containers include various types of “registers” which perform functidnasug
identifying the container or contents, providing rules of interaction between containers, and
recordng the history of the containdd. col.1311.4-10. The containers also have “gateways” to
“control[] the interaction of the container with other containers, systems orspescé’536 patent,
claims 1 2, 15, and 16. Theatents alsstate thathe patergd invention includes a search
interface or browser” whichllows a “user to submit, record and access search streams or phra
generated historically by himself, other users, or the system.” '682 petdé@tl. 10-14.

The specification summarizes timyention in very broad ternes:

[A] system and methods for manufacturing information on, upgrading the
utility of, and developing intelligence in, a computer or digital network,
local, wide area, public, corporate, or digital-based, supported, or
enhanced physical media form or public or published media, or other by
offering the means to create and manipulate information containers with
dynamic registers.

2 Because the two asserted patents sth@reamespecification, the court adopts defendants’
convention of citing the column and line numbers in the '682 patent when referencing the
specification. Claim references are of course pagpatific.
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Id. col.3 1.10-16.

The specification describes a preferred embodiment configutbdan input device 24, an
output device 16, a processor 18, a memory unit 22, a data storage device 20, and a commu
device 26 operating on a network 20 col.7 11.35—-38, Fig. 1see also idcol.7 1.38—col.8 1.44
(describing components).

A. The '682 Patent

The '682 patent contains seven independent claims (claims 1 and 18-23), and sixteen

dependent claims. Independeldim 1 is representative:

1. A computerimplemented method comprising:
receiving a search query;

searching, using the computer, first contairegjisters encapsulated and
logically defined in a plurality of containers to identify identified
containers responsive to the search query, the container registers having
defined therein data comprising historical data associated with
interactions of the identified containers with other containers from the
plurality of containers, wherein searching the first container register
comprises searching the historical data; encapsulating the identified
containers in a new container; updating second containsteegof
the identified containers with data associated with interactions of the
identified containers with the new container; and

providing a list characterizing the identified containers.

'682 patent, col. 29 11.52—-67. Independent claim 19 is identicalaim 1 except that the preamble
states “[a] computer program product, tangibly embodied on commadable media, comprising
instructions operable to cause data processing apparatus to” perform the gtepaathod in
claim 1.1d. col.31 I1.28—-30Likewise, independent claim 21 is identical to claim 1 except that it
an apparatus claimm means-plus-function fornid. col. 32 11.5-22. Independent claim 23 is
identical to claim 1 except for the fact that it claims “search query templates” iratteeqdl
“containers” in claim 1ld. col. 32 11.44-61.

Independent claims 18, 20, and 22 are identical to independent claims 1, 19, and 21
respectively, except they claifpolling” gateways rather than “searchingdntainersSeed. col.31

[1.7-27; col.31 1.47—col.32 I.4; col. 32 11.23—-43. Howe\ke claims make clear thigiolling the
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plurality of gateways comprises searching the historical data,” arefagheclaims 18, 20, and 22
riseor fall with the other independent claingee, e.g., idcol.31 11.18-20.

Dependent claims-2A7 depend from claim 1, and add various component and process
limitations such as a “data tree having at least one pahddtrelationship” (claim 2)id. col.30
[.1-3, and specifying that the “list characterizing the ideatifcontainers” “provides a title of each
identified container and a short description of its contents” (claimd.79pl.30 11.25-27.

B. The '536 Patent

The '536 patent contains four independent claims (claims 1, 2, 15, and 16) and twelve

dependent claim&ach is an apparatus claimdependentlaim 1 is representative:

1. An apparatus for transmitting, receiving and manipulating information
on a computer system, the apparatus including a plurality of containers,
each container being a logically definedadanclosure and comprising:

an information element having information;

a plurality of registers, the plurality of registers forming part of the
container and including

a first register for storing a unique container identification value,

a second regter having a representation designating time and governing
interactions of the container with other containers, systems or processes
according to utility of information in the information element relative
to an externato-the-apparatus event time,

an adive time register for identifying times at which the container will
act upon other containers, processes, systems or gateways,

a passive time register for identifying times at which the container can
be acted upon by other containers, pgses, systents gateways,
and

a neutral time register for identifying times at which the container may
[interact] with other containers, processes, systems or gateways; and

a gateway attached to and forming part of the container, the gateway
controlling the interactio of the container with other containers,
systems or processes.

'536 patent, col.30 I.6—30ndependentlaim 2 is identical to claim 1 except that whereas claim
is directed to the use of “time” as a means of governing interaction betweame)tchim 2 is
directed to the use of “spac&bmpareid. col.30 11.15-27 and 11.40-54. Independent claims 15 3

16 are identical to claims 1 and 2, respectively, except claims 15 and 16 contaiteast“ahe
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acquire register” limitation in lieu of the tleéactive,” “passive,” and “neutral” “space” or “time”
registers in claims 1 and Bl. col.32, 11.15-18, 39-42.

Dependent claims-34 all depend from claims 1 or 2. Dependent claims 3-8 add varioys

additional registers to the “plurality of registers” ab&d in claims 1 and &ee, e.gid. col.30
[1.58-62 (“The apparatus of claithor 2, wherein the plurality of registers includes at least one
container history register for storing information regarding past intenagt the container with
other containers, systems or processes, the container history regisgembelifiable.”).
Dependent claims-22 add various additional means-pfusction limitationsto the “gateway”
claimed in claims 1 and 3ee, e.gid. col.31 11.1822 (“The apparatus of clail or 2, wherein the
gateway includes means for acting upon another container, the means foupctirapnother
container using the plurality of registers to determine whether and how theneoatzs upon other
containers.”)Dependent clainl3 adds andn expert system” limitation to the “gateway” claimed
in claims 1 and 2d. col.31Il.38—41.Finally, dependent claim 14 limits the “information element|
in claims 1 and 2 to “one from the group of text, graphic images, video, audio, a digital, @atte
process, a nested container, bit, natural number and a systenct)l.31 11.42-45.

In October 2012, Evolutionary Intelligence, LLC (“Evolutionary Intelligencd®&xfi

complaints alleging infringement of the '536 and '6&2ems in the Eastern Distriaif Texas

against nine groups of defendaf®rom July to September 2013, the nine actions were transfefred

to this district.

The parties subsequently sougtier partesreview (“IPR”) of the asserted patents at the
U.S. Patat and Trademark Office ("PTO"Dn April 25, 2014, théatent Trial and Appeal Board
(“PTAB") grantedone IPRpetition as to claims-212, 14, and 16 of the '536 patent, but denied

defendantsIPR petitions as tthe other claims of the '53@gentand all claims of the '682gtent.

% The nine cases aevolutionary Intelligence LLC v. Apple, Ind2-0783 (E.D. Tex. Oct. 17,
2012);Evolutionary Intelligence LLC v. Facebook, Int2-0784 (E.D. Tex. Oct. 17, 2012);
Evolutionary Intelligence LLC v. Foursquare Labs, Jri2-0785 (E.D. Tex. Oct. 17, 2012);
Evolutionary Intelligence LLC v. Groupon, In¢2-0787 (E.D. Tex. Oct. 17, 201Byolutionary
Intelligence LLC v. LivingSocial, Inc12-0789 (E.D. Tex. Oct. 17, 201Byolutionary Intelligence
LLC v. Millenial Media, InG.12-0790 (E.D. Tex. Oct. 17, 201Byolutionary Intelligence LLC v.
Sprint Nextel Corp.12-0791 (E.D. Tex. Oct. 17, 201Byolutionary Intelligence LLC v. Twitter,
Inc., 12-0792 (E.D. Tex. Oct. 17, 201BEyolutionary Intelligence LLC v. Yelp, Ind20794 (E.D.
Tex. Oct. 17, 2012).
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See'536 patent, IPR20140086, Institution ofnter PartesReview (P.T.A.B. April 25, 2014)
(granting Apple’s IPR petition as to claims12, 14, and 16 of the '53@&fent).Before the cases
were related, all nine defendants brought motions to stay eiiRin their separate actionand
each motion to stay was granted.

On June 23, 2014, the undersigned ordered that the parties in all cases show cause w
Evolutionary Intelligenceases should not be consolidated for all pretrial proceedings thekaigh
constructionSee, e.g., Evolutionary Intelligence LLC v. Sprint Nextel Corp.,,efade Nol13-
04513 (N.D. Cal. June 23, 2014), Dkt. No. 143. Following a hearing and an order assigning th
issue of consolidation and relation to the undersigressiEsolutionary Intelligence LLC v. Sprint
Nextel Corp., et al.Case N013-04513 (N.D. Cal. July 28, 2014), Dkt. No. 158, the court orderg
that theEvolutionary Intelligenceases be relatedee Evolutionary Intelligence LLC v. Sprint
Nextel Corp., eal., Case N013-04513 (N.D. Cal. July 28, 2014), Dkt. No. 159. Following
consolidation, on October 17, 2014 the court granted a motion to maintain the stay in each cg

Dkt. No. 184.

hy tl

e

d

Se.

On April 16, 2015 the PTAB issued its final written decision in the IPR proceedingidnoldi

the '536 patent to be valid over the cited prior art. Dkt. No. 185, at 1. Upon the PTAB’s issuan
its final written decision, the stay in these cases automatically expeebkt. No. 184, at 14.

Defendants filed the instant tan to dismiss and for judgment on the pleadings on June|
2015 Dkt. No. 188. El filed an opposition on June 26, 2015, Dkt. No.’9®] defendants replied
on July 14, 2015, Dkt. No. 200. The court held a hearing on the motion on July 28, 2015.

* Because they have yet to file an answlefendants Groupon and Twitter move under Federal
Rule of Civil Procedure 12(b)(6) for an order to dismiss for failure to stelsara, while the
remaining defendants move undiederal Rulef Civil Procedure 12|) for an order granting

judgment on the pleadings. Dkt. No. 188, at 1. Because, as discussed below, the standard fof
deC|S|on both motions is the same, the court does not distinguish between the two intthis orde

® El filed with its opposition an expert declaration from Scott Taylor. Dkt. No. 193-1. In it, Taylc
opines on various aspects of the prior art, and states his opinions regarding the ways ihewhic
asserted patents claim patetigible subject matteSee id However, ach a declaration is not
appropriate for the court to consider on a motion to dismiss or motion for judgment on the

pleadingsSee Hal Roach Studios, Inc. v. Richard Feé?o., 896 F.2d 1542, 1555 n.19 (9th Cin.

1989). On such motions, the court may only consider the complaint, documents incorporated
reference in the complaint, and judicially noticed faSte Tellabs, Inc. v. Makor Issues & Rights

cec

by

Ltd., 551 U.S. 308, 322 (2007). Accordingly, because the Taylor declaration meets none of these

criteria, the court does not consider it.
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[I. Analysis
A. Legal Standard

A motion to dismiss for failure to state a claim under Rule 12(b)(6) tests the |&ga¢say
of a complaintNavarro v. Block250 F.3d 729, 732 (9th Cir. 2001). In considering whether the
complaint is sufficient to state a claim, tBeurt must accept as true all of the factual allegations
contained in the complaimshcroft v. Igbal556 U.S. 662, 678 (2009). However, the Court need
not accept as true “allegations that contradict matters properly subjecicialjodtice or by
exhbit” or “allegations that are merely conclusory, unwarranted deductionstpbfamreasonable
inferences.In re Gilead Scis. Sec. Litigh36 F.3d 1049, 1055 (9th Cir. 2008). While a complain
need not allege detailed factual allegations, it “mustatorsufficient factual matter, accepted as
true, to ‘state a claim to relief that is plausible on its fadgbal, 556 U.S. at 678 (quotirgell Atl.
Corp. v. Twombly550 U.S. 544, 570 (2007)). A claim is facially plausible when it “allows the c
to draw the reasonable inference that the defendant is liable for the misconduct altegeds78.
“Determining whether a complaint states a plausible claim for relief . . . [is|taxt@pecific task
that requires the reviewing court to draw on itdigial experience and common sendd.”at 679.

B. Motion to Dismiss and for Judgment on the Pleadings

Defendantxontend that the '536 and '682 pateats invalid for failure to claim patent
eligible subject matter. For the reasons set forth below, i foeds that both patentail to claim
patenteligible subject matter, at@RANTS defendants’ motion to dismiss and for judgment on t
pleadings.

Section 101 of the Patent Act describes the types of inventions that are etigiidéeit
protection “[w]hoever invents or discovers any new and useful process, machine, manufacturs
composition of matter, or any new and useful improvement thereof, may obtain a lperteioir t
subject to the conditions and requirements of this title.” 35 U.S.C. 8 101. Section 101 has lon
contained “an important implicit exception: Laws of nature, natural phenomena, ardtadsias
are not patentableAss’n for Molecular Pathology v. Myriad Genetics,.[rS33 S. Ct. 2107, 2116
(2013) (quotingviayo Collaborative Servs. v. Prometheus Lalms.,132 S. Ct. 1289, 1293
(2012)). InAlice Corp. Pty. Ltd. v. CLS Bank Intthe Supreme Couexplainecthat “the concern

ORDER GRANTING MOTION TO DBMISS -9-
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that drives this exclusionary principle [is] one of pre-emption.” 134 S. Ct. 2347, 2354 (2014).
“Monopolization of [laws of nature, natural phenomena, and abstract ideas] throughthef gra
patent might tend to impede innovation more than it would tend to promote it, thereby treetis
primary object of the patent lawdd. (quotingMayq, 132 S. Ct. at 1293). However, the Supreme|
Court has also recognized the need to “tread carefully in construing this exalygionaiple lest

it swallow all of patent law.1d. Accordingly, ‘[a]pplications of [abstract] concepts to a newl an
useful end . . . remain eligible for patent protectidd.’(internal quotations omitted).

The Supreme Court iMayo“setforth a framework for distinguishing patents that claim
laws of nature, natural phenomena, and abstract ideas from those that clairelgabdat
applications of those conceptélice, 134 S. Ct. at 2355. Firstcaurt must “determine whether th
claims at issue are directed to one of those patefigible concepts.1d. If the court finds that the
patent claim recites a pateneligible abstact idea, the court then must “consider the elements d
each claim both individually and as an ordered combination to determine whetfedethents in
addition tothe abstract idea] transfortime nature of the claim into a patestigible applicatiori. Id.

In this step, the court “must examine the elements of the claim to determine whethtirtscan
inventive concept sufficient to transform the claimed abstract idea into a-phdnie
application.”ld. at 2357.

1. '682Patent

The court first looks to whether the '682 patertites an abstract ide®efendants argue
thatthe 682 patentlaims the abstract idea oféarching historical dataDkt. No. 188, at 12. El
argueswith regard to both the '682nd’536 patens that“the purpose of the dias is to enable
computers to process containerized data in a way that results in dynamicatiodi§ in order to
improve future processing efforts by computers.” Dkt. No. 193, at 15. El states ti&82paten
“focug[es] on making dynamic modificains when processing computer search queries” in orde
make future searches more efficiddt. The court finds that the’682 patascites the abstract idea
of searchingand processing containerizédta Updating searchable containers of information
based on past search results or based on external time or location resembldS@ues of

information processing such as have previously been employed in libraries, lassiaessother
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human enterprises with folders, books, time-cards, ledgers, and skked68Z pateh merely
computerizes this abstract idéaking advantage of the conventional advantages of computers i
terms ofefficiency and speed.

Because the court finds that the '682 patgaiims the abstract idexd searching and
processing containerized data, the cpuoceed to the second step in théMayoframework.At this
step, the counnust determine whether the limitationghe '682 patentepresent a patesligible
application of the abstract ide&searching and processing containerized.ddiee, 134 S.Ct. at
2357. According to the Supreme Courhétmere recitation of a generic computer cannot transfd
a patenineligible abstract idea into a pategiigible invention.”ld. at 2358 Rather to satisfy this
requirement, a computer-implemented invention must involve more than performamca|-of “
understood, routine [and] conventional activities previously known to the induskrat’ 2359
(internal quotation marks and citation omitted). The patent must contain an inventivpetcanicé
“transfornis] the nature of the claifg] into a pateneligible applicatiori’ Id. at 2355Ultimately,
the patergd invention must amount tgiggnificantly more” than a patent on the ineligiblestract
ideaitself. Mayo, 132 S. Ct. at 1294.

The method claimed in the '682 pateomprises the following stepfl) receiving a search
qguery; (2) searching; (3) encapsulating responsive containers in a nemeorftg updating
registers; (5) generating a liSee'682 patentclaim 1° The language of the claims describes the
use of containers, registers and gateways to perform these steps on a corhpoeedes that the
structuregecited intheclaimsare conventional and routin®eeDkt. No. 193, at 17 (Arguing
“[a]lthough theflundamentaktructures are containers, registers, and gateWéhysclaims are
patenteligible because they implement the inventive concepts with “specific arranigémin
structures) (emphasis added). Each step individually is also conventional and, ranti El does
not argue otherwisénstead, El argues that the clajmgewed in combination, contain an inventivg

concept sufficient to transform the claimed abstract idea into a ysigible application.

® Because El identifies provides no analysis of how either patent’s dependestdifé&mfrom the
independent claims (and in particular claim 1), and the court does not credit theisoonc
assertiornin the oppositionthat the dependent claims recite “significant limitations,” the court fing
that the dependent claims for each patent rise and fall with the independent ARoscussed
herein, the court finds that the indepenticlaims fail to claim patetigible subject matter, and
therefore finds that the dependent claims fail for the same reason.
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Specifically, El emphasizes that thatent was designed to overcome limitations associated with
static information model of computerized data processingtratthe claims are drawn to patent
eligible subject matter because they improve the functioning of computers. Dkt. Not 19313
El relies primarily orDDR Holdings, LLC v. Hotels.com, L,F73 F.3d 1245 (Fed. Cir. 2014), in
which the Federal Circuit upheld a patent on the basis that it claimed a patditedarventional
solution to an internet-specific problem by overriding the conventional behaviobsitee
hyperlinks. However, far from supporting EI's position, the Federal Circuit'sidecinDDR
Holdingsdemonstrates how tlasserted claims here are not patigible.

The patents at issuie DDR Holdingsdisclosed @&ystem to create composite websites for
electronic shopping in an effort to address the problem of websites losirg triitic when
visitors clicked on advertisementd. at1248-49. Under the prevailing mode of operation, host
websites would direatisitorsto external advertiser websites whasitors clicked on
advertisementdd. By contrast, the patends$ issuen DDR Holdingsdescribed a system that woulg
generate a composite web page displaying the advertiser’s product orootieert evhile etaining
the “look and feel” of the host websitd. “Thus, the host website can display a tipatty
merchant’s products, but retain its visitor traffic by displaying this produmtrivddtion from within
a generated web page that gives the viewer gbdige the impression that she is viewing pages
served by the host’'s websitéd. at 1249 (internal quotation marks omitted). The Federal Circuit
observed that “the precise nature of the abstract idea [implemented in the assened/ak] not
as straigtforward as inAlice or some of our recent casekl” at 1257 Rather, thelaims
“address[ed] a business challenge (retaining website visitors), [whi¢lawhallenge particular to
the internet.ld. The Federal Circuit distinguished cases invalidgpaignts that “merely recite the
performance of some business practice known from thenfmeret world along with the
requirement to perform it on the internet” on the basis that the patemRnHoldingswas
“necessarily rooted in computer technology in order to overcome a problem glgcaising in
the realm of computer networkdd. The court emphasized that the creation of a composite wel]
page, as opposed to re-direction, “overrides the routine and conventional sequence of events

ordinarily triggered by the click of a hyperlink,” and concluded that the claims surfivesl
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because they “recite an invention that is not merely the routine or conventiooéltiisénternet.”
Id. at 1258-59.

Here, El argues that tlassertegbatents “were desigdeovercome the significant limitationg
associated with the static information model of computerized data processirigriabl[ing]
computers to process containerized data in a way that results in dynamicatiodi§ in order to
improve future processing efforts by computers.” Dkt. No. 193, at 15. The c@DRrHoldings
held thatasserteatlaimsin that case were pateeligible because they “specified how . . . to yield
desired result” by “overriding the routine and conventional” operation ofidimaexd techology.
DDR Holdings 773 F.3dat 1258-59. However, unlike DDR Holdings the problem identified by
El—failure to dynamically update data structures over time and by locatibased on search
history—is not unique to computing. Indeed, it is not even a computing problem, but an inform
organization problenEl's attempt to provide a concrete example of the patented idea reveals {
deficiency of the claimsaccording to El, the claimadvention “could enable a computer to provid
a usera dynamically changing list of restaurants that depends on the user'sriptati time of day,
ratings provided by other users, and the user’s browsing history,” as well &sHistorical
information to ensure that future processing for that user and other users is haedlswee
efficiently.” Dkt. No. 193, at 4lmplementations of these ideas héweg existed outside the realm
of computing. As defendants’ note, “searching for a nearby place to eatadidbof restaurants
open at a particular hour, or for those most frequented by others, does not solve a problem u
any field of computing.” Dkt. No. 200, at 4. Restaurant guides have long provided lists of
restaurants organized by cuisine, city, neighborhood, and rating. Libraveetohg organized their
holdings by subject matter and author name, and have employed “dynamic” cantatherform
of rotating selections based on staff review, recent release, or otheacliteated in a specific
section of the library. Nor is the sort of curation envisaged by El a new phenorgahenes stage
curated exhibitions, video rental stores (when there were video rental stores¢lvad sf
“customer favorites,” and merchants of every kind have long kept track of wigtutar, what is
new, and presented selections for purchase on these bases. Finally, the idemgfistorical

information to ensure that future processing for that user and other users is haédled m
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efficiently” is practiced by every local barista or bartender who remembertfiaulaarcustomer’s
favorite drink. The claims here merely take theseadedeas and add a computer, which is
insufficient to confer patent eligibilitysee Alice134 S. Ct. at 2358ee also Bascom Research,
LLC v. LinkedIn, Ing.Case No. 12-6293, 2015 WL 149480, at *9-10 (N.D. Cal. Jan. 5, 2015)
(finding patentineligible “claims [that] amount[ed] to instructions to apply an abstract idea—i.e.,
the concept of establishing relationships between documents and making thases hajest
accessible to other users.”).

El's insistenceghatthe assertedlaims are patergligible because they address specific
problems in the prior art related to the “static information model” used in com@gimgonfuses
the “inventive feature” analysis under Section 101 with the ideas of novelty and nonobviousné
under Sections 102 and 103. Dkt. No. 193, at 2—4. To be novel, a patent claim must include &
element not present in the prior &8ee35 U.S.C. 8§ 102. The “inventive feature” language in
Section 101 analysis is similar to language used in discussing anticipation and obviousness u
U.S.C. 88 102 or 103. However, in the context of Section 101, “inventive feature” is better
understood as referring to the abstract idea doctrine’s prohibition on patenting fatelaméhs,
whether or not the fundamental truth was recently discovAles, 134 S. Ct. at 2357 (“Because
the algorithm was an abstract idea, the claim had to supply a ‘new and usefchtpplofthe
idea in order to be patent-eligible. But the computer implementation did not supply ¢lssargc
inventive concept; the process could be ‘carried out in existing computers long i (@geting
Gottschalk v. Bensod09 U.S. 63, 67 (1972))yhe nventive feature question under Section 101
concerns whether the patent adds something to the abstract idea that ial“iatége claimed
invention . . . ."Bancorp Servs., LLC v. Sun Life Assur. Co. of Canada (6&7)F.3d 1266, 1278
(Fed. Cir. 2012)lt is therefore important to distinguish between claim elements that are integra
the claimed invention from those that are merely integral to the abstract idea embdde
invention. As discussed above, the application of the idea of searching and prooassimgrized
data n the '682 patent amounts to the use of common, conventional computing components i
way that could be carried out in existing computers long in use. Regardless loénitettoncept

of “dynamically” updating information containers and registeesy hae been novel and
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nonobviousat the time this patent was filetheclaims donothing to ground thiabstract idea in a
specific way, other than to implement the idea on a computer.

El also contends that the asserted claims require “specific arrangements” of teempu
specific” structures, “operating in a specific way.” Dkt. No. 193, at 17. El fuattgeies that the
claims are inventive because they include significant structural limitations stich specific types
of registers that containers must hataetive time registers,” “passive time registers,” “acquire
registers,” “identified search query templates,” and so ftdtiH-However, thdimitationsEl
identifiesaresimply functional descriptions of conventional concepts of data processing, such
using dataegisters, ofabels to govern the interaction of various data. El fails to explain how th

claimed fundamental elements, either individually or collectively, perforythang other than their

normal and expected functioreeContent Extraction & Transmission LLC v. Wells Fargo Bank;,

Nat’'l Assoc, 776 F.3d 1343, 1349 (Fed. Cir. 20{#)jecting argument that inventive concept cou
be found because additional claim limitations were “atbwn, routine, and conventional

functions of scannei@d computers”)see also Internet Patents Corp. v. Active Network, Case

as

ese

Id

Nos. 2014-1048, 2014-1061, 2014-1062, 2014-1063, 2015 WL 3852975, at *5 (Fed. Cir. Jung 23

2015).The elements of the '682 patent’s claiare directed to employing time, Idizm, and

history information in connection with data processing, and encompass nothing more than the

conventional and routine activities of searching, updating, and modifying data onuteom
network operating in its normal, expected manner” using conventional computers and compu
componentsDDR Holdings 773 F.3d at 1258.

Furthermore,lie abovenalysis makes cle#inat '682 @tent claims no more than a

e

computer automation of what “can be performed in the human mind, or by a human using a pen &

paoer.” CyberSource Corp. v. Retail Decisions, Jrg54 F.3d 1366, 1372 (Fed. Cir. 2011). These
methods, “which are the equivalent of human mental work, are unpatentable abstsatiddaa
1371;see also Bancor®87 F.3d at 1278—79To salvage antherwise patenineligible process,
a computer must be integral to the claimed invention, facilitating the processanthat a person
making calculations or computations could not. [Merely] [u]sing a computer to ctecha

ineligible mental processoes not make that process patgidgible.”); Cogent Med., Inc. v. Elsevie

ORDER GRANTING MOTION TO DBMISS -15-

-




United States District Court
For the Northern Btrict of California

© 00 N o o -~ w N Pk

N N N N DN DN DN NN R R R R R R R R R
0o N o 0NN WN P O ©OW 0o N o o dN WwN B O

Inc., 70 F. Supp. 3d 1058, 1060 (N.D. Cal. 2014) (Finding patefigible claimsthat amounted to
no more than a computer automation of what can be performed in the humaonmbyd,human
using a pen and paper) (internal quotation marks and citation onfitted).

Finally, the patent’s ineligibility is confirmed by the machioetransformation testHere,
the transformation prong is inapplicable and the claimed methods aredat &ny particular
machine The claims require nothing more than a general purpose compheeemeétre recitation of
[which] cannot transform a patemeligible abstract idea into a pategligible invention.”Alice,

134 S. Ct. at 1258. Instead, to tempatent eligibility on a claim, the computer “must play a
significant part in permitting the claimed method to be performed, ratheruhetioh solely as an
obvious mechanism for permitting a solution to be achieved more quicklySiRE'Tech.,rc. v.
Int'l Trade Comm’n 601 F.3d 1319, 1333 (Fed. Cir. 2010%wasdiscussed above, tigeneric
computer required by the claims does no more than automate what “can be done imBetasiyn
409 U.S. at 67.

In sum, the '68%atent is directed to trebstract idea of searching and processing
containerizediata andloes not contaianinventive concepsufficient totransformthe claimed
subject matter inta patenteligible applicationLike the computer elements Alice, the steps of
the’682 patent, considedindividually oras an ordered combinatiocadd nothing transformative tqg
the patentRather, the claims of the '862 patent merely recite routine and conventional compul
operations and structures as a means of implementing the abstractsdascbhing and processing
containerizedlata® Accordingly, because the62 patent fails to claim patestigible subject

matter, the court GRANTS defendants’ motion to dismiss as to the 862 patent.

" The court is also mindful thatpatent on the abstract idea of searching and processing
containerized data whidacks a specific inventive concept to limit #sope poses a real threat of
preemption, and might well “tend to impede innovation more than it would tend to promote it,
thereby thwarting the primary object of the patent lavdice, 134 S. Ct. at 2354.

8 While “[tlhe machineor-transformation test isot the sole test for deciding whether an inventio
is a patentligible ‘process,” it is still “a useful and important clu&ilski v. Kappos561 U.S.
593 604 (2010).

¥ Alice makes clear that the '682 patent’s apparant computer product claimseiand fall with
the method claims. “[N]one of the hardware recited bydpearatus or computer component]
claims offers a meaningful limitation beyond generally linking the use ofhteéhpd] to a
particular technological environment, that is, impleragah via computersAlice, 134 S. Ct. at
2360 (internal quotations omitted, [method] alteration in original). “Put another heajggparatus
and computer component] claims are no different from the method claims in substanoetfda:
claims recite the abstract idea implemented on a generic comput@pplaeatus and computer
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2. '536Patent

Defendants contend that the '58&tent clans the abstract idea tgtoring information in
labeled containers with rules and instructions on how the container or contents may bBkitsed.
No. 188, at 16. EI's position is thidite’'682 patent “focus[es] oprocessing constantly changing
information corresponding to time and location to make future processing of time and location
information by computers more efficiehDkt. No. 193, at 15. The independent claims of the '53
patentare directed to “containers” comprising: (1) “an information elg@rhaving information,” (2)
various “registers,” and (3) a “gateway” for controlling interaction ofcivetainer with other
containers, systems, or processes. The court finds that the '536 pateatdgected to an abstract
idea: containerized dateosage utilizing rules and instructiorslso like the’682 patentthe '536
patent merelgomputerizes the underlying abstract idea, taking advantage of the conventional
advantages of computers in terms of efficiency and speed.

El advances no separate argnts regarding the patent eligibility of the '536 patent unde
the second step of tiayo analysis, and so the court finds that this padésd fails to claim patent
eligible subject matter, for the reasons set forth abdseordingly,the courtGRANTS defendants’
motion to dismiss as tihe '536 patent.

lll. Order
For the foregoing reasons, defendants’ motion to dismiss and for judgment on theggleg

is GRANTED.

Dated: October 6 2015 Wm W

RONALD M. WHYTE
United States District Judge

component claims] claims recite a handful of generic computer components ceshfigu
implement the same idedd. Because the apparataisd computer product claims “add nathof
substance to the underlying abstract idea,” they also fail to claim gditgibte subject matter
required by Section 101d.
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