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2 18 In this patent infringement suit, Plaintiff Finjan, Inc. seeks an order compBléfendang
19 Proofpoint, Inc.and Armorize Technologies, Incdllectively, Defendars) to produce “all
20 relevant documents responsive to Finjan’'s RFP Nos. 1-11, 26-30, arahd@%"“supplement their
21 responses to Interrogatories Nos. 2, 6, and 8.” Dkt. No. 109, at 5. Plaintiff also seeks an order
22 prohibiting Defendants from “using any claimed deficiencids Winjan’s infringement contentions
23 as a basis to withhold discoveryd. Defendants maintain thétey cannot produce the requested
24 discovery becaudéinjan’s nfringement contentiorfail to define the scope of the cate. at 6.
25 Accordingly, Defendats ask the court to defer Finjan’s request to compel discovery until Finjan ha:
26 supplemented its response to Defendants’ Interrogatory No. 1, which seeks sh®bgsgan’s
27 infringement contentiondd.; see alsad. at 8.
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Finjan filed this suit on Deanber 16, 2013, asserting infringement by Defendants of eig
Finjan patents. Discovery commenced on March 12, 2014hanghrties exchanged their
respective first sets of Interrogatories, &mgjan served its first set of Document Requests for
Production (RFPs)he partieserved their responses on April 14, 2014. Three days later, on A
17, 2014, Finjan served ibsfringementContentionsFinjan served a second set of Interrogatorie
on June 18, 2014, to which Defendants responded on September 4, 2014. On September 26
Finjan served a second set of RFPs to Defendants, and Defendants have agreed to produce
documents from this set by January 15, 2015.pdreesmet and conferred on November 24, 201
to attempt to resolve their discovery digguhe fdure of which resulted in this Discovery Dispute
Joint Report (DDJR) No. 1.

Finjan contends that Defendants’ responses to Interrogatories 2, 6, and 8 are dafidient
that the internal technical documents produced by Defendants in respéirganss first set of
RFPs are insufficienDefendants argue that Finjan’s request for an order compelling Defendar
produce further discovery is improper because Finjan’s inadequate infringemnégmtions and
failure to respond to Defendants’ integatory seeking the basis for their infringement claims lea
Defendants without notice of what is at issue in this CHse matter is deemed suitable for
detemination without oral argument. Civ. L.R.I{b). Upon consideration of the parties’ respeeti
arguments, the court finds as follows.

Finjan argues that Defendants have largely failed to engage in discoverit speeed nine
months ago. In Finjan’s view, Defendants have produced “hardly any internal regponsi
documents” and have providelittie to no substantive response to interrogatories.” Dkt. No. 104
1. Finjan says it is prejudiced by Defendants’ failure to produce “a large vauim@rmation
relevant to this actiah ld. Defendants respond that the problem is not Defendants’daduengage
in discovery, but rather Finjan’s inadequate infringement contentions that fail tolprdgine the
scope of this case for discovery. According to Defendants, Finjan’s failure to pnofvidgement
contentions in compliance with Patent L.R1 Bas left them guessing as to what is at issue in th

litigation. Defendants sought the basis for Finjan’s infringement theoriesfenBants’
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Interrogatory No. land assert that Finjan’s response was as unhelpful as-m@g’s
infringement contentions.

Federal Rulef Civil Procedure 26(b) provides that parties “may obtain discovery regarg
any nonprivileged matter that is relevant to any party's claim or defense él&aant information
“need not be admissible at trial if the discovery appe@easonably calculated to lead to the
discovery of admissible evidence.” Relevance under Rule 26(b) is broadly definledygal it is
not without ultimate and necessary boundari€¥egeGonzales v. Google In234 F.R.D. 674, 680
(N.D. Cal. 2006) (irternal citations and quotations omitted).

But underFed.R. Civ. P. 26(b)(2)C), acourt must limit the frequency or extent of

discovery if it determines that) (‘the discovery sought is unreasonably cumulative or duplicativ

or can be obtained from some other source that is more convenient, less burdensome, or less

expensive”; if) “the party seeking discovery has had ample opportunity to obtain the informatig
discovery in the action”; ofi() “the burden or expense of the proposed discovery oghseis
likely benefit.”

Finjan claims that in response to its RFPs, Defendants have produced only 271 interna
technical documents, most of which relate to Armorize products only. In Finjan’sthisvis
insufficient. Finjan also notes that it has prodd nearly nine times as many documents as have

Defendants. For their part, Defendants state they have also produced In&ifi@ocumentation

ling

bn b

[

the

for the accused Proofpoint products, which amounted to approximately 3370 pages. Defendants

havealsoapparently made available for inspection since June 9, 2014 the source caltle for
accused products.

Although Defendants have apparently produced more documentation than Finjan
acknowledgesDefendants neither dispute the relevance of the documents Finjan requests nof
they explain how “the burden or expense of the proposed discovery outweighs its likéily’bene
Fed.R. Civ. P. 26(b)(2)C)(iii). Defendants argue that Finjan’s infringement contentions fail to
comply with Patent L.R. 3-1 and do not properly define the scope of case for discauery. B

Defendants haveot yet moved to compel amendment of Finjan’s infringement contentions. If
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Finjan’s contentions are truly so inadequate that Defendants cannot work out whatrdeeunene
responsive to Finjan’'s RFPs, they may move to compel further Patent L.R. 3-1 disclosure
The court concludes that Defendants’ complaints regarding Finjan’s infretge
contentions do not justifheir withholding discovery of relevant information. However, Defenda
need not provide further discovery in response to all of Finjan’s RFPs, as the cowstizglpdrthat

Defendants havdraady adequately responded to several. These include: (1) RFPs Nos. 5 ang

seeking prior art, documents responsive to which Defendants produced in connection with the

invalidity contentions; (2) RFP No. 7, seeking secondary indicia of non-obviousness, whidh w
be in Finjan’s possession; (3) RFP No.8 seeking documents relating to advice of, aase
appears Defendants have not yetactlipon any such documents to defend against a claim of
willfulness, and which are privileged until such time as Defendants do so; (4) RFRib@ see
source code because this has apparently been available to Finjan since June 9, 2BjLRFhd-
4 insofar as they seeks documents not in Defendants’ possession, such as docutivents rela
Finjan or its patents, design-around, and mdnnging alternativesAccordingly, subject to the
above limitationsPefendants shall produce all relevant documents responsive to Finjan's RFR
1-4, 9, 26-30, and 35 no later than January 26, 2015.

Finjanalsoargues that Defendants’ responses to Finjan’s Interrogatories Nos. 6 and 8
been “grossly deficient”Dkt. No. 109, at 4. Interrogatory No. 6 requests Erefendants
“[d]escribe in detail the complete legal and factual bases for Your contenttovoinao not
infringe the asserted patents and provide a chart that identifies on an digretatient basis, how
each asserted patent claim is allegedly natdowithin each of the Accused Instrumentalities and
not practiced by You, and identify all documents that support Your contention.” Dkt. No. 109,
at 3-4. Defendants’ responsecludeda general denial that they infringe the asserted et
explanedthat (1) Finjan’s infringement contentions are insufficient for them to reasonablyfigler
the accused structures and/or instrumentalitied(2) Defendants could not provide further detail

until such time as Finjan amended its infringement caites. Defendants did, however,

! Also insufficient, according to Finjan, is Defendants’ response to Finjaeisdgatory No. 2
seeking information relating to product version numbers for the accusadnestalitiesHowever,
Defendants have agreeddopplement their response to this interrogatory by January 15, 2014,
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incorporate by reference their invalidity contentions and related docurbsféndants now argue
that further response is prematareclaim construction has yet to take place] improper in light
of Finjan’s failure to provide sufficient infringement contentions.

Interrogatory No. 8 seeks the bases for Defendants’ affirmative deféngas. admits that
Defendants’ response is sufficient as to laches and prior license, but #ssellefendants have
otherwise failedd adequately respond. Defendants respond by again arguing that Finjan’s
infringement contentions are deficient.

The court is unpersuaded that Defendants have fulfilled their discovery obligations
responding to Interrogatories Nos. 6 and 8. As discussed above, Defendants may move to cd
amendment of Finjan’s infringement contentions should they wish to do so. Moreover, Defend
provide no authority for the proposition that a defendant need not clarify its noninfringement
position prior to claim construction. Accordingly, Defendants shall supplementeéspbnses to
Finjan’s Interrogatories Nos. 6 and® later than January 26, 2015.

Lastly, the court notes that Patent L.RL Bequires “[a] chart identifying specifically where
each limitation okach asserted claim is found within each Accused Instrumentality, inclading
each limitation that such party contends is governed by 35 U.S.C. § [112(f)], theyidétiii
structure(s), act(s), or material(s) in the Accused Instrumentality ¢hfatrms the claimed
function.” The Patent Local Rules are designed “[to] make the parties more éfficistteamline
the litigation process, and to articulate with specificity the claims and thearplaintiff's
infringement claims.Tessenderlo Kerleync. v. ORCal, Inc, Case No. 11-04100, 2012 WL
1253178, at *2 (N.D. Cal. Apr. 13, 2012) (internal quotation marks and citation ontifted).
satisfy Rule 31, a plaintiff [must] compare an accused product to its patents on a claimmy cla
element by lement basis foat least one of each defendamproducts . . . reverse engineering or i
equivalent are requiredld. at *1 (internal quotation marks and citation omitted).

“[A]ll courts agree that the degree of specificity under Local Ruler@ust besufficient to

provide reasonable notice to the defendant why the plaintiff believes it hasanable chance of

2 Because theourt agrees with Defendants that further supplementation of their responsingegs
prosecution history estoppslpremature at this time and better addressed during claim
construction, Defendants need not further respond to Interrogatory No. 8 in this regard.
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proving infringement.””Shared Memory Graphics LLC v. Apple, Ir&12 F.Supp.2d 1022, 1025
(N.D. Cal. 2010) (quotingview Engg, Inc. v. Rbotic Vision Sys.inc., 208 F.3d 981, 986 (Fedir.
2000)). While the patent rules do not “require the disclosure of specific evidence noy deqlee
a plaintiff to prove its infringement case, .a patentee must nevertheless disclose what im eac
accused instrumentality it contends practices each and avétibn of each asserted claim
DCG Sys. v. Checkpoint Techs., 12012 WL 1309161 *2 (N.D. Cal. Apr.16, 2018ge also
Shared Memory Graphic812 F.Supp.2d at 1025 (stating that patent holder “musspegfic
elements of Defendantalleged infringng products onto the Plaintiff’claim construction”).

Rule 3-1 is intended to “take[] the place of a series of interrogatories that defenaarnds
likely have propounded had the patent local rules not provided for streamlined discBeedet v.
Maxim Integrated Prods., IncCase No. 09-01152, 2010 WL 1135762, at *2 (N.D. Cal. Mar. 22
2010). Although Defendants have not moved to compel amendment of Finjan’s infringement
contentions, they served Interrogatory No. 1 seeking that for each accusedeansdtiyFinjan
“provide a chart identifying specifically where each element of each assertedscfaund within
each accused instrumentality.” Dkt. N9, Ex. 4 at 7. As Finjan cites its infringement contentig
in response to Defendant’s Interrogatory No. 1, to the extent that Finjan’s infeangeantentions
do not “disclose what in each accused instrumentality it contends practbesnebevery limitation
of each asserted claimFinjan’s Interrogatory response is inadequate. Accordingly, Finjan mus
supplement its response to Defendants’ Interrogatory No. 1 to disclose fwdeath accused
instrumentality it contends practices each and every limitation of eackedsslaim,” ad to
provide a comparison of each accused product to the asserted patents on y cliaim, lelement
by element basis.

In summary, Finjan shall supplement its response to Defendants’ Interrojatalyby
January 15, 201%Defendants shall supplement their responses to Finjan’s Interrog&@miess
and produce all relevant documents in their possession responsive to Finjan’s RFP Nos. 1-4

30, and 35 by January 26, 2015. All other relief requested is denied.

3 As Defendants acknowledge in the DDJR, relief on Finjan’s infringement ciom®ig not a
discovery dispute for determination through a Joint Discovery Dispute Report. Befeade free
to seek such relief in a separate motion to compel.
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