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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

BOUNDARIES SOLUTIONSNC,, ) Case No. 5:14v-00761PSG
)
) ORDER GRANTING -IN-PART
Plaintiff, ) DEFENDANT'S MOTION TO
V. )  DISMISS
)
CORELOGIC, INC, )  (Re: Docket N0.28)
)
)
Defendant )
)

Defendant CoreLogidnc. moves to dismisPlaintiff Boundaries Solutions Inc.[Erst
Amended Complairfor failure to statefactssufficient to support BSI's claims for induced,
contributory andwillful patentinfringement® BSI opposes, ance parties appeared for a
hearing’ Having considered the arguments and evidence presented, the court hereby GRAN

CoreLogic’s motion to dismis®ut onlyIN PART.

! See Docket No. 28.
2 See Docket NG. 29, 34.

1
Case N0.14-00761PSG
ORDER GRANTING -IN-PART DEFENDANTS’ MOTION TO DISMISS

Dockets.Justia.c

TS

bm


http://dockets.justia.com/docket/california/candce/5:2014cv00761/274669/
http://docs.justia.com/cases/federal/district-courts/california/candce/5:2014cv00761/274669/35/
http://dockets.justia.com/

United States District Court
For the Northern District of California

© 00 N o o b~ wWw N Pk

N N N N N DN DN NN R R R R R R R R Rp R
0o N o 0N WN P O ©OW 0o N o o hN WwWN B O

l. BACKGROUND °

BSlI is the owner of).S. Patent Nos. 7,092,957, 7,499,946 and 8,065:3H2e patentsi|
relate tomethods for the online delivery of parcel-level maps and linked attributé d&é's
flagship product, MtionalParcelMapDataPortal, incorporates the methods covered in these
patentdy managinga databasef parcel data in a spatial format that enables geocoded parcel
boundaries to be linked to property tax and other recbidsersalsomay customize NPDE®
incorporate a parcel boundary layer into their own mapping applicdtibos.exampleNPDP
may be customized to streamline flood insuranseldsuredecisiondy determining whether a
parcelboundary is in or crosses a flood zone boundary.

CorelLogic develops, markets and distributes products to custorolerding Parcd?oint,
PxPoint, Xiance, Marcellus & UticBhale Data Suite’ These poductsenable the searching,
retrieving and display of parcel boundary maps joined associated informatiof For example,
CorelLogic’s website explains how ParcelPoint helped the Trust for Public Lanmareel data to
identify how many children livevithin a half mile from a given park.

Pursuant to a nodisclosure agreemerBSI|shared its NPDelatedtechnology and the
relatedpending non-provisional patent applicatisith CorelLogic’s predecessor, First American

Title.* FirstAm expressdinterest in acquiring BSI and indicated thi@ patent applicatiowas

% Except where otherwise noted, the court draws the following facts, taken & theepurposes
of a motion to dismiss, from BSIEAC.

* See Docket No. 25 at 1 8.
® Seeid. at T 16.

® Seid.

" Seid.

8 xeid.

% Seeid. at T 18.

10 Seeid.

1 Seeid.

2 Seeid. at T 2.
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anenticingasset in such a transactibhBut FirstAm ultimately elected not to pursue any mesis
relationshipand instead directed its engineers to copy BSI's product plans and introduce its oy
NPDP* FirstAm later filed several copycaatent applications adopting many of BSI
inventions without disclosing the true inventors to tmitéd State®atent and Trademark
Office.’®

At or about the time FirstArdeclineda business tationship with BS] CorelLogic
introduced a series of improvements to its products to include parcel mapping functions and
applicationst® CoreLogic cited the patenis-suit multiple times in connection with the
prosecution of its own patent5.In partialar, CoreLogic cited the ‘957 patent and the ‘946 pate
application in connection witthe application that led tits U.S. PantNo. 7,917,292.The same
disclosure was made in connection with the application that led to U.S. Patent No. 8,542,884

On May 28, 2014, BSiI filed thieAC. Among other thingshe FAC alleges(1) CorelLogic
directly infringed the957, ‘946 and ‘352 patents by developing, marketing and distributing its
products (2) CoreLogiccontributed and continues to cobtrte to act®f infringement by
inducing its consumers to use its infringing produ@@3 CoreLogic hasold or used its products—
which have no substantial non-infringing uses—with the knowledge that these products infrin
BSI's patents; and (4JoreLogic’s infringing conduct is willfult®

Il. LEGAL STANDARDS

¥ eeid. at 7 4.

1 Seeid. at 6.

° Seeid.

1 Seeid. at 7 7.

7 seeid. at 7 19.
18 Seeid.

9 Seid. at 1 2225.
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To survive a motion to dismiss, the plaintiff must allege “enough facts to staieaala
relief that is plausible on its facé® This “facial plausibility” standard requires the plaintiff to
allege facts thzadd up to “more than a sheer possibility that a Defendant has acted unlafifully
While courts do not require “heightened fact pleading of specifics,” a filamist allege facts
sufficient to “raise a right to relief above the speculative le¥fel‘A pleading that offers ‘labels
and conclusions’ or ‘a formulaic recitation of the elements of a causeiai aéll not do.”*

“Nor does a complaint suffice if it tenders ‘naked assertion[s]’ devoid oh#éuifactual
enhancement.?* “While legal condlisions can provide the framework of a complaint, they mus
be supported by factual allegatiorfs.”

Fed. R. Civ. P12(b)(6)requires thaa district court considering a motion to dismassept
as true all facts alleged in the complaint, and dranealonable inferences in favor of the
plaintiff.?® However, a district court is not required to accept as true “allegatioraréhaterely
conclusory, unwarranted deductions of fact, or unreasonable inferéhddsreover, “the tenet
that a court must accept as true all of the allegations contained in a complaint is aidgpdic
legal conclusions?®

To state a claim of patent infringement, “a plaintiff must allege that the defemd&sas,

usesoffers to sell, or sells the patented invention within the United States, duringnthefténe

20 Bel| Atl. Corp. v. Twombly, 550 U.S. 544, 570 (2007).

2L Asheroft v. Igbal, 129 S. Ct. 1937, 1949 (2009).

22 Twombly, 550 U.S. at 544, 555.

23 |gbal, 556 U.S. at 678 (quotinfwombly, 550 U.S. at 555).

241d. (quotingTwombly, 550 U.S. at 557).

2d.

26 See al-Kidd v. Ashcroft, 580 F.3d 949, 956 (9th Cir. 2009).
?"Inre Gilead Scis. Sec. Litig., 536 F.3d 1049, 1055 (9th Cir. 2008).
28 |gbal, 556 U.S. at 678.
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patent, and without authority of the patent hold@rA claimant is not required to “to set out in
detail the fact upon which he bases his claim;” instead, the complaint “need only plead facts
sufficient to placehe alleged infringer on noticé®

If the acourt dismisses a complaint, it must decide whether to grant leave to aBecalise
whether to grant leave is purely a question of procedure, courts apply the lawedgfitimal
circuit.3 The Ninth Circuit has “repeatedly held that a district court should grant learetwla
even if no request to amend the pleading was made, unless it determines thatlthg pdedd not
possibly be cured by the allegation of other facts.”

[ll. DISCUSSION

CoreLogichas not moved to dismi&S!I's claim that CoreLogidirecty infringes3?
Instead, CoreLogiargueshat the FAC does not provide the factxessaryo support BSI's
allegations of patent infringement by inducement, contributory infringennenivalful
infringement3* CorelLogic presents four specific challengBgst, BSI has not pleaded facts
sufficient toestablish direct infringemeidty a third party. &and, BSI has not pleadddat
CoreLogic had knowledge of the pateirtssuit or thatCoreLogic specifically intended its
customers infringe BS3' patents as requiredéstablisha claim of inducemerdand contributory
infringement. Third, BSI's conclusory statement that there are no substantiafmaging uses is
insufficient to esthalish a bas forcontributory infringement. Fourth, the FAC fails to establish

prelitigation knowledge of the patents necessary to support a claim for willfuigeiment.

29 pdvanced Cardiovascular Sys., Inc. v. SciMed Life Sys., Inc., 989 F. Supp. 1237, 1249 (N.D. Cal,
1997).

30 Phonometrics, Inc. v. Hospitality Franchise Sys., Inc., 203 F.3d 790, 794 (Fed. Cir. 2000).
31 See McZeal v. Sprint Nextel Corp., 501 F.3d 1354, 1356 (Fed. Cir. 2007).

32 | opez v. Smith, 203 F.3d 1122, 1130 (9th Cir. 2000) (citations and internal quotation marks
omitted).

33 ee Docket No. 28 at 5-10.
34 4.
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A. BSI's Allegations Of Third -Party Direct Infringement Are Sufficient

Therecan be no indirect infringement without an underlying act of direct infringefnent.
Corelogicallegesthatthe FAC fails to identify any specifar necessarthird-paty infringing use
or anyspecific or necessatiird-party infringer, referring onlyo unnamedoreLogic
customers? The FAC's reference to CoreLogic customers who have purchased and used the
allegedly infringing productss sufficient to suppora reasonable inference that these customers
have directly infringed. His district has held #t patentees need ndentify individual customers
in order to state a plausibdtaim for patent infringememtrovided there exist least an allegation
by the patentee that the defendant’s custerdiectly infringeor that customers necessarily
infringe3’ BSI's complaint alleges that CoreLogidtgringing products are sold to customers an(
used by themi® This allegation thus sufficiently identifies who infringes (CorelLogic’stamers)
and how (by using the infringing products).

B. BSI's Allegations Of Induced Infringement Are Sufficient In Part

“Liability [for induced infringement] under § 271(b) requires knowledge that the induce

acts constitute patent infringemenrit.”In addition, “he specific intent necessary to induce

% InreBill of Lading Transmission and Processing Sys. Patent Litig., 681 F.3d 1323, 1333
(Fed.Cir. 2012) (quotingslobal Tech Appliances, Inc. v. SEB SA., 131 S.Ct. 2060, 2068 (2011)
(quotation markemitted))

36 see Docket No. 28 at 6.

37 See e.g. Symantec Corp. v. Veeam Software Corp., Case No. 12-700, 2012 WL 1965832, at *4
(N.D. Cal. May 31, 2012)Rambus, Inc. v. Nvidia Corp., Case No. 08-3343, 2008 WL 4911165,
at*3 (N.D. Cal. Nov. 13, 2008)Talon Research, LLC v. Hynix Semiconductor Am. Inc., Case No.
11-5058, 2012 WL 1188909, at *1 (N.D. Cal. Apr. 9, 20BRyworks Solutions Inc., v. Kinetic

Tech. Inc., Case No. 14-0010, 2014 WL 1339829, at *5 (N.D. Cal. Apr. 2, 2014) (explaining it i
sufficient for a claim of indirect infringement to allege “both who committed thgeadl€lirect
infringement (Kinetic’'s customers) and howdj: CreAgri, Inc. v. Pinnaclife, Inc., Case No. 11-
6635, 2013 WL 11569, at *3 (N.D. Cal. Jan. 1, 20t8missing a claim for indirect infringement
where “there is no allegation that any of these third pamassactually directly infringed, nor than
use of any Pinnaclife product necessarily infringes”).

38 See Docket No. 25 at 1 18.
¥ InreBill of Lading, 681 F.3d at 1339.
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infringement requires more than jugent to cause the acts that produce direct infringement.
Beyond that threshold knowledge, the inducer must have an affirmative intent to cause direc
infringement.”® CoreLogic asserts thiie FAC does natllegesufficient facts to support a
reasonable inference thabreLogiceither knewits customers actually infringed or hae th
specific intent for its customers to infringee patents®

The couriagrees that the FAC fails to statdficientknowledge and intenat leastasto
the ‘946 and ‘352 patents.h& FAC dlegesthat CorelLogiaeferenced the ‘957 patent in
connection with its own patents. Based on this allegation, it is reasonably pl#haiflereLogic
knew of the ‘957 pateri But BSIhas nopleaded sufficient facts to demonstrate that CoreLogi
knew of the ‘946 and ‘352 pents While BSI does allege that CoreLogic knew about the
application pending to the ‘946 patent, knowledge of a patent application does not equal
knowledge of issued paterts.Furthermore, there is no allegatiortfie FAC whatsoever to
establish CoreLogic haahyknowledge of the ‘352 patent.oFa claim of inducethfringement,
knowledge of the patent can be etdied through aearliercomplaintfiled with the district
court, butthe claim is limited tdhe post-filing conduct! BSI argueghatknowledge of the ‘946
and ‘352patentshusmay be establisheat leastwith respect to CoreLogic’s posting conduct.
The FACfails, howevergvento referencahat BSlever filed aprevious complaint. fe FAC
thereforedoes not sufficienthallegeknowledge of the ‘946 and ‘352 patents prior to the present

action®

0 Kyocera Wireless Corp. v. ITC, 545 F.3d 1340, 1353-54 (Fed. Cir. 2008) (citatiomstted).

1 See Docket No. 28 at 6-8.

42 Cf. Potter Voice Technologies, LLC v. Apple Inc., Case No. 13-1710, 2014 WL 46768, at *3
(N.D. Cal.Jan. 6, 2014(explaining that thépple’s knowledge of the ‘659 patemiay be
reasonably inferred fromts employees’ earlier referencesie ‘659 patent as prior art

“3 See DU Med. Corp. v. JIMSCo.,, Ltd., 471 F.3d 1293, 1304 (Fed. Cir. 2006).

44 See Bascom Research LLC v. Facebook, Inc., Case No. 12-6293, 2013 WL 968210, at *4
(N.D. Cal. Mar.12, 2013).

%> Seee,g. Smartwater, Ltd. v. Applied DNA Sciences, Inc., 12-5731, 2013 WL 5440599, at *8
(E.D.N.Y. Sept. 27, 2013) (holding that the plaintiff's allegation of induced infringement was
sufficient insofar as the amended complaint alleged knowledge based on the previousigompl3
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As for the specific intent requiremetite FACdoes providesufficientfacts to show
CoreLogic specifically intended its customers to infringe the survi@sg patent. The FAC
asserts that CoreLogic encourages its customers to use its allegedgmgfproducts which are
sold directly to customers and used by them “in conjunction with CoreLogic’s onlineeseror
combined with other data by the customer to provide their own online services or GIS
applications.*® The FAC further indicates that CoreLogic provides online servides!paits
customersise the product. From this languagét is plausiblethat CoreLogic, by selling the
infringing products, specifically intendékat their customengse them and thus infringe the
patents’®

C. BSI’s Allegations Of Contributory Infringement Are Sufficient In Part

“Contributory infringementccurdgf apartysellsor dfersto sell,a materialor apparatu$or
usein practicingapatentegrocessandthat‘materialor apparatusis materialto practicingthe
invention, has no substantial norfringing usesandis knownby theparty‘to beespeciallynade
or especially adaptefbr usein aninfringementof suchpatent.*® The knowledge requirement for
contributory infringement and inducement are the s¥hteor the reasons mentioned abdte,
FAC alleges sufficienknowledge of the ‘957 patent to support a claim of contributory

infringement.

46 5ee Docket No. 25 at 1 18.
4714,

“8 See CreAgri, Inc. v. Pinnaclife Inc., Case No. 11-06635, 2013 WL 3958379, at *4

(N.D. Cal. Jul. 29, 2013}explaining that “where ..a party, with knowledge of another party's
patent, advertises or promotes its product for use in an infringing mannes, sbfédient to
support an inference that the promoting party intended to induce infringgnseatl so
California Inst. of Computer Assisted Surgery, Inc. v. Med-Surgical Services, Inc., Case No. 10-
05067, 2011 WL 67270%¢t *5 (N.D. Cal. Feb. 16, 2011)[O] ne can infer from the information
on the website, publicizing the technologies, offering brochures describingthects and users'
manuals, as well as listing company customers, that Defendants were adyantsintended to
use or sell the technologies”).

“¥InreBill of Lading, 681 F.3cat 1337 (quoting 35 U.S.C.Z&71(c)).
*0 Global Tech Appliances, Inc., 131 S.Ctat 2068.
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Additionally, in ordetto stateaclaimfor contributoryinfringement,“a plaintiff must, among
other things,plead facts that allow an inferencethat the componentssold or dfered for sake
have no substantial non-infringing usé$.The FAC asserts that the accused products feature t
searching, retrievingnd display of infringing parcel boundary maps and associated informatiof
that are designed for use in an infringing manner and have no substantial nonsigfises?

This plain assertiofis sufficient to giveCorelLogicnotice of the claint®

D. BSI's Allegations Of Willful Infringement Are Sufficient In Part

“[T]o establishwillful infringement,apatenteenust shovby clearandconvincing evidence
that theinfringer acteddespitean objectivelyhigh likelihoodthatits actionsconstituted
infringementof a validpatent.. . . If thisthreshold objectivetandards satidi ed,thepatenteenust
alsodemonstratéhat thisobjectivelydefinedrisk (deteminedby therecorddevelopedn the
infringementproceedingyvas eithetknown orso obviousthatit should havéeenknownto the

accusednfringer.”*

“[A] willfulness claim asserteth the original complaint mustecessarily be
grounded exclusively in the accused infringer’s filieg conduct.®

Where a complainfl) specifically identifies theaccused product§?) alleges presuit
knowledge(3) alleges the infringing acts are willful, intentional and conssiand4) alleges
plaintiff has and will continue to be irreparably harmed by the infringentieattcomplaint
sufficienly states a claim for willful infringemenf® The FACspecifically identifies thaccused

products, alleges CorelLogic had @t knowledge of the ‘957 paterdlleges the infringing acts

>Hd.

°2 See Docket No. 25 at ] 18.

>3 See Skyworks Solutions Inc., 2014 WL 1339829, at *3.

**|n re Seagate Technology, LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007).
*°|d. at 1374.

* See Emblaze Ltd. v. Apple Inc., Case No. 11-1079, 2012 WL 5940782, at *8

(N.D. Cal.Nov. 27, 2012)see also Oracle Corp. v. DrugLogic, Inc., 807 F.Supp. 2d 885, 902-903
(N.D. Cal. 2011) (finding sufficient facts to support a claim for willful infringemelnere plaintiff
identified the accused products, alleged defendastaware of the patent and had actisice of
the infringement claims).
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are willful, intentional, and conscious and alleges that the plamntiff has and will continue to be
irreparably harmed by the infringement.’ The result is that BSI clears this pleading hurdle.
IV. CONCLUSION

CoreLogic’s motion to dismiss as to the claims for inducement, contributory, and willful
infringement with respect to the ‘957 patent is denied.

CoreLogic’s motion to dismiss as to the claims of inducement, contributory, and willful
infringement of the ‘946 and ‘352 patents is granted. Because the court is not persuaded that any
amendment would be futile, this dismissal is with leave to amend.

Any amended complaint shall be filed within 14 days. A scheduling order will issue
separately.

IT IS SO ORDERED.
Dated: September 29, 2014

e S A

PAUL S. GREWAL
United States Magistrate Judge

37 See Docket No. 25 at § 18, 19, 25-26 (alleging “Parcel Point, PxPoint, Xiance, Marcellus &
Utica Shale Data Suites and [CoreLogic’s] flood zone determination services” are infringing
products; CoreLogic has “known of BSI’s patents ... at least since 2003;” CoreLogic’s conduct is
“unlawful and willful;” and that BSI “has been damaged, and will continue to be damaged,” by
these actions).

10
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