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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

SAN JOSE DIVISION

X ONE, INC., Case No16-CV-060506LHK
Plaintiff, ORDER CONSTRUING DISPUTED
CLAIM TERMS OF U.S. PATENT NOS.
V. 8,798,593 AND 8,79847
UBER TECHNOLOGIES, INC. Re: Dkt. No. 63
Defendant.

Plaintiff X One, Inc. (“*X One” or “Plaintiff’)brings this action for patent infringement
againstDefendant Uber Technologies, Inc. (“Uber” or “Defendant”). Tadies now seek
construction of seven disputed terms used in the claims of tbeviiof patentsn-suit: U.S.
Patent N0s8,798,647*'647 patent”)and8,798,593*'593 patent”) (collectivey, “X One
Patents”).

. BACKGROUND

A. Background and Description of the Invention
The '593 patent is titled “Location Sharing and Tracking Using MoBHhones or Other
Wireless Devices.” ECF No. 1 (“Compl.”) Ex. B ('593 patent). The '647 pasdiited
“Tracking Proximity of Services Provider to Services Consumé@umpl. Ex. A (‘647 patent).
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The’'647 patenis a continuation of the’593 patent, and thus the two patéare she same
specification. Fosimplicity, unless specifically referring to the '593 patenthar’'647 patent, the
Court’scitations to the text and figures of tkeOnePatents refer to thB93 patent specification.

1. Specification

The X One Patents relate to “[a] system for exchagn@PS or other position data
between wieless devices.” '593 patemtbstract. This systemnvolves “phones [or] other
wireless devices” that “are programmed with softwareto allow mutual tracking and optional
position mapping displays of membeafsggroups.” Id., col. 2:35-40. These devices “work with
a ... server coupled to the internetild. These devices “must be web enabled to send and rece
TCP/IP or other protocol packets over the internet to the rverseld., col. 2:25-27. These
devices also contain GPS receivers, and, in preferred embodinmsitgiéntly large liquid
crystal displays.”ld., col. 2:23-24.

Figure 2A illustrategxemplarycommunications betweahesedevicesaccording to the

invention of the X One Patents

X ONE
SERVER

"BUDDY WATCH"
OR "RUBICON"
SERVER
[ oy

PH1
REQUESTING
PHONE

Id., Fig. 2A.
As Figure 2A illustrateghe requesting phone sends packets through the local phone
2
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carrier system, whicarethen relayed through the internet to a server, col. 5:59-6:28. The
server then obtains the relevant data from the phonesiass] with individuals on a buddy list
for the requesting phonéd. The server then relays the requested informatimtation data for
each phone associated with a “buddy” and a map showing that leedtamk to the requesting
phone through the inteehand carrier serviceSee alsad., col. 2:5164 (“[T]he process of the
invention [] allows exchanging and mapping of position data with peimoasBuddy List.”).
However, the specification is not solely limited to the use ofaeseand outlinea more
generalized process as well for the functioning of the inventioruréit3 of the X One Patents

provides a “flowchart of the method of exchanging GPS position dataguell phones of a

watch list”:
110 122
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TO BE ROUTED BY WIRELESS DEVICE

¢ 114
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OPERATING SYSTEM TO BUDDY
READ GPS POSITION TRACKER SOFTWARE APPLICATION
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GENERATE MESSAGE PACKETS OF A
CHOSEN PROTOCOL, ADDRESS PACKETS
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ORSUBSET OF INDIVIDUALS AND PUT
ENCRYPTED GPS POSITION DATA IN
PAYLOAD SECTIONS

PAYLOAD GPS POSITION DATA IS
DECRYPTED AND USED TO UPDATE
ON USER INTERFACE DISPLAY THE

POSITION DATA OF ENTITY THAT
SENT PACKETS AND HEADER DATA

IS USED TO DETERMINE WHICH
OTHER MEMBER OF A BUDDY GROUP
SENT THE POSITION UPDATE

=T

¢ 118 & _—128
[TRANSMIT PACKETS TO CELL) (" THE WIRELESS DEVICE THAT
TRANSCEIVER RECEIVED THE POSITION UPDATE
PUTS ITS OWN ENCRYPTED GPS
¢ [120 POSITION INTO PACKETS
ADDRESSED TO OTHER WIRELESS

TO CELL TRANSCEIVERS IN WHICH THE SENDS THE PACKETS
WIRELESS DEVICES WHICH REQUIRE UPDATES N # <
-130

ARE CURRENTLY REGISTERED
r N
¢ THE ABOVE PROCESS IS REPEATED

FOR THE RETURN PACKETS

[F’ACKETS ARE ROUTED IN CELLULAR SYSTEM] DEVICES IN ABUDDY GROUP AND

Id., Figs.13A & 13B.
In this illustrated method, a buddy location update request is relc¢iveepersons in the

buddy list are identified, and the requesting device sends, througélliiarcsystem, its location
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data to the phones in the buddy litld. Those phones reaa the information, interpret it, and
display that location on a map, and then obtain their own position andhs@nid¢ation to the
people on their buddy listd.

2. Asserted Claims

Plaintiff asserts that Defendant infringes thiftyir (34) claims awss the X One Patents.
Opening Br.7. Five of these asserted claims are independent claims, namielg ¢land 19 of
the '593 patent and claims 1, 22, and 28 of the 16tént Id. All of the disputed claim terms
appear in one or several of these independent clea®meECF N0.63 (“Joint Statement”) at 2.

B. Procedural History

On October 19, 2016, Plaintiff filed the instant patent infringement &wiits complaint,
Plaintiff aleged that Defendant “has infringed and continues to infringeopneore claims of the
[X One Patents].” Compl. 3. The products and services accused included “Uber’s mobile
device applications on iOS, Android, and Microsoft operating sysstamwellas “the Uber ride
sharing, caipooling, and delivery servicesId.

On December 9, 2016, Defendambved to dismiss all of the asserted claims of the X O
Patents for failure to claim pateeligible subject matter pursuant to 35 U.S.C. § 101. ECF No.
24. The Court denied Defendant’s motion on March 6, 2017. ECF No. 52.

On June 30, 2017, Plaintiff filed its Opening Brief on Claim Construction- EQ. 64
(“Opening Br.” or “Opening Brief’). On Jul§7, 2017, Defendant filed its Responsive Claim
Constuction Brief. ECF No. 66 (“Responsive Brief’ or “Resp. Br.”). QuyR21, 2017, Plaintiff
filed its Reply Brief. ECF No. 75 (“Reply Brief’ or Reply Br.”)The Court held a tutorial and
claim construction hearing dkugust 17, 201 7*"Markman hearing”).

II. LEGAL STANDARD

A. Claim Construction
The Court construes patent claims as a matter of law based oeldéhant intrinsic and

extrinsic evidenceSee Lighting Ballast Control LLC v. Philips Elecs. N. Am. CGatp4 F.3d

1272 (Fed. Cir. 2014) (en ban®hillips v. AWH Corp, 415 F.3d 1303 (Fed. Cir. 2005) (en banc).
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“Ultimately, the interpretation to be given a term can only be deterd and confirmed with a full
understanding of what the inventors actually invented and intendad/ébop with the claim
Phillips, 415 F.3d at 1316 (internal quotation marks and citation omitted). éogy, a claim
should be construed in a manner that “stays true to the claim mgond most naturally aligns
with the patent’s description of the inventiond.

In construing disputed terms, a court looks first to the claimsselves, for “[i]t is a
‘bedrock principle’ of patent law that ‘the claims of a patent detfieeinvention to which the
patentee is entitled the right to excludeld. at 1312 (quotingnnova/Pure Water, Inc. v. Safari
Water Filtration Sys., In¢.381 F.3d 1111, 1115 (Fed. Cir. 2004)). Generally, the words of a
claim should be given their “ordinary and customary meaning,” wkitthe meaning that the
term[s] would have to a person of orary skill in the art in question at the time of the invention.
Id. at 131213. In some instances, the ordinary meaning to a person of gkl art is clear, and
claim construction may involve “little more than the applicatbthe widely acceptemeaning
of commonly understood wordsld. at 1314.

In many cases, however, the meaning of a term to a person skitlelant will not be
readily apparent, and a court must look to other sources to detdhmite¥m’s meaningSee id
Under theseircumstances, a court should consider the context in which thagersed in an
asserted claim or in related claims and bear in mind that#hson of ordinary skill in the art is
deemed to read the claim term not only in the context of the partaim in which the disputed
term appears, but in the context of the entire patent, includingé#odisation.” Id. at 1313.The
specification “is always highly relevant™ and “[u]sually. . dispositive; it is the single best
guide to the meaning of a disputed termd’ at 1315 (quoting/itronics Corp. v. Conceptronic,
Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996lndeed,"the only meaning that matters in claim
construction is the meaéng in the context of the patentTrs. of Columbia Univ. v. Symantec
Corp, 811 F.3d 1359, 1363 (Fed. Cir. 2018Yhere the specification reveals that the patentee |
given a special definition to a claim term that differs frowa teaning it would dinarily possess,

“the inventor’s lexicography governsld. at 1316. Likewise, where the specification reveals ar
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intentional disclaimer or disavowal of claim scope by the invetterinventor’s intention as
revealed through the specification is disgiwe. Id.

In addition to the specification,@urt may also consider the patent’s prosecution history
which consists of the complete record of proceedings before the Urdited $atent and
Trademark Office (“PTO”) and includes the cited prior arérefices. The prosecution history
“can often inform the meaning of the claim language by demonstratingh@onwentor
understood the invention and whether the inventor limited the iloveint the course of
prosecution, making the claim scope narrothan it would otherwise be.fd. at 1317.

A court is also authorized to consider extrinsic evidence in congtalaims, such as
“expert and inventor testimony, dictionaries, and learneatises.” Markman v. Westview
Instruments, In¢.52 F.3d 967980 (Fed. Cir. 1995) (en baneff'd, 517 U.S. 370 (1996). Expert
testimony may be particularly useful in “[providing] backgroundlre technology at issue, . ..
explain[ing] how an invention works, . . . ensur[ing] that the ¢sunderstanding otie technical
aspects of the patent is consistent with that of a person loisttie art, or . . . establish[ing] that
a particular term in the patent or the prior art has a partiouganing in the pertinent field.”
Phillips, 415 F.3d at 1318. Althobga court may consider evidence extrinsic to the patent and
prosecution history, such evidence is considered “less signifitamtthe intrinsic record” and
“less reliable than the patent and its prosecution history in dieiegvhow to read claim ternis.
Id. at 131718 (internal quotation marks and citations omitted). Thus, whileneid evidence
may be useful in claim construction, ultimately “it is unlikely to resul ireliable interpretation
of patent claim scope unless considered in the coateke intrinsic evidence.ld. at 1319. Any
expert testimony “that is clearly at odds with the claim constmictiandated by the claims
themselves, the written description, and the prosecution histordybevgignificantly discounted.
Id. at 1318 (imernal quotation marks and citation omitted). Finally, while greedication may
describe a preferred embodiment, the claims are not necgésaitiéd only to that embodiment.
Id. at 1323;see also Prima Tek Il, L.L.C. v. Polypap, S.A.RBIL8 F.3d 1143, 1151 (Fed. Cir.

2003) (“The general rule, of course, is that claims of a patenpatenited to the preferred
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embodiment, unless by their own language.”).
B. Indefiniteness

Under 35 U.S.C. 812, 1 2 (2006 ed})a patent must “conclude with one or more claims

particularly pointing out and distinctly claiminige subject matter which the applicant regards a$

[the] invention.” Section 112, includes what is commonly called the “definiteness”
requirement.Nautius, Inc. v. Biosig Instruments, Ind34 S. Ct. 2120, 2125 (2014). Niautilus
theUnited StateSupreme Couttieldthat “a patent is invalid for indefiniteness if its claimesad
in light of the specification delineating the patent, and the prasechistory, fail to inform, with
reasonable certainty, those skilled in the art about the scope of tdionve Nautilus 134 S. Ct.
at 2124.As the Court observe®&, 112, { 2 “entails a ‘delicate balancdd’ (quotingFesto Corp.
v. Shoketsu Kinzoku Kogyo Kabushiki,G&5 U.S. 722, 731 (200R2)“On the one hand, the
definiteness requirement must take into accountrtherent limitations of languageld. (citing
Festg 535 U.S. at 731). “Athe same time, a patent must be precise enough to afford clear ng
of what is clamed, therebyappris[ing] the publicof what is still open to theni.’ Id. (quoting
Markman 517 U.S. at 373 Thus, “the certainty which the law requires in patents is neitgre
than is reasonable, having regard teitisubjectmatter.” Id. at 2129 (quotingflinerals
Separation v. Hyde242 U.S. 261, 270 (1916)).

The Federal Circuit applied tidautilusstandard innterval Licensing LLC v. AOL, Inc.
766 F.3d 1364 (Fed. Cir. 2014). Teese involvedwo patentsvhich covered an “attention
manager for occupying the peripheral attention of a person in timgtyiaf a display device.”ld.
at 1366. In one embodiment, the patents involved placing advertising oneseaébhsreas
surrounding the principal content oktlwebpage, for example in the margins of an article.
Several of the asserted claims included a limitation that theteshreents (“content data”) would

be displayed “in an unobtrusive manner that does not distract a userdddlag device.”ld. at

! paragraph 2 of 35 U.S.C. § 112 was replaced with newly designated § 112(b) wheaf§hg
America Invents Act (“AlA”), PubL. No. 11229, took effect on September 16, 2012. Because
the applications resulting in the patents at issue in thisazassontinuations of applications that
were filed before that date, th@@t refers to the pralA version of § 112.
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1368. The district court found that the terms “in an unobtrusive manneftlaerd not distract

the user” were indefinite, and the Federal Circuit affirmieidat 136869. The Federal Circuit
found that the “‘unobtrusive manner’ phrase is highly subjeand, on its face, provides little
guidance to one of skill in the art” and “offers no objective indicatf the manner in which
content images are to be displayed to the uder.at 1371. Accordingly, the Court looked to the
written descriptiondr guidance. The Court concluded that the specificdéicked adequate
guidance to give the phrase a “reasonably clear and exclusingidefileaving the facially
subjective claim language without an objective boundahy.’at 1373. Accordingly, #hclaims
containing the “unobtrusive manner” phrase were indefinite.

In applying theNautilusstandard, th&ederal Circuit has cautioned that “the dispositive
guestion in an indefiniteness inquiry is whether the ‘claimat’particular claim terms” fathe
Nautilustest. Cox Commc’ns, Inc. v. Sprint Commc’n Co, BB8 F.3d 1224, 1231 (Fed. Cir.
2016). For that reason, a claim term that “does not discernably altectipe of the claims” may
fail to serve as a source of indefinitenekk. For exampe, in Cox Communicationshe Federal
Circuit determined that the term “processing system” didemderthe method claims at issue
indefinite becausethe point of novelty resides with the steps of these methods, nothwith
machine that performs themld. at 1229. Thughe court reasoned, “fijprocessing system’
does not discernably alter the scope of the claims, it isuliffio see how this term would prevent
the claims . .from serving their notice function under § 112, &l.

The Cout therefore reviewthe claims, specification, and prosecution history to determi
whether the claims “inform, with reasonable certainty, thos&edkih the art about the scope of
the invention.” Nautilug 134 S. Ct. at 2124. Indefiniteness rendeckaim invalid, and must be
shown by clear and convincing eviden&eeHalliburton Energy Servs. v. MLLC, 514 F.3d
1244, 1249 (Fed. Cir. 2008)f. Nautilug 134 S. Ct. at 2130 n.10.

. DISCUSSION
The parties request construction of four terms of th8 ja@ent and three terms of the

'647 patent. The Court discusses each in turn.
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A. '593 Patent

1. *account” (claims 1 and 19)

X One’s Proposed Construction Uber’s Proposed Construction

an arrangement for ussepecific authenticated | plain and ordinaryneaning
access

The term “account” appears in claims 1 and 19 of the '593 pakemtexample, claim 1 of
the '593 patent recites:

1. An apparatus, comprising:

a server;

a database representingaatountfor a first individual, theaccounthaving
an associated buddy list that identifies multiple users; and

software responsive to a request from the first individual to obtaia@ to
obtain a last known position for multiple users identified by the bugty |
and to plot the last known location of at least two of the multiple usettseo
map, and to transmit the map with plotted locations to the firstiohday;

where the software is to request and store position informationiatsd with
cell phones of plural ones of the multiple usend where the software is to
permit the first individual to change geography represented by thamabto
transmit to the first individual a map representing the changed geygvath
plotted position of at least one of the multiple users, each in agnant
requiring concurrent voice communications; and

wherein the software to obtain the map is to obtain thima manner
having a default geographic resolution.

'593 patent, col. 28:529:4 (emphasis added).

X One argues that “account” should be stomed as “an arrangement for uspecific
authenticated accessOpening Br8. Uber argues that this term should be given its plain and
ordinary meaningResponsive Br. 6. In responding to X One’s propdshér acknowledges that
an account must Béor a first individual,” butdisagrees that an account must have “gpecific
authenticated accessSee idat 7-8. Thus, the partieappear to agree that an “account” must be
userspecifig but dispute whether iequires “authenticated acces:tr the reasons discussed

below, the Court agrees with X One.
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a. Intrinsic Evidence
i. Claim Language

At the outset, the Court observes that the claim language on itsdes@aot require
authenticated access. Rather, the claim language only requiresdtaint” is (1) “for a first
individual”—i.e., is usesspecific; (2) is “represent[ed]” by a “database;” and (3) shah
associated buddy list that identifies multiple users.” Thus ¢haim language, by itself, does not
support X One’s “authenticated asseé proposal.However, claims must be read“light of the
specification . .”. Corning Glass Works v. Sumitomo Elec. U.S.A., B88 F.2d 1251, 1257
(Fed.Cir. 1989). Accordingly, the Court proceeds to consider the specification.

ii. Specification

Turning to the specification, the Coditst notes that the word “account” does iteelf
appear in the specificatiorsee543 patent, col. 1:228:48. Both parties acknowledge this.
Opening Br. 9; Responsive Br. 7. Neverthel#dss,does not preventélCourt from using the
specification to construe “account” becatise “claimsmust be read in view of the specification
and reading claims 1 and 19 in light of the specification informsigening of “account.”
Philips, 415 F.3d at 1315 (otingMarkman 52 F.3dat978 (quotation marks omitted)emphasis
added)see also, e.gHBAC Matchmaker Media, Inc. v. Google @50 F. Appx 990, 993 (Fed.
Cir. 2016)(acknowledging the specification as helpful context even where the dispait@dterm
did not appear in the specification).

X One contends that the specification supports its position thattiatcrequires
“authenticated access” becautsdiscloses that location sharing is accomplistmedughuser
specificauthenticated acces©peningBr. 9-10. As support for this, X One points to
embodiments where devices are first authenticated befcaig#da information is sharedd. at 9
(citing, for example, '593 patent, col. 16& (“The initiator and recipient are also authenticated
230, andhe packets are forwarded to the recipients via the cell systerX'Pne also argues that
userspecific authenticated access is required for the privacyrésatlisclosed in the

specification, such as the ability to selectively disable locatianirsg Id. at 3-10. Uber, on the
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other hand, argues that these citations raf& to preferredembodiments and that the claims
should not be so limited. Responsive Br. 7.

The Court agrees with X One thath@n the term “account” is viewed in the contextre
specification, it becomes clear that it requires “authetaticaccess.’As discussed above, claims
1 and 19 recite apparatuses that include a “serve93 patent, col. 28:53,0l. 30:5Q The
specification howeverjs broader than thisnd discbsesembodinents that both include a server
andones that do notCompare, e.gid., col. 8:129:65,with id., col. 9:66-10:34. Thus, for the
purposes of construing terms in claims 1 and 19, the Court need onlyofotus embodiments
that include a “server.'See Aug. Tech. Corp. v. Camtek,.L 655 F.3d 1278, 1285 (Fed. Cir.
2011)(construing claims in light of embodimentsatiused multiple wafersecause the claim
language required using multiple wafers, even though the speoifichsclosed embodiments
that used both multiple dies and multiple wafecé. Pacing Techs., LLC v. Garmin Int'l, Inc
778 F.3d 1021, 1026 (BeCir. 2015) (“[Where the patent describes multiple embodiments, evg
claim does not need to cover every embodimignt

Focusing on the embodiments that include a “sertile,’specification consistently
discloses that, when a server is involvedertfprms the step of authenticating the participating
devices. Walking throughrelevant portions of the specificatfoconfirms this First, in the
opening paragraph of its “Detailed Description” sectibe, $pecification discloses an initial
preferred enbodimenthat includes[a] Buddy Watch or Rubicon servethatperformsthe step
of “valid[ating] the content of the IP packetdathenticatdhe sender as a registered Rubicon us
and to verify that the sending phone EIN matches the phone EIN stdteslservet '543
patent, col. 80, col. 6:7-11 (emphasis addedNext, the specification describes several
embodiments of a “process to receive buddy location update re@unesprocess themld., col.

9:6-67. One of these embodiments uses aesewhile the other does no€ompared., col.

2 In particular, the Court walks through each portion of the spatiidin that details server
operations. These are the portions of the specification that waritian authentication, if
authentication was deed performed in that embodiment.
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8:12-9:65,with id., col. 9:66-10:34. In the embodiment that includes a server, the specificatiof
discloses that “[t]he initiator and recipient anghenticated-230. .. " Id., col.10:7-8
(emphasis added)Next, the specification discusses “Buddy Watch Server Fanstild., col.
12:20. One of these functions, the specification discloses, is “togmattivate and deactivate
codes’ which the server uses to confirm that a particigatievice has a current subscription to
the Buddy Watch serviceSee id. col. 12:4345 (“The Buddy Watch application will be a service
which a cellular carrier offers on a subscription basis.”)aiAdnere the specification mentions thg
step of authentatting the participating devices to make sure that they are regisisers in the
Buddy Watch system: “The Buddy Watch server . . . check[sd¢tieation code statusach time
before communication with a phone is carried oud.”, col. 12:5861 (emphais added) Next,

the specification describes several embodimentiseofnstant Buddy Setup procesdd., col.
13:12-15:13. In the embodiments that include a server, the specificatidosdis authentication.
Id., col.13:46-43 (“Buddy Watch serveauthenticateshe initiator and the recipient from data in
the packet as a [sic] Buddy Watch subscriig(emphasis addedgol. 14:66-61 (“Rubicon
serverauthenticatesheinitiator and recipient and forwards packets to cell syst&h8.”)
(emphasis addéd Further onthe specification elaborates on how access codes and engcryptio
help the server ensure that only authenticated devices uBedig Watch serviceld., col.
23:2142. Next, the specification discusses attributes of “all speuwiigsin the “User Interface
Genus,” the “Server Genus,” and “Client Application Genus.” Notdbhthe “Server Genus,”
the specification discloses that “[a]ll servers programmigid Buddy Watch software will have
the functionality to . . . store at least sopneference data that defines who can use the server, ¢
only those with aralid Buddy watch user ID and passwordd., col. 24:5960, col. 25:8-10
(emphasis added)Finally, the specification describes embodiments ofKTahtrol”

functionality, whichworks specifically with “walkietalkie enabled phones” and uses a sericabr,.
col. 26:12-28:40. As with all the other server embodiments discussed abovepbéhe tserver
performs authenticationld., col. 26:5961 (“*One or more packets are sentite Rubicon server

which authenticateshe token and the recipient and creates a database e(@nghasis addegd)
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col. 27:25-28 (“. . . Rubicon server whicuthenticateshe initiator and recipient . . .(mphasis
added)col. 27:49-51 (“. . . Rubioon servers whicluthenticatehe initiator and recipient . . .")
(emphasis addedgol. 28:30-32 (“. . . Rubicon server thexuthenticateshe initiator and recipient
....") (emphasis added)Thus, all of the embodimesthat include a server performetistep of
authentication. “The fact that [authentication] is ‘repdat and consistently’ used to characteriz{
the invention strongly suggests that it should be read as part of ithe’ cMirnetx, Inc. v. Cisco
Sys., InG.767 F.3d 1308, 1318 (Fed. Cir. 201€ge alsdGPNE Corp. v. Apple Inc830 F.3d
1365, 1370 (Fed. Cir. 2016 W]hen a patent ‘repeatedly and consistently’ characterizgaian
term in a particular way, it is proper to construe the claim terrmgardance with that
characterizatin.”) (citations omitted).Accordingly “account” should include “authenticated
access.”

Other aspects of the specification bolster this conclusion. Sjalgif the specification
discloses two objectives of the invention: (1) enforcing valid sigigms; and (2) maintaining
privacy. Construing “account” to require “authenticated accestiers both of these objectives.
Cf. Renishaw PLC v. Marposs Socigtar Azionj 158 F.3dL243, 1250 (Fed. Cir. 1998) (e
construction that stays true to ttlaim language and most naturally aligns with the pagent’
description of the invention will be, in the end, the correct cortgbrut). First, the specification
discloses that it is important to ensure that only users witth sabscriptions use thesdiosed
invention. See543 patent, col. 2:5354 (“the process of the invention only allows exchanging
and mapping of position data with persons on a Buddy List programmed Bottdg Watch . . .
device”). In order to know whether a device is a “Buddytdld . . . device,” it would need to be
authenticated or validated in some way. Second, the speicfiaddiscloses thatn important
consideration in th& One Patents privacy concernsSeed., col. 2:8-13 (“To alleviate privacy
concerns, it would ®useful to be able to turn off location sharing . . . .”). Requithat an
“account” includes “authenticated access” helps furtherdhjective of protecting privacy,
because it helps ensure that the people with whom location informatshared arwho they

purport to be.See id, col. 2:5353 (describing how the user must allow specific individtiats
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his Buddy Lists tosee his location. . .and the user must request to see the location of others ¢
his Buddy Lists to be able to have their positions reported and/qratiap Thus, “authenticated
access” helps further objectivekthe inventiordisclosed in the specificatiolCompare e.qg,
World Class Tech. Corp. v. Ormco Caqrp69 F.3d 1120, 1125 (Fed. Cir. 2014ffirming
construction 6“support surface” in orthodontic device patent that requiredgngéthe
moveable member during the entire time that the member was Blidoged because ibest
aligned withspecification and its discussion that the problem the inventiondjolVéis supports
the Court’s conclusion that “account” requires “authemgidaccess.”

Uber, nevertheless, argues that requiring “authenticatsgtimproperly imports
limitations from the specification into the claims. Responsiv&’Bihe Courtagresthat,
ordinarily, limitations set forth in a preferred embodiment disslds a specification do not limit
the scope of the claimsSee, e.g Liebel-Flarsheim Co. v. Medrad, Inc358 F.3d 898, 908 (Fed.
Cir. 2004). However, here, the concept of “authenticated access” is not only catigiste
disclosed in every serveiependent embodiment, but is also a concept that flows natucatty fr
the stated objectives of the invention. As suchstieification supports cstruing “account”
such that it requires “authenticated acce$=eGPNE 830 F.3dat1370(affirming construction
of “node” as a “pager” wherdle words paget and‘pager unitsappear in the specification over
200 times, and, apart from the Abstrdbt specification repeatedly and exclusively uses these
words to refer to the devices in the patented sy3tdmre Abbott Diabetes Care In696 F.3d
1142, 1149 (FedCir. 2012) (holding that the conclusion that the claimed electrochengicabs
couldnot have external wires was supported by: (1) “every embodimentskskin the
specification shows. .[a] sensor without external cables or wires,” and (2) the digous$ the
prior art in the specification identified external cables or wiresdediciency in the prior art

supported).Uber’s arguments to the contrary are unconvincing.

3 At the Markman hearing, Uber also expressed concern that X Progiesed construction

injects a passwortike requirement into “account” which requires that autteaniton itself is

“user-specific.” Uber argued that such “ussrecific authenticated access” excludes a preferred

embodiment because the specification discloses that whole groppsmé can be authenticated
14
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In sum,because the specification consistently discleseger embodiments that include

authenticationtheterm “account” requis“authenticated access.”
b. Extrinsic Evidence
i. Dictionary Definitions

The conclusion that “account” requires “authenticated acisesds0 supported by the
dictionary definitions submitted by X On&he Federal Circuit has approved the use of
dictionaries—and especially technical dictionaresas among the many tools that can assist the
court in determining the meaning of particular terminology to thosg&ilhin the art of the
invention.” Phillips, 415 F.3d at 1318. Thesderal Circuitbas observed that dictionaries can be
especially helpful whetas is the cadeerewith “account,”a claim term does not itself appear in
the specification.See, e.gHBAC Mathimaker Media650 F. Appx at993(relying on technical
dictionaries where the term “head end system” ‘ve¢ defined or recited in the specification”).

Here, a computer dictionary from around the time of inventiefines “account” as “a
record of a user’'s name, password and rights tosaa@@etwork or online system.” Mot. Ex. 2 at
XONEO0104061. In addition, the ngachnical Oxford English Dictionary defines “account” as
“an arrangement whereby a user is given (freq. personpbzreess to a website, program,
system, etc., typically bgntering username and password at a prompt; the data and setting
specific to each user of the website.” Mot. Ex. 1 at XONE0104061. A oontimead in both of
these definitions is that an “account” includes some forautifienticated accesélthough itis

true—as Uber points out, Responsive B+-tat at least the Oxford English Dictionary uses

using a single access code: “[lJlarge groups with many g#)dsic] can ask for and receive acces
codes that allow operation across a large number of phones.” '5938, pale23:33-35. The
Court agrees with Uber that the authentication mechanism neéd dddcrete for each individual
user. Instead, as Uber points out, multiple users couldthergicated using a single, shared
access codeld. However, evemwith a single, shared access coiés still the individual user
that is being authenticate&ee id, col. 23:36-39 (describing how “access codesivhether
discrete or shared“are downbaded to the phone from the cell provider’'s server or emailed to
user when the user provides their name, phone number, phone seriat anchbdorm of
payment.”). In this sense, then, the authentication is “sygecific.” Thus, the Court finds thX
One’s proposed construction of “ussrecific authenticated access” does not exclude this
embodiment.

15
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gualifiers such as “freq[uently]” and “typically,” the fatbat “account” is generally associated
with authenticated access suggests that a person of ordkuilany the art wouldcommonlyread
the term “account” in claims 1 and 19 to include “authenticatedss.” This supports th€ourt’'s
conclusion that “account” requires “authenticated access.”
ii. Dr.Bartone’s Testimony

The testimony of Uber’s expert, DraBone, in its IPR petition is not inconsistent with thi
conclusion. Dr. Bartone opined that a “person of ordinary skill in the@uld understand that an
account is used to enable an individual to access data.” Mot. Ex. 3 1héAvay taallow
individual access is through authentication. Thus, construicptant” to require “authenticated
access” does not conflict with this testimony.

c. Conclusion

As set forth above, while the claim language does not ékpliequire that “account”
include “autheticated access,” thepecificatiorandrelevantdictionary definitions support the
conclusion thataccount” includes “authenticated access.” The Court thexaftopts X One’s
position ancconstrues “account” to mean “an arrangement for-gpecific autenticated access.”

2. “buddy list” (claims 1 and 19)

X One’s Proposed Construction Uber’s Proposed Construction

user list a list, corresponding to an account of the first
individual, that identifies multiple other users
whose location may be shared witie first

individual and/or who may receive the locatign
of the first individual

The term “buddy list” appears in claims 1 and Far example, claim 1 recites:

1. An apparatus, comprising:

a server;

adatabase representing an account for a first individual, the accodimdy laa
associatedbuddy list that identifies multiple users; and

software responsive to a request from the first individual to obtaia@ to
obtain a last known position for mullgpusers identified by thieuddy list,
and to plot the last known location of at least two of the multiple usettseo
map, and to transmit the map with plotted locations to the firstichday

where the software is to request and store position infmassociated with
16
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cell phones of plural ones of the multiple users and where the sofsiare i
permit the first individual to change geography represented by thamabto
transmit to the first individual a map representing the changed geygvath
plotted position of at least one of the multiple users, each in asnant
requiring concurrent voice communications; and

wherein the software to obtain the map is to obtain thima manner
having a default geographic resolution.

'593 patent col. 2851-29:4 (emphasis added)

X One argues that “buddy list” should be construed to mean a “usérdipening Br. 11.
Uber argues that “buddy list” should be construed to mean “adisesponding to an account of
the first individual, that identifieswultiple other users whose location may be shared with the fif
individual and/or who may receive the location of the first individuRlesponsive Br. 9. Hence,
the parties agree that “buddy list” is a list of users, magiee as to whether a “budidst”
(1) must identify multiple other individuals in addition to the firstilndual; (2) requires
information about location sharing; and (3) corresponds to an accotnet fofst individual. The
Court addresses each of these disputes in turn.

a. Whether the “buddy list” must identify multiple other individuals in addition
to the first individual

The patrties first dispute whether a “buddy listist identify multiple other individuals in
addition to the first individual. X One contends that the “budsty tan include just the “first
individual” and one other user. Opening Br-12. Uber agrees that a “buddy list” can include
the “first individual,” Responsive Br. 14, but argues that it must imclude at least two other
users who are not the “firgndividual,” id. 9-14. Here the Court agrees with Uber.

i. Claim Language
The claim language modestly favors Uber’s positiorair@l1 recites an “account for a

first individual . . . having an associated buddy list that identifiekiphe users.” It ten recites:

software responsive to a request from fingt individual to obtain a map, to
obtain a last known position fonultiple usersidentified by thebuddy list,and to
plot the last known location @it least two of the multiple userson the map, red
to transmit the map with plotted locations to the first individual

'543 patent, col. 28:561 (emphasis addedAlthough the claim simply says “multiple users”

and not “multiple other users,” the most common sense reading dhifigion is that théat
17
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least two of the multiple users” are users other thaffitiseéindividual.” The claim language
uses different words-“first individual” and “multiple users™=to refer to eachSee Bd. of
Regents of the U. of Texas System v. BENQ Am.,G@p F.3d 1362, 1371 (Fed. Cir. 2008)
(“Different claim terms are presumed to have different mearir{g#ations omitted).Further, t
makes more sense that the first individual would watolbtain the last known positiorsf other
individualsthan he would g own.

This conclusion becomes stronger when claim 1 is comparecdhaith 4. Rexnord Corp.
v. The Laitram Corp.274 F.3d 1336, 1342 (Fed. Cir. 2001) (“a claim term should be construe
consistently with its appearance in other places in the samealan other claims of the same
patent”);CVI/Beta Ventures, Inc. v. Tura LP12 F.3d 1146, 1159 (Fed. Cir. 1997W(e are

obliged to construe the term ‘elasticity’ consistently throughoeictaims.”) Claim 4 recites:

4. The apparatus of claim 3, where the software provides acksfeom the first
individual to each of the at least two of the multiple users.

'543 patent, col. 29:H13. It makes more sense that the first individual would wanhoavkis
distance to two other users, rather than his distance to himsel®)iaad one other user. Thus,
the claim language modestly favors Uber’s position.

Nevetheless, the claim languagenot perfectly clear and does not entirely exclude the
possibility that the “first individual” is not one of the “multipleass.” Thus, the Court turns to
the specification for further guidance.

ii. Specification

Reviewing thespecification’s disclosures of “buddy listshe Court finds that the
specification also supports Uber’s position. In a number ofnnefg the specification uses the
word “others™—plural—to refer to users on a buddy list. '593 patent, col. 2681“The user
must allow others on his Buddy Lists to ‘see’ his locationand the user must request to see thg
location ofotherson his Buddy Lists to be able to have their positions reported andjqrehd)
(emphasis addedgol. 7:24-26 (“the Buddy Traker location sharing application software is

active and is sharing the location of the phone willer memberef a designated group”)

18
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(emphasis addedgol. 8:12-14 (“the wireless devices in a group which has location tracking
turned on periodically sertieir GPO position data to all te¢ther members the group.”)
(emphasis added)n addition, the specification several times contrasts a buddyf keveral
users with just a single useld., col. 8:3133 (“The requested position update may b s&n
everybody on a selected BiydList or just a single persawireless devicg), col. 10:2-3
(“Addresses of all persons on the buddy list or just a selected buabcated in step 222.
Message packets are generated in 224 addressed to theddletdy List or individuals, and
encrypted position data is put in thém.By contrast, there are no instances where the
specification explicitly discloses a buddy list of artker user See generallid., col.5:57-28:48

X One nevertheless argutesthe contraryhat the specificationags dsclose a “buddy
list” that contains only the first individual and one other user. ilitpdo two instances: (1) Figure
2B; and (2) the instant buddy relationship, col. 11:5612:9% Opening Br 12-13. The Court
finds that, on close examination, neither of these instances @scltsiddy list” that contains
only the first individual and one other user.

The Court turns first to Figure 2Bzigure 2B is shown below:

MATRIX OF BUDDY LIST

*In addition, at the Markman hearing, X One also identified Figure 13 anddtsf
“person(s)=—singular or plurat-in step 112 as an additional example of a “buddy list” that
contains only the first individual and one other user. The Cosaigdéeshat Figure 13 provides
such an examplen describing Figure 13, the specification makes cledrRizmre 13 refers to a
“buddy list” that includes nitiple other users. '593 patent, col. 8:3B. The “person(s)” in step
112 refers to the specific buddy(ies) within a buddyfstwhichthefirst individualrequests a
location updateld., col. 8:3540 (“Step 112 represents the process of lookintha@ddresses
for all people on the selected Buddy List . .. or just a selestiddual . . . .”). Thus, Figure 13
only shows that it is possible for a first individual to requestation update from a single buddy
on a “buddy list that includesmultiple other users.

19
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'593 patent, Fig. 2B. The spediéition discloses that “[ijn Figure 2B . . . figne K has phone |
on its Buddy Listand is set up to supervise phoneld, col. 7:4546. However, this does not
mean that, in Figure 2B, phone K only has phone | on its buddy listspeuication mag&s
clear that the purpose of Figure 2B is simply to “illustratefjatrix or web of supervisorial
relationships.”Id., col. 3:64-65,col. 7:37-40. A phone’s buddy list can contain more than just
the phones over which it has a supervisorial relationsbge, e.gid., col. 7:2730 (describing
how a parent or supervisor can include a supervised phone in thelstdayl. 17:3%+35
(same). Because Figure 2Bnply “illustrates . . . supervisorial relationships,” it is impossible to
know whether phonK only has phone | on its buddy list or whether phone K also has other
phones on its buddy list. As such, the Court cannot rely on Figure 2B @ambodiment of a
“buddy list” that contains only the first individual and one other.use

The Court next turs to the instant buddy relationship. The specification defirees t
instant buddy relationship atetnporary location sharing between phones on an ask and accey
basis which automatically expires after a configurablewalderminates Id., col. 1:64-67.
Read in its entirety, the specification makes clear that theninluddy relationship is a different
feature from the “buddy list.” It shows this in at least fouretght ways First, the specification
consistently uses different terms to rdafeeach of these features: “Buddy List” and “Instant
Buddies,” both capitalizedSee, e.gld., col. 11:26-12:9. Second, the specification’s
descriptions of each are discrete. For example, in describingefig, the specification
separately lists “Bddy Lists” and “Instant Buddies” as two of “several modes” pravides
separate, baeto-back descriptions of eacld. Third, the specification describes “Instant
Buddies” as something separate that can be displayed alongsmmtasts of a “Buddy ikst.”
For example, Figure 3 illustrates a “typical screen showing @&ddmddy list’s contents.Td.,
Fig. 3. This display “shows individuals on the phone’s Buddy, Liatgroup of buddies which
has been given the name Tennis Team,” and “an instant buddy entry fotaa imgldy named
Inst01.” Id., col. 15:1516,col. 15:26-27. Thus, the fact that an “Instant Budd[y]” is displayed

additionto the “individuals on the phone’s Buddy List” shows that an instagdyvelationship

20
Case N016-CV-06050LHK

ORDERCONSTRUING DISPUTEBCLAIM TERMS OF U.SPATENT NOS. 8,798,593 AND 8,798,647




United States District Court
Northern District of California

© 00 N o o b~ w N PP

N NN N N N N NN P P P R R R R R R e
o N o 00N W N P O © 0O N oo 0w N B O

cannot itself be a “buddy list.” Fourth and finally, in describimg ‘Buddies Only Mode,” the
specification distinguishes a “buddy list” from the instant buddsti@iship by describing that the
“Buddies Only Mode” feature is only available for a “Byddst,” but not “Instant Buddies.’ld.,
col. 18:53-58 (describing how in “Buddies only mode . . . position reports are eagived from
Buddies on a specifically named Buddy List with specifically hBweddies. No . . . Instant
Buddy position reportean be received in this mode.”). Thus, in at least four differagswthe
specification makes clear that the instant buddy relglhignis a separate feature from the “buddy
list.” As such, the instant buddy relationship is not an exanf@e'lmuddylist” that contains only
the first individual and one other user.

In sum, the specification confirms what the claim language alreadgstipduggests: the
“buddy list” must include at least two other users who are ndfitiseindividual.”

iii. Conclusion

The parties do not rely on prosecution history or extrinsic evidersgpioort their
positions. Thushased orthe claim language and specificatitine Court agrees with Uber that
the “buddy list” must include at least two other users who ar¢he “first individual.”

b. Whether the “buddy list” requires information about location sharing

The parties next dispute whether the “buddy list” requires infoomabout location
sharing. Uber’s proposed construction requires that the “multiple othesuaeethose “whose
location may be shared with the first individual and/or who mayivectke location of the first
individual.” X One contendthat “and/or who may receive the location of the first individual”
should not be included in the Court’s constrocthecause this improperlgtroducesa twoway
location sharindeature which is unsupported by the claims or specification. Opening BfL514
Uber defends its proposas consistent with the specification and helpful to the jiRgsponsive
Br. 13-14. For the reasons discussed below, the Court agrees with X One.

i. Claim Language
The claim language does not suppoduding “and/or who may receive the location of th

first individual” within the meaning of “buddy list.” Claims 1 an@l &pecifically ecite that the
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“multiple users” share their location information with thetfirglividual. Se€593 patentgcol.

28:56-29:2,col. 30:54-31:2 They do not, however, recite thatalfifiows in the other directien

i.e., that the first individual shares higation information with the “multiple usetsSee id

Thus, the phrase “and/or who may receive the location of therfitistidlual” introducesa two

way location sharinfeaturethat is not supported by the plain language of claims 1 and 19.
ii. Specificaion

The specification also does not support including “and/or who maweette location of
the first individual” within the meaning of “buddy list.” The speatfion discloses embodiments
where location sharing is unidirection8ee, e.gid., col. 7:32-37 (“This supervisory location
sharing can be hierarchical such that an employer can skxatien of all its employees, and
each of the employees can be set up as supervisor of théfenlsuch that the employees can sg
the locations of their children, but the employer of each employee tcagmthe locations of the
children of each employég. col. 17:38—41 (“[T]he location information sharing is unidirectional
from employees to supervisor but each employee can see theraozkdther employees on their
phones but not the location of the supervi3orRequiring that the “multiple users” “receive the
location of the first individual” would exclude these embodimeBseVictronics 90 F.3d at
1583 (a construction that excludepraferred embodiment igdrely, if ever, corret}.

The Court notes that Uber’s proposal is written in the permegsimay”) and thus does
notgo so far as to categorically exclude unidirectional locationirghhaNevertheless, even if
“and/or who m# receive the location of the first individual” only suggests thatwag location
sharing is possiblehe Court finds it proper to exclude this phrase because it would beiognfus
and unhelpful to the jury** Claim constructiohis for the purpose adxplaining and defining
terms in the claims. . .” Abbott Labs. v. Sandoz, In644 F.3d 1341, 1360 (Fed. Cir. 200&
construction written in the permissive suggesting that an additiesialre “may” be part of the
invention does not serve this purpose. Thus, the Giodid that the best course of actioriasot
include “and/or who may receive the location of the first indigitiin its construction of “buddy

list.” In sum, the Court agrees with X One that “and/or who may retieévlcatiorof the first
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individual” should not be included in the construction of “buddy’list
c. Whether the “buddy list” corresponds to an account of the first individual

Theparties’final dispute is whether the “buddy list” corresponds to an account @ifshe
individual. Uber’s proposed construction requires that the “budtiydisa list, corresponding to
an account of the first individual.Responsive Br. 9X One argues that “corresponding” is an
improper redrafting of claims 1 and 19, which recite “aldate representing an account for a firs
individual, the account having associateduddy list that identifies multiple users.” Opening
Br. 15-16. Uber defends “corresponding” as consistent with the plain meanihg ofim
language. Responsive B#4.

The parties largely agree on substance: whether the buddy bstsieciated” with the first
individual or “corresponds” to the first individual, the broader poithas there is some
relationship between the twdlowever, because the claim langeauses the word “associated”
and Uber makes no argument as to why “corresponding” would assistytlor jarotherwise a
superior choice, the Court sees no reason to change “associatedirgsponding See Abbott
Labs 544 F.3cat 1360(* Claim constructionis for the purpose of explaining and defining termg
in the claims . . .”). Thus, th&€ourt will use “associated” in its construction.

d. Conclusion

As set forth above, the Court agrees with Uber that the “buddymisst include at least
two other users who are not the “first individual.” However, the Caynees with X One that
Uber’s proposed language of “and/or who may receive the location ofshméividual” and
“corresponding” should not be included in the construction of “buidtly IAccordingly, the
Court adopts a modified version of Uber’s proposal. The Courtroasstbuddy list” to mean “a
list, associated with an account of the first individual, that ileatmultiple other users whose
location may be shared with thesfi individual.”

3. “adatabase representing an account for a first individual, he account having an
associated buddy list that identifies multiple users” (claims 1 ah19)

X One’s Proposed Construction Uber’s Proposed Construction

A database including data related to a first | a database accessible by the server that
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individual who is authorized to access and | includes an account for a first individutiie

the software. A buddy list is assated with | account having a list of multiple other users
the first individuals account. that identifies those users whose location may
be shared with the first individual and/or wh
may receive the location of the first individuz

O

The disputed phrase “a database . . .” appears in claimsQarar example, claim 1
recites:

1. An apparatus, comprising:
a server,;

a database representing an account for a first individual,ite account
having an associated buddy list that identifies multiple users; and

software responsive to a request fromftret individual to obtain a map, to
obtain a last known position for multiple users identified by the bugty |
and to plot the last known location of at least two of the multiple usettseo
map, and to transmit the map with plotted locations tditkeindividual,

where the software is to request and store position informationiatsd with
cell phones of plural ones of the multiple users and where the sofsivare i
permit the first individual to change geography represented by thamobto
transmit to the first individual a map representing the changed geogsatbhy
plotted position of at least one of the multiple users, each in agnant
requiring concurrent voice communications; and

wherein the software to obtain the map is to obtaimthp in a manner
having a default geographic resolution.

'593 patent at col. 28:529:4 (emphasis added).

Comparing the parties’ proposals, the parties disputeelated issues: (1) whether the
database must store the account; &avhether thelatabase is accessible by the sefv&he
Court addresses each of these disputes in turn.

a. Whether the database must store the account

The parties’ first dispute is whether the database must stoaet¢bant. X One argues that

> In addition, in its Opening Brief, X One identified “whether the Has® must . . . also store a
user’s buddy list” as a disputed issue. Opening Br. 16. In its respongfdrer rephrased this
issue as “whether the accoumtsta buddy list.” Responsive Br. 15. In comparing the parties’
briefing on this topic, the Court discerns no actual dispute. X @méysargument in its briefing
on this topic is that “the buddy list need not be stored in the sanitesmdatas the accoudata.”
Opening Br. 17. Uber agrees with this. Responsive Br. 16 (“Uber’s moposistruction does

not place a restriction on where or how the buddy list is storéldiys, the Court deems this issu¢

resolved and adopts the parties’ positions tihatclaimed “database” need not store the buddy li
24
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the database need onlyr&ddata related to a first individuai*not the account itsel-because

the claim language requires no more than this. Opening Bt.716Uber argues that the databasé

should store the account itself because in order for the databasereséent[]” theaccount, it
must include the account. Responsive Br. E6t the reasons discussed beldve, Court agrees
with X One.
i. Claim Language

The claim language resolves the parties’ dispute. Claims 1 amalyl 8equire “a database
representingan account.” '593 patent, col. 28:52). 30:51 (emphasis added). A representatior
of a thing need not be the thing itseGompare, e.g.Tehrani v. Hamilton Med., Inc331 F.3d
1355, 1361 (Fed. Cir. 2008)T] he ordinary meaning ofepresentingis broad enough to include
‘symbolizing or ‘to stand for. . . .On the other hand, the statement that one itepresents
another cannot be interpreted so broadly as to include any case in whiwb iteams are related
in some way.Rather the fird item must be directly related to and stand for, or be a reasonablg
proxy for, the latter iterf)); ART+COM Innovationpool Gmbh v. Google Indo. CV 1:14217-
TBD, 2016 WL 2945194, at *2 (D. Del. May 20, 20Xg)] he ordinary meaning of
‘representingis broader thandisplaying on a screéand can include symbolizing, standing for,
or being a reasonable proxy for a subsequent viewable ithadéus, unless the specification or
prosecution history otherwise compel it, “representing” is edtitethefull scope of its plain and
ordinary meaningWasica Fin. GmbH v. Cont'| Auto. Sys., 853 F.3d 1272, 1281 (Fed. Cir.
2017)(“It is axiomatic that we will not narrow a claim term beyondplsin and ordinary meaning
unless there is support for thenltation in the words of the claim, the specification, or the
prosecution history)’(quoting3M Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1333
(Fed. Cir. 2013).Consistent with the Fkeral Circuit’'s and other cow'tassessments of the word
“representing,” this plain and ordinary meaning would require thatrgpeésent[ation] of the
account” is directly related to and standing for the account, but notrong nestrictive.

ii. Specificationand Prosecution History

Neither party identifies anything in the specification or prosean history that warrants a
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narrower constructioof “representing Opening Br. 1618; Responsive Br. ¥86. Thus, the
Court will not narrow its meaning beyond the plain and ordinary meaningsdesg¢@above.
Accordingly, the Court agrees with X One that the database need not stactitakbaccount.
b. Whether the databasemust beaccessible by the server

The partiesnext andfinal dispute is whether the databasest beaccessible by #server
X One argues that the database need not be accessible by gndeeause the claim language is
silent on this point. Opening Br. 4¥8. Uber argues that the database must be accessible by 1
server because the specification discloseghinis the case. Responsive Br. Tthe Court
agrees wittUber.

i. Claim Language

Beginning with the claim language, the Court notes that the gldamot explicitly state
where the “database” is stored and whether it is accessilitee serverSee’593 patentcol.
28:51-29:4, col. 30:4931:2. However, when “database” is read in context with the remaafder
the claim language, the claim language supports Uber’s po#it the “database” is “accessible
by the server.”ACTV, Inc. v. Walt Disney Ca346 F.3d 1082, 1088 (Fed. Cir. 2003) (‘i€]
context of the surrounding words of the claim also must be coeslide determining the ordinary
and customary meaning of those tefinsSpecifically, after the claims recite “a database
representing an aoant . . . having an associated buddy list,” the claims immediately recite
operations that are performed by “software” using this “buddyil$trmation, such as
“obtain[ing] a last known position for multiple users identifigdthe buddy list.”’593 patent,
col. 28:56-61,col. 30:54-58. As determined below with respect to “last known location,” this
“software” is run on the “server.SeeSectionlll.A.4, infra. Thus, it makes sense that, in order
for the “software” to be able to perform thexited operations with respect to the “buddy list,” the
“database” must be accessible by the “server.” As sucltjdira language supports Uber’s
position.

ii. Specification
The specification provides further support for Uber’s positilonits section onThe
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Server Genus,” the specification discloses thatl“g&fvers programmed with the Buddy Watch
software will have functionality to . . . store user defined desaeémbodies each user’s buddy
lists and buddies and configuration dat&93 patent, cb 25:6-10. This statement does not
simply describe a preferred embodiment. Instead, it is anceéxgitaracterization of all of the
“servers” in the inventionSeeAventis Pharma S.A. v. Hospira, In675 F.3d 1324, 1330 (Fed.
Cir. 2012) (A"clear expression [to define a claim term] need not beet verbdut may be
inferred from clear limiting descriptions of the invention in the dj=dion or prosecution
history”); seg e.g, Stumbo v. Eastman Outdoors, 808 F.3d 1358, 1363 (Fedir. 2007)
(holding that a district court correctly interpreted claims to ireca feature based the
specification’s teaching of what “must” be presenthus, the “server” in claims 1 and 19 must
have the “functionality . . . to store data that embodies eacts bseldy lists and buddies and
configuration data.”593 patent, col. 25:610. It follows that ithe servercan store this data, this
data is accessible tbe server This conclusion is bolstered by other portions of the specificatig
which describe preferred embodiments whedatbase is accessible to a serveér, col.6:11-
15 (describing how “[a] response to the request in the packet [from@efles/prepared using
information from a database maintained by the Rubicon sereet’)12:39-40 (listing “database
access and maintenance” as a “function[] of the Buddy Watch servectordingly, the claimed
“servet includes‘functionality to . .. storelata that embodies each user’s buddy lists and
buddies and configuration ddta

That said, the Court does not read the specification as mgjtivat the claimed “database”
is the same as the server’s “functionality . . . to stlata that embodies each user’s buddy lists
and buddies and configuration d4t&593 patent, col. 26:610. It may be, for example, that the
server has this “functionality . . .” but then additionally thencked “database” is stored
somewhere else. Nevertheless, the fact that the server has tiitsdtfiality . . . to store dathat
embodies each usef®iddy lists and buddies and configuration dath, at least bolsters the
conclusion that the claimed “database” that contains “reptggions] of this data” is accessible

by the “server.”
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Accordingly, the specification supports what the claim langa&gady suggests: the

“database” must be accessible by the server.
c. Conclusion

In sum, the Court finds that (1) the “database” need not stoectoeintput(2) the
“database’mustbe accessible by the server. In addition, the parties agrebélakbtabase” need
not store the buddy listCompareOpening Br. 16with Responsive Br. 16.

As the Court has resolved one dispute in favor of X One and one disgat®r of Uber,
theCourt must determine which of the parties’ competing constructionsutdshee as a model
for its own. On this pointhie Court finds that the structure of Uber’s proposed construction
would be more clear and helpful to the ju§ee Abbott Lab$44 E3dat1360(* Claim
constructionis for the purpose of explaining and defining terms in the claims’). Uber’s
proposed construction is a crisp phrase that parallels the gramainsétucture of the disputed
limitation andincorporateshe constration of “buddy list,” whereas X One’s proposed
constructiorconsists of two bulky sentences that do not define “buddy I&he Court will thus
adopt the structure of Uber’s proposal, but modify it to reflect thetGawsolution of the parties’
dispue. TheCourt construesd database representing an account for a first individweal, th
account having an associated buddy list that identifies multiptg’usamnean “a database
accessible by the servrat includeslata directly related to and stanglifor anaccount for a first
individual, the account havirgn associated lishat identifies multiple other users whose locatiof
may be shared with the first individual

4. “last known location” (claims 1 and 19)

X One’s Proposed Construction Uber’s Proposed Construction

plain meaning mostrecent position stored on the server for
user at the time the user’s position is plottec
on the map

The term “last known location” appears in claims 1 andA®. example, claim 1 recites

1. Anapparatus, comprising:
a server,

a database representing an account for a first individual, the a¢t@oung an
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associated buddy list that identifies multiple users; and

software responsive to a request from the first individual to obtaia@ to
obtan a last known position for multiple users identified by the buddy list
and to plot theéast known locationof at least two of the multiple users on the
map, and to transmit the map with plotted locations to the firstiohday;

where the software is t@quest and store position information associated with
cell phones of plural ones of the multiple users and where the sofsiare i
permit the first individual to change geography represented by thamnabto
transmit to the first individual a map repesting the changed geography with
plotted position of at least one of the multiple users, each in agnant
requiring concurrent voice communications; and

wherein the software to obtain the map is to obtain theimapnanner
having a default geograghresolution.

'593 patent col. 28:5129:4 (emphasis added)

X One argues that “last known location” requires no constructiqgeenitg Br. 1820.
Uber argues that “last known location” should be construed to mean-feuestt position stored
on the serer for a user at the time the user’s position is plotted on the mappoRgve Br. 16
20. Hence, the partigbspute whether (1) a user’®%t known locationis stored on the server;
and (2) the'last known location’is determined at the time a usgposition is plotted on the map
TheCourt addresses each of these disputes in turn.

a. Whether the user’s “last knownlocation” is stored on the server
i. Claim Language

Beginning with the claim language, the Court notesittdesnot explicitlyrecitewhere
the “last known location” is stored. Nevertheless, read in its gntthee Court finds that the
claim language, on balance, favors Uber’s position. Claims 1 anail® ae'server.”’593
patent, col28:52 col. 30:5Q0 Then, they recite “softwaf which performs servdike functions,
such as 6btain a mag,” obtain a last known position for multiple users identified by the ypudd

” o

list,” “ plot the last known location of at least two of the multiple users on &pé firansmit the
map with plottedocations to the first individugl and“request and store position information
associated with cell phones of plural ones of the multiple tistts col. 28:5764. Thus, the
mostlogical reading of this claim language is that the “software” runs on the sdifthiis is true,

this means that when thsoftware. . . request[s] anstore[s]position informatioti this “position
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information™—including the “last known locatior=is stored a the server.As such, reading
“last known location” in the context of the rest of the claims euggUber’s position that “last
known location”is stored on the server.
ii. Specification

The specificatiorconfirms thathe“software” is runon the serverin describing “The
Server Genus,” the specification lists many of the same fundtahareattributed to the
“software” in claims 1 and 19 as functiomswhich“[a]ll servers programmed with Buddy Watch
software” will be capable. '593 patewbl. 24:53-25:21 @isclosing that “[al] servers
programmed with Buddy Watch software will have functionality toahtain pertinent map data,”

“request and receive update and regularly scheduled GPS lodatefrom users,” “render buddy
locations on mapletsased upon GPS location data,” and “serve the maplet data to Buddy Wa
enabled phones”)As stated above with respect to “database,” this is an expliaiitcanal
statement about all seers, not just @escription of greferred embodimentSeeSection 111.A.3,
supra This is further bolstered by portions of gpecificationthat explicitly disclose¢hat the
server stores location informatiok.g, '593 patent col.17:59-61 (“The server receives positions
reports from all the Buddy Watgihones registered with it and stores them and knows the Bud
Lists for each phong.. Thus, when read in light of the specification, the “software” irmddl

and 19 is “software” that resides on the server.

As discussed above, the claims require that'software . . . store position informatjon
andwherever the software is run is also where the “position infomiais “stor[ed].” Thus,
because, as discussed above, the specification makes clehetteftware” is run on the server,
the “positon information—including the “last known locatior™-is also stored on the server.

X One nevertheless argues that the “last known location” nedaergitred on the server

because the specification discloses embodiments where a lastknown locatiors not sent to

(and hence, not stat®n) the server, but is instead sent directly from one device thenot
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Opening Br. 19 (citing '543 patent, c8:40-9:65)° However, as discussed above with respect
“account,” claims 1 and 19 specifically recpia “server.”SeeSection Ill.A.1,supra Thus, in
construing claims 1 and 19, the Court must focus on disclosed embodim#rgsspecification
that include a serverAccordingly, he deviceto-device embodimesthat X One cites fall outside
the scpe of claims 1 and 19 andvsittle relevance to their construction.

In sum,the specification confirms what the claim language modestly sugydssis
correct that the “last known location” is stored on the server.

b. Whether the “last known location” is determined at the time a user’s position
is plotted on the map

The claim languagss sufficient to end the parties’ dispute. Claims 1 and 19 recite a flu
set of actions that occur “responsive to a request from the firgtdodl:” “obtain[ing] a map,”
“obtain[ing] a last known position for multiple users,” and “plotffj the last known location of at
least two of the multiple users on the majh93 patent, col. 28:5%61, col. 30:68664. Putting
these statements togethitre “last known locationimust bedetermined at the time of plottindt
would not make sense for it to be detered before the time of plottingecause that would mean
that the plotting was not “responsive” to the first individuagguest. It would also not make
sense for ito be determined aftéhe time of plotting, because, in order to “plot[] the last known
location,” that “last known location” mufitst be determinedThus, the “last known location” is
determined at the time of plotting.

Nevertheless,dving determine that “last known location” is determined at the time of
plotting still leaves opethe question ofvhetherUber’s proposed language ‘ohost-recent
position stored on the server” better captures this meamamgthe claim language itselK One
arguedhat “mostrecent position stored on the server” ignores the fact that a ayename

several “last known locations” depending on the buddy list: a user may dioosisa#re his

® X One also cites to embodiments which X One describes as “semdiser’s last known
location to a server that, rather than storing it, simply forwardsanother user’'s mobile device.”
Opening B. 19 (citing '543 patent, col. 9:660:34). The Court disagrees that this embodiment
does not store the last known location. The specification does narsXpPne’s assertion.
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location with one buddy all the time, whereas the user may choagbare hisocation with
another buddy only sometimes. Opening B=2(® Reply Br. 89. Uber does not specifically
respond to this argument. Responsive B+206

The Court agrees with X One that “mastent position stored on the server” injects som
confusioninto the meaning of “last known location” because different budts/ disuld have
different “last known locations.Compare, e.9.593 patent, col. 11:32A9 (describing a buddy
list where location sharing is always owjth id., col. 11:2527 (describing a buddy list where
location sharing is only on during work hourgjowever, the Court finds that this problem can b
remedied by modifying “mostecent position” in Uber’s proposednstructiorto “mostrecent
shared positiohwhich makes clear that “moséecent” is limited to only the location information
that that user has shared with a particular buddy list. Thu€adahe will adopt Uber’s proposed
construction, subject to this modification.

c. Conclusion

In sum, the Courlinds that (1)a user’s “last known location” is stored on the server; and
(2) the “last known location” is determined at the time a user’s poggiplotted on the map. The
Court howeveragrees with X One that “last known location” can be differepetiding on the
buddy list used. As such, the Court adopts a modified version ofs_iseposed construction.
The Court construes “last known location” to mean “rresent shared position stored on the
server for a user at the time the user’s posisgoiotted on the map.”

B. '647 Patent

1. “wherein the provider is selected in connection with the request fothe desired
service” (claims 1 and 28) “selecting the provider of the desired service(claim
22)

X One’s Proposed Construction Uber’s Proposed Costruction

plain meaning wherein the requestor of the desired service
selects the provider of the desired service
selecting the provider of the desired service
the requestor of the desired service

The phrase “wherein the provider is selectedannection with the request for the desired

service” appears in claisl and 28 of the '647 patent. The phrase “selecting the provider of the
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desired service” appears in claim 22. For example, claims 12aretiRe

1. A method of tracking proximity gfosition associated with a first wireless
device relative to a position of a second wireless device, whene& of the first
wireless device and the second wireless device is associatea pribvider of a
desired service and the other of the first véssl device and the second wireless
device is associated with a requestor of the desired seiveceethod
comprising:

causing receipt of information on the first wireless device reptag) the
position of the second wireless device and a map associated withsitien
associated with the first wireless device and the position of sedoeléss
device;

causing display of the map on the first wireless device with position
associated with the first wireless device and the position of tumde
wireless device rendered thereon; and

causing receipt of information on the first wireless device reptag)
positional update of the second wireless device, and causing updispla¥
of the map on the first wireless device with the position assoamtedhe
first wireless device and updated position of the secareless device
rendered thereon;

wherein the causing of the update is to be performed to indicatemiypxif
and direction between position of the provider of the desired sanite
positionassociated with the requestor of the desired service;

wherein the method is invoked responsive to launching an application on the
first wireless device in connection with a request fronréugiestor for the
desired service; and

wherein the provider is selected in connection with the request fohe
desired serviceand the method further comprises forming a-sysecific
group to have the first wireless device and the second wireles die
connection with the request for the desired service.

22. A methd of tracking proximity of position associated with a first wireless
device relative to position of a second wireless device, whére first wireless
device is associated with a requestor of a desired semnilctha second wireless
device is associateslith a provider of the desired service, the method
comprising:

selecting the provider of the desired service in association with aicatppi
launched by the requestor on the first wireless device, whereietbad
wireless device is associated wikie provider and is thereby selected in
associated [sic] with launch of the application;

causing receipt of information on the first wireless device reptag)
position of the provider, dependent on global positioning system (GPS)
position data providelly the second wireless device, and receipt of
information representing a magsociated with the position associated with
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the first wireless device and the position of the second wirelegice;

causing display of the map on the first wireless devitk thie position
associated with the requestor and the position of the secondssitseice
rendered thereon; and

causing receipt of information on the first wireless device reptewy

intermittent positional update dependent on GPS position data provided by t
second wireless device, and causing update of display of the mapfostthe
wireless device with respective position associated weHitkt wireless

device and positional update dependent on the GPS position data provided by
the second wiless device rendered thereon;

whereinselecting the provider of the desired servicmcludes forming a
usespecific group to have the first wireless device and the secoetessr
device in connection with the request for the desired crvi

'647 patent col. 28:56-29:19, col. 30:4431:12(emphasis added)

X One argues that the disputed phrases require no constructish@rld be given their

plain meaning. Opening Br. 2R1. Uber, on the other hand, argues that the phrase “wherein the

provider is sedcted in connection with the request for the desired s8rincclaims 1 and 28
should be construed to mean “wherein the requestor of the desivext selects the provider of
the desired service.” Responsive Br-2P. Uber argues that the phrase “selecting the provide
of the desired service” in claim 22 should be construed to mean “sgléoé provider of the
desired service by the requestor of the desired servide.Comparing these proposals, the
parties’ dispute boils down to a simple isswéether anyone (X One’s position) or only the
“requestor” (Uber’s position) can select the service proviéi@r.the reasons discusseddw, the
Court agrees with X One.
i. Claim Language and Specification

The plain language of the claims only resiteelecting the providéror that the “provider
is selected,and does not specify who does the selecting. '647 patent, col-3Q2:42, col.
31:37-32:5. As aresult, both sides focus on the specification. X Onesafftatethe specification
not only discbses embodiments where the requestor selects the service praviddsob
embodiments where someone efsich as the service provider comparselects the service
provider. Opening Br. 221. In particular, X One points to two embodiments:aistranced

motorist or hiker” embodiment647 patent, col. 17:#14; and (2)a skillsetbased selection
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embodimentid., col. 20:5821:1. Uber responds that the “stranded motorist or hiker”
embodiment confirms that only the requestor selects the sgirowider. Responsive Br. 222.
Uber does not address the skilibased selection embodimer8ee id

Upon reviewing each of the identified embodiments, the Court firedgtibe specification
does not suppoen inference that only the “requestor” can seleetsirvice provider. Turning

first to the“stranded motorist or hiker” embodiment, the specification diseltsat:

Typically, a stranded motorist or hiker will call a tow truck or 911 and get the
caller ID and carrier of the tow truck driver or rescu€he stranded motorist or
hiker will then enter this information in boxes 72 and 7Box 70 shows an
instant buddy ID which is automatically assigned by the systafter entering

the information, the request command shown at 80 is selected.

'647 patent col. 17:714. The key to theparties'dispute is the first sentence: after calling a tow
truck or 911, the stranded motorist or hiker “get[s]” the calleahd carrier of his specific tow
truck driver or rescuerld., col. 17:8-10. This phrase is annpuous as to who does the selecting:
in some cases, it may be that the 911 operator selects a tovtnedcue service; in other cases,
it may be that the stranded motorist or hiker himself regueeparticular tow truck or rescue
service, either by viue of calling a particular tow truck service or by telling the 911aiper
which service they would like to use. Thus, it does not suppadttrgrhe claims such that only
the“requestor’may select garticular service provider.

Turning next tahe skillsetbased selection embodiment, the specification discloses that:

The Buddy Watch server is configured and programmed to be compatible with
business applications where the customer may desire to finddundis based
upon their capabilities, cdfications or the equipment they are carryin@®y
making the Buddy Watch fields of the Buddy Watch databaséabl@ifor search
and/or integration into other business databases, a company sacbteasce
based organization can determine which indialsthave the proper certification

to work on a specific problem and/or who have the appropriate tools and wher
those individuals are located relative to a site to which the caynpéshes them

to be dispatched.

Id., col. 20:5821:1 (emphasis added)n its plainest reading, this passage discltkasthe

“service based organization” can select a service provider.ifitepkty, the fact that theservice

based organizatioran determinevhich individual$ have the fitting skillset implies that, through

making this determination, the “service based organization’tsdleese individuals-i.e., service
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providers. See id, col. 20:6421:1. Thus, the skillsdtased selection embodiment supports
Uber’s position that entities other than the “requestor” edecsthe service provider.
ii. Conclusion

In sum, the claims are silent as to who can select the service pranitidne specification
supports the inference that entities other te{requestor” can select the service provider.
Accordingly, the Court ages with X One thatnyone—not just the “requestor~can select the
service provider. The claims, written in the passive voice,rbéistt this meaning. Accordingly,
the Court will not construe them further.

2. ‘“responsive to launching an application”(claims 1 and 28Y “in association with
an application launched” (claim 22)

X One’s Proposed Construction Uber’s Proposed Construction

plain meaning in association with the running of the
application

The phrase “responsive to launching an application” appears msclaand 28 of the '647
patent. The phrase “in association with an application launched” ragpedaim 22.For

example, claims 1 and 22 recite:

1. A method of tracking proximity of pi®n associated with a first wireless
device relative to a position of a second wireless device, whene& of the first
wireless device and the second wireless device is associdtea priovider of a
desired service and the other of the first wiretbsgace and the second wireless
device is associated with a requestor of the desired seiiveceethod
comprising:

causing receipt of information on the first wireless device reptag) the
position of the second wireless device and a map associated witbsikien
associated with the first wireless device and the position of sedoeléss
device;

causing display of the map on the first wireless device with position
associated with the first wireless device and the position of tumde
wireless @vice rendered thereon; and

causing receipt of information on the first wireless device reptag
positional update of the second wireless device, and causing updéspla¥
of the map on the first wireless device with the position assoamrtedhe
first wireless device and updated position of the secareless device
rendered thereon;

wherein the causing of the update is to be performed to indicateiypxif
and direction between position of the provider of the desired sanite
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position asociated with the requestor of the desired service;

wherein the method is invokedsponsive to launching an applicatioron
the first wireless device in connection with a request frareéguestor for
the desired service; and

wherein the provider is selked in connection with the request for the desired
service and the method further comprises forming aspseific group to have
the first wireless device and the second wireless device mectan with the
request for the desired service.

22. A method btracking proximity of position associated with a first wireless
device relative to position of a second wireless device, whtre first wireless
device is associated with a requestor of a desired sermvctha second wireless
device is associated thia provider of the desired service, the method
comprising:

selecting the provider of the desired servitassociation with an

application launchedby the requestor on the first wireless device, wherein
the second wireless device is associated witlptbeider and is thereby
selected in associated [sic] with launch of the application;

causing receipt of information on the first wireless device reptex
position of the provider, dependent on global positioning system (GPS)
position data provided the second wireless device, and receipt of
information representing a map associated with the positi@tiassd with
the first wireless device and the position of the second wirelegice;

causing display of the map on the first wireless device thilposition
associated with the requestor and the position of the secondssidseice
rendered thereon; and

causing receipt of information on the first wireless device reptew

intermittent positional update dependent on GPS position data prdyded
second wireless device, and causing update of display of the mapfostthe
wireless device with respective position associated weHitht wireless

device and positional update dependent on the GPS position data provided by
the second wirelssdevice rendered thereon;

wherein selecting the provider of the desired service includesrfg a use
specific group to have the first wireless device and the secwakkss device
in connection with the request for the desired service.

'647 patent, col. 28:5€9:19, col. 30:4431:12 (emphasis added).

X One argues that the disputed phrases require no constructish@uid be given their

plain meaning. Opening Br. 223. Uber, on the other hand, argues that the disputed phrases
should be construed mean in association with the running of the applicatioResponsive Br.

22-23. Thus, the parties dispute whether the claimed functions must lmermped in association
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with therunningof an application, or simply in association with eithiauhchirg an application”
or “an applicationaunched’ For the reasons discussed below, the Court agrees with X One.
i. Claim Language and Specification

The plain language of the claims is silent as to what relatioddimaed actions have to
whether an application reinning See647 patent, col. 28:5€9:19, col. 30:4431:12, col.
31:37-32:5. Hence, if there is any support for Uber’s proposed coctsbiny, it must be found in
the specification. Upon review of the specification, the Court finalsit does not require the
“running” modification that Uber proposef general, the specification describes the
functionality of embodiments relating tersice providergi.e., embodiments relating to claims 1,
22, and 28)n the abstract, and does not specify what happens while an éipplisaactively
running. See, e.q. 647 patent, col. 15:2438,col. 17:7-27. Moreover, the specification discloseg
that it is possible for devices to be temporarily disakbdre the application would not be
running Id., col. 10:50-11:4,col. 22:5-11,col. 22:44-23:2Q Accordingly, the specification also
does not require the “running” modification that Uber propose

In its briefing, Uber does not make an affirmative case for whthat should adopt its
“running” modification. Instead, levotes most of its briefing to arguing wKyOne’s plain
meaning position is incorrecAlthough the Court has already retied Uber’s proposed “running”
modification, it additionally finds thatone of Uber’s argumenésgainst X One’s plain meaning
approach ipersuasive. It discusses each in turn.

First, Uberargues that the phrasgesponsive to launching” or “in assod@t with an
application launcheddrevague Responsive Br. 223. The Court disagrees. “Responsive to
launching” simply places a temporal relationship on launching and theatdireed functions:
they happen in response to launching. “In associatitnan application launched” is broader,
and just requires some relationship between launching and theedl&inctions. Thus, in both
cases, how the claimed functions relate to launchisgfigiently clear. It may be that the claims
are not as naowly scoped as Uber would like, but this is not a reason to adoptaawvinay

construction.
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Second, Uber argues that the specification does not provide wrigenpdien support for
“responsive to launching” and “in association with an apgilon launcled.” Responsive Br. 23.
The Court disagrees. As Uber admits in its brie{ilRgsponsive Br. 223), the specification
discloses launchingnapplication See, e.g.647 patent, col. 6:281 (“On startup, each handset
starts its GPS sampler and the BydVatch application program.”). Then, as Uber also admits
(Responsive Br. 23}he specification discloses “display of [a] majgée, e.q!647 patentcol.
6:31-41 (describing “show[ing] the Mapit page”), col. 15:38 (describing showing a tow truck
driver and a stranded motorist on a moving map), col-27.gsame). The fact that these
embodiments may require user action between the launching of thea#ippland, for example,
the display of the map does not negate the fact that the displasy wiap is at least indirectly
“responsive to” or “in association with” launchin@.f. Pozen Inc. v. Par Pharm., In696 F.3d
1151, 1167 (Fed. Cir. 2012)As this court has explainedi]n order to satisfy the written
description requirement, the dissloe as originally filed does not have to provideaec verba
support for the claimed subject matter at issue.Nonetheless, the disclosure. must convey
with reasonable clarity to those skilled in the art tha{the inventor] was in possession of the
invention:”) (quotingPurdue Pharma L.P. v. Faulding In@30 F.3d 1320, 1323 (Fedir.

2000). Thus, there is written description support for “respon®@vaunching” and “in
association with an application launched.”

Third and finally, Uber argues thaesponsive to launching” or “in association with an
application launched” excludes a preferred embodim@esponsive Br23. The Court disagrees.
As an initial matter, Uber does not specifically identify what tineggsred embodiment is, but
simply refers to it as “the preferred embodiment which requiser input while the application is

nl

running.”” Nevertheless, even without specifically addressing this puigréscluded

embodiment, the Court can conclude thatould not be excluded. “Responsive to launching” of

"The Court can only guess that Uber is referring to one of the prbfameodiments discussed in
other portions of its briefing, such as the “stranded motorisikerhrembodiment, ‘647 patent,
col. 15:26-38, col. 17:#27.
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“in association with an application launched” does not mean thaiphlecation cannot be
running. Thus, a preferred embodiment which requires user inpu thieilapplication is running
would not be automatically excluded by “responsive to launching” or “ircegsm with an
application launched.”
ii. Conclusion

In sum, neither the claim language tioe specification warraistUber’s proposed
construction. Instead, the Court finds that the claigdage is sufficiently clear. The phrases
“responsive to launching an application” and “in association with ancapioin launched” shall
be given their plain meaning and not construed further.

3. “forming a use-specific group” (claims 1 and 22) “formatio n of a usespecific
group” (claim 28)

X One’s Proposed Construction Uber’s Proposed Construction

plain meaning Indefinite

The phrase “forming a usspecific group” appears in claims 1 and 22 of the '647 patent

The phrase “formation of a uspecific group” appears in claim 28. Those claigtste:

28.A method of tracking proximity of position associated with a firselgiss
device relative to a position of a second wireless device, whene of the
first wireless device and the second wireless devicestcaded with a
provider of a desired service and the other of the first wirelassedand the
second wireless devige associated with a requestor of the desired service,
the method comprising:

causing receipt of information on the first wireless device reptewy the
position of the second wireless device and a map associated wibsitien
associated with thert wireless device and the position of second wireless
device;

causing display of the map on the first wireless device with position
associated with the first wireless device and the position of ttumde
wireless device rendered thereon; and

causing reeipt of information on the first wireless device representing
positional update of the second wireless device, and causing updixplaf
of the map on the first wireless device with the position assoardtbdhe
first wireless device and updated pias of the second wireless device
rendered thereon;

wherein the causing of the update is to be performed to indicaterpipxif
and direction between position of the provider of the desired sanite
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position associated with the requestor of therddsservice;

wherein the method is invoked responsive to launching an application on the
first wireless device in connection with a request fronréweiestor for the
desired service; and

wherein the provider is selected in connection with the requetstdatesired
service and the method further compriesing a usespecific groupto
have the first wireless device and the second wireless devomanection
with the request for the desired service.

22. A method of tracking proximity of position assded with a first wireless
device relative to position of a second wireless device, whtre first wireless
device is associated with a requestor of a desired sermvctha second wireless
device is associated with a provider of the desired sertieanethod
comprising:

selecting the provider of the desired service in association with aicatpi
launched by the requestor on the first wireless device, whereietbads
wireless device is associated with the provider and is theetbgted in
associated [sic] with lanch of the application;

causing receipt of information on the first wireless device reptew
position of the provider, dependent on global positioning system (GPS)
position data provided by the second wireless device, and receipt of
information represnting a ma@ssociated with the position associated with
the first wireless device and the position of the second wirelegice;

causing display of the map on the first wireless device with théqosi
associated with the requestor and the positidhetecond wireless device
rendered thereon; and

causing receipt of information on the first wireless device reptexy

intermittent positional update dependent on GPS position data provided by t
second wireless device, and causing update of digptdae map on the first
wireless device with respective position associated weHitkt wireless

device and positional update dependent on the GPS position data provided by
the second wireless device rendered thereon;

whereinselecting the provider of the desired service inclidesing a use
specific groupto have the first wireless device and the second wiregseal
in connection with the request for the desired service.

28. An apparatus comprising instructions storechontransitory machine
readable media, the instructions when executed operable to:

cause receipt of information on the first wireless device reptigg position
of the second wireless device and a map associated witfopasssociated
with the firstwireless device and the position of the second wireless device;

cause display of the map on the first wireless device with the gositi
association with the first wireless device and the position of thendec
wireless device rendered thereon; and
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causaeceipt of information on the first wireless device representing
positional update of the second wireless device, and cause updaplay of
the map on the first wireless device with the position associatadiva first
wireless device and updatedsition of the second wireless device rendered
thereon;

wherein one of the first wireless device and the second wirelegedsv
associated with a provider of a desired service, wherein theauptite
display is tgbe] performed to indicate proxinyitof and direction between the
provider of the desired service and a position associated witluasteq of
the desired service, wherein the causing of the receipt of thenation
representing the position, the causing of the display, and thengaiishe
receipt of information representing positional update are invasgubnsive
to launching an application on the first wireless device in cororeutith a
request by the requestor for the desired service, wherein thel@roi
selected in connectiowith the request for the desired service, wherein the
instructions when executed are to caimsenation of a usespecific groupto
have the first wireless device and the second wireless devomanection
with the request for the desired service.

'647 Patent at col. 28:5@9:18, col. 30:4431:12, col. 31:3%#32:5 (emphasis added).

X One argues thagtlain meaning governsOpening Br. 2325. Uber, on the other hand,
argues that[forming / formation of] ausespecific group’rendesthe asserted claimg the '647
patent indefinite Responsive Br. 2325.

In support of indefiniteness, Uber argues thatphrase “usspecific group” appears
nowhere in the X One Patents and that the specificationdadsplain what it means to “form|[]”
such a groupld. On this latter point, Uber argues that neither the tennis teandamdid, 647
patent, col. 15:3916:8 nor the employee/supervisor embodiméht,col. 18:851, informsthe
meaning of “usespecific group” because these embodiments do not relatr\me providers and
thus are not covered by claims 1, 22, and 28. ResponsiBiUber also argues that the
“stranded motorist or hiker” embodimei@47 patent, col. 15:2638, col. 17:7-27, does not
inform the meaning of “usspecific group” becawsthis embodiment simply suggests that “use
specific group” is something that “allow[s] the tw@y sharing of location information,” which is
superfluous with other claim languagResponsive Br24-25. Uber also argues that the
specification fails to lecidate “usespecific group” because the specification exclusively uses th

word “group” to refer to embodiments where individuals on a buddghete information,
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whereas the specification uses the phrase “Instant Buddiesetaoef relationship Ieen a
service provider and a requestadd. at 25.

For the reasons discussed below, the Court finds thatspessfic group” does not render
the asserted claims of the '647 patent indefinite. Instead, the Coptsaxi One’s proposal and
construes tis phrase according to its plain meaning.

i. Claim Language

The Court begins wittheclaim language. Claims 1, 22, and 28 all recite that the “first
wireless device” and the “second wireless device” areceegtsd with “a provider of a desired
service” anda requestor of the desired service647 patent, col. 28:56456, col. 30:4%#52, col.
31:55-60. Then, in referring to “usspecific group,” they recitefrming a usespecific group to
have the first wireless device and the second wireless demcommection with the request for the
desired servicg Id., col. 29:1318, col. 31:912, col. 31:6632:5. Reading these limitations
together, it iglainthat the “group” is the pairing of the “first wireless deviaad the “second
wireless device” and is “usespecific” because it is formed for the purposdéaailitating or
effectuatingthe “desired service.The claims recite no other entities that could be parteof th
“group” or no other aspects of their relationship that would muddy whyghging is “use
specific.” As such, a person of ordinary skill in the art wdaddable to read claims 1, 22, and 28
and understand the meaning of “tsgeecific group” such that they would be informed about the
scope of the invention with reasonable certair@geNautilug 134 SCt. at 2124.

The same holds true for “forming.” Tle&im language surrounding “[forming / formation
of] a usespecific group” recites “selecting the provider of the delsgervice” andto have the
first wireless device and thesond wireless device in connectibr647 patent, col. 29:13.8,
col. 31:9-12, col. 31:6632:5. Read in context, it is clear that “forming” simply refers to this
process otonnectinghe first and second wireless devices. A skilled artisan wmeitmlbe to
know the range of what it means for two wireless devices tadnnect[ed].” Thus, a person of
ordinary skill in the art would also be able to read claims 1, 2228rahd understand the

meaning of “forming” such that they would be informed alibatscope of the invention with
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reasonable certaintySeeNautilus 134 SCt. at 2124.
ii. Specification

The specification bolstersekeconclusiors. As discussed in other sections above, one 0O

the service providespecific embodiments disclosed in thegfication is the “stranded motorist

or hiker” embodiment.647 patent, col. 15:268, col. 17:#27. In this embodiment,

the users car breaks downThe user calls a towing service, and finds out the tow

truck driver has a cell phone with Buddy Tracla it. The user dials the tow

truck drivefs cell phone and requests to be an instant buddy of the tow truck
driver s phone.His phone is then set up as an instant buddy on thesyseone.

After both phones are set up as instant buddies, each gphomes the location of

the other phone on its moving maphis allows the tow truck driver to find the

user tow truck customer and the user customer to know where the tow truck drive

is.
Id., col.15:29-38. How “usespecific group” maps onto this example is plain: the “group” is the
tow truck driver and the user, and it is “vggecific” because the pairing is set up for the specifig
purpose ohelping to providehe towing service. Thus, reading the claimlight of this
disclosure further elucidates the meaning of “ggecific group.” It would not be unreasonable
for a skilled artisan to take this example &ndw what other types 6lise-specific groupsare
covered by the claims.

The same can baisl of “forming.” Here, in this example, the two wireless devibas t
“form[]” the “use-specific group” are cell phones. There is a discrete range of poasidethe
cell phonesanconnect with one another, all of which would be familiar to a skdktisan. The
skilled artisan would also be able to take this example and inferthfer types of “usepecific
groups” involving other types of “wireless devi¢ebe range of ways of connecting that would
be covered by “forming.” Thus, the specification further helps infill@ermeaning of “[forming /
formation of] a usespecific group.” As such, the Court concludes tffatming / formation of] a
usespecific group” does not make it such that tblaims, read in light of the specification
delineaing the patent, and the prosecution history, fail to inform, va@étsonable certainty, those

skilled in the art about the scope of the inventioN&utilus 134 S.Ct. at 2124.

Uber’s arguments to the contraesponsive Br. 285, are unpersuasiverirst, whether
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the phrase “usepecific group” appears in the specification of the X One Patemtslsvant. See
Cox Commc’'ns838 E3d at1231(explaining thatthe dispositive question in an indefiniteness
inquiry is whether the ‘claims,” not partilar claim terms” faitheNautilustes). Second, as
discussed above, the Court finds that the “stranded motorist o Bik@odiment does inform the
meaning of “usespecific group” because it gives a concrete example of a “groug’niotorist
and thetow truckdriver) and how it is “usespecific” (towing services). Finally, the fact that the
specification uses “group” to refer to something other than the embatk covered by claims 1,
22, and 28 is irrelevant. Even if there are differences bettheamse of the word “group” in the
specification and the claims, a person of ordinary skill irath&ould be able to read these wordj
in context and understand that these are different things. As ldhgtaserson can discern the
scope of the claimwith reasonable certainty, the claims are not indefifitautilus 134 SCt. at
2124. Such is the case here.

Accordingly, “[forming / formation of] a usepecific group” does not render the claims
indefinite. The Court instead adopts X One’s posiéind construes this phrase according to its
plain meaning.

IV. CONCLUSION

For the foregoing reasons, the Court construes the disputed claimasifollows:

'593 patent:
1. “account” as “an arrangement for uspecific authenticated access;”
2. “buddy list” as “a ist, associated with an account of the first individual, that

identifies multiple other users whose location may be shared witirshandividual;”

3. “a database representing an account for a first individuahdbeunt having an
associated buddy list that identifies multiple users’aadatabase accessible by the settvar
includesdata directly related to and standing foramcount for a first individual, the account
havingan associated lishat identifies multiple other users whose location aghared with the
first individuat”

4. “last known location” asmost-recent shared position stored on the server for a
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user at the time the user’s position is plotted on the map;”

'647 patent:

5. “wherein the provider is selected in connection with the eéstjtor the desired
service”as plain meanindselecting the provider of the desired serviceplsn meaning;

6. “responsive to launching an applicaticas plain meaningjn association with an
application launched” gdain meaning;

7. “forming a usespedfic group” as plain meaningnd“formation of a usespecific
group” asplain meaning.

IT IS SO ORDERED.

Dated:August 18, 2017

Loy H. Kb

LUCY @ KOH
United States District Judge
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