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nents Inc v. American Technical Ceramics Corp

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICTOF CALIFORNIA

PRESIDIO COMPONENTS, INC.
Plaintiff,
V.

AMERICAN TECHNICAL CERAMICS
CORP.,

Defendant.

Case No. 08-cv-335-IEG-NLS
ORDER:

g%GRANTING MOTION FOR
RMANENT INJUNCTION [Doc.
No. 432];

E)ZAAWARDING SUPPLEMENTAL

MAGES IN THE AMOUNT OF

$1,508,114 [Doc. No. 431];

(r3 DENYING AS MOOT MOTION
STRIKE RABE DECLARATION

[Doc. No. 446];

(4% DENYING MOTION TO STRIKE
NEWMAN DECLARATION [Doc.

No. 454]; and

(r5 DENYING AS MOOT MOTION
STRIKE DEVOE

DECLARATION [Doc. No. 454].

Presently before the Court are thetimas of Plaintiff Presidio Components

Inc. (“Presidio”) for a permnent injunction and for sumhental damages. [Doc.

08-cv-335

bc. 473
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Nos. 432; 431.] Presidio has also filed a motio strike the Rabe declaration. [D
No. 446.] Defendant Americahechnical Ceramics Corpation (“ATC”) has filed a
motion to strike the Newman and Dewieclarations. [DadNo. 454.] For the
following reasons, the Cou@BRANTS the motions for a permanent injunction ang
for supplemental damages. The Couraedg supplemental damages in the amou
of $1,508,114 to Presidio. The CoDMENIES AS MOOT Presidio’s motion to

strike the Rabe declaration. The CADENIES ATC'’s motion to strike the Newma

declaration an@ENIES AS MOOT ATC’s motion to strike th Devoe Declaration.

BACKGROUND

The Court summarizes the procedumztory of the above-captioned case
following the parties’ post-trial motiongOn April 13, 2010, this Court denied

Presidio’s post-trial motions for a perngant injunction, enhaced damages, and

attorney’s fees, but granted Presidio seppntal damages. {@. No. 348, Order o

Post-Trial Mots.] In response to ATGQiest-trial motions, thi€ourt vacated the

willfulness verdict and set an ongoing rtiyaate of 12% of the 545L capacitor’s
wholesale price. [Id.] TénCourt denied ATC’s motiorfsr judgment as a matter o
law (“*JMOL”) or a new trial, and JMOL othe jury’s lost profit damages award ar
on false marking prior to October 24, 204J&1.] This Court also fined Presidio
$0.35 per unit for false marking. [Id.]

On December 19, 2012, the Federal Qtratfirmed-in-part, vacated-in-part,

and remanded this Court’s orders on theaal motions of ATC and Presidio.
2
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Presidio Components, Inc. v. Am. Te@eramics, Corp., 702 F.3d 1351 (Fed. Ci.

2012). The Federal Circuit affned the majority of thi€ourt's determinations, wit
the exception of its finding of no irreparabhjury, the related denial of a permang
injunction, and the ongoing royalty deterntina. 1d. at 1354.The Federal Circuit
stated that this Court’s “finding of no coetgion for the purpose of irreparable hal
conflicts with the clear finding of conatition for the purpose of awarding damage
and that “the record shows direct amtbstantial competition eeen the parties.”
Id. at 1363. The Federal Circuit also sththat the jury’s finding that ATC’s 545L
capacitor sales caused Presididose sales of its BB capsmrs “squarely supports i
finding of irreparable harm.’ld. at 1363. Because the FealeCircuit held that this
Court clearly erred in findingo irreparable injury, it vacated this Court’s denial o
Presidio’s motion for a permanent injuractiand remanded for a re-weighing of th
four factors consistent witthe Federal Circuit’'s opinionThe Federal Circuit also
vacated this Court’s ongoing royalty detenation, which was predicated on the
denial of the permanent injunction._Id. at 1364.

On May 15, 2013, Presidio filed motions for permanent injunction and for

supplemental damages. [Doc. No. 432, Mot. for Permanent Injunction (“PI”); D

No. 431, Mot. for Supp. Damages.] Qmé 12, 2013, ATC filed sealed oppositio

to both motions. [Doc. No. 443, Opp. to Mfar Pl; Doc. No. 444, Opp. to Mot. for

Supp. Damages.] On June 13, 2013, Hrediled sealed reply memoranda in

support of both motions. [Doc. No. 447, Re Mot. for Pl; Doc. No. 448, Reply
3
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to Mot. for Supp. Damages.] Also on Jut® Presidio filed a motion to strike the

declaration of Mr. Stephan RabfDoc. No. 446, Mot. to Ske Rabe Decl.] On Jui
18, 2013, ATC filed a motion to strike tkdeclarations of Mr. Glenn Newman and

Mr. Lambert Devoe. [Doc. No. 454, Mot. 8irike Newman and Devoe Decl.] On

June 19, 2013, the Court ordered ATCil® & surreply addressing the merits of
Presidio’s reply memorandum in supporitsfmotion for supplemental damages.
[Doc. No. 460.] On June 22013, ATC filed a sealeslirreply memorandum. [Do

No. 465, Surreply to Mot. for Supp. DamadeOn June 26, 2013, the Court held

oral argument on the motions for permanapinction, for supplemental damages
and to strike. [Doc. No. 472.]

DISCUSSION

I. Motion for Permanent Injunction

In eBay Inc. v. MercExchange, LC., the Supreme Court overruled the

Federal Circuit’s “general rule that césiwill issue permanent injunctions against
patent infringement abseekceptional circumstancéss47 U.S. 388, 390-94 (200¢

The Supreme Court held that a “plaintiffeking a permanent injunction must satis

a four-factor test before a court may grardtscelief. A plaintiff must demonstratef

(1) that it has suffered an irreparable injuB); that remedies available at law, suc

as monetary damages, are inadequat®mnopensate for that injury; (3) that,

considering the balance of hardships betwibe plaintiff and defendant, a remedy i

equity is warranted; and (4) that the painterest would not be disserved by a
4
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permanent injunction.”_Id. at 391. TBR®urt must balance the four factors to

determine whether an injunction is appiate. Acumed LLC v. Stryker Corp., 551

F.3d 1323, 1329 (Fed. Cir. 2008); Canadiamber Trade Alliance. United States

441 F. Supp. 2d 1259, 1264 (C.I1.T. 2006) (gtAmoco Prod. Co. v. Village of

Gambell, 480 U.S. 531, 542, 54612 (1987)) (“All parties age, as they must, thal
the ‘four-factor test’ is &éalancing test.”).

“[T]he decision whether to grant deny injunctive relief rests within the
equitable discretion of the district courdsd . . . such discretion must be exerciseg
consistent with traditional principles of ety in patent disputes no less than in ot
cases governed by such standards.” eBdy U.S. at 394. However, the Federal
Circuit recently reaffirmed that “[w]hile patentee is not entitled to an injunction i
every case, ‘it does not follow that courts should entirely ignore the fundamenti

nature of patents as property rightarging the owner the right to exclude.

Presidio Components, 702 F.3d at 1363 (aqupRobert Bosch LLC v. Pylon Mfg.

Corp., 659 F.3d 1142, 1149 (Fed. Cir. 2011)).
In its post-trial motionsPresidio initially moved foa permanent injunction in
light of the jury’s finding that the ‘356 pateis valid and infringed. [Doc. No. 348

Order on Post-Trial Mots. at 62.] Whauling on the post-trial motions, this Court

found that Presidio failed to carry its den in demonstrating irreparable injury,
inadequacy of money damages, and thatpublic interest tips in its favor, and

denied the motion for a permanent injunctigid. at 68.] On appeal, the Federal
5

08-cv-335

d

her

-

51




© 00 N o o b~ w N Pk

N RN DN N N N N N DN R PR R R R R R R R
0o N o O~ W N RBP O © 0 N O 0o M W N L O

Circuit held that “the district court clearrred in finding norreparable injury” and
“abused its discretion when it denied $tdego a permanent injunction.” Presidio
Components, 702 F.3d at 1364. The Fedénaluit did not specifically address an
of the other permanent injunati factors._See id. at 1362-64.

Presidio requests that the Court entpeemanent injunction in light of the

Federal Circuit’s ruling that there was pegable injury. [Doc. No. 432-1, Mot. for

Pl at 6-7 (citing Presidio Components2/0.3d at 1354, 1362-64).] ATC stresses

that the Federal Circuit did not direct the Court to enter an injunction, but rathe

remanded for “re-weighing of the four [eBdgictors.” [Doc. No. 443, Opp. to Mot

for Pl at 1 (quoting Presidio Componerit®2 F.3d at 1364).] ATC argues that the

“[rleevaluation and neeighing of the eBay factors ospective.” [Doc. No. 443,

Opp. to Mot. for Pl at 1.] The Cowbnsiders each factor in turn.

A. Irreparable Injury

“The essential attribute of a patent gremthat it provides a right to exclude

competitors from infringing the patentAcumed, 551 F.3d at 1328 (citing 35 U.S|

8 154(a)(1) (2000)). “In view of thaitght, infringement may cause a patentee

irreparable harm not remediable byeasonable royalty.” Acumed, 551 F.3d at
1328. “Direct competition in the same merrks certainly one factor suggesting
strongly the potential for irreparable hawrthout enforcement of the right to

exclude.” Presidio Components, 702 F.3d at 1363.
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The Federal Circuit disagreed with tGeurt’s initial finding on the post-trial
motions that ATC and Presidio are wirtect competitors for the purpose of

irreparable harm. In the context of tlwaif-factor Panduit test for lost profits, the

Federal Circuit affirmed # Court’s finding that Predio and ATC are direct

competitors._Presidio Components, 702drat 1363 (citing Panduit Corp. v. Stahl|i

Bros. Fibre Works, Inc., 575 F.2d 11520 &ir. 1978)). The Federal Circuit

highlighted the tension between this Court’s clear finding of competition for the
purpose of awarding damages and the finding of no competition for the purpos
irreparable harm,_Id. at 1362.

In support of its holding that Presodand ATC are direct competitors, the
Federal Circuit stressedahthe BB and 545L capacitors “are both one-piece
broadband capacitors with a sulmsially monolithic design.”_Id.The Federal
Circuit also cited the testimony of Rrdio’'s damages expert, Mr. Newmadinat the
two products compete “head-to-head” in tme-piece capacitor market for the saf
customers and applications. Id. Addmadly, in its discussion of the permanent
injunction, the Federal Circuit favorabtyted this Court’s finding on the damages
Issue that “substantial evidence supported the jury’s finding that demand existg
the BB capacitors, which oapete with the 545L capacitoisld. at 1362 (quoting

Doc. No. 348, Order on Post-Trial Mots. at 51).

In light of this record evidence ofrdict competition, the Federal Circuit helg

that this Court “placed too much weigin Presidio’s failure to practice the #356
7
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patent.” Presidio Quponents, 702 F.3d at 1363The Federal Circuit also held th;

this Court “correctly dund Presidio’s unwillingness to license favored finding
irreparable injury.”_ld.

Presidio stresses that “the principal valua @iatent is the right to exclude a
competitors from making, satig and using an infringing pduct.” [Doc. No. 432-1

Mot. for Pl at 11 (quoting Fresenius Méhare Holdings v. Baxter Int’l, 2008 U.S.

Dist. LEXIS 79689, at *13 (ND. Cal. Apr. 4, 2008).] largues that Presidio and
ATC are “direct competitors, selling coeliing capacitor products in the same
market and to the same customand potential customers.” [Idlh view of this
direct competition, Presidiargues that it has adequatdlsmonstrated irreparable
harm. [ld. at 12.] Presidialso cites its smaller size rélae to ATC and the fact tha
it never licensed the patent in questioswpport its claim of irreparable injury.

[Id. at 14-15.]

ATC contends that the Federal Citdound irreparable harm on the 2009 trj

record. It argues that achged circumstances that are nbafore the Court, which
were not before the Fedéircuit and the jury, show that Presidio had strong
marketplace success from 2010-2013. ATGhfwoio Presidio’s sales data, which

shows growing BB capacitor sales from 2@3. [Doc. No. 443, Opp. to Mot. fq

Pl at 3.] ATC argues that in 2013, BBpacitors and 545Ls “do not compete”

! The Federal Circuit held thateafCourt correctly noted that evérough Presidio conceded th3
the BB capacitors do not practice the ‘356 patiad,does not prevent Presidio from receivir
injunctive relief. _Presidio Components, 7g2 F.3d at 1363.
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because 545L capacitors have a lower inseitoss and were designed to compets
a higher performance marketathBB capacitors, which have a higher insertion Ig
[Id. at 5.]

Although ATC now presents emails fronveeal customers who state that th
cannot use BB capacitors when they require a low-insertion-loss capacitor, ang
instead use the 545L, these statements are insufficient for this Court to reject t
Federal Circuit’'s conclusion that BB cajtars directly compete with the 545L
capacitors. The Federal Circuit was awarthefdifference in insertion loss betwe

the two capacitors. Presidio Components, (&2l at 1360. Nonetheless, it held t

the capacitors directly competadath each other and that there was irreparable ha
Furthermore, as Presidio argues, thasails from customers demonstrate that
customers are evaluating the BB and 548pacitors for the same projects and
therefore support the finding that PresidmlaATC are direct conggitors. [Doc. No

439, Presidio’s Reply to Mot. for Pl at 5T]herefore, the Court finds that Presidio

has shown irreparable harm.

B. Inadequacy of Monetary Damages

“The essential attribute of a patent gremthat it provides a right to exclude
competitors from infringing the patent. .In.view of that right, infringement may
cause a patentee irreparable harm not desise by a reasonable royalty.” Acume
551 F.3d at 1328 (internal citati omitted). “[T]he issuegf irreparable harm and

the adequacy of remedies at law amxinicably intertwined.”_ActiveVideo
9

08-cv-335

SS.

ey

—

en
hat

Arm.

d,




© 00 N o o b~ w N Pk

N RN DN N N N N N DN R PR R R R R R R R
0o N o O~ W N RBP O © 0 N O 0o M W N L O

Networks, Inc. v. Verizon Comms., Inc., 694 F.3d 1312, 133d.(Ee. 2012); see

also Acumed, 551 F.3d at 1327-29 (analyzing irreparable harm and adequacy

monetary damages taper).

“While money damages are generally ddased inadequate to compensate
the violation of a patentee’s right toaixde, [the patent¢@onetheless [has] a
burden to iteratgpecific reasons why [the] infringement aanot be compensated fc
with a money award. “Loss of busineggportunity or damage to brand recognitig
could provide a basis for concluding that monetary relief wbalthadequate.”

ActiveVideo Networks, 649 F.3d at 1340. ¥a#, Inc. v. ATMI, Inc., 479 F.Supp.2

440, 444 (D. Del. 2007) (citatiommitted) (emphasis added). Loss of market sha
brand recognition, and customer goodvintlay frequently defy attempts at

valuation.” _i4i Ltd. Parternship Wlicrosoft Corp., 598 F.3d 831, 862 (Fed. Cir.

2010). The fact that a pattee has previously chostmlicense the patent may
indicate that a reasonable royalty doesipensate for infringement. Acumed, 551
F.3d at 1328.

“Difficulty in estimating monetary danggs is evidence that remedies at lav
are inadequate.”_Id. Hower, record evidere must establish these losses. See

ActiveVideo Networks, 649 F.3d at 134folding that money damages were

adequate when there was eoard evidence that the patee had “lost any market

share or any customers at all dadthe] infringement”).

10
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In Praxair, a case cited by this Couritsprevious order on the post-trial
motions, the district court found that thatentee’s product was in “direct and hea
to-head competition” with the infringing product. Praxair, 479 F. Supp. 2d at 44
The Praxair court also found that the twodgurcts were the only ones of their kind
the market and that therefore, the infing product was “taking sales from the
[patentee’s product].”_Id. at 442-43. The Praxair court ultimately found, howev
that the patentee did not “[meet] its bundender eBay to put forward sufficient prg
vis-a-vis the broad scope of relief requestetitie district court found the patenteg
general arguments that the infringing produptgsence in the market will cause it
“likely lose additional market sharprtofits, and goodwill” without further
explanation did not make a sufficieniosting of the inadequacy of monetary
damages. Id. at 443-44.

This Court previously found that Presidio did not meet its burden to show

inadequacy of monetary dages. [Doc. No. 348, Order d&tost-Trial Mots. at 66.]

The Court stated that although “Presidrgue[d] that the effects of future
infringement cannot be fully measured idldis, [it] fail[ed] to explain why money
damages would not adequatetympensate it for any alleged ‘lost market share’ g
any future lost opportuniti€s[Id.] The Court foundhat Presidio “provide[d] no
evidence that it lost or will lose anyespfic customers or sales due to ATC’s
infringement, or that it has suffered any ‘lostrked share’ or ‘price erosion.™ _[ld.

67.]
11
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In its motion for a permanent injutnan, Presidio centers its argument
regarding inadequacy of monetary dansage Federal Circuit case law stating thg

irreparable harm andaadlequacy of monetary damages ‘anextricably intertwined.

[Doc. No. 432-1, Mot. for Pl at 15 (citinictiveVideo Networks, 694 F.3d at 1337).

Presidio argues that when the Federatt “determined that . . . Presidio
demonstrated that ATC's infringement casisrreparable harnj[, . . the Federal
Circuit effectively determined that ATCisfringement has resulted in the type of
harm which no monetary compensation carec¢u[Doc. No. 432%, Mot. for Pl at
15.] Presidio also uses the fact that & haver licensed the ‘35&tent and the fact
that the 545L is competing with Presidiohain product to support a finding of the

inadequacy of monary damages.

Presidio also makes speculative argumesgsrding harm to its reputation and

goodwill. In its motion, Presidio citesdhrial testimony of Mr. Lambert Devoe, a
principal with Presidio: “[I]f someone ates up to [Presididdt a trade show and
says, hey, | just saw this ATC produt¢thought you guys were innovators. What
you guys have that's new? That's veiificult for us because essentially, you kng
In our opinion, it’s, that’s our dagn and they’re basically taking away our
relationship that we have with our customaasically. So that has a strong negat

impact on our future business.” [Doc. No. 280, Tr. Transcript Day 2 at 110.] T

speculative testimony, however, does explain how ATC’s 545L capacitors

negatively impact Presidio’s future bussseon the grounds of innovation. In fact,
12
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this testimony is just a hypothetical—there is no indication that this situation eV
arose. Furthermore, Presidio does nigt o any actual examples where custome
have switched from Presidio to ATC on thasis of believing that Presidio is no
longer an innovator.

ATC argues that “[a] findin@f irreparable harm does nigso facto produce a

finding of inadequacy of motary damages.” [Doc. No. 443, Opp. to Mot. for PI

8.] ATC cites the Court’previous finding that ther“is no evidence . . . that
Presidio’s reputation as [an innovatod@provider of unique solutions [was]

damaged by the infringement.”_[Id. &9 (quoting Doc. No. 348, Order on Post-

Trial Mots. at 67).] ATQGhen argues that the damagePresidio’s goodwill and

reputation is due to Presidio’s “inability mfusal to design a capacitor that solves

the very high insertion loss present in BBfiJoc. No. 443, Opp. to Mot. for Pl at 9.

ATC also contends that Presidio is not iy innovator in the market, and that A]
has launched a new markegseent for customers who previously made their owi
broadband capacitors. [IDATC again reiterates itsgument from the irreparable
harm prong that BBs and 545Ls are iffatient markets. [Id.] Finally, ATC
concludes that “any economic and tangenihterests such as reputation and
goodwill of Presidio have been and carddequately compsated with money
damages.” [Id. at 10.] Heever, ATC’s only attempt at an explanation for this
statement is that Presidio’s sales of EBsl other capacitoskyrocketed, which

“proves” that 545Ls “did no actual ima to Presidio or BBs.” [Id.]
13
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The Court finds that this factor does ngtin favor of either party. The fact

that Federal Circuit case law states thaparable harm and inequacy of monetar

~

damages are inextricably intertwined supptresinadequacy of monetary damages,

as the Federal Circuit held that Presiims irreparably damaged. Furthermore,

although Presidio does not specificallymiien the difference in size between ATC

and Presidio, Mr. Lambert Devoe testified that when custoreerthat ATC, a muc
larger supplier, offers the same producPassidio, they may beore likely to buy

from ATC because they want to consol@#teir component suppliers. [Doc. No.

280, Tr. Transcript Day 2 at 111-12The difference in size between the two
companies could be circumstantial evidencthefinadequacy of monetary damag

However, because irreparable harm eradlequacy of monetary damages a
two separate factors under the eBay tessi@iemay not simply rely on the Feder
Circuit’s holding of irreparable harm ttemonstrate inadequacy of monetary
damages. In the present motion, Presidiled to address the shortcomings of
Presidio’s arguments regarding inadequattsnonetary damages that the Court
identified in the order on post-trial motianMore specifically, Presidio failed to
provide evidence to support its claims dadtloustomers and saleand explanations
as to why monetary damagesuld not compensate fortfure lost opportunities and
lost market share. Therefore, the Gdunds that this factor does not support

Presidio. However, in light of the faittat irreparable harm and inadequacy of

14
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monetary damages are “inextricably intertvdiighis factor also cannot tip in favor

of ATC as Presidio haghown irreparable harm.

C. Balance of Hardships

The balance of hardships prong conssdanly the balance between a plaintiff

and a defendant. Acumed, 551 F.3d at 138he who elects to build a business
a product found to infringe cannot be hera@omplain if an injunction against

continuing infringement destroys the busines®lected.”_Windsurfing Int’l, Inc. v.

AME, Inc., 782 F.2d 995, 1008,12 (Fed. Cir. 1986).

The Court previously found that theléace of hardships tips in Presidio’s
favor because the mere fabat ATC would have tetop selling the infringing 545L

capacitors is not a hardship. [Doc. 1848, Order on Post-Trial Mots. at 68.]

Although the Federal Circuit did not specifically address this finding, it did stateg
the outset of its opinion that it “affirms the vast majority of [this Court’s]

determinations,” subject to a few extieps. Presidio Components, 702 F.3d at

1354. Accordingly, and because circumstmhave not changed to tip the balang

of hardships in favor of ATC, this Couwagain finds that the balance of hardships
favors Presidio.

D. Public Interest

Public interest is implicated whereetbroduct at issue is of unusual social

benefit. Advanced Cardiovascular Sysc. v. Medtronic Vascular, Inc., 579 F.

Supp. 2d 554, 561 (D. Del. 2008). The Couavwusly found that the public inter¢
15
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favors ATC because “enjoining the safethe 545L capacitors will hurt important
government, military, space, and infrastructure projects, as well as many criticd

civilian industries.” [DocNo. 348, Order on Post-Tridots. at 68.] The Court

found that the interests advanced by Pres{dipthe interest in maintaining a stron
patent system; (2) the interest in fair dr@hlthy competition; and (3) the interest i

discouraging future wrongdoing, aakvays present in a patent ca$kl.]

Presidio acknowledges thaketiCourt determined this factor favors ATC, but

states that its slight weight should oitweigh the other factors. [Doc. No. 432-1
Mot. for Pl at 20.] Presidio also arguést at the present time, ATC’s infringing
545L capacitor “is not so important as tgrsficantly affect society or the public’'s
interest” because ATC has stated thatit provide its customers a different, non-

infringing product and because ATC appdarbe discontinuing the 545L capacito

[Id. at 21-22 (citing Doc. No. 323-7, Deof Joseph Tierney { 7; Doc. Nos. 432-3
432-4, 432-5, Ex. B-D).]

In light of the Court’s previousrding that 545L capacitors are used in
government, military, space, and infrastruetprojects, the Court again finds that
this factor still favors ATC. However, ingiht of the fact that ATC is discontinuing
the 545L capacitor, this factor suppoiEC less than what the Court originally
found.

Summing up all four permanent injuion factors, the Court finds that

irreparable harm and thelaace of hardships favors Presidio, whereas the publi¢

16
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interest slightly favors ATC. Theadequacy of money damages does not favor
either party. Thus, balancing the farst supports a permanent injunction.
Accordingly, the CourGRANTS Presidio’s motion for a permanent injunction.
Presidio seeks entry of the following pgraphs in the permanent injunction
3. It is hereby Ordered thaATC and its successors, assigns,
officers, agents, servants, employees, attorregyd,persons in active
concert or participation withthem, including any parent and
subsidiary entities during the pedi commencing on the date hereof
and through the date of expiratiasi the '356 patent are hereby
enjoined and restrained from infring Claims 1-5, 16, and 18-19 of
the ‘356 patent and are furtherrély enjoined and restrained from
making, using, selling, or offering to sell in the United States, or
importing into the United Statethe 545L capacitor or any other
product of another name thatnist colorably different from the 545L
capacitor.
[Doc. No. 432-6, Ex. E, Proped Permanent Injunction.]
The Court declines to adopt in fglhragraph 3 of Presidio’s proposed
injunction because it is overbroad. Eithie Court does not include successors,
assigns, and parent and subsidiary entitigke language of the injunction becaus

Federal Rule of Civil Procedure 65(d) does not include these entities as among

that an injunction order binds. Eli Lillgnd Co. v. Premo Pharm. Labs., Inc., 843

F.2d 1378, 1381 (Fed. Cir. 1988) (citing Reialtwear Co. v. NLRB, 324 U.S. 9,

14 (1945)); see also Int'l Rectifier Comp. IXYS Corp, 383 F.3d 1312, 1313, 1315

(Fed. Cir. 2004) (holding that an injunatioust satisfy the requirements of Rule
65(d)). The Court notes, however, thtase entities “may come within the

description of persons in active conaarparticipation with [a defendant] in
17
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violation of an injunction. If they are, by that fact they are brought within the sg
of contempt proceedings by the rulexwofl procedure.” _Eli Lilly, 843 F.2d at 1381

(citing Regal Knitwear, 324 U.S. at 14).

The Court also excludes the langudgen the proposed injunction which
enjoins and restrains the infringement of @lail-5, 16, and 18-19 of the ‘356 paty

because it is overly broad. “In the pataritingement context, [the Federal Circuit

has rejected as overly broad a permanent injunction that simply prohibits future

infringement of a patent.”_Int’| Réiéer, 383 F.3d at 1316; see also Additive

Controls & Measurement Sysnc. v. Flowdata, Inc986 F.2d 476, 479-80 (Fed. G

1993) (rejecting an injunction as overly broad because “the order failed to state
acts constituted infringement or to exgsly limit its prohibition to the manufacture
use, or sale of the specific device foundnfoinge . . . .”). Because the language
does not specify which acts constitute infrimgat of Claims 1-5, 16, and 18-19, t
Court finds that this language is overbroad.

Finally, the effective date of the injutnan will be Septembel, 2013, to allow
ATC to finish shipping those 545L capacittinget had been ordered prior to the d3
of oral argument. ATC stated at oral amgnt that the last batch of 545L capacitd
will be delivered inAugust of 2013.

The Court declines to adopt the renmder of ATC's revisons to Presidio’s

proposed injunction because the Courtlfi no case law precedent requiring them.

[Doc. No. 443, Ex. R, ATC’s lBposed Permanent Injunction.]
18
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The Court hereb@RDERS as follows:

1. ATC has been found to infringe Claims 1-5, 16, and 18-19 of Unite(
States Patent No. 6,816,356 (“356 patent”).

2.  The Court of Appeals for the Fede@Gilcuit has determined that ATC’
infringement results in irgarable harm to Presidio.

3. It is hereby ordered that ATQd its officers, agents, servants,
employees, attorneyand persons in active concertparticipation with them, durin
the period commencing on September 1, 20iBthrough the date of expiration of
the ‘356 patent are hereby enjoined aradreened from making, using, selling, or
offering to sell in the United States, or importing into the United States the 545
capacitor or any other product of another naina is not colorably different from t
545L capacitor.

4.  ATC is required, within ten (10) buness days of issuance, to provide
notice of this Order to all distributors, customers, or other third parties who hav
ordered, received, or purchased any 5d&pacitor from ATC or any entities recite
in Paragraph 3 above.

[I. Motion for Supplemental Damages

Under the Patent Act's damages provisitihe court shall award the claimali
damagesdequate to compensate for the infringement, but in no event less than a
reasonable royalty for the use made ofitivention by the infringer, together with

interest and costs as fixeg the court.” 35 U.S.C. § 284n@hasis added). There
19
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a scarcity of analysis and case faegarding the proper method for calculating

supplemental damages . . in"the patent context. gple, Inc. v. Samsung Elecs.

Co., --- F. Supp. 2d ---, 2013 WL 772525F3at(N.D. Cal. Mar. 1, 2013) (“[T]he
cases discussing supplemental damag#wipatent context arfew. . . .”).
The court may award supplemental dansaige infringement between a jury

verdict and the entry of judgment. Sdgnix Semiconductor Inc. v. Rambus, Inc.,

609 F. Supp. 2d 951, 960-61 (N.D. Cal. 2008k also Stryker Corp. v. Davol, Inc

234 F.3d 1252, 1254 (BeCir. 2000).

“The patentee bears the burden aiong damages.” Uniloc USA, Inc. v.

Microsoft Corp., 632 F.3d 1292, 1315 (Féxuk. 2011); Lucent Techs., Inc. v.

Gateway, Inc., 580 F.3d 1301, 1324 (Fed. Cir. 2009). “To properly carry this b

the patentee must ‘sufficiently [tie thepext testimony on damages] to the facts

the case.” _Uniloc USA, 632 F.3d 4815 (quoting Daubert v. Merrell Dow

Pharmaceuticals, Inc., 509 U.S. 579, 591 (1993)the patentee fails to tie the

theory to the facts of the case, thetitmony must be exatled.” Uniloc USA, 632

F.3d at 1315.

Although calculation of damages mayaive some approximation, “damage

may not be determined by meespeculation or guessDel Mar Avionics Inc. v.

Quinton Instrument Co., 836 F.2d 132327 (Fed. Cir. 1987) (quoting Story

Parchment Co. v. Patexs Parchment Paper C882 U.S. 555, 563 (1931)).

A. Number of Infringing Units
20
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In its reply memorandum, Presidio argtiest the number of infringing units

for the 2010-2013 period is 1,966,871.0[> No. 448, Reply to Mot. for Supp.

Damages, Ex. 1, Ex. 2] In its oppositionef, ATC contends that the number of

545Ls sold in the relevant period is 189221. [Doc. No. 444, Opp. to Mot. for

Supp. Damages at 2.] At oral argumehg parties agreed that the number of

infringing units for the relevant 2010-20p8&riod is 1,966,871. Therefore, the Co
accepts this number.

B. Amount of Damages

“[S]upplemental damages acealculated consistentith the damages awarde

in the jury verdict.”_See BdrPeripheral Vascular, Inc. W.L. Gore & Assocs., Inc

2009 WL 920300, at *3 (D.Arizavar.31, 2009); accord Aeterods. Int’l, Inc. v.

Intex Recreation Corp., 2005 WL 1498667, at *2 (N.D. Ill. June 9, 2005) (settin

supplemental damages for the period betwbkenury verdict and the imposition of
permanent injunction at 158% based upon extrapolatimom the jury’s general

verdict); Stryker Corp. v. Davol, Inc75 F. Supp. 2d 74646—47 (W.D.Mich.1999)

(setting supplemental damages for theqaebetween the jury verdict and the
imposition of a permanent injunction at 20%hich was the reasonable royalty fou

by the jury for the period of infringemgnDscar Mayer Foods Corp. v. Conagra,

Inc., 869 F. Supp. 656, 668 (W.D.Wis.199d¢tting additional damages for post-
judgment infringing sales at the ratio ofnglages to sales determined from the jury

verdict).
21
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Thus, “[ijn most . . . cases, a jury detemed what the appropriate royalty raf
would be, allowing the court to simply @y the jury’s stated methodology to the

proven or estimated post-vétisales.” _Hynix Semicondtmr Inc. v. Rambus Inc.,

609 F. Supp. 2d 951, 964 (N.D. Cal. 2009). “@pplying the same royalty rate ug
by the jury, courts have explained that the rationale for continuing the jury’s aw
rather than using some other method, & there is an absence of any meaningfu
distinction between pre-verdict and pestdict infringement.”_Apple, 2013 U.S.
Dist. LEXIS 29051, at *20 (imtrnal quotation omitted).

In the present case, the jury did aotard Presidio a reasonable royalty, but
rather lost profits. The jury awarded Presidio $1,048,677 in lost profits based ¢
782,000 545L capacitors saby ATC between mid-200énd September 30, 2009.
[Trial Tr. Day 4, at 177:6-178:24.] Tlery calculated the lost profits award by
considering Presidio’s sales and profits for 2006, 2007, 2008, and 2009. Hows
the majority of the cases that Presidites in its motion for supplemental damage;s
are cases where the jury aded a reasonable royalty.

1. $1.34 Per Unit as Supplemental Damages Amount
Presidio in its motion for supplemahtdamages argues that supplemental

damages should be calculatamhsistent with the damagawarded in the jury verdi

and contends that the damages shoul@lb@d4 per infringing 545L capacitor. [Dog.

No. 431, Mot. for Supp. Damages at 2.] $d@ argues that the average of the jut

award was $1.34 per infringing unit.
22
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Presidio arrived at this amount fronpeevious order of this Court that
“extrapolate[d] that the jury awardd’residio approximately $1.34 per 545L
capacitor sold between the period of 2606 2009” “based on the ratio of damag

to sales . . ..” Presidio Components mcAm. Technical Ceamics Corp., 2010 W

3070370, at *2 (S.D. Cal. Au$, 2010) aff'd in part, vaated in part, 702 F.3d 135]
(Fed. Cir. 2012). Presidio argues thas timount should besaessed for all sales
made by ATC from April 13, 2010 until entry tfe injunction.[ld. at 4-5.]
Presidio also argues that “the Federatdit has repeatedly advised that the
jury’s verdict is typically increased t@eount for the considerable strengthening ¢

the patent owner’s post-vectibargaining position.”[Doc. No. 431-1, Presidio’s

Mot. at 8.] Presidio argues that becaiiseequest for supplemental damages is
“merely equal to (and not higher than) the amount determined to be adequate
compensation by the jury], it] is more thesasonable.” [Id.] Hwever, the case thd

Presidio cites, Amado v. Microsoftias in the context of increasingeasonable

royalty to account for post-verdict bargangi position. 517 F.3#1353, 1361-62 (Fed.

Cir. 2008).
This this rationale is not applicalie lost profits as the purpose of
supplemental damages isdompensate the patentei@creasing the amount of lost

profits to account for post-verdict bargaigiposition would result in a windfall to

Mot. at 5.]
23
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the patentee. Presidio appetr conflate reasonable rdiyas with lost profits. The
Court finds that $1.34 per unit is inappr@te as the supplemental damages awa
First, the $1.34 figure was never foundtheg jury; rather, it was a figure adopted
the Court as a weighted average forlthmted purpose of awarding supplemental
damages for the short time period betw®&=cember 1, 2009 and April 13, 2010.

Presidio Components, 2010 WL 3070370¢1aR. Using this number would be

contrary to the methodology Presidio presemtetthe jury for lost profits. See Bard

Peripheral Vascular, 2009 WL 920300, at *3.

Second, the jury adopted the approatRresidio’s expert, Mr. Newman. M.

Newman stated on direct examination ttha&t proper method to calculate lost prof
would be to “look at it from a year-to-yebasis.” [Doc. No444, ATC'’s Opp., Ex.
B, 12/409 Tr. Transcript at 179.] Mr. Nenan testified that “it wouldn’t be
appropriate to look at sales that oeed in 2009 of 545s and apply the old 2006
profit [as t]hat would misstate the loss of prefit [Id.] He alsaestified that the BB
sale price and profit margimmave been decreasing “consmteith the marketplace,
[Id. at 178.}

Finally, awarding Presidio $1.34 per unit would result in a windfall to Pres

under ATC’s calculations that the aage selling price between 2010 and 2013 w

between $1.23 and $1.32. [Ddo. 444, Opp. to Mot. for $p. Damages at 2, 4-7.

8 Mr. Newman'’s table shows that Presidiaigerage lost profit per BB decreased from $1.
in 2006 to $1.21 in 2009. [Doc.d&l4442 ATC’s Opp., Ex. C at 10.]
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Even Mr. Newman, Presidio’s expert, calcathtost profits to be less than $1.34

unit. [Doc. No. 440, Reply to Mot. for Supp. Damages at 7.] For all the reason
above, the Court finds that $1.34 per usiinappropriate as the measure of
supplemental damages between 2010 and 2013.
2. Alternate Amount

Because the Court rejects Presidio’s381per unit for supplemental damage
the Court considers alternate amounts temeine what amount of supplemental
damages is appropriate.

a. $0.25 per Unit
ATC argues that the Cowhould award $0.25 per infringing unit, which is {

ongoing royalty amount rate that the Cadetermined. [Doc. Na444, Opp. to Mot.

for Supp. Damages at 8; Doc. No. 465, Suigréo Mot. for Supp. Damages at 9.]

ATC contends that this amount “is thery same amount that Presidio’s Mr.
Newman endorsed as the rate which a@squate to compensate Presidio for

infringement.” [Doc. No. 44Dpp. to Mot. for Supp. Daages at 8.] Moreover, AT

asserts that “for four yearst] has reasonably and justibéy relied on this rate as it

cost to compensate Presidio and set itdmy and strategy for 545L sales based gn

the $0.25 rate.” [Id.]
ATC does not provide any aasaw or reasoning to support why awarding t
royalty payment determined by the Cowduld be appropriate as a measure of

supplemental damages. The Court alsonot find any precedent to support the
25
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award of supplemental damages based oasorable royalty when the jury award

lost profits. _See Bard Peheral Vascular, 2009 WL 920300,*8t Accordingly, the

Court declines to award supplemental damages in the amount of $0.25 per uni.

b. $0.35 per Unit
ATC also argues that Presidio shouldcbenpensated at a rate of $0.35, wh
is the amount the Court avelad ATC as a per-BB capaaitiine for Presidio’s false

marking. [Doc. No. 444, Opp. to Mdbr Supp. Damages at 8; Doc. No. 465,

Surreply to Mot. for Supp. Damages at @¢ain, ATC does ngbresent any case |g

to support its argument. €hefore, the Court declinés accept $0.35 per unit for
supplemental damages as this figure isaooisistent with tb damages awarded by,

the jury. See Bard Peripheral 86lar, 2009 WL 920300, at *3.

c. Hybrid Amount
The Court next analyzes the method usgdhe jury to determine lost profits
using price per unit and costs to calculate supplemental damages.
I. Price Per Unit
The method used by Mr. Newman atltrend adopted by the jury is that
average price per unit should be based on actual unit and dollar sales to custo

subject to certain volume thresholds.ofPb No. 440, Ex. A, Newan Decl. at 3.]

Mr. Newman used actual historic pricesemicalculating lost jofits. [Id.] The
Court replicates the table provided by Miewman in his declaration, summarizing

the BB 0502’s average selling pricethe relevant time period.
26
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BB 0502 Average Selling Price (Newman)

2010 2011 2012 2013 2010-2013

$1.47 $1.48 $1.60 $1.42 $1.52

[Id.] The Court adopts Mr. Newmansethodology for calculating the average
selling price as it is the methadcepted by the jury at trial.

Dr. Kennedy suggests a different methodology to calculate average price
which uses Presidio’s year-by-year listgerschedules for the BB 502 capacitors ;
the pricing agreements it offered to certaverlapping customers. [Doc. No. 444,

Ex. A, Kennedy Decl. at 5-6.] Mr. Newan criticizes Dr. Keanedy’s approach as

being “inconsistent with the methodologyepented to and accepted by the jury at

trial.” [Doc. No. 440, ExA, Newman Decl. at 3.]Although Dr. Kennedy believes

this approach is “more realistic and magoropriate” than that of Mr. Newman

[Doc. No. 444, Ex. A, Kennedy Decl. @}, the Court declines to adopt Dr.

Kennedy’s approach to calculaeerage price per unit, &8 jury did not utilize this

method during trial._See Bard Peripdévascular, 2009 WL 920300, at *3.

il Costs

Revenue alone, without costs, is insuffitiéo prove lost profit damages. Seé

Designing Health, Inc. v. Erasmus32 Fed. Appx. 82832 (Fed. Cir. 2005)

(unpublished). The Feder@lrcuit has stated: “The evidence of DH’s gross sale

27
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figures . . . is also insufficient to establidimages. This evidence fails to establig
theprofits, if any, that DH derived from sale$ [its] products . . . .”_ld.
In response to discovery requests, Presudily produced evidence of its gro

revenues from BB sales for the years 2010320Doc. No. 444, Opp. to Mot. for

Supp. Damages at 10.] Presidio dat produce BB-specific cost or profit

information for 2010-2013._[ld.Presidio compiled anannually updated a BB-

specific cost file from 2006-2009, which bqihrties’ experts relt&tupon to calculat

lost profits at trial. [Id. A letter from Presidio’s counkBrett Schatz to counsel for

ATC, Timur Slonim confirmed that Presidmas not maintained this cost file since
2009. [Doc. No. 444, Ex. G, 5/3/13 Letteom Schatz to Slonim.] ATC also
contends that “[d]espite being asked by@for costs and profits, and ordered by
Court on April 23, 2013 to produce evéytg related to BB costs and profits,
Presidio did not produce the source doeats—materials’ costs, labor costs,
production yields, sales commissions,-etfrom which such annual BB-specific cc
information could have been compiled by &§ expert.” [Doc. No. 444, Opp. to

Mot. for Supp. Damages at 11.]

Because Presidio discontinued mainte@aof BB-specific cost information,

the Court is unable to follow the exanethodology expounded by Mr. Newman al

adopted by the jury at trial, The cost infaation that Mr. Newman used to calculat

his lost profits amounts is not availalbée 2010-2013. Therefore, the Court must

approximate the amount of costs for thevatd time period. Té Court considers il
28
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turn the methodology of each party’s expertiédermine which is more reliable as
estimate of costs.

The Court declines to adopt Mr. Newmadi&termination of costs because i
speculative. Mr. Newmaaestimates that BB 0502 dict costs for 2010-2013 are
consistent with those presented at tride therefore concludes that the costs wers
$0.16 per unit, based on 2009 costs.silipport his conclusion, Mr. Newman
summarily states that “[b]ased on dissiosis with Lambert Devoe and Alan Devog{
Presidio does not believe that its unit edstr the BB 0502 capacitors have increa

since 2009.” [Doc. No. 44E&x. A, Newman Decl. at }.Mr. Newman fails to

explain the basis of Mr. Lambert DevoetsdaMr. Alan Devoe’s conclusions that u
costs have not increasethe declaration of Mr. Lrabert Devoe also does not
provide adequate support for his conclusiat ttosts have not increased. [Doc. N

440, Ex. B, Lambert Devoe Ok] Because Mr. Newmafails to adequately suppol

his conclusion that costs between 2010 2013 are the same as those in 2009, th
Court does not adopt Mr. Newman'’s casthodology as it is speculative.

Dr. Kennedy uses information from Presidio’s company-wide profit and Ic
statements covering the period betw&eptember 2010 thmgh January 2013 to

determine cost. [Doc. No. 465, Ex. C, Kedyp®ecl. at 4.] Dr. Kennedy uses the{

financial statements to determine thetsof goods sold andcremental operating

expenses. [Doc. No. 444, B, Kennedy Decl. at 7.] DKennedy states that he

used Presidio’s financial statements becatresidio did “not maintain cost of gooc
29
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sold for the BB capacitofsy model and represeritsat Presidio’s financial
statements represent Presidio’s costs andtprelated to the BB product line, to ti
fullest extent possible.”_[Id.] Dr. Kendg summarizes his findings for cost of goq
in a table attached tas declaration, which is reproduced below.

BB 0502 Gross Profit Margin and Cost of Goods (Kennedy)

2010 2011 2012 2013 Avg.
Cost of 31.5% 32.2% 29.4% 29.4% 30.6%
Goods Sold
(%)
Cost of $0.39 $0.41 $0.39 $0.37 $0.39
Goods Sold
($)

[Doc. No. 465, Ex. C, Kennedy Decl. atl3oc. No. 444, Ex. A, Kennedy Decl. at

Ex. E.] The Court also reproduces Bennedy’s table summarizing his findings f
other incremental costs.

BB 0502 Other Incremental Costs

2010 2011 2012 2013 Avg.
Incrementall 19.9% 18.6% 17.3% 17.3% 18.21%
Costs (%)
Incremental| $0.24 $0.24 $0.23 $0.22 $0.23
Costs (%)

[Doc. No. 465, Ex. C, Kenedy Decl. at 7.]
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Presidio has not met its burden to shbat the Court should adopt 2009 co4

for the 2010-2013 time period. See UnildBA, 632 F.3d at 1315. The Court adq

Dr. Kennedy’s analysis using Presidio’s finemistatements to determine costs. A

the method adopted by the jury using B&pacitor-specific cost data cannot be

reproduced as that data is no longeilabée, the Court finds that Dr. Kennedy’s

method is the best approximation presentethiécCourt._See Del Mar Avionics, 83

F.2d at 1327.

lii.  Damages Figure

Combining Mr. Newman'’s analysen selling price and Dr. Kennedy'’s

analysis on costs, the Court finds thretremental profit is $0.78. The Court

summarizes Dr. Kennedy'’s analysis in the following chart:

Incremental Profit Per Unit

Newman Selling Price/Kennedy
Costs
Average Selling Price $1.52
Direct Material (0.47)
Gross Profit 1.05
Other Incremental Costs (0.28)
Incremental Profit $0.78

Dr. Kennedy appears to roun@ﬂmcrerglental profit amount to $0.78.
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[Doc. No. 465, Ex. C, Kennedy Decl.@{ The following chart summarizes the

damages to be awarded to Presidio Basethe number of units sold, 1,966,871.

Newman Selling Price/Kennedy Costs Damages Calculation

Incremental Profit $0.78
All Units 1,966,871
Damages $1,530,578

. Retained Sales
ATC then argues that the above amashmuld be reduced by the amount of
sales to TriQuint and Agilent, which stdtthat they would or could not buy BB

capacitors. [Doc. No. 465, Surreply to Mot. for Supp. Damagés/gdt ATC also

argues that the amount of damages should be reduced by the amount of sales
because Presidio refused to do businessiwjthi. [Id.] Presidio did not address

ATC'’s request to reduce damages by retainégksa its briefing or at oral argumer

[See Doc. No. 440, Reply tdot. for Supp. Damages.]

To support its argument that the Agilent would not or could not buy BB
capacitors, ATC cites the following languaigem an email between Gunter Vorloj
and John Steward from Steward Technol@nd CC to Lambert Devoe of Presidig

regarding a meeting withdbby Wong and Jonathan Stofi¢There is a compelling

° Dr. Kennedy appears to use $0.778 as the numpberhich he multiplies the total number
of units to arrive at the total damageaount. He rounds $0.778 to $0.78 in his chart.
ATC does not explain whihese two ingéviduals are.
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reason . . . to start using ATC545-L inslazx (20 places) due to its reduced loss

reduced price ($1.50 each)iDoc. No. 443, Opp. to Mofor PI at 4; Doc. No. 443,
Ex. E, PCI-10176.] The context of this amsunclear. It is also unclear whether
this comment was a passing observation bythamaStorie, or a solid commitment
move away from using BB capacitors.

To support its argument that TriQuint would not or could not buy BB

capacitors, ATC cites an ethixom Gunter Vorlop to Lambert Devoe, and consist

of his notes from a visit with TriQuintATC specifically cites the following senten
from Gunter Vorlop’s summary of the imgasions of Kurt Cimino, a TriQuint
engineer: “Kurt is looking for (lower) & improvements at the high frequency er

[Doc. No. 443, Opp. to Mot. for Pl 4t5; Doc. No. 443, Ex. F, PCI-10163.]

However, this statement does not destrate that TriQuint would not buy BB
capacitors.

From the statements cited by ATC, it is far from clear that Agilent and
TriQuint demonstrate thahese companies would naity BB capacitors when the
545Ls become unavailable. Accordinglye t@ourt declines to reduce the amount
supplemental damages by the amourgabés to TriQuint and Agilent.

ATC also contends that sales fphi should be excluded because Presidio

refused to do business witretin. [Doc. No. 443, Opp. tdot. for Pl at 4; Doc. No.

443, Ex. D, PCI-10416.] ATCites a chart that lists Inphi and contains the followi

note in the comments field: “VB4040 cracksKyocera CM. Not our fault. Inphi
33
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handled badly. LD doesn’t want bus arom@” ATC interprets this statement to

mean that Lambert Devoe no longer wangshi’'s business. [Doc. No. 465, Surrej

to Mot. for Supp. Damages at 7.] AHEtgues that therefore, the 28,800 units of

545L capacitors that ATC sold to Inpthould not be included in supplemental

damages. [Id.; Doc. No. 448pp. to Mot. for Pl at 4.] Presidio did not refute
ATC'’s argument, nor did it dispute the numbéunits that ATC states it sold to
Inphi in its briefing or at oral argumenBecause Presidio wainwilling to continue
sales to Inphi, who then bought 545L aajpors from ATC, the Court excludes
28,800 units from the supplemental damages calculation. The final amount of
damages is then $1,508,114 sasnmarized by the chart below.

Final Supplemental Damages Calculation

Damages $1,530,578
Units Sold to Inphi 28,800
Incremental Profit $0.78
Inphi Reduction in Damages $22,464
Adjusted Damages $1,508,114
C. Interest

J

y

Presidio argues that it is entitled to an award of prejudgment interest on the

entire supplemental damages award. [am.431-1, Mot. for Supp. Damages at

34
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9.] ATC does not oppose an award afjpdgment interest on supplemental dam4
for the 269,725 units sold between Adrl, 2010 and the date this Court entered

judgment in this case, October 26, 20]Doc. No. 444, Opp. to Mot. for Supp.

Damages at 12.] However, £Tcontends that infringing usisold after October 26

2010 should be subject to pgstdgment interest. _[Id.]
Several courts of appediave held that where adt judgment is vacated, po

judgment interest accrues from the entryuoflgment on remand. Lewis v. Whelar

99 F.3d 542, 545 (2d Cir. 1996); see alsodéoo v. De Jesus-Mendez, 922 F.2d 1

16 (1st Cir. 1990) (citing Kaiser Alum&. Chem. Corp. v. Bonjorno, 494 U.S. 827,

836 (1990)): FDIC v. Rocket Oil Co., 865 F.2d 1158, 1161 (10th Cir. 1989).

On October 26, 2010, the clerk entejadigment in this case. [Id.] On
February 25, 2013, the Court spreadrtiendate of the Feda Circuit, which
affirmed-in-part and vacated-in-part tluelgment, and remandéal this Court for
further proceedings. Because the Fed€maluit vacated this Court’s judgment on
the issuance of the permanent injunctiiwe, date judgment is entered for the
permanent injunction and supplemental darsagi¢he date of the entry of judgme
on remand. In accordance with the afoentioned case law, the Court awards
prejudgment interest on supplemental darsagdil the date of entry of judgment ¢
remand, to be refleatieon the docket after the filing of this Order.

[ll.  Motions to Strike

A. Presidio’s Motion to Strike Rabe Declaration
35
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Presidio moves to strike the declaration of Mr. Stephan Rabe, arguing th

based on hearsay and noséd on personal knowledgfoc. No. 446, Mot. to

Strike Rabe Decl.] Because the Courtmiod consider Mr. Rab® declaration when

ruling on the motions for permanent injtion and supplemental damages, the Cq
DENIES AS MOOT Presidio’s motion.

B. ATC’s Motion to Strike Newman and Devoe Declarations

ATC argues that the Court shouttike both the Newman and Devoe
declarations because they provide affitiveevidence, which is not permitted in &

reply brief. [Doc. No. 454, Mot. to Ske Newman and Devoe Decl.; Doc. No. 46

P. & A. for Mot. to Strike Nevman and Devoe Decl. at 1Hresidio contends that tf

motion should be denied as the “declarationsare solely in rebuttal to ATC'’s . . .

theory regarding supplemental damagg®bdc. No. 462, Opp. to Mot. to Strike

Newman and Devoe Decl. at 2.]

“Rebuttal evidence is properly admisig when it will ‘explain, repel,

counteract or disprove theidence of the adverse party.Crowley v. Chait, 322 F.

Supp. 2d 530, 551 (D. NJ 2004) (quotingited States v. Chrzanowski, 502 F.2d

573, 576 (3d Cir. 1974)). “As long as a réhbexpert witness speaks to the same

subject matter addressed by opposing coisegpert and does not introduce nove

arguments, his testimony is proper undeleR16 and the casewainterpreting it in
the Ninth Circuit and in this district. ‘€hfact that Plaintiff has only designated a

rebuttal expert, and not an initial experthat grounds to strike his report or exclus
36
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his testimony.”_Donell v. . Nat. Title Agency oNevada, 2012 WL 170990, at *38

(D. Nev. Jan. 20, 2012). “Tredmissibility of evidencen rebuttal is committed to
the discretion of the trial judge.Crowley, 322 F. Supp. 2d at551 (citing

Chrzanowski, 502 F.2d at 576).

1. Newman Declaration
ATC asserts that the Menan Declaration presents both affirmative and

rebuttal testimony. [Doc. Na@l61, P. & A. for Mot. tdStrike Newman and Devoe

Decl. at 2.] ATC dss the Court to strike the pgans that present affirmative

testimony. [Id.] ATC alsargues that Presidio’s decision to not submit a declaration

from Mr. Newman with its opening brief, bumistead to withhold it until its rebuttal,
“severely prejudices” ATC. _[Id.] Presmliconversely, argues that Mr. Newman'’s
declaration is limited to those issuesalissed by Dr. Kennedy: Presidio’s lost
profits at trial; average selling price of tB8 capacitor; incremeal costs for the BB

capacitor; and supplemental damagesoc/INo. 462, Opp. to Mot. to Strike

Newman and Devoe Decl. at 4-8The Court permitted ATC to address Mr.

Newman’s declaration in a surreply. T@eurt also allowed ATC to respond to M
Newman’s declaration at oralgarment. Accordingly, the CouBtIENIES ATC'’s
motion to strike the Newman declaration.

2. Devoe Declaration

ATC argues that the Courtahld strike the Devoe deation for five reasons:

UJ

(1) it is affirmative evidence that Presidio @lléo present in its opening brief; (2) it
37
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not rebuttal to the Kennedy declarati@a) it is a summary of undisclosed and
undefined cost and comparative probabilitiprmation; (4) it should be excluded g
a sanction for Presidio’s discovery noscluct; and (5) it should be excluded as

unreliable. [Doc. No. 461, P. & A. for Mab Strike Newman and Devoe Decl. at

8.] Because the Court doest rely on the Devoe declaration for its rulings, the
CourtDENIES AS MOOT ATC'’s motion to strike tB Devoe declaration.

CONCLUSION

In light of the foregoing, the CouBRANTS Presidio’s motion for a
permanent injunction. The Co@RANTS Presidio’s motion for supplemental
damages and awards damages iratheunt of $1,508,114. The ColENIES AS
MOOT the motion to Presidio’s motion to &teithe Rabe declaration. The Court
DENIES ATC’s motion to strike the Newan declaration. The CoUDENIES AS
MOOT ATC’s motion to strikehe Devoe declaration.

The parties shall submit a stipulajedgment correctly reflecting the
prejudgment interest on the supplemental damages awarded.

IT IS SO ORDERED.
Dated: August12,2013

IRMA E. GONZALE/Z, Distrtt Judge
United States District Court
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