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10
UNITED STATES DISTRICT COURT
11
SOUTHERN DISTRICT OF CALIFORNIA
12
13 ,
KYOCERA COMMUNICATIONS, INC., Case No. 12CV0057 WQHRBB
14
Plaintiff, COMPLAINT FOR
15 DECLARATORY JUDGMENT
V.
16
EASTMAN KODAK COMPANY,
17 DEMAND FOR J URY TRIAL
Defendant.
18
19
20 Plaintiff Kyocera Communications, Inc. (“KCI”), for its Complaint for Declaratory

21 | Judgment against Defendant Eastman Kodak Company (“Kodak™), alleges as follows:

22 NATURE OF THE ACTION

23 L. KCI brings this action pursuant to 28 U.S.C. §§ 2201 and 2202 and seeks a

24 | judicial declaration that U.S. Patent Nos. 5,493,335 (“the *335 patent”) and 6,292,218 (“the *218
725 | patent”) are invalid and not infringed by KCI’s cellular phones which also incorporate digital

726 | camera technology. A copy of the 335 patent is attached hereto as Exhibit A. A copy of the

27 || ’218 patent is attached hereto as Exhibit B.
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PARTIES

2. Plaintiff KCI is a corporation organized and existing under the laws of Delaware,
with its principal place of business at 9520 Town Center Drive, San Diego, California 92121.
KCl is the sales, marketing and service headquarters for Kyocera-branded products and
accessories in the United States.

3. KClI is a wholly owned subsidiary of Kyocera Corporation (“KCJ”), a Japanese
corporation with its principal office at 6 Takeda Tobadono-cho, Fushimi-ku, Kyoto-shi 612-8501,
Japan. For over fifty years KCJ has been an innovator in ceramic components for electronics, as
well as an innovator and a leader for over a decade in discovering, patenting, and implementing
new technology for computer printers, multifunction products (MFPs) and other diverse
technologies such as telecommunications equipment.

4. On information and belief, Defendant Kodak is a corporation existing under the
laws of New Jersey with its principal place of business at 343 State Street, Rochester, New York
14650.

JURISDICTION AND VENUE

5. This Court has subject matter jurisdiction over KCI’s claims under the patent laws
of the United States, 35 U.S.C. § 1 ef seq. and under the Declaratory Judgment Act 28 U.S.C. §
2201 et seq. This Court has subject matter jurisdiction over KCI’s claims pursuant to at least 28
U.S.C. §§ 1331, 1338(a), 2201 and 2202.

6. The Court has personal jurisdiction over Defendant Kodak. This Court has
jurisdiction over Kodak at least because Kodak has continuous and systematic business contacts
in California. On information and belief, Kodak researches and designs inkjet printers, MFPs,
and printer supplies in the Southern District of California. Kodak’s business activities in
California also include marketing, selling, and providing consumer support for its products. On
information and belief, Kodak’s employees or agents also travel to and conduct Kodak’s business

in California.

7. Venue is proper in this district pursuant to at least 28 U.S.C. § 1391.
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THE CONTROVERSY RELATING TO THE ’335 AND °218 PATENTS

8. On information and belief, Kodak is the assignee, with purported enforcement
rights, of the *335 and 218 patents.

9. On or about November 10, 1999, KCJ, KCI’s parent company, received a letter
from Kodak’s licensing agent. That letter asserted that Kyocera products likely infringed various
Kodak patents, including the ‘335 patent. A follow-up letter from Kodak’s licensing agent to
KCJ dated December 1, 1999, further emphasized KCJ’s alleged “need for a license under the
Kodak digital camera patent portfolio.”

10.  Between November 1999 and August 2002, KCJ and Kodak’s licensing agent held
multiple meetings to negotiate a patent license agreement. Kodak’s licensing agent repeatedly
asserted that various Kyocera products infringed both the *335 and ’218 patents. For example, on
September 13, 2001, Kodak’s licensing agent provided KCJ infringement reports claiming that
two of KCJ’s products infringed the *335 patent. On January 15, 2002, Kodak’s licensing agent
identified specific claims of the *218 patent it believed certain Kyocera products infringed.

11.  KCJ and Kodak entered into a Patent License Agreement on August 21, 2002 (the
“PLA”). The PLA has an effective date of April 1, 2002, and is in force for 10 years. The PLA is
applicable to KCJ and all of its subsidiaries, including KCI.

12.  KClJ entered into the PLA to avoid litigation. The terms of the PLA specifically
state that KCJ does not acknowledge the validity or admit that any of its products infringe any of
the licensed Kodak patents.

13. Since the PLA has been in effect, Kodak and its licensing agent have continually
asserted that the *335 and 218 patents are relevant to Kyocera products. Letters sent by Kodak’s
licensing agent on November 3, 2005, and January 13, 2006, for example, specifically state that
the 218 patent is relevant to Kyocera mobile camera phones. At a February 2, 2006, meeting,
Kodak’s licensing agent again told KCJ that both the *335 and °218 patents were relevant to
Kyocera products which incorporate digital camera technology.

14. The PLA will expire on March 31, 2012.
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15.  Since 2010, KCJ and Kodak have engaged in discussions regarding the need for
Kyocera to enter into a patent license agreement after expiration of the current PLA in March
2012. Those discussions have been unsuccessful.

16.  Kodak has engaged in serial litigation against manufacturers and sellers of mobile
phones who do not have current patent license agreements with Kodak. Kodak has, for example
filed suits alleging infringement of the *335 or the ’218 patents against at least Sony Corp., Apple
Inc., Research in Motion Ltd., Samsung Ltd., LG Electronics; and Matsushita Electric Industrial
Company.'

17.  KCI markets and sells Kyocera products in the United States, including wireless
phone devices incorporating digital camera technology.

18.  KCI does not infringe, induce infringement of, or contribute to the infringement of
any valid claim of the *335 or ’218 patents because, when properly interpreted, such claims do
not describe or encompass—either literally or by equivalents—any product made, used, offered
for sale, or sold by KCI; nor any product that KCI induces others to make, use, or sell; nor any
product to which KCI contributes to making, using, or selling.

19.  Furthermore, the claims of each of the 335 and *218 patents are invalid for failing
to comply with the requirements of the Patent Laws of the United States, particularly with regard
to one or more of the requirements specified in Sections 101, 102, 103, and/or 112 of Title 35 of
the United States Code.

20.  An actual, substantial and continuing justiciable controversy exists between KCI
and Kodak regarding the validity of the 335 and °218 patents and/or alleged infringement thereof
by KCI. Kodak has asserted that Kyocera products using digital camera technology are covered
by the ‘335 and ‘218 patents and require that Kyocera enter into a new license agreement as to

those patents after the PLA expires on March 31, 2012. KCI, however, maintains that it can

! For Sony Corp., see Case No. 6:04-CV-06095 (W.D.N.Y.). For Apple Inc. and RIM,
see Inv. No. 337-TA-703 (ITC). For Samsung Ltd. and LG Electronics, see Inv. No. 337-TA-663
(ITC). For Matsushita, see Case. No. 6:07-CV-00352 (E.D. Tex.).
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market and sell Kyocera products incorporating digital camera technology in the United States

after March 31, 2012 without entering into a new license to the ‘335 and ‘218 patents.

CLAIM ONE
(Declaratory Judgment of Invalidity of the *335 patent)

21.  KClI incorporates by reference all allegations set forth in Paragraphs 1 through 20
of its Complaint as if set forth fully herein.

22. One or more claims of the *335 patent are invalid for failing to comply with the
requirements of the Patent Laws of the United States, particularly with regard to one or more of
the requirements specified in Sections 101, 102, 103, and/or 112 of Title 35 of the United States
Code.

23.  KCl is entitled to a judicial determination that one or more claims of the *335
patent are invalid for failing to comply with the requirements of the Patent Laws of the United

States.

CLAIM TWO
(Declaratory Judgment of Non-Infringement of the >335 patent)

24.  KCI incorporates by reference all allegations set forth in Paragraphs 1 through 23
of its Complaint as if set forth fully herein.

25.  KCI has not infringed, induced infringement of, or contributed to the infringement
of any valid claim of the ’335 patent because when properly interpreted such claims do not
describe or encompass, either literally or by equivalents, any product made, used, offered for sale,
or sold by KCI; nor any product that KCI induces others to make, use, or sell; nor any product to
which KCI contributes to making, using, or selling.

26.  KCl is entitled to a judicial determination that KCI has not infringed, induced
infringement of, or contributed to infringement of, any valid claim of the *335 patent under any

infringement theory.

1!
1!
1!
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CLAIM THREE
(Declaratory Judgment of Invalidity of the *218 patent)

27.  KClI incorporates by reference all allegations set forth in Paragraphs 1 through 26
of its Complaint as if set forth fully herein.

28. One or more claims of the 218 patent are invalid for failing to comply with the
requirements of the Patent Laws of the United States, particularly with regard to one or more of
the requirements specified in Sections 101, 102, 103, and/or 112 of Title 35 of the United States
Code.

29.  KCl is entitled to a judicial determination that one or more claims of the 218
patent are invalid for failing to comply with the requirements of the Patent Laws of the United

States.

CLAIM FOUR
(Declaratory Judgment of Non-Infringement of the 218 patent)

30.  KCI incorporates by reference all allegations set forth in Paragraphs 1 through 29
of its Complaint as if set forth fully herein.

31.  KCI has not infringed, induced infringement of, or contributed to the infringement
of any valid claim of the *218 patent because when properly interpreted such claims do not
describe or encompass, either literally or by equivalents, any product made, used, offered for sale,
or sold by KCI; nor any product that KCI induces others to make, use, or sell; nor any product to
which KCI contributes to making, using, or selling.

32.  KCl is entitled to a judicial determination that KCI has not infringed, induced
infringement of, or contributed to infringement of, any valid claim of the *218 patent under any

infringement theory.

PRAYER FOR RELIEF

WHEREFORE, KCI respectfully prays for relief as follows:
(1) Judgment that one or more claims of the 335 patent are invalid under one or more

of the statutory provisions of Title 35 of the United States Code;
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(i)  Judgment that no valid claim of the *335 patent is infringed by KCI under any

infringement theory;

(i)  Judgment that one or more claims of the *218 patent are invalid under one or more

of the statutory provisions of Title 35 of the United States Code;

(iv)  Judgment that no valid claim of the *218 patent is infringed by KCI under any
infringement theory;

v) An award to KCI of its costs;

(vi)  Judgment that this is an exceptional case and an award to KCI of its reasonable
attorneys’ fees under 35 U.S.C. § 285 and/or the inherent discretion of the Court; and

(vii)  Such further relief as this Court may deem just, equitable and appropriate.

Dated: January 9, 2012 MORRISON & FOERSTER LLP

By: s/ M. Andrew Woodmansee

M. ANDREW WOODMANSEE
MAWoodmansee@mofo.com

E. DALE BUXTON II
DBuxton@mofo.com

CHRISTIAN G. ANDREU-VON EUW
CAndreuvonEuw(@mofo.com
PAMELA MCELROY
PMcElroy@mofo.com

Attorneys for Plaintiff
KYOCERA COMMUNICATIONS, INC.
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