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ponents, Inc. v. American Technical Ceramics Corp.

Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

PRESIDIO COMPONENTS, INC.,
Plaintiff,
V.

AMERICAN TECHNICAL CERAMICS
CORP.,

Defendant,

Case No.: 14-cv-02061-H-BGS
ORDER:

(1) DENYING DEFENDANT'S
MOTIONS FOR JUDGMENT AS A
MATTER OF LAW AND FOR A
NEW TRIAL;

[Doc. Nos. 399, 400, 402.]

(2) GRANTING PLAINTIFF'S
MOTION FOR A PERMANENT
INJUNCTION;

[Doc. No. 373.]

(3) DENYING PLAINTIFF'S
MOTION FOR ENHANCED
DAMAGES AND ATTORNEY'’S
FEES:; AND

[Doc. No. 377.]
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(4) GRANTING PLAINTIFF'S
MOTION FOR SUPPLEMENTAL
DAMAGES AND INTEREST

[Doc. No. 372.]

On June 22, 2016, Plaintiff Presidio i@ponents, Inc. filed (1) a motion for
permanent injunction; (2) a motion for enbad damages and attorney’s fees; and {
motion for supplemental damages and interéBoc. Nos. 372, 373, 377.) On July

2016, Defendant American Technical Ceran@esp. filed its responses in opposition

Presidio’s three motions. (Doc. Nos. 391, 333.) On July 20, 2016, Presidio filed |i

replies in support of its mains. (Doc. Nos. 412, 414, 415.)

On July 15, 2016, ATC filed (1) a motidor judgment as a ntir of law and ney
trial of no infringement; (2) a motion for judgntess a matter of & and new trial of ng
willfulness and no induced infrgement; and (3) a motion fudgment as a matter of |a
and new trial of no lost profits. (Doc. Nd399, 400, 402.) On July 29, 2016, Pres
filed its responses in opposition to ATC’sd¢b motions. (Doc. Nos. 423, 424, 426.)
August 5, 2016, ATC filed its phies in support of its mains. (Doc. Nos. 432, 433, 434

The Court held a hearing on the matt@nsAugust 17, 2016. Gregory Ahrens &

1.)
ind

Brett Schatz appeared for Presidio. Petell&md Ronald Cahill appeared for ATC. F

W
dio

On

or

the reasons below, the Court: (1) denies AST@otions for judgment as a matter of law

and new trial; (2) grants Presidio’s motion &gpermanent injunction; (3) denies Presid
motion for enhanced damages and attornéses; and (4) grants Presidio’s motion
supplemental damages and interest.

I

I

I
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Background

On September 2, 2014, Presidio filed anptaint for patent infringement against
ATC, alleging infringement of U.S. Patent N&§816,356 (“the '356 patent”). (Doc. No.
1, Compl.) The '356 patent is entitled ‘@grated Broadband Ceramic Capacitor Array.

U.S. Patent No. 6,816,356 B2, at 1:1-2 (filépr. 14, 2003). The patent issued|on

November 9, 2004 and claimed priority to application filed on May 17, 2002. See |id.

(See Doc. No. 276-3 1 4; Doc. No. 356-1 at 5.)

A capacitor is a passive electil component that storesd releases energy and is

used in a variety of electrical devices. RiemsComponents, Inc. v. American Technical

Ceramics Corp., 702 F.3d 1351, 1355 (Fed. Zild.2). Generally, a capacitor comprises

two parallel metal plates sap#ed by a non-conductive materglch as ceramic or ajr,

known as a dielectric. Id. When a capacisoconnected to a powesource, electricity

passes through the metal pisit but not the dielectriczausing a positive charge |[to

accumulate on one plate and gaigve charge on the other.. [tThe capacitor may release

this stored energy by connecting the two platesugh a conductive path that closes|the

circuit.” 1d. “The amount of energy a capacitan store is its ‘capacitance.””_ld.

Multiple capacitors may be combined d¢ceate a “multilayer capacitor.” _Id. |A

multilayer capacitor is made séveral layers afonductive and noneaductive materials
stacked together. Id. Each layer in thdtiayer capacitor has iswn electrical properties
affecting the overall performancoé the capacitor. Id.

The '356 patent claima multilayer capacitor degn and teaclsea multilayef

integrated network of capacitors electricallgnoected in series and in parallel.  |d.;

Presidio Components, Inc. v. Americanchaical Ceramics Corp723 F. Supp. 2d 1284,
1289 (S.D. Cal. 2010), vacated on other grou@@2 F.3d 1351 (Fed. Cir. 2012). This

network of capacitors is disposed witlar‘'substantially monolithic dielectric body,” as

shown below in Figure 10A. Presidio, 703dFat 1355. The claimed multilayer capacjtor

creates capacitance between internal parglate combinations 10 and 11 whjle

simultaneously creating fringe-effect capacitaine®veen external contacts 72 and 74.| 1d.

14-cv-02061-H-BGS
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On December 8, 2015, the United Stasgent and Trademark Office issue
reexamination certificate for the '356 patesinending certain claims of the patér{Doc.
No. 170-2, FAC Ex. 2.) Amendeclaim 1 of the 356 patenthe only independent clai
asserted by Presidio in this action, is as follows:

1. A capacitor comprising:
a substantially monolithic dielectric body;
a conductive first plate disposed within the dielectric body;

a conductive second plate disposed within the dielectric body and forming a
capacitor with the first plate;

a conductive first contact disposed ewrtdly on the dielectric body and
electrically connected to the first plate; and

a conductive second contact disposetemally on the dielectric body and
electrically connected to the secopthte, and the second contact being
located sufficiently close to the first cat in an edge to edge relationship in
such proximity as to form a first fringdfect capacitance with the first contact
that is capable of being determinlkeg measurement in terms of a standard
unit.

! The PTO previously issued a reexaminatertificate for the '356 patent on Septembe

13, 2011. (Doc. No. 170-1, FAEX. 1.) This reexamination ddicate did not alter any of the
claims at issue in the present action. (ld.)

14-cv-02061-H-BGS
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U.S. Patent No. 6,816,356 C2, at 1:23-36 {Rednation Certificate filed Dec. 8, 201
(emphasis removed from original). The oifai in the reexamination certificate we
amended in order to overcoradinal rejection by the PTO aminer, rejecting the claim]
at issue as anticipated byetiAVX MLC Catalog reference,nd in the alternative, g
obvious over the AVX MLC Calog reference in viewof the Ceramic Capacitq
Technology reference. (Sec. No. 212-2, Slonim Decl. Exs. 1, 2, 8, 11.)

On December 22, 2015, Presidio filed first amended complaint, allegi

infringement of the '356 patemsts amended by theexamination certifiate. (Doc. No|

170, FAC.) Specifically, Presidio alleged that ATC’s 550 line of capacitors infr
claims 1, 3, 5, 16, 18, and 19 of the '356epé&. (Id. § 26.) On December 22, 2015, A
filed a second amended answer and countensléo the first amended complaint, add
an affirmative defense of absolute and itple intervening rights and an affirmati
defense and counterclaim of unenforceability dumequitable conduct(Doc. No. 171.]

On January 12, 2016, the Court deniecesidio’s motions for: (1) summal
judgment of definiteness; (2) summary judgment of infringement; (3) summary jud
of ATC’s equitable affirmative defensesica(4) summary judgment of no acceptable r
infringing alternatives. (Doc. No. 210.) Iretbrder, the Court alstenied ATC’s motion:
for: (1) partial summary judgment of namffingement; (2) summary judgment
indefiniteness; and (3) summary judgment ofwiliful infringement. (Id.) On Februar
10, 2016, the Court granted ATC’s motion forsnary judgment of itaffirmative defensg
of absolute intervening rights and held tRaesidio is entitled to infringement damay
only for the time period following the isance of the reexamination certificate
December 8, 2015. (Doc. No. 234 at 28.) tHat order, the Court also dismissed W
prejudice ATC's affirmative defense and counterclaim that the '356 patent is unenfor
due to inequitable conduc(ld. at 33.)

The Court held a jury trial beginning épril 5, 2016. (Doc. No. 297.) During tf
trial, on April 8, 2016, ATCfiled a motion for judgment ag matter of law pursuant
Federal Rule of Civil Procedure 50(a). o® No. 307.) On April 18, 2016, the ju
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returned a verdict finding direct infringemeartd induced infringement of claims 1, 3,
16, 18, and 19 of the '356 patent by ATC aalt@f the accused prodigcin the action: th
550L, the 550S, the 550U, and the 550Z capacitors. (Doc. No. 328 at 2-3.) In a
the jury found that Presidio had proven ddgar and convincing evidence that AT(
infringement of the assertedaghs was willful. (Id. at 4.) The jury awarded Presid
$2,166,654 in lost profit damages. (Id.) Theyjalso issued an advisory verdict as
indefiniteness and found that ATC had faitedorove by clear and convincing evider
that claim 1 of the '356 patent is indefinftg(ld. at 5.)

On June 17, 2016, the Court issueth@morandum decision finding in favor
Presidio and against ATC on all issues subuhittethe Court, including indefinitenes
equitable intervening rights, equitable estoppal] laches. (Doc. N@68.) On June 1]
2016, the Court entered judgment in favoPoésidio on all causes of action and awal
Plaintiff $2,166,654 in damages. (Doc. No. 369.)

By the present motions, ATC moves fodgment as a matter of law pursuan

Federal Rule of Civil Procedure 50(b) or, in #iernative, for a newial pursuant to Rulg

S5,

(D

iditio
S
0

to

1Ice

of

S,

N

ded

1%

59 on the following issues: (1) infringement; (2) induced infringement; (3) willful

infringement; and (4) lost profits. (Doc. Bla399, 400, 402.) Presidio moves for: (1
permanent injunction; (2) enheed damages; (3) attorney’s fees; (4) supplem
damages; and (5) prejudgment and postjudgméstest. (Doc. Ne. 372, 373, 377.)
I

I

I

2 The verdict form initially had the “Yes” box mkad in response to question No. 6 “Has ATC

proved by clear and convincing evidence that claimthef356 patent is indefite?” (Doc. No. 328 a
5.) During the reading of the veéctlin open court, the jurors asgd that checking the “Yes” box in
response to question No. 6 was aickdrerror and then amended thediet form to rdlect that the
“No” box should be checked. €8 id.; Doc. No. 333 at 8-11.)

6
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Discussion
l. ATC’s Motions for Judgment asa Matter of Law and for a New Trial

A. Legal Standard for a Rule 50 kitan for Judgment as a Matter of Law

In a patent case, a motion for judgmend asatter of law is governed by the regional

circuit, here the Ninth Circuit. InTouchechs., Inc. v. VGO Commc'ns, Inc., 751 F
1327, 1338 (Fed. Cir. 2014). nder Federal Rule of CivProcedure 50, a court shot

render judgment as a matter of law (“JMOIloi)ly when “a party has been fully heard

an issue during a jury trial and the courtds that a reasonable jury would not hay
legally sufficient evidentiary basis to find foretiparty on that issue . .”. Fed. R. Civ. P
50(a)(1);_see Reeves v. Sanderson Plamirods., 530 U.S. 133, 149 (2000). In of

words, judgment as a matter lafv is proper when “the ewhce, construed in the lig

most favorable to the nonmoving party, pagsnonly one reasonable conclusion, and

conclusion is contrary to the jury’s verdictPavao v. Pagay, 30H.3d 915, 918 (9th Cir.

2002); accord InTouch Techs., 751 F.3d at 138&; also Hangarter v. Provident Life
Accident Ins. Co., 373 F.3d 998, 1005 (9tn. 2004) (“JMOL should be granted only

the verdict is ‘against the great weight of évedence, or it is quite clear that the jury |

reached a seriously erroneous eSu In contrast,“[a] jury’s verdict must be upheld

it is supported by substantial evidence, whglevidence adequate sopport the jury’s

conclusion, even if it is alspossible to draw a contracpnclusion.” _Pavao, 307 F.3d
918.

In deciding a motion for judgment as a matiElaw, a court “must view all eviden¢

in the light most favorable to the nonmovingtgadraw all reasonaelinferences in th
favor of the non-mover, and degyard all evidence favoralie the moving party that th
jury is not required to believe Harper v. City of LosAngeles, 533 F.3d 1010, 1021 (¢
Cir. 2008);_see Reeves, 530 U.S. at 150-51disict court “may not make credibili

determinations or weigh the evidence.” Rege%30 U.S. at 150. “[T]he court must acc

the jury’s credibility findings consistent withdhverdict’ . . . [and] ‘may not substitute it

view of the evidence for that of the jury.Winarto v. Toshiba Am. Elecs. Componer

14-cv-02061-H-BGS
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Inc., 274 F.3d 1276, 1283 (9th Cir. 2001).
B. Leqgal Standard for Rule 59 Motion for New Trial

In a patent case, a motion for a new tisahlso governed by the law of the regional

circuit. InTouch Techs., 751 F.3d at 1338nder Federal Rule &€ivil Procedure 59(a]

a district court “may, on motion, grant a nevalton all or some of the issues—and to

party—. . . after a jury trial, for any reason for which a new trial has heretofore been

In an action at law in federal court.” tie 59 does not specify the grounds on whic¢

motion for a new trial may be granted. Raththe court is bound kiynose grounds th:
have been historically recoged.” Molskiv. M.J. Cabldnc., 481 F.3d 724, 729 (9th C

2007) (internal citationand quotation marks omitted). tne Ninth Circuit, “[t]he trial

court may grant a new trial onlyttie verdict is contrary to éclear weight of the evidend
Is based upon false or perjurious evidence, prégent a miscarriage of justice.” Id.;
also Lucent Techs., Inc. v. Gatewasgc., 580 F.3d 1301, 1309 (Fed. Cir. 2009) (‘|

district court in the Ninth Circuit ‘may graat new trial only if the verdict is against t

clear weight of the evidence.”). “Unlike with Rule 50 determination, [a] district coy

in considering a Rule 59 motion for new trialnot required to view the trial evidence|i

the light most favorable to the verdict. keatl, the district court can weigh the evide

and assess the credibility of the wedses.” _Experience Hendrix L.L.C.

Hendrixlicensing.com Ltd, 762 F.3d 829, 842 (Gih 2014). “[A] district court may not

grant a new trial simply because it would hakevad at a different welict.
City of San Diego, 479 Bd 616, 630 (9th Cir. 2007).

“The grant of a new trial is ‘confided alsicentirely to the exercise of discretion

Wallace v.

the part of the trial court.””_Murphy \City of Long Beach, 914#.2d 183, 186 (9th Cir.
1990) (quoting Allied Chem. Corp. v. Daifloimc., 449 U.S. 33, 36 (1980)). On appe

the Ninth Circuit “afford[s] considerable defece to the district court’s new trial decisi
and will not overturn the district court’s deasito grant a new trial absent an abus

discretion.” Experience Hendrix62 F.3d at 842. A districourt’s “denial of a motiof

for a new trial is reversible ‘only if the rembcontains no evidence in support of

14-cv-02061-H-BGS
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verdict’ or if the district court ‘made a stake of law.” E.E.O.Cv. Go Daddy Software

Inc., 581 F.3d 951, 962 (9th Cir. 2009).

C. Infringement

ATC moves for judgment as a matterdaiv that its 550 capacitors do not infrinJge

claims 1, 3, 5, 16, 18, and 19 of the '356 patentn the alternative, for a new trial on the

issue of infringement. (Doc. No. 399-1 26.) Under 35 U.&. § 271(a), “whoeve
without authority makes, uses, offers to seil,sells any patented invention, within {
United States . . . infringes the patent.” pAtent infringement analysis proceeds in

steps. _Markman v. Westview Instrumerits;., 52 F.3d 967, 976 (BeCir. 1995), aff'd

517 U.S. 370. In the first step, the court caredrthe asserted claims as a matter of

See id. In the second step, the factfindengares the claimed invention to the accd

device. Id.; see also Vedm Servs. Corp. v. Cox Fibernéa., Inc., 602 F.3d 1325, 1340

(Fed. Cir. 2010) (“A determinan of infringement is a quaen of fact . . . .”).

“[A] patentee who files a@omplaint or counterclaimllaging patent infringemer

bears the burden of proving that infringementfédtronic Inc. v. Boston Sci. Corp., 6
F.3d 1266, 1272 (Fed. Cir. 2012). “To prove literal infringemtat patentee must shq
that the accused device contievery limitation in the asded claims. If even on
limitation is missing or not met as claimed, ey no literal infringemerit Riles v. Shell
Exploration & Prod. Co., 298 F.3d 1302, 1308dFe€ir. 2002); accord Uniloc USA, In
V. Microsoft Corp., 632 F.3d 1292, 1301 (Fed. Cir. 2011).

ATC argues that it is entitled to judgnteas a matter of lawf no infringement

because Presidio, through its infringement etxgailed to prove that the high frequen

performance of the accused products is ddrfvem the fringe-effeatapacitance betwee

the capacitors’ external contacts rather thamftioe capacitors’ internalectrodes. (Dog.

No. 399-1 at 1-21.) In response, Presidguas ATC’s contention is based on an imprg
attempt to redefine the scopetbé asserted claims of tl856 patent. (Doc. No. 424 at
9.) The Court agrees with Presidio.

In its motion, ATC argues that the assextkdms of the 356 patent, as amended

14-cv-02061-H-BGS
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the December 8, 2015 reexamination certificaquire that the capacitor’s high frequel
performance derive solelfrom the fringe-effect capacitance between the capac
external contacts; “[h]ligh frequency @agitors that derivetheir high-frequency
performance from internal structures thie capacitor do not infringe Presidio’s '3
patent.” (Doc. No. 399-1 at)1.But the asserted claimsJeanever been construed
contain a limitation requiring that the fringdfect capacitance between the exte
contacts of the capacitor, and not the internal structures of the capacitor, aff

capacitor’s high frequency perfoamce. Such a limitation isot contained in the plali

language of the asserted claims of tB&6 patent as amendbég the December 8, 201

reexamination certificate. S&5H6 Patent at 13:26-28, 1421-14:9-16; '356 Patent De
8, 2015 Reexamination Certificate at 1239 (“the second contact being loca
sufficiently close to the first contact in an edgedge relationship in such proximity ag
form a first fringe-effect capacitance withetHirst contact that is capable of be
determined by measurement in terms of a stahdait”). Such a limitation is also n
contained in the Court’s claim constructiomler. (See Doc. No. 103.Such a limitatior
was also not contained in ATC’s proposedyjinstruction regarding the Court’s cla
constructions, (Doc. No. 296 at 19), or in theuatinstructions that were provided to {
jury regarding the Court’s claim constructior(§&ee Doc. N0.327 (Court’s Instruction N
17).)

Further, in determining the scope of draended claims whemnling on the parties
cross-motions for summary judgment of AT@MBsolute intervening rights defense,
Court never found that such a limitation wasgant in the amended claims. (See Doc.
234.) Cf. R+L Carriers, Ino/. Qualcomm, Inc., 801 Bd 1346, 1350 (Fed. Cir. 201

(explaining that the determination of claim scdpean intervening rights analysis is

matter of claim constraion”). In determining that thahe amendments in the Decem
8, 2015 reexamination certificate narrowed $tepe of the assertadaims, the Cour
determined “that the scope tife asserted claims as @amded by the December 8, 20

reexamination certificate requires a fringe-effeapacitance that is actually measurg

10
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such as in the manner shown in Figs. 214 @1B of the '356 patent.”_(Id. at 20.)
fringe-effect capacitance that is negligibte merely theoretically present, i.e.,
capacitance that is merely derivable byngstheoretical calculations or simulations
outside the scope of the amended claims. (Flgures 21A and 21B of the 356 pat§
are graphs representing the insertion lossaotapacitor. '356 Patent at 6:10-
Accordingly, the Court’s ab&ate intervening rights summajudgment order only hold
that the amended claims contain the limitatioat the fringe-effect capacitance betws
the external contacts be capable of baletermined by measurement such as thrg
insertion loss measurements, and not mdrglysing theoretical calilations. The orde
does not hold that the amended claims contain a limitation specifically requiring ti
fringe-effect capacitance between the extemwmitacts of the capacitors, and not
internal structures, fect the capacitor’s high frequency performatce.

ATC cannot seek a newan construction post-trial ATC did not request
construction of the asserted claims camteg the limitation that the fringe-effe
capacitance between the external contactsjmetnal structures, affect the capacitd
high frequency performance in its claim cwuastion briefing; at the claim constructi
hearing; following the issuance of the Decente2015 reexamination certification; in

motion for summary judgment on its defenseabfolute intervening rights; through

3 ATC notes that the prior court held that Presatimitted that “insertion loss’ is ‘a property
critical to and very specific thigh frequency performance.” (Dodo. 399-1 at 9 (citing Doc. No. 23
at 5 n.3); see also Doc. No. 432 at 8-9 (citing Ddm.. 235 at 26).) But ATC fails to further explain
how this admission necessitatespitsposed construction. It does matow that because insertion los
is critical to high frequency parfmance and the claims require that the fringe-effect capacitance b
actually measurable such as througgertion loss testing, that theachs then must require that the
fringe-effect capacitance between the capacitor’'s exteomhcts, and not internal structures, affect
capacitor’s high frequency performance. At best, theams that if the fringe-effect capacitance is to
measured through insertion loss testing, then it must have some effect on the capacitor’s high fr
performance; not that the capacishigh frequency performance mosiy be derived from the fringe:
effect capacitance between the extenmadtacts and not from any interséuctures. Further, Presidig
infringement expert, Dr. Huebneaegstified that although the accdsgroducts contain some internal
capacitances that help with hiffequency performance, the highest frequency performance of the
capacitors is achieved by the fringiect capacitance. (Doc. No. 30gjal Tr. Vol. Il at 162-63;_see
also id. at 27-29, 38-53, 57-63; Dd¢o. 331, Trial Tr. Vol. V at 222.)

11
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motion for clarification; in its proposed jumpstructions; or itsRule 50(a) motion fo

judgment as a matter ofa (See Doc. No. 93, 98,04, 189, 212-1, 227, 296, 30Y.

Therefore, ATC waived its arguant that the claims should loenstrued to contain thjs

limitation, and ATC cannot raise this argurhéimough post-trial motions. See Cor
Corp. v. Boston Sci. Corp., 5613d 1319, 1331 (Fed. Cir. 2009) (“[L]itigants waive th
right to present new claim construction disputebey are raised for the first time aft
trial.”); GPNE Corp. v. Apple Inc.108 F. Supp. 3d 839, 850 (N.D. Cal. 20

(“[Plaintiff's] two claim constuction arguments were not ragsat the Markman stage

in briefing regarding the jury instruction$Plaintiff] provides no citation to prior effort
to raise the latter two arguments, and doesotiwgrwise argue that it properly presern
those arguments for post-trial consideratiofhe Court therefore concludes [plaintiff]
arguments with respect to the purpose ofrivemtion and claim differentiation are waive
A party may not raise new chai construction arguments for the first time in post-i
briefing.” (citations omitted)).In sum, because the Court did not construe the ass
claims to contain the specific limitation requmgithat the fringe-effect capacitance betw,
the external contacts of the capacitor, not itsrimal structures, affect the capacitor’s h
frequency performance, the Cotagfects ATC’s argument thétis entitled to judgment g
a matter of law on this issue.

ATC also argues that it is gthed to a new trial on the issue of infringement beca
the Court admitted Dr. Huebner’s computer dation evidence at trial over its objectic
(Doc. No. 399-1 at 21-25.) Theo(rt rejects ATC’s request for a new trial on this is¢

The simulation testing evidence Dr. Huebnegsgnted at trial was relevant to prov,
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background and context for his opinions anelasurements. The evidence was admjtted

to demonstrate that fringe-effect capacitaagests between the external contacts of
550 capacitors. That the evidenwas used for this purposeuld not have confused tl
jury because both Presidio’'s and ATC's expatireed that fringe-effect capacitanc

well known and always exists between the extkcontacts of a capacitor. (Doc. No. 3

Trial Tr. Vol. Il at 261; Doc. No. 306, Trial T¥ol. lll at 151; Doc. No. 331, Trial Tr. V0.
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V at 78.)

ATC also erroneously argues that dught to introduce into evidence its o
computer simulations. (Doc. No. 399-1 24.) ATC was permitted to present
simulation evidence to the jut trial. At trial, ATC intially only sought to have th
exhibits at issue admitted aswlenstratives, and the Court ree them as demonstrativ
over Presidio’s objections. (Doc. No. 331, Tiial Vol. V at 50-52.) ATC later sought
have the exhibits admitted asidence, and Presidio objectedthe exhibits pursuant {
Federal Rule of Evidence 403 on the groundsttieat also contained inadmissible edito
comments. (Id. at 69-70.) The Court sustaitiedobjection. (Id.) Presidio stated thg
would be fine to admit the exhibits if tieelitorial comments were removed, but ATC ng
sought to introduce the exhibits into evidemgthout the editorial comments. (Id. at 7
Further, ATC has failed to show that it wargjudiced by the Court’s refusal to admit
exhibits into evidence. ATCates that the purpose of thesdibits was to show that no
infringing capacitors have fringing field linestiaseen their external contacts. (Doc. |
399-1 at 24.) But this evidence then was clatiee of other evidence in the record beca
both sides’ experts agreed that fringe-effegbacitance is well knawand always exist
between the external contactsaotapacitor. (Doc. No. 305, Trial Tr. Vol. Il at 261; D
No. 306, Trial Tr. Vol. lll at 151Poc. No. 331, Trial Tr. VolV at 78.) Accordingly, thg
Court rejects ATC’s argument that it is entitleo a new trial based on the compt
simulation evidence that was admitted at tfial.

The jury’s infringement verdict was gported by substantial evidence and

against the clear weight of ieence. Presidio’s infringemeexpert provided testimon

4 ATC also argues that it is entitled to a nenal tbecause the Court al@d Presidio’s witnesses
to testify that the December 8, 2015 reexaminationfoarte did not change the scope of the asserte
claims. (Doc. No. 399-1 at 25 n.1Ropc. No. 432 at 14.) ATC Bdailed to explain how it was
prejudiced by this testimony. The Court instructed the jury as to tipepscope of the asserted clain
under the Court’s claim constructionders. (Doc. No. 327 (Court’s Imgttion No. 17).) “Ajury is
presumed to follow its instructions¥Weeks v. Angelone, 528 U.S. 225, 234 (2000).
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supported by analysis and testing, explagnhow the accused products satisfied all

limitations in the assertedaiins. (See Doc. No. 305, Tri#r. Vol. Il at 243-44, 249-65,;

Doc. No. 306, Trial Tr. Vol. lll at 1-80.) Thigstimony was more than adequate to a

the jury to reach its finding of infringementSee, e.g., MarteBiosciences Corp. V.

Nutrinova, Inc., 579 F.3d 1363, 1373-74 (Fed. 2009). Because the jury’s infringemg

the

low

{

2Nt

verdict was supported by substantial evidertamust be upheld. See Pavao, 307 F.3d at

918. Accordingly, the Coudenies ATC’s motion for judgment as a matter of law o
infringement, or in the alternative, fomaw trial on the issue of infringement.

D. Inducednfringement

ATC moves for judgment as a matter aivlaf no induced infringement, or in tf
alternative, for a new trial on the issueinduced infringement. (Doc. No. 400-1 at 4
24.) ATC argues that the jury’s finding efctive inducement was not supported
substantial evidence. (Id.)

35 U.S.C. § 271(b) provides: “Whoevetiaely induces infringement of a pate
shall be liable as an infringer.To prove inducement, the patee must establish that “tl

defendant knew of the fEnt and that ‘the induced aasnstitute patent infringement’

Commil USA, LLC v. Cisco Sys., Inc., 135Gt. 1920, 1926 (2015). tent can be shown

through circumstantial evidence. Vita-MBorp. v. Basic Holding, Inc., 581 F.3d 13]

1328 (Fed. Cir. 2009). For example, evidencadiive steps taken to encourage di
infringement can be found indtvertising an infringing use amstructing how to engag
in an infringing use.” _Takeda Pharm.3JA., Inc. v. W.-Ward Pharm. Corp., 785 F
625, 630-31 (Fed. Cir. 2015 {oting_Metro-Goldwyn-Mayer 8dios Inc. v. Grokstel

5 To prove inducement, the patentee must alsdbksh direct infringement. See Lucent Techs|,

Inc. v. Gateway, Inc., 580 F.3d 1301, 1322 (Fed.Zni09) (“[A] finding of inducement requires a
threshold finding of direct infringeent—either a finding of specific irstces of direct infringement o
a finding that the accused products necessarily infrifjgeA's explained in the prior section, substan
evidence supports the jury’s finding that the accused ptedirectly infringe thesserted claims of th
'356 patent._See supra.
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Ltd., 545 U.S. 913, 936 (2005)).

At trial, Presidio presented sufficientidence to allow the juryo find that ATC
knew about of the 356 patent. One of AT@isgineers, who was involved in the des
of the accused products, testified that he aware of the application that later issueq
the '356 patent and the 356 patent itself. (Doc. No. 305, Trial Tr. Vol. Il at 48-49, §
81-83.)

Presidio also presented sufficient evidetaallow the jury tdfind that ATC knew
that the induced acts constituted patent infimget. ATC'’s design engeer testified thg
he not only knew about the '356 patent, but dhsoresults of the prior litigation._ (Id.
57.) Further, Presidio presented eviderfumnsng that ATC actively promoted and s(
the 550 capacitors to its customers for uad,@ovided information fated to the accuse
products to its customers, such as data sh€kisat 3, 112-13.) Presidio also preser|

evidence showing that ATC promoted the 55Cacatprs to its customers as a replacen

ign
| as
0-57

t
at
pld
d
ted

nent

for the 545L capacitor — the captac that was found to infringe the 356 patent in the pyior

action. (Id. at 56-57, 137-38, 3%4, 167-68.) This evideneas sufficient to support th
jury’s finding of inducemenrtt. See Takeda, 785 F.3d at 630-8de, e.g., i4i Ltd. P’ship \
Microsoft Corp., 598 F.3d 831, 851-52 (Fedr.@010) (affirming the jury’s finding g

inducement as supported by substantial evidevhere the evidence the record showe

that the defendant provided insttions that taught userspoactice the accused product i

a manner the defendant knew woulduiein an infringing use).
ATC argues that there was insufficient ende to establish its intent to indu

infringement of the '356 patent because by®uaber 8, 2015 — the time when the rele\

6 ATC argues that this evidence is insufficiemestablish inducement because these actions

occurred prior to the claims being amended tghothhe December 8, 2015 reexamination certificate
during the period when ATC's sale®re determined to be lawfuhder the Court’s intervening rights
ruling. (Doc. No. 434 at 16.) ATC argues thatilibecember 8, 2015, it knew that the '356 patent v
invalid and, thus, knew thercould be no infringement and there was no corresponding intent to in

(Id.) This argument is foreclosed by the Supreme Court’s recent decision in Commil. In Commil,

Supreme Court held that “a beled to invalidity cannot negatiee scienter required for induced
infringement.” 135 S. Ct. at 1929.
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period of infringement bega— ATC had an objectivelyeasonable non-infringeme
defense. (Doc. No. 400-1 at 23-24.) Te #xtent ATC is arguing that an objectivy

reasonable non-infringement defense negatewliang of inducementihe Federal Circuit

has recently rejected this contentioreeSJnwired Planet, LLC v. Apple Inc., No. 201

1725, 2016 WL 3947839, at *8 (Fed. Cir. JAR, 2016) (The Supreme Court’s caseg
inducement “require a showing of the acausdringer’s subjective knowledge as to 1
underlying direct infringement. The districburt’s reliance on the objective strength
Apple’s non-infringement arguments as precluding a finding of induced or contril
infringement was erroneous.”) Further, to the extent ATC is arguing that the 1
infringement defense it presented at trial wafigent to allow the juy to find that it
lacked the requisite intent to induce infringemeis argument also fails as the jury v
not required to accept ATC’s evidence on temue and was free to ee} it. Cf. Harper
533 F.3d at 1021 (explaining that in reviewegnotion for judgment as a matter of Ig
the court must “disregard all evidence favoraiolédhe moving party that the jury is
required to believe”). Accordingly, theoGrt denies ATC’s motion for judgment ag
matter of law of no induced infringement, ottle alternative, for aew trial on the issu
of induced infringement.

E. Willful Infringement

ATC moves for judgment as a matter ofvlaf no willful infringement, or in the
alternative, for a new trial on the issue ofifel infringement. (Doc. No. 400-1 at 3-22
At the time the jury rendered its verdictetRederal Circuit had held “that an award
enhanced damages [under secf8d] requires a showing of willf infringement.” _In rg
Seagate Tech., LLC, 497 F.3d 13686& (Fed. Cir. 2007) (en banc).

To establish willful infringement, theatentee has the burden of showing “by
clear and convincing evidence thag tinfringer acted despite an objectively
high likelihood that its actions constitdtenfringement of a valid patent.”
“The state of mind of the accused infyer is not relevanb this objective
inquiry.” Only if the patentee estiidhes this “threshold objective standard”
does the inquiry then move on to ether “this objectively-defined risk
(determined by the record developedthe infringement proceeding) was
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either known or so obvious that hhauld have been known to the accused
infringer.”
Bard Peripheral Vascular, Ine. W.L. Gore & Associates, Inc., 776 F.3d 837, 844 (§
Cir. 2015) (quoting Seagate, 4873d at 1371). ThEederal Circuit futier held that th

objective prong of the willfulness test is lbe decided by the Court as a matter of |

while the subjective prong of the test is asjimn of fact. _See Bard Peripheral Vascu
Inc. v. W.L. Gore & Associates, In®82 F.3d 1003, 1006-d&ed. Cir. 2012).

On June 13, 2016, the Supreme Court issued its decision in Halo Elecs., Inc.

Fed.

192

AW,

lar,

V. Pu

Elecs., Inc., No. 14-1513, 579 U.S. __ (Ju# 2016). In_Halo, the Supreme Court

rejected the Federal Circuitteso-part test from Seagate for determining when a dis
court may award enhanced damags inconsistent with § 284d., slip op. at 1-2. Th
Supreme Court explained that § 284 comntits award of enh@ed damages to th
discretion of the district court._ See idt 8, 12-13, 15. The Supreme Court furt

and “impermissibly encumbers

explained that the Seagatestteés “‘unduly rigid
district court’s discretion, particularly itequirement that there must be a finding
objective recklessness in every case beforstaaticourt may award enhanced dama
Id. at 9. “The subjective willfulness of @atent infringer, intetional or knowing, may
warrant enhanced damages, without redardshether his infringement was objectivé
reckless.” _Id. at 10. “Section 284 permits ddtgourts to exercise their discretion i
manner free from the inelastic constraiotshe Seagate test.” Id. at 11.

ATC first argues that it is entitled to juahgnt as a matter of law on the issue
willfulness because Halo conis the entire issue of enhanced damages to the d
court’s discretion and a septgdactual finding of willfulnes by a jury no longer exis
under the standard. (Doc. No. 400-1 at 3-8he Court has previously rejected t
argument, (Doc. No. 368 at 27), and this argunas also recently been rejected by

Federal Circuit. I'WBIP, LLC v. Kohler Co., the Feddr@ircuit held that Halo does n

strict
e
e
her
a
of

jes.

<

N a

» Of
strict
ts

Nis
the

Dt

change “the established law that the falctwanponents of the willfulness question should

be resolved by the jury.” No. 2015-103#)16 WL 3902668, at *15 (Fed. Cir. July ]
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2016); see also id. at *15 n.13 (Halo “leaweglace our prior precedent that there

right to a jury trial on the willfulness quem.”). ATC may disagree with the Fede
Circuit’s decision in WBIP. (Dc. No. 421at 2; Doc. No. 43445.) Nevetheless, WBIF
represents binding circuit laand this Court must follow if. See Yong v. I.N.S., 208 F.]
1116, 1119 n.2 (9th Cir. 2000) (“]6ce a federal ciraticourt issues a decision, the distt

courts within that circuit are bound to follaw’). Accordingly, the Court rejects ATC

contention that it was an error for the Court to submit the issue of subjective willfulr]
the jury.

ATC also argues that the jusywillfulness finding is invad because there has be
no finding as to the objective reasonablenesATd’s defenses. (Doc. No. 400-1 at 8
Doc. No. 434 at 8-10.) ATC argues that objecreasonableness remains a factor in

willfulness determination pogtalo. (Doc. No. 400-1 at B. This argument is als

foreclosed by the Federal Cirts recent decision in WBIP. In WBIP, the Federal Cir¢

held that “[p]roof of an objectively reasdnia litigation-inspired defense to infringeme
Is no longer a defense to willful infringemén016 WL 3902668, at *15 (Fed. Cir. J4
19, 2016);_see also Halo, 13 Ct. at 1933 (“The subjecavwillfulness of a pater

infringer, intentional or knowig, may warrant enhanced ndages, without regard |

whether his infringement was objectively resds.”). Accordingly, the Court rejeg
ATC’s contention that a jury must consrdobjective reasonableness when makirn
willfulness determination.

ATC next argues that the jury’s willfaéss finding should be vacated because

court’s instructions on willfulness failed to prajyereflect the standard set forth in Ha|

! ATC characterizes the above statement from W4lEicta. (Doc. No. 421 at 2; Doc. No. 434
4.) The Court disagrees. The statement is nch Bietause the panel’s determination that the factu
components of the willfulness question should stiltlbeided by a jury was necessary to the panel’g
ultimate decision to affirm the district court’'s enbhad damages award. See N.L.R.B. v. Int'| Bhd. ¢
Elec. Workers, Local 340, 481 U.S. 573, 592 n.15 (1987Xk(ibésg a statement in a prior case as di
because it “was unnecessary te thsposition” of the case); Exp. Grp. v. Reef Indus., Inc., 54 F.3d
1466, 1472 (9th Cir. 1995) (describidigta as statements that ard freecessary to the decision”).
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(Doc. No. 400-1 at 9-10; Doc. Nd34 at 5-7.) In support of this argument, ATC relies on

the following language from Halo: “Awards offeanced damages . . . are not to be meted

out in a typical infringement case, but are @ast designed as a ‘punitive’ or ‘vindictive’

sanction for egregious infringement behavidie sort of conduct warranting enhan
damages has been variously described ircases as willful, wanton, malicious, bad-fa
deliberate, consciously wrongful, flagrant;-endeed—characteristic @ pirate.” _Halo
136 S. Ct. at 1932. But here, the Supreme Court is discussing the standard that

ced
th,

A dis

court should use when ultimately determiningettter to exercise its discretion and award

enhanced damages, not thanstard that should be usky the factfinder when making

finding as to subjective willfulness. Aachngly, the Court rejects this argumént.

Finally, ATC argues that it is entitled to judgnmes a matter of l& as to willfulness

a

because there was insufficientidence to support a finding of willfulness even undef the

standard applied by the jufy(Doc. No. 400-1 at 10-22.) &HCourt disagrees. The jury’s

8 In its reply brief, ATC argues for the first time that jury’s willfulness finding was insufficien

because the jury was not asked to make specifiosdbfihdings by answering spial interrogtories in
the verdict. (Doc. No. 434 at 7-8.) This argumemntasved because ATC did not object to the verdi

form on this ground at trial._(See Doc. No. 331, [Tfia Vol. V at 245-57; Doc. No. 332, Trial Tr. Vol

VI at 3-4.) This argument is also waived becaus€ Adised this argument for the first time in a rep
brief. See Bazuaye v. I.N.S., 79 F.3d 118, 120 (9th1©B6) (“Issues raised for the first time in the

reply brief are waived.”); accord Novosteel SA v. U.S., Bethlehem Steel Corp., 284 F.3d 1261, 1
(Fed. Cir. 2002).

9 The Court provided the following jurystruction as to willful infringement:

In this case, Presidio also argues thaC willfully infringed Presidio the 356
patent.

To prove willful infringement against ATC, Presidio must first persuade you that
ATC infringed a valid and enforceable claim of Presidio’s asserted patent. The
requirements for proving such infringement wdigcussed in my prior instructions. In
addition, to prove willful ifringement, Presidio mugtersuade you by clear and
convincing evidence that on or afteeé&mber 8, 2015, ATC acted with reckless
disregard of the claims of the patent holsipatent. When a party has the burden of
proving something by clear and convincingdewnce, it means you must be persuaded by
the evidence that the claim or defense is Ilgighobable. This is a higher standard of
proof than proof by a preponderance of the evidence.
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willfulness finding was supported by substaingieidence. One of ATC’s engineers who

was involved in the design of the accuseddpicts, testified that he was aware of
application that later issued as the 356 patnd the '356 paterniself. (Doc. No. 305
Trial Tr. Vol. Il at 48-49, 56-57, 81-83; sesalDoc. No. 426-6, Ex. F (Trial Ex. 44); Dq
No. 426-7, Ex. G (Trial Ex. 46); Doc. No. 426-9, Ex. | (Trial Ex. 189).) The eng
testified that he not only knew about the '3p&tent, but also the results of the pi

the

DC.

neer

or

litigation. (Doc. No. 305, Trial Tr. Vol. Il a7.) Further, Presidio presented evidence

showing that ATC promoted the 550 capacitorés customers a& replacement for the

545L capacitor — the capacitor that was fodwadnfringe the '356 patent in the pri
lawsuit. (Id. at 56-57, 137-38, 153-54, 167-88B.)Presidio also presented evidel

To demonstrate such “reckless disregaRtgsidio must persuade you that ATC
actually knew, or it was so obvious t#eIC should have known, that its actions
constituted infringement of a valid patemih deciding whether AT acted with reckless
disregard for Presidio’s asserted pateyws, should consider all @he facts surrounding
the alleged infringement including, budt limited to, the following factors:

1. Whether ATC acted in a manner consistent with the standards of commerce for
its industry;

2. Whether ATC intentionally copiealproduct of Presidio covered by the
patents;

3. Whether there is a reasonable basis liev®ethat ATC did not infringe or had
a reasonable defense to infringement, inclgdi belief that the patent-in-suit is invalid,;

4. Whether ATC made a good-faith efftotavoid infringing the patent, for
example, whether ATC attempltéo design around the patent;

5. Whether ATC tried to covep its alleged infringement.

(Doc. No. 327 at 35-36.)
10 ATC argues that this evidence is irreleviaatause it predates December 8, 2015 — the date
which the relevant period of infringement begader the Court’s intervemg rights ruling. (Doc. No.
400-1 at 10-11.) ATC argues that this evidecae only establish ATC’s knowledge during the non-
infringement period. (I1d.) The Court disagrees. Evidence of what ATC knew prior to December
2015 is relevant to what ATC kweafter December 8, 2015. (DocoN275 at 12-13.) Indeed, itis
generally reasonable to infer thiad person knows about somethingoptto a certain date, that persor]
retains that knowledgetaf that certain date.
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showing that ATC was aware that the wlai as amended had survived three R
reexamination proceedings that ATC itself mastituted. (Doc. No. 304, Trial Tr. Vol.
at 143; Doc. No. 305, Trial Tr. Vol. Il at 192This evidence was sufient for the jury tg
find that ATC acted with reckless disexd of the claims of the '356 patent.

ATC notes that its corporate secretalfr. Evan Slavitt, teisfied that as of
December 8, 2015 — the date infringement hegae had reason to believe, based of
expert reports and pleadings in the case A& was not infringing the '356 patent. (Dq
No. 400-1 (citing Doc. No. 330, Trial Tr. VdV at 216-17; Doc. No331, Trial Tr. Vol.
V at 1-2).) But the jury was not requiredaedit this testimony. Cf. Harper, 533 F.3¢
1021 (explaining that in reviewing a motion fodgment as a matter [@w, the court mus
“disregard all evidence favorable to the mmyiparty that the jury is not required
believe”). In addition, the @urt notes that the jury found willful infringement by clear i
convincing evidence — a higher burden of pithain is required after Halo. See 136 S.
at 1934. Accordingly, the jury’s willfulnesmding was supported by substantial evide
and was also not against ttlear weight of evidence.

Moreover, the Court notes that ATC’s niom on this issue is essentially mc
because the Court, exercising its sound dignreultimately declines to award Presic

enhanced damages despite the jury’s figdiof willful infringement. _See infrg

Accordingly, the Court denies ATC’s motionrfladgment as a matter of law of no willful

infringement, or in the alternative, for a néval on the issue of willful infringement.
F. LostProfits

Presidio moves for judgment amatter of law of no lost profits, or in the alternati
for a new trial on lost profilamages on two grounds. First, ATC argues that Prg
failed to establish that it wasntitled to lost profit damagdsecause it failed to prove tf

absence of non-infringing alternatives. of© No. 402-1 at 4-13.Second, ATC argue

that Presidio failed to establish that it waaitled to lost profit damages because it faile

to properly apportion between the patented and unpatented features of the

products. (Id. at 13-19.) AT(rther argues that because Presidio failed to prove t
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is entitled to lost profit damages, Presidiooidy entitled to damages in the form o
reasonable royalty of $0.25 peapacitor. (Id. at 1, 4.)

35 U.S.C. § 284 provides: “Upon finding filve claimant the court shall award {
claimant damages adequate to compensatedanfringement, but in no event less thg
reasonable royalty for the use made of theention by the infringer.” 35 U.S.C. § 26
“The phrase ‘damages adequate to comgehsaeans full compensian for any damage
the patent owner suffered asesult of the infringement. Full compensation includes

foreseeable lost profits the patent ownergeove.” Grain Processing Corp. v. Am. Mai

Products Co., 185 F.3d 1341, 1349dFeir. 1999) (internalitations and quotation marks

omitted).

“To recover lost profits damages, thegraee must show a reasonable probahb

that, ‘but for’ the infringement, it would havmade the sales thatere made by the

infringer.” Rite-Hite Corp. v. Kelley Co56 F.3d 1538, 1548-ed. Cir. 199%(en banc)

accord Grain Processing, 185 F.3d at 1349 (“Toveclost profits, the patent owner m

show ‘causation in fact.”). “A showing undéhe four-factor Pandutest establishes th
required causation.” Versa®oftware, Inc. v. SAP Am., Inc., 717 F.3d 1255, 1264 (

Cir. 2013) (citing_Panduit Corp. v. StahBros. Fibre Works, Inc., 575 F.2d 1152, 11

(6th Cir. 1978)). The four-factor Panduisteequires the patentee to show: “(1) dem
for the patented product; (2) absence amfceptable noninfringing substitutes;

manufacturing and marketing capability to exiplloe demand; and (4) the amount of pr

that would have been madePresidio Components, Ine. Am. Tech. Ceramics Corp.

702 F.3d 1351, 1359-60 (Fed. Cir. 2012). “Caosatif lost profits ‘is a classical jut
guestion.” Versata, 717 F.3d at 1264.

I. Available Non-Infringing Alternatives

ATC argues that the jury’srfding as to the second prong of the Panduit test -

there is an absence of acceptable nomging substitutes — was not supported

f a

he
na
4.,
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ye-

lity
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and

(3)
Dfit
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by

substantial evidence. (Doc. No. 402-1 at 8pecifically, ATC argues that Presidio failed

to bear its burden of demonstrating that@®3 560L capacitor was not an available :
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acceptable noninfringing product during thievant infringement period._(Id. at 6.)
“[T]o be an acceptable nanfringing substitute, the product or process must |

been available or on the matkat the time of infringenmt.” Grain Processing, 185 F.!

at 1349 (emphasis removed)[M]arket sales of an accégble noninfringing substitute

often suffice alone to defeat a case for losfif®.” Id. at 1352. “A]n available technolog)
not on the market during the infringement camstitute a noninfringgpalternative.” _Id
at 1351. But, when the alleged alternatig not on the market during the accounf
period, a factfinder may reasonably infeattht was not available as a noninfringi
substitute, and the accused infringer behesburden of overcoming this inference
showing that the substitute was actuallyikme during the accounting period. Id.
1353; DePuy Spine, Inc. v. Medtronic Smiar Danek, Inc., 56F.3d 1314, 1331 (Fe(

lave
3d

~

ng
ng
by
at
1.

Cir. 2009). Further, “the ‘[m}e existence of a competingwilee does not make that device

an acceptable substitute.Presidio, 702 F.3d at 1361.
ATC argues that Presidio bears the burdietemonstrating that the 560L capac

Is not an available noninfringing produatdause the 560L capacitor was on the mg
during the relevant infringemeperiod. (Doc. No. 402-1 at)6The evidence presented
trial showed that ATC sold 88,000 560L eapors during the relevant infringemsg
period. (Doc. No. 330, Trial Tr. Vol. IV &b, 213; Doc. No. 331, Trial Tr. Vol. V at 15

174.) But the evidence in the record showealt all of these sales were to a sin

customer, (id.), and the product is not listen ATC’s website. (Doc. No. 331, Trial T
Vol. V at 167.) Presidio’s amages expert, Mr. Thomas, tiied that these sales were

made on an as needed basis, and thab@@& capacitor was not widely advertised
touted as a competitive product as to Presidio’s BB capatiidd. at 25-27, 29; Doc. N(

11 ATC renews its contention that the Court shdwdde excluded Mr. Thomas from testifying th

the 560L capacitor does nairestitute an available noninfringing alternative. (Doc. No. 402-1 at 22-

see also Doc. No. 251 at 5-11.) The Court aggati® ATC’s contention thahe Court should have
excluded this testimony. Mr. Thomas’s testimony w#svent to Presidio’s assertion of lost profit
damages, specifically Panduit factwo: “absence of acceptalsieninfringing substitutes.” See
Siemens Med. Sols. USA, Inc. v. Saint-Gobain Ceramics & Plastics, Inc., 637 F.3d 1269, 1288 (
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306, Trial Tr. Vol. 1l at 202-03.) ATC dichot present any evidence disputing th

assertions. In addition, Mr. Lambert DevBeesidio’s product magar and CFO, testifie

that he was unaware of@h560L capacitor and that no Bidio customer or sales

representative has ever mentidriee 560L capacitor to him(Doc. No. Trial Tr. Vol. Il

lese
d

at 10-11.) ATC’'s own witness testified ththe 560 capacitors are not as good as thg 550

capacitors. (Doc. No. 330, Trial Tr. Vol. IV aiL1.) Further, in@ntrast to the 88,000

560L capacitors sold duringdhrelevant period, ATC soldver a million 550 capacito
during the relevant period._ (&®oc. No. 330, Trial Tr. VollV at 6.) This evidence i

S

N

the record was sufficient to allow the jury to find that the 560L was not an acceptable no

infringing alternative.

il. Apportionment

ATC argues that Presidio is not entitledidst profit damages because it failed

separate or apportion its rdages between the patentadl ainpatented features of t

to
he

accused products in its lost profits calculatigpoc. No. 402-1 at 17.) But ATC has failed

to show that an apportionment of the jurglamages award is hecessary or appropria
the present circumstances.

Here, the jury was instructed on apportionnteand lost profit damages, includi

Cir. 2011) (“To be ‘available,” an acceptable norimjing substitute must have been *available or of
the market’ at the time of infringement.”). Furth&i,C’s challenges to Mr. Thomas’ testimony went
the weight of the testimony and its credibility rathean the admissibility of his opinions. See Alask
Rent-A-Car, Inc. v. Avis Budget Grp., Inc., 738 F.3d 900 (9th Cir. 2013) (affirming the denial of §
motion to exclude where the movant’s challengeast to “the weighof the testimony and its
credibility, not its admissibility”).

12 The Court’s instruction oapportionment is as follows:

A damages award-either in the form atiprofits or a reasable royalty should
compensate a patentee only for the inventipeets of its patentTherefore, if you find
that ATC infringed the '356 patent, your damages award must reflect the value you find
attributable to that patent.

Where the accused products have pattand non-patentddatures, you may
consider an apportionment of the damagetsveen the patented features and the
unpatented features, so that your awatubsed only on the vadof the patented

24
14-cv-02061-H-BGS

te in

19

fo

=74




© 00 N o 0o A W DN P

N NN RN N NDNNNRRR R R R R R B
W N O OO M W NP O © 0N O 0 W N R O

the Panduit test. (Doc. No. 327q@t’s Instructions Nos. 30-36, 40).) The jury found {
Presidio established that it should be awardst poofit damages. (Doc. No. 328 at
Substantial evidence supports the jury’s findasgto the second prong of the Panduit |
ATC does not challenge the jury’s findingstashe other prongs of the Panduit test. (|
also Doc. No. 306, Trial Tr. Molll at 190-208; Trial Tr. VollV at 1-15 (Mr. Thomas’s
testimony regarding the four Panduit factorsidihder Federal Cirgulaw, “[a] showing
under the four-factor Panduit test establsstibe required causation” for lost prg
damages. _Versata, 717 F.3d at 1264; acéutd-Hite, 56 F.3d at 1545 (“When t

patentee establishes the reasosadss of this inference, €.gy satisfying the Panduit te:

it has sustained the burden of proving entitletri® lost profits due to the infringin

hat
4.)
est.

See

J7

g

sales.”). Thus, by satisfying the Panduit tBsgsidio met its burden of proving causation

and its entitlement to lost profits. See WTC fails to cite to ay case holding that, aft

a party has satisfied Panduitsuf-factor test and establishedtitlement to lost profits,

further apportionment of those profits is requitédCf. Brocade Commc’ns Sys., Inc.
A10 Networks, Inc., No. C 10-3428 PSG, 2048 10601009, at *.12 (N.D. Cal. May
15, 2013) (noting that the Federal Circuistsuggested “that apportionment—at leas

consumer demand stands as a wayslmwing apportionment—is unnecessary ur|

technology in the Accused Products. On therdtlaed, if Presidio proves that the patent
covers the infringing product aswhole and that the lost profits it seeks are tied to the
intrinsic value of the patented featurgeu may award damages for lost profits
attributable to the value oféhinvention consistent with tl&ourt’s instructions. Presidio
has the burden of proving damages by p@nelerance of the evidem If Presidio

proves infringement of a valid patent, youshaward damages in no event less than a
reasonable royalty. Presidio bearshiieden to establish a reasonable royalty
attributable to th@atented features.

(Doc. N0.327 (Court’s Instruction No. 40).) “A jurypsesumed to follow its instructions.” Weeks,
528 U.S. at 234.

13 ATC cites to a Federal Ciriticase generally holding that portionment is required even for
non-royalty forms of damages.” (Doc. No. 40&t115 (quoting Ericsson, Inc. v. D-Link Sys., Inc., 7
F.3d 1201, 1226 (Fed. Cir. 2014)). But Ericsson didmailve lost profit damages, and, importantly

never holds, to extent there is an apportionment rexpant for all forms of daages, satisfaction of the

Panduit test does not sayighat requirement.
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Panduit” (citing_Versata, 717 F.3d at 1265 (“[T]he Panduit factors place no qual

requirement on the level of demandessary to show lost profits.”))).

itative

Further, the Federal Circinas explained that apportionment principles do not gpply

where the patentee shows that

or substantially creates the valof the component parts.’¥irnetx, Inc. v. Cisco Sys

the patefaeatlre creates the basis for customer demand

Inc., 767 F.3d 1308, 1326 (Fed. Cir. 2014). ATC itself contends that customers fc

broadband capacitors seeklabpacitance and low insertitss at high frequencies a
those requirements are what drives custenm@buy the accused products. (Doc. No.

at 11.) Dr. Huebner, testifiethat although the accused puots contain some intern

capacitances that help with high dreency performance, éh highest frequency

performance of the capacitors is achievedheyclaimed fringe-effect capacitance. (D

nd
433

al

|OC.

No. 306, Trial Tr. Vol. Ill at 162-63; see algh at 27-29, 38-53, 57-63; Doc. No. 331,

Trial Tr. Vol. V at 222; Doc. No. 330, Trial TWol. IV at 32-33, 3537.) Accordingly,

there was sufficient evidence the record for the jury tord that the patented feature

creates the basis for customer demand ortaobally creates the value of the accu
products.

Moreover, the Federal Cirttthas held that apportionment principles do not aj
when the accused product is the smallest sieatit, and the asserted claims “cover]]
infringing product as a whole, not a siagtomponent of a multemponent product.
AstraZeneca AB v. Apotex @p., 782 F.3d 1324, 1338 (Fed. Cir. 2015); see Virnetx,
v. Cisco Sys., Inc., 767 F.3d 1308, 1326{Fed. Cir. 2014). ATC does not displ

Presidio’s assertion that the 550 capacitorgslaesmallest saleablaits, (see Doc. N

433 at 9), and there was substantial evideaopearting the jury’s findig that the assertg
claims of the 356 patent cover the accusedipcts as a whole. The asserted claims ¢

an entire multilayer capacitor, and theeased products are multilayers capacitbrSee

14 ATC argues that Presidio did not invent thdtitayer capacitor. (Doc. No. 433 at 8.) Thism
be true, but this fact is of no consequenceAdttaZeneca, the Federal Gircfound that apportionmer
of the damages base at issue was not necessarysbdhbatlclaims covered tpeoduct as a whole — “th
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'356 Patent at 13:26-28, 14:1-2, 146: '356 Patent Dec. 8, 2015 Reexaminal
Certificate at 1:23-2:9. Presidio’s infringement expert Dr. Huebner explained hc

components in the accused products satisfydhieus limitations contaed in the assertg

claims. (See Doc. No. 305,i&r Tr. Vol. Il. at 243-44, 24%5; Doc. No. 306, Trial Tr.

Vol. lll at 1-80.) ATC argues that the asserata@ims do not cover all of the features

the accused products because the accused psazhrdain internal electrodes that hay

unique shape and follow the teachings in.UR&tent No. 8,446,705. (Doc. No. 402-1

18-19.) But Dr. Huebner testified that theased products’ internal electrodes satisfy

‘356 patent’s claim limitations of a “conductiviest plate disposed within the dielectri

body” and a “conductive second plate disposed within the dielectric body and fori
capacitor with the first plate.” (Doc. No. 306tial Tr. Vol. Ill at 7-8, 13-14, 16, 18
Accordingly, there was sufficiemvidence in the record for the jury to determine thaf
asserted claims cover thecaised products as a whole.

In sum, the Court rejects ATC’s arguments that the jury’s damages award

stand because Presidio failed to properly ajpmoits requested damages. Cf. Virne

767 F.3d at 1328 (“[W]e have never requiredabte precision in [assigning value to |
patented feature]; on the contrary, it is weldarstood that this process may involve s¢
degree of approximation and uncertainty Accordingly, the Court denies ATC’s moti(
for judgment as a matter of law of no lost piHfor in the alternative, for a new trial
the issue of lost profit damages.
[I.  Presidio’s Motion for a Permanent Injunction

Presidio moves for the entry of arpgnent injunction, enjoining ATC frot
marketing, selling, or offering to sell its 550 capacitors. (Doc. No.13)y3-he Patent Ac
provides a patentee with the “right to excladleers from making, usg, offering for sale
or selling the [patented] invenn.” 35 U.S.C. § 154(a)(1). “Hurtherance of this right t

drug core, the enteric cirdg, and the subcoating.” 782 F.3d at 1338e Federal Circuit reached this

determination without also finding that AstraZenaozented a drug core, enteric coating, or subcoa
See id.
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exclude, district courts ‘may grant injunctions in accordance with the principles of

equit

to prevent the violation of any right secdrey patent, on such terms as the court dgems

reasonable.” _Apple Inc. v. SamsungeE$. Co., 809 F.3d 63838 (Fed. Cir. 2015)

(quoting 35 U.S.C. § 283).

For a permanent injunction to issue, the party requesting an injunction
demonstrate that: (1) it has suffered an irrelplarmjury; (2) legal remedies, such as mo
damages, are inadequate dompensate for that injury3) the balance of hardshi

warrants an injunction; and (4) the public instneould not be disserved by an injuncti

eBay Inc. v. MercExchang& L C, 547 U.S. 388, 391 (2006)The Federal Circuit hgs

explained that “[t]his analysis proceeds withege to the ‘long tradition of equity practige’

MU

ney

|}

n.

granting ‘injunctive relief upon a finding of infrfgement in the vast majority of patent

cases.” Presidio, 702 F.3d at 1362; see Rigbert Bosch LLC v. Pylon Mfg. Corp., 659

F.3d 1142, 1149 (Fed. Cir. 201¢Although eBay abolishes our general rule thaf an

injunction normally will issue when a patentfagind to have been iid and infringed, .

. it does not follow that courts should entiredynore the fundamental nature of patent
property rights granting the owner the righetalude.”). “The deaion to grant or den
permanent injunctive relief is act of equitable discretion bydldistrict court, reviewabl
on appeal for abuse of distios.” eBay, 547 U.S. at 391.

A. IrreparableéHarm

“To satisfy the first eBay factor, the patenteest show that it is irreparably harm
by the infringement.” _Apple Inc. v. Samyy Elecs. Co., 809 F.3d 633, 639 (Fed.
2015). “[F]acts relating to the naturetbe competition between the parties undoubt
are relevant to the irreparaiharm inquiry.” _Robert Bszh, 659 F.3d at 1150. ATC a

Presidio are direct competitors. ATC’s 550 aapors directly comgte with Presidio’s

BB capacitors?® (Doc. No. 304, Trial Tr. Vol. | at43-44; Doc. No. 305, Trial Tr. Vol.

15 The Court notes that in finding that Presidgtablished entitlement to lost profit damages
through the Panduit test, the jurgcessarily found that ATC’s 550 @agitors directly compete with
Presidio’s BB capacitorsSee Presidio, 702 F.3d at 1360.
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at 1-2, 119; Doc. No. 306, Triar. Vol. lll at 194, 196.) Thewre sold in the same market
and to the same customers and potential cila®mm(See id.) “Direct competition in the
same market is certainly of&ctor suggesting strongly the potential for irreparable harm
without enforcement of the right to excludePtesidio, 702 F.3d at 1363. This is becguse
“[w]lhere two companies are in competition agdione another, the patentee sufferg the
harm—often irreparable—of being forcedctumpete against products that incorporateland
infringe its own patented inventions.” obdglas Dynamics, LLC v. Buyers Products Go.,
717 F.3d 1336, 1345 (Fe@ir. 2013).
Further, Presidio has neVarensed the 356 patent &amyone. (Doc. No. 305, Trial

Tr. Vol. Il at 21-22.) “Presidio’s unwilligness to license favor[s] finding irreparable
injury.”*® Presidio, 702 F.3d at 1363.

The jury’s lost profits award also suppaoatfinding of irreparable injury. In finding

L

that Presidio established that it is entitled to fpwsfit damages, “thgiry necessarily foun
ATC'’s [550] capacitor sales caused Presididose BB capacitor sade This squarely
supports a finding of irreparable harm.Presidio, 702 F.3d at 1363; see Douglas
Dynamics, 717 F.3d at 1344 (“Irreparable injencompasses different types of losses|that
are often difficult to quantify, including lost sales .”). In sum, this evidence is sufficignt
to demonstrate irreparable injury. Seesikti®, 702 F.3d at 1363-64; Douglas Dynamics,
717 F.3d at 1344-45.

To satisfy the first eBay factor, the patee must not only deonstrate irreparable

injury, but also prove that the harm is caubgdhe infringement. Apple, 809 F.3d at 6139.

S

“This requires proof that a ‘causal nexuslates the alleged fm to the allege

16 ATC argues that Presidio’siliare to license the 356 patesihould be given no weight becausg

the amended claims at issue only came into existence on December 8, 2015 when the reexamirjation
certificate for the '356 patent issiie(Doc. No. 409-1.) But eventlie Court only considers the period
from December 8, 2015 to the present, the evidenttes record shows th&residio consciously
decided not to license¢h356 patent during that period. (Ddo. 305, Trial Tr. Vol. Il at 21-22.)
This decision favors a finding of irreparabhjury. See Presidio, 702 F.3d at 1363.
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infringement.” 1d. “[PJroving a causal ras requires the pateee to show ‘som
connection’ between the patenfedtures and the demand for the infringing products.
at 641 (“The district court should have deteredinvhether the record established that

infringing] feature impacts customers’ purchmagsdecisions.”). ATC itself contends tf

customers for broadband capacitors seek bapacitance and low insertion loss at hi

frequencies and those requirements are winaglcustomers to buy the accused prody
(Doc. No. 409-1 at 11; Doc. No. 433 at 11Dr. Huebner, testified that although t
accused products contain some internal capacitances that help with high frg
performance, the highest frequency perfaroga of the capacitors is achieved by
claimed fringe-effect capacitante.(Doc. No. 306, Trial Tr. Vol. lll at 162-63; see a
id. at 27-29, 38-53, 57-63; Doc. No. 331jalrTr. Vol. V at 222) This evidence i

sufficient to satisfy the nexus requirement. Abple Inc. v. Samsunlecs. Co., 735 F.3d

1352, 1362 (Fed. Cir. 2013) (characterizingdatband capacitors as “relatively sim
products” and noting that the causal nexus requent is more easily satisfied for “simp
products); see also Broadc@orp. v. Emulex Corp., 7323d 1325, 1337 (Fed. Cir. 201

(“As direct competitors in a limited markefplaintiffl's harm was clearly linked t

[defendant]'s infringement of [plaiiff]’'s patent property rights.”).

ATC argues that Presidio cannot estdblss causal nexus because Presidio’s
capacitor, which does not practice the invemtclaimed in the '35@atent, competes
the same market as ATCES0 capacitors. (Doc. No. 409at 14-15.) But the Feder
Circuit explained in the prior litigation #b “[eJven without practicing the claime

invention, the patentee auffer irreparable injury."Presidio, 702 F.3d at 1363.

o The Court rejects ATC’s contention thaggtablished at trial &t the high frequency
performance of the accused products is derived solathy fheir internal electrode (Doc. No. 409-1 alf
11-14.) Presidio’s expert, Dr. Huebner, never concedlémul that the 550 cagitors achieve their hig
frequency performance solely from their interelgictrodes. (See Doc. No. 306, Trial Tr. Vol. Il at
127, 162-63; Doc. No. 331, Trial Tr. Vol. V at 220-23.) the contrary, he spdicially testified that
although the accused products contain some inteapacitances that help with high frequency
performance, the highest frequency performandbetapacitors is achieved by the claimed fringe-
effect capacitance. (Doc. No. 306jalfTr. Vol. lll at 162-63.)
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ATC also argues that Presidio has faile@stablish irreparable injury because :

harm Presidio has suffered svaaused by lawful “design wins” that occurred prior

December 8, 2015. (Doc. Né09-1 at 15-18.) ATC contendisat an injunction cann(

be entered on account of otherwise lawfuhpetition. (Id. at 15.) The Court recogniz

that under its intervening rights ruling, ATCnist liable for damagefor any sales of 550

capacitors prior to December 8, 2015. (Dblo. 234 at 28.) But those sales and

resulting harm caused by the sales becarfn@ging and unlawful on December 8, 20

10}
to
Dt

es

the
15

once the reexaminatiarertificate with the amended afas issued. ATC'’s ongoing sales

of infringing products, whether resulting from new or historical design wins, res
irreparable harm to Presidio. Further, the Federal Circuit has eaglthat “[t]he causd
nexus requirement ensures that an injunctiamig entered againatdefendant on accou
of a harm resulting from the fddant’s wrongful conduct, [anthat an injunction is ng
entered on account of ‘irreparalilarm caused by otherwise lawful competition.” Ap|
809 F.3d at 640. Here, Presidio has fiatighe causal nexus requirement.

ATC next argues that Presidio’s nearlyefiyear delay in filing suit against ATG
550 capacitors weighs against a finding ofpenrable injury. A peod of delay is ong
circumstance that a district court may coesidn the context of the totality of th
circumstances when evaluating irreparable haB®e Hybritech Inc. v. Abbott Labs., 8
F.2d 1446, 1457 (Fed. Cir. 1988); Apple, lmcSamsung Elecs. Co., 678 F.3d 1314, 1

(Fed. Cir. 2012} But “a showing ofdelay does not precludas a matter of law,

determination of irreparable harm.” Hybrite@49 F.2d at 1457. Further, the Court in

prior litigation entered an amended judgmiatibwing the partiesappeals on September

19, 2013, and denied Presiti motion for relief from judgment on January 27, 20

Presidio Components, Inc. v. Am. Techr&maics Corp., No. 08-c¢835-GPC (Doc. Nos.

18 The Court notes that these two cases ek motion for a preliminary injunction, not a
motion for a permanent injunction. Cf. Lermer Ger. GmbH v. Lermer Corp., 94 F.3d 1575, 1577
Cir. 1996) (“[Preliminary and permanent injunctionsd drstinct forms of equitable relief that have
different prerequisites and serestirely different purposes.”).
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480, 490). Presidio filed the present actonSeptember 2, 2014. (Doc. No. 1.) The

Court finds that Presidio acted reasonablyvaiting for the prior litigation to be fully

resolved prior to filing the present lawsuee A.C. Aukerman Co. R.L. Chaides Const.

Co., 960 F.2d 1020, 1033 (Fed. Cir. 1992) pamc) (listing “other litigation” as

permissible excuse for a delay in filing suilccordingly, any dehain filing the presen

a
£

action was reasonable and permissible and doeweigh against a finding of irreparable

injury.

Finally, ATC argues that Presidio’s inabiliby refusal to make certain capacitorg or

sell its capacitors to certain customers alsows a lack of irrepakde harm. (Doc. Na.

409-1 at 19-22.) First, ATC argues thatddl® is not suffering irreparable harm from
ATC'’s sales of its 550U (100 nF) and 55@® {/olts rating) capacitors because Presidio

has no competing product for those specific capcand thus could not have made th

sales. (Id. at 19-20.) But this argument is incgigat with the jury’s verdict. In awarding

Presidio lost profits damages, the jury necelgsimund that Presidi would have made the

sales that were madwy ATC for all of the accused prodts. See Rite-Hite, 56 F.3d

1545 (“To recover lost profitdamages, the patentee msisbw a reasonable probabil

that, ‘but for’ the infringement, it would hawvmade the sales thatere made by th

[0S€e

at

Yy
e

—+

infringer.”). The jury’s verditwas not limited to any speafiypes of accused products.

(See Doc. No. 328 at.Second, ATC argues that Piisiis not suffering harm from

ATC'’s sales of 550 capacitors to certain oustrs because either Presidio has decide

to do business with those customers or tlostomers will not buy &ém Presidio. ATC’s

i not

contention that Presidio will not do businesthwihese customers is not supported by|the

record. The evidence presented at trial shtivat Presidio is willing to do business with

and sell its capacitors to those specific cugian (Doc. No. 305, Tal Tr. Vol. Il at 15-

20; Doc. No. 415-3, Devoe Decl. 1Y 7-9ndeed, the evidence showed that Presidio
actively sells its BB capacitors to two of tidentified customers. (Doc. No. 305, Trial Tr.
Vol. Il at 15; Doc. No. 415-3, Devoe Decl9Y) Further, the evidence presented by ATC

only shows that those two customers have currently decided not to buy Presidio capacit
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and are instead buying ATC’s 550 capacitof®oc. No. 409-11, Ex. 32; Doc. No. 4(Q
14, Ex. 35; Doc. No. 409-2, Tessaro Decl. )5-The evidence does not show that th
customers would still refuse to buy Presidi@apacitors if the 550 capacitors wyg
removed from the market. Accordingly, ATC has failed to show that Presidio is un:

make sales to those companies.

In sum, Presidio has shown that it has sefieirreparable harrthat is caused by

ATC’s infringement. The Court rejects ATCasguments to the contrary. According
Presidio has satisfied the first eBay factor.

B. Inadequate Remedy at Law

“The second eBay factor is whether ‘remedaailable at law, such as monet;

damages, are inadequate tonpensate’ for the irreparablerhasuffered by the patentee.

Apple, 809 F.3d at 644-45. ATitself asserts that the asad products operate within
“design win” market. (Doc. No. 409-1 at 6-10The Federal Circuit has explained t

nat

“the structural nature of a design win metrkavors a finding thanhonetary damages aLr)e
0

inadequate.” _Broadcom Corp. v. Qe@ainm Inc., 543 F.3d 683, 703 (Fed. Cir. 2
(internal quotation marks omitted); seesale.g., Broadcom, 732 F.3d at 1336, 1

(affirming district court’s finding that “moredamages were inageate to compensa
[plaintiff] largely due to incumbency eftés from the design-win market conditions”).

Presidio’s decision not to license thg56 patent also supports a finding t

monetary damages are inadequate. Saeengd LLC v. Stryker Corp., 551 F.3d 132

1328 (Fed. Cir. 2008) (finding whedr the patentee has licendkd invention relevant t
the determination of whetheraney damages are adetp)a Further, this factor favors §
injunction where “[t]here is nceason to believe that [tlieefendant] will stop infringing
or that the irreparable harms resulting frasinfringement will otherwise cease, abs
an injunction.” _Robert Bosch, 659 F.3d14t55. Presidio has presented the Court

evidence showing that ATC continues to offeg accused products feale even after th
jury’s verdict. (Doc. No. 372-Zx. A.) Further, ATC has peesented to the Court that

does not intend to discontinue the accused ptsdudil an injunctionis entered. (Doc.
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No. 409-1 at 30.) Accordingly, there is remson to believe that ATC will stop infringif
absent an injunction, and Presidio has distadd that money damages are insufficien
compensate for the irrepéta harm it has suffered.

C. Balance of Hardships

“To satisfy the third_eBay factor, the tpatee must show that the balance
hardships weighs in its favor.Apple, 809 F.3d at 645. The balance to be “consider
only between a plaintiff and a defendanf¢tumed LLC v. Stryker Corp., 551 F.3d 13]
1330 (Fed. Cir. 2008).

ATC'’s infringement harmed Presidio by g lost sales and by forcing Presi

to compete against its own pated invention, which places a substantial hardshi
Presidio._See Apple, 809 F.3d at 646 (“Sangss infringement harmed Apple by caus
lost market share and lost downstream safeksby forcing Apple to compete against
own patented invention, which ‘places a subséhhardship’ on a patentee, especially I
where it is undisputed that it is essentiallyva-horse race.”); RolmeBosch, 659 F.3d 3

1156. ATC argues that it will fier hardships from a permanent injunction because |
made substantial investments in the develepnof it 550 series of capacitors, and
abrupt termination of sales would causedatsuffer customer alienation and loss
reputation. (Doc. No. 409-1 at 26-27.) Bbe Federal Circuit has explained that
consequences of a defendantifingement, such as sunk development costs or lo
business, is irrelevant to this factdrSee i4i Ltd. P’ship v. Microsoft Corp., 598 F.3d 8
863 (Fed. Cir. 2010); see also Broadcom, 58It 704 (“[O]ne who elects to build

business on a product found to infringe canndidaad to complain if an injunction agair

continuing infringement destroys the businessleoted.”). In addion, the Court furthe

—

g
tto

dio
D oNn

ng
ts

ere
At
t has
an
of
the
5SS of
31,

NSt

[

notes that any potential hardship on ATC wbioé mitigated by the Court’s inclusion of a

19 The Court also rejects ATC’s argument thatilt suffer hardship because it is difficult for AT(

to know how to modify its capacitors to makeninon-infringing. (Doc. N. 409-1 at 28-29.) It has
been ATC’s contention throughout this litigation tha 560L capacitor th@talready manufactures
and sells does not infringe the '356 patefioc. No. 202 at 66; Doc. No. 402-1.)
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90-day sunset provision into the requestgdniction. See Broaden, 543 F.3d at 70

7

(finding that inclusion of a sunset provisioan ameliorate the potential hardships of an

injunction).

“[T]he parties’ sizes, prodiis, and revenue sources” akso relevant factors for

balancing the hardships. 498 F.3d at 862. Presidio adsethat ATC and its pare
company AVX have tens of millions of dollairs cash and a total market cap excee(
two billion, while Presidio is a small, falypowned company. (Doc. No. 373-1 at
(citing Doc. No. 373-15, Ex. NPoc. No. 415 at 11; see alBwc. No. 414 at 7-8.) AT(

does not contest these assertions. Accorditigly,factor weighs irfavor of issuing ai

injunction.

D. Publicinterest

“The fourth_eBay factor requires the paternttesehow that ‘the public interest wol
not be disserved by a permanent injunctionApple, 809 F.3d at 646. “[T]he public

best served by enforcing patents that ardylikalid and infringed.” Abbott Labs. v. Andrx

Pharm., Inc., 452 F.3d 1331, 1348 (Fed. Cir. 2008} a result, the public interest nea
always weighs in favor of protecting properights in the absence of countervaili
factors.” Apple, 809 F.3d at 647.

ATC argues that the public interest woblkl disserved by an injunction because
accused products provide unusual societalfiisrie critical government, military, spac
and infrastructure applications. (Doc. No. 4Dét 29-30.) ATC argues that enjoining
550 capacitors would cause important gowsgnt, military, space, and infrastructy
projects to suffer. _(Id.) The Court rejgdATC’s contention that its products provi
unusual societal benefits. Cf. Apple, 808d~at 647 (“[The patentee] does not see
enjoin the sale of lifesaving drugs.”). dtevidence ATC presented support of thig
contention only shows that ATC has certain gowent and infrastructure clients that h4
purchased 550 capacitors and would prefer taldde to continue to purchase them in
future. (Doc. No. 409-3, Raldeecl. 11 10-14; Doc. No. 409-2, Tessaro Decl. 11 |

ATC and its evidence fails to specificaligentify any government, military, space
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infrastructure projects that would actuallyffeu if the 550 capacitors were removed fr
the market. ATC has not established thaséhunnamed projects could not continue
the use of other products.Further, the Court notes thaty potential harm to the pub
would be mitigated by the inclusion of a 88y sunset provision into the reques

injunction. _See Broadcom, 543 F.3d at 704 JHE sunset provisions mitigate the harn

the public.”). Accordingly, this factdavors entry of a permanent injunction.

E. Conclusion

Weighing the above factors and the equitreshis case, the Court, exercising|i

sound discretion, concludes that a permamguanction is appropriate. Accordingly, tf
Court grants Presidio’s motion for a perraah injunction. The Court will enter tf
permanent injunction in a separate order.

I Presidio’s Proposed Injunction

Presidio has submitted a proposed permangmiction. (Doc. No. 373-16, Ex. O

vith
C
ted

1 tO

)

In paragraph three of itsquosed permanent injunction, Presidio proposes the following

language:

It is hereby Ordered that ATCnd its successors, assigns, officers,
agents, servants, employees, and persoractive concert or participation
with them, including any parent arsdibsidiary entities during the period
commencing on the date hereof and through the date of expiration of the ‘356
patent are hereby enjoinadd restrained from infringing Claims 1-5, 16, and
18-19 of the ‘356 patent and are further hereby enjoined and restrained fron
making, using, selling, or offering &ell in the United States, or importing
into the United States: the 550L, 55@®50S, and 550U capacitors; any other
product that is only colorably diffent from the 550L, 550Z, 550S, and 550U
capacitors.

20 The Court finds ATC's inability to specificaligentify any concretbarm that would occur

significant in light of the fact @it ATC previously discontinued i&15L capacitor after that capacitor
was found to infringe the 356 patent in the pridghtion. Yet ATC cannot iehtify any concrete harn
that resulted from the discontimae of that producparticularly in light of counsel’s prior
representations to the Court thla¢ 545L capacitors perfmed better than the 550 capacitors. (Doc.
No. 211 at 29-30.)
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(1d.)

The Court adopts the majority of thentiage contained iRresidio’s propose

permanent injunction. The Court rejed®sesidio’s inclusion of ATC’s “successo

fs,

assigns,” and “parent and subsidiary entitiggd the language of the injunction. The

Federal Circuit has explained that “Rule &#56f the Federal Rules of Civil Procedure

specifies the proper form and scope of ganation issued by a district court.

Rectifier Corp. v. IXYS Corp., 383 F.3d 13, 1315 (Fed. Cir. 2004) Rule 65(d)(2)

provides: Every order granting an injunctionrtts only the following . . . : (A) the parties;

(B) the parties’ officers, agents, servantsptayees, and attorneyand (C) other persons

who are in active concert or participationttwanyone described iRule 65(d)(2)(A) of

Int’l

(B).” Rule 65(d) does not list successors,@ssi parents, and subsidiaries as those among

whom an injunction may be rda binding upon._See Elilly & Co. v. Premo Pharm.
Labs., Inc., 843 F.2d 1378, 138ked. Cir. 1988) (“Rule 8l) . . . does not include

successors and assigns as among those w&hanjunction is ‘binding only upon.’™).

The Court also excludes from the injtina the language stating that ATC

“enjoined and restrained fromfringing Claims 1-5, 16, rad 18-19 of the '356 patent]

“In the patent infringement context, [the FemleCircuit] has rejeed as overly broad

permanent injunction that simply prohibits futim&ingement of a paterit Int’l Rectifier,

383 F.3d at 1316. The FederatcTiit has explained that “thenly acts the injunction may

S

a

prohibit are infringement of the patent by adjudicated devices and infringement by

devices not more than colorably different from dldgudicated devices.” Id.; see also, €.9.,

Additive Controls & Measurement Sys., IncFlowdata, Inc., 986.2d 476, 479-80 (Fe

Cir. 1993) (rejecting permanent injunction weehe order did “not state which acts

[defendant] constitute infringement of the . patent” and the order did “not limit i

prohibition to the manufacture, use, or salthefspecific infringing device, or to infringing

devices no more than colorgdifferent from the infringingdevice”). In addition, the

.
of

ts

Court notes that similar modifications rgemade to Presidio’s proposed permanent

injunction in the prior litigation on these sagm@unds._See Presidio Components, Inc¢. v.
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Am. Tech. Ceramics Corp., No. @8-335-GPC (Doc. No. 473 at 17-19).

il. ATC's Request for a Stay Pending Appeal and a Sunset Provisio

ATC argues that in the eviethe Court grants Presidio’s motion for a permat
injunction, the Court should stay the inj@ioa pending an appeal and provide a one-)

sunset provision in the injunction. (Doc. N®9-1 at 31.) In deciding whether to graf

N
ent
Jear

it a

stay pending appeal, the Courssasses the movant’s chancesuaitess on the merits and

weighs the equities as they affect the paréird the public.”_E.I. du Pont de Nemour
Co. v. Phillips Petroleum Co., 835 F.2d 2278 (Fed. Cir. 1987); accord Standard Hav
Prods. v. Gencor Indus., 897 F.2d 511 (Fed. ©990). Exercising its sound discretig

the Court declines to stay the injunctiomgmg appeal. Based on the Court’s reviev

the record and the totality of the circumstanioethis case, the Court concludes that A
has failed to demonstrate a likelihood otsess on appeal. Indeed, in its request, 4
fails to even address this factor. Furtllee, Court concludes thtte equities do not weig
in favor of granting a stay.

Exercising its sound discretion, the Cowthihes to include #requested one-ye
sunset provision into the permanent injunctiom, will include a 90-day sunset provisig
ATC has had ample time andto to prepare for the possity that this Court woulg
enter a permanent injunction in this actioA. permanent injunction was entered in

prior litigation. Presidio Components, Inc.Am. Tech. Ceranas Corp., No. 08-cv-335

GPC (Doc. No. 473 at 19); see also Presidi® F.3d at 1362-63. The jury rendered i

infringement verdict and awardéresidio lost profit dangges on April 18, 2016 — sevel
months ago. (Doc. No. 328.) The Court edits memorandum decision rejecting AT
invalidity and equitable defeas on June 17, 2016 — two mondg®. (Doc. No. 368.) Th
Court concludes that under the totality of thewmnstances a one-year sunset provisic

unnecessary and, instead, a 90-dagiset provision is appropriate. Accordingly, the

21 At the hearing, Presidio stated that it wbabt object to the incliusn of a 90-day sunset

provision into the permanent injunction.
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Court includes a 90-day sunset provisioto its permanent injunction.
IV. Presidio’'s Motion for Enhanced Damages

Presidio moves for an award of enhandednages pursuant to 28 U.S.C. § 2
(Doc. No. 377-1 at 3-24.) Seati 284 provides that a colmay increase the damages

to three times the amount found or assess&$.U.S.C. 8 284. Ilidalo Elecs., Inc. v

Pulse Elecs., Inc., the Supreme Court heht tiis]jection 284 gives district courts t

discretion to award enhanced damagesraggihose guilty of patent infringemerit.”136
S. Ct. at 1935. But the Supreme Court furtleplained that atiough “[d]istrict courts
enjoy discretion in deciding whether to adzanhanced damagesd in what amount’
that discretion is not without limits. Id. at 1932.

Enhanced damages are getigra@ppropriate under § 284 only in “egregious cas
of misconduct beyond typical infrgement and should not beawed in “garden-variet
cases.”_ld. at 1932, 1934-35. “The sort of conduct warranting eati@@amages has be
variously described . . . aslWil, wanton, malicious, badhith, deliberate, conscious
wrongful, flagrant, or — indeed — characteristi@agfirate.” Id. al932. The culpability o
the infringer should be “measured againstkhewledge of the actor at the time of |

challenged conduct.” _1d. at 1933. Intéenining whether enhanced damages

appropriate, “courts should . . k&ainto account the particulaircumstances of each casg.

Id.; see also id. at 1935 (“In applying thisclietion, district courts are ‘to be guided
[the] sound legal principles’ developed over nearly two centuries of applicatio
interpretation of the Patent Act.”).

In Halo, the Supreme Court also expkd that entitlement to enhanced dama
need only be proven by a preponderance of theeaewl_Id. at 1934. Aha district court’s

determination of whether to award enhanced damages is reviewed for abuse of d

22 In Halo, the Supreme Court rejected the Fdd@rauit's Seagate test for determining whethe

enhanced damages are appropriate as “unduly rigid,*it impermissiblyencumbers [section 284’s]
grant of discretion to district courts.” 136 S. @t 1932; see also id. #933-34 (“Section 284 permitg

district courts to exercise their discretion in anmer free from the inelastic constraints of the Seagate

test.”).
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on appeal._ld.

After reviewing the particular circumstandesthis case, including the record and

the parties’ arguments, the @o, exercising its sound discretion, declines to award

Presidio enhanced damages. The Court begins by noting that the jury found th

at AT

willfully infringed the '356 patent, (Doc. Nd28 at 4), and the Court has denied ATIC's

post-trial motion challenging the jury’s williaéss finding. _See supra. But both

Supreme Court in Halo and tkederal Circuit in WBIP havieeld an award of enhanc

the
d

(D

damages need not follow a finding of willful infringement. See Halo, 136 S. Ct. af 193:

(“[N]Jone of this is to say that enhancelmages must follow a finding of egregious

misconduct.”);_ WBIP, 2016 WL 3902668t *15 n.13 (“[T]his is not to say that a ju

ry

verdict of willful infringement ought to redun enhanced damages.”). Thus, the Court

may still exercise its discretion and deelito award enhanced damages based o
particular circumstances in this case evleough there has been a finding of will
infringement?® See id.; see, e.q., Trustees of Badtniv. v. Everlight Elecs. Co., No. 1
11935-PBS, 2016 WL 3976617, at *3 (D. Mass. Rfly 2016) (finding, in its discretio

that the case did not warraamh award of enhanced damageen though the jury found

willful infringement).

n the

ful

—

Here, the unique circumstances of ttése do not warrant an award of enharnced

damages. At the summary judgment stéige Court granted ATG motion for summar

judgment in its favor on its defemsf absolute intervening ritggh (Doc. No. 234.) In that

23

award of enhanced damages. The Court rejectedRrasontention. Firstidalo itself contains no
mention of a presumption in favor of enhancechdges upon a finding of willful infringement. Seco
and more importantly, the case Rdé&s cites in support of its arguent does not mention a presumptig
in favor of enhanced damages upon a finding of willifringement. (See Doc. No. 377-1 at 5 (citing
Jurgens v. CBK, Ltd., 80 F.3d 1566, 1572 (Fed. Cir. 1908)he Federal Circuis decision in Jurgens
never refers to a presumption in favor of an avadrenhhanced damages. The Jurgens court only he
that “[u]pon a finding of willful infringement, a tri@ourt should provide reasons for not increasing ¢
damages award or for not finding a case exceptionahe purpose of awarding attorneys fees.” 80
F.3d at 1572. Thus, even assuming_the Jurgens stbstilbapplies post-Hal this Court’s decision
complies with Jurgens as the@t provides its reasoning for natvarding enhanced damages.
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order, the Court held that due to Pdési narrowing the asserted claims dur
reexamination proceedings, Presidio is aeyitled to infringement damages for the ti

period following the issuance of the Decembe2®15 reexamination d#icate. (Id. at

28.) Thus, the period of infringement irethresent case began on December 8, 2015.

This fact is important to the Court’s @gsis because, in Halo, the Supreme C
explained that an infringersulpability should be measuredthe time of the challengg
conduct. 136 S. Ct. at 1933; see also WRIH,6 WL 3902668, at *15 (“[A]s the Suprer|

Court explained in Halo,ming does matter.”). ATC begaselling the accused produt

in January 2010. Under the Court’s intemngnrights ruling, ATC is not liable for an
sales of 550 capacitors that occurred prioDe&zember 8, 2015. Thafore, at the timg

ng
me

JT

purt
d

e

>

NS

y

U

infringement of the asserted claims beganDecember 8, 2015, ATC had already been

permissibly selling the accused products withbeing subject to damages liability f
almost six years. Moreover, at the tim&imgement began, Preso and ATC were wel
into the present litigation. Specificallpy December 8, 2015, ATC had received
Court’s claim construction order, developed noninfringemadtiavalidity theories tha
were supported by expertparts, and filed motions fosummary judgment on seve
issues. (Doc. No. 149.) Hyecember 8, 2015, ATC had algst succeeded in causi
Presidio to substantively narrow the scoplethe asserted claims in reexaminat

proceedings that ATC instituted. Thus, unitherunique circumstances of the present ¢

or
I
the

—+

ral
LS
ion

ase,

the Court declines to find that the willfudfringement that occurred in the case al:ter

December 8, 2015 constitutes an “egrediaase of misconduct waméng an award o
enhanced damages. Ratheeg pinesent action was a “gardeariety” hard-fought pater|
infringement action betaen two competitors.

Moreover, the Court notes that Presidiawalidity defense at trial, althoug

ultimately rejected by the Court, was not mesile The Court also rext that there was r

evidence of bad faith or litigation miscondumt ATC in this action. Accordingly, the

t

h

o

Court, exercising its sound dretion, declines to awarchkanced damages. The Cdqurt

denies Presidio’'s motion f@nhanced damages.
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V. Presidio’s Motion for Attorney’s Fees
Presidio also moves for attorney’s fgegsuant to 35 U.S.C. § 285. (Doc. No.3
1 at 25-30.) “Section 285 of the Patent Acthauiizes a district court to award attorne

fees in patent litigation.” Oate Fitness, LLC v. ICON Heill & Fitness, Inc., 134 S. Ct.

1749, 1752 (2014). Section 285 provid€Bne court in exceptional cases may aw

reasonable attorney fees to the premgilparty.” 35 U.S.C. § 285. “When deciding

whether to award attorney fees under § 285stuicli court engages in a two-step inquir
MarcTec, LLC v. Johnson &8ohnson, 664 F.3d 907, 915 (F€at.. 2012). The court firs

determines whether the prevadi party has proven that the eas “exceptional,” and, if

So, the court then determinesetiier an award of attorney’'sds is justified._Id. at 191}
16.

The Supreme Court has held that “an ‘excapl’ case is simply one that stands
from others with respect to the substamtistrength of a party’s litigating positig
(considering both the governing law and thet$ of the case) or the unreasonable ma
in which the case was litigatéd Octane Fitness, 134 Xt. at 1756 (stating thi

“exceptional” means “‘uncomman;rare,” or ‘not ordinary’). “District courts may
determine whether a case isceptional’ in the case-by-caseeggise of their discretior

considering the totality of the circumstance$d’ In determining whether to award fe

district courts may consider a nonexclushst of factors, including “frivolousness

motivation, objective unreasonableness (botthanfactual and legal components of

case) and the need in particular circumstatceslvance considdrans of compensation

and deterrence.” _1d. at 17566n. “[A] case presentingither subjective bad faith (¢
exceptionally meritless claims may sufficienglgt itself apart from mine-run cases
warrant a fee award.” _ld. 4757. There is no precise rule or formula for determi
whether to award attorney’s fees, but instegditable discretion should be exercise(
light of the above considerations. Id. at 1756.

Entitlement to fees under § 285 must hevsn by a preponderance of the evider

See Octane Fitnesk34 S. Ct. at 1758. A district cowgtletermination of whether to aws
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attorney’s fees under 35 U.S.C. § 285 is reviefeedbuse of discretion. Highmark Ir

v. Allcare Health Mgmt. Sys., 134 S. Qt744, 1749 (2014) (“[T]a determination of

whether a case is ‘exceptional’ unde285 is a matter of discretion.”).

After reviewing the totality of the circumstances including the record in this &
and the parties’ arguments, @eurt declines to find thatépresent case is “exception
and declines to award Presidio attorney’s fees. In the present action, Presidio

ATC’s 550 capacitors of infringing the '35fatent, asserting a period of infringem

beginning in January 2010 when Presidio Ibegglling the accusedgmtucts. (Doc. No.

285-1, Thomas Expert Report at 14, 28-31.) ddlam this asserted period of infringeme

Presidio initially sought over $16 million in logrofit damages for the period of fif
guarter of 2010 through Septemldd, 2015. (Id.) At theummary judgment stage, AT,

successfully obtained summary judgment in it®faon its affirmative defense of absoll

intervening rights based on Presidio’s narronohthe scope of the asserted claims dufi

ex parte reexamination proceedings that wesstuted by ATC. (Doc. No. 234.) Becay

of this substantive changetloe scope the asserted claimg @ourt held that Presidio |i

only entitled to infringement damages tims case for the time period following t
issuance of the December 8, 2015 reexaminataotificate. (Id. at 28.) Thus, althou
Presidio ultimately prevailed #tial on the issues of infigement, willful infringement
and validity of the '356 pater#nd was awarded over $2 nuolh in lost profits damage
prior to the trial, ATC prevailed on its sdlute intervening rights defense, thers
substantially limiting the period of infringgent at issue in the case and the dam
Presidio could seek. Thus, the present easenot a one-sided victory by Presidio.
Moreover, the Court notes that Presidiawalidity defense at trial, althoug

ultimately rejected by the Court, was not messle The Court also rex that there was r

C

lction
aI”
ACCU!

ent

PNt
st
C
Ite
ng
se

evidence of bad faith or litigation miscondugt ATC in this action. The present action

was a garden-variety hard-fght patent infringement aom between two competitor
Accordingly, the Court, exersing its sound discretion, declines to find the present

“exceptional” and declines taward Presidio attorney’s fees. The Court denies Pres
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motion for attorney’s fees.
VI. Presidio’s Motion for Supplemental Damages

Presidio moves for an award of supp&tal damages forng sales of accuse
products occurring on and after February 2116 — the date on which ATC last provic
sales information for the accused productsogINo. 372-1 at 1-3.) Specifically, Presi(
requests (1) that the Court order ATC d@ocount for all 550 geacitor sales mad
subsequent to the latest sadkesa ATC provided and that waslized at trial, and (2) thg
the Court award it supplement damages on tlassget unaccounted for sales at the
profits rate adopted by the jury — $1.58 per ¢hifld. at 2.)

28 U.S.C. § 284 provides: “Upon finding fie claimant the court shall award {
claimant damages adequate to compensatbedanfringement, but in no event less thg
reasonable royalty for the use madé¢he invention by the infniger, together with intere
and costs as fixed by the court. When thealges are not found by a jury, the court s
assess them.” The Federal Qitchas explained that a patentee is not fully compen;
if the damages award does not ud# future lost sales. Fam, Inc. v. Secure Computir
Corp., 626 F.3d 1197, 1213 (Fed. Cir. 2010); seeRissenius USA, Inc. v. Baxter Int
Inc., 582 F.3d 1288, 1303 (Fedr2009) (“A damages awardrfpre-verdict sales of th

infringing product does not iy compensate the patentee because it fails to accou

post-verdict sales of pair parts.”). Therefore, a digtt court should award compensati
for any infringing sales not assed by the jury. See FinjarR&F.3d at 1213; Apple, In
v. Samsung Elecs. Co., 67 F. Supp.1380, 1117-18 (N.D. Cal. 2014), aff'd, 816 F
788 (Fed. Cir. 2016). In addition, “[c]ourtsutinely grant motions for a further account

where the jury did not consider certain periofisfringing activity post-verdict.”_Mets
Minerals, Inc. v. Powerscradnt’l Distribution Ltd., 833 FSupp. 2d 333, 347 (E.D.N.)
2011); accord Apple, 67 F. Supp. 3d at 1118ourts have [also] applied this reason

24 Presidio asserts that the jury awarded iBi@$ost profits damagein the amount of $2,166,654
based on ATC'’s sale of 1,371,300 units. (Doc.3#2-1 at 2 (citing Doc. No. 328 at 4).) $2,166,65
divided by 1,371,300 unitgjaals $1.58 per unit.
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to the situation in which an infringer providesles data that does not cover all sales 1
prior to trial.” Sealant Sys. Int'l, In@. TEK Glob. S.R.L., N05:11-CV-00774-PSG, 201
WL 1008183, at *5 (N.D. Cal. Mar. 7, 2014An award of supplemental damages shd
be calculated consistent with the damagearded in the jury’s verdict._ ActiveVide
Networks, Inc. v. Verizon Commc’ns,dn No. 2:10CV248, 2011 WL 4899922, at

(E.D. Va. Oct. 14, 2011); see.g., Sealant Sys., 2014 WD08183, at *5; Mondis Tech.

Ltd. v. Chimei InnoLux Corp., 82E. Supp. 2d 639, 643 (E.D. Tex. 2011).

Presidio has presented the Court with erime showing that ATC continues to of

the accused products for sale even afterjiings verdict. (Doc No. 372-2, Ex. A/]
Further, ATC has represented to the Courtitrddes not intend tdiscontinue the accusg
products until an injunction isntered. (Doc. No. 409-1 at 30Accordingly, Presidio i
entitled to an accounting of and supplementalages on any sales of infringing prodd
not assessed by the jury. See Finjan, 626 &3@13; Apple, 67 F. Supp. 3d at 1117
Sealant Sys., 2014 WL 1008183, at *5.

In response, ATC does not dispute Riiess contention that it is entitled
supplemental damages for sales of accused piochaxle on or after February 21, 201
a rate of $1.58 per unit. Rather, ATC only argues that Presidio’s motion is pre
because ATC’s motions for judgment as dteraof law are still pending. (Doc. No. 40
24 at 11.) The Court rejectisis argument. ATC fails texplain why the Court cann
concurrently rule on both AT&’post-trial motions and Presidio’s motion for supplems

damages. Moreover, the Colnas ruled on and denied &7 post-trial motions, ang

nade
4
uld
0

*2

fer

10

UJ

cts
18;
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b at
matu
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ntal
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therefore, the motions are no longer pendiSge supra. Accordingly, the Court grants

Presidio’s motion for supplemental damagéke Court orders AT@ account for all 55(
capacitor sales made subsequerthe latest sales data ibprded to Presidio and that w

utilized at trial and prior to the entry ofelCourt’'s permanent injunction. Further,

D
as
the

Court awards Presidio supplemental damageose as yet unaccounted for sales af the

rate of $1.58 per unit.
I
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VIl. Presidio’s Motion for Interest

A. Prejudgmeninterest

Presidio moves for an award of prejudgmi@terest on its dangges award. (Dog.

No. 372-1 at 3-6.) Specifically, Presidio requesfsejudgment interest rate of 7 percs
(Id. at 4.) 28 U.S.C. § 284 prowd: “the court shall awardelclaimant damages adequ
to compensate for the infringement . . . togetith interest and costs as fixed by
court.” The Supreme Court has interpcetgection 284 to require that “prejudgm
interest should ordinarily bawarded absent some justification for withholding sucl
award[.]” Gen. Motors Qp. v. Devex Corp., 461 U.S. 648, 657 (1983); see
Sensonics, Inc. v. Aerosonic Corp., 8Bd1566, 1574 (Fed. Cir. 1996) (“[P]rejudgm

interest is the rule, not the exception.”)The purpose of prejudgment interest is

“compensate[] the patent owner for the usgsomoney between the w@eof injury and the

date of judgment.” _Qinesg. Walgreen Co., 88 F.3d025, 1033 (Fed. Cir. 1996¢

“Generally, prejudgment intereshould be awarded from thiate of infringement to th

date of judgment.”_Nickson Indus., Inc. Rol Mfg. Co., 847 F.2d 795, 800 (Fed. C

1988).

In response, ATC argues that theu@oshould deny Presidio’s request
prejudgment interest based on $tdeo’s undue delay in filing the present action. (D
No. 409-24 at 2-7.) The Court rejects ATCatention. “District courts have discreti
to limit prejudgment interest where, for exampghe patent owner s@aused undue del
in the lawsuit, but there muse justification bearing a relatiship to the award.” Nickso
847 F.2d at 800 (citations omitted); see Gen. Mo@orp., 461 U.S. at 657 (“[I]t may |

appropriate to limit prejudgmernterest, or perhaps eveleny it altogether, where tf

patent owner has been respofesiior undue delay in prosecng the lawsuit.”). But her
there was no undue delay in filing the acti®mnesidio filed the present action on Septen
2,2014. (Doc. No. 1.) Igranting ATC’s motion for summajydgment of its affirmativé
defense of absolute intervening rightse tiCourt held that Presidio is entitled

infringement damages only for the time perfolliowing the issuance dhe December §
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2015 reexamination certificate. (Doc. No. 232&0) Thus, Presidio initiated the pres

action prior to the entire period of infringemextissue in this case. Indeed, Presidi

only seeking prejudgment interest from Debem8, 2015 through Jurl&, 2016. (Doc.

No. 412 at 3.) Moreover, even if the Courtrevéo consider the levant period to hav

begun in 2010 when ATC began selling the acdyseducts, the Court finds that Presi

acted reasonably in waiting for the prior litigatito be fully resolved prior to filing the

present lawsuit. _See A.C. Aukerman, 96@d at 1033 (listing “other litigation” as

permissible excuse for a delay in filing suit).

ATC also argues that if hCourt awards prejudgmentenest, it should be at the

three-month U.S. Treasury Bill rate. The Goagrees with ATC on this point. “A trial

court is afforded wide latitude in the selectiof interest rates” foprejudgment interes

ent

oIS

dio

—F

Uniroyal, Inc. v. Rudkin-Wiley Corp., 938.2d 1540, 1545 (Fed. Cir. 1991); accord Bio-

Rad Labs., Inc. Wicolet Instrument Corp., 807 F.2d 964, 969 (Fed. Cir. 1986). “C
may use the prime rate, the prime rate plpe@entage, the U.S. Treasury Bill rate, s
statutory rate, corporate bond rabe whatever rate the coudéems appropriate.” Appl
67 F. Supp. 3d at 1121 (N.D. Cal. 2014); see AldoveVideo Networks, Inc. v. Verizo
Commc'ns, Inc., No. 2:10-C248, 2011 WL 4899922, at *3 (E.D. Va. Oct. 14, 20

(“[W]hile courts have selectatifferent rates, courts mostteh award either the prime re

or the U.S. Treasury rate.”). In patenses, courts typically only award prejudgm

interest at the prime rate or higher wh#hrere is evidence thalhe patent owner would

have been spared from borrowing money atghme rate during the infringement per
had the infringer been paying royalties. Segdf, Inc. v. Blue Cat Sys., Inc., No. 13
CV-03999-BLF, 2016 WL 3880774, at *18 (N.D. Cally 18, 2016); Apple, 67 F. Sug

Durts

tate
n
11)
ite

ent

od

p.

3d at 1121-22; Mars, Inc. v. Coin Acceptdrs;., 513 F. Supp. 2d 128, 133 (D. N.J. May

22, 2007). Here, Presidio has not puthoany evidence showing that it borrowed
money during the infringement period at the m@irate or higher. écordingly, the Cour
concludes that the appropriatéeras the U.S. Treasury Billten See, e.g., Laitram Cor
v. NEC Corp., 115 F.3d 947, 955 (Fed. Cir. 19@ifding no abuse of discretion whe
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“the district court, in exerses of its discretion, awardeceprdgment interest and set the

rate at the U.S. Treasury hiite, compounded annually”); saiso Apple, 67 F. Supp. 3

at 1122 (“The Treasury Bill rate has been ategjand employed by many courts in pat
cases as a reasonable method of placing a paterr in a position equivalent to wheryg
would have been had there been no infringetri). Accordingly, the Court gran
Presidio’s motion and awards Presidio prejudgtmnterest at the 3-month U.S. Treas
Bill rate, compounded monthfy.

B. Postjudgmeninterest

Presidio also moves for an award of payment interest pursuant to 28 U.S.C.

1961. (Doc. No. 372-1 at 6-7.) An “awanfl postjudgment interest is governed by

U.S.C. 81961."_Tinsley \6ea-Land Corp., 979 F.2d 13828839th Cir. 1992). Sectign

1961 provides “[i]nterest shall lzdlowed on any money judgmian a civil case recoverg
in a district court” and “sHiabe calculated from the date tfe entry of the judgment
“Under the provisions of 28 U.S.C. § 1961, fpadgment interest on a district col
judgment is mandatory.” AiEeparation, Inc. v. Undeniters at Lloyd’s of London, 4
F.3d 288, 290 (9th Cir. 1995).

ATC concedes that Presidio is entitledotzstjudgment interestt the rate provide
in 28 U.S.C. § 1961(a) from the date of thérnewnf judgment, June 17, 2016. (Doc. N

pd
ent
> it
(s

ury

§
28

d

urt

Ul

0

NO.

409-24 at 11.) Accordingly, the Court gtarPresidio’s motion and awards Presidio

postjudgment interest pursuant to 28 U.S.C. § I#ighe statutory rate from the date
the entry of judgment, June 17, 2016.
I

25 Whether the prejudgment interest “shoulccbempounded or uncompounded][ieft largely to
the discretion of the district aat.” Bio-Rad Labs., 807 F.2d at 96%Courts ‘have recognized that
compounding is necessary to fully compensate thenpee.” Apple, 67 F. Supp. 3d at 1122; see alg
Finjan, 2016 WL 3880774, at *18 (“[MKt [courts] apply some form @abmpounding.”). The Court,
exercising its discretion, agreeshvPresidio that the prejudgmieinterest should be compounded
monthly. See, e.g., Stryker Corp. v. Zimng., No. 1:10-CV-1223, 2013 WL 6231533, at *30 (W.L
Mich. Aug. 7, 2013).
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1. Denies ATC’s Rule 50(b) motions fardgment as matter of law and Rule 5¢
motions for new trial;

2. Grants Presidio’s motion for a permanent injunction;

3. Denies Presidio’s motion for enlt@d damages and attorney’s fees; and

4, Grants Presidio’s motion for an awaifdsupplemental damages and interest.

DATED: August 17, 2016

Conclusion

For the reasons above, the Court:

IT IS SO ORDERED.

M (V\ "A'IA -4./

MARILYN LYHUFF, District Ol{dbe
UNITED STATES DISTRICT COURT
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