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ponents, Inc. v. American Technical Ceramics Corp. Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA
PRESIDIO COMPONENTS, INC. Case No.:14-cv-02061H-BGS
Plaintiff,
ORDER DENYING DEFENDANT’S
V. MOTION FOR STAY PENDING

AMERICAN TECHNICAL CERAMICS | APPEAL

CORP.,
[Doc. No.522]
Defendant

On September 12, 2018, Defendant American Technical Ceramics filaxatpa
motion for an order partially staying ti@ourt’'s permanent injunction pending its app
to the Federal Circuit. (Doc. No. 522pn September 13, 2018, the Court took
matter under submission. (Doc. No. 527.) On September 26, 2018, Plaintiff P

Components, Inc. filed a response in opposition to ATC’s motion to stay. (Dot.

532) For the reasons below, the Court denies ATC’s motion for a stay of the perr
injunction pending appeal.

Background

On September 2, 201R]aintiff Presidio filed a complaint for patent infringemd
against DefendamTC, alleging infringement of U.S. Patent No. 6,816,356 (“the’
patent”). (Doc. No. 1, Compl.) The 356 patent is entitled “Integrated Broadb:x
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Ceramic Capacitor Array.’U.S. Patent No. 6,816,356 B2, at-2 Ifiled Apr. 14, 2003)|

The patent issued on November 9, 2004 and claimed priority to an application f
May 17, 2002.Seeid. (SeeDoc. No. 2763 1 4; Doc. No. 354 at 5.)

On December 8, 2015, the United States Patent and Trademark Office is
reexamination certificate for the '356 patent, amending certain claims of the
(Doc. No. 1702, FAC Ex. 2.) On December 22, 2015, Presidio filed a first amer
complaint, alleging infringement of the '356 patent as amended by the reexam
certificate. (Doc. No. 170, FAC.)Specificdly, Presidio alleged that ATC’s 550 line
capacitors infringes claims 1, 3, 5, 16, 18, and 19 of the '356 paf&hty 26.) On
December 22, 2015, ATC filed a second amended answer and counterclaims to
amended complaint, adding an affirmatidefense of absolute and equitable interve
rights and an affirmative defense and counterclaim of unenforceability due to ineq
conduct. (Doc. No. 171.)

On January 12, 2016, the Court denied Presidio’s motions for: (1) sun
judgment of defirteness; (2) summary judgment of infringement; (3) summary judg
of ATC’s equitable affirmative defenses; and (4) summary judgment of no accs
nortinfringing alternatives.(Doc. No. 210.) In the order, the Court also denied AT(
motions for: (1) partial summary judgment of Aofringement; (2) summary judgme
of indefiniteness; and (3) summary judgment of no willful infringemefid.) On
February 10, 2016, the Court granted ATC’'s motion for summary judgment
affirmative defense of absdke intervening rights and held that Presidio is entitle
infringement damages only for the time period following the issuance o
reexamination certificate on December 8, 20{Boc. No. 234 at 28.)n that order, the
Court also dismissed with poglice ATC's affirmative defense and counterclaim that
‘356 patent is unenforceable due to inequitable condittat 33.)

! The PTO previously issued a reexamination certificate for the '356 patent orm8ept&3,

2011. (Doc. No. 1761, FAC Ex. 1.) This reexamination certifate did not alter any of the claims
issue in the present actiond.j
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The Court held a jury triadn Presidio’sclaim beginning on April 5, 2016(Doc.
No. 297.) On April 18, 2016, the jury returned a verdict finding direct infrmmgat and
induced infringement of claims 1, 3, 5, 16, 18, and 19 of the '356 patent by ATC a
of the accused products in the action: the 550L, the 550S, the 550U, and th
capaitors. (Doc. No. 328 at-3.) In addition, the jury found that Presidio had prover|
clear and convincing evidence that ATC'’s infringement of the asserted claim
willful. (Id. at 4.) The jury awarded Presidio $2,166,654 in lost profit damagds.

On June 17, 2016, the Court issued a memorandum decision finding in fg
Presidio and against ATC on all issues submitted to the Court, including indefinif
equitable intervening rights, equitable estoppel, and laqligsc. No. 368.)OnJune 17
2016, the Court entered judgment in favor of Presidio on all causes of actionadeéd
Presidio$2,166,654 in damage¢Doc. No. 369.)

Following the Court's entry of judgment, the parties filed various -pst
motions On August 17, 2016, the Court issued an order ruling on the partiedripb
motions. (Doc. No. 440.) In the order, the Court denied ATC’s Rule 50(b) motions
judgment as a matter of law and R6&6&(e) motions for a new trial(ld. at 7-27.) The
Court also granted Presidio’s motion for a permanent injunction; denied i&se
motion for enhanced damages and attorney’s fees; and granted Presidio’s mo
supplemental damages and intere@d. at 2748.) In granting Presidio’s motion for
permanent injunction, the Court denied ATC’s request to stay the injunction pe
appeal but includeda 9Gday sunset provisiom the injunction (Id. at 3839.) On
August 27, 2016, the Couenitered the permanent injunctiofiboc. No. 441.)

The parties crosappealed to the Federal CircuittDoc. Nos. 443, 453.)On
November 21, 2017, the Federal Circuit issued an opinion in the above ca
affirming the Court’s finding of definiteness, grant of absolute intervening righds
denial of enhanced damages; (2) reversing the award of lost profits and instructing
remand, the damages award should be limited to a reasonable royalty, and a 1

should be conducted as necessary éteminine the reasonable royalty rate; and
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vacating the permanent injunction and remanding with instructions to consider th

relevant evidence and determine whether Plaintiff Presidio has estdhlistparable
injury. Id. at1384

Following the Fedral Circuit’s decision on appeal in this case, on Februan
2018, the Court held an appeal mandate hearing and a telephonic case man
conference. (Doc. No. 464.) On April 23, 2018, the Court granted the partieg
motion for the entry of judgment on the reasonable royalty rate for the accused pt
and the Court vacated the scheduled damages retrial. (Doc. No. @853ugust 13
2018, the Court grantedresidio’srenewed motion for a permanent injunction, and
Court entered a permanent injunction enjoining the manufacture, offer of shiglarof
the accused products. (Doc. Nos. 517, 518.) On August 15, 2018, the Court en
amended judgment. (Doc. No. 519.)

On September 6, 2018, Presidio filed a notice of appeal, and on Septem
2018, ATCfiled a notice of appeal. (Doc. Nos. 520, 52By the present motion, AT
moves for an order partially staying the Court’'s August 13, 2018 permanennttiofu
pending ATC’s appeato the Federal Circuit. (Doc. No. 520 Specifically, ATC
requests that it be permitted to continue selliagp50 capacitors to existing custom
that purchased 550 capacitors before August 13, 2018 while the Federal Circessas
the merits of the ATC’s appealld(at 1.)

Discussion
l. Legal Standards

In decidingwhether to grant a stay pending appeakourt should consider t
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following four factors:

(1) whether the stay applicant has made a strong showinf tha
J

heis likely to succeed on the merits; (2) whether the applicant will be irreparaistgdn)

absent a stay; (3) whether issuance of the stay will substantially injure the otres
interested in the proceeding; and (4) where the public interest li&andard Haven
Prod., Inc. v. Gencor Indus., Inc., 897 F.2d 511, 512 (Fed. Cir. 1§@06)ingHilton v.
Braunskill 481 U.S. 770, 776 (19873ee alsd.l. du Pont de Nemours & Co. v. Philli
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Petroleum Co., 835 F.2d 277, 278 (Fed. Cir. 198n) considering whether to grant

stay pending amal, this court assesses movanthances for success on appeal

weighs the equities as they affect the parties and the publitEach factor, howeve
need not be given equal weightStandard Haven897 F.2d at 512.

In addition, “likelihood of success in the appeal is not a rigid conceégt.”When

harm to applicant is great enough, a court will not require ‘a strong showing

applicant is likely to succeed on the merits.’Id. at 513(quoting Hilton 481 U.S. af

776). Therefore to obtain a stay pending appeal, a movant must establish a

likelihood of successn appeal, or, failing that, “demonstrate a substantial case ¢
merits,” provided the other factors militate in movarésor.” Id. (emphas removedl
(quoting Hilton 481 U.S. at 778

[I.  Analysis

A. Likelihood of Success on the Merits

The soleissuein ATC'’s current appeal is whether the Court properly enter
permanent injunction in this actidn(Doc. No. 531.)ATC argues that it will succeed ¢
appeal because the Court erred inoidergranting the permanent injunctiday finding
that there was irreparable harm and by finding that money damages are inag
(Doc. No. 529 at 1£0.) The Court disagrees.

The Court’s finding of irreparable harm was well supported by the evidence
record showing tha®residio experienced increased sales for its BB capacitors duri
time the injunction was in place that was due at least in part to the accused produd
removed from the market, and thate$idio has suffered decreased saldsr ahe
injunction was lifted. (Doc. No. 56@, Ex. M;seeDoc. No. 5072, Ex.l; Doc. No. 5073
Ex. J.) That evidencas the precise type of evidence that the Federal Circuit instri

the Court to examine aemandwhenevaluating irreparable harnBeePresidio || 875

2 The Court notes that Presidio has also filed an app#ak actiorrelated to damages. (Doc.
No. 530.)
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F.3d at 1384. The Court’s irreparable harm finding was further supported by thweaf;
ATC andPresidio are direct competitod ATC has never licensed the 356 pater
anyone. (Doc. No. 517 at®)

The evidence in the record showing that Presidio experienced increased s

its BB capacitors during the time the injunction was in place that was due at Ipa#] i

to the accused products being removed from the market also supports the Qadirty
that money damages are inadequa&eeApple Inc. v. Samsung Elecs. C&09 F.3d
633, 645 (Fed. Cir. 2015ActiveVideo Networks, Inc. v. Verizon Commc’ns, In694
F.3d 1312, 1340 (Fed. Cir. 2012)The Court’'s finding that money damages

inadequate was also supported by the fact that the accused products operategim

win market, and Presidio’s decision not to license the '356 ptientyone As a result

ATC has failed to make a strong showing that it is likely to succeed on the merits

appeal, angthus,this facto does not weigh in favor of a stay.
B. Whether ATC Has Establish Irreparable Injury

ATC argues thatabsent a stay of the permanent injunction, it vgilffer
reputational damage in the market, and it will suffer harm from its inability to s¢
overstock (Doc. No. 529 at-B.) This is insufficient to establish irreparable injy
sufficient to support a stay of the injunction. These two alleged harms are simpl
that results from ATC avoiding futurefimgement of the356 patent “[H]arm from
avoiding infringement has long been recognized as an insufficient basis for stay
injunction”’® Sealant Sys. Int’ Inc. v. TEK Glob., S.R.L,.No. 5:1xCV-00774PSG,
2014 WL 5141819, at *4 (N.D. Cal. Oct. 13, 2014g¢e alsdtryker Corp. v. Zimme
Inc., No. 1:16CV-1223, 2013 WL 6231533t 826 (W.D. Mich. Aug. 7, 2013)vacated

3 The Court notes that in Standard Havens Prod., Inc. v. Gencor Indus., Irféeddral Circuit
determined that the equities weighed in favor of a stay pending appeal wdrerevéts evidence in th
record showing that “without a stay [the defendant] [wa]s likely to suffeparable harm in the form
employee layoffs, immediatednlvency, and, possibly, extinction.” 897 F.2d at 5Here,ATC has
failed to present any evidence showing that the denial of a stay could resulployesnlayoffs,
immediate insolvency, or possible extinction of the company.
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on other ground b$tryker Corp. v. Zimmer, IncNo. 20131668,2016 WL 4729504, ¢
*1 (Fed. Cir. Sept. 12, 201§J[A] n immediate injnction will only injure [defendant] t

the extent [defendantill no longa be allowed to infringe [plaintiffl's patent
something it had no right to do in the first pl&ge.

Moreover, ATC'’s claim of reputational harmastirely speculative. ATC asse
that the removal of its 545 capacifoom the market and the unpredictable availability
its 550 capacitor have irreparably injuréts reputation in the broadband capac
market (Doc. No. 52%t 8) But ATC fails to identify any concrete reputational hg

that it purportedly suffered as a result of the prior two injunctiansl ATC fails to

provide the Court with any evidence in support of this alleged.hd@ima evdence in the

record shows that once the Federal Circuit vacated the prior injunction in this
ATC resumed selling the 550 capacitor to its customers. (Doc. No. 529 at 2.)

ATC also argues that it will suffer harm from the Court’s permanent ¢hjpm

because the notice provision in the injunction violatesirsg Amendment rights. (Dog¢.

No. 529 at 912.) The Court rejects this argumenthe notice provision in paragraph
of the Court's permanent injunction was adopted wordvord from Presidio’s
proposed permanent injunction that it filed along with its renewed motion

permanent injunction. QompareDoc. No. 518with Doc. No. 49833, Ex. AG.) ATC
never challenged theroposednjunction’s notice provisioln First Amendment grouais
or any other grounds its opposition to Presidio’s rewed motion or at the hearing {
the renewed motionIn addition ATC did not file a motion for reconsideration of {
Court’'s permanent injunction challenging the notice provistbe, time or filing a
motion for reconsideration under th&ourt’s local rules had passeste Civ. L.R.
7.1(1)(2), and ATC hasow appealed the Coug permanent injunctioto the Federa
Circuit. Further, the Court notes that the origipakmanentnjunction that it entered i
this action also contaidean identical notice provision(Doc. No. 441 at 2) ATC never
challenged thaotice provisionn the original injunctiorbefore this Court or the Fede

Circuit. ATC cannot assert that it will be harmed by a notice provision it I
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challenged, and ATC cannot now attempt to challenge it through a motion tolst
sum,this factor does not weigh in favor of a stay.

C. Injury to Presidio

ATC arguedPresidio will not suffer any harm from a partial stay of the injunci
(Doc. No. 529 at 225.) The Court does not find this assertion to be credible in lig
the evidence in the record.

In evaluating Presidio’s renewed motion for a permanent injunction, the
found that the evidence in the record demonstridimsPresidioexperienced incesed

sales in the absence of the infringing products during the time the prior injunction

place, and that it suffered decreased sales after the injunction was lifted. (DB6&7 ).
13, 15 (citingDoc. No. 5076, Ex. M; Doc. No. 50711, Ex. S)) This evidence strongly

demonstrates that Presidio will suffer further economic harm in the foreatases
sales if te Court stays thpermanent injunction. As a result, this factor weighs hej
against granting a stay of the injunction.

D.  Public Interest

The Court has previously concluded that the public interest factor favoysoé a
permanent injunction against ATC. (Doc. Ngl7 at 18-19.) “[T]he public is bes
served by enforcing patents that are likely valid and infringesbbott Labs. v. Andrx
Pharm., Ing. 452 F.3d 1331, 1348 (Fed. Cir. 2006)As a result, the public intere

nearly always weighs in favor of protecting property rights in theemde of

countervailing factors.”Apple, 809F.3d at 647
In support of its contention that the public interest favors a stay, Ali€sron

essentially the same evidencepieviously presented to the Court with respect to

4 ATC argues that thpublic interest factor for evaluating a motion for a stay pending app

different from the public interest factor for evaluation a motion for an injunctiorthbutase law ATC

cites in its motion does not actually support ATC’s position. (Doc. No. 529 at 21 n.10.) Neithe
cited cases holds that the two standards are different with respect to theiqebéist facir or holds
that to support a stay, the infringer's products need not provide “unusual societfitsie See
Standard Haven897 F.2d at 512; Apple, 809 F.3d at 647.
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factor in opposing Presidiol®newed motion for a permanenfunction (Doc. No. 29
at 2022.) The Court has previously noted that

the evidence ATC presents in support of this contention only shows that
ATC has certain government and infrastructure clients that have purchase
550 capacitors and would prefer to be able to continue to purchase them ii
the future. (Doc. No. 5050, Rabe Decl. 1 104; Doc. No. 50813,

Tessaro Decl. 11-6.) ATC fails to identify any specific government,
military, space or infrastructure projects that would actually suft&eib50

capacitors were moved from the market. In addition, ATC has not
established that these unnamed projects could not continue with the use
other products.

(Doc. No. 517at18-19.)
Further, he Courtnotes thatATC’s inability to specifically identify any concre
harmto the publicdhat would occufrom the injunction significant in light of the fact th

ATC previously discontinued its 545L capacitor after that capacitor was found to in

the '356 patent in the prior litigatipmnd ATC has previously pulled the 550 capag

off the market during the time when the prior injunction was in platet ATC cannot

identify any concrete harm thaasresulted fromeither of those eventsAccordingly,
this factor does not weigh in favor of a stay.

I
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Conclusion

In sum,none ofthe relevantfactorsweigh in favor of ATC’s motion for a stay
the injunction pending appeal. Accordingly, the Court, after considering the re
factors and exercising its sound discretion, denies ATC’s motion for a stay
permanent injunction pending ATC'’s appeal.

IT1S SO ORDERED.
DATED: October9, 2013

| i

5 In the alternative to a stay pending ATC's full appeal, ATC also reqaestsy pending ATC’s

planned emergency motion for a stay pursuant to Fed. R. App. P. 8(a)(2) thitile with the Federal
Circuit. ([©oc. No. 529at 1.) The Court, exercising its sound discretion, denies ATC’s alterr
request. As explained above, the relevant factors do not weigh in favor of a stay.
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