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ponents, Inc. v. American Technical Ceramics Corp. Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

PRESIDIO COMPONENTS, INC. Case No.:14-cv-02061H-BGS
Plaintiff,
ORDER DENYING WIT HOUT
V. PREJUDICE DEFENDANT'S
AMERICAN TECHNICAL CERAMICS | MOTION TO VACATE OR STAY
CORP. PERMANENT INJUNCTION

Defendant  [poc. No.571]

OnJanuary 10, 2020, Defendant American Technical Ceramics Corp. filed a |
to vacate or stay the permanent injunction that was entered in this action. (Doc. N
On January 24, 2020, Plaintiff Presidio Components, Inc. filed a response in oppos
ATC’s motion. (Doc. No. 572.) On January 31, 2020, ATC filed a reply. (Do&TB).
A hearing on the motioto stay is currently schedulédr Monday, February D0,
2020at 10:30 a.m. The Court, pursuant to its discretion u@der Local Rule 7.1(d)(1)
determines this matter is appropriate for resolution without oral argument, subn
motion on the parties’ papers, and vacates the heaFiagthe reasons below, the Co
denies ATCs motion to vacater stay the permanent injunction without prejudice.
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Background

l. The Present Action

On September 2, 201R]aintiff Presidio filed a complaint for patent infringement

against DefendamTC, alleging infringement of U.S. Patent No. 6,816,356 (“the’

patent”). (Doc. No. 1, Compl.)The '356 patent is entitled “Integrated Broadband Ceramic

Capacitor Array.”U.S. Patent No. 6,816,356 B2, at-2 {filed Apr. 14, 2003).The paént
issued on November 9, 2004 and claimed priority to an application filed on May 17
Seeid. (SeeDoc. No. 2763 1 4; Doc. No. 354 at 5.)

200;

On December 8, 2015, the United States Patent and Trademark Office igsuec

reexamination certificate for the '356 patent, amending certain claims of the pébmnt.

No. 1702, FAC Ex. 2.)On December 22, 2015, Presidio filed a first amended complaint,
alleging infringement of the '356 patent as amended by the reexamination certificat

(Doc. No. 170, FAC.) Specifically, Presidio alleged that ATC’s 550 line of capaci

infringes claims 1, 3, 5, 16, 18, and 19 of the '356 pat@uat. | 26.) On December 22,

tors

2015, ATC filed a second amended answer and counterclaims to the first amend

complaint, adding an affirmative defense of absolute and equitable intervghtsggand

an affirmative defense and counterclaim of unenforceability due to inequitable conduc

(Doc. No. 171.)
On January 12, 2016, the Court denied Presidio’s motions(Idrsummary

judgment of definiteness; (2) summary judgment of infringement; (3) sumoyyENt

of ATC’s equitable affirmative defenses; and (4) summary judgment of no acceptable no

infringing alternatives(Doc. No. 210.)In the order, the Court alstenied ATC’s motion:s
for: (1) partial summary judgment of namfringement; (2) summary judgment

indefiniteness; and (3) summary judgment of no willful infringemélt.) On February

U7

of

10, 2016, the Court granted ATC’s motion for summary judgment of its affirmative defens

1 The PTO previously issued a reexamination certificate for the '356 pateeptentber 13, 2011.

(Doc. No. 1761, FAC Ex. 1.)This reexamination certificate did not alter any of the claims at issue
present action. Id.)

14-cv-02061H-BGS

n the




O 00 N oo o b W N BB

N NN N NDNNNNRRRRRR R R R R
oo ~NI O 01 N O N R O O 0o N o 01N 0O N RO

of absolute intervening rights and held that Pregglientitled to infringement damaggs

only for the time period following the issuance of the reexamination certificate or

December 8, 2015(Doc. No. 234 at 28.)In that order, tB Court also dismissed with
prejudice ATC's affirmative defense and counterclaim that the '356 patent is ureaidierc
due to inequitable conducf{ld. at 33.)

The Court held a jury triadn Presidio’snfringement claimbeginning on April 5
2016. (Doc. No. 297.) On April 18, 2016, the jury returned a verdict finding difect

infringement and induced infringement of claims 1, 3, 5, 16, 18, and 19 of the '356|pate

by ATC as to all of the accused products in the action: the 550650, the 550U, and
the 550Z capators. (Doc. No. 328 at8.) In addition, the jury found that Presidio had

proven by clear and convincing evidence that ATC’s infringement of the assertes|clain

was willful. (Id. at 4.) The jury awarded Presidio $2,166,654 in lost profit damagéds).

On June 17, 2016, the Court issued a memorandum decision finding in favor ¢

Presidio and against ATC on all issues submitted to the Court, including indefinitenes

equitable intervening rights, equitable estoppel, and ladisc. No. 368.)On June 17|,
2016, the Court entered judgment in favor of Presidio on all causes of actionadeédw
Presidio$2,166,654 in damage$Doc. No. 369.)

Following the Court’s entry of judgment, the parties filed various-p@dtmotions
including Presidio’s motion for a permanent injunctigoc. No.373) On August 17
2016, the Court issued an order ruling on the parties-tpasimotions. (Doc. No. 440.)
In the order, the Court denied ATC’s Rule 50(b) motions for judgmentasdtar of law
and Rule 59(e) motions for a new triafld. at -27.) The Court also granted Presidi¢p’s

motion for a permanent injunction; denied Presidio’s motion for enhanced damages a

attorney’s fees; and granted Presidio’s motion for supplemental damages and i(ltkrest.

at 2748.) In granting Presidio’s motion for a permanent injunction, the Court denied

ATC'’s request to stay the injunction pending appdait included a 90day sunset
provisionin the injunction (Id. at 3839.) On August 27, 2016, the Courtened the
permanent injunction(Doc. No. 441.)
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The parties crosappealed to the Federal CircujDoc. Nos. 443, 453.pn Octobel
21, 2016, the Federal Circuit granted a stay of the injunction until March 17, 201
respect to ATC’s customers that purchased the infringing capacitors prior to June 1
Presidio Components, Inc. v. Am. Tech. Ceramics Corp., 875 F.3d 1369(HAR <Cir.
2017)(“Presidio IT). On November 21, 2017, the Federal Circuit issued an opinion

above case: (1) affirming the Court’s finding of definiteness, grant of absolute inter]

rights, and denial of enhanced damages; (2) reversing the award of lost prdf
instructing that on remand, the damages award should be limited to a reasonable
and a ne trial should be conducted as necessary to determine the reasonable royad
and (3) vacating the permanent injunction and remanding with instructions to cdhe
relevant evidence and determine whetiesidio has establistirrepardole injury. 1d. at
1384

Following the Federal Circuit's decision on appeal in this case, on Februa
2018, the Court held an appeal mandate hearing and a telephonic case man
conference. (Doc. No. 464Qn February 162018, the Court issued a scheduling ot
setting forth dates and deadlines related to a damages. r¢@d. No. 466.)On March
22, 2018, the Court issued a scheduling order setting forth dates and deadlines r
Presidio’s renewed motion forpgermanent injunction. (Doc. No. 470.)

On April 23, 2018, the Court granted the parties’ joint motion for the ent
judgment on the reasonable royalty rate for the accused products, and the Court
the scheduled damages retrial. (Doc. No. 485.) On August 13, 2018, the Court
Presidio’s renewed motion for a permanent injunction, and the Court entered a el
injunction. (Doc. Nos. 517, 518.)

On August 15, 2018, the Court entered an amended judgment in favor of P
(Doc. No.519.) On September 6, 2018, Presidio filed a notice of appeal to the R
Circuit. (Doc. No. 520.) On September 12, 2018, ATC also filed a notice of appea
Federal Circuit. (Doc. No. 521.) On October 30, 2018, the Court granted tles’pairtt
motion for entry of a second amended judgment, and the Court entered a second «
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judgment in favor of Plaintiff Presidimn all causes of action aravarced Presidioa
reasonable royalty rate of $0.25 per unit for each 550 capacitor s@ldfbgdant fromn
December 8, 2015 through August 16, 2018 in the amount due to Playif#ffendant o
$4,352,301, plus interest and costs as previously awardée lout and as allowed b
law. (Doc. Nos. 537, 538.)

On November 13, 2019, the Federal Circsitmmariy affirmed te Courts
judgment anghermaneninjunction (Doc. No. §0.) On January 10, 202the Court held
an appeal mandate hearingDoc. No. 569.) ATC representshatit satisfied the fina
judgmentin this actionin full on January 15, 2020(Doc. No. 573 at 8.) By the prese
motion, ATC requests that the Court vacate or stay the August 13, 2018 per
injunction pending theesolutionof thecurrentex parte reexaminatiormproceedings for th
'356 patet.

lI.  The Reexamination Proceedings at Issue

On April 20, 208, ATC filed arequest forex parte reexaminationof the asserte
claims of the 356 patent with the United States Patent andl@rark Office (Doc. No.
571-6, Ex. 5.) OnMay 23, 2018, the PT@sued a decisiograning ATC’s request foex
parte reexaminatiorof the’356 patent (Doc. No. 5717, Ex. 6.)

On April 17, 2019, the PTO Examiner issued a final offickoac rejecting theg
asserted claims of tH856 patent asmdicipated undepre-AlA 35 U.S.C8 102(b) by the
1999 MLC Catalog.(Doc. No. 5179, Ex. 8at 45.) OnJunel?, 2019 Presidio filed &
response to the Final Office Action. (Doc. No. 81¥, Ex. 9) OnJuly 2, 2019the PTO
Examinerissuedan Advisory Action stating tlat Presidits June 17, 2019roposed

response failed to ov@me the rejections in thgoril 17, 2019 Final Office Action. (Dogc.

No.517-11, Ex. 10.)
On August 9, 2019, residiofiled a notice of appeal, appealing thgaminers
rejection to the Patent Trial and Appeal Board.oqINo. 57213, Ex. 12.) Presidios
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appeal before the PTAB imowfully briefed andis awaiting a final ruling from the PTAB
(SeeDoc. No. 57114, Ex. 13; Doc. No. 57115, Ex. 14; Doc. No. 5735, Ex. 18.)
Discussion
l. Legal Standards
A. Legal Standards Goveng Permanent Injunctions

The Patent Act provides a patentee with the “right to exclude others from m
using, offering for sale, or selling the [patented] inventioB83 U.S.C. § 154(a)(1) In

furtherance of this rigt to exclude, district courtgrfay grant injunctions in accordan

aking

Ce

with the principles of equity to prevent the violation of any right secured by patent, gn suc

terms as the court deems reasdmdb Apple Inc. v. Samsunqg Elecs. C809F.3d 633
638 (Fed. Cir. 2015) (quoting 35 U.S.C283).

For a permanent injunctioro tissue, the party requesting thgunction must

demonstrate that: (1) it has suffered an irreparable injury; (2) legal remedies, such a
damages are inadequate to compensate for that inj¢8y the balance ohardshipg
warrants an injunction; and (4) the public interest would not be disserved by an inju
eBay Inc. v. MercExchange, LLG47 U.S. 388, 3912006) Nichia Corp. v. Everligh
Americas, Ing.855 F.3d 1328, 1341 (Fed. Cir. 201The Federal Ccuit has explaine(
that “[t]his analysis proceeds with an eye to fbag tradition of equity practice’ grantir]

‘injunctive relief upon a finding of infringement in thvast majority of patent cases

Presidio Components, Inc. v. Am. Tech. CeramiogpC 702 F.3d 1351, 1362 (Fed. Qi

2012)(“Presidio 1) ; see als&robert Bosch LLC v. Pylon Mfg. Cor®59 F.3d 1142, 114
(Fed. Cir. 2011)"*Although eBayabolishes our general rule that an injunction norm

will issue when a patent is found to have been valid and infringed, does not follow

that courts should entirely ignore the fundamental nature of patents as propert]

5 MOI

nctio
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y rigl

granting the ownethe right to exclud&. “The decision to grant or deny permanent

2 The parties estimate that a firraling from the PTABshouldissuearound Agust2020. Se
Doc. No. 52 at2, 4-5; Doc. No. 572-Fx. A at14.)
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injunctive relief is an act of equitable discretion by the district court, reviewable eal:
for abuse of discretioh.eBay, 547 U.S. at 391.
B. Legal Standard&overning Modification of #ermaneninjunction
Federal Rule of Civil Ricedure 60(b)(5)provides:“On motion and just terms, t

court may relieve a party or its legal representative from a final judgment, ord

proceeding for the following reasons: . (5 . . . applying itprospectively is no longe

equitable” Fed R. Civ. P. 60(b)(5). Rule 60(b)(5)“codifies the courtstraditional
authority,‘inherent in the jurisdiction of the chancéry, modify or vacate the prospecti
effect of their @crees Bellevue Manor Assocs. v. United States, 165 F.3d 1249,
(9th Cir. 1999)

“[I] n order to grant a Rule 60(b)(5) motion to modify a court order, a district

must find'a significant change either in factual conditions or in’la.E.C. v. Coldicutt
258 F.3d 939, 942 (9th Cir. 200@uotingRufo v. Inmates of Suffolk Cty. Jah02 U.S.

APP

ve
1252

court

367, 384(1992). “The district court must then determine whether the proposed

modification is suitably tailored to resolve the problems created by the changed fa
legal conditions. United States v. Asarco Inéd30 F.3d 972, 979 (9th Cir. 2005 his is

“a general, flexible standatdBellevue Manor 165 F.3dat 1255 And the district court

should“take all the circumstances into account. at1256.

“Modification ‘may be warranted when changed factual conditions |
compliance with the decree substantially more oner .. Modification is also appropriaf
when a decree proves to be unworkable because of unforeseen obstacles,
enforcement of the decree without modification would be detrimental to the
interest” Coldicutt 258 F.3cat942 (quotng Rufo, 502 U.Sat384). “Relief from a cour
order should not be granted, however, simply because a party‘findsno longer
convenient to live with the termef the order’. 1d. (quoting Rufo, 502 U.S at 383).

The pary seeking relief nderRule 60p)(5) “bears the burden of establishing th
significant change in circumstancesrrants revision of the decreeRufo, 502 U.S.at

383 A district courts determination of a Rule 60(b)(5) motion is reviewed for abu
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discretion. SeeColdicutt 258 F.3cht 941.
[I.  Analysis

ATC argues thathe Examinets final rejectionin the ex parte reexamination
proceedingf dl of the asserted claims of th&56 patent as anticipategt the 1999 MLC
Catalogconstitute significant change circumstance warranting vacatur adhe Courts
August 13, 201®ermanent injunction (Doc. Na 571 at 914.) ATC argues that becsa
the validity of the asserted claims of t1856 patenis eXremdy sugect in light of the
current status of the reexamination proceedings, it is no longer equitdbiehe Court
to continue toenjoin ATC. (Id. at 14.)ATC argues, therefore, the peanent injunctior]
should be vacated or stayed until such time that Presidio can reverse the curmirfi
the PTCOthat theclaims of the 356 patent are invalid. (Doc. No. 571 at 14; Doc. No.
atl.)

In response, Presidio argues AS@otion should be denied becaAJe« has failed
to demonstrate a significant ch&ig circumstances Presidio argues that trex parte
reexaminationis still in its early stages with an appeal before the PtiBentlypending,

andthe poential for a subsequent appeal to the Federal Cstliitemaining (Doc. No.

572 atl,7.) Presidio alsarguegshat it has demonstrat¢hat the reexamination reque

will likely fail on the merits. 1€. at 79.) In addition, Presidi@argues that it would suffe

irreparable harm if the Court weevacateor stay the permanent injunctiorid(at 912.)

After reviewing the partiésarguments and the record in this action andhe
reexaminatiorproceedings, the Court acknowledges that the ExamsiAgirril 17, 2019
Final Office Actbnin theex parte reexamination preeedinggejecing all of the asserte
claims of the’356 patent as anticipatég the 1999 MLC Catalogepresents ahange ir
the circumstance®f this case. Nevertheleagyon reweighing theBay fctors and th

equties in this case, the Court declinesvaxate o stay the per@nent injunctiorat this

time. Presidios appeabf the Examner's decision is fully briefed and pending before

the PTAB (SeeDoc. No. 57114, Ex. 13; Doc. No. 57115, Ex. 14; Doc. No. 5735, Ex.
18.) Both parties estimatthat the PTAB should issue a final decision in the appeal ar
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August 2020, which is only six months awg%eeDoc. No. 572 aP, 4-5; Doc. No. 572
1, Ex. A at 14.)In light of this, theCourt, exercising its sound disetion,concludes tha
theprudent cotseis to deny ATC’'s motion to vacater stay the permanernhjunctionfor
now without prejudice t&\ATC renewing its motion upon a final decision by the PT@XE
Presidios appeal

Conclusion

For the reasons below, the Coul#nies ATCs motion to vacater stay the

permanent injunction without prejudié® ATC renewing its motion upon a final decision

by the PTAB in the=x parte reexamination proceedings
IT IS SO ORDERED.
DATED: February 5220

UNITED STATES DISTRICT COURT
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