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UNITED STATES DISTRICT COURT
SOUTHERN OSTRICT OF CALIFORNIA

DAIMLER AG, a German corporation, Case No0.16-CV-875JLS (MDD)

Slaintitt| ORDER GRANTING IN PART AND
'| ' DENYING IN PART PLAINTIFF'S
V. MOTION FOR PARTIAL
A-Z WHEELS LLC d/b/a SUMMARY JUDGMENT

USARIM.COM, et al., (ECF Na 120

Defendans.

Presently before th€ourt is Plaintiff Daimler AG’s Motion for Partial Summary
Judgment(“M ot.,” ECF No. 20). Also before the court is DefendaAtZ Wheels LLC

Infobahn International, Inc. d/b/a Infobahn, Eurotech, Eurotech Luxury Wheels, Eu
Wheels, and USArim(collectively, the “Entity Defendants’) and Rasool Moalenis
(collectively,“Defendants™} Opposition to (“Opp’n,” ECF No. 122) and Plaintiff's Ref
in Support of(“Reply,” ECF No. 123)the Motion The Court took the matter ung

submission without oral arguent. SeeECF No. 124. Having carefully considered

1 Although Plaintiff also asserts claims against several additional indivjdbaisare not included e
present Motion.

16-CV-875-JLS (MDD)

d/b/a USArim, USArim.com, and Eurotech Whee@Galaxy Wheels & Tires, LLC,;

127

rotec

—d

y
er

the

Dockets.Justial

com


https://dockets.justia.com/docket/california/casdce/3:2016cv00875/500753/
https://docs.justia.com/cases/federal/district-courts/california/casdce/3:2016cv00875/500753/127/
https://dockets.justia.com/

© 00 N o o A W DN P

N NN RN N NDNNNRRR R R R R R B
W ~N O O N W N kB O © 0 ~N O 0 N 0 N R O

g

hse 3:16-cv-00875-JLS-MDD Document 127 Filed 11/02/20 PagelD.2525 Page 2 of 19

Parties’argumentsnd evidencandtherelevant lawthe CourlGRANTS IN PART AND
DENIES IN PART theMotion.
BACKGROUND

Plaintiff Daimler AG produces “premier luxury automotive vehicles and pé
including wheels First Amended ComplairftFAC,” ECF No. 33 1 3. Plaintiff produces
and sells worldwide “its vehicles and related parts under the distinctive Mei8ede
brand.” Id. § 17. Plaintiff owns federal trademark and service mark registration
various marks; the marks relevant to the present Motion afd ERCEDESBENZ and

the “ThreePoint Star” mark:

Id. 119, 22. Plaintiff statedhatit uses the mark MERCEDEBENZ in connection with
advertising and selling vehicles and goodid.  19. Plaintiff also uses the Thrd@oint
Star mark “in connection with advertising and selling MercediEnz vehicles and/c
related goods and servicedd. Plaintiff furtherowns various design patents¢luding,
as relevanto the present Motig U.S. Design Patent No. D542,211 (“the 'D211 patel
Id. ¥ 35.

Plaintiff claims Defendants are using Plaintiff's trademarks “in connection with
manufacture, offer for sale, sale and distribution of wheels which are not manufa
authorizedor sold by” Plaintiff. Id. 1. Plaintiff also claing Defendants are reproducir
manufacturing, selling, and distributing wheels “which blatantly copy issued design |
in various distinctive and artistic wheel designs owned by” Plairitif.

On January 5, 2018, Plaintiff mogtefor partial summary judgmentagainst
Defendanton its trademark infringement and counterfeiting claim and its design |

infringement claim.See generalfECF No. 58.Following briefing and oral argument ¢

partial summary judgmein its entirety see generall ECF No. 91.In light of theCourt’s

16-CV-875-JLS (MDD)
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ruling, Plaintiff subsequently filed the presébtion, for partial summary judgment f
statutory damages, injunctive relief, and attorney’s f&=e generalfleCF No. 120.
LEGAL STANDARD

Under Federal Rule of Civil Procedure 56(a), a party may move for sun
judgment as to a claim or defense or part of a claim or defeéhgemmary judgment i
appropriate where the Court is satisfied that there is “no genuine dispute as to any
fact and the movant is entitled to judgment as a matter of l&ed. R. Civ. P. 56(a
Celotex Corp. v. Catretd77 U.S. 317, 322 (1986Material facts are those that may aff
the outcome of the casénderson v. Liberty Lobby, Incl77 U.S. 242, 248 (1986 A
genuine dispute of material fact exists only if “the evidence is such that a reasona
could return a verdict for the nonmoving partyld. When the Court considers t
evidence presented by the parties, “[t]he evidence of thenowant is to be believed, al
all justifiable inferences are to be drawn in his favdd’at 255.

The initial burden of establishing the absence of a genuine issue of material f
on the moving partyCelotex 477 U.S. at 323The moving party may meet this burd
by identifying the “portions of ‘the pleadings, depositions, answers to interrogatorie

admissions on file, together with the affidavits, if any,” that show an absence of o
regarding a material factd. When a plaintiff seeks summary judgment as to an ele

for which it bears the burden of proof, “it must come forwaitth evidence which woulg

Brokerage Co. v. Darden Restisic., 213 F.3d 474, 480 (9th Cir. 2000) (quotimughton
v. South965 F.2d 1532, 1536 (9th Cir. 1D9.

Once the moving party satisfies this initial burden, the nonmoving party
identify specific facts showing that there is a genuine dispute for Cialotex 477 U.S|
at 324. This requires “more than simply show][ing] that there is some mesagathyloubt
as to the material factsMatsushita Elec. Indus. Co. v. Zenith Radio Co#jg5 U.S. 574
586 (1986).Rather, to survive summary judgment, the nonmoving party must “by he

affidavits, or by the ‘depositions, answers to interrogatoaes, admissions on filg

16-CV-875-JLS (MDD)

entitle it to a directed verdict if the evidence went uncontroverted at t@aA’R. Transp|.
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designate ‘specific facts™ that would allow a reasonable fact finder to return a verg
the nonmoving party. Celotex 477 U.S. at 324Anderson 477 U.S. at 248.The non
moving party cannot oppose a properly supported summary judgment motion by “re
on mere allegations or denials of his pleadingsnderson477 U.S. at 256.
ANALYSIS

In its Motion, Plaintiff requests that the Court: (1) find Defendants’ conduct w
and award the maximum amount of statutory damages under 15 U.S.C. 8§ 1114
$6,000,000($2,000,000 for each of ¢lthree counterfeit marks), or, alternatively, asv
the maximum amount of statutory damages under 15 U.S.C. § 1(1} 7¢€)$600,00C
($200,000 for each of the three counterfeit marks); (2) grant a permanent injunction
Defendants; and (3) grant attorney’s fees in favor of Plaintiff because tkeig
“exceptiondl underl5 USC §81117(a) See generalll.’s Br. in Support of Mot. (“Br.,’
ECF No. 12031). The Couraddresss beloweach of Plaintiff's requests
l. Statutory Damages

In a case involving goods sold with a counterfeit trademark, a plaintiff may @
recover statutory damages instead of profits and actual damages. 15 U.S.C. §
When the counterfeiting is not willfustatutory damageshould be awarded in the amol
of “not less than $1,000 or more than $200,000 per counterfeit mark per type of g
services sold, offered for sale, or distributed5 U.S.C. § 1117(c)(1)If theuse of thg
counterfeit markis willful, however,the court should award “not more than $2,000,
per counterfeit mark per type of goods or services sold, offered for sale, or disttik
Id. 8 1117c)(2). “District courts have discretion in determining the amount of staty
damages, subject only to the statutory minimum and maximum” outlined under 1
1117(c). Coach Services, Inc. v. YNMc., 2011 WL 1752095t *5 (C.D. Cal. May 6,
2011);see also Harris v. Emus Records Coif34 F.2d 1329, 1335 (9th Cir984) Etating
thatdistrict courts havéwide discretion in determining the amount of statutory dam
to be awarded, constrained only by the specified maxima and mimmkg interpreting

asimilarly-wordedcopyright infringement provision).

16-CV-875-JLS (MDD)
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“While a plaintiff in a trademark or copyrightfimgement suit is entitled t

Tilley, No. 09-01085-PJH, 2010 WL 309249, at *5 (N.&al. Jan. 19, 2010)An award
of the statutory maximum “should be reservid trademark infringement that
particularly egregious, involves large amounts of counterfeit goods, or is oth
exceptional. Ill. Tool Works Inc. v. Hybri€onversionsinc, 817 F. Supp. 2d 1351, 13
(N.D. Ga. 2011)citing Microsoft Corp.v. Gordon No. 1:06-CV-2934-WSD, 2007 WL
1545216 (N.DGa. May 24, 2007)

A defendant acts willfully “if he knows his actions constitute an infringems
Rolex Watch USA Inc. v. Meed®8 F.3d 816, 826 (5th Cit998)(quotingBroad. Music,
Inc. v.Xanthas, InG.855 F.2d 233, 236 (5th Cit988). Willfulness is established whg
there is evidence that tldefendant acted knowingtyr “willfully blinded himself to facts
that would put him on notice that he was infringing anotheademarks Philip Morris
USA Inc. v. Liu489 F. Supp. 2d 1119, 1123 (C.D. Cal. 20G€e alsdHerman Miller,
Inc. v. Alphaville Desigrinc., No. C 0803437 WHA, 2009 WL 3429738t*9 (N.D. Cal.
Oct. 22, 2009) “Willful infringement occurs when the defendant knowingind
intentionally infringes on a trademaltk Hard Rock Cafe Licensing Corp. v. Concess
Servs, 955 F.2d 1143, 1149 (7th Cir. 1992To be willfully blind, a person must suspe
wrongdoing and deliberately fail to investigaje."Whether infringenentis willful is a
heavily factdependent inquirySeeMoroccanoil, Inc. v. Groupon, Inc278 F. Supp. 3
1157, 1165 (C.D. Cal. 2017) (finding a triable issue of material fact as to wheth
defendant acted willfully becausell*af these issues concernindefendant’s] state G
mind are highly factntensive, and ther@was] sufficient evidence to create a trial
issue”).

Courts have considered the followifagtorswhendeciding willfulness

(1) whether the same conduct underlying lthaham
Act violation also resulted in the defendant[criminal]

conviction for trafficking counterfeit goods; (2) whether the
defendant continued to import counterfeit [goods] after Customs

5
16-CV-875-JLS (MDD)

damages that will serve as a deterrent, it is not entitled to a wihdfadbbe Sys., Inc. V.
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seized similar goods; (3) the quantity of counterfeit goods
imported; (4) whether the defendant ceased using the counterfeit
goods upon receiving notice of the infringing nature of his
conduct; (5) whether the defendant believed in good faith that his
use of a trademark was lawful; (6) the purchase pote
counterfeit goods; (7) whether the defendant attempted to verify
the authenticity of goods; (8) whether the defendant boasted
about his infringement conduct to others; and (9) whether the
defendant actively defended against the infringement claims.

Philip Morris USA Inc. v. Lee547 F. Supp. 2d 685, 694 (W.D. Tex. 20Q&jations
omitted).

Here, Plaintiff contends thaDefendantsacted willfully when they infringed th
ThreePoint Star marksand seekthe maximum statutory damages award of $2,000
for eachof themarks. Br. at 5-7. Plaintiff relies onChloe SAS v. Sawabeh Infation
ServiceLCompany where the court granted summary judgment on the issue of willfy
because the defendants “continued to permit the sale of counterfeit.goouisdirect
disregard of [the] court's order to stop the activitiesBr. at 6-7 (citing No.
CV1104147TMMMMANX, 2015 WL 12763541 at *1 (C.D. Cal. June 22, 286)).
Defendants have continued to offer for sale, through wkbsite www.usarim.con
(“USARIm websit&), automotive wheels associated with center caps bearing mar}

are identicabr substantially indistinguishable fraataintiff's ThreePoint Star marks. See)

12, 21. Defendarg and Plaintiffall concedethat some ofthe wheed purchasedvere
stamped “NOT OEM.”Seed. 1119, 21.
While these facts are undisputed, the Court fthdg do not establish willfulness

a matter of law Defendants have proffered evidence that is sufficient to eeigable
adduce evidence that adds to or provides context for the undisputed fadtsatrid

believed, could support a reasonable jury finding of-wdlfulness. For example

Defendang arguethat “USARImis in fact following this Court’s instruction about how

16-CV-875-JLS (MDD)

Separate Statement of Undisputed Material Facts (“Undisputed Facts,” ECF NQ. 2

issue ofmaterialfact concerningDefendants’state of mind. Specifically, Defendants
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avoid infringement” by indicatingreplicd prominently in connection with the goo
bearing the MERCEDEBENZ mark. Opp at 3. Further, Defendastarguethattheir
sampled wheels are stampa&tiOT OEM” on the metal arpwhich supportsthe fact that
Defendants’ customers are fully informed and knowledgeable that the wheels are tg
Id. at 4. This language did not appear on Defendants’ products before the Court iss
order on Plainff’s motion for partial summary judgment on the liability issues, §
reasonable jury could find that Defendants have made these changes in an attemp
the Court’s order and cease their infringement.

FurthermoreChloeSASs distinguishable frorthe present factdn ChloeSAS the
courtheldthat the defendants actedillfully by linking words like “replica” and “fake” tq
their online postings for theounterfeitgoods “notwithstanding an order to ceas2015
WL 12763541 at *7-12. The court stated thahe defendants offered no evidence
summary judgment to demonstrabat “they might have reasonably thought tifiieir]

here have not yéteen enjoined, unlike the defendant€hoeSAS See idat *6. Second
here,Defendants contentthat by adding“replicd in connection with the goods after t
Court’sfinding of partial summary judgment in favor BRaintiff on the issue of liability,
Defendants were attempting in good faith to follow the Court’s instruction. Opp’n
Defendang point out that the wortreplicd appears fortyfour times in Plaintiff's exhibits
Id. at 3. Unlike in Chloe SAS this Court’s prior order did not include an explicit find
that “replica goods’ are synonymous with ‘counterfeit goods.” 2015 WL 127634
*8. Third, Defendarg asserthe wheels araow stamped witf NOT OEM’ to ensurehat
Defendants customers “are fully informed and knowledgeable that the wheel
replicas.” Opp’n at 4. Again, in light of the fact that this language did not appea
Defendants’ products prior to the Court’s partial summary judgment order, a reag
jury couldconclude thaDefendants have altered thkibeling and marketing in an effc
to comply with the Court’s order and avoid infringement. Thius Court cannot agrg
111

16-CV-875-JLS (MDD)
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with Plaintiff that there is nonaterialfactual dispute as to whether Defendganbntinued
infringementis willful.

Plaintiff alsoassers that “Defendants have continued to offer for sale, through
USARIm website, automotive wheels associated with center caps bearing mad®
identical or substantially indistinguishable from Daimler’s THPeent Star marks [a
shown in Exhibit€E-M].” Undisputed Facts § 12Defendan arguethatthese sales al

not infringing because Plaintiff's exhibiteow only showgenuine center capsbtained

was inapplicabléo Defendants’ sales because Plaintiff providatficient evidenceand
declarationsnegating Mr. Maolemi’'s unsupported declaratithrat Defendard’ caps
bearingPlaintiff’ s marksare genuine.SeeECF No. 91at 12. Once againMr. Maolemi
asserts thabefendantsno longer sell any negenuine center capsSeeDeclaration of
RussMoalemi (ECF No.122-1) 5. In reply, Plaintiff providesa briefdeclaraton from
SvenEric Widmayer, Legal Counsel for IP Enforcement at Daimler Brand &
Management GmbH & Co. KG (a wholly owned subsidiary of Plaintiff), who opines
they are not sales or resales of genuine Daimler.pdeclaration of Sveiteric Widmayer
(ECF No. 1231) MM 1, 3 The Court is not prepared on this recor@¢oncludethatthere
IS no issue of material fact as to whether Defendants have continued to sell una
parts. Previously, the Court religd a significant extenbn physical products i
concluding that Defendants’ prodaatverenot genuine.SeeECF No. 91 at 1012. The
Court cannotconclusively find,basedsolely on the pictures submitted by Plaintiffhat
Defendanthave continued to sell nayenuine ceter caps.

In sum, he Court finds thatthe extent of Defendants’ infringement following 1
Court’s partial summary judgment ordsunclear asDefendantssale of genuine cents
caps would not constitute infringemerfeeNEC Electronics v. CAL Circuit Ab¢c@&10
F.2d 1506, 1509 (9th Cir. 198{itations omitted)“ Trademark law generally does T
reach the sale of genuine goods bearing a true mark even though such sale is wi

mark owners consent); Sebastian Ink' Inc. v. Longs Drug Stores Corp3 F.3d 1073

16-CV-875-JLS (MDD)
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1076 (9th Cir. 1995) (holding that the first sale doctrine shielded the defendan
liability for reselling plaintiff's genuine products acquired on the open mal
Furthermore, given the changes Defendants have made in the marketing and lak
their products after the Court’s order on liability, there remains a quedtioaterial fact

as to whether Defendants “might have reasonably thought that [their] proposed us

Accordingly, whether Defendast actions amount to willfulness should be decidedl
jury and cannot be decided on summary judgment.

Plaintiff argues in the alternative that it is entitledstatutory damages of “up
$600,000 ($200,000 per counterfeit mark).” Br. at 2. Defendants contend that the
statutory damages in infringement cases is an issue reserved for the jury. Op{n
On the record before it, the Court must agneth Defendants. Although requests
statutory damagest the statutory minimum have been decided on summary judgm
seems other courts within the Ninth Circuit have held that, where the plaintiff seek
than the statutory minimumand particurly where, as here, the plaintiff see

significantly more—the quantum of statutory damages should be determined by th

5598337, at *13 (N.D. Cal. Mar. 19, 201bolding that the court did not err in permitti
the jury to determine the amount of statutory damages under the Lanham Act “[i]n |

clear law permitting juries to decide the amount of statutory damages under b

(9th Cir. 2011) Curtis v. lllumination Arts, In¢.957 F. Supp. 2d 1252, 12580 (W.D.
Wash. 2013)(denying motion for summary judgment on issue of statutory dan
because, “[ajlen consideringPlaintiffs undisputed evidence in favor of an award of
statutory maximum, the selection of such an award requires the exercise of discrg
the fact finder’); see als®ream Games of Arizinc. v. PC Onsite561 F.3d 983, 992 (91
Cir. 2009) (“If statutory damages are elected, the jury has wide discretion in deter

the amount of statutory damages to be awarded, constrained only by the specified

16-CV-875-JLS (MDD)

not barred by statute Chloe SAS2015 WL 12763541at *9 (citations omitted).

See, e.g.Louis Vuitton Malletier, S.A. v. Akanoc Sols., Jito. C 0703952, 2010 WL

Copyright Act and Lanham Ag), aff' d in part, vacated in part, remande®b8 F.3d 936
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and minima.). Accordingly, the CourDENIES Plaintiff's request for partial summa
judgment on statutory damages.
Il.  Attorney’s Fees

Section 35 of the Lanham Act authorizes the court to award attorney’s f
“exceptional circumstances.”l5 U.S.C. § 1117(a) In Octane Fitness, LLC v. ICO
Health & Fitness, Ing.the Supreme Counieldthat“district courts may determine wheth
a case” under the Patent Aetvhich contains identical language to the Lanham-At$
exceptional in the cadey-case exercise of their discretion, considering the totality g
circumstances.”572 U.S. 545, 55(2014) The SupremeCourt citedwith approvala
“nonexclusive list of ‘factors™ adopted irfFogerty v. Fantasy, Inc510 U.S. 5171994)
that courts could consider in assessing the totality of the circumstdmaelsiding

‘frivolousness, motivatignobjective unreasonableness (both in the factual and

of compensation and deterreritedctane FithessH72 U.S. at 554.6 (quotingFogerty,
510 U.S. at 534.49).

Recognizing thaDctane Fitnesshanged the standard for fee shifting under
Lanham Act,the Ninth Circuitsubsequentiyeld thatdistrict courts should examine t
totality of the circumstances, “exercisgjuitable discretion in light of the nonexclus
factors identified irDctane FitnesandFogerty, and ufe] a preponderance of the evider
standard in determining whether a case is “exceptional” and merits an award of
SunEarth, Inc. v. Sun E#&rtSolar Power C9.839 F.3d 1179, 1181 (9th Cir. 201
“[L] itigation brought in bad faith or with objectively baseless claims may be cons
exceptional, as may litigation demonstrating inequitable conduct or willful infringen
Sophia & Chloe, In. v. Brighton Collectiblesnc., No. 12CV-2472AJB-KSC, 2019 WL
1429588, at *7 (S.D. Cal. Mar. 29, 2019)

Here,Plaintiff requests attorney’s fees in addition to statutory damadges. at 2.
Applying the totality of the circumstancés the factsand evidence currentlyefore the

Court, the Court does not firtdat Plaintiff hasmet its budenby a preponderance of tl

10
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evidenceto establisithatthe casas exceptionglwarrantng an award o#ttorney’s fees.

Although the Court has ordered Defent to payPlaintiff's reasonable casand fees i
connection with Plaintiff's motion for sanctions, ECF Nos. 60, 62, Defendaistvery
noncompliance does not alone suffice to make the case exceptaasian Diego Comi
Convention v. Dan FarProds, 807 F. App'x 674, 676 (9th Cir. 2020 he court focuse
on the‘unreasonable manniein which Defendants litigated the case . highlighting
Defendants’ failure to comply with court rules, persistent desireltbgate issues alread
decidal, advocacy that veered intgamesmanshipand unreasonable responses to
litigation.”). The Court does not find armgdditionalevidence of unreasonableness
frivolousness to warrant exceptional treatmeatticularly since this Court has concldc
thattriable issues of fact remain concerningf@ndantsstate of mindthese uncertaintig
presently preclude a finding that this is ‘aaxceptional casewarranting fees unde
8§1117(a) Cf. Natl Grange of Order of Patrons of Husbandry v. Catlate Grange715
F. Appx 747, 748 (9th Cir. 2018holding in part that the trial court did not abuse
discretion in awarding attorney’s fees because Plaintiff carried its burden in show
“[d] efendant had willfully violated the permanent injtiog”). Accordingly, the Court
DENIES WITHOUT PREJUDICE Plaintiff's requestor attorney’s fees.
[ll.  Injunctive Relief

In addition tostatutorydamagesPlaintiff asks this Court to issue a perman
injunction enjoiningDefendantsinfringing activities Br. at 12. The Lanham Act give
courtsthe“power to grant injunctions, according to the principles of equity and upon

terms as the court may deem reasonable, to prevent the violation of any ribket
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registrant of a mark registered in the Patent and Trademark Office or to prevaat
under [the Lanham Act].”15 U.S.C. § 1116(agee alsdvioroccanoil, Inc. v. Allstat
Beauty Prod., In¢.847 F. Supp. 2d 1197, 1203 (C.D. Cal. 20I'®)junctive relief is th
remedy of choice for trademark and unfair competition cases, since there is no
remedy at law for the injury caused by a defendaontinuing infringemerit. Century
21 Real Estate Corp. v. SandlB46 F.2d 1175, 11881 (9th Cir. 1988).

11
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A plaintiff seeking a permanent injunction mdsimonstrate(1) that it has sffered
irreparable injury; (2) that there is no adequate remedy at law; (3) “that, consider
balance of hardships between the plaintiff and defendant, a remedy in eq
warranteft]” and (4) that it ign the publics interest to issue the injciion. eBay, Inc. v
MercExchangelLLC, 547 U.S. 388, 3933 (2006)

A. Irreparable Injury

First, Plaintiff asser that irreparable injury ispresumedbased on the Court
finding of trademark infringementSeeBr. at12 (citations omitted) The Ninth Circuit,
however,no longerpresums irreparable harmpon a finding of infringementSee e.qg.
Flexible Lifeline SysInc. v. Precision Lift, Ing 654 F.3d 989, 998 (9th Cir. 2011) (hold
that “presuming irreparable harm. is inconsistetwith, and disapproved by, the Supre
Courts opinions ineBayand Winter’); see alsaHerb Reed Entex LLC v. Fla Entm’t
Mgnt. Inc., 736 F.3d 1239, 124@th Cir. 2013) (holding that “actual irreparable harri
must be demonstrated to obtain a permanent injunction in a trademark infring
action”). Therefore, Plaintiff's assertion that irreparable harm is presumed is W
inconsistent with Supreme Court and Ninth Circuit precedent.

Rather, © establish irreparable injury, the lpintiff must demonstrate‘the

and a loss of goodwill United Artists Corp. v. United Artist Studios LLdo. CV 19828
MWF-MAA, 2020 WL 4369778, at *16 (C.D. Cal. July 7, 2026¢e alsaCar—Freshner
Corp. v. Valig LLC, No. 2:14cv-01471+RFB-GWF, 2016 WL 7246073t*8 (D. Nev.
Dec. 15, 2016)“Damage to reputation and loss of customers are intangible harn
adequately compensable through monetary damag8srinheiser Elec. Corp. v. Eichl
No. CV 1210809 MMM (PLAX), 2013 WL 3811775, at *10 (C.D. Cal July 19, 20
(“Although, posteBay a court may no longer presume irreparable injury from the bar

of liability in a trademark or trade dress case, the injury caused by the presence of in

and business reputatierwill often constitute irreparable injuty. (citations omitted)

12
16-CV-875-JLS (MDD)

infringement manifests as the loss of control over a businegstation, a loss of trade,

ng tr
ity

S

ng

me

n

Jeme

holly

NS NC

1%

r
13)
e fact

fringi

products in the marketsuch as lost profits and customers, as well as damage to goodwi




© 00 N o o A W DN P

N NN RN N NDNNNRRR R R R R R B
W ~N O O N W N kB O © 0 ~N O 0 N 0 N R O

gse 3:16-cv-00875-JLS-MDD Document 127 Filed 11/02/20 PagelD.2536 Page 13 of 19

“Trademarks serve as the identity of their owners and in them resides the reputa
goodwill of their owners. CytoSport, Inc. v. Vital Pharm., In®617 F. Supp. 2d 105
1080 (ED. Cal.),affd, 348 F. Appx 288 (9th Cir. 2009). “If another infringes on a ma
the person borrows the owner’'s reputatiopreventingthe trademark owner frot
exercising control over the quality of its mark and thereéfing] the potential for dangge
to its reputation.”ld. (citing Opticians Ass of Am. v. Indep. Opticians of ArA20 F.2d
187, 195 (8. Cir.1990). “Injury to the trademark owner reputation and good will 4
well as to consumer expectations is difficult, if not impossibladiEquately compensg
for after the fact. 5 McCarthy on Trademarks and Unfair Competition 8§ 30:2 (5t
2020.

Second, Plaintiff contendsthat it has been irreparably injured as a result
Defendantsinfringing acts andthat Defendantscontinued use ats marks“would lead
to [Plaintiff's] lost sales.” SeeBr. at 13. However, Plaintiff fails to provide concret
evidenceof anydirectlossof customerss a resulbf Defendarg’ infringement SeeOTR
Wheel Entg, Inc. v. WWorldwide Servslinc., 602 F.App’'x. 669, 672 (9th Cir. 2015
(“Although the district couts finding of reputational injury was not based on any evid
that Wests lookalike tire was an inferior product..the courts finding of goodwill injury
wassupported by some record evidencel,]” including losing a customer to defendg
risk that the customer could have conveyed confidential informatidkt) any rate,
Defendants’ contention that “lost sales are easily quantifiable and Plaintiff could
them at trial” has merit. Opp’n at eeMirina Corp. v. Marina Biotech770 F. Supp. 2
1153, 1162 (W.D. Wash. 201¢)Furthermore, lost sales or business opportunities ca
constitute anrreparableharm, because (assuming they exist in this case) even if they
difficult to calculate, they would still constitute monetary, measurable giestia(citation

omitted) (emphasis in original).

damagedas a resulbf Defendants continuing to utilize the samesobstantially simila

marks ontheirproducts Br. at 13. Plaintiff suggestshat the products beari@efendans’

13
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Finally, Plaintiff contendsthat the reputation of & marks has been and will be
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marksareinferior producs because¢hose goodshave failed to meet the expectations
at least some consumerdd.; Undisputed Fact$§32. The Court agreedlt is undisputed
that “Defendants have closed at least @Bayaccount and opened a new one base
receiving negative customer feedback from products they sold through the eBay W
Undisputed Fact§ 32. Defendants alsconcedehat theirown products are inferioto
Plaintiff's products andre mereeplicas lackinghesame quality aBlaintiff's goods For
instance,Defendants arguthat “[ijt makes little sense from a business perspective
Defendants to intentionally mislead consumers into believing its wheels are OEM
than replicas. Defendants would have many unsatisfied customers, whegeastually
have thousands of customers that are happy with their replica wheelsri @8p

The Court finds Defendantgontinued infringement ofPlaintiff's marks mos
persuasive in supportirgjaintiff's irreparable harmDefendants have continued to of
counterfeit products featuring Plaintgfmarks, which causePlaintiff to lose control over
the quality of itsgoods and Plaintiff will continue tolose control over its quality ar

reputationso long as Defendants continue to infringgeeToyo Tire & Rubber Co. \

6501228, at *1 (D. Nev. Oct. 26, 201(finhding “sufficient facts to support an inference
irreparable harm” given defendant's “piglsick[ing] off of [phintiff’ s] success’)see alsq
Wecosign, Inc. v. IFT Holdings, In&45 F. Supp. 2d 1072, 1084 (C.D. Cal. 2012) (“I

damages to its goodwill and diversion of customers to counterfeit seivic€berefore,
the Court finds thaPlaintiff will suffer irreparable harnas a result oDefendants
infringementunless an injunction is granted.

B. No Adequate Legal Remedy

Further,the Court finds thaPlaintiff hasno adequate remedit law. “Damage tg
reputation and loss of customers are intangible harms not adequately compensablg
monetary damages.” Car—Freshner Corp. 2016 WL 7246073at *8. “The terms

‘inadequate remedy at law’ and ‘irreparable harm’ describe two sides of the samH ¢

14
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damages) is ‘inadequate.” Anhing Corp. v. Thuan Phong ColLtd., No.
CV1305167BROMANX, 2015 WL 4517846, at *23 (C.D. Cal. July 24, 2({tBations
omitted) appeal dismissed9th Cir. 2016)

Here, Plaintiff contends that Defendsirtontinuing infringement shosthereis no

Continuous infringement, regardless of whether it is determined vallhd, leaves no

other adequate remedy fitie Plaintiff aside from injunctive reliefSeeMAI Sys. Corp. V.

injunction will be granted when. .there is a threat of continuing violatiof)s Further,

—

Plaintiff correctly assertthat Defendants have failed to provide any assuranceshéga

will stop the sale and manufacturingtbéir counterfeit productsSeeReplyat 9 seealso

adequate remedy at law since there is no assurance in the ageondt defendarg

continued violation of plaintifs copyrights’ and trademarKy (citations omitted)

Defendants’ ongoing counterfeiting Bfaintiff's marks.

C. Balance of Hardships

harm to Plaintiff in the absence of an injunctronst outweigh the harm to Defendant
the result of oné. Anhing Corp, 2015 WL 4517846, at *24Plaintiff asserts that suffers

a“demonstrable threat of loss of goodwill agloility to controlits reputation’because of

Defendants’ continimg sales of infringing counterfeit productsReplyat 9 The Court has

found that this is an irreparable injurffee suprat 13-14. Comparatively, germanent

comply with the lawand refrain from theicontinung infringing activity. SeeBr. at 14

(citations omitted);see alsoHarman Int'l Indus., Inc v. Pro Sound Gednc., No.

15
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other adequate remgdiside from injunctive relief.Br. at 13-14. The Court agrees.

Microsoft Corp. v. Atek 3000 Compuic., No. 06 CV 6403 SLT (SMG), 2008 WL
2884761,at *5 (E.D.N.Y. July 23, 2008) (“[P]laintiffhas demonstrated that it has |no

The balance of hardshipdsofavors Plaintiff. To prevail on the third factor, &h

injunction will not harm Defendastas injunctive relief willonly require Defendants fo

the harm being suffered by plaintiff .is ‘irreparable,” then the remedy at law (monetary

Peak Computinc., 991 F.2d 511, 520 (9th Cir. 1993) (“As a general rule, a permanen

Accordingly, an award of damages alone would be inadequate to compensate Pla|ntiff 1

as
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217CV066500DWFFMX, 2018 WL 1989518, at *8 (C.D. Cal. Apr. 24, 2@1Bhere is
no indication thafdefendant]will suffer hardship if a permanent injunction is entel
Rather, an injunction will merely assyaefendant’sjcompliance with the Lanham A
and other laws governing tradematrks.

Defendarg arguethat “Plaintiff dwarfs USARiIm in terms of size, market shg
capital, and virtually every other metric.” Opp’n at 5. Thus, “[e]njoining USARImM w
essentially put them out of business whereas Plaintiff, who reported a 2018 income
billion, would scarcely even notice if an injunction was imposdd.” However,Plaintiff
correctly points out thaDefendants small business sizemarket shareand capita
compared to Plainti¥ has no legal foundatiom assessindpefendand’ hardship See
Reply at 10 (citing’-Mobile USA v. Terry862 F. Supp. 2d 1121, 1552 (W.D. Wash. 2(
(stating that “the monetary benefits thdt]efendant receives from his actions are
benefits to berotected”). Accordingly, this factoalsofavors the issuance afjunctive
relief.

D. Public’s Interest

Lastly, Plaintiff argues that the issuance of a permanent injungiiotectsthe
public’sinterest by preventingopnsumer confusiorBr. at 15 (citation omitted)The Court
agrees. SeeAT&T Corp. v. Vision On&ec. Sys.No. 95-0565-1EG (BTM), 1995 WL
476251, at *7 (S.D. Cal. July 27, 1998)Vhere defendans concurrent use of plaintiff

by the defendaid use.). Although Defendants argue that “USARIm clearly labels
wheels as replicas and informs its customers that the wheels are replicaBgreas’ ng
clear public interest” served by an injunction, Opp’n at 5, the Cowating granted
summary judgmet on Plaintiff's likelihood of confusion clainsee ECF No0.91 at 1,
disagrees.Thus, the lastactorfavors Plaintiffas well

Therefore, the Court finds that Plaintiff has nibe statutory and equitab
requiranents for permanent injunctive relietnd GRANTS Plaintiff's request for @

permanent injunctian

16
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E.  Scopeof the Injunctive Relief

Concurrently with its Motion, Plaintiff submitted to the Court'dile inbox a
proposed order (the “Proposed Order”) outlining the precise terms of the injunctive
Plaintiff requests See generall{roposed OrderPlaintiff's Proposed Order in part se€
the destructionor dispositionof “[a]ll products that bear marks that are identical
substantially indistinguishable from, or confusingly similar to any of the DAIMI
Marks” id. at 3 “[ ajny molds, screens, patterns, plates, negatives, or othemgtensed
for making or manufacturing products bearing marks that are identical to, substi
indistinguishable from, or confusingly similar to any of the DAIMLER Mdrk.; “[ a]ny
labels, packages, packaging, wrappers, containers, or other unauthorized promo
advertising material, which reproduce, copy, counterfeit, imitate, or bear any
DAIMLER Marks,” id.; and“[ a]ny drawings, electronic files, or other templates useq
designing and making the labels, packages, wrappers, containers, or other unad
promotion or advertising material, which reproduce, copy, counterfeit, imitate, or b¢
DAIMLER Marks and/orany confusingly similar markid. at 4

“Injunctions must be tailored to address only the specific harms suffered
injured party.” Anhing Corp, 2015 WL 4517846at *25. Under 15 U.S.C. § 1118, t}
decisionwhether to entea destruction order Ieft to the court’s discretionSeeWhittaker
Corp. v. Execuair Corp.953 F.2d 510, 5320 (9th Cir. 1992) (affirming the distrif
court's order for destruction of infringing itemsee also Fendi S.A.S. Di Paola \
Cosmetic World, Ltd.642 F.Supp. 1143, 114617 (S.D.N.Y. 1986) (ordering thg
destruction of Defendantiafringing goods for attempting to pass off counterfeit goodg
a genuine Italian productHowever, “[iJt has been held that where an injunction is is{
under the Lanham Act enjoining an infringer from further infringement, the rights ¢
plaintiff are adquately protected and an order requiring destruction of infringing ar
though permitted, may be unnecessarKelley Blue Book v. CaSmarts, Ing. 802
F.Supp. 278, 293 (C.[Cal. 1992) (citingNeva, Inc. v. Christian Duplications Ihtinc.,
743F.Supp. 1533, 1549 (M.Fla. 1990))

17
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Here, in light of the injunctive relief the Court grants belowd the Court’s refus:
to find at this stage in the litigation that Defendants’ infringement is witlelCourt finds
a destruction order unnecessdoyprevent future infringementSeeBreakingthe Chain
Found.,Inc. v. Capitol Educ.Support,Inc., 589 F. Supp. 2d 25, 33 (D.D.C. 2048The
Court agrees that, in light of the injunction, discussealve to be entered by the Court
this matter, arorder requiring the destruction of any infringing articles in the posse
of the defendants is unnecessarycitations omitted) The Court therefor®ENIES
WITHOUT PREJUDICE Plaintiff's requestto order the destruction of materials
Defendants’ possession beariRgpintiff's marks but otherwiseGRANTS Plaintiff's
requested injunctive relief

CONCLUSION

For the foregoing reasons, the ColENIES Plaintiffs Motion for Partial
Summary Judgmerior statutory damages and attorney’s fees GRANTS IN PART
AND DENIES IN PART Plaintiff's requestor permaneninjunctive reliefas follows

1. Defendant Rasool Moalemi and the Entity Defendants, and their off
owners, partners, directoreemployees, agents, assigns, representatives, ser
subsidiaries, affiliates, distributors, dealeasd any and all persons in active concer
participation with them, are hereby permanently restrained and enjoined from enga
or performing, directly or indirectly, any and all of the following acts:

a. Infringing any of the DAIMLER Marks, includind).S. Reg. No.
657,386, U.S. Reg. N8,614,891and U.S. Reg. No. 4,423,458

b. Manufacturing, reproducing, copying, importing, using, sell
offering to sell, advertising, promoting, displaying, licensi
transferring, distributing, receiving, shipping, or delivering i
infringing products bearing marks that are identical to,stadtially
indistinguishable from, or confusingly similar to any of the DAIMLE
Marks;

111
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C. Engaging in any conduct that tends to falsely represent, or is like
confuse, mislead, or deceive purchasers and/or members of the
to believe, that the pducts sold by Defendants, are connected v
sponsored, approved, or licensed by Daimler, or are in some
affiliated with Daimler; and

d. From assisting, aiding, or abetting any other person or business

in engaging in or performing, or induciagy other person or busineg

2. Within thirty (30) daysof the date of the electronic docketing of this Org

Defendants shall remove all infringing uses of any of the DAIMLER Marks, ang
products bearing marks that are identical to, substantially indistinguishable frg
confusingly similar to any of the DAIMLER Marks, from any websites that they use
IT1S SO ORDERED.
Dated: November 2, 2020

L

on. Janis L.. Sammartino
United States District Judge
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