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brp. v. Huawei Technologies Co., Ltd et al

Do

UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

INFOGATION CORP,
Plaintiff,
V.

ZTE CORPORATION; ZTE (USA),
INC.,

Defendand.

INFOGATION CORP,
Plaintiff,
V.

HTC CORPORATION; HTC AMERICA
INC.,

Defendants.

ConsolidatedCase No.:16-cv-01901H-
JLB

ORDER DENYING WITHOUT
PREJUDICE MOTION TO STAY
PENDING INTER PARTES REVIEW

[Doc. No.60.]

ConsolidatedCase No.: 1&v-01902H-
JLB

ORDER DENYING WITHOUT
PREJUDICE MOTION TO STAY
PENDING INTER PARTES REVIEW

[Doc. No.70.]
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INFOGATION CORP, ConsolidatedCase No.: 1&v-01903H-

Plaintiff,| LB
V. ORDER DENYING WITHOUT
HUAWE| TECHNOLOGIES CO., LTD.; PREJUDICEMOTION TO STAY
HUAWEI DEVICE USA. INC.. PENDING INTER PARTES REVIEW

Defendants [Doc. No.66.]

OnApril 17, 2017, Defendants ZTE (USA), InNcHTC,? and Huawe? each filed g4
motion to stay the action pending inter paragew of U.S. Patent No. 6,292,743. {16
cv-1902-Doc. No. 60; 16cv-1902Doc. No.70; 16-cv-1903Doc. No.66.) On May 8,
2017, Plaintiff InfoGation Corp. filed its oppositions to Defendants’ motiorssay (16
cv-1901Doc. No. 70; 16cv-1902Doc. No.80; 16-cv-1903Doc. No.76.) On May 15,
2017, Defendants filed their replies. {€¢1901-Doc. No.75; 16-cv-1902Doc. No.85;
16-cv-1903Doc. No.81) A hearing on the motions to stay is currently scheduled far

Monday, May 22, 2013t 10:30 a.m The Court, pursuant to its discretion under Loca

Rule 7.1(d)(1), determines this matter is appropriate for resolution without oral arglimen

submits the motion on the parties’ papers, and vacates the he&anghe reasons

below, the Court denies Defendants’ motions to stay without prejudice.

1

1

1

! Defendant ZTE Corporation was dismissed from the action on October 11, 201%-10®t -

Doc. No. 21.)

2 Defendant “HTC” includes HTC Corporation and HTC America, Inc.

3 DefendantHuawei” includes Huawei Technologies Co., Ltd. and Huawei Device USA, Inc
2
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Backaground

OnJuly 27, 2016, Plaintiff InfoGation Corp. filed three separate complfnts
patent infringemendgainst Defendants ZTE, HTC, aktliawei, alleging infringement @
the '743 patent (16-cv-1901-Doc. No. 1; 16cv-1902Doc. No. 1 16-cv-1903Doc. No.
1.) Specifically, Plaintiff alleges that Defendants’ smartphones, which run the And
operating system and can connect to a Google Maps navigation server through a\
carrier’'s netvork data, infringe, either literally or through the doctrine of equivalents
claim 15 of the 743 patent.d))

On November 1, 2016, Defendants each filed an answer and countetolaims
Plaintiff's complaint (16-cv-1901:Doc. No.22; 16-cv-1902Doc. No. 21; 1&cv-1903
Doc. No. 22.)On Novembef2, 2016, the Court issued a scheduling order for the thr
actionssetting forth all dates leiang up to trial (16-cv-1901Doc. No.31; 16-cv-1902
Doc. No0.39; 16-cv-1903Doc. No.31.)

OnFebruary 10, 2017, ngmarty Googldnc. filed apetitionfor inter partes
review with the U.S. Patent Trial and Appeal Bhathallenging the validity oflaim 15
of the 743 patent on obviousness grounds.-ai#@901-Doc. No. 604, Davis Decl. EX.
B.) On March 27, 2017, the Court denied Defenddrtge 12(c)motions for judgment
on the pleadings challenging the validity of Claim 15hef'743 patent uret 35 U.S.C.
8 101. (1ecv-1901Doc. No. 52; 16cv-1902Doc. No. 63; 16cv-1903Doc. No. 59.)

On March 30, 2017, Plaintiff filed three separate complaints for patent
infringement against Defendants ZTE, HTC, and Huawei, alleging infringement of
Paent No. 9,528,843. (1@v-645Doc. No. 1; 17cv-646-Doc. No. 1; 17cv-647-Doc
No. 1.) On April 14, 2017, Plaintiff filed a first amended complaint in each of the '8
patent actions. (:@v-645-Doc. No. 7; 17cv-646-Doc. No. 8; 17cv-647-Doc No. 7.)

On May 5, 2017, the Court issued a claim construction order, construing tern
from the 743 patent. (:6v-1901-Doc. No. 68; 16cv-1902Doc. No.78; 16-cv-1903
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Doc. No.74.) On May 9, 2017, the Court consolidated Case Nex\t@45 with Case
No. 16¢cv-1901; Case No. 1-£v-646 with Case No. 16v-1902; and Case No. LX-647
with Case No. 1&v-1903 and the Court issued an amended scheduling order for th
consolidated actiong16-cv-1901Doc. No.71; 16-cv-1902Doc. No.81; 16-cv-1903
Doc. No.77.) By the present moti@Defendants move to stay the actions pending
resolution ofGoogle’s IPR petition challenging the validitytbe '743 patent. (16-cv-
190%Doc. No. 60; 16cv-1902Doc. No. 70; 16cv-1903Doc. No. 66.)
Discussion

l. L egal Standardsfor a Motion to Stay Pending I PR

“Courts have [the] inherent power to manage their dockets and stay proce
including the authority to order a stay pending conclusion of a PTO reexamin
Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426 (Fed. Cir. 1988) (citing Landis v. N. Af
Co, 299 U.S. 248, 254 (1936 )ee alsclinton v. Jones520 U.S. 681, 706 (199¢)The

District Court has broad discretion to stay proceedings as an incident to its power tg

its own docket.}). “There is no per se rule that patent cases should be stayed g
reexamination, because such a rweuld invite parties to unilaterally deralitigation.”
Verinata Health, Inc. v. Ariosa Diagnostics, Ifg¢o. C12-05501 SI, 2014 WL 121640,
*2 (N.D. Cal. Jan. 13, 20143eeViskase Corp. v. Am. Nat'l Can C&®61 F.3d 1316, 132

(Fed. Cir. 2001) (“The court is not required to stay judicial resolution in view of

reexaminations.”).Instead, the decision to grant a stay is within the court’s discrs

taking into account the totality of the circumstancBseEthicon 849 F.2d at 142@7.

In determining whether to grant a stay pending PTO review, district courts gel
consider the following three famt: “(1) whether discovery is complete and wheth
4 The parties have filed nearly identical briefiiog the motiondo stayacross the three cases

(See e.q, 16-cv-1901-Doc. No. 60-1; 16v-1902-Doc. No. 70-1; 16v-1903Doc. No. 66-1.)
Accordingly, in analyzing Defendantsiotions to stay, the Court will cite to the briefing in Case No
16-cv-1901 unless otherwise noted.
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trial date has been set; (2) whether a stay will simplify the issues in question and

the case; and (3) whether a stay would unduly prejudice or present a clear

disadvantage to the nmoving party” TAS Energy, Inc. v. San Diego Gas & Elec. ¢

No. 12CV2777GPC BGS, 2014 WL 794215, at *3 (S.D. Cal. Feb. 26, 20d4<€qord

Verinatg 2014 WL 121640, at *1¢f. The LeahySmith America Invents Act, § 18(b)(1

P.L. 11229, 125 Stat. 284, 331 (setting out the same factors and adding a fo
determine whether to stay litigation pending PTO review of covered business 1
patents).“ The proponent of a stay bears the burden of establishing its rékaton, 520
U.S. at 708.
[1. Analysis

After considering all of the relevant fact@nsd the recordhe Court declines to st:
the actions at this stage in the proceedings. Importéuetig, norparty Google has mere
filed an IPR petition with the PTABhallenging the validity athe '743 patent The PTAB

has not yet taken action on the petition and decided whether to institnfeartes review

trial
tacti
0.

urth

nethc

y

of the '743 patent and likely will not make a decision on the petition for several mpnths

(SeeDoc. No. 601 at 1 (explaining that the PTAB does not need to render a decis
the petition until September 11, 2017).) In light of this, a stay of the consolidat@usi
IS not appropriate at this timndeed, the majority of district cosrthave postponed rulin
on stay requests or have denied stay requests when the PTAB has not yet actg
petition for review.® Trover Grp., Inc. v. Dedicated Micros USA, No. 2C¥-1047
WCB, 2015 WL 1069179, at *5 (E.D. Tex. Mar. 11, 20(Byson, J.Xcollecting cases)
see als®iCon Fiberoptics, Inc. v. Preciseley Microtechnology Caxm. 15CV-01362
BLF, 2015 WL 12859346, at *2 (N.D. Cal. Oct. 13, 20{9)ntil the PTAB makes

5 That the PTAB has not yet acted on Google’s petition renders the present nustestaly
pendinglPR easily distinguishable from the motifam astaythat wasat issue in the Court’s prior
decision inFastVDO v. AT&T Mobility LLC, 16-cv-385-H-WVG, Doc. No. 269 (S.D. Cal. Jan. 23,
2017).
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decision on whether to grant the IPR petition, any argument aboutevlie¢ IPR proceg
will simplify issues in this litigation is highly speculative. . [Thus,] [apsent unusug
circumstances, . .the filing of an IPR request does not by itself simplify the issues
caseg).

Additionally, the Court notes thatven if the PTAB grant&oogle’s IPR petitior
and institutsinter partesreview of the '743 patent, the IPR does not have the poten
resolve the entire litigation. Following the Court’s consolidation order, the '843 =
also now at issue in the three actions. The '843 patent is not at issue ile’'S&SteR
petition and, thusiooglés petition does not have the potential to resolve the $3aube
litigation with respect to that patebtAccordingly, the Court denies Defendants’ mosi
to stay.

Conclusion

For the reasons above, the Couenigs Defendantsmotions to stay withou
prejudice to Defendants renewing the motions to stay if the PTAB grants the (&t
and institutesnter partes reviewof the patent(sin-suit

ITISSO ORDERED.

DATED: May 16, 20¥ mM—L{V\ L W

MARILYN LVHUFF, DistrictG{dge
UNITED STATES DISTRICT COURT

6 The Court notes that Defendants state that they intend to file an IPR petitiongihgltae
validity of all of the asserted claims of the ‘843 patent. (Doc. No. 75 at éverthelesghat petition
has not been filed at this time.
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