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of the University of California et al v. Affymetrix, Inc. et al Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

THE REGENTS OF THE UNIVERSITY| Case No.:17-cv-01394H-NLS
OF CALIFORNIA; and BECTON,
DICKINSON and COMPANY CLAIM CONSTRUCTION ORDER
Plaintifis| FOR THE '799 PATENT, THE 673

PATENT, AND THE '113 PATENT
V.

AFFYMETRIX, INC.; and LIFE
TECHNOLOGIES CORR.

Defendand.

In the present actio®laintiffs the Regents of the University of CalifornBecton,
Dickinson and Companysirigen, Inc, and Sirigen |l Limited assert claims of pats

infringement against Defendants Affymetrix, Inc. and Life Technologies Calipging

infringement of U.S. Patent N®,085,799, U.S. Patent No. 8,110,683d US. Patent Na.

8,835,113 (Doc. No. 101, FAC 11 581) OnJanuary 26, 2018, the parties filenabir

joint claim construction plesaring statement, chart, and worksheeentifying the

1 In this action, Plaintiffs also assert claims of patent infringement againstdaetsrfor
infringement of U.S. Patent No. 9,547,008, U.S. Patent No. 9,139,869, U.S. Patent No. 8,575,30
U.S. Patent No. 8,455,613. (Doc. No. 101, FAC 11 82-115.) The Court will hold a separate claif
construction hearing on those four patents at a later time.
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disputed claim terms from th&99 patent, the673patentand the '113 patent. (Doc. N
97.) On February 23, 2018, the parties each filed an opening claim axistrorief.

(Doc. Nos. 111, 113 On March 9, 2018, Plaintiffs filed their responsive clai

construction brief. (Doc. No. 123.) On March 13120Defendants filed their correct
responsive claim construction brief. (Doc. No. 128.) On March 21, 2018, the Court
a tentative claim construction order. (Doc. N82)

The Court held a claim construction hearing on March 23, 2018. DBnaMhre,
Barbara Fiacco, and Jesse Hindman appeared for Plaintiffs. Douglas E. Lumigh].|
Chin, and Brent T. Watson appeared for Defendafster considering the parties’ brief
the parties’ arguments at the hearing, andesdivant informationthe Court construes th
disputed terms frorthe’ 799 patent, the673patentand the '113 patent

Background

On July 10, 2017, Plaintiffs Regents and Becton, Dickinson filed a complai
patent infringement agnst Defendants Affymetrixand Life Technologiesalleging

infringement othe’799patent, the673patentand the 113 patent. (Doc. No. 1, Compl.

On September 8, 2017, Defendants filed an answer to Plaintiffs’ complaint. (Doc. N

On October 6, 2017, the Court issugdscheduling order. (Doc. No. 55.) ¢
November 20, 2017, the Court denied Plaintiff Becton, Dickinson’s motion
preliminary injunction without prejudice. (Doc No. 69.) On November 30, 2017, theé
issued an amended scheduling order. (Doc.7H9.

On February 7, 2018, the Court granted the parties’ joint motion for lea\

Plaintiffsto file a first amended complaint and to modify the scheduling order. (Doc.

100.) On February 9, 2018, Plaintiffs filed an amended complairad@)g Sirigenand
Sirigen llas additional Plaintiffs and anhg) claims that Defendants’ products infringe fg
Sirigen patentst).S. Patent No. 9,547,008, U.S. Patent No. 9,139,869, U.S. Pate
8,575303, and U.S. Patent No. 8,455,613; (2)iagdnfringement allegations again
additional accused products; and (3) iaddallegations of induced infringement agai
Defendants. (Doc. No. 101, FAC.) Orrebruary 23, 2018he Court issued a seco
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amended scheduling ordgiDoc. No. 105.) By the presentoh construction briefs, the

parties request that the Court construe disputed claim terms froi#B@eatent, the673
patentand the 113 patent(Doc. Nos. 111, 113.)
Discussion

l. Legal Standards for Claim Construction

Claim construction is an issue of law for the court to declédwa Pharm. USA, Ing.

v. Sandoz, In¢.135 S. Ct. 831, 838 (2015); Markman v. Westview Instr., Bt/ U.S|
370, 372 (1996). Although claim construction is ultimately a question of lawsithary

factfinding is sometimes necessaryl.evg 135 S. Ct. at 838.

“The purpose of claim construction is to ‘determin[e] the meaning and scope|of th

patent claims asserted to be infringed.” O2 Micro Int'l Ltd. v. Beyondvation Tech
Co, 521 F.3d 1351, 1360 (Fed. Cir. 2008). “It is a ‘bedrock principlgatént law that

the ‘claims of a patent define the invention to which the patentee is entitled the right 1

exclude.” Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc).

Claim terms

are generally given their ordinary and customary meaning[,]"”” which

“is the meaning that the term would have to a person of ordinary skill in the art in questic

at the time of the invention.’ld. at 131213. “In some cases, the ordiganeaning of

claim language as understood by a [PHOSITA] may be readily apparent even to lay|judg

and claim construction in such cases involves little more than the application of the/wide

accepted meaning of commonly understood wordsg.”at 1314. “However, in many

cases, the meaning of a claim term as understood by persons of skill in the art is ngt rea

apparent.”O2 Micro, 521 F.3d at 1360. If the meaning of the term is not readily apparent

the court must look to “those sources availabléhe public that show what a person

of

skill in the art would have understood disputed claim language to mean,” including intrinsi

and extrinsic evidenceSeePhillips, 415 F.3d at 1314. A court should begin with the

intrinsic record, which consists tife language of the claims, the patent specification,|and,

If in evidence, the prosecution history of the asserted palegnisee alsd/ederi, LLC v.

Google, Inc,. 744 F.3d 1376, 1382 (Fed. Cir. 2014) (“In construing claims, this court relies

17-cv-01394H-NLS
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primarily on the claim language, the specification, and the prosecution history.”).

In determining the proper construction of a claim, a court should first look 1

language of the claimsSeeVitronics, 90 F.3d at 158Z%ee alsdtComark Commc’ns \.

Harris Corp, 156 F.3d 1182, 1186 (Fed. Cir. 1998) (“The appropriate starting point|. . .

0 the

I¢

always with the language of the asserted claim itself.”). The context in which a dispute

term is used in the asserted claimay provide substantial guidance as to the meaof
the term. SeePhillips, 415 F.3d at 1314. In addition, the context in which the disy
term is used in other claims, both asserted and unasserted, may provide guidance
“the usage of a term in one claim can often illuminate the meanitigecfame term i
other claims.”ld. Furthermore, a disputed term should be construed “consistently w
appearance in other places in the same claim or in other claims of the same
Rexnord Corp. v. Laitram Corp., 274 F.3d 1336, 1342 (Fead. ZDO1); accord
Microprocessor Enhancement Corp. v. Texas Instruments Inc., 520 F.3d 1367, 18]

Cir. 2008);see alsd?aragon Sols., LLC v. Timex Corp., 566 F.3d 1075, 1087 (Fed.
2009) (“We apply a presumption that the same terms appearirfteireit portions of the

claims should be given the same meaning.” (internal quotation marks omitted)). Mo
“[a] claim construction that gives meaning to all the terms of the claim is preferre(
one that does not do so.Veder| 744 F.3d 1383

A court must also read claims “in view of the specification, of which they are a
Markman 52 F.3d at 97%ee35 U.S.C. § 112(b) (“The specification shall conclude \

one or more claims particularly pointing out and distinctly claiming the subject 1

which the inventor or a joint inventoegards as the invention.”). “Apart from the cla

language itselfthe specification is the single best guide to the meaning of a claim t¢

Vederi 744 F.3d at 1382. For example, “a claim construction that excludes figtrpde

embodiment [described in the specification] ‘is rarely, if ever, correct and weglole
highly persuasive evidentiary support.” Adams Respiratory Therapeutics, Inc. goF
Co, 616 F.3d 1283, 1290 (Fed. Cir. 2010).

But “[t]he written description part of the specification does not delimit the rig
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exclude. That is the function and purpose of claims.” Markman v. Westview Instru
Inc., 52 F.3d 967, 980 (Fed. Cir. 1995) (en bari[#] claim construction must not impo
limitations from the specification into the claims.” Douglas Dynamics, LLC v. B
Products Co., 717 F.3d 1336, 1342 (Fed. Cir. 2013). Therefore, “it is improper 1

limitations from a preferred embodiment described in the specifieatwen if it is the

only embodimenrt-into the claims absent a clear indication in the intrinsic record thj
patenee intended the claims to be so limiteDealertrack, Inc. v. Hube674 F.3d 1315
1327 (Fed. Cir. 2012xee als&ara Tech. Inc. v. Stamps.com In682 F.3d 1341, 134
(Fed. Cir. 2009) (“The patentee is entitled to the full scope of his clamasywewill not

limit him to his preferred embodiment or import a limitation from the specification int
claims.”).

In most situations, analysis of the intrinsic evidence will resolve claim constrt
disputes.SeeVitronics, 90 F.3d at 1583fevag 135 S Ct. at 841. However, “[w]here tH

intrinsic record is ambiguous, and when necessary,” district courtsralgyn extrinsic

evidence, which ‘consists of all evidence external to the patent and prosecution

including expert and inventor testimony, dictionaries, and learned treatisBsvier

Integrations, Inc. v. Fairchild Semiconductor Int'l, Iné¢11 F.3d 1348, 1360 (Fed. Qi

2013) (quotindPhillips, 415 F.3d at 1317). A court must evaluate all extrinsic eviden
light of the intrinsic evidencePhillips, 415 F.3d at 1319 Extrinsic evidence may not [k
used ‘to contradict claim meaning that is unambiguous in light of the intrinsic evide
Summit 6, LLC v. Samsung Elecs. Co., 802 F.3d 1283, 1290 (Fed. Cir; 26&Z)isd@ell
Atl. Network Servs., Inc. v. Covad Commc’ns Grp., Inc., 262 F.3d 1258, 1269 (Fe

2007 (“[E] xtrinsic evidence . .may not be used to vary, contradict, expand, or limi

claim language from how it is defined, even by implication, in the specificatidihe
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history”); Veder, 744 F.3d at 1382 (“[E]xtrinsic evidence may be less reliable than the

intrinsic evidence.”). In cases where subsidiary facts contained in thesexgwidence

“are in dispute, courts will need to make subsidiary factuairfgglabout that extrins
evidence.”Tevg 135 S. Ct. at 841.
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“[Dlistrict courts are not (and should not be) required to construe every limi
present in a patent’s asserted claim®@2 Micro, 521 F.3d at 1362. In certain situatio
it is approprate for a court to determine that a claim term needs no construction

plain and ordinary meaning appliesSeeid.; Phillips, 415 F.3d at 1314. But “[

determination that a claim term ‘needs no construction’ or has the ‘plain and of
meaning’may be inadequate when a term has more than one ‘ordinary’ meaning o
reliance on a term’s ‘ordinary’ meaning does not resolve the parties’ disg®eMicro,
521 F.3d at 1361. If the parties dispute the scope of a certain claimttesrtine cairt’'s
duty to resolve the disputdd. at 1362;accordEon Corp. IP Holdings v. Silver Sprir
Networks 815 F.3d 1314, 1318 (Fed. Cir. 2016)
[I.  Analysis of theDisputed Claim Terms

A.  The 799 Patent

The 799 patent is entitled “Methods and compositions for detection and anal

polynucleotides using light harvesting multichromophores.” U.S. Patent No. 9,0§
(filed Jul. 21, 2015), at (54). The invention disclosed in the '799 patent relatesttads,
articles and compositions for the detection and analysis of polynucleotides in a’si
Id. at 1:2830.

The specification of the '799 patent explains: “Methods permitting DNA seq
detection in real time and with high sensitivity are of great scientific and economictir]
Their applications include medical diagnostics, identification of genetic mutatjens
delivery monitoring and specific genomic techniqudsl. at 1:3438 (footnotes omitted]
The specification further explains that at the time of the invention, there was aiilkee
art for methods of detecting and analyzing particular polynucleotides in a sample, g
such methods are provided in the97®atent.Id. at 1:4958.

The specification of the '799 patent describes the method as follows:

The method of the invention comprises contacting a sample with an aqueou
solution comprising at least two components; (a) a light harvesting,
polycationic,luminescent multichromophore system such as, for example, a
conjugated polymer, semiconductor quantum dot or dendritic structure that IS
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water soluble, and (b) a sensor polynucleotide conjugated to a luminescen
signaling chromophore (referred to as “OHGy”).

Id. at 3:1825.
Claim 1of the '799 patent claim

1. A method comprising:

(a) contacting a sample with a light harvesting multichromophore system, the
system comprising:

I) a signaling chromophore; and

i) a watersoluble conjugated polymer comprising a delocalized
electronic structure, wherein the polymer can transfer energy from its
excited state to the signaling chromophore to provide a greater than 4
fold increase in fluorescence emission from the signaling chromophore
than can be achieved by direct excitation of the signaling chromophore
in the absence of the polymer;

(b) applying a light source to the sample; and
(c) detecting whether light is emitted from the signaling chromophore.

Id. at 21:5165.

I. “a samplée

Plaintiffs propose that the term “a sample” be construed as “a substance
analyzed.” (Doc. No. 113 at 9.) Defendants propose that this term be construg
biological material that is analyzed for a target polynucleotide.” (Doc. NatldL.1Here,
the parties agree that the term “a sample” meanssaswde or material that is analyz

But the parties dispute whether the term “a sampléfiin the '799 patenspecifically

requires that the substance or material be analyzed for a target polynucleBedause

the parties dispute the scope of this claim term, the Court must réselparties’ dispute.

SeeO2 Micro, 521 F.3d at 1361Eon 815 F.3d at 1318.
The Court begins its analysis of the parties’ claim construction dispute by exa

the claim language. The claim language in the '799 patent does not specifically
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2 to |

d as

9%
o

minin

requi




© 00 N oo 0o b W N B

N NN RN N NDNNNRNRRR R R B R R R
0o ~NI O 00O DD N =R O O 00O N O (10D 0O N OEeO

that the sample be analyzed for a target polynucleotide. For example, claim 17&%
patent claims: “[a] method” involving “contacting a sample with a light harve
multichromophore system” and “applying a light source to the sample.” 799 Pa
21:5163. The claim language does not state thatubstances to be analyzed fortarget
polynucleotide.

In support of their contention that theym “sample”requires that the substance
analyzed for @arget polynucleotideDefendants rely heavily on language contained ir
"799 patent’'s specification. The specification provides: “[t]his invention relate
methods, articles, and compositions for the detection and analysis of pebtides in &
sample.” '799 Patenfat 1:2830. The specification further provides in the “summar
the invention section:”

Methods, compositions and artistef manufacture for detecting and assaying

a target polynucleotide in a sample are provided.

A sample suspected of containing the target polynucleotide is contacted with
a polycationic multichromophore and a sensor polynucleotide complementar
to the target polynucleotide. . In the presence of target polynucleotide in
the sample, the signaling chromophore can acquire energy more efficiently
from the excited polycationic multichromophore and emit increased amounts
of light or signal which can be detecte@he target polynucleotide can be
analyzed as it occurs in the sample, or can be amplified prior to or in
conjunction with analysis.

Id. at 1:5662; see alsd799 Patent at 1:492 (“There is aneed in the art for methods
detecting and analyzing particular polynucleotides in a sample, and for compositid
articles of manufacture useful in such metht)gg:4-11, 8:2026.2 Here, the specificatio
describeghe invention claimed in the 799 patent as a whole and provides ih&tr the

detection and analysis of polynucleotides in a sample. The Federal Gaswekplaine(

that “[w]hen a patentee dagoes the features of the present invention as a whole, he

2 Defendants note that, as a whole, the '799 patent contains over 250 referencgsuidquiides
DNA, or RNA, and thespecification fails to describe any example of interrogating a sampledoget
other than a target polynucleotide. (Doc. No. 111 at 4.)
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the reader that this description limits the scope of the inventiBacing Techs., LLC V.

Garmin Int'l, Inc., 778 F.3d 1021, 1025 (Fed. Cir. 201b)Xernal quotaon marks
omitted) accad Luminara Worldwide, LLC v. Liown Elecs. Go814 F.3d 1343, 135
(Fed. Cir. 2016)Regents of Univ. of Minnesota v. AGA Med. Corp., 717 F.3d 929,
(Fed. Cir. 2013)see, e.g.Honeywell Int’l, Inc. v. ITT Indus., In¢.452 F.3d 1312, 131
(Fed. Cir.2006) (“[T] he written description uses language that leads us to the cong

that a fuel filter is the only ‘fuel injection system componéhét the claims cover, ar

that a fuel filter was not merely discussed as a preferred embodi®anat leasfour

occasions, the written descriptionaes to the fuel filter as ‘this invention’ aihe present

inventior].]’”); Nystrom v. TREX Co., 424 F.3d 1136, 1143 (Fed. Cir. 2005) Such
languageconstitutes a clear and unmistakable statement of disav@wiahiting the

claims. PacingTechs, 778 F.3d ail025 Accordingly, in light of this language in tf

specification describing the invention as a whole, Defendants’ proposed claim cioost

properly includes that the limitation that the claimed “sample” is a material that is an
for a target polynucleotide.

In response, Plaintiffs argue that the Court should reject Defendants’ prc
construction because a Court should not import limitations from preferred embod
described in the specifittan into the claims. (Doc. No. 113 atDoc. No. 123 at2 The
Court recognizes that “it is improper to read limitations from a preferred emboc
described in the specificatiereven if it is the only embodimentinto the claims absel
a clearindication in the intrinsic record that the patentee intended the claims to
limited.” Dealertrack674 FE3d at 1327. But in the passagessatie, the specification
not merely describing preferred embodiments. Rather, the specification igidgs
features of the present invention as a whole and explaining that the invention sr
detecting and analyzing polynucleotides in a sampkx'799 Patent at 1:280, 1:4952,
1.56-2:3. The Federal Circuit has explained that when the patentee larsguage
describing features of the invention as a whole, such languag#itutes a clear ang

unmistakable statement of disavowal,” limiting the clainfacingTechs, 778 F.3d a
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1025;LuminaraWorldwide, 814 F.3d at 1353egents of Uni. of Minnesota 717 F.3d
at 936. Accordingly, the Court rejects Plaintiffs’ contention that the portiohshe

specificationat issueare merely describing preferred embodiments

Plaintiffs also argue that an examination of the prosecution history fo73Be

patentdemonstrates that the Court should reject Defendants’ proposed constr(iation
No. 113 at 10; Doc. No. 123 a2l) Plaintiffs note that during the prosecution of the’
patent, earlieproposectlaims contained languagtiminga “sanple that is suspected

containing a target polynucleotide,” but that language was removed from the clai

ultimately issued. I1d. (citing Doc. No. 1135, Ex. 12).) In 3M Innovative Properties Co.

v. Avery Dennison Corpthe Federal Circuit founthat “[a] broadening claim amendme

made during th@rosecution history of thepftentat issuejsupport[ed]a plainmeaning

construction of claim 1 without [the limitation that was removed50 F.3d 1365, 137

(Fed. Cir. 2003)see als®ylus Networks, Inc. v. Apple, IncNo. G13-4700 EMC, 2015

WL 355174, at *11 (N.D. Cal. Jan. 27, 2015In general, if a claim limitation w3
removed during prosecution, it is improper to read that limitation béxkha claim during

litigation.”). But 3M is disthguishable from the present case. There is nothing BMh

decision showing that the patent at issue in that case contained statements

specification describing the limitation at issue as a feature of the invention as*wha

3 Plaintiffs also argue that the specification supports their broad caitrdor this claim term
(Doc. Na 113 at 9.) Specifically, Plaintiffs cite to the following passage in the spmficexplaining
that the claimed “samples” can be “blood, urine, semen, milk, sputum, [and] mudis(€iting 799
Patent at 8:231).) But this statement in the sgeation is preceded by the following sentenc&hé
portion of the sample comprising or suspected of comprising the target polynuctemtide any sourg
of biological material which comprises polynucleotides that can be obtained franmgadrganisn
directly or indirectly, including cells, tissue or fluid, and the deposits lethhy organism, includin
viruses, mycoplasma, and fossils.” '799 Patent at-8&21 Thus, the cited portion of the specificat
actually supports Defendants’ proposed construction, not Plaintiffs’ proposal.

4 At the claim construction hearing, Plaintiffs argued that the pateisisa¢ in3M contained
statements in the specification explaining that the limitation at issue was a cexitred t the claime
invention. But the citations that Plaintiffs provided to the Court did not actually supodrgiument
The limitation at issue iBM was whether the claimed “multiple embossed patterns” in U.S. Pate
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5,897,930 must be created “sequentiall{5€e350 F.3d at 1371. The specification of the 930 patent
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contrast, here,a@bpite the fact that the claims were amended during the prosecution,|
the specification that issued contains clear statensxpigining that the inventioas a
wholeis directed to the detection and analysis of polynucleotid€ee Federal Circtii
has held in several casthat such statements in the specification describing the inve
as a wholdimit the scope of the inventioreePacingTechs, 778 F.3d aL025 Luminara
Worldwide, 814 F.3d at 1353Regents of Um. of Minnesota, 717 F.3d 886, see alsc
Phillips, 415 F.3d at 131{xplaining that the prosecution histomften lacks the clarit)

of the specification and thus is less usébulclaim construction purposes”)n addition,
the Court notes that the prosecutiondngis at best ambiguous as to why the amendn|
at issue were madeAccordingly, the Court rejects Plaintiffs’ reliance on the prosecy
history.

Finally in support of its proposed construction, Plaintiffs also rely on extt

evidence, specificallgxpert testimony. (Doc. No. 113 at 9.) But Xinhsic evidence

may not be usedd contradict claim meaning that is unambiguous in light of the intr
evidence? Summit 6, 802F.3d at 1290seeBell Atl. Network, 262F.3d at 1269. Th
specificaion contains clear language describing the invention as a whole and exp

that the invention is directed to the detection and analysis of polynuclediictesdingly,
Plaintiffs cannot use extrinsic evidence to contradict this clear disclaimerzzhia the
specification.

In sum, tle Court adoptBefendants’ proposed construction for this claim temnal

does not refer to sequentially created patterns as being a feature ofrtieddlarention in any of th
portions of the specification cited by PlaintiffSeeU.S. Patent No. 5,897,930, at 2:16-18, 6:64-7:6.

3M is further distinguishable in that the patent at issue in that case containedcatineemd that

allowed for the cre@on of “multiple embossed patterns in a single stepee’350 F.3d at 1372. Thusg

the patent at issue BM expressly disclosed an embodiment that did not include the limitation at
In contrast, here, Plaintiffs have failed to identify any entinedt disclosed in the 799 patent involvi
a sample that is targeted for anything other than a target polynucleotide.

5 In addition, the Court notes tHai is prePhillipscase law that contains citations to Texas Dig
Sys., Inc. v. Telegenix, tn, 308 F.3d 1193, 1201 (Fed. Cir. 2003ee, e.9.3M, 350 F.3d at 1371.
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the Court rejects Plaintsf proposedconstruction The Court construes the term
sample” as “a biological material that is analyzed for a target polynucleotide.”

il “multichromophore system”

Plaintiffs propose that the term “mudbhromophore system” be construed as “a

of multiple chromophores working together in an integrated system, whiomophore

may or may not be chemically bound to one another.” (Doc. No. 113 &eendants

propose that this term be construed asdiggationic multichromophore.(Doc. No. 111
at7.) Here, the parties dispute whether the claimed “multichromophore systahdnic
(positively charged).Because the parties dispute the scope of this claim term, the
must resolve the parties’ disput8eeO2 Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318

The Court notes that its analysis of the parties’ dispute e proper constructic

of this claim term is similar tits analysis of the parties’ dispute as to the prior claim t

The Court begins its analysis of the parties’ claim construction dispute by examin

claim language. The claim languagethe '799 patent does not specifically require {

the claimed “multichromophore system” be polycationic. For example, claim 1 of th
patent claims: “[a] method” involving “contacting a sample with a light harve
multichromophore system.” '799 Patent at 21321 The claim language does not s
that the multichromophore system is polycationic.

In support of their contention that the claimed “multichromophore syster

polycationic, Defendants rely primarily on language in the specificaliba.’799 patent’s

specification provides: “The multichromophores used in the present inventig
polycationic and can interact with a sensor polynucleotide electrostatically.” 799
at 11:4143. The specification further providesTte methof the invention comprisg
contacting a sample with an aqueous solution comprising at least two comp
[including] (a) a light harvesting, polycationic, luminescent multichromophore syste
o 1d. at 3:1821; see alsad. at 1:5960 (“A sample suspected of containing the ta
polynucleotide is contacted with algcationic multichromophore . . .”), at 6:220
(“DEFINITIONS . . . Whether modified or unmodified, the sensor polynucleotid
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anionic and can interact with the cationic lnelaromophore in the absence of tar
polynucleotide€’), at 10:53 (“The Polycationic Multichromophore™at 12:5962
(“Chromophores useful in the inventions described herein include any substance w
absorb energy from a polycationic multichromophore in an appropriate solution ar
light.”). Here, the specification is describing the invention claimed in the '799 pate
whole and provides that the claimed “multichromophore system” is polycationic.
Federal Circuit has explained that {jwen a patentee describes the features of the pi
invention as a whole, he alerts the reader that this description limits the scopeg
invention.” PacingTechs, 778F.3d at 1025internal quotation marks omittecBgcord

Luminara Worldwide, 814.3d at 1353Regents of Univ. oMinnesota 717 F.3d at 936,

Such language constitutes “a clear and unmistakable statement of disalmnitalg the
claims. PacingTechs, 778 F.3d atl025 Accordingly, in light of this language in tf

specificatiordescribing the invention as a whole, Defendants’ proposed claim corsti
properly includes that the limitatiothat the claimed “multichromophore system”
polycationic.

In response, Plaintiffs argue that the Court should reject Defendants’ prc
construction because a Court should not import limitations from preferred embod
described in the specification into the claims. (Doc. No. 113 at 8; Doc. No. 123 at 2
Court recognizes that “it is improper to read limitations from a preferrdzbéiment
described in the specificatiereven if it is the only embodimestinto the claims absel
a clear indication in the intrinsic record that the patentee intended the claims tq
limited.” Dealertrack674 FE3dat 1327. But in the passagessaue, the specification

not merely describing preferred embodiments. Rather, the specification is des

features of the present invention as a whole and explaining thatutiehromophore

system claimed in the invention is polycationi§ee’799 Patent a11:41-43, 3:1821,
1:5960, 6:120, 12:5962. The Federal Circuit has explained that when the patentey
language describing features of the invention as a whole, such larguagieutes & clear

and unmistakable statement of disavgWahiting the claims. PacingTechs, 778 F.3d a

13
17-cv-01394H-NLS

et

nich ¢
den
Nt as
The
esen
of t

DPOSE
imen
) Tt

nt
D be
IS
cribir

h

2 USE




© 00 N oo 0o b W N B

N NN RN N NDNNNRNRRR R R B R R R
0o ~NI O 00O DD N =R O O 00O N O (10D 0O N OEeO

1025;Luminara Worldwide 814 F.3d at 1353egents of Uni. of Minnesota, 717 F.3
at 936. Accordingly, the Court rejects Plaintiffs’ contention that the portiohshe

specificationat issueare merelydescribing preferred embodiments.

Plaintiffs also argue that an examination of the prosecution history for the

patent demonstrates that the Court should reject Defendants’ proposed constfDoiop.

No. 113 at 9; Doc. No. 123 at2l) Plaintiffs note that during the prosecution of the ’
patent, earlier proposed claims contained languagelaiming a “polycationic

multichromophore,” but the “polycationidanguage was removed from the claims

ultimately issued. Id. (citing Doc. No. 1135, Ex 12).) In3M Innovative Properties Co.

v. Avery Dennison Corpthe Federal Circuit found that “[@foadening claim amendme

made during th@rosecution history of thepftentat issuejsupport[ed]a plainmeaning
construction of claim 1 withouthe limitation that was removed] 350F.3d at 1372 But
3M is distnguishable There is nothing in th&M decision showing that the patent at is
in that case contained statements in the specification describing the limitation at is
feature of thenvention as whole. In contrast, here, despite the fact that the claim
amended during the prosecution history, the specification that issued contain
statements explaining that thaultichromophore system in the invention is polycatio
The Federal Circuit has held in several sad@at such statements in the specificaf
describing the invention as a whole limit the scope of the inven@®PacingTechs,
778 F.3d afl025 Luminara Worldwide, 814 F.3d at 1353; Regents of UniWiminesota
717 F.3d a®36 see als®hillips, 415 F.3d at 131{&xplaining that the prosecution histd

“often lacks the clarity of the specification and thus is less useful for claim consti

purposes”). In addition, the Court notes that the prosecution historyestarhbiguou
as to why the amendments at issue were made. Accordingly, the Court rejects P
reliance on the prosecution history.

Finally in support of its proposed claim construction, Plaintiffs also rely on ext

evidene, specifically expert testimony. (Doc. No. 113 at 8.) Butxtfe]sic evidence

may not be usedd contradict claim meaning that is unambiguous in light of the intr
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evidence?” Summit 6, 802F.3d at 1290seeBell Atl. Network, 262F.3d at 1269. Th

specification contains clear language describing the invention as a whole and ex

that theclaimedmultichromophore system is polycationic. Accordingly, Plaintiffs ca
use extrinsic evidence to contradict this clear disclaimer contained in the specificat

In sum, the Court adopts Defendants’ proposed construction for this clainatef
the Court rejects Plaintdf proposed construction for this claim term. The Court cons
the term “multichromophore system” as “a polycationic multichromophore.”

iil. “water-soluble conjugated polymer”

Plaintiffs proposé¢hat the term “watesoluble conjugated polymebe construed 3
“a conjugated polymer that is water soluble at the time the sample is contacted
light-harvesting multichromophore system in the performance of the méth@ibc. No.
113 at 10.) Defendants propose that this term be construeal @gionic conjugate
polymer capable of being dissolved in water at the time the multichromophore sy
formed’ (Doc. No. 111 at 7.Here, the parties dispute whether¢he@med “watersoluble

conjugated polymertnust be water soluble at the time the multichromophore syst

formed or at the time the sample is corgdetith the multichromophore systerBecause

the parties dispute the scope of this claim term, the Court must réselparties’ dispute.

SeeO2 Micro, 521 F.3d at 1361Eon 815 F.3d at 1318.
A review of the claimlanguage resolves the parties’ dispute as to this claim

Claim 1 ofthe '799 patent is a method claihat includeghe step of “contacting a samyg
with a light harvesting multichromophore systtm’799 Patent at 21:583. This
contacting step includes theater-soluble conjugated polymelimitation. Id. at 21:55.
Thus, under the plain language of the claim 1,“tisater-soluble conjugated polyme
must be water soluble at the contacting st&pcordingly, the claim language suppg
Plaintiffs’ proposed construction.

In support of their contention that th&ater-soluble conjugated polymeriust be
water soluble at the time the multichromophore system is formed and not at the co

step, Defendants note that the '799 patent’s specification provides an example w
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multichromophore system is a soidbstrate such as a film. (Doc. No. 111 afciting
"799 patent at 15:287).) But the specification of the '799 patent further explains [that
“[t] he methodgof the invention] can be performed on a substrate, as well as in sojution
although the soludn format is expected to be more rapid due to diffusion issu@89
Patent ath:52-54. Claim 1of the '799 patentlaims the solution version of the invention.

In sum, the Court adopts Plaintiffs’ proposed construction for this claim term, anc

the Court rejects Defendants’ proposed construction. The Court construes thveetenm

soluble conjugated polymeds “a conjugated polymer that is water soluble at the time the

sample is contacted with the ligharvesting multichromophore system in the penianc
of the method.”

Iv.  “the polymer can transfer energy from its excited state to the signaling

chromophore to provide a greater than 4 fold increase in fluorescenc

emission from the signaling chromophore than can be achieved by |direc

excitation of he signaling chromophore in the absence of the polymer”

Plaintiffs propose that the claim terfthe polymer can transfer energy from|its
excited state to the signaling chromophtoeprovide a greater than 4 fold increas
fluorescence emission from the signaling chromophore than can be achieved by dire
excitation of the signaling chromopleom the absence of the polymer” be construed as
“the ratio of (a) the emission of thegsaling chromophore when the polymer is directly
excited with light at a wavelength that does msobstantiallyexcite the signalin
chromophore; to (b) the emission from the signaling chromopiwben the signalin
chromophores directly excited with light at a wavelength that does not substantially &xcite
the conjugated polymer is from 4dabout25.” (Doc. No. 113 all.) Defendants propose
that this claim term be construed as “the polymer can transfer energy from its excited st:
to the signaling lsromophore to provide an increase in fluorescence emission from the
signaling chromophore of more tharodd, with no upper limit, tharcan be achieved hy
direct excitation of the signaling chromophore without the polymer present.” (Do¢. No

111 at 10.)

16
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The parties’ dispute regarding the proper construction of this claim term-jsatnu(
First, the parties dispute the proper scope of the phrase “greater than 4 fold in
Second, the parties dispute the proper scope of the phrase “in the abskagqmbfmer.”
Because the parties dispute the scope of this claim term, the Court must resolvectis
dispute. SeeO2 Micro, 521 F.3d at 1361Eon 815 F.3d at 1318. The Court addreq
each of the partietvo disputes in turn below.

With respect to the phraSgreater than 4 fold increase,” the parties dispute wh¢

this phrase contains an upper limit. Plaintiffs assert that the pghaassn inherent upp

limit of about 25. (Doc. No. 113 at 13.) In contrast, Defendants assert thatdlse phs

no upper limit. (Doc. No. 111 at 11.)
The Court begins its analysis of the parties’ dispute regarding the phrase *

than 4 fold increase” by examining the claim language. Claim 1 of '799 patent pr

Creas

> part

pSES

sther
or

D

great

pvide

that: “the polymer can transfer energy from its excited state to the signaling chromopho

to provide a greater than 4 fold increase in fluorescence emisskg99"Patent at 21:5¢
59. The claim language of claim 1 of the '799 patent requires that the claatyeder is
able to transfer energy to tlsggnaling chromophoréo provide a greater than 4 fg
increasein fluorescence emission. The claim language places no upper limit ¢
increasdn fluorescence emission. The claim language merely requireghéatcreass

be at least greater than 4 fold. Further, the Court notes that the Federal Circuit |

that “[o]penended claims are not inherently impraffer Andersen Corp. v. Fibe

Composites, LLC, 474 F.3d 1361, 1376 (Fed. Cir. 20@tpting Sciipps Clinic &
Research Found. v. Genentech, Inc., 927 F.2d 1565, 1572qQFetP91)) Accordingly,

the claim language supports Defendants’ proposed construction, not Plaintiffs’ pro

In support of their assertion that the phrase “greater than 4 fold increzseah
inherent upper limit of about 25, Plaintiffs rely on Federal Circuit case law holdin

openended claims have inherent upper limits Andersen Corp. v. Fiber Composit

LLC, the Federal Circuit explained that opamded claimsra permissible, andtheymay

be supported if there is an inkat, albeit not preciselknown, upper limit and th
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specification enables one of skill in the art to approach that Ilmtersen Corp. v. Fiber

Composites, LLC, 474 F.3d 1361, 1376 (Fed. Cir. 2007). Plaintiffs assert that the

evidence in the record shows that at the time of the inveapensonof ordinary skill in

the art would understand that the pleragreater than 4 fold increase” had an inhefent

upper limit of about 25 (Doc. No. 113 at 135 (citing Doc. No97-3, SwagelCC Decl.

1 50).) But the problem with Plaintiffs’ argument is that Plaintiffs have failed to prgvide

the Court with any authority holding that the inherent upper limit of an-epdad clain

term must be limited tavhat was known in the art at the time of the invention and would

not include changes to that upper limit in the future. In the absence of such authority, t

Court declines to adopt Plaintiffs’ proposed inherent upper limit of abouin2addtion,
the Court notes that Plaintiffs’ evidence does not actually support its proposal of an
limit of “about 25.” The prioartreference,which Plaintiffs primarily rely onrefers toan
increaseof “>25 times more intense than that dbtd by diect . . . excitatiori (Doc. No.
1136, Ex. 16 at 437.) Thus, the prior art reference discloses an increaseef thaa 25

fold, not an increase of about 25 fold.

UPE

With respect to the phrase “in the absence of the polymer,” the parties dispu

whether thephrase “in the absence of the polymer” requires that the polymer |s no

physicdly present in order for the comparison to be made. The parties’ disgputiee
resolved by an examination of the claim language. Claim 1 of the '799 patenésdbair
the4 fold increasen fluorescence emissidhat occurs when the polymer transfers en¢
to the signaling chromophore is compared to what is achieved “by direct excitation
signaling chromophore in the absence of the polymer.” '799 Patt2hb6-62. The word

“absence” generally means “failure to be preseonpposed to presence WEBSTERS

THIRD NEW INTERNATIONAL DICTIONARY 6 (1981); see Phillips, 415 F.3d at 1314

(explaining that “general purpose dictionaries” can be helpfuindersanding the the

widely accepted meaning of commonly understood words gt 1324 (“[A] judge who

rgy
of tt

encounters a claim term while reading a patent might consult a general purpose

specialized dictionary to begin to understand the meaning of the term, beforemg\tlesy

18
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remainder of the patent to determine how the patentee has used the tEnos, the plain

language of the claims in the 799 patent supports Defendants’ proposed construct

Defendants’ proposed construction is further supported by the specificatia.

799 patent’s specification similarly statesntegrated fluoresmnce emission at this rat

ion.

0]

was~ 4 fold greater than that of the directly excited (480 nm) probe in the absence ¢

polymer 1”6 '799 Patent at 18:148; see alsad. at 19:23. Accordingly, both the claim
language and the specification of the '799 pateupport Defendants’ proposed

construction with respect to the phrase “in absence of the polymer.”

In sum, the Court adopts Defendants’ proposed construction for this clainatem,

the Court rejects Plaintdf proposed construction for this claim teriithe Court construg

S

the term “the polymer can transfer energy from its excited state to the signaling

chromophore to provide a greater than 4 fold increase in fluorescence emission from t

signaling chromophore than can be achieved by direct excitafiothe signaling
chromophoe in the absence of the polymer” as “the polymer can transfer energy fr

om it

excited state to the signaling chromophore to provide an increase in fluorescence emiss

from the signaling chromophore of more than 4 ftidn can be achieved by dirg
excitation of the signaling chromophore without the polymer pregent.”

V. “polymer”

ct

Plaintiffs propose that the term “polymer” be construed as “a chemical compoun

made up of many repeated subunits.” (Doc. No. 113 at 1&f¢nDants propose that the

6 Plaintiffs argue that the specification provides an example where the where sg®amquantity
was measured with the polymer still present in the solution. (Doc. No. 113 at 12 (cgh@atent g

18:6349:1).) Plaintiffs are incorrect. In the cited passage, the specificatiorogdesstate in the next

t

sentence that: “IBect excitation of the signaling Oligo* (480 nm), in the absence of polymer 1, only

provided an gproximate 4 fold sensitization of the intercalated’EB99 Patent at 19-B. Thus, in this
example, the relevant measurement was also made in absence of the polymer.

! The Court slightly alters Defendants’ proposed construction to delete #segho upper limit.’
Further. he Court notes that at this time the Court is merely construing the disputed clairfréenrttse
'799 patent as is proper at tMarkmanstage of an action for patent infringement. The Court’s dec

sion

at claim construction stuld in no way be interpreted as resolving any potential disputes the partigs ma

have regarding enablement or written description issues.

19
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term be construed as “a molecule with two or more monomeric repeat units.” (Doc. N
111 at 14.) Here, the parties dispute whether the claimed “polymer” can include as few
two repeat unitsBecause the parties dispute the scope of this claim term, the Court mu
resolvethe parties’ disputeSeeO2 Micro, 521 F.3d at 1361Eon 815 F.3d at 1318.

The Court begin its analysis of the parties’ dispute by examining the claim languag

A review of the claim language does not resolve the parties’ dispute. For example, clai
1 of the '799 patent claims a method that utilizes, among other comporenatef
soluble conjugated polymer.” '799 Patent at 21:55. The claim language does not descr
the size of the polymer.
A review of the specification resolves the partidispute. The specification of the
799 patent provides in describing a preferred embodiment:
The particular size of this polymer is not critical, so long as it is able to absorb
light and transfer energy to signaling chromophores brought into proximity.
Typical values of “n” fall within the range of two to about 100,000.
799 Patent at 11:665. Here, the specification describes a preferred embodiment wher
the polymer may include as few as two repeat units. Defendants’ proposed constructi
includes thispreferred embodiment; Plaintff proposed construction excludes this
preferred embodiment. “[A¢onstruction which exclwesb [a] preferred embodiment |s
‘rarely, if ever correct.” PPC Broadbandnc. v. Corning Optical Comme$s RF, LLC
815 F.3d 747, 755 (Fed. Cir. 201&arcordAdams Respiratorfherapeutics616 F.3d a
1290.

—r

In support of its proposed construction, Plaintiffs attempt to rely on extfinsic
evidence, specifically the definition of “polymer” provided in an Organic Chemistry
textbook. (Doc. No. 113 at 15 (citing Doc. Nd.3-7, Ex. 17).) But “[ektrinsic evidence
may not be usedd contradict claim meaning that is unambiguous in light of the intrinsic
evidence? Summit 6, 802F.3d at 1290seeBell Atl. Network, 262F.3d at 1269. The

specification of the '799 patent discloses that the polymer can include as fewrap&ab

units. See'799 Patent at 11:665. Plaintiffs may not attempt to rely on extrinsic evidence

20
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to contradict this disclosure in the specification.

In sum, the Court adopts Defendants’ proposed construction for this term, &
Court rejects Plaintiffs’ proposed construction. The Court construes the term “pbo
as “a molecule with two or more monomeric repeat units.”

B. The '673 Patent and th#13 Patent

The '673 patent is entitled “Aggregation Sensor and Solutions and Kits Comy

the Same,” and '113 patent is entitled “Methods and Compositions for Assaying a {
for an Aggregant.” U.S. Patent No. 8,110,673, at (54) (filed Feb. 7, 2012); U.S. Pat

ind tt

yme

Drisin
Samyf
ent N

8,835,113, at (54) (filed Sept. 16, 2014)he '673 Patent and the '113 Patent shafe a

common specification,ral the inventions disclosed in the two patemtsbothrelated tg
“aggegation sensor useful for the detection and analysis of aggregants in a sam
methods, articles and compositions relating to such a sensor.” '673 Patent28;1123
Patent at 1:334.

In explaining the background of the invention, the specification for the 'y
provides:

Methods for the detection of biomolecules such as nucleic acids are highly
significant not only in identifying specific targets, but also in understanding
their basic function. . .

Conjugated polymers have proven usefs light gathering molecules in a
variety of settings.Conjugated polymers soluble in polar media have proven
particularly useful. Watesoluble conjugated polymers such as cationic
conjugated polymers (CCPs) have been used in bioassays to improvg
detetion sensitivity and provide new routes of selectivity in analyzing
biomolecules.

There is a continuing need in the art for methods of detecting and analyzing
particular biomolecules in a sample, and for compositions and articles of
manufacture useful in such method#$ere is a need in the art for novel CCPs,
for methods of making and using them, and for compositions and articles of
manufacture comprising such compounds.

'673 Patent at 1:3981.
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Claim 1 of the 673 patent claims:

1. An aggregation sensor soluble in a polar medium comprising:
(a) a conjugated polymer comprising

a plurality of first optically active units forming a conjugated
system, having a first absorption wavelength at which the first
optically active units absorbs light to form excited state, and

a plurality of solubilizing functionalities; and

(b) one or more second optically active units that can receive energy
from the excited state of the first optically active unit;

said aggregation sensor comprising at least threeofitgtally active
units per second optically active unit;

wherein the second optically active unit is grafted to the conjugated
polymer.
'673 Patent aB7:4660.
Claim 1 of the '113 patent claims:

1. A method of assaying a sample for an aggregantétieod comprising:
(a) combining the sample with an aggregation sensor comprising

(i) a polymer comprising a plurality of first opticalytive units
forming a conjugated system, having fast absorption
wavelengthat which the first opticallyactive units absorb light
to form an excited state thaan emit light of a first emission
wavelength, and plurality of solubilizing functionalities; and

(i) one or more second optically active units that caceive
energy from the excited state of the fogtically active unit;

wherein said aggregation sensor comprises at least finsee
optically active units per second optically actweit and the
second optically active unit is graftedthee conjugated system;

(b) contacting the sample with ligbt the first absorptiomwavelength;

22
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and

(c) detecting the optical properties of the aggregatiososdn assay
the sample for the aggregant.

'113 Patent at 37:367.

I “‘aggregation sensor

Plaintiffs propose that the term “aggregation sensor” be construedsaasar that

has the structural features described in the remainder of the claims.” (Doc. Nb1TJ)
Defendants propose that this term be constru&a sensor for detecting a relative incre
in the concentration of the second optically active subunit(s) in a particular volun
Increases the ability to transfenergyfrom an exited first optically active unit(s) to
second optically active unit.” (Doc. No. 111 at 16.) Here, the parties dispute wihet
term “aggregation sensor” is a limitation. Because the parties dispute the scope

claim term, the Court must resolve the parties’ disp&eeO2 Micro, 521 F.3d at 1361];

Eon 815 F3d at 1318.

The claim term “aggregation sensor” is contained within the preamb
independent claim 1 of the '673 patent and independent claihthk '113 patent. '67
Patent at 37:45; '113 Patent3at38 The Federal Circuit has explained thggjenerally,
the preanble does not limit the claims.” _Georgetown Rail Equip. Co. v. Holland B&.
F.3d 1229, 1236 (Fed. Cir. 201(guotingAllen Eng’g Corp. v. Bartell Indus., Inc299
F.3d 1336, 1346 (Fed. Cir. 2002))Hdwever,a preamble may blamiting if: ‘it recites

essential structure or steps’; claims ‘depend][ ] on a particular disputed preamble ph

antecedent basis’; the preamble ‘is essential to understand limitations or terms in th

body’; the prearhle ‘recit[es] additionastructure or steps underscoredmapgortant by the

specification’; or there was ‘clear reliance on the preamble during prosecut
distinguish the claimed invention from the prior artld. (quoting Catalina Mktg. Intf,
Inc. v. Coolsavings.com, In289F.3d 801, 808 (Fed. Cir. 2002)“The reverse is als

3 a
Ase
ne thi
a
her
of tl

e of

rase

e cla

L4

on t

0]

true. A preamble is not a claim limitation if the claim body ‘defines a structurally complete
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invention .. . and uses the preamble only to state a purpose or intended use
invention.” 1d. (quotingRowe v. Dror 112F.3d 473, 478 (Fed. Cir. 1997)) Whether

to treat a preamble as a limitation is a determination resolved only on review of th¢

. .. patent to gain an understanding of what the inventors actually invented ardhte

encompass by the claim.Td. (quotingCatalina Mktg., 289 F.3d at 808

Here, even assuming the term “aggregation sensor” is cedtaitinin the preambile
of independent claim 1 of the '673 patent and independent claim 1 of the '113%gthts
term “aggregation sensor” is a claim limitation under Federal Circuit precedent fq
reasons.First, the bodies of théwo claims depend on the term “aggregation sensor
antecedent basis. Both independent claim 1 of the '673 patent and inde@taidetof
the '113 patent claim in the body of their claim language: “[wherein] said aggre
sensor compris[es] at least three first optically active units . . . .” '673 Patenb&587

113 Patent at 37:480. Because the claims depend on the term “aggregation seng

for t

b enti

U

nt

Ir twc

for

hatiol

or” fc

antecedent basis, the term “aggregation sensor” should be construed as a lintation.

Georgetow Rail 867 F.3d a1236 Catalina Mktg., 289 F.3d at 808

Secondthe term “aggregation sensor” is essential to understanding the limit

in the claim bodyand is underscored as important by the specificafidre specificatior
for the '673 patent provides: “This invention relates to an aggregation sensor usefu
detection and analysis of aggregants in a sample, atttbds, articles and compositig
relating to such a sensor.” '673 Patent at 286accord’113 Patent at 1:334. Here,
the specification explains that the invention itself is an “aggregation serfS@atément
in the specification describing thevention as a whole limit the scope of the invent
SeePacing Techs.778 F.3d all025 Luminara Worldwide, 814 F.3d at 1353; Regent
Univ. of Minnesota, 717 F.3d &36. Further, the specification provides an expt

definition for the ternfaggregation.” The specification provides:

Definitions

8 The Court notes that the term “aggregation sensor” actually appears to be in té danhy 1
of the 113 patentSee’113 Patent at 37:38-39.
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In describing the present invention, the following terms will be employed, and
are intended to be defined as indicated below.

The term “aggregation” and the like refer to a relative increase in the
concentration of the second optically active subunit(s) of an aggregation
sensor within a particular volume, which may be a localized region of a larger
volume. The term encompasses any form of accumulation, compaction,
condensing, etc., that increases dbdity to transfer energy from an excited
first optically active unit(s) to a second optically active unit, including without
limitation alteration(s) of the conformation of a single aggregation sensor, the
bringing together of different aggregation sass or both.

'673 Patent at 4:481;accord113 Patent at 4:481. “When a patentee explicitly defin
a claim term in the pant specification, the patentee’s definition contfoldMartek
Biosciences Corp. v. Nutrinova, Inc., 579 F.3d 1363, 1380. (Ee. 2009) seePhillips,

415 F.3d at 132 [T]he specification ‘acts as a dictionary when it expressly defines {

used in the claims....””). Thus, the specifications of the '673 patent and the '113 p
not only underscore how the term “aggregation sensor” is central to the inventi
specificatios also provide an explicit definition for the term “aggregatiorfhus, the
specification also strongly supports the conclusion that the term “aggregation seng
limitation.® SeeGeorgetown Rail, 867 F.3d at236 Catalina Mktg., 289 F.3d at 808

Plaintiffs argued at the claim construction heatimafif the Court determines th

the term “aggregation sensor” is indeed a limitation, then the term should bettu\
meaning for the term set forth in the '673 patent’s specification, rather than the gn

proposed by Defendants. The Court agrees with Plaintiffs. The specificatiosm 673

patent provides: “The Aggregation Sensor. An aggregation sensor isquithat allows

for the detection and analysis of an aggregar®.73 Patent at 10:80; id. at 1:2628

(“This invention relates to an aggregation sensor useful for the detection and ang

o Indeed, it would be strange for the patentee to provide such a detailed definition femil

“aggregation” in the specification, but then have the term carry no meaning thighclaims themselves.
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aggregants in a samgle The Court adopts this descriptiah the term “aggregatio
sensor’for its constructiorof the term “aggregation sensonNevertheless, the Court al

agrees with Defendants that the Court shalgddconstrue the term “aggregatiooy itself

and give theerm“aggregation” theaneaningset forth inthe express definition for the tefm

provided in the specification'673 Patent at 4:481; '113 Patent at 4:481; seeMartek
Biosciences.579 F.3d at 1380.

In sum, the Court rejects Plaintiffs’ proposed construction for this term, and the

Court adopts in part Defendants’ proposed construction. The Court construes the te

“aggregation sensor” as “a sensor for the detection and analysis of an aggregant.

addition, the Court construes the term “aggregation” as “a relative increase

n th

concentration of the second optically active subunit(s) of an aggregation sensor Within

particular volume, which may be a localized region of a larger volume. Thel tern

encompasses any form of accumulation, compaction, condensing, etc., that incesases

ability to transfer energy from an excited first optically active unit(s) to a secondllyp
active unit, including without limitation alteration(s) of the conformation of a s

aggregation sensor, the bringing together of different aggregatisarsear both.”

Il. “the second optically active unit is grafted to the conjugated polymer

Plaintiffs propose that the term “the second optically active unit is grafted

tica

ngle

o the

conjugated polymer” be construed as “the second optically active unit is attached to tl

polymer, but is not a part of the polymer chain.” (Doc. No. 113 atDéf¢ndais propose

that the term “second optically active unit” be construed as “repeat units in a polymer cha

that can receive energy from the excited state of the first optically active uddac. o.

111 at 19.) Defendants also propose that the term “grafted to” be construed as fide sec

optically active unit is covalently attached as a polymeric side chain to a payme

backbone.” Id.)

The parties’ dispute regarding the proper construction of this claim term-jzamuo

First, the parties dispute the proper scope of the phrase “second optically activ

Second, the parties dispute the proper scope of the phrase “graftBe talise the partigs
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dispute the scope of this claim term, the Court must resolve the parties’ diSea@2
Micro, 521 F.3d at 1361Eon 815 F.3d at 1318. The Court addresses each of the p
two disputes in turn below.

With respect to the phrase “second optically active unit,” the parties dispute w
the “second optically active unit” must be repeat units in a polymer chidie. Court
begins its analysis of the parties’ dispute by examining the claim language. Claim
'673 patent provide that the “second optically active unit” is capable of receiving er
from the excited state of the first optically active unit and that the “second optidaly
unit” is grafted to the conjugated polymer. '673 Patent at 3366487:5960. The chim
language does not state that the “second optically active unit” must be repeat ar
polymer chain. Accordingly, a review of the claim language does not resolve the'y
dispute

Defendants’ proposed construction is supported Hye specification. Th
specification of the '673 patent stateddtersoluble conjugated polymers are
particular interest for this purpose because their molecular structure allows forv®
response and, therefore, optical amplification of fluorescent sighhkslarge number ¢
optically active units along the polymer chain increases the probability of light abso
relative to small molecule counterparts.” '673 Patent at-28B#ootnotes omittedsee
alsoid. at 2:5054. Here, the secification describes the optically active units as b
units along a polymer chain.Defendants have also provided the Court with extri
evidence showing that their proposed construction is also consistent with the plain n
of the term “unit” inpolymer chemistry. (Doc. No. 9%, Burgess CC Decl. | @1, Ex.
B.)

Plaintiffs argue that the Court should decline to adopt Defendants’ pro
construction because the specification describes a preferred embodiment wh
“second optically activaunit” is a fluorophore, not a polymer. The Court disagr
Plaintiffs rely on the following passage from the '673 patent’s specificatitm:some

embodiments the polymer can amplify the signal from a fluorophore to which
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transfer energy upon eiation” '673 Patent at 12:487. But here the specification i
not referring to a fluorophore aa “second optically active unit.” Elsewhere in t
specification, the specification explains that the “second optically activeroayttransfer
energy to afluorophore and refers to the fluophore as an optically active moleculenr
optically active unit Seeid. at 3:4-7 (“The second optically active units . may be use(

to transfer energy to a subsequent fluorophore, series of fluorophores, or qugchér,

U7

he

ota

20 (“Those second optically active units may transfer energy to a subsequent optica

active molecule, which is exemplified as a fluorophore, but can be a quénchémus,
Plaintiffs’ cited portion of the specification when combined with these other pasg
actually supports Defendants’ proposamhstruction, not Plaintiffsproposal. In thes
passages, the specification explains thabme embodimentthe second optically actiy
units the polymer, mayransfer energy t@ sulsequent optically active ofecule, a
fluorophore Indeed, this specific embodiment is claimed in the '673 patent. Clain
the '673 patent claims: “The aggregation sensor of claim 1, wherein the one or more
optically active units are used to transfer energy to a subsequent fluorogpdries of
fluorophores, or quench&t® Id. at 38:5154; see also’113 Patent at 38:487.

Accordingly, the Court adopts Defendants’ contention thatldiened“second optically

10 At the claim construction hearing, Plaintiffs cited to two additional passagntained within th

'673 patent’s specification in an attempt to support ttlaim construction position. First, Plaintiffs cit
to the following passage: Desirably, thepolymer is of a length and comprises a sufficient amout
repeat units contributing a first absorption wavelength so that upon excitataorsnits sufficient energ
to a second or subsequent optically active species (for example another repeattibiiting a lowe
energy absorption or a fluorophotre). .” '673 Patent at 12:452. But this portion of the specificatiq
actually supports Defendants’ proposed construction, not Plaintiffs’ proposag, tHerspecificatiol
expressly distinguishes a “unit” from “a fluorophordd. at 12:51-52.

Second, Plaintiffs cited to the following passage: “For use in an aggregation, sessaon(
optically active species having or contributing an even lower bandgap absaspised to receive ener

from such a first optically active species, and may be a repeat unit contribldmeranergy absorption

to the polymer.” ‘673 Patent at 11:59. This passage does not help Plaintiffs. Here, the specifiq
refers to an “optically active species” and states that the “second optically aeivess‘may be a reped
unit.” But the actual claims at issue use the term “second optically activengtit'second optically
active species.’See, e.g id. at 37:59.
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active unifs]” are uni(s)in a polymer chaind?

Turning to the partiedispute over the phrase “grafted to,” the Court notes t
review of the intrinsic record does not resolve the parties’ dispute. The clajoats,
does not explain what is meant by the term “grafteddes”673 patent at 37:580, and
the phrase “grafted to” does not appear anywhere in the specific@gengenerallyd. at

1:26-35:32. In support of their proposed constructions, the parties rely on competing
testimony and competing dictionary ohetions. (Doc. No. 113 at 190 (citingDoc. No.
97-3, SwagerCC Decl. {1 76, 8QDoc. No. 1137, Ex. 18); Doc. No. 111 at 2P1 (ating
Doc. No. 974, BurgesCC Decl. 1165-66, Ex. ©.) The Court agrees with Plaintiffs th
Defendants’ proposed construction is unduly restrictive. Accordingly, the Court ;
Plaintiffs’ contention that “grafted to” means “attached to.”

In sum, the Court adopts in part Plaintiffs’ proposed construction for these
and the Court adopts in part Defendants’ proposed constrastimodified for these term
The Court construes the tersetond optically active uriias “unit(s) in a polymer chair
that can receive energy from the excited state of the first optically active unit.” In ad
the Court construes the term “grafted to” as “attached to.”

ii. “the [conjugatebbolymercomprises a sufficient amount of repeat u

to provide dtwo/three/four/five}fold or greater increase in emissioom an

optically active species to which it can transfer energy

nat a

—

expe

at

adopt

term:

S

—

ditio

nits

Plaintiffs propose that the ternth€e [conjugated] polymer comprises a sufficient

amount of repeat units to provide a [two/three/four/fifcddl or greater increase

emission from an optically active species to which it can transfer énsegpnstrued a

1 The Court agrees with Plaintifteat Defendants’ proposed construction should be modifig
remove the phrase “repeat units.” Such a modification is proper under the doctlane afifferentiation
because dependent claim 23 of the '113 patent claims: “The method of claim 1, wheagigrégatior
sensor contains one second optically active unit.” ’113 Patent at-2#0:1®ccordingly, the Coul
removes the phrase “repeat units,” and replaces it with the word “unigggEli Lilly & Co. v. Teva
Parenteral Medicines, In@45 F.3d 1357, 1371 (Fed. Cir. 2017) (“The doctrine of claim differentia
. . presimes that dependent claims apénarrower scope than the independgaims from which they
depend.”).
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“the ratio of (a) the observed fluorescence intensity from a signaling chromophcine

as the second optically active unit) when the repeat units in the polymer are dxeitdhy; ¢
to (b) the observed fluorescence intensity from the signaling chromophore wh
signaling chromophore in the system is directly excited. This ratio is from 2 to an in
limit of about 25.” (Doc. No. 113 at 20.) Defendants propose that this claim te
construed as “the (conjugated) polymer comprissafficient amount of repeat units
provide an increase in emission that is 4w, threefold, four-fold, five-fold, or more
with no upper limit, from an optically active species to which it can transfer eneaqy
can be achieved by direct excitation of the second optically active unit(s) withg

polymer present.” (Doc. No. 111 at 22.)

|1~4
—~
(9]

\U

en tt
here

rm b

/, th

ut th

The Court notes that the partietispute over this claim term is similar to their

dispute over the term:the polymer can transfer energy from its excitedesta the
signaling chromophore to provide a greater than 4 fold increase in fluorescence e
from the signaling chromophore than can be achieved by direct excitation of the si
chromophoe in the absence of the polymer” contained in the '798npaAs with that
term, te parties’ dispute regarding the proper construction of this claim term-gain
First, the parties dispute the proper scope of the ptifase/three/four/five}fold or
greater increas’ Second, the partiedispute whetér this claim term requires that t
relevantmeasurement must be made without the polymer phiysimadsent.Because th
parties dispute the scope of this claim term, the Court must resolve the parties’ ¢
SeeO2 Micro, 521 F.3d at 136Eon, 815F.3d at 1318. The Court addresses each @

two disputes in turn below.

With respect to the phraSgwo/three/four/five}fold or greater increas” the parties
dispute whether this phrase contains an upper limit. Plaintiffs assert that thehalseas
inherent upper limit of about 25. (Doc. No. 113 at2ZA0Q In contrast, Defendants ass
that the phrase has npper limit. (Doc. No. 111 at 2P In support of their respectiy
positions, both parties rely on the arguments they made in supptreiofproposd

constructions for the similar term in the 799 patditoc. No. 113 at 2@1; Doc. No. 111
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at 2223.) Following the Court’s reasoningith respect to the '799 patent, the Cdg

accepts Defendants’ contentions regarding the phiasa/three/four/five}fold or greater

increag,” and the Court rejects Plaintiffs’ contentions.

The claim language states that the polymer comprises a sufficient amount o
units to provide a[two/three/four/five}fold or greater increa&s in fluorescencemission.
'673 Patent aB7:61-65; '113 Patent aB7:6238:44 The claim language places no up
limit on the increase in fluorescence emission. Accordingly, the claim langupgerts
Defendants’ proposed construction, not Plaintiffs’ prapos

Further, in support of their assertion that the phrase “greater than 4 fold inc
has an inherent upper limit of about 25, Plaintiffs rely on Federal Circuit case law h
that operended claims have inherent upper linaitel evidence purpods/ showingthat
at the time of the invention @&HOSITA would understand that the phr
“[two/three/four/fiveHold or greater incre@s would havehad an inherent upper limit
about 25. (Doc. No. 113 at 20) But the problem with Plaintiffs’ argumeis that
Plaintiffs have failed to provide the Court with any authority holding that the inherent

limit of an operended claim term must be limited to what was known in the art at the

of the invention and would not include changes to that ujppé in the future. In the

absence of such authority, the Court declines to adopt Plaintiffs’ propdsaemt uppe|
limit of about 25. In addition, Plaintiffs’ proffered evidence does not actually sug
Plaintiffs’ contention that there should be an upper of limit of about 38eloc. No.
1136, Ex. 16 at 437.)

Turning to the issue of whether the measurement must be made without the
present, the Court notes that unlike with the '799 patbetelevant claims of the '67
patent and the 113 patent do not include any langstageng that the measurement
made in absence of the polym&ee'673 Patent at 37:665; '113 Patent at 37:628:44
Thus, the claim language of the '673 patent and'Xh8 patent does not support ti
portion of Defendants’ proposed construction. In support of their contention th

Court’s construction for this term should still require that the measurement is made
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the polymeipresentDefendants cite to the following passage in the specification:

Desirably, the polymer is of a length and comprises a sufficient amount of
repeat units contributing a first absorption wavelength so that upon excitation
it transmits sufficient energy to a second or subsequent optically active specie
(for example another repeat unit contributing a lower energy absorption or g

fluorophore) so as to achieve a 50% or greater increase in light emission from

the fluorophore than can be achieved by direct excitation of the fluomphor
in the absence of polymer. . The polymer can desirably be of a length and
comprise a sufficient amount of a repeat units of interest to provide-a two
fold, threefold, four-fold, five-fold, or greater increase in emission from an
optically active species to which it can transfer energy.

'673 Patent at 12:487. But, here, the specification is describprgferred embodimesit
Seeid. at 12:45 (“In some embodiments . . . ."]l] t is improper to read limitations fro

a preferred embodimentlescribed in the specificatiereven if it is the only

m

embodiment-into the claims absent a clear indication in the intrinsic record that the

patentee intended the claims to be so limitdd€alertrack674 F3d at 1327. Here, the

re

IS no such clear inditi@n that the patentee intended the claims to limited in manner

proposed by Defendants.Accordingly, the Court declines to adopt the portion of

Defendants’ proposed constructicgquiring that the measurement be made without
polymer present.
In sum, the Court adopts Defendants’ proposed construction for this term i

the

n pat

and the Court rejects Plaintiffs’ proposed construction. The Court construes tHeherm

[conjugated] polymer comprises a sufficient amount of repeat units to provide

[two/threetour/five]-fold or greater increase in emission from an optically active sp

ecies

to which it can transfer energy” be construed as “the (conjugated) polymer comprises

sufficient amount of repeat units to provide an increase in emission thatfisltythree
fold, four-fold, five-fold, or morefrom an optically active species to which it can tran
energy.”

I

I
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V. “plurality of solubilizing functionalities”

Plaintiffs proposethat the term “plurality of solubilizing functionalitiesbe
construed as “chemical functional groups that, taken together, rendeiyhepsolublg
in a polar medium.” (Doc. No. 113 at 21.) Defendants propose that this teondteied
at “two or more chemical functional groups that increase polymer &bluioi polar
media.” (Doc. No. 111 at 23.) Here, the parties dispute whether the claimeditiptufr
solubilizing functionalities” renders the polymer soluble in a polar medium or s
increases the polymer’s solubilitifecause the parties dispthe scope of this claim tern
the Court must resolvihe parties’ dispute SeeO2 Micro, 521 F.3d at 1361Eon, 815
F.3d at 1318.

Both parties rely orihe specification of the '673gtent to support their position.

The specification providesThe [cajugated polymerfontains a sufficient density

solubilizing functionalities to render the overall polymer soluble in a polar medi&n3’
Patent at 13:444. The specification further provides: “The [conjugated polys
comprise polar groups as gbllizing functionalities linked to polymer subunits to incre
polymer solubility in polar media.Id. at 13:6366. Plaintiffs argue that the first passs
supports their proposed construction, (Doc. No. 113 at 21), while Defisnal@ue thg
the second supports their proposed construction. (Doc. No. 111 at 23.) Plaintiff
that the Court should adopt Plaintiffs’ proposed construction because it is based
specification’s initial description of thsolubilizing functionalities rather than a latq
statement that simply provides further detail as to the solubilizing functionalitiexc.
No. 123 at 9.) Th€ourt agrees with Plaintiffs.

As a result, the Court adog®aintiffs’ proposed construction for this term, and
Court rejectdDefendantsproposed construction. The Court construes the term “plu
of solubilizing functionalities” aschemical functional groups that, taken together, ren
the polymer soluble in a polar medium.”

I
I
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V. “polymer”

Plaintiffs proposehat the term “polymer” be construed as “a molecule with n
monomeric repeat units.” (Doc. N©13 at 22) Defendants propodéat this term bg

construed as “a molecule with two or more monomeric repeat’u(isc. No. 111 at 23.

Here, the parties again dispute whether the term “polymer” can include astiewr@peat

units. Because the parties dispute the scope of this claim term, the Court musttines
parties’ dispute.SeeO2 Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318.
The Court begis its analysis of the parties’ dispute by examining the c

language. A review of the claim language does not resolve the parties’ disput
example, claim 1 of the '673 patent claims “[aln aggregation sensor” includil
conjugated polymer.” '67Batent at 37:448. The claim language does not describe
size of the polymer.

A review of the specification resolves the parties dispute. The specificatioa
'673 patent provides in describing a preferred embodiment:

The particular size of thpolymer is not critical, so long as it is able to absorb
light in the relevant region.In some embodiments, the polymer (which
includes oligomers) also desirably is able to transfer energy to a fluorophore
.. .An oligomer has at least two repeataathromophoric mit . . . .
'673 Patent at 13:43. Here, the specification describes a preferred embodiment
the polymer maype an oligomer and may include as few as two repeat units. Defer
proposed construction includes thigreferred embodiment; Plaintif proposec
construction excludes this preferred embodiment. Yajstruction which exclues the
preferred embodiment is ‘rarely, if ever correcPC Broadband15 F.3d at 755accord
Adams Respiratoryherapeutics616 F.3d al290.

In sum, the Court adopts Defendants’ proposed construction for this term, &

Court rejects Plaintiffs’ proposed construction. The Court construes the term “pb
as “a molecule with two or more monomeric repeat units.”
I
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Vi. “optical properties”

Plaintiffs propose that the term “optical properties” be construed as “a pr¢
relating to the absorption or emission of light from a system, such as the fluore
spectrum or fluorescence intensity of a system.” (Doc. No. 113 ab28&hdants propos
that this term be construed a “one of the effects of a substance or medium on light
electromagnetic radiation passing through it.” (Doc. No. 111 at Bdcause the partiq
dispute the scope of this claim term, the Court mustiveshe parties’ disputeSeeO2
Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318.

Plaintiffs proposed construction is supported by the claim language of the
patent. Dependant claim 9 of the '113 patent claims a method “wherein detectir
optical properties of the aggregation sensor comprises detecting if the aggregestay
emits decreased light at the first emission wavelength.” '113 Patent at=3B:£ither,
dependent claim 10 claims a methaterein “detecting the optical properties of t
aggregation sensor comprises detecting light emission at the second emission wai/(
Id. at 38:5759. The claim language in these two claims shows that the “tgstical
properties” is related to the emission of light from the system. Thus, the claim lar
supports Plaintiffs’ proposed construction, not Defendants’ proposal.

In support oftheir proposedconstruction Defendants only rely on extrins
evidene, specifically dictionary definitions(Doc. No. 111 at 24 (citing Doc. No. 8¢
Burgess CC Decl. 13).) Defendants have failed to provide any support in the intr
record for their proposed construction. Accordingly, the Court declines to
Defendants’ proposed construction for this claim term.

In sum the Court adopt®laintiffs’ proposed construction for this term, and
Court rejectdDefendantsproposed construction. The Court construes the term “oj
properties”as “a property relatg to the absorption or emission of light from a syst
such as the fluorescence spectrum or fluorescence intensity of a system.”
I
I
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vii. “aggregant”

Plaintiffs propose that the term “aggregant” be construed as “a target biom¢
such as a nucleic acid, a peptide, a protein or a polysaccharide.” (Doc.3\at 24.)
Defendants propose that this term be construed as “a material that promotes aggrs

(Doc. No. 111 at 24.Because thearties dispute the scope of this claim term, the C

must resolve the parties’ disput8eeO2 Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318.

Both parties rely on passages in the '673 patent’s specification to suppo
respectiveproposedclaim constructions.Defendants rely on the following passage:
support of their contention that the term “aggregant” is a material that pro
aggregation. The specification of the '673 patent provides: “In the presence (
aggregant, the sensor becomes aggregated, and energy is transferred to the seaibn
active units. '673 Patent at 3:B. The specification further provides: “In principle,
sample can be any material suspected of containing an aggregant capable of
aggregaon of the aggregation sensond. at 17:61263. Thus, the specification suppd
Defendants’ proposed construction that an “aggregant” is a material that prom
causes aggregation. Defendants have also provided the Couextvitisic evidence,
dictionary definition,showing that their proposed constructisnconsistent with th
ordinary meaning of the term “aggregant.” (Doc. No.-I1®1cPherson Decl. Ex. G.)

In support of their contention that the claimed aggregrant is a target biomp
Plaintiffs rely on the following passage from the specificatio®n ‘aggregant to b
assayed may be a target biomolecule (e.g., a polysaccharide, a polynucleotitidead
protein, etc.). '673 Patent at 15:568. But, here, the specification uggsrmissive
language in explaining that the aggeey “may be a target biomolecule.ld. The
specification does not instruct that the aggregant must be a target biomg
Accordingly, the Court declines to adopt Plaintiffs’ proposed constructidhifoterm.

As a result, the Court adopts Defendants’ proposed constrastimodifiedor this

term, and the Court rejects Plaintiffs’ proposed construction. The Court construes t
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“aggregant’as “a material capable of causiaggregation.?

viil. “second solvent”

Plaintiffs propose that the term “second solvent” be construed as “a liquid oth
the solvent of claim 15 that can mix with the solvent of claim 15.” (Doc. No. t123.¥
Defendants propodbat this term be construed as “a liquid other than the solvent of
15 that dissolves a substance to form a solution.” (Doc. No. 111 aHREe) the partie
dispute whether the claimed “second solvent” must dissolve a substance to fornoa
or merely mix with the first solvent of claim 1Recause the parties dispute the scop
this claim term, the Court must resolthee parties’ dispute SeeO2 Micro, 521 F.3d 4
1361;Eon 815 F.3d at 1318.

In support of their proposed construction, Defendants rely on extrinsic e®j(

specificallydictionary definitiors for the term “solvent.” (Doc. No. 111 at 25 (citing D¢
No. 97-4, Burgess CC Decl. | 7@&xs. J, K.) Defendants argue that their propo
construction is correct because, under those dictionary definitions,utid@anienta
property of a solvent is thatig capable of dissolvingnother substanceld() In response
Plaintiffs concede that the fundamental property of a solvent is that it can dissolve
substance. (Doc. No. 123 at 10.) Accordingly, ther€Cadopts Defendants’ propos

construction. But the Court modifies Defendants’ proposed construction to now i

11°)

I the

clain

solut

e of

dlenc

O

C.

sed

anotl
ed

nclud

the phrase “capable of dissolving another substance” to better match the definitiol

provided by Defendants’ in support of their proposed construction. (See Doc.-Mg.

Burgess CMecl. § 76,Doc. No. 9711, Ex. K)

In sum, the Court adopBefendants’proposed constructioas modifiedfor this
term, and the Court rejed®aintiffs’ proposed construction. The Court construes the
“second solvent” as “a liquid other than the solvent of claim 15<glatpable of dissolvin

another substance.”

12 The Court slightly alters Defendants’ proposed constructioettertmatch the actual languags
in the specification.
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Conclusion

For the reasons above, the Court adopts the constructions set forth above.

IT 1S SO ORDERED.
DATED: March 26 2018
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