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of the University of California et al v. Affymetrix, Inc. et al Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

THE REGENTS OF THE UNIVERSITY| Case No.:17-cv-01394H-NLS

OF CALIFORNIA; and BECTON,

DICKINSON and COMPANY ORDER DENYING DEFENDANTS’

Plaintifis| MOTION FOR SUMMARY
JUDGMENT OF NON-

v. INFRINGEMENT OF THE '673

AFFYMETRIX. INC.: and LIFE PATENT AND THE '113 PATENT

TECHNOLOGIES CORR.
[Doc. No. 143

Defendand.

On April 2, 2018,Defendants Affymetrix, Inc. and Life Technologies Corp. filg

motion for summary judgment of noenfringement ofJ.S. Patent No. 8,110,673 and U,

Patent No. 8,835,113. (Doc. No. 143.) On ABfA) 2018,Plaintiffs the Regents of th
University of Caifornia, Becton, Dickinson and Comparsyirigen, Inc, and Sirigen |l
Limited filed an opposition to Defendants’ motion for sumynadgment (Doc. N0.167.)
OnMay 7, 2018 Defendants filed their reply. (Doc. Nb/5.)

The Court held a hearing on thmatter orfMay 14, 2018. Donald R. Ware, Barbal
Fiacco, and Jesse Hindmappeared for Plaintiffs. Douglas E. Lumish, Roger J. Chin
Brent T. Watsonappeared for DefendantsFor the reasons below, the Coudlnies
Defendants’ motion for summajydgmentof nonrinfringement of the '67patentand the
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'113 patent
Background

l. Procedural History
On July 10, 2017, Plaintiffs Regents and Becton, Dickinson filed a complai
patent infringement against Defendants Affymetrix and Life Technologilsging

infringement of U.S. Patent N®,085,799, U.S. Patent No. 8,110,6a3d U.S. Patent No.

nt fol

J

8,835,113 (Doc. No. 1, Compl.) On September 8, 2017, Defendants filed an answer 1

Plaintiffs’ complaint. (Doc. No. 37.)

On October 6, 2017, the Court issued a scheduling order. (Doc. No. 55.) O

November 20, 2017, the Court denied Plaintiff Becton, Dickinson’s motion
preliminary injunction without prejudice. (Doc No. 69.) On November 30, 2017, thé
issued an amended scheduling ord&oc{ No. 76.)

for a

Cour

On February 7, 2018, the Court granted the parties’ joint motion for leave for

Plaintiffs to file a first amended complaint and to modify the scheduling order. (Do
100.) On February 9, 2018, Plaintiffs filed an amended complairad@)g Sirigenand

c. N

Sirigen llas additional Plaintiffs and auhg) claims that Defendants’ products infringe four
Sirigen patentst).S. Patent No. 9,547,008, U.S. Patent No. 9,139,869, U.S. Patent N

8,575303, and U.S. Patent No. 8,455,613; (2)iagldnfringement allegabns agains
additional accused products; and (3) iaddallegations of induced infringement agai
Defendants.(Doc. No. 101, FAC.)

nst

On February 23, 2018, the Court issued a second amended scheduling order. (D

No. 105.) On March 26, 2018the Courissued a claim construction order, constry

disputed claim terms from th&99 patent,lte’673 patent, and th&.13 patent. (Doc. Na.

138) On May 1, 2018, the Court granted Defendants’ motion for summary judgm

ng

ent o

norrinfringement of the '799 patent. (Doc. No. 17®Y the present motion, Defendants

move for summary judgment of namfringement ofthe '673patentand the '113 paten
(Doc. No.157 at 1, 6§
I
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lI.  The 673 Patent and the '113 Patent

The '673 patent is entitled “AggregationrSer and Solutions and Kits Comprisi
the Same,” andhe '113 patent is entitled “Methods and Compositions for Assayi
Sample for an Aggregant.” U.S. Patent No. 8,110,673, at (54) (filed Feb. 7, 2012
Patent No. 8,835,113, at (54) (filed Sept. 16, 2014). The '673 patent and theat&af
share a common specification, and the inventions disclosed in the two patents 4
related to “aggregation sensor useful for the detection and analysis of aggrega
sample, and methods, articles aainpositions relating to such a sens50673 Patent a
1:26:28; '113 Patent at 1:324.

In explaining the background of the invention, the specification for the 'y
provides:

Methods for the detection of biomolecules such as nucleic acidsgg hi
significant not only in identifying specific targets, but also in understanding
their basic function. . .

Conjugated polymers have proven useful as light gathering molecules in 3
variety of settings.Conjugated polymers soluble in polar media hanaen
particularly useful. Watesoluble conjugated polymers such as cationic
conjugated polymers (CCPs) have been used in bioassays to improvg
detection sensitivity and provide new routes of selectivity in analyzing
biomolecules.

There is a continuingeed in the art for methods of detecting and analyzing
particular biomolecules in a sample, and for compositions and articles of
manufacture useful in such methodsere is a need in the art for novel CCPs,
for methods of making and using them, and for compositions and articles of
manufacture comprising such compounds.

'673 Patent at 1:391.
Claim 1 of the '673 patent claims:

1. An aggregation sensor soluble in a polar medium comprising:
(a) a conjugated polymer comprising

a plurality of first optically active units forming a conjugated

17-cv-01394H-NLS
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system, having a first absorption wavelength at which the first
optically active units absorbs light to form an excited state, and

a plurality of solubilizing functionalities; and

(b) one or more second optilsahctive units that can receive energy
from the excited state of the first optically active unit;

said aggregation sensor comprising at least three first optically active
units per second optically active unit;

wherein the second optically active unit is grafted to the conjugated
polymer.
'673 Patent at 37:460.
Claim 1 of the *113 patent claims:

1. A method of assaying a sample for an aggregantétieod comprising:
(a) combining the sample with an aggregation sensor comprising

(i) a polymercomprising a plurality of first opticallgctive units
forming a conjugated system, having fast absorption
wavelengthat which the first opticallyactive units absorb light
to form an excited state thaan emit light of a first emission
wavelength, andplurality of solubilizing functionalities; and

(i) one or more second optically active units that caceive
energy from the excited state of the first optically active unit;

wherein said aggregation sensor comprises at least finsee
optically active units per second optically activamit and the
second optically active unit is graftedthee conjugated system;

(b) contacting the sample with light of the first absorpti@velength;
and

(c) detecting the optical properties of the aggregatioigosdo assay
the sample for the aggregant.

'113 Patent at 37:367.

17-cv-01394H-NLS
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Discussion
l. Legal Standards
A. Legal Standards for a Motion for Summary Judgment

Summary judgment is appropriate under Rule 56 of the Federal Rules o
Procedure if the movingarty demonstrates that there is no genuine issue of méaaeti
and that it is entitled to judgment as a matter of I[&&d. R. Civ. P. 56(a elotex Corp
v. Catrett 477 U.S. 317, 322 (1986)A fact is material when, under thgoverning
substantie law, it could affect the outcome of the cagederson v. Liberty Lobby, In¢c

f Civ

al

477 U.S. 242, 248 (1986); Fortune Dynamic, Inc. v. Victoria’s Secret Stores Brand Mgmt

Inc., 618 F.3d 1025, 1031 (9th Cir. 2010A genuine issue ofmaterial fact existsvhen
the evidence is such that a reasonable jury could retrerdact for the nonmoving party

Fortune Dynamic, 618 F.3d at 1031 (intergalotation marks and citations omitte

accordAnderson 477 U.S. at 248"Disputesover irrelevant ounnecessary facts will n

preclude a grant of summary judgment.”W. Elec. Serv., Inc. v. Pac. Elec. Contract
Ass’n, 809 F.2d 626, 630 (9th Cit987).
A party seeking summary judgment always bears the initial burdestablishing

the absence of genuine issue of material facCelotex 477 U.S. at 323.The moving

party can satisfy this burden in two ways: (1) by presenting evidencedbates a
essential element of the nonmoving party’s case; or (2) by demonstthahghe
nonmoving partydiled to establish an essential element of the nonm@artyg's case the
the nonmoving party bears the burden of proving at tlthlat 32223; Jones v. Williams
791 F.3d 1023, 1030 (9th Cir. 2015%pnce the moving partgstablishes the absence ¢

genuine issue of material fact, the burden shifts tontmmoving party to “set forth, i

affidavit or as otherwise provided in Rule &fecific facts showing that there is a gend
issue for trial.” T.W. Elec. Serv., 808.2d at 630 (quoting forméied. R. Civ. P. 56(e)
accordHorphag Research Ltd. v. Garcia, 475 F.3d 1029, 1035 (9th Cir. 2007arry
this burden, the nemoving party “may not rest upon mere allegation or denials o
pleadings.” Anderson 477U.S. at 256see alsBehrensv. Pelletier 516 U.S. 299, 30
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(1996) (“On summaryudgment, . . . the plaintiff can no longer rest on the pleadings.”).

Rather, the nonmovingarty “must present affirmative evidence . . . from which a |jury

might return averdict in his favor.” Andersm, 477 U.S. at 256

When ruling on a summary judgment motion, the court must view the factisaamd

all reasonable inferences in the light most favorable to themawing party. Scott v.
Harris, 550 U.S. 372, 378 (2007)The court should not weigh trevidence omake

credibility determinations.SeeAnderson 477 U.S. at 255.“The evidence of th@on

movant is to be believedid. Further, the Court may consider other materiate@recorg
not cited to by the parties, but it is not required tesdo SeeFed. R. Civ. P56(c)(3);
Simmons v. Navajo Cnty., 609 F.3d 1011, 1017 (9th Cir. 2010).

B. Legal Standards for Patent Infringement

A patent infringement analysis proceedstwo steps. Markman v. Westviev

Instruments, Inc., 52 F.3d 967, 976 (F€&ir. 1995). In the first step, the coucbnstrues

the asserted claims as a matter of I&eeid. In the second step, tiiactfinder compare
the claimed invention to the accused devidd. “A determinationof infringement,
whether literal or under the doctrine of equivalents, is a questi@actofAllergan, Inc. v.
Sandoz InG.796 F.3d 1293, 1311 (Fed. Cir. 2015).

“The patentee bears the burden of proving infringement by a preponderahes
evidence.” Creative Compounds, LLC v. Starmark Lalés1 F.3d 1303, 131(#ed. Cir.

2011). “To prove literal infringement, the patentee must show thattieised devic

contains every limitation in the asserted clainfseven one limitations missing or no
met as claimed, there is no litemafringement.” Riles v. Shell Exploration & Prod. G
298 F.3d 1302, 1308 (Fed. Cir. 2002)\ccordingly, a courimay determine infringeme

on summary judgment ‘when no reasonable jury couldthatlevery limitation recited i

the properly construed claim either is or is not founithéaccused device.lnnovention
Toys, LLC v. MGA Entm't, Inc., 637 F.3d 1312319 (Fed. Cir. 2011).

I

I
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[I.  Analysis

Defendants argue that they are entitled to summary judgment ohinoigement

as to the '673 patent and the '113 patent because the accused products do not incl

“second optically active unit®or an “aggregation sensawithin the meaning of the '67
patent and the '113 patent. (Doc. No. 157-&t)2 In response, Plaintiffs argue that
accused products include both of these claim limitations. (Docl' Nbat 1016.)

A.  “second optically active units”

Claim 1 of the '673 patent and claim 1 of the '113 patent, the onlypemtkent

claims in the two patents, each contain lihetation of “one or more secondptically
active units;, and further provide that the “the second optically active unit is grafted
conjugatedpolymersysten.! '673 Patent at 3%4; 37:5960;’113 Patent 887:46 37:52
53. In theclaim construction order, the Court construed the term “second optically
unit” as “unit(s) in a polymer chaithat can receive energy from the excited state o
first optically active unit.” (Doc. No. 138 at 29.) The Court also constrtieel erm
“grafted to” as “attached to.{ld.)
Defendants argudat the accused products lack second optically active units.

No. 157 at 2.) In response, Plaintiffs argue that accused products iticisid#aim
limitation. (Doc. No. 172 at 222.) Plaintiffs explain that the accused products she
common base dye, which is apolymer that includes two repeat units: fluorenooxej
units and fluorene units.Id at 5(citing Doc. No. 1721, Swager Decl. {1-8, 26-32).)
Plaintiffs argue thattefluorene unitsn the accused produatsnstituteé‘second optically
active units” because they are repeat units in a polymer chain that can reeegydrem
the excited state of the first optically active units, the fluorenooxepine uldtsat (G11
(citing Doc. No. 1721, Swager Decl. | 282).) Plaintiffs have supportetheir

contentionswith citations to evidence in the record, including a declaration from

! Because claim 1 of the '673 patent and claim 1 of the 113 patent are the @ggmdént claim

in those patents, and both claims include“tdme or more second opticalfctive units” claim limitation
all of the other claims in the '673 patent and the '113 patent inthadelaim limitation.
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infringement expert, Dr. Swager. This is sufficient to create a triadle isf fact as t

whether the accused products satisfy the “second optically active units” claim dmitati

Defendants argue that Plaintiffs’ infringement analysis is faulty as a matter of law

(Doc. No.181at 4.) Defendants explain that when a claim lists elements separately, tho

claim elemens are distinct components of the patent inventionld. (citing Becton,
Dickinson & Co. v. Tyco Healthcare Grp., LP, 616 F.3d 1249, 1254 (Fed. Cir.

2010

(“Where aclaim lists elements separately, ‘the clear implication of the claim langugge’ i

that those elements are ‘distinct component[s]’ of the patented inventio8jendants

further argue that because the asserted claims of the '673 patent and {batélit 3ecite

separate elements for the claimed invention, Plaintiffs must map geparatelementg

onto distinct components of the accused produdtls) But that is what Plaintiffs and Dy.

=

Swager have done in their infringement analysis. The tagselaims list as separate

elements “a conjugated [polymer/system],” “a pluralityist optically active units,and
“one or more second optically active unit®73 Patent at 347-54; '113 Patent a87:40

46. In their infringement analysis, Plaintiffs and Dr. Swager map these elements ont

distinct components of the accused products witlto@lymerbase dye constituting the

“conjugated [polymer/system],” the fluorenooxepine units constittiadfirst optically
active units,” and th8uoreneunits constituting thésecond optically active units.{See
Doc. No. 172 at 5, 2@1; Doc. No. 1721, Swager Decl. {1-8, 2632.)

Defendants argue that the fluorene units cannot qualify as “second optically] acti

units” because they are not “attadto” the conjugated polymer as required by the Court’s

claim construction. (Doc. Nd.81 at 46.) Plaintiffs’ infringement expert, Dr. Swager,

opines “The second optically active unit(s) in the SuBaght copolymers are part o

and therefore arattached to the conjugated polyne@ntaining the first optically activie

units” (Doc. No. 1721, Swager Decl. § 33.Defendants argue that if the fluorene u
are part of the cpolymers, then they are not attached to the polymer. (Dod 8@t 5
6.) Whether the accused products satisfy tecdnd optically active units” arttie
“grafted to” claim limitations is a question of factSeeAllergan 796 F.3d at 1311

17-cv-01394H-NLS
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Plaintiffs have preseetdthe Court with expert testimony opining that #ueused prducts
satisfy these two claim limitations because the fluorene units are attached tc
polymer. (Doc. No. 172, Swager Decl. § 33.) This is sufficient to create a genuine
of fact, rendering summary judgment inappropriate. As a result, tlhet denies
Defendants motion for summary judgment of nenfringement based on the “secg
optically active units” claim limitatio.

B. *“aggregation sensor”

Claim 1 of the '673 patent and claim 1 of the '113 patent, the onlypemtkent

claims in the two patents, each contain the claim limitation of an “aggregation sé
'673 Patent at 37:46; '113 Patent at3: In the claim construction order, the Col
construed “aggregation sensor’ as “a sensor for the detection and analysis
aggregant. (Doc. No. 138 at 26.) The Court construed the taxggregant” as “a materi;
capable of causing aggregatior(ld. at 3637.) In addition, the Court construed the tg
“aggregation” as “a relative increase in g@ncentration of the second optigadictive
subunit(s) of an aggregation sensor withjpaaticular volume, which may be a localiZ
region of a larger volumeThe termencompasses any form of accumulation, compag
condensing, etc., that increasesadbdity to transfer energy from axcited first optically

active unit(s) to a second opticadlgtive unit, including without limitation alteration(s)

the ¢

ISSUE

nd

nsor.
rt
of a

erm

ed

tion,

of

the conformation of a singlaggregation sensor, the bringing together of different

2 In their opposition, Plaintiffs request that the Court find as establishechéhattused produc

include “second optically active units” pursuant to Federal Rule of Civil Procé@(ge¢ (Doc. No. 172

at 12.) The Court denies Plaintiffs’ request. Rule 56(g) provides: “Ifiine does not grant all the reli

requested by the motion, it may enter an order stating any material factt is.nthtagenuinely in dispute

and treating the fact as established in the case.” At this stage in the prgsesith discovery ongoing
Plaintiffs have failed to establish that it is undisputed that the accused priodlade “second opticall
activeunits.” In addition, the Court notes that Plaintiffs did not crogs/e for summary judgment, af
Rule 56(g) is written with permissiyanguage.

3 Because claim 1 of the '673 patent and claim 1 of the 113 patent are the @ggmaent claim

in those patents, and both claims include*dggregation sensor” claim limitation, all of the other clal
in the '673 patent and the '113 patent incltiolgt claim limitation.
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aggregation sensors, or both(ld. at 26.)

Deferdants argue that Plaintiffeave failed to present an infringement theory 3
how the accused products satisfy the “aggregation sensor” claim limitation. (Doc. N
at5.) Inresponse, Plaintiffs argue ttteaccused products include this cldimitation.
(Doc. No. 172 at 1:46.) Plaintiffs explain that the accused produets “aggregatiot
sensors” because the products are intended for the detection and analysis of ag
namely cells and their antigendd.(at 12 (citing Doc. No. 172, Swager Decl. 1 14, 2
Ex. 13).) Plaintiffs further explain that cells and their antigens constitute “aggre
within the meaning of the Court’s claim construction because cells and their antig
capable of increasing the concentration of the dye molecules in the accused prody
thus their optically active units including the second optically active ,umithin a
localized region around the celld(at 13 (citing Doc. No. 172, Swager Decl. 1 338,

s to
0. 1°F

S
greg:
0,
pants
BNS &

Icts,

43).) Plaintiffs also contentthat cells andheir antigens have the capability of increasing

the ability to transfer energy from an excited first optically active unit to a secordlyy
active unit. [d. at 15 (citing Doc. No. 172, Swager Decl. 11 424).) Plaintiffs have

ti

suppated these contentions with citations to evidence in the record, including a declaratic

from their infringement expert, Dr. Swager. This is sufficient to create a triableak

sue

fact as to whether the accused products satisfy the “aggregation sensor” claim limitatior

Defendants argue that Dr. Swager’s opinions as to this claim limitation sho
rejected because his analysis is based on scientific literature rather than gnofetste
accused products. (Doc. Nd81 at 810.) But in deciding a mtion for summary

judgmentthe court must view the facts adchw all reasonable inferences in the light n

4 The Court rejects Plaintiffs’ argument that the Court’s claim constructiontfe term
“aggregation” does not require an increased ability to transfer energy. (Dod7Rl at 1415.) The
Court’s claim construabin for the term “aggregation,” which incorporated the express definition f
term set forth in the '673 patent and '113 patent’s specifications, provitles:térm encompasses

form of accumulation, compaction, condensing, etc., that increasabilityeto transfer energy from g
excited first optically active unit(s) to a second optically active’urfiboc. No. 138 at 26.)
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favorable to the nemoving party here, Plaintiffs Scott, 550 U.S. 372, 378 (2007And

“[t] he evidence of theon-movant is to be believed Anderson477 U.S. at 255As such,

the Court must believe the opinions of Dr. Swager and view them in the light mos

favorable to Plaintiffs. When examined in that light, Dr. Swaggisions are sufficient
to create a triable issue of fact as t tbliaim limitation. Defendants’ criticisms of Dr.
Swager’s opinions might serve as a basis for eeaasnination of his testimony, but they
are insufficient to establish entitlement to summary judgment on this i€efendants

have failed to provide the Court with aauthority holding that an infringement expert

must specificallyest an accused product in order to formulate an opinion of infringément.

As a result, the Court denies Defenttd motion for summary judgment of ngn
infringement based on the “aggregation sensor” claim limit&tion.
I
I
I

5 Defendantsreliance orNovartis Corp. v. Ben Venue Labs., Inc., 271 F.3d 1043, 1051 (Fed.
2001),is unpersuase. In Novartis the Federal {Ccuit determined thathe opinions of the plaintifé
infringement expert were insufficient toeatea tiable issue of fact, and the FedeCafcuit affirmed the
district courts grant of summary judgment of nrorfringement Seeid. at 105455. But the Federal
Circuit did not do so because the plaingfihfringemenexpertfailed to engage in testing of the accused
product. Rather, the Fedefircuit in Novartisexplained thathe plaintiff’s evidence was insufficient
becausdhe infringement expert based the valet infringementopinion on a computer molldut the
record wasdevoid of anyindicatiori’ of the basis for the expéstcomputer modelld. at 1050. As such,
the Federal Circuit determined that the exXjg opinions lacked a proper factdalindation. Seeid. at
1050-55.

6 In their opposition, Plaintiffs request that the Court find as establishechéhattused products
include an “aggregation sensor” pursuant to Federal Rule of Civil Procedure 56(g). (OD&Z2Ntl6.)
The Court denies Plaintiffs’ request. Rule 56(g) provides: “If the court does not Hrdre eelief
requested by the motion, it may enter an order stating any material factt is.nthtagyenuinely in dispute
and treating the fact as established in the case.” At this stage in the prgsesith discovery ongoing
Plaintiffs have failed to establish that it is undisputed that the accused pgrotlatie an “aggregatian
sensor.” In addition, the Court notes that Plaintiffs did not cnosse for summiy judgment, and Rul
56(Q) is written with permissivianguage.
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Conclusion
For the reasons above, the CalehiesDefendantsmotion for summary judgmet
of nonrinfringement of the 673 patent and the '113 patent
IT IS SO ORDERED.
DATED: May 14, 2018

A
(dbe

UNITED STATES DISTRICT COURT
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