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of the University of California et al v. Affymetrix, Inc. et al Doc

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

THE REGENTS OF THE UNIVERSITY| Case No.:17-cv-01394H-NLS
OF CALIFORNIA; and BECTON,
DICKINSON and COMPANY

Plaintiffs,

CLAIM CONSTRUCTION ORDER

FOR THE '613 PATENT, THE 303
PATENT, THE '869 PATENT, AND
V. THE '008 PATENT

AFFYMETRIX, INC.; and LIFE
TECHNOLOGIES CORR.

Defendand.

In the present actio®laintiffs the Regents of the University Galifornia, Becton,
Dickinson and Companysirigen, Inc, and Sirigen |l Limited assert claims of pats

infringement against Defendants Affymetrix, Inc. and Life Technologies Calipging

infringement of U.S. Patent No. 8,455,613, U.S. Patent No. 8633J.S. Patent Na.

9,139,869andU.S. Patent No. 9,547,008(Doc. No. 101, FAC 1 8215.) OnJune 15

1 In this action, Plaintiffs also assert claims of patent infringement against Defendan
infringement of U.S. Patent No. 9,085,799, U.S. Patent No. 8,110,673, and U.S. Patent No. 8
(Doc. No. 101, FAC 11 5841.) TheCourt issued a prior claim construction order for the '799 paten
'673 patent, and the '113 patent on March 26, 2018. (Doc. No. 138.) In addition, on May 1, 2(

Court granted Defendants’ motion for summary judgment ofinfsimgement of the799 patent. (Dog.

No. 170.)
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2018 the parties filectheir joint claim construction prehearing statemechart, anc
worksheetjdentifying thedisputed claim terms from tHé13 patent, the303 patent the
‘869 patent, and the '008 patent. (Doc. N185) OnJuly 2Q 2018 the parties each file
an opening claim construction brief. (Doc. Nos. 219, PPih August 3 2018 ,the parties
each filed aesponsive claim awstrudion brief. (Doc. No. 252, 2580n August 30, 2018
the Court issued a tentative claim construction order. (Doc2 ).

The Court held a claim construction hearing on August 31, 2018. Donald R.
Barbara Fiacco, and Jesse Hindman appeared for Plaintiffs. Douglas E. Lumish,
G. Homrig and Brent T. Watson appeared for DefendaAfter considering the partie!
briefs, the parties’ arguments at the hearing, andeddlvant information, the Cou
construes the disputed terms frdm#613 patent, the '303 paterihe '869 patent, anthe
'008 patent.

Background

d

Ware
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On July 10, 2017, Plaintiffs Regents and Becton, Dickinson filed a complaiEt fol

patent infringement against Defendants Affymetrix and Life Technologies, all
infringement & U.S. Patent Na®,085,799, U.S. Patent No. 8,110,6a3d U.S. Patent N¢
8,835,113. (Doc. No. 1, Compl.) On September 8, 2017, Defendants filed an an
Plaintiffs’ complaint. (Doc. No. 37.)

On October 6, 2017, the Court issued a schedulingrorgDoc. No. 55.) O
November 20, 2017, the Court denied Plaintiff Becton, Dickinson’s motion
preliminary injunction without prejudice. (Doc No. 69.) On November 30, 2017, thé
issued an amended scheduling order. (Doc. No. 76.)

On Februay 7, 2018, the Court granted the parties’ joint motion for leave
Plaintiffs to file a first amended complaint and to modify the scheduling order. ([do
100.) On February 9, 2018, Plaintiffs filed an amended complairad@)g Sirigenand
Sirigen llas additional Plaintiffs and anhd) claims that Defendants’ products infringe fc
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Sirigen patentst).S. Patent No. 9,547,008, U.S. Patent No. 9,139,869, U.S. Patent N

8,575303, and U.S. Patent No. 8,455,613; (2)iagdnfringement allegationsgainst
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additional accused products; and (3) iaddllegations of induced infringement agai
Defendants.(Doc. No. 101, FAC.)

nst

On February 23, 2018, the Court issued a second amended scheduling order. (D

No. 105.) On March 26, 2018, the Court issued a claim construction order, construir

disputed claim terms from the '799 patent, the '673 patent, and the 113 patent. {Doc. N

138.) On May 1, 2018, the Court granted Defendants’ motion for summary judgment
norrinfringement of the '799 patent. (Doc. No. 170.) On May 14, 2018, the Court denie

Defendants’ motion for summary judgment of Aofringement of the '673 patent and the

'113 patent. (Doc. No. 183.)

By the present claim construction briefs, the parties request that thecGosttue
disputed claim terms fronine€613 patent, the ‘303 paterthe '869 patent, and the ‘008
patent (Doc. Nos. 219, 22) The’613patent, the ‘303 paterihe ‘869 patent, and the

'008 patent are akntitled “Reagents for Directdgéiomarker Signal Amplificatiori,and

these patents all share a common specificatldrs. Patent No. 8,455,613 (filed Jun] 4,

2013, at (54) U.S. PateniNo. 8,575,303(filed Nov. 5, 2013, at (54); U.S. Patent N
9,139,869 (filed Sep. 22, 2015), at (54); U.S. Patent No. 9,547,008 (filed Jan. 17, 2

(54). The invention disclosed in the patents at issue relate to “neutral conjugated

017),

wate

soluble plymers with linkers along the polymer main chain structure and terminal enc

capping units.” '613 Patent at (57) (abstract).
As an exemplary claim, Claim 1 of the '303 Patent provides:

1. A water soluble conjugated polymer having the structure of Fol(ha)ia

17-cv-01394H-NLS




© 00 N oo 0o b W N B

N NN RN N NDNNNRNRRR R R B R R R
0o ~NI O 00O DD N =R O O 00O N O (10D 0O N OEeO

(a)

wherein:

each R is independently a nr@mic side group capable of imparting solubility
in water in excess of 10 mg/mL;

MU is a polymer modifying unit or band gap modifying unit that is evenly or
randomly distributed along the polymer magmain and is optionally
substituted with one or more optionally substituted substituents selected from
halogen, hydroxyl, €Ci, alkyl, C-C;, alkene, G-Ci, alkyne, G-Ci,
cycloalkyl, G-C;, haloalkyl, G-C;, alkoxy, G-Cis (hetero)aryloxy, &Cis
(hetergarylamino, (CH)(OCH,CH,),,OCHz; where each x' is independently

an integer from @0, y' is independently an integer from 0 to 50, or a C,-C®
(hetero)aryl group;

each optional linker L. and L, are aryl or heteroaryl groups evenly or

randomly distributed along the polymer main chain and are substituted with
one or more pendant chains terminated with a functional group selected fron
amine, carbamate, carboxylic acid, carboxylate, matkactivated esters,

N-hydroxysuccinimidyl, hydrazines, hydrazids, hydrazones, azide, alkyne,
aldehydes, thiols, and protected groups thereof for conjugation to another
substrate, molecule or biomolecule;

G; and Gare each independently selected from hydrogalogen, alkyne,
optionally substituted aryl, optionally substituted heteroaryl, halogen
substituted aryl, boronic acid substituted aryl, boronic ester substituted aryl,
boronic esters, boronic acids, optionally substituted fluorine and aryl or
heteroaryl gbstituted with one or more pendant chains terminated with a
functional group, molecule or biomolecule selected from amine, carbamate,
carboxylic acid, carboxylate, maleimide, activated esters; N
hydroxysuccinimidyl, hydrazines, hydrazids, hydrazones, eazalkyne,

17-cv-01394H-NLS
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aldehydes, thiols, and protected groups thereof for conjugation to another
substrate, molecule or biomolecule;

wherein the polymer comprises at least 1 functional group selected from
amine, carbamate, carboxylic acid, carboxylate, matkimactivated esters,
N-hydroxysuccinimidyl, hydrazines, hydrazids, hydrazones, azide, alkyne,
aldehydes, and thiols within1(GG;,, L1 or L, that allows, for functional
conjugation to another molecule, substrate or biomolecule;

nis an integer from 1 to aboud,D00; and
a, b, c and d define the mol % of each unit within the structure which each can

be evenly or randomly repeated and where a is a mol % from 10 to 100%, K
is a mol % from 0 to 90%, and each ¢ and d are mol % from 0 to 25%.

A4

'303 Patent a239:29240:56
Discussion
l. Legal Standards for Claim Construction
Claim construction is an issue of law for the court to decldya Pharm. USA, In¢.
v. Sandoz, In¢.135 S. Ct. 831, 838 (2015); Markman v. Westview Instr., Bt/ U.S|

370, 372 (196). Although claim construction is ultimately a question of law, “subsidiary

factfinding is sometimes necessaryl.evg 135 S. Ct. at 838.

“The purpose of claim construction is to ‘determin[e] the meaning and scope|of th

patent claims asserted to bé&imged.” O2 Micro Int’'l Ltd. v. Beyond Innovation Tech.
Co, 521 F.3d 1351, 1360 (Fed. Cir. 2008). “It is a ‘bedrock principlgatént law that

the ‘claims of a patent define the invention to which the patentee is entitled the fight 1

exclude.” Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc).

Claim terms

“is the meaning that the term would have to a person of ordinary skill in the art in questic
at thetime of the invention.”Id. at 131213. “In some cases, the ordinary meaning of

claim language as understood by a [PHOSITA] may be readily apparent even to lay|judg

and claim construction in such cases involves little more than the applicationadiéhe

accepted meaning of commonly understood wordg.”at 1314. “However, in many

17-cv-01394H-NLS
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cases, the meaning of a claim term as understood by persons of skill in the art is ng
apparent.”0O2 Micro, 521 F.3d at 1360. If the meaning of the term is not readily app
the court must look to “those sources available to the public that show what a pe
skill in the art would have understood disputed claim language to mean,” including ir]
and extrinsic evidenceSeePhillips, 415 F.3d at 1B34. A court should begin with tH
intrinsic record, which consists of the language of the claims, the patent specificatig

if in evidence, the prosecution history of the asserted paltegnsee alsd/ederi, LLC v.

Google, Inc,. 744 F.3d 1376, 1382 (Fed. Cir. 2014) (“In construing claims, this court
primarily on the claim language, the specification, and the prosecution history.”).

In determining the proper construction of a claim, a court should first look 1

language of the claimsSee Vitronics, 90 F.3d at 158Z%ee alsdtComark Commc’ns \.

Harris Corp., 156 F.3d 1182, 1186 (Fed. Cir. 1998) (“The appropriate starting pas
always with the language of the asserted claim itself.”). The context in which a di
term is used in the asserted clammay provide substantial guidance as to the meanil
the term. SeePhillips, 415 F.3d at 1314. In addition, the context in which the disy
term is used in other claims, both asserted and unasserted, may provide guidance
“the usage of a term in one claim can often illuminate the meaning of the same

other claims.”ld. Furthermore, a disputed term should be construed “consistently w
appearance in other places in the same claim or in other claims of thegatane”
Rexnord Corp. v. Laitram Corp., 274 F.3d 1336, 1342 (Fed. Cir. 2GiIpord
Microprocessor Enhancement Corp. v. Texas Instruments Inc., 520 F.3d 1367, 18]

Cir. 2008);see alsdParagon Sols., LLC v. Timex Corp., 566 F.3d 1075, 1087 Eed|

2009) (“We apply a presumption that the same terms appearing in different portiom
claims should be given the same meaning.” (internal quotation marks omitted)). Mo
“[a] claim construction that gives meaning to all the terms of the claim is preferre(
one that does not do so.Vederi 744 F.3d 1383.

A court must also read claims “in view of the specification, of which they are a

Markman 52 F.3d at 97%ee35 U.S.C. § 112(b) (“The specification shall conclude \

17-cv-01394H-NLS
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one ormore claims particularly pointing out and distinctly claiming the subject m

which the inventor or a joint inventoegards as the invention.”). “Apart from the cla

language itself, the specification is the single best guide to the meaningaohaezin.”™

Vederi 744 F.3d at 1382. For example, “a claim construction that excludes figjrede

embodiment [described in the specification] ‘is rarely, if ever, correct and wegldre

highly persuasive evidentiary support.” Adams Respiratomrdipeutics, Inc. v. Perrig

atter

174

o

Co,, 616 F.3d 1283, 1290 (Fed. Cir. 2010).

But “[tlhe written description part of the specification does not delimit the rig
exclude. That is the function and purpose of claims.” Markman v. Westview Instru
Inc., 52 F.3d 967, 980 (Fed. Cir. 1995) (en banc). Therefore, “it is improper tq
limitations from a preferred embodiment described in the specifieatwen if it is the

only embodiment-into the claims absent a clear indication in the intrinsic recordhb
patentee intended the claims to be so limit&kalertrack, Inc. v. Hube674 F.3d 1315
1327 (Fed. Cir. 2012xee als&ara Tech. Inc. v. Stamps.com In682 F.3d 1341, 134
(Fed. Cir. 2009) (“The patentee is entitled to the full scope of his clamaisywe will not

limit him to his preferred embodiment or import a limitation from the specification int
claims.”).

In most situations, analysis of the intrinsic evidence will resolve claim constrt

ht to
ment

) rea

8

o the

Ictior

disputes.SeeVitronics, 90 F.3d at 1583fevg 135 S. Ct. at 841. However, “[w]here the

intrinsic record is ambiguous, and when necessary,” district courtSratayn extrinsic
evidence, which ‘consists of all evidence external to the patent and prosecution

including expert and inventor testimony, dictionaries, and learned treatisBsvier

Integrations, Inc. v. Fairchild Semiconductor Int'l, Iné¢11 F.3d 1348, 1360 (Fed. Qi

2013) (quotingPhillips, 415 F.3d at 1317). A court must evaluate all extrinsic eviden
light of theintrinsic evidence Phillips, 415 F.3d at 1319 Extrinsic evidence may not k
used ‘to contradict claim meaning that is unambiguous in light of the intrinsic evide
Summit 6, LLC v. Samsung Elecs. Co., 802 F.3d 1283, 1290 (Fed. Cir; 26é4also0Bell
Atl. Network Servs., Inc. v. Covad Commc’ns Grp., Inc., 262 F.3d 1258, 1269 (Fe
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200]) (“[E]xtrinsic evidence . . may not be used to vary, contradict, expand, or limif

claim language from how it is defined, even by implication, ingecification or filg

the

history”); Vederi 744 F.3d at 1382 (“[E]xtrinsic evidence may be less reliable than the

intrinsic evidence.”). In cases where subsidiary facts contained in thesexgwidence

“are in dispute, courts will need to make subsidi@ctual findings about that extring
evidence.”Tevg 135 S. Ct. at 841.

“[DJistrict courts are not (and should not be) required to construe every limi
present in a patent’s asserted claim@2 Micro, 521 F.3d at 1362. In certain situatio
it is appropriate for a court to determine that a claim term needs no construction

plain and ordinary meaning appliesSeeid.; Phillips, 415 F.3d at 1314. But “[

determination that a claim term ‘needs no construction’ or has the ‘plain amcrgi
meaning’ may be inadequate when a term has more than one ‘ordinary’ meaning ¢
reliance on a term’s ‘ordinary’ meaning does not resolve the parties’ disgd@eMicro,
521 F.3d at 1361. If the parties dispute the scope of a certain claimtteythe court’s

duty to resolve the disputdd. at 1362;accordEon Corp. IP Holdings v. Silver Sprir
Networks 815 F.3d 1314, 1318 (Fed. Cir. 2016)
[I.  Analysis of theDisputed Claim Terms

A, “NHY

Plaintiffs propose that the tertNH " be construed as “arNH, group, or anNH-

group that is the product of conjugation of -&H, group to another chemical group.

(Doc. No. 221 at 6.)n their briefing, Defendants propose that the term ;Nt& construec
as ‘an-NH; group” (Doc. No. 219 at 7.Jollowing the issuance of the Cowrtentative
claim construction, at the claim construction hearing, Defendants submitted a revisg
constructiorfor the term*NH,” proposing that the term be construedas-NH, group

which maybe used in a reaction that results in-aiH group conjugated to anothg

chemical groug. Because the parties dispute the scope of this claim term, the Cour

resolvethe parties’ disputeSeeO2 Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318.

As aninitial matter and in an effort to provide context to the present cl

17-cv-01394H-NLS
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construction dpute the Court notes thabth parties’ experts agree that aftel&l, group
IS conjugated to another group, the chemical structure is no laxdgler (Doc. No. 195
3, Swager Decl. 1Y 10, 180oc. No. 1954, Burgess Decl. § 33.) The end produd
-NH-, not-NH,. (1d.)

The Courtnow turns to the claim language at issue. Claim 1 of the '303 F
claims “[a] water soluble conjugated polymer” havagtructure where “each optior|
linker L; and L, are . .. for conjugation to another substrate, molecule or biomolec
'303 Patent at 239:587. Further,dependent claim 5 of the '303 patent expressly cl:
the polymer of claim 1 “wherein optional linkeg @r L, are” a structure including “N&’
Id. at 24436-50; see als®613 Patent at 231:2, 232:8B. Here, claim 5 of the '303 pate
describes a polymer haviray linker witha -NH, group that allows the polymer to
conjugated to another substrate, molecule, or biomole&dePhillips, 415 F.3d at 131
(“[T] he usage of a term in one claim can often illuminate the meaning of the same

othe claims.”). And the partiesexperts agree that oneeNH, group is conjugated {

another group, the chemical structureN$i-, not-NH,. (Doc. No. 1953, Swager Decl.

19 10, 13; Doc. No. 198, Burgess Decl. T 33.)Thus, Defendans$ initial proposed
construction construing the terfiNH,” assimply “an -NH, groug’ would be impoper
because it fails t@acknowledgehat oncea -NH; group is conjugated to another gro
something thais expresslycontemplatedoy the claim languageahe chemical structur
becomesNH-, not-NH..

As revised, both partieslaim construction now properly refledtse fact thabnce
a -NH, group is conjugated to another grguihe chemical structure becomesH-.
Defendants argue that their revised proposed constructipreferableover Plaintiff’
proposal, because their construction properly reflbetsvhen the claims at issue refer|
“NHo,,” it is at the preconjugation stageThe Gurt agrees.For exampledependent clain
5 of the’303 patent claimlinkers with a structure including“NH," group. '303 Paten
at 24436-50. Claim 1, from which claim 5 dependgxplains that the linkers atéor

conjugatiorto another substrate, molecule or biomoleculd. at 23966-67. Thus, unde

17-cv-01394H-NLS
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the plain language of the clasnthe claims are describing the linkers at theqangjugation
stage. The claims describe the linkercasmponent®f the polymer that are then us
“for conjugatiori to another group.

Furthe, in describing the linkers, the claindgstinguish-NH- from NH,. For
example dependentlaim 4of 303 patent claims a ppiner“whereinoptional linkers L

or L, are selected from the groapnsisting of g having the structures:

X
*2

/

'303 Patent a240:66241:1Q see alsd613 Patent a231:60-65. The fact that the claim
are careful todistinguish-NH- from NH; in claiming the structures at issue furt
supports the notion that the claims when describing these structures are describig
the preconjugationstage Defendantsrevised proposed claim construction reflects
conceptwhereas Plaintiffsproposed construction does not. As a result, Defend
revised proposed constructiorpieferableover Plaintiffs proposal.

In addition,Defendantsrevisedproposedonstruction is supported by the patel
common specification. The specification provides: “In some instances, a sig
chromophore is attached to the polymer via the didup.” '613 Patent at 21-2. Here,
the specification describes using a Nitoup to attach a signaling chromophtwethe
polymer. In this passage, as in the ckiithe specification describéise NH groupas
beingat thepre-conjugaion stage As such, the specification also supports Defend:

revisedproposed construction

10
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In sum, tle Court adopt®efendantsrevisedproposed construction for thetaim
term,and the Court rejecBaintiffs’ proposeaonstruction The Courtconstrues the teri
“NH," as “an-NH, group which maybe used in a reaction that results in-i group
conjugated to another chemical grdup.

B. “polymer modifying unit

Plaintiffs propose that the term “polymer modifying unit” be construec amit in
the polymer different than the units wherein the ratios are denoted by the letters g
d.” (Doc. No. 221 at 12 Defendants argue that the claim term “polymer modifying U
Is indefinite. (Doc. No. 219 at 11.)

Section 112 of the Patent Act requires that a patent’s specification “conclud
one or more claims particularly pointing out and distinctly claiming the subject 1
which the applicant regards filse] invention.” 35 U.S.C. § 112, 1 2in Nautilus, Inc. v.
Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (2014), the Supreme Court “h[e]lq
patent is invalid for indefiniteness if its claims, read in light of the specification dehig¢

the patent, and the prosecution history, fail to inform, with reasonable certainty,

skilled in the art about the scope of the inventidBée alsad. at 2129 (“[W]e read § 112

1 2 to require that a patent’s claims, viewed in light of the specificatidrprosecutio
history, inform those skilled in the art about the scope of the invention with reas
certainty.”). Definiteness is measured from the viewpoint of a PHOSITA at the tim
patent was filedId. at 2128.

Indefiniteness is a questiarf law involving underlying factual determinatior

Teva Pharm. USA, Inc. v. Sandoz, In&89 F.3d 1335, 1341 (Fed. Cir. 201Gypen Edge

Enters., LLC v. Rubber Mulch Etc., LLC, 620 F.3d 1287, 1299 (Fed. Cir. 2010). The
challenging the validity fathe paterg-in-suit bears the burden of proving indefinitenes:
clear and convincing evidencé&eeNautilus 134 S. Ct. at 2130 n.10 (citirMicrosoft
Corp. v. i4i Ltd. Partnership, 131 S. Ct. 2238, 2242 (20EER; e.g.Tevg 789 F.3d a
1345.

11
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Defendants argue that the term “polymer modifying unit” is indefinite becaus
term has no meaning to a person of ordinary skill in the art, and the common speci
for the patent provides no guidare®toits meaning. (Doc. No. 219 at 11.) Defants
state that the term “polymer modifying unit” is not a term of art, andsinllacommonly
accepted definition. Id. at 13.) But even assuming this is true, there is no requirg
thata clam term must be a term of art lbave a commonly accepted definition in orde)
be definiteunder section 112

Defendants further argue that the common specification for the pdadst$o
provide sufficient guidance to a person of skill in the art as to the meaning of the
(Doc. No. 219 at 13.) The Court disagredhe term itself provides guidance as to
meaning. The Court agrees with Plaintiffs that each of the words used in the
“polymer modifying unit’has a common meaning that is understandable to a per
ordinary skill in the art.(Doc. No. 221 af2.) Under its plain language, the term mea
unit in the claimed polymer that modifies the polymer. Further, the specification pr

sufficient examples of how thetaimed polymer can be modifiegiving one skilled in the

art reasonable certainty regarding the scope dflthenterm. See'613 Patent ab2:1-19.

e the
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As a result, Defendants have failed to meet their burden of establishing that the claim te

“polymer modifying unit” s indefinite.
Plaintiffs’ proposed construction is supported by the claim language. For ex
claim 1 of the '303 patentlaims “[a] water soluble conjugated polymer having

structure of Formula (1a):

12
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(Ia)

wherein: . . . MU is a polymer modifying unit . . . . '303 Patert3®:2946. Here, the
claim depicts the polymer modifying unit as beagnit that is different from the units th

are denoted by the letter a, c, and Meverthelessthe Court slightly alters Plaintiff$

proposed construction to include the requirement that the unit modify the polymer.

In sum, the Court rejects Defendants’ contention that the claim term “po

modifying unit” is indefinite. The Court adopts Plaintiffs’ proposed staucted as

modified. The Court construes “polymer modifying unit” as “a unit in the polymer
modifies the polymer and is different than the units wherein the ratios are denotec
letters a, c, and d.”

C. “band gap modifying unit

Plaintiffs propsethat the term “band gap modifying unit” be construed as “a ut
the polymer that modifies the wavelengths at which the polymer absorbs or emits
(Doc. No. 221 at 14.)Defendants propose that the term be construed as “a unit
polymer that either increases or decreases the band gap of the polymer.” (Doc. N¢
17.) Because the parties dispute the scope of this claim term, the Court mustthes
parties’ dspute. SeeO2 Micro, 521 F.3d at 1361Eon 815 F.3d at 1318.

As an initial matter, the Court notes that the parties and their experts agree

definition forthe term “band gap.” Plaintiffs’ expeir. Swager, explains that: “A ‘ban
gap’is aparticularproperty of a material that refers to the energy gap between the K

occupiedmolecular orbital and the lowest unoccupied molecular orbitgloc. No. 195

13
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3, Swager Declf 31.) Defendantsexpert,Dr. Burgess, explains: “The term ‘bandjis
conceptually used to describe the gap in enbegween the highest occupied molect
orbital and the lowest unoccupied molecwdbital.” (Doc. No. 1954, Burgess Decl.
43.) In light of this agreement between the experts as to the term daaiidhe Court
construes the term “band gap” dls€¢energy gafpetween the highest occupieublecular
orbital and the lowest unoccupied molecular orljital

Turning to thefull phrase“band gap modifying unjt Defendants’ propose

construction is supported by a review of the intrinsic record. The claim language p

an initial definitionfor this claim term. For example, claim 1 of the '303 patent claifs:

water soluble conjugated polymer having thectme of Formula (Ip. . . wherein: . .|

MU is a polymer modifying unit or band gap modifying uthiat is evenly or randoml
distributed along the polymer main chain.” 303 Patent at 23989Here, he plain
language of claim 1 of the '303 patent describes the “band gap modifying unit” as a
the polymer that modifies the band gap. Further, the specification explains the me

hlar

d

rovid

y

unit

\nner

which these units modify the bandgap. The common specification proyides

“Incorporation of repeat units that decrease the band gap can produce conjugated |
with such characteristics.” '613 Patent at 52421 Here, the specification explains t
the units at issue modify the band gap by decreasing it. As such, Defendants’ p
construction providinghiat a “band gap modifying unit” is a unit in the polymer that ei
increases or decreases the band gap is well supported by the intrinsic record.
Plaintiffs argue that Defendants’ proposed constructiontiferterm “band ga
modifying unit” would be unhelpful to the jury because it uses the technical term
gap” within the proposed construction. (Doc. No. 221 at 15.) But any concerns reg

Defendants’ use of the term “band gap” in their proposed construction are alleviate(

2 In their claim construction brief, Defendants argue that the Court’sractien for the term “ban

polyr
nat
[opo:s
ther

P
“bani

yardir
1 by t

)

gap modifying unit” should cover both increasing and decreasing the band gap. (Doc. No. 219 at 18-2

In response, Plaiiffs explain that it is not their position that that the “band gap modifying unit”ldh
be read narrowly to mean only decreasing the band gap. (Doc. No. 252 at 8.) As such, tke
construction for this claim term will cover both increasing arateBesing the band gap.

14
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Court separately construing the term “band gap” based on the experts’ agree
definition. As such, the Court rejects Plaintiffs’ contention. In addition, the Court g
with Defendantdhat Plaintiffs proposed costruction is flawed because it replaces
agreed meaning of the term “band gap” with its downstrefiect. SeeDoc. No. 219 a
18.)

In sum, the Court adopts Defendants’ proposed construction for this claim ter
the Court rejects Plaintiffs’ ppmsed construction. The Court construes the téand
gap modifying unit” as “a unit in the polymer that either increases or decreases tl
gap of the polymer.”

D.  “solubility”

Plaintiffs propose that the term “solubility” be construed as “miscibla solvent

with no visible particulates.” (Doc. No. 221 at 16.) Defendants propose that th
“solubility” be construed a$ability or tendency of a substance to dissolve a solvg
(Doc. No. 219 at 20.) Here, the parties dispute whether the'setability” requires thal
thepolymer be capable of being mixed in water oagneousolution such that no visib
particulates remain. Because the parties dispute the scope of this claim terourtt
must resolve the parties’ disput8eeO2 Micro, 521 F.3d at 1361Eon, 815 F.3d at 1318

In support of their proposed claim construction, Plaintiffs argue that the co

specification for the patents at issue provides an express definition for ted&rnility.”
(Doc. No. 221 at 16.'he Cout agrees.The common specification provideddn-ionic

side groups capable of imparting solubility in water as used herein refer to side

d up
\gree
the

Lo

m, ar

1e ba

e ter

ent.”

e
e C

MMOl

grou

which are not charged and allow the resulting polymer to be soluble in water or agqueo

solutions with no vidile particulates. '613 Patent at 58-11. Here, the commor]
specification explains that the term “imparting solubility” with respect tciooit side
groups ‘as used hereiltmeans to allow “the resulting polymer to be soluble in watg
aqueous solutims with no visible particulatés. Id. Plaintiffs’ proposed constructid
properly incorporatgthis definition from the common specificatioBeeHoneywell Intl,
Inc. v. Universal Avionics Sys. Corp., 493 F.3d 1358, 1361 (Fed. Cir. 200ihen &
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patentee defines a claim term, the paeitdefinition governs, even if it is contrary to |
conventional meaning of the terrA.claim term may be defined in a particular mannet
purposes of a patent evewithout an expgtit statement of redefinn.” (citation
omitted)); Phillips, 415 F.3d at 1321 (“[T]he specificatioacts as a dictionary when
expressly defines terms used in the claims or when it defines terms by implitation.

Defendants argue that the passage at issue does not set forth a clear definitig
term “solubility” (Doc. No. 253t9.) Defendants note that the common specificatiol
the patents at issue contains a specific section entitled “definitions,” but the g
Plaintiffs rely on from the specification is natthat section, and tHeefinitions” section
does not include a definition for the term “solubility Id.(at (citing ‘613 Patent at 37:6]
41:55).) But the fact that the passagessuas not included in the “definitions” sectid
of the specification is of no consequence. In the passage at issue, the specificaf
clear definitional language when it uses the phrase “as used herein refer to
describing the noitonic side groups capable of imparting solubility in water. '613 Pj
at 54:811. In light of this language, this passage in the specification sets forth a de
even if it is not specifically found within the “definitions” section of the specification

Defendantsalsoarguethat the passage at isdaés to set forth a clear definition ft
the specific term “solubility” because the passage is merely descaibpreferred
embodiment of the claimed inventidhe “nonionic side groups” embodimen(Doc. No.
219 at 21.) The Court recognizes thatsiimproper to read limitations from a preferi
embodiment described in the specificatiegven if it is the only embodimestinto the

claims absent a clear indication in the intrinsic record that the patentee intended th

he

for

t

n for
n for

assa

3
N
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atent

finitio

ed

P clai

to be so limited.”Dealertrack674 FE3d at 1327. In addition, the Court recognizes that the

invention at issue is not limited to “naanic side groups.” But Defendants’ argument f
to appreciate the context in which the term “solubility” is used in the asserted clain
examplegclaim 1 of the '303 patent claims “[a] water soluble conjugated polymer” wh
“each R is independently a rmmic side group capable of imparting solubility in wate
excess of 10 mg/mL 303 Patent aR39:4344; see alsad. at 254:3940 (claim 27),
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262:5556 (claim 33. Claim 4 of the '008 patent uses similar language in clain
“wherein each R is a naanic side group capable of imparting solubility in water in ex
of 10 mg/mL.” '008 Patent é226:2122; see alsad. at 229:4445 (claim 9). Here, the
claim 1 of the '303 patent and claim 4 of the '008 patentthisderm “solubility” in the

context of describing “neionic side groups,” which is the exact same conteftasterm

1ing:

CeSS

Is used inthe passage at issue frothe specification Thus, the definition from t

e

spedfi cation controls in this contexfAs such, the Court rejects Defendants arguments.

Defendants further argue that Plaintiffs’ proposed construction is flaaeause i
uses the term “miscible,” which refers to the ability of liquids and gasses to(BPoc.
No. 219 at 2422.) Defendants argue that conjugated polymers are neither liquid ng
and, thus, the word “miscible” makes no sense in this contéxtat(22.) In response
Plaintiff explain that the words “mixable” and “miscible” are synonyms. (Doc. No. 2
9 n.3.) As such, the Court slightly alters Plaintiffs’ proposed construction for thiddg
use the word “mixable” instead of “misciblé.”

In support of their proposed construction, Defendants merely rely on ex
evidence, sgcifically expert testimony and dictionary definitionéDoc. No. 219 at 20
But “[e]xtrinsic evidence may not be usetb ‘contradict claim meaning that
unambiguous in light of the intrinsic evideriteSunmit 6, 802 F.3d at 129GeeBell Atl.
Network 262F.3d at 1269. The common specification contains clear langxadganing

what is meant by the term “solubility.” Accordinglpefendantscannot use extrinsic

evidence to contradict or vary this clear language contained in the specification.

In sum, the Court adop®laintiffs’ proposed construction for this claim term, @

3 The Court recognizes that the '008 patent and the ‘869 patent have claimesriharoadlyclaim
“a side group capable of imparting solubility in wéteBee, e.q.’869 Patent at 235:225; '008 Paten
at 225:2223. But even in thee claims, the claims use the term “solubility” in the context of descr
“a side group,” which is a similar context to how the term “solubility” is used ingéeification passag
at issue.

4 At thehearing, Plaintiffs stated that they did not objedhe Court replacing the word “miscibl
with “mixable” in its constructiotior this claim term
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the Court rejectdDefendants’proposed construction. The Court construes the
“solubility” as “mixable in a solvent with no visible particulates.”

E. “where the spafic signal is at least 3 fold greater than the same anti

conjugated to Pacific Blue”

Plaintiffs argue that the claim term “where the specific signal is at least 3 fotdig
than the same antibody conjugated to Pacific Blue” needs no constry@imn. No. 221
at 16.) Plaintiffs proposegin the alternative, that if this claim term must be construed
Court construe the claim term as “a specific signal that is at least 3 fold greater t
signal of the same antibody conjugated to the fluorescent dye Pacific Blue, with anti
upper limit in the range of about ZZb fold.” (Doc. No. at 17.)Defendants propose th
this claim term be construed as “a specific signal that is 3 fold or more greater tl
signal of the same antibody conjugated to Pacific Blue, with no upper’ lifiibc. No.
219 at 22.) Here, the parties dispute whether the phrase “at least three foll gpatdens
aninherentupper limitof about 2625 fold. Because the parties dispute the scope of

claim term, the Court must resolve the parties’ dsp&eeO2 Micro, 521 F.3d at 1361];

Eon 815 F.3d at 1318.

The Court begins its analysis of the parties’ dispute regarding the phrase “at
fold greater” by examining the claim language. The claim language plac@gress
upper limit on the in@ase in signal. For example, claim 21 of the '303 patent proy
“The water soluble conjugated polymer of claim 20, wherein the polymer and an
excited at about 405 nm in a flow cytometry assay where the specific signal is at

fold greater han the same antibody conjugated to Pacific Blue.” 303 Patent at 2}

term

body

jrea

, the
han t
nhere
at

nan tl

this

leas

yides:
tiboc
leas
53:6€

254:3. The claim language of claim 1 of the 799 patent requires that the signal

neral

by the polymer and the antibody be at least 3 fold greater than when the same antibod

conjugated to Pacific Blue. The claim language does not provide an upper ik

e.

claim language merely requires that the increase be at least 3 fold greaterr, Ehathe

Court notes that the Federal Circuit has held tHatpgeén-ended claims are not inheren
improper” Andersen Corp. v. Fiber Composites, L1474 F.3d 1361, 1376 (Fed. C

18
17-cv-01394H-NLS

y
r




© 00 N oo 0o b W N B

N NN RN N NDNNNRNRRR R R B R R R
0o ~NI O 00O DD N =R O O 00O N O (10D 0O N OEeO

2007)(quotingScripps Clinic & Research Found. v. Genentech, B/ F.2d 1565, 157
(Fed. Cir. 1991)). Accordingly, the claim language supports Defendants’ proj

construction, not Plaintiffs’ proposal.
In support of their assertion that the phrase “at least 3 fold gréateran inheren

upper limit of abou®0-25 fold, Plaintiffs rely on Federal Circuit case law holding t

openended claims have inherent upper limi{®oc. No. 221 at 17.)Jn Andersen Corp.

v. Fiber Composites, LLC, the Federal Circuit explained that -epeled claims ar

permissible, and “they may be supported if there is arrartigalbeit not preciseknown,
upper limit and the specification enables one of skill in the art to approach that |
Andersen Corp. v. Fiber Composites, LLC, 474 F.3d 1361,-2376Fed. Cir. 2007)
Plaintiffs assert that the evidencetime record shows that at the time of the inventig

person of ordinary skill in the art would understand that the phrase “greater than
increase” had an inherent upper limit of approximateh22@old. (Doc. No. 221 at 1{
(citing Doc. N0.195-3, SwvagerDecl.  42.) But the problem with Plaintiffs’ argument
that Plaintiffs have failed to provide the Court with any authority other than a g
citation toMarkmanholding that the inherent upper limit of an opsmded claim tern
must be limited to what was known in the art at the time of the invention and wol
include changes to that upper limit in the futuMarkmandoes not specifically addre
this issue.ln the absence of such authority, the Court declines to adopt Plaintiffs’ pra
inherent upper limit of about 225.

Further, the data relied on by Plaintiffs’ expert, Dr. Swager, doexchgally suppor
the imposition of an inherent upper limit about 2625. In his calculations, Dr. Swag
utilizes an extinction coefficient @xactly2,500,000 for the polymer dye, (Doc. No. 1!
3, Swager Decl. § 42), but the portion of the specification where Dr. Swager obtas]
numbe from actually statethat theextinction coefficient is “greater than 2,500,000.4. (
141 (citing '613 Patent at 161:2862:4).) Thus, Dr. Swager’s calculation is faulty.

In sum, the Court adopts Defendants’ proposed construction for this claim ter

the Court rejects Plaintiffs’ proposed construction for this claim tditme. Court construg
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the term “where the specific signal is at least 3 fold greater than the sdiineds
conjugated to Pacific Blue” as “a specific signal that is 3 fold or more greater th
signal of the same antibody conjugated to Pacific Btue

F. Certain Chemical Structures

The parties digute the proper constructions s®veral chemical structures claim

in the patents at issue. Plaintiffs argue that no construction of these chemitatestrisc

necessary. (Doc. No. 221 at 18.) Plaintiffs argue, in the alternative, that if the Cou
add a construction to theskemicalstructures, the structurslhould be construed to me
that “the chemical groups referred to have the chemical structures shown ar
substitutions at the positions indicated by, for example, R, R’,.af R(d. at 20.)
Defendants propose that these chemical structures be construed as “the chemical
of this unit does not show hydrogen atoms, but the structure as shown is otl
substituted only where indicated by R, R’, os R = sitefor covalent attachments
unsaturated backbone.” (Doc. No. 219 at 4.)

Plaintiffs argue that the chemical structures at issue need no construction |
line structures such as these are common in organic chemistry and fully convey to g
the entire structure of the molecule in a simple and easy to understand manner. ([
221 at 18 (citing Doc. No. 195, Swager Decl. {1 448).) But, here, the parties have
apparentlispute regarding whether the claimed structures can include sudnssitather
than at R, R’, or B (CompareDoc. No. 219 at Svith Doc. No. 221 at 1;9Doc.No. 195
3, Swager Decl. T 50 Because thegrties dispute the scope of these claimed strucii

their briefing the Court must resoltee parties’ disputeSeeO2 Micro, 521 F.3d at 1361];

Eon 815 F.3d at 1318.
The Court begisits analysis of the parties’ dispute by reviewing the claim langt

5 The Court slightly alters Defendants’ proposed construction to delete #segho upper limit.’

Further, the Court notes that at this time, the Court is merely corgsth@rdisputed claim terms from t
patents at issue as is proper at kMerkmanstage of an action for patent infringement. The Col
decision at claim construction should in no way be interpreted as resolving any paisptiges the
parties may hasregarding enablement or written description issues.

20
17-cv-01394H-NLS

an th

ed

rt mu
an
d ha

struc
nerwi

o

pecal
hemi
Doc. |

a

es

lage.

he
urt's




© 00 N oo 0o b W N B

N NN RN N NDNNNRNRRR R R B R R R
0o ~NI O 00O DD N =R O O 00O N O (10D 0O N OEeO

The claims at issue use chemical line structure drawings to define the scope ofrthe
For exampleclaim 1 of the '613 patent claims the following chemical structure: “linkg

IS

'613 Ratent at 232:2@30. In another example, claim 2% the '869 patent claims th

following chemical structure: “wherein the optional linkegsok L, have the structure:”

Rys Ras

‘869 Patent at 249:122. The partiésexperts agree thédr the claim terms at issue, t
terms “R,” “R’,” or “Rys” in the claimed structureare substitutions on the chemig
structures shown. (Doc. No. 135 Swager Decl. 45 (“the chemical groups . . . haj

substitutions at the positions indicated by R, R’, gf)RDoc. No. 1954, BurgessDecl.
1917, 2223.) Plaintiffs expert, Dr. Burgessoncedeshat the claimed structures “dd

not literally show substituestat other positions.’(Doc. No. 1953, Swager Decl. { 50|

Indeed,at the claim construction hearing, Plaintiffs concethiat the literal scope of th
claims at issue only permsubstitutionsat the positions indicated by R, R’, ogsRand
they donot permit substitutions at other place¥hus, the claim language suppdg
Defendants’ proposed construction.

Paintiffs argue that an organahiemist would appreciate that other substitutions
possible. (Doc. No. 221 at 1$ee als®oc. No. 1953, Swager Decl. § 50 But Plaintiffs

21
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fail to support this assertion with any citasao the intrinsic record. Plaintiffs fail t
identify any language in the intrinsic record suggesting that other substitotiotise
claimed structures at issaeepossible.Indeed, at the claim construction hearing, Plain
conceded thagubstitutionsat places other than R, R’, ogdare not within the literal sco
of the claims. As such, the intrinsic record supports Defendants’ proposed const

not Plaintiffs’ proposal.

0

Liffs
e

ructic

Plaintiffs also argue that Defendants’ proposed construction is improper bec

use t

language “substituted only where indicated by R, R’, 8f iliposes a negative limitatign

on the claims (Doc. No. 221 at9.) But there is no prohibition against the use of negative

limitations in claim constructiorfs.See, e.g.Eon, 815 F.3d at 13223 (construing th

claims in the context of the specification to not cover “utility meters”); In re Gabapentir
Patent Litig, 503 F.3d 1254, 125826465 (Fed. Cir. 2007) (affirming district court’s

construction for the term “adjuvants” that contained a negative limitation explaini
the term “[does not] refer to the ingredients of capsule shells or tablet coatingei8,

both parties ageeon the scope of the claim terms at issmel agredhat the chemics

structures at issue only permit substitusiorhere indicated by R, R’, or,Rand do not

permit substitution®lsewhere. Defendants’ proposed construction, which includes
negativelimitation “substituted only where indicated by R, R’, as,Rencompassethat
agreemenas to claim scope, Plaintiffs’ proposed construction does not. The jury
aided by a claim construction that provides greater clarity as to the scope of the clai
one that does notAs a result, the Court adopts Defendants’ proposed construction.

Further the later portion of Defendants’ proposed construction requiring*ha
sitefor covalent attachments to unsaturated backbowmkrestly supported by both th
claim language and the specification of the patents at idsoleexampleclaims 4, 7, 10

and 33of 303 provide: “*=sitefor covalent attachment fonsaturatejdbackbone.” 303

6 Indeedthe Court notes that Plaintiffs their proposed construction for the claim term “polyn
modifying unit,” which the Court has adopted as modified, use a negative limitation.
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Patent at241:6Q 244:35, 249:1, 252:5(57:32 accord’869 Patent at 237:61, 240
243:43, 248:45, 249:241n addition, the common specification for the patents at
provides: “*=sitefor covalent attachment fonsaturatefdbackbone.” '613 Patent at 3:5
4:8, 4:54, 5:11, 8:13, 11:48, 16:15, 25:39,15, 30:40 As such, the latter portion ¢
Defendants’ proposed construction is well supported by the intrinsic record.

In sum, the Court adopts Defendants’ proposed construction for these ch
structures, and the Court rejects Plaintiffs’ propasmustruction.The Court construes th
chemical structures at issue #se'chemical structure of this unit does not show hydrg
atoms, but the structure as shown is otherwise substituted only where indicated b
or Res * = sitefor covalent attachments fansaturatefdbackbone.”

Conclusion
For the reasons above, the Court adopts the constructions set forth above.
IT1S SO ORDERED.

DATED: September 42018 m L %VL

MARILYN LSHUFF, DlstrlctU
UNITED STATES DISTRICT COURT

! The Court notes that its construction for these chemical structures does natgRdaintiffs from|
arguing infringement under the doctrine of equivalents. “Under the doctrine of legisyaa product o
process that does not literally infringe the express terms of a patent claim may nonetheless be
to infringe if there is “equivalence” between the elements of the accused producicess and th
claimed elements of the patented invention.” Mirror Worlds, LLC v. Apple Inc., 692 F.3d 1351
(Fed. Cir. 2012) (quotinWarner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 21 (1997
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