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U

sion Technologies, Inc. v. Apollo Medical Extrusion Technologies, Inc. Do

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

MEDICAL EXTRUSION Case No.:17-cv-2150AJB (MSB)
TECHNOLOGIES, INC.
Plaintiff,]| ORDER:

v (1) SUA SPONTE AMENDING AND
APOLLO MEDICAL EXTRUSION VACATING APRIL 20, 20200RDER,
TECHNOLOGIES, INC. (Doc. No. 38); AND

Defendant
(2) DENYING PLAINTIFF'S MOTION
FOR PARTIAL SUMMARY
JUDGMENT, (Doc. No. 46)

This case involvethereview of the Trademark Trial and Appeal Board’s (“TTAL
determination that Plaintiff Medical Extrusion Technologies, Inc.’s (“Plaintiféiglemark
Is descriptive of its goods, not distinctive, and thereforeragrstrable on the Princip
Trademark Regter. Presentlpendingbefore the Court is Plaintiff's motion for part
summary judgment. (Doc. No. 46.) Defendant Apollo Medical Extrusion Technolg
Inc. ("Defendant”) opposkthe motion. (Doc. No. 48.) Plaintiff also filed a reply in supj
of its motion. (Doc. No. 49.) For the reasons set forth below, the Chusua spont
AMENDS andVACATES its April 20, 2020 order, and (DENIES Plaintiff's motion
for partial summary judgment.
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l. BACKGROUND

At the heart of the dispute, Plaintiff alleges Defendant infringed on Plaintiff's

trademark and logo. (Complaint (“Compl.”), Doc. No. 1.) In Plaintiff's first claim foefgli

Plaintiff seeks judicial review pursuant1® U.S.C.8 1071(b)of a ruling by theTTAB
denying registration d®laintiff’'s trademark. (Compf]{ 22-25.) Plaintiff's otherclaims—
which arecurrentlynot at issue-are for trademark infringement, unfair competifiand
unfair trade practicegld. 11 29-39.)

On May 7, 2013, Plaintiff filed an application to register “Medical Extrusion

Technologies{hereinafter the “Mark”pn the Principal Register under Section 1(a) of the

Trademark Act, 15 U.S.C. § 1051(a) (“Section 1(a)”), on the basis blifesand firstise

in commercé. (TTAB Decision, Doc. No. £ at 23.) The application included an

alternative claimthat the Mark hasicquired distinctiveness under Section 2(f) of
Trademark Act, 15 U.S.C.B52(f) (“Section 2(f)")? (Id. at 3.) Essentially, thiglternative

claim meant if the USPTO found the Mark descriptive andnegrstrable under Section

1(a), then Plaintiff would alternatively proceed under Section 2(f), which woula
registration even if the Mark is descriptiveso long as Plaintiff proed

distinctiveness/secondary meaniddter the Mark was approved for publication by

the

allo

he

1 Section 1(a) of the Trademark Act of 1946, 15 U.S.C. §1051(a), provides that “[t|he owner afratkgdde

used in commerce may request registration of its trademark on the principtdnedi mark is deeme
in use in commerce on goods when, among other things, “it is placed in any manreegoods or thei
containers or the displays associated therewith or on the tags or labeld #ireto.1d. § 1127. Thsg

application must include applicant’s date of first use of the mark and the date¢ o§dirsf the mark in

commerceld.
2 Section 2(f) of the Lanham Act, 15 U.S.C. § 105p(fvides that mark that is merely descriptive m

nonetheless be registered on the Principal Register if it “has becometdistof the applicant’s goods

[or senices] in commerce.” Thus, the mark may be registered on the Principal Réddiséeapplicant
proves that the merely descriptive matter has acquired distinctiveness (alsn ksoVsecondar

O

ay

y

meaning”) as used on the applicant’s goods and/or servicesimerceSee Coach Servs. Inc. v. Triumph
Learning LLG 668 F.3d 1356, 101 USPQ2d 1713, 1:BP3(Fed. Cir. 2012). Acquired distinctiveness$ is

generally understood to mean an acquired “mental association in buyers’ mindsnbistevalleged mark

and a singd source of the product.” 2 McCarthy On Trademarks And Unfair Competition 8 15:5 (4th ed.

June 2017 Update).
2
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USPTO,Defendant opposeitieregistration on the ground that Plaintiff's Mark is mer
descriptive of its goods, and so, the claim under Section 2(f) of acquiretttiisnesy
fails. (d.)
On August 18, 2017, the TTAB issued a final ruling on the Opposition Proce
against Plaintiff, refusing to register the Mafke TTAB ultimately determined that: (
the Mark was highly descriptive, and (2) Plaintiff failedshow distinctiveness. The TTA
explained that “[a] mark may be registered on the Principal Register if the applicaag
that the merely descriptive matter has acquired distinctiveness (also ksdgecondar
meaning’) as used on the applicant’'s goods and/or services in commerce.”
Decision, Doc. No. 2 at 10 (quotingCoach Servs. Inc. v. Triumph Learning LL&&8
F.3d 1356, 101 USPQ2d 1713, 1738 (Fed. Cir. 2012).) However, the TTAB found t

because the Mark was “highly descriptive,” much more evidemspecially in the

quantity of direct evidence from the relevant purchasing publiould be necessary
show that the designation had become distinctive. (TTAB Decision, Dod-XNat 30.)

Then, Plaintiff filed a Complaint in this Court appealing the TTAB decision
October 19, 2017. (Doc. No. 1.) On December 4, 2017, Defendant filed a motion to g
which was denied by the Court on April 10, 2018. (Doc. No. 11.) The Court rule
Plaintiff's appeal fromthe TTAB’s decision was timely, but thathe trademarl}
infringement, unfair competition, and unfair trade claims should be s{zsmding the
resolution of Plaintiffs TTAB appealld. at 7.) The Court held a pretrial conference
Decembe6, 2019. (Doc. No. 31.) The, theparties represented to the Court that there
a settlement imprinciple, and the Court issued a briefing schedule for Plaintiff to fil

motion for summary judgment to dispose of the appeal claim.

On January 31,020, Plaintiff filed its first motion for partial summary judgment.

(Doc. No. 33.) In the motion, Plaintiff argued the central issue is whether the &&kd

“Medical Extrusion Technologies” is descriptive of the goods produced and sq
Plaintiff. (Doc. No. 331 at 5.) As stated, th€ TAB had concluded that “Applicant

proposed mark [Medical Extrusion Technologies] is highly descriptive of Applic
3
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goods under Section 2(e)(1).” (Compl., Ex. A.) Plaintiff argued the TTAB erredhand

reasonable trier of fact could find thamedial extrusion technologi&sdescribes

Plaintiff's products(Doc. No. 331 at 7.) Plaintiff arguedtéchnologie’ are not physicg

products, nor are they descriptive of physical products, including the products sold

Plaintiff. (Id. at 5.) To support itposition, Plaintiff stated it engaged arpert linguist
who concluded “thephrase‘medical extrusion technologiess not descriptive of

Applicants [Plaintiff s] products, because it refers to the means of manufacturing| thos

products— a set of specialized processes, procedures, and equipmatiter than thg

137

products themselvés(Disner DeclarationDoc. No. 334, Exhibit 1 at 14) In addition,
Plaintiff also pointed out that the Federal Circuit has held ne Hutchinson Technology
Incorporated 8% F.2d 552(Fed. Cir. 1988)that ‘technology does not convey an
immediate idea of thengredients, qualities, or characteristics of the gbtidsed

In its statement of neapposition, Defendant stated that it did not oppose the mption

because the pia@s have agreed principleto a settlement of the matter, and dismissal of

the entire action with prejudice. (Doc. No. 34 at 1.) Defendant further provided tiadic

“subject to negotiation and execution of the full and final settlement agreenum&s inot

and shall not oppose tleatry of an Order reversing the decision by the Trademark|Trial

and Appeal Board, nor does it oppose this Court’s finding that the phrase ‘Medic:

Extrusion Technologies’ is not descriptive of any product or servitmk.4( 1-2.) Based

on the unopposed motion, the Court granted Plaintiffs motion for partial summarn

judgment on April 20, 2020. (Doc. No. 38.)

The Court held another Status Conference on May 11, 2020. Appearing that tt

parties did not reach settlement, @aurt granted Plaintiff's request to fiesecondanotion

for partial summary judgment on its first claim for review of the TTAB decision. (Doc.

No. 41.) Plaintiff filed its second motion for partial summary judgment on1Ry020,
which this timewasopposed by Defendant. (Doc. Nos. 46, 48.) The Queld a hearing
on Plaintiff’'s motion orSeptember 3, 202Q0Doc. No. 57.) Thiorder follows.
Il
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. LEGAL STANDARD

Under the Lanham Acthe unsuccessful partyefore the TTAB may appeal tl
TTAB'’s decision to the United States Court of Appeals for the Federal Circuit on the
record of the TTAB proceedingSeel5 U.S.C. § 1071(a)(4Pr, in the alternative, th
losingparty has the option of presenting additional evidence or raising addtlamas in

the United States District Court in any district where venue is pr6perid§ 1071(b)(1)

—

e
close

e

The United States Supreme Court has held that the appropriate standard of review

findings of fact made by the PTO is not the stricter “clearly erroneous” standard, but

nste:

the more deferential standard of the Administrative Procedures Act, 5 U.S.C. SefD6.

Dickinson v. Zurkp527 U.S. 150159-65 (1999) Although theSupremeCourt did not

specify whether the appropriate APA standard was “substantial evidence” or “arbitrary ar

capricious,” the Federal Circuit has determined that the “substantial evidence” standa

applies to reviews of TTAB decisiorfSee OrLine Careline, Inc. v. America Online, In
229 F.3d 1080, 1085 (Fed. Cir. 2000).

)

In anappeal to the Federal Circuit, the court reviews the TTAB’s legal conclysion:

de novo, and reviews its factual findings for substantial evid&es#\ycock Eng’'ng, Ing.

v. Airflite, Inc, 560 F.3d 1350, 1355 (Fed. Cir. 2009). But in an appeal presented
district court, the district court is an appellate reviewer of facts found by the TTAB
also a facfinder based on new evidence introducBde3 J. McCarthy, McCarthy o
Trademarks and Unfair Competition, § 21:20, atZBL(4th ed., updated21). Although

in th

and i

N

the district court’s review of the TTAB’s decision is considered de novo when the partie

present new evidence and assert additional claims, the district court also mus

I affc

deference to any factual findings already made by the TB&Bid. § 21:21. Findings of

fact made by the TTAB are given great weight and are not upset unless supparted

substantial evidencéd.; see also Zurkdb27 U.S. at 162 (1999).

“Substantial evidence is more than a mere scintilla. It means such relevant eviden

as a reasonable mind might accept as adequate to support a conclismsulidated

Edison Co. of New York v. NLRBO5 U.S. 197, 229 (1938). The possibility t
5
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inconsstent conclusions may be drawn from the same record does not render the TTAE
finding unsupported by substantial evidencere Gartside 203 F.3d 1305, 1312 (Fed.
Cir. 2000).When this standard of review is applied in the context of a motion for summan
judgment, the district court applies a deferential standard of review to the’$TiA&ings
and views new evidence in the light most favorable to the nonmoving Baefad. of
Regents of Univ. of Wis. Sys. v. Phoenix Int'| Software, & F.3d 448452 (7th Cir.
2011).
[ll.  DISCUSSION

In determining whethePlaintiff's motion for partial summary judgmerghould
granted the Court willanalyze (1) whether this Court's April 20, 202@der is still
binding, and (2) whetherPlaintiff has met its burden idemonstrating it is entitled to

summary judgment on its TTAB judicial review claim

1.  This Court’s April 20, 2020
First,in support of its motiopPlaintiff largely relies on this Court’s April 20, 202

O
o

order concluding the Mark is not descriptive of Pldiistproduct. (Doc. No. 38.Plaintiff
contends itoriginally sought registration of its Mark under Section),l\ich requires
nondescriptivenessbut does notrequire a showing of secondary meaning/acqyired
distinctiveness(Doc. No. 12 at 3.) However, Plaintiff explains an examining attorngy at
the USPTO concluded that the Mark was at least somewhat descriptRlaiaiff's
products and sopPlaintiff was “forced” to amend its application and pursue registration
under Section 2(f) instead of Section 1(&irck Edge Declaratiof“Edge Decl.”) 3.
Section 2(f) as noted above, allows registratafra markthatis descriptive as long as the
applicant can demonstrate secondary meaning/acquired distinctivEteessff argueg
that because this Court has issued an order concluding that the Mardeéscriptive, and
because the TTAB’s decision was premised on the assumption that this N&se&riptive,
Plaintiff is now entitled to registration under Section 1(a) instead of Sectipn 2(f

In opposition, Defendant contends that because Plaintiff ultimately pursued it

registration application under Section 2(f), Plaintiff has abandoned and waived it
6

17-cv-2150AJB (MSB)




O© 00 N oo o b W N B

N NN NN DNNDNNNRRRRRRRPR R RB R
0o ~NI O 00O DN NN =R O O 00O N o 009D 0O N RO

argument that Section 1(a) should apply. (Doc. No. 48 at 7.) FurtherDefendant
argues thatinder Section 2(f), descriptiveness is a-rgsue, and Plaintiff has not sho
enough to demonstrate distinctiveness/secondary meaning sufficient for su
judgment. Id. at 11..)

As a preliminary matter, Plaintiff’'s pending motion for partial summary judgt
hinges almost entirely on this Court’s April 20, 2@®20er. However, that order was isst
based on Defendant’s nampposition to Plaintiff's first motn for partial summar
judgment. Indeed, at theretrial conference on December 6, 20(@oc. No. 31) the
parties represented they had an agreemepringipleto settle and theparties suggestg
that Plaintiff file a motion for partial summary judgmea resolve the TTAB appeal al
dismiss the matter entirely. Accordingly, ésnuary 31, 2020, Plaintiff filed itsst motion
for partial summary judgment. (Doc. No. 33.) Defendant filed a statement of
opposition. (Doc. No. 34@ritically, in Defendant’s nomwpposition, Defendant explaing
“[h]aving agreed in principal with Plaintiff and its counsel to a full and final sedihémof
this matter, a settlement which shall include a dismissal of the entire action with pr
and mutual general releas of all claims, [Defendant] hereby submits its Statement of
Opposition. . . .”[d. at 1.) Defendant further provided notice that, “subject to negoti
and execution of the full and final settlement agreement, it does not and shall not
the entry of an Order reversing the decision by the [TTAB], nor does it oppose this
finding that the phrase ‘Medical Extrusion Technologies’ is not descriptive of any p

or service.” (d. at 1-2.)

Based on the motion and ropposition, the Court held “in light of the parti¢

briefing, particularly Defendant’s nempposition to Plaitiff's motion for partial summar
judgment, the CouGRANTS Plaintiff’'s motion for partial summary judgment. The Cg

concludes the phrasenedical extrusion technologiess not descriptive of Plaintiff’s

products. Such a finding is established andlibigp on all further proceedings in thi

matter’ (Doc. No. 38 at 4 (emphasis in original).) Now, it is apparent that the matt

not settle. (Doc. No. 48 at 5 n.2.) Nevertheless, Plaintiff still seeks to use the Court
7
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as a sword to argue thatstentitled to summary judgment because the Court found tf
Mark is not descriptive. However, the Court’s order was issued based on Defendan
opposition and the understanding ttiet order would work towards a final settlement
the caseTheCourt did not engage in a full analysisvdfiether the Mark was descriptiy
And, Defendant’s nowpposition was expressly conditioned on the consummation
settlement.

Appearing that this settlement did not ocdte Court recognizes the injustite
allow such an order to disadvantage Defendant without a full and fair opportumiyasg
Plaintiff’s first motion for summary judgmentherefore,n the interest of justicahe
Courtclarifiesthat its previous order was issugzhditionally,basedn the condition tha
the parties would settle. Because the condition has not occurre@pting on its owr|
motion, AMENDS and VACATES its April 20, 2020 orderSeeFederal Rule of Civi
Procedure 60(a court may sua sponteorrect and vacate aordel); Wellisch v,
Pennsylvania Higher Educ. Assistance Ageii@gse No. 1-CV-00213BLF, 2018 WL

2463088, at *2 (N.D. Cal. June 1, 2018) (noting the Court sua spmetedad its order);
Straube v. ChertoffCase No. 0-CV-1751-JMN-LS, 2008 WL 3925680, at *4 (S.D. Cal.
Aug. 22, 2008) (modifying order sua spont8jaight Path IP Grp., Inc. v. Apple Inc.

Case No. 16CV-03582WHA, 2017 WL 3967864, at *5 (N.D. Cal. Sept. 9, 20
(granting the plaintiff's unopposed motion based on the conditidimsjs, theCourt’s
April 20, 2020 order willno longer have &ainding effect in this litigationand the orde
finding thatthe Mark isnot descriptive is herebyACATED .
2.  Whether Plaintiff is Entitled to Summary Judgment
Now, having vacated its previous order, the Court will turn to the merits of Plair
instantmotion, and whether Plaintiff is entitled to summary judgment based on
Section 1(a) or Section 2(f).
a) Section 1(a)

The Court willfirst review whether the TTAB erred in its determination that Plai

could not proceed with registration under Section 1(a), requiringdasariptiveness.

8
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Without the benefit of a ruling that its Mark is not descriptive, Plaintiff has notrs
enough to establish that it is entitled to summary judgment based on Section 1
TTAB found that Plaintiff had conceded descriptiveness because it pursued its app
under Section 2(f). As noted abowaintiff initially applied for registration under Secti
1(a). Howeer, Plaintiff states that an examining attorney at the USPTO concluded t

Mark was at least somewhat descriptive of Plaintiff's products, and so, refus

registration. Because of this refus&laintiff contends itwas “forced” to amend its

applcation and pursue registration under Section 2(f) inst@smt. No. 461 at 7;Edge
Decl. | 3.)

When an applicant responds to a registratedngal based on mere descriptiven
of a markby claiming acquired distinctiveness, such amendment to seek registratior
Section 2(f) is considered an admission that the proposed mark is iahesehptive See
Yamaha Int'l Corp. v. Hoshino Gakki C&40 F.2d 1572, 6 USPQ2d 1001, 1005 (R
Cir. 1988) However, when a claim under Section 2(f) is presented in the alternaf
does not serve as an admission of mere descriptivedmda.re Thomas Nelson, In@7
USPQ2d 1712, 1713 (TTAB 2011jndeed, “[ah applicant can avoid the admissioatt
its mark is not inherently distinctive if it makes the claim of acquired distinctiveness
alternativeand files an appeal of the refusal on the basis that the mark is not inhg
distinctive (e.g., the mark is merely descriptivé)l. “| f an gpeal in the alternative resu
in a finding of descriptivenesand also the presence of acquired distinctiveness,
descriptiveness, though not conceded by the applicant, would be grésint.

Originally, Plaintiff claimedregistration undeecton 2(f) in the alternativgDoc.
No. 1-2 at 12 n.7.)Theexamining attorney at the USPTéfused registration based ol
finding that the Mark was descriptive, and Plaintiff amended its application to [
registration under Section 2(f) instead. As eth above, generally the pursuit of
application under Section 2(f) is an admission of descriptiveness. This admission
avoided if Section 2(f) was pled in the alternative. Plaintiff now@sgt never concede

descriptiveness because it pusues Section 2(f) claim in the alternative. But t
9
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“alternative” position was waived wherRlaintiff chose “not to appeal the me
descriptivenessgefusal andallowed the application to be published for opposition wi
Section 2(f) claim.(1d.) Thus,upon review of the law, the Court concludies TTAB did
not err when it concluded that Plaintiff conceded descriptiver&=ssThe Cold Wal
Museum, Inc. v. Cold War Air Musepinc., 586 F.3d 1352, 92 USPQ2d 1626, 1629 (
Cir. 2009) (fW]here an applicant seeks registration on the basis of Section 2(f), the

re
th a

Fed.

mark

descriptiveness is a nonissue; an applicant’s reliance on Section 2(f) during prosecuti

presumes that the mark is descriptiveArcordingly, the CourtDENIES Plaintiff's
summary judgment to the extent it is based on Section 1(a).
3.  Section 2(f)

Next, having determined that Plaintiff is not entitled to summary judgment based o

Section 1(a), the Court next addresses whether Plaintiff prevails under Sectidn2(f).

applicant seeking registration of a mark under Section 2(f) bears the ultimate bu

establishing acquired distinctiveness secondary meaninges Yamaha Int’l Corp. V.

Hoshino Gakki C9.840 F.2d 1572, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988)show that
a mark has acquireddinctiveness, an applicant must demonstrate that the relevant
understands the primary significance of the mark as identifying the source of a prg
service rather than the product or service itsétf.ie Steelbuilding.com75 USPQ2d 4
1422."[T] he applicant’s burden of showing acquired distinctiveness increases w
level of descriptiveness; a more descriptive term requires more evidence alasg(
meaning.” In re Steelbuilding.com75 USPQ2dat 1424. A plaintiff may establish
secondar meaning through direct and circumstantial evideSee2 J. Thomas McCarthy
McCarthy on Trademarks and Unfair Competition § 15:30 (4th ed. 2000). Buideince
such as consumer surveys and direct consumer testimony, often provides the 4
evidence of secondary meanirgee Levi Strauss & Co. v. Blue Bell, |ri€78 F.2d 1352
1358 (9th Cir. 1985).A plaintiff may also establish secondary meaning thrg

circumstantial evidence, such as: exclusivity, manner, and length of use, amol

rden

publi
duct

—

jth th

con

trong
ugh

unt a

mannerof advertising, amount of sales and the number of customers, and phlintiff

10
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established place in the mark8eeFilipino Yellow Pages v. Asian Journal Publicatio
198 F.3d 1143, 1151 (9th Cikr999)

Secondary meaning or distinctiveness is a quesfifact. SeeJapan Telecom, Inc.

v. Japan Telecom Am. In@87 F.3d 866, 873 (9th Cir. 200R)ere, he TTAB “examinéd]
the evidence of record, including any evidence of advertising expenditures, sales {

length and exclusivity of use, unsolicitetedia coverage, and consumer studies (lin

the name to a sourceTTAB Decision, Doc. 12 at 18.)The TTAB weighed the evideng¢

in the record andfound that much more evidence was needed to support a find
secondary meaning. In particular, be@atize Mark wasighly descriptive, much mo
evidence, especially in the form direct evidence from the relevant purchasing py
would be necessary to shalistinctivenessSee, e.g., Levi Straysé/8 F.2dat 1358(“An
expert survey of purchasers typically provides the most persuasive evidence of sg
meaningy).

Here, Plaintiff has offered the declarations of its counsel, Dirck Edge, andfPta
owner, Tom Bauelin support of its motion for partial summary judgment. But Plai
has not spafically offered any new evidence in either of these two declaratinstead
Plaintiff statesan its brief it has"identified several other witnesses to testify at trial on
issues affecting this case, including the appeal of the TTAB decigidoc. No. 49 at 2.
However, Plaintiff does not give any further informatmimoutthese new witnesseer
what information they will testify abouiherefore, hough Plaintiff states it has ne)
evidence to offer, the Court cannot, at this stagedict a de novo review of evidence tk
Is notcurrentlybeforethe Court See3 J. McCarthy, McCarthy on Trademarks and Un
Competition, § 21:2(4th ed., updated 201Ihus, by Plaintiff's own admission that the
are new facts for the Court to congidBlaintiff has not demonstratdtat there isno
genuine dispute as to any material fafficient for summary judgmenAs such,n light
of Plaintiff's intention to offer in new evidence to support its TTAB appeal clainguld
be inappropriate fothe Court to grant Plaintiff's motion for partial summary judgnad

this time
11
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IV. CONCLUSION

Based on the foregoinghe Court (1) sua spontéAMENDS and VACATES its
April 20, 2020order (Doc. No. 38), and (2PENIES Plaintiff's motion for partia
summary judgmen{Doc. No. 46)

IT IS SO ORDERED.

Dated: September 24, 2020 %&m{ 7

flon. Anthony J.Hattaglia
United States District Judge

12
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