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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLORADO
Judge R. Brooke Jackson
Civil Action No 15¢v-00531RBJKLM

JOHNS MANVILLE CORPORATION, a Delaware corporation, and
JOHNS MANVILLE, a Delaware corporation,

Plaintiffs,
V.

KNAUF INSULATION, LLC, a Delaware corporaticand
KHAUF INSULATION GMBH, a German corporation,

Defendant.

ORDER

This matter is before the Court on defendants Knauf Insulation’slarei Knauf
Insulation GMBH'’s (“Knauf”) four pending motion§l) motionfor summary judgmengCF
No. 161; (2) motion for partial summary judgment, ECF No.; 1@} motion for partial
summary judgment, ECF No. 164; and (4) motion for summary judgment, ECF No. 165. For the
reasons below, the ColWENIESthese motions.

BACKGROUND

Johns Manville Corporation and Johns Manville (collectively “JManestablished
manufacturer in thasulation and fiberglass industry. ECF No. 114 at 7.ndufactures
fiberglass insulation through a process called rotary fiberizatomhich molten glass is
propelled through tiny holes in the walls of metal discs spinning at high speeds.~8.
These discs are known as “spinner disdd.”at 8. JM is therefore “vigorously engaged” in
research and developmentfitierization and spinner disc technologhd. This research
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includes the development and acquisition of lorigsting and betteperforming metal alloys
with which to manufacture spinner disdsl.

Two such metal alloys are at issue in these motions. TheRN&8, is a publicly-
available alloy. The second is referred to internally at J&><l. ECF No. 114 at.8IJM
developed and has been usteg-4 since the 1990dd. Knaufusesa materially identical alloy,
which it refers to as RM. ECFNo. 181-13 at 31:6—-32:4After research and development, JM
has largely replace@X-4 with a “unique, nonobvious” alloy it refers to as CQ8. at 9 see
alsoECF No. 181-11 (noting that 90 percent of JM’s spinners are made with C0O5 today, while
the remainder are made wiBX-4).

JM employed metallurgist Walter Johnson from 1992 to 2007. ECF No. 114 at 10-12.
From 1992 to 2004, Johnson “played a significant role” in JM’s insulation business, including as
“the named inventor of at least four JM patentatesl to insulation and spinner discéd: at 11.
Johnson was aware of and involved in the development of confidential and proprietary
information relating to insulation and spinner discs, including trade sededtreo
manufacturing protocols, designs of spinner discs and testing data for atidysfiaing and
casting specifications used with thjparty vendors.d. at 11. From 2004 to 2007, Johnson
moved from JM’s insulation busess to its roofing department, which involved very little
metalurgy. ECF No. 177-1 at 34:14-25; 36:22-37:4.

Johnson voluntarily retired from JM in April 2007, informing JM that he was “going
fishing.” ECF No. 177-1 at 87:13-1&lpon retirement, he entered a contract to serve as a
consultant to JM, but never did any consulting work for J§l.at 15:16-22.In May 2007,
however, Johnson began working as the head of the spinner program at Knauf—one of JM’s

competitors in the fiberglass insulation markBCF No. 165t at 1 see als&ECF No. 114 at 12.



Johnson worked as a Knauf employee until November 2015, when Knauf ternhimatekter
allegedly discovering that he possessed confidential JM materials on Knaarssard files.
ECF No. 114 at 13.

JM alleges that Knauf did not manufacture spirtiscs before Johnson joined the
company, choosing instead to purchase them from third parties, but that Knauf began
manufacturing its own spimndiscs after Johnson joined in 200d. Knaufcontractedvith
one particular spinner disc vendor, Owens-Corning, fabhlaas005 to 2010.SeeECF No.

181-9 at 10. Knauf decided to start moving away from Owens-Corning around 2006. ECF No.
181-14 at 47:12-21.

JM learned that Johnson was working at Knauf at least by June 2007. ECF No. 161-12 at
3. Emails in June 20(etween JM’s intellectual propeftpunsel and its Vice President of
Research and Development and Chief Technology Offefkactdiscussions about Johnson’s
working at Knauf.Id., see alsd&ECF No. 161-14 at 74:13—-74:20M alleges that it discovered
that Knauf was using JM trade secrets in 2014, when its employees observe@0M’s “
designation on Knauf labels. ECF No. 114 at 13.

JM filed suit against Knauf and Johnson in this Court on March 13, 2015. ECF No. 1.
Subsequently, in its First Amended Complaint, filed on February 23, 2016, JM raisesl folaim
(1) trade secret misappropriation in violation of the Colorado Uniform TradetSActeC.R.S.

8§ 7-74-101-110 (CUTSA) against both Knauf and Johnson; (2) breach of contract against
Johnson; and (3) breach of the implied covenant of good faith and fair dealing against Johnson.
ECF No. 114 at 1-2. JM subsequently agreed to dismiss all claims against Johnsomage this ¢
without prejudice; these claims will loesmissedvith prejudice either when Johnson testifies in

this matter or if the remaining claims against Knauf are dismmsetherwise resolved without



potential for appeal. ECF No. 151-1 at 2. Knauf now moves for summary judgment and partial
summary judgmentrovarious grounds, as discussed herein.
STANDARD OF REVIEW

The Court may grant summary judgment if “there is no genuine dispute asratamal
fact and the movant is entitled to judgment as a matter of law.” Fed. R. Civ. P. 56éa). T
moving party has the burden to show that there is an absence of evidence to support the
nonmoving party’s caseCelotex Corp. v. Catretd77 U.S. 317, 325 (1986). The nonmoving
party must “designate specific facts showing that there is a genuine issua fold. at 324. A
fact is material “if under the substantive law it is essential to the proper dispasitioe claim.”
Adler v. Wal-Mart Stores, Inc144 F.3d 664, 670 (10th Cir. 1998) (citingdemson v. Liberty
Lobby, Inc, 477 U.S. 242, 248 (1986)). An issuenwdterial fact is genuine if “the evidence is
such that a reasonable jury could return a verdict for the nonmoving pArggrson477 U.S.
at 248. The Court will examine the factual record and make reasonable infererefesrthier
the light most favorable to the party opposing summary judgméntcrete Works of Colo., Inc.
v. City & Cnty. of Denver36 F.3d 1513, 1517 (10th Cir. 1994).

ANALYSIS

Knauff's motions for summary judgmeandpartial summary judgment raise four
discrete issues: (1) wheth#iv's claim for trade secret misappropriation is barred by thetstatu
of limitations; (2) whether Knaus liable for trade secret misappropriation with respect to (a)
testing data and spécations related to the RN alloy and (b) the specific formula for the RM-
4 alloy; (3) whether Knauf should be liable for certain money damages; antddt)erKnauf
should be released fronts liability throughthe theoryof respondeat superior. The@@t will

address each motion in turn.



A. Statuteof Limitations[ECF No. 161].

First, Knauf moves for summary judgment on the grounds that JM filed its action for
trade secret misappropriation after the thyear statute of limitations had run. ECF No. 161 at
1. According to Knauf, thEUTSA “expressly provides a thrgear statute of limitations fam
action ofthreatenedrade secret misappropriationid. at 7 (citing CUTSA 88 103, 107). Knauf
argues thaiM was aware of the threat of trade secret misappropriation in 2007, so its 2014
complaint was outside the thrgear statute of limitationsld. at 8.

JM cites the CUTSA's statute of limitations, which makes no mentiahretened
misappropriation: “an action farade secretisappropriation must be brought within three years
after the misappropriatioms’ discovered or by exercise of reasonable diligence should have been
discovered.” ECF No. 177 at 1 (quoting C.R.S. § 7-74-10Mreover, becaustaie CUTSA’s
single reference to threatened misappropriation occurs in the context of injuati&f;eIM
argues that this reference is irrelevant here. As a result, JM argues thés Kheeatened
misappropriation” statute of limitations constitutasimproper legal standard, and thus that its
motion for summary judgment should be derasdh matter of lawl agree.

Contrary to Knauf's contentiond)e only reference to threateneisappropriation in the
CUTSA arises in the context of injunctive reliedeeC.R.S. § 7-74-103 (providing that
temporary and final injunctions may be granted “to prevent or restrain acthatateined
misappropriation of a trade secret.here is no indication from the statute thaettened
misappropriations meant to ba trigger to start running thiereeyeartime period. SeeC.R.S.

§ 7-74-107.Knauf argues that as a matter of statutory constructaisappropriation” must
refer to both “actual” and “threatened” in eanktance, since the statute refers to both in the

context of injunctive relief. ECF No. 187 at 1. However, the absence of such modifigres for



term outside the context of injunctive relief instead supports an inference tladt e
misappropriation is relevant only for injunctive relief, and not otherwssse Dole v. United
Steelworkers of Am494 U.S. 26, 35 (1990) (quotiddgpssachusets v. Morasth90 U.S. 107,
115 (1989)In interpreting a statute, “we are not guided by a single sentencendoenef a
sentence, but look to the provisions of the whole law.”).

Additionally, Knauf'sargument ignores the fact that injunctive relief is by its nature
concerned with preventing prospective harms, but such concern does not extend to ogher facet
of the statutewhich addresses aa$misappropriatn that have already occurrednauf’s
reliance onXantrex Techinc.v. Advanced Energydus, No. 07¢€v-02324WYD-MEH, 2008
WL 2185882 (D. Colo. May 23, 2008) argue to the contrarg inapposite. In that case, the
Court found only that “the Colorado legislature intended to recognize somethingdessctual
misappropriation of a trade secest appropriate for injunctive reliefithin the framework of
the statute.”Xantrex 2008 WL 2185882t *19 (emphasis added). Indeed, an inquiry into the
existence of a threatened injury is essential to a court’s decisgariba preliminary
injunction: such relief is deemed appropriate when, among other factorthréhéened injury
outweighs the harm that the preliminary injunction may cause the opposing pdrigt*13
(emphasis added)A court considering whether to grant injunctive relief in a trade secret
misappropriation case would thus naturally consider the existércthreatened injuryBut
there is no reason to believe such an inquiry would occur in other contexts.

In short,a cause of action fatamages fotrade secret misapprogtion does not accrue
until theplaintiff knows or should with reasonable diligence kribat thedefendant tised
plaintiff's trade secrets,” even when the plaingifeviously knew that the defendant possessed

and likely would use its trade secrets to develop a prodex. Chasteen v.NJSIA JECS Corp.



216 F.3d 1212, 1219 (10th Cir. 20@@iting Intermedics, Inc. v. Ventritex, In@75 F. Supp.
1258, 1265-66 (N.D. Cal. 1991)TheIntermedicscourt emphasized that plaintiffs should not
be pressured to file suits “based merely on suspicions and fears” but insteacshgiuieh time
to confirm their suspicions of trade secret misappropriation before being cetyufile suit.
Intermedics 775 F.Supp. at 1266.

Because JMsi reitherseeking injunctive relief fonor alleging a claim of threatened
misappropriation irthis case, and sindbe statute does not provide a cause of action for
damages fothreatened misappropriatiomthe first placeKnauf’s reference to threatened
misappropriation is inapplicablere® Thus, as a matter of law, Knauf's first motion for
summary judgment fails.

B. TradeSecret Liability for RM3 and RM4 Alloys [ECF No. 163].

Knauf next movesor partial summary judgment on the basis that it is not liable for
misappropriatiomelated to spinners made from the R\lnd RM-4 alloys. ECF No. 163 at 1.
Because the arguments for each alloy are distimat| address them separately below.

RM-3 Alloy.
Both parties concede that the R3valloy is a “decadesbld public-domain alloy.”"ECF

No. 163 at 2; ECF No. 180 at 7. Thus, Knauf argues that JM cannot show that Knauf would

! Knaufargues that JM’s originabenplaint contained an allegation of threatened misappropriation in the
form of “inevitable disclosure” of trade secrets that was removed frdimsitamended emplaint. ECF

No. 187 at 3. Knauf contends that deleting this claim “changes it from a bindimgsadnio an
unrebuttedevidentiary admission.'ld. (citing Dugan v. EMS Helicopters, In®@15 F.2d 1428, 1431-32
(10th Cir. 1990)).This argument misconstrues JM’s original complaint and the law on eddenti
admissios. JM originally alleged thaboth Knauf and Johnson misappropriated trade secrets. ECF No.
1 at 21. JMalsoalleged that Johnson had used and either already disclosed or would Bigevita
disclose” trade secrets at Knaufl. The removal of this clen against Johnsoin the first amended
complaint—in addition to the dismissal of all claims against JohresmiECF No. 151)—didhot impact

the claims of existing misappropriation as pled against Knauf. Moreoveragota Knauf's argument

that this ¢aim is an “unrebutted evidentiary admission,” superseded or withdrawringead the same
case are ordinary evidentiary admissions, which may be controverted or eafilgithe party that
withdraws them. 6 Michael H. Graham, Handbook of Fed. Evi@188 (7th ed 2016).
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have been unable to make RM-3 spinners “but for” the misappropriativi’strade secrets.
Id. (citing Cartel Asset Mgmt. v. Ocwen Fin. Cqrp49 F. App’x 63, 74 (10th Cir. 2007)
(unpublished).However, JM’s taim for trade secret misappropriation with respect to theRM
alloy is notrelated tahealloy’s formula, but is insteacklated taJM’s confidential testing data
and “refining and castingspecificationdor the alloy. ECF No. 180 at 1Moreover,JM
argues that the correct standard for mpgapriation is not whether Knauf coutdve
manufactured its dis¢but for” JM’s trade secretgutsimplythat Knauf benefitted from the use
of its trade secrets in the productimiKnauf's RM-3 spinner discld. at 2 (citingCartel, 249 F.
App’x at 74). | agree with JM

As JM correctly asserts) Cartel,the Tenth Circuit interpreted Colorado law (the
Colorado Uniform Trade Secrets Act) to require a plaintiff to show onlyhieatlteged trade
secret misappropriator benefitted from the use of the trade ,seat¢hat the misappropriator
would not have been able to make its prodiat for” the use of the trade secré&ee, e.q.
Cartel, 249 F. App’xat 74. There,a provider ofreal estate broker price opans sued a bank for
misappropriatingts secretist containingcontact information for real estate brokers who could
provide these opiniondd. at 76. The Tenh Circuitconfirmedthat Cartelneed not show that
the Bank could not have created a list of brokers without Cartel’s list, butdnsted only show
“the Bank benefitted from the misappropriation of Cartel’s informatidd.’at 74. The court
found that Cartel had provided sufficient evidence for the jury to infer that the Bdnlsed
Cartel's nameshereby sidestepping the process of creating its own list and generating
savings or a profitld. at 76.

Knauf citesCartelto support its “but for” standard, but as noted, that case does not

support Knauf's argumentnauf’s citations tdaiser Foundation v. Shayg41 P.2d 714



(Colo. 1987) andRuniks v. Petersqr392 P.2d 590 (Colo. 1964) are similarly inapposBee
ECF No. 163 at 3—4Kaiserexplains “but for” causation in a negligence context, which is
irrelevant to this case (741 P.2d at };Mhereaskuniksaddresses the specificity required for
damages calculations, which is similarly irrelevant to the argument dt(B88 P.2d at 590

Here, JM does not allege that Knauf could not have créd#@® spinner discs without
JM’s testing data or the refining and castapgcifications, but instead th@bhauf saved time and
money by usinghese JM trade secset ECF No. 180 at 14Because Knaf relies onthe wrong
legal standardpartial summary judgment on this issue is inappropriate.

However, even if Knauf had brought this motiordar the correct “benefittedtandard,
there are genuine issues of material fact that preclude summary judgmesftar@dmg these
are whether Knauf was, in fact, manufacturing-RMpinner discs before Johnson’s arrival,
which would indicate whether, and to what extent, Knauf benefitted from JM'sgelstia and
specifications in creating its own RBIspinner ¢scs CompareECF No. 163-5at103:4-23
(Mr. Gaul agreedh his deposition that “before Dr. Johnson ever came to Knauf, Knauf had
made spinners with RM-3Wwith ECF No. 180-15 at 2 (Knauf table showing no RM-3 spinners
shipped until 2008xnd ECF No. 180-16 at 189:7—-24 (Knauf's Rule 30(b)(6) witasy
Beyertestifiedthat RM3 spinner discs produced in 2008 were in the “development period” for
the alloy.) Similarly, determiningwhen Knauf began magsoducing RM-3 spinner discs will
shed light on whether it was likely using JM’s testing data and specificatiapeed the
production of its discsSeeECF No. 180-13 at 105:18-1071. Gaul testifed that Knauf used
JM’s RM-3 specifications to continue production of RM-3 spinners after Johnson joined Knauf.
Thus, a reasonable jury could find that Knauf did, in fact, benefit the use of JM'’s trade

secret RM3 specifications.



Becaus&nauf is not entitled to summary judgmexsta matter of lawnder itsproffered
“but for” standard, and because there are genuine issues of material fadheraterect
“benefitting from” standardpartial summary judgment with respect to liability for trade secrets
related to the RMB alloy is DENIED.
RM-4 Alloy.

Unlike the RM-3 alloy, the formula for tH@X-4 alloy (known at KnaudsRM-4) is
itself considered a trade secret by JM. Knauf, however, moves for summary judgnidéfis
trade secret misappropriation claim with respect to thedRtMoy formula, arguing that the
formula was published, and is therefore not actuatiypdesecret. In particular, Knauf points to
the publication of information about the formula, including ranges of weight percsritagbe
elements in the formuldy Walbar @ JM vendor) in 2002, and by JM in patents ‘979 and ‘836
in 2001 and 2002, respectivel$eeECF No. 163 at 5, B- Because these ranges of the
elements’ weight percentage®re disclosed publicly, Knauf argues theg a matter of lawt
cannot be found to haveisappropriated a trade secret byngsIM’s specific formula foiGX-4,
which falls generally within the published ranges. ECF No. 163 at 13; ECF No. 194 at 5.
Moreover, Knauf argues that even if the exact formul&iés4 doesdivergeslightly from the
ranges published in the vendor’'s and JM’s patents, JM has failed to show that theddiffere
the formulas is “substantial” and that this difference conferred a “conveeditivantage” on JM.
ECF No. 194 at 4. JM counters that thélmation of theranges othe elements in th&éX-4
formuladid not disclose the specific trade secret formula3&r4, and thathe formula’s
secrecy hathereforebeen maintained. ECF No. 180 at 17.

JM’s formula for GX4 consists of seven key elemer@sbalt, Chromium, Nickel,

Molybdenum, Carbon, Silicon, and Manganese. ECF No. 163-18 at 7alléfed trade secret

10



formula describes each elememtérms ofits percentage by weight in the overall composition.
Seedd. at 7-8. JM'’s formula describes“minimum,” “maximum,” and “aim” for the weight
percentages of each element in the formula; the “aim” represents the formedd’ordh 1d.;
see als@&CF No. 180 at 11. Thus, for example, the range of weight percefdagdsomium
provided in JM’s formula is 31.0 (min), 32.50 (aim), and 34.0 (max). ECF No. 163-18 at 23.

The first patent at issue (the “Walbar patent”) was published by JM’sghitgl vendor
in 2002 and related to gas turbine jet engine alloys. ECF No. 180-17 at 164:2—-10. This patent
included Walbar’s work with IM’s GX-alloy, referring to it by name as a “commercially
available” alloy, and including test data and graphs associated wih G¥eECF No. 163-10
at5, 11.

Unlike the Walbar patenM’s patents (thé836 and ‘979 patentsgferred to the
elementsn the GX-4 formula using relatively broad weigigrcentage rangéisat generally
encompass JM’s specific formul&ee, e.g.ECF No. 163 at Qlfe range for con is provided
as.50-.80 by weight in JIM’s GX-4 formula, and as .25- 1.0 in the ‘836 and ‘979 ppatents.
However, in some instances the ranges published in the patents do not encompass iikl’'s spec
formula. See, e.g.ECF No. 163 at 9 (the range for Cobalt is provided as 46.9-54.8 percent by
weight in JIM’s GX4 formula, but as 22.0—- 54.0 percent by weight in the ‘836 patent; the range
for Carbon is provided as 0.40-0.50 by weight in IM’s GX-4 formula, but as 0.55-0.65 by
weight in the ‘979 patent). Reer than falling somewhere within the generabenf weights
for each elemerds published in the patentsnauf's RM4 formula matches JM’s GA formula
exactly with respect to the min, max, and aimthar seven key elementSeeECF No. 163-18

at 23
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“What constitutes a trade secret is a question of fact for the trial c&wtd. Supply
Co., Inc. v. Stewar797 P.2d 1303, 1306 (Colo. App. 1990) (citietwork Telecomm., Inc. v.
Boor-Crepeau 790 P.2d 901 (Colo. App. 199@ke also Kodekey Electronics, Inc. v. Mechanex
Corp, 486 F.2d 449, 454 (10th Cir. 1973). Factors that may be considered to determine whether
a trade secret exists include the extent to which the information is known inside sidd the
business; the precautions takemyt@ard the secrecy of the informatiahe savings effected and
the value to the holder in having the informatithe effort and resourcexpended in
developing the information; and tle&ort requiredor others to duplicate the informatio&olo.
Supply Co., In¢.797 P.2d at 130@iting NetworR. “Publication in a patent destroys the trade
secret, because patents are intended to be widely diseltisatis the quid pro quo of the
patentee’s exclusive right to make and sell the patented deBoadPro Corp. v. Siemens
Power Generation, Inc436 F.3d 702, 706—07 (7th Cir. 2006) (internal citations omittéal).
this case, Knaudrgues that the GAX formula is not d@rade secret since its elements have been
published in patentsBecausdhe question of wheth&X-4 is a protected trade secret is a fact
guestion genuinely disputed by the partlesgnnot conclude as a matter of summary judgment
that theGX-4 formula is not trade secret.

Another judge in this district has determined that whpleblicly disclosed information in
a patent or patent application is not eligible for trade secret protection . . . tngename
issues of material fact as to whether and to what extent Plaintiff's tradéssgere disclosed in
the patents.”Port-a-Pourv. Peak Innovations, IndNo. 13€v-01511WJD-BNB, 2016 WL
7868828 at *6 (D. Colo. June 7, 2016). Part-a-Pour, the plaintiff's patent application

allegedly described the purported trade seevédtsgreat detail and precisiod. However, the
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Court found thatlespite the plaintiff'sletailed disclosurm the patent applicatiothere was a
genuine issue of fact as to whether the trade secret had been publicly relgkaled

Knauf citesRumnock v. Anschyt284 P.3d 1262, 1265 (Colo. 2016) for the proposition
that “[w]here there is no genuine dispute of fact, however, we may decide asaahkw
whether the information is a trade secret or otherwise confidenNaitably, this proposition
follows several reiterations of thale that whether something is a trade secret is a question of
fact for the trial court.ld. Additionally, the Rumnoclcourtrelies onGognatfor the principle
that trade secret status may be decided as a matter, dfuaim Gognatit was undisputed that
the informationat issueconstitutecda trade secretGognat v. Ellsworth259 P.3d 497, 504 (Colo.
2011) In that casethe court was merely assessing the “undisputed facts” about whether the
information misappropriated “amountexd single trade secret within the meaning of the Act”
or constituted multiple secret&d. The court washus required only to apply “the meaning of
the term ‘trade secret’ as used in the [CUTSA]” as a matter of ldvat 505. As such, the
principle espoused iBognatand later emphasized Rumnocks inapplicable hetavhere there
are disputed facts about whether the specific formul&¥6# constitutes a trade secrdh such
a situation, the Court may not decide whether information constéutasle secret as a matter of
law.

In this case, there are genuine issues of material fact rédatdcether JM’s trade secret
GX-4 formula was disclosed the three patents referenced by Knakihauf's experts contend
that “no substantial difference exists between spinners made from JM'’s tliespecification
for theGX-4 alloy and theGX-4 alloy that is readily ascertainable from the publications.” ECF
No. 163 at 10. In his declaration Dr. Johnstatecthatthe Walbar patent would allow “at least

a PhD metallurgist” to “readily ascertain[]” tii&X-4 alloy, albeit under the assyption that such
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ametallurgist would know to add Carbon to #lemens. ECF No. 163-9 at 3n contrastDr.
Ghorpadethe JM metallurgist whdevelopedsX-4, noted that while the Walbar patent
disclosed aspects &fX-4, it did not disclose the alloy’s formula. ECF No. 180-17 at 163:20—
165:12. Additionally, because the patent was issued in the context of gas turbnggres, it
would not indicate that such an alloy would be used for fiberglass in the first pdace.

Thepartiessimilarly dispute whether the publication of information descril@Xy4 in
JM’s ‘836 and ‘979 patents constituted the disclosure of a trade secret or something short of that.
Knauf argues that JM’s publication of the ‘979 patent in 2001 revealed “theGésialloy”
with a few additions, whil@s publication of the ‘836 patent in 2002 “disclesed claims all of
the elements aBX-4.” ECF No. 163 at 7-8However, Knauf's expert Dr. McGarry testified
that he had not identified “any publication by [JM] or public dissemination by [J¥heof
formula forGX-4.” ECF No. 180-12 at 53:12-1%imilarly, Knauf's second expert Dr. Eager
noted that it would be statistically improbable” for a metallurgist to arrive at the préxicd
formula, and that “[n]Jo metallurgist would expect to” despite the publication of theil@sn
ranges in the patent&CF No. 180-20 at 179:6-12, 180: 18.

Although there do appear to be genuine issdiéact relatingo whether these three
publicationsdisclosed JM’s trade secré&mauf points to a case in which the court found that
divulging a broad range of chemicals in a patent ansolintthedisclosure of the narrower,
ostensibly protected formula within the disclosed rangdJltimax Cement Mfg. v. CTS Cement
Mfg. Corp, 587 F.3d 1339, 1355 (Fed. Cir. 2009), the Federal Circuit uplbsdrect court’s
finding that under California’s Uniform Trade Secrets Act, the publicati@nJapanese patent
containing dormula’s broad range of ingredients pre@ddrade secret protection for the more

specifictrade secrdormulawithin that ramge. TheUltimax court thus affirmed the grant of
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summary judgment on the grourttigtplaintiffs had not proven the existence of a trade secret
“therefore defeating a trade secret claind” Thus, Knaufargues that the paterdssclosing the
general érmula forGX-4 similarly preclude any trade secret protectionJfigl's specific
formula ECFNo. 163 at 13.JM argues thatltimax should not govern in this case, since it
involved the application of California law. ECF No. 180 at 17. As adopted in Colorado, the
Uniform Trade Secrets Act is to be “applied and construed to effectuate italgampiose to
make uniform the law with respect to the subject of this article among states erndcthi.S.
8 7-74-109.The Tenth Circuit ntes that “this courtthereforehas beemncouraged by the
Colorado legislature to rely on interpretations of other states’ versions oT&.U Chasteen
v. UNISIA JECS Corp216 F.3d 1212, 1217 n.3 (10th Cir. 2000).

Despite consideration of thdltimaxopinion, | notehatthere is no governing law in this
state orcircuit mandating such a result in this caae far as | am awafelnstead, as noted
above, courts in thisrcuit emphasize that trade secret status is a quedtiact. Additionally,
the Ultimax opinion concerned a specific ratio of elements that the court found was encompassed
by “the publication of the more general combination” in a patent. 587 F.3d at 1355. In this case,
in contrast, while the majority of the ranges published in the patents do encompaspddific

ranges, in at least two cases these ranges do not encompass JM’s specifisedigé. No.

2 Knauf’s relianceon Fuels Research v. Husky Oil Go.contend that/ltimax's holding has been
adopted in Colorado overstates the Court’s holdibgeECF No. 163 at 18{ting Fuels ResearchNo.
C-2403, 1974 WL 20181 at *2-3 (D. Colo. June 28, 197 JFuels Researclplaintiffs lost trade secret
protection when they divulged their foulas in a patentl974 WL 20181 at *6. However, there is no
indication thatFuels Researchvolved broad ranges of elements as in this;dastead the precise
formulas themselves seem to have been publishigide patent, including the chemical formulas of the
additives, was publishedtd. at *3.
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163 at 9 $howing that the JM patents do not completely encompass the specific ranges fo
Carbon and Cobalt As a resultUltimax does not govern the outcome in this case.

In this case the parties debate whether the disclosure of ranges of elerttenfsatents
constituted disclosure of the specific amounts of elements used by JNGX-#salloy. Thus,
the parties have established that a genuine issue of material fact exists afi¢o thhetpecific
GX-4 formula is a trade secret despite the existence of the paBatause there is a genuine
issue of fact regarding wheth@X-4 is atrade secretsunmary judgment on this issue is
DENIED.

C. Money Damages [ECF No. 164].

In its second motion for partial summary judgment, Knauf argues that the Court should:
(1) restrict IM’s money damages to a “head start” period of 39 months; (2) limstunju
enrichment damagdmsed on the use of JM’s specifications to $25,000; and (3) exclude any
unjust enrichmendamages based on the use of JM’s testing data. Each claim will be addressed
in turn. For the reasons discussed below, summary judgmeBN#D on each claim.

1. Limit Damages to “Head Start” Period.

Knauf first moves to limit JIM’s damages for Knauf's alleged trade secret
misappropriation to cost savings Knauf incurred during a 39-month “head start” period from
May 2007 to August 2010. ECF No. 164 at 11. Knauf explains that such head stag period
representthe amount of time the defendant saved by misappropriation” in “cases where an
available alternative auld require time to implement.” ECF No. 164 at 10. In this case, Knauf

alleges that this head start period represents the time it would have takend<craate “the

% Knauf argues that JM has failed tmshthat any variation between J8&pecific formla and the
published ranges is “substantially differenECF No. 194 at 3. This issue is similarly a fact issue more
appropriate for the jury than for this Court to decide as a matter of aynmagment.
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best spinner” using a public domain alloy, at a cost equal to or less than using Rivietsspi
SeeECF No. 196 at 1.

Knauf derived its 39-month period from deposition testimoni\s Rule 30(b)(6)
witness Mr. Gaul, who opined that creating a seirailloy likeGX-4 from scratchwould take
between 40 and 52 monthSeeECF No. 164 at 1Gsee alsd&=CF No. 1644 at8:23-9:7. Knauf
argues that no misappropriation would have occurred during the twelve months of thneetimel
allotted to inventory build-up, leaving 39 months during which Knauf was allegedly
misappropriating trade secrets. ECF No. 164 at 10. In another context, Mr. Gaed tdat he
could hypothetically select a public domain spinner alloy recipe in one month that \youad “
you the best spinner you ever had.” ECF No. 164-4 at 46:2—-47:4. Combirsegwlieseparate
lines of testimony, Knauf now argues that “[i]t is undisgd fact . . . that there ispaiblic
domain alloy that could be put into production in 39 months to give ‘the best spinner you ever
had.” ECF No. 196 at 1 (citing ECF No. 18%. Knauf contends that theead starperiod
should begin in May 2007 when Dr. Johnson joined Knauf, and thus end 39 months later in
August 2010. ECF No. 164 at 11 (citiGgrtel Asset Mgmt. v. Ocwen Fin. Cqrp49 F. App’x
63, 74 (10th Cir. 2007) arifuso v. Ballard Med. Prod550 F.3d 1004, 1020 (10th Cir. 2008).
After that date, Knauf argues that any benefits from the trade secretshavelénded,
“because by then Knauf would have completed the public domain ‘best spinner’ development
and started sing that alternative.” ECF No. 196 at 2.

JM counters that Knauf's head start argument ignores JM’s theory of damagss, w
contends that Knauf misappropriated JM’s trade secrets during the entire pdribdged JM’s
RM-3 testing data and specificatioasd that Knauf continues to misappropriate theGM¥A4

alloy. SeeECF No. 181 at 12. According to JMnauf's argiment implies that Kn#'s only
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benefits from misappropriation accrued during the development of its discs,thathdérom the
period when it amassed and sold the diddareover, JM argues that thead start period
calculated by Knauf is not a legitimate measure, but was instead congsicigthypothetical
information. JM points out thallr. Gaul’'s 4052 month estimate is compddy hypothetical, as
it does not identify an actual alloy, does not address whether the hypothetizalalild
perform according to Knauf's needs, and does not account for the costs of producing the spinne
discs (including refining, casting, finishingnd drilling thediscs). ECF No. 181 at 14-15.
agree

There are two flaws to Knauf's argumeritirst, | do not agree that the head start theory
is compelled as a matter of law
KnaufcitesCartelandRussobut in my view either case supporknauf's argument. In
Cartel, the Tenth Circuit affirmethe lower court’s holding that the jury could consider the
defendant’s ill-gotten gains based not only on the head start period the defendant gained by
misappropriating trade secrets, but also fromdéfendaris profits attributabldo its use of
trade secretsCartel, 249 F. App’xat73—74, 75-76. IIRuss@the Tenth Circuit found that the
jury should not be instructed to limit damages from trade secret misappropriatieri$o-th
called ‘headstart’ or ‘lead time,” but should instedx instructed to award unjust enrichment
damages for the time period when the trade secret was entitled to protelctsofany additional
period, if any, that you find that the trade secret afforded the partibefendant a competitive
advantage.”’Russ0550 F.3d at 1020. The court in that case noted that if the jury should find
that the head start period was the only time when benefits from misappropreatioada then it
could award damages accordingly, but such a jury instruction was not ne@ssaanatter of

law. Seed.
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Thus, as applied to this cas&grtel andRussandicate that JM may be entitled to
damages from any period during which the trade secrets afforded Knaupatitiv@ advantage
andfor any profits Knauf derived from its use of JM’s trade secrets, rather thahqae
benefits that accrued during a hypothetical “head start” peAoditionally, asRussandicates,
whether to limit damages to such a head start period or to award them more braaylgssion
of fact for the jury. A reasonable jury could find that a head start period should not apply in this
case because Knauf benefited from the allégee secrets beyond the head start perlgae,

e.g, ECF No. 1642 at 1182-84 (Mr. Gaul opininghat Knauf benefitted from the JM
specifications until Knauf rewrotbemin 2011,or even beyond 2011)d. at 69 Mr. Gaul

pointing out evidence of Knd employees reviewing testing data as late as 2014). Because the
application of a head start period is for the jury to decide, and because themuare psues of
material fact relating to whether such a period should apply in this case,didatimges to a

head starperiod would be inappropriate at themmary judgmendgtage.

Second, even if a head start period were presumptively appropriate, thezawane g
issues of material fact regarding the time period selected by Knauf, sinaatieedispute the
hypothetical 39-month spinner development timeline as an alternative that wasttogeauf.

As noted, Knauf's proposed 39-month period is derived fbmGaul’s 46-52 month

hypothetical spinner disc development timeline. Such a timetimesponds to a hypothetical
alternative Knaumighthave considered, though Knauf now argues that this scenario is the low-
cost alternative to which its actual course of actiurstbe compared. However, JM contends

that there is no evidence that such an alternative was, in fact, “open” to Kanethat this

timeline is irrelevant.SeeECF No. 181 at 13-14. In contrast, JM assessed only the “factually

supported alternatives available to Knauf,” which it determined to be continuieast® $pinner
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discs from Owens-Corning. ECF No. 181 at 14. JM contenddh&aul’'s 39month timeline
has not been proven as the time pedaodng which an alternative alloy could actually be
successfully developed, and that this alternative could prove to be more expensiMe Gaal
predicted, and thumight notbea valid low-cost alternative. In other words, JM argues that
there are too many unknowns regardihig Gaul’s hypothetical smario to rely on it as a low-
cost alternative SeeECF No. 181 at 151 agree that there is a genuine issue of material fact as
to whetheiMr. Gaul’'s 39month timeline is reliable ashead staperiod, gven the many
unknowns in this computation.

Knauf counters that JM cannot deviate from wWat Gaultestified,since he is Jk8
Rule 30(b)(6) witness. IMehicle Market Research, Inc. v. Mitchell International, | tite
Tenth Circuit noted thdta corporationgenerallycannot present a theory of the facts that differs
from that articulated by the designated Rule 30(b)(6) representative& suthmary judgment
context. 839 F.3d 1251, 1259-60 (10th Cir. 2016) (quoting Moore’s Federal Praciice—C
830.25[3]). However,the court notethat this proposition is limited to “the context in which an
affidavit conflicts with the Rule 30(b)(6) depositiaiithout good reasagi citing cases where
deponents intentionally offer misleading responses only to “correct” themdédtovery, or
have no adequate explanation for testimony inconsistent with their Rule 30(bi{@ptey. Id.
at 1260. The court goes on to explain that the testimony of a Rule 30(b)(6) repneséistati
merely an evidentiary admission, rather than a jatdadmission.”ld. at 1261.

In this case, therefore]M is entitled to dispute M Gaul’'shypothetica0-52 month
scenario because doing soJM is not “present[ing] a theory of thactsthat differs from” Mr.
Gaul's Id. at 1259 emphasis added)Additionally, his tesmony is “merely an evidentiary

admission.”Id. at 1260—-61. Moreover, even if JIM did have to accept Mr. Gaul’'s head start
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calculation as fact, there are other genuine issues of material fact relateetherthis head
startperiod ought to apply at all, as noted above.

Becausehe application of a head start period is a question of fact about which there are
genuine issues, Knauf is nottigded to limit damages to suchhaad tart period as a matter of
law, and summary judgmeis therefore inappropriate. Additional issues of material fact
relating to the appropriate length of such a head start period, should it be found to apply,
similarly preclude summary judgmemn this issue.

2. Limit Unjust Enrichment Damagdsom Specifcations to $25,000.

In its second damagestated claim, Knauf moves to limit JM’s unjust enrichment
damages fronkKnauf’s allegedly usingM’s specifications to the cost savings Knauf gained
thereby ECF No. 164 at 8. Using the “standard of comparison” method, which measures the
difference between the costs incurred using trade secrets and thihabstsuld be incurred
using an open alternative, Knauf claims this number is $25,000. Knaufstfiisdigure from
testimonyfrom JM’s expert Mr. Gaul that it would cost “in the neighborhood of $25,000” to
write “refining and RM3 casting” specifications from scratcBeeECF No. 164 at 8; ECF No.
164-7 at 119:13-16. Knauf further argues that Jjserts were unable to quantify any benefit
to Knauf from using JM'’s specificationaside from saving the initial cost of drafting
specifications SeeECF No. 164 at 6—7 (citing ECF No. 164-7 at 127:24-132:17, 230:9-233:12;
ECF No. 164-8 at 41:24-42:14. 224:8-228:4; ECF No. 164-9 a€é)als&CF No. 196 at 2-3.

In particular, Knauf contends that JM cannot estaliiglect causation,” arguing that JM cannot
allege that Knauf gained additional benefits from JM’s specificationssiitlean show that
Knauf would not have been able to make RM-3 or RM-4 spinners but for the specifications.

ECF No. 196 at 2. Thus, comparing tenefits Knaufjainedby usingJM’s specifications

21



(which Knauf contends cannot be quantifiealthecosts Knauf would incur under thext
available alternativenthich Knauf contends are $25,000), Knarfues thatlamages for use of
JM’s specificationsnustbe capped at $000. ECF No. 164 at 8-9.

JM counters that Knaufargument is improperly limited to the “replacement cost” of
JM’s misappropriated specificationSeeECF No. 181 at 17-18. Instead, JM argues that, as a
matter of law, it is entitled to the net savings from the benefits Knauf gainedhigyJb4's
specifcations. Id. According to JM, these benefits would have accrued dknvayf's
“productionof spinner discs,” rather than just during the hypothetical process of creating
specifications from scratch. ECF No. 181 atde® alsd&=CF No. 164-7 at 121. Additionally,

JM disputes Knauf’'s contention that JM’s experts were unable to quantify a@fit bertknauf
of its misappropriation other than the cost savings related to alloy developgssCF No.
181 at 12.

Summary judgment is inappropriate on this issue for two reaimisKnauf inproperly
attempts to limitIM’s damages to compensatory damages as opposed to net benefits, and second,
there argenuine issues of material fact relatedneasuringhe appropriate amount of hedits,
such that they cannot be capped at $25,000 as a matter of summary judgment.

Regarding the first point, Colorado courts applying the SA&llow plaintiffs to
recover “for both compensatory damages and the defendant’s profits from the
misappropriation” Cartel, 249 F. App’x 63 at 73 (quotin§onoco Prods. Co. v. Johns@3
P.3d 1287, 1288Colo. App. 2011))see also Russo v. Ballard Méttod., 550 F.3d 1004, 1021
(10th Cir. 2008) (“[A] misappropriation claim involves an allegation of theft, and it is not
unknown to require a thief to return not only what was stolen, but any additional consequential

profits” reaped. In this casetherefore, JM should be eligible not only for compensatiothir
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amount Knauf saved by misappropriatiig’s specifications, bualso for profits earned by
Knauf during the production phabg virtue of its use of JM’s specificationSeeECF No. 181
at 18.

Second, there are genuine issues of fact relating to the quantification ofdbKnafif
gained by allegedly misappropriating JM specifications. As an initial matteg the standard
of comparison methodhé¢ parties disagree as to whether the “open alternative” must be the
cheapest availahler may besimply areasonably availablgtemative. While Knauf contends
that the alternative considered must e ‘least expensive alternativ@s hypothetical $25,000
specification)JM contends it need only be “an available alternative,” which it considered to be
Knauf’'s continuing its relationship withwensCorning. See, e.g. ECF No. 164 at 8-9, ECF
No. 181 at 18the available alternative was “continuing its relationship Witens Corningor
finished discs at a higher price.”).

Knauf's cited cases do not support its contention thesdlternative must be the least
expensivevailable InInternational Industrial Inc. v. Warren Petroleum Cqra.case
involving methods of transportation, the court found that the standard of comparison method
“contemplateshe comparison of the cost of transportation by means of the use of the tratle secre
with a method of accomplishing the same result which would have beetapefiendant had
he not appropriated the trade secritt’l Indus., Inc. v. Warren Petroleum Cor248 F.2d 696,
699 (3d Cir. 1957femphasis addedjee alsdrelex Corpyv. Int’'l Business Machines Corn10
F.2d 894, 932 (10th Cir. 1975) (similarly describing the standard of comparison method as “a
comparison of the costs incurred by the defendant using the stolen trade sechet,caststthat
would have been incurred had he not used the trade secret.”). Because courts do not tequire tha

the alternative considere@ the cheapest available, there@indication that in this case
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Knauf’'s hypothetical $25,000 specification process must be used instdéitisodlternative
scenario wherei Knauf would have continued to work widwensCorning. Because a
reasonable jury could find that JM’s scenario was an open alternative, the lonuait 1ot rule
out such an outcome as a matter of summary judgment.

Additionally, with respect to proving any additional benefits Knauf gained log ukd¥’s
specifications, the parties dispute whether such benefits can be or have beereduadif
noted,Knauf argues that as a matter of law JM must prove that Knauf could not have made RM-
3 or RM-4 spinners without JM’s specifications. Knauf relies on the notion that “[u]njust
enrichment awards must be ‘traceable to and [be] the direct result of the wrghg teoloe
addressed’ to conclude that JM must establish that Knauf could not have made RM-34or RM-
spinners without JM specifications. ECF No. 196 at 2 (qu®ungyks v. Petersqri55 Colo. 44,
45, (1964)). However,sa]M has elsewhere clarified, stmot alleging that Knauf could not have
made the spinners “but for” JM’s specifications, but insteatkKnauf benefited from the use of
JM’s misappropriated trade secrefd/ allegesthat Knauf saved money by using JM’s
specifications rather than comtiing to buy spinners fro@wensCorning. ECF No. 181 at 18
see alsd&ECF No. 163-18 at 35 (Mr. Gaul noted that from 2007 to 2011, Knauf's specifications
for alloys “were based on and largely overlap” the JM specifications, “adpirauf to bypass
the pocess of drafting, editing, and fine-tuning specifications for its own spinaeufiacturing
processes, its vendor casting processes, and alloy cleanliness coniMis’expert, Mr.

Pedigo, quantified the “savings Knauf gained in producing its discs in-house (Mstregé
secrets) instead of the available alternative, continuing its relationship wehs@erning for

finished discs at a higher price.” ECF No. 181 atsk® alsdECF No. 164-9 at 10A
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reasonable jury could find that JM has substantiated its theory of how Knauf'gsawen
traceable to the misappropriationJdfl’s trade secret specifications.

BecauseIM should not be limited to compensatory damages, and batausare
genuine issues of material fact relatinglte amount of damages appropriate for Knauf's alleged
misappropriation of JM’s specifications, summary judgmeBESIIED as to this issue.

3. Exclude Unjust Enrichment Based on the Use of JM’s Testing Data.

In Knauf’s third claim in this motiont moves ¢ exclude any unjust enrichment damages
from the allegedise of JM’s testing data. Knauf argues that the benefistensibly gained
from using JM'’s testing data are too vague and cannot be quantified. ECF No. 164 at 9. Knauf
also alleges that JM héailed to present evidence of Knauf’'s making decisions using JM’s
testing data or evidence that Knauf would have been unable to make RM-3 or RM-4 spinners
without JM testing data. ECF No. 196 at 3—4. Finally, Knauf contends that JM must apportion
damagesttributable to Knauf's use of JM’s testing data, as JM may not recoverrdéits
somehow relatable to the use” of the testing dittaat 4. Thus, Knauf argues that there is no
genuine issue of material fact about the benefits Knauf gained from the JMé @ésting data.

JM counters that the benefits to Knauf of using JM testing data are not vague. ECF No.
181 at 19. JM's expert Mr. Pedigo quantified Knauf's benefits as “the net saviag$dained
by bringing its spinner discs into production at costs significantly lowentian its [sic] paid
to OwensCornings for finished spinner discsld. JM notes that the benefits to Knauf from
using JM testing data “are subsumed in those consegusawvings.”ld.

At base, the parties disagree about whether JM should be required to articulate the
damages attributable to each form of allegede secret misappropriationg, theuse of JIM’s

testing datathe use of casting and refinisgecificdions; and the use @&X-4 alloy formula) or
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if IM may simply compare Knauf's net savings achieved by creating sglisosrwith the
alleged help of JM’s trade secrets rather than buying spinner disc®fr@msCorning.

“Damages in trade secret appriagion cases are often difficult to ascertain with
certainty. However, damages based on mere speculation and conjecture are nit allowe
Damages are not recoverable for losses beyond an amount that a plaintiff lickshesttn
reasonable certainty by a preponderance of the evideSombdco Prods. Cp23 P.3d at 1289
(internal quotations omitted). Thus, there must be “competent evidence to support a damage
award,” but “uncertainty as to the amount of damages will not bar recoveryat 1289-90.In
this case JM has provided evidence of Knauf using its testings#etag.g.ECF No. 181-2;
ECF No. 181-3; ECF No. 181-5; ECF No. 181-6), and its experts’ theory of damages is one
reasonable way to account for Knauf's use of those data. A reasonable jury couldtfiid t
has sufficiently supported its claim for damages with respect to Knaef'sfuk\ testing data-
along with JM’s specifications and GXKalloy formula—and it is not for this Court to decide
otherwiseat this juncture

Because the parties have substantiated their altezriheories about the correct method
of calculating damages associated with Knauf’s alleged use of testing datasth genuine
issue of material fact precluding summary judgment on this isBuegs, summary judgment on
this issue is DENIED.

D. Respondeat Superior [ECF No. 165].

Knauf’s final motion for summary judgmealleges that JM’s claims were brought under
an implied“theory of respondeat superiaarising from Dr. Johnson’s conduct” as a Knauf
employee. ECF No. 165 at 1. Because JM dismissed its claims against Johnson,dGeguf ar

that Knauf may not be held derivatively liable unttes implied theory ofespondeat superior.
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Id. at 2. Additionally, Knauf alleges thahere was only a singlincidence of misappropriation

in this case, which was set in motion when Johnson stole JM’s trade secrets, akbdirat
when it “parsgs] a single continuing tort into multiple torts at different times due to the later
involvement of other ‘Knauf employees.” ECF No. 188 at 5 (quoting ECF No. 182 at 2  8).

JM counters that it did not brintg claimsunderarespondeat superior theory, but instead
under a theory of “direct liability by joint tortfeasors.” ECF No. 182 at 1. JM paints
complaint, in which defendants Knauf and Johnson are referred to jointly as “Defendéhts,” w
no reference to vicarious liabilityid. at 8. Additionally, JM highlightspecific alleged acts of
wrongdoing by Knauf employees other than Johnsorjukaty its claim of direct liability
against Knauf, including that Knauf employee emails referenced JM trades $egeECF No.
182-3 at 2 (Johns&email to Knauf employee Wlodarczyk noting that “C05 is an alloy from a
former life”); ECF No 182-4 at 2 (Johnstemail to several Knauf employs referring to RM4
as “JM Cobalt Chrome alloy,” albeit referring to it as “free to prac))c&nauf employees
generally knew the source of the RM-4 alloy was JM; and a vendor “challengedfgnauf
passingoff a JM specification for its own.” ECF No. 182 at 9. JM also argues that Kwaauf
continued using RM-4 since Johnson left the company, further indicating independent
wrongdoing by Knauf.ld.

The Court denies summary judgment on this cldnst, | declire toinfera theoryof
respondeat superior where none was pled in the first instance. Second, even if a theory of
respondeat superior were implied as against Knauf, there are genuine fissat=ial fact
precluding summary judgment on that basis.

Knauf argues that respondeat superior “mandates a legal status” between areemplo

and an employee, such that JM cannot choose to avoid the do&edeCF No. 188 at 2.
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However, vcarious liability is a theory of liability to be argued affirmatively the plaintiff, not
a defense to be wielded as a shield by defendants in a motion for summary judgegeRalm
Beach Golf2013 WL 5972173 at *femphasis added) (the “defendant was entitled to summary
judgment due to the plaintiff's failure feadvicarious liability in the complaint.”). If vicarious
liability can be waived by a plaintiff's failure to plead the thedtrgannot be raised by
defendants as an “implied” theory that paisethem from direct liability.See also Newport
News Industrial v. Dynamic Testing, In£30 F.Supp.2d 745, 751 (“[O]ne cannot bring a claim
of ‘respondeat superior,’ instead one simply relies on this theory as a Vfehichgosing on the
principal liability for the underlying wrongful acts of the agentHere,as noted, JM chose not
to raise this theory as a vehicle for imposing liability on Knauf, but instea¢bdoring its
claims against Knauf directly. | will not presume to now invoke such a theory on JM’§ behal
Even if Knauf were vicariously liable for some of Johnson’s wrongdoing, Knauf's direc
liability survives the dismissal of IMdaims against Johnsomirect liability is not
extinguished even when vicarious liability for related claimsSiee, e.gBooth v. Kit,Inc.,
2008 WL 11327404 at *7-8 (D. New Mexico, 20@B)t’s vicarious liability was extinguished
when plaintiffs dismissed claims against three subcontractors, but Kit's diteltylifor its own
negligence survived).
Moreover, g@en if Knauf's claim ofan implied theory of respondeat supenare
correct, genuine issues of fact relate&t@uf's misappropriation of trade secrets independent of
Johnson would preclude summary judgment on this basis. JM disputes Knauf's contention that
Knauf stopped using JM’s specification trade secrets, pointing to Mr. Gaul’s tiepdisat
Knauf continued using JM trade secret specifications even after Knaubte its own

specifications in 2011. ECF No. 182 at 2 (citing Ex. 1, Gaul Depo. Tr., 67: 20—-68:5)ar§imil
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JM disputes Knauf’'s contention that Knauf did not use test data apart from Dr. Johnsaf's us
that data, or after April 2014 (during which time Dr. Johnson was still at Knddippihts to
examples of other Knauf employees using and sharing IMaestrade secretS§eeECF No.

182 at 2, ECF No. 165 at 3; ECF No. 16&8t2[69 (Mr. Gaul’s report indicating that Knauf
employees were aware of Dr. Johnson’s use of JM testing data, knew that exfeoeGX-4

and CO5 came from JM, and discussed and reviewed JM'’s testing data as late as 28llyl). Fin
JM allegesthat Knauf acknowledged its continued use of Rsfter Jbnson’s termination,

citing Ex. 5, Knauf 30(b)(6), Tr. at 69:10-70:22 (“Is there a compelling reason today for us to
run away from RM4? No.”). ECF No. 182 at 3.

Thus, because JM did not bring its claims against Knauf under a theory of respondeat
superior, and because there would be genuine issues of material fact redrdimglication of
that theory if it were implied, summary judgment on this issue is DENIED.

ORDER

For the foregoing reasons, defendants’ motion for summary judgment [ECF Nas 161
DENIED; defendants’ motion for partial summary judgment [ECF No] i6BENIED;
defendantsimotion for partial summarydgment [ECF No. 164s DENIED; and defendants’

motionfor summary judgment [ECF No. 1j6S DENIED.

DATED this22nd day ofSeptember2017.

BY THE COURT:

(A

R. Brooke Jackson
United States District Judge
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