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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF COLORADO
Chief JudgeMarcia S. Krieger
Civil Action No. 16-cv-00704-M SK-STV

FOUR WINDSINTERACTIVE LLC,

Plaintiff,
V.
22 MILES, INC.,
Defendant.

OPINION AND ORDER DENYING MOTION TO STRIKE NOTICE OF DISMISSAL

THISMATTER comes before the Court pursutmthe Defendant’s (“22 Miles”)
Motion to Strike(# 132) a Notice of Voluntary Dismissg@# 128) filed by the Plaintiff (“Four
Winds”), Four Winds’ respongg 133) and 22 Miles’ reply(# 135).

Four Winds commenced this action soundingatent infringement in March 2016. By
November 2016, Four Winds amended itsrptaint, drawing a Motion to Dismig# 60) from
22 Miles. While that motion was pendirapnsistent with the Scheduling Ord#r42), the
parties filed claim construction briefg 80, 86) beginning in January 2017. In March 2017, the
Magistrate Judge issued a Recommenddti®4) that 22 Miles’ Motion to Dismiss be granted
in part and denied in part, and both sides filed Objecti®88, 97) to that Recommendation.
On May 30, 2017, while the above-referenced mattemained pending, Four Winds filed a
Notice of Voluntary Dismissdl¢ 128) pursuant to Fed. R. Civ. P. 41(a)(1), unilaterally

dismissing its claims without prejudice. Consonaitlh that notice, thi€ourt closed the case.
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Shortly thereafter, 22 Miles filed the instant mot{#r132), seeking to strike Four
Winds’ dismissal notice. 22 Miles contendatthunder Rule 41(a)(1)(A)(i), Four Winds was
precluded from dismissing unilagly, as either the Motion tDismiss, the claim construction
briefs, or the Magistrate Judgd&Recommendation constituted the equivalent of “motion for
summary judgment,” thereby blkiag Four Winds from acting ulaterally under that rule. 22
Miles argued that, to the extentl¥d/Vinds sought dismissal, thdismissal must be sought from
the Court under Rule 41(a)(2), and on such seamthe Court may require. 22 Miles argues that,
due to Four Winds’ neglect of its discoveryightions, this Court should require that any
dismissal of Four Winds’ aims be with prejudice.

Rule 41(a)(1)(A)(i) providethat a plaintiff may unilaterallgismiss an action “before the
opposing party serves either an answer or a motion for summary judgment.” It is undisputed
that 22 Miles has never filed an answer or a sumpualgment motion in this action. However,
22 Miles argues that several filings in this case constitute the equivalent of a motion for summary
judgment, thereby depriving Four Windtthe ability to act unilaterally.

The Court reflexively rejestthe first of 22 Miles’ arguents: that its own Motion to
Dismiss constituted a motion for summary judgment because Four Winds responded to it by
including information outside th@tir corners of the Amended Complaint. It is well-settled that
“unless_formally converted into a motion fomsonary judgment under Rule 56, . . . itis clear
that a motion to dismiss under Rule 12 doegermhinate the right afismissal by notice.”

Wright & Miller, et al., Federal Practicend Procedure, Civil § 2363 (emphasis addsadalso

Aamot v. Kassel, 1 F.3d 441, 444 [6Cir. 1993) (conversion of Rule 12 motion to one for
summary judgment does not occur simply becaugarty tendered extraneous materials; it

“takes place at the discretion of the court, anthatime the court affirmatively decides not to



exclude the extraneous matters”). Herereassuming that the Magistrate Judge’s
Recommendation is the proper rulitagassess, it is undisputed tiiz Magistratedudge neither
expressly stated that he sveonverting 22 Miles’ dismissal motion into one for summary
judgment, nor specifically relied upon the extraue material that Four Winds had submitted in
making his recommendations. 22 Miles points dalpoilerplate language that the Magistrate
Judge stated he “considered the Motion and rllatefing [and] the entirease file” in deciding
the Recommendation, but points to no spediscussion by the Magistrate Judge of any
extraneous submission or any indication thatNtagistrate Judge neseasily relied upon such
materials in reaching his conclusion®ecause nothing in tirecord indicates that the
Magistrate Judge actually consréd and relied upogxtraneous material, much less formally
announced his intention to treat the dismissalion as one for summary judgment, 22 Miles’
argument that the motion to dismiss was converted to a motion for summary judgment is without
merit.

Second, 22 Miles argues that the issuandheMagistrateudge’s Recommendation,
and the parties’ filing objections to it, preved Four Winds from invoking Rule 41(a)(1).
Greatly distilled, the argument is as follows: Réilda)(1) states that its emtion is “subject . . .
to any applicable federal statute.” 22 Miteen points to the Magisttes Act, 28 U.S.C. §

636(b)(1), which states that, once a recommend&iobjected to, “the court shall made a de

! In reply, 22 Miles contends that the Magagé Judge did expssly rely upon extrinsic
material — namely, the parties’ claim constructimiefs — in issuinghe Recommendation. It
cites to footnote 8 of the Recommendatidmat footnote indicates that, following oral
arguments, the Magistrate Judge invited “sappntal submissions” from the parties on a
particular question. Ultimatelyyowever, the Magistrate Judgencluded that arguments raised
for the first time in those supplemental subnaesiwere “likely waived,” and in any event,

“d[id] not rely upon any . . . supplemental subsion.” 22 Miles’ argument that the Magistrate
Judge’s refusal to consider these supplemeniainissions somehow constitutes the Magistrate
Judge converting the motion to one fomsnary judgment borders on the disingenuous.
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novo determination” of the objections. (Emplsaatided.) 22 Miles thus argues that the
Magistrates Act’s requirement that the Court resallsjections is an “applicable federal statute”
that precludes circumvention v@avoluntary dismissal. Clevas this argument may be, the
Court notes that 22 Miles has dtao authority that actuallydapts such an argument, nor has
the Court’s own research revealed any.

The “subject to any applicable federal stat language in Rule 41(a)(1) refers to
particular statutes that exgmsly or impliedly require couapproval before a claim may be
dismissed.Cheeks v. Freeport Pancake House, Inc., 796F.3d 199, 204 (2d Cir. 2018jting
1937 Advisory Committee Notes to Rule 41. Foaraple, 8 U.S.C. § 1329, specifically cited in
the 1937 Advisory Committee notes, provides that 8Nib or proceeding for a violation of any
of the provisions of this subchapter shallsle&led, compromised, or discontinued without the
consent of the court.” Clearly, allowing a utglieal dismissal under Rule 41(a)(1) would subvert
the Congressional intent in thestatutes that the cdumpprove any dismissal. The Magistrates
Act is not a statute that conditiodsmissal of a claim upon court@pval. The fact that it uses
mandatory language to indicate how its provisiaresimplemented is not the equivalent of a
prohibition against a dismsal without court approval Accordingly, the @urt rejects 22 Miles’
argument that the filing of Objections to thecRBmmendation deprived Four Winds of the ability

to invoke Rule 41(g1) unilaterally.

2 By 22 Miles’ logic, mandatory language ind=dR. Civ. P. 24(a) — “the court must permit
anyone to intervene who [meetstean criteria]” — woudl also prohibit Rule 41(a)(1) dismissals
when a motion to intervene under that rule wasding. After all, a premature dismissal would
prevent the court from allowing thetémvention. However, as cases IBMAC Commercial
Mortg. Corp. v LaSalle Bank Natl. Assn., 213 F.R.D. 150 (S.D.N.Y. 2003), illustrate, the
pendency of a motion to intervene does not preadiule 41(a)(1) dismissal from taking effect.
See also Fort Sl Apache Tribe of Okla. v. U.S,, 2008 WL 2891654 (W.D.Ok. 2008) (slip op.)
(“The fact that a motion to intervene is pendinghattime the notice isled does not affect the
automatic dismissal provided for by Rule 41(a)(1)(A)(i)").
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Finally, 22 Miles offers a fairly abbreviatalgument that the pas’ filing of claim
construction briefs (and a boilerplate Joint Motion for Claim Constru¢#&9)) was the
equivalent of a summary judgment motion, stmgpiFour Winds of the ability to unilaterally
dismiss. The Court rejects trasgument for several reasorZ®2 Miles does not significantly
elaborate on this argument,cept to suggest that, like summauggment, claim construction
can “resolv[e] the legal issue of the scopg@atent claims.” Thus, the Court rejects the
argument is insufficiently-developed. Second, ftasently clear that a Joint Motion for Claim
Construction is not a Motion for Summary Judgimehhey may have similarities in various
ways, but they are not identiaal even closely-related. (Ind&emotions to dismiss and motions
for summary judgment share similarities as walk it is undisputed that the former will not
prevent a Rule 41(a)(1) dismissal.) To the extieat the drafters dhe Federal Rules wanted
something summary judgmelite motions to block unilateral dismissals, they were free to state
as much and to establish the criteriattwould govern such comparisons.

22 Miles’ strongest argumean this point derives frorButler v. Denton, 150 F.2d 687
(10" Cir. 1945). In that case, the"1Gircuit affirmed a trial couts refusal to accept a Rule
41(a)(1) dismissal in a case seeking to detegrights to a probatestate involving Indian
claimants. The I Circuit explaining that the pre-disssial intervention of the United States

and its filing of a ‘plea of intervention’ “tendetgusticiable issues for determination” and that
“in that posture . . . plaintiff was not vestetth the absolute right of dismissalltl. at 690. The
“tendered justiciable issues” standard tBaler appears to create is a curious one. THe 10

Circuit has never uttered it since (much lessgtted to apply it), and many of the few cases

that use it — a search usingtiphrase on Westlaw producesyoh0 results — merely quote from

or refer toButler. As best this Court can determio@]y one decision actually applies the



“tenders justiciable issues” to a fact pattéknderson v. Merit Energy Corp., 2008 WL 2095533
(D.Colo. May 16, 2008), and it does so onldiata, having already obsergtg¢hat a defendant
had filed an answer to a priberation of the complaint.

Upon careful research and rew, this Court concludes thB&titler, once properly
understood, offers no new standard or remarkableome. Several casy including one of
Butler’'s contemporaries, understand its somewhedreg and archaic language to conceal an
obvious outcome. IKilpatrick v. Texas & Pacific RR. Co., 166 F.2d 788, 792 (2d Cir. 1948),

the court explained that Butler, “the United States had thereanvened, and filed a ‘plea of

intervention,’” setting up affirmative matter whicletbourt construed to @ answer because it
introduced issues not raised by the plaintiff'seaghed petition.” (Emphasis added.) Several
other cases have also caeterized the outcome Blitler as being driven by the fact that a party
had answeredEcuadorian Gulf Oil Co. v. Atlantic Richfield Co., 73 F.R.D. 99, 100 (C.D.Ca.
1976) (observing that iButler and another case, “third padibad filed pleas of intervention
which controverted the allegations of thergmaint. . . . [These pleadings,] while not
denominated ‘answers’, accomplished the purpdssswers of puttinthe cases at issue’l

re Irish Bank Resolution Corp. Ltd., 2014 WL 1884916 (Bankr. D.Del. 2014) (“TBaetler court
treated the plea of intervention as the equivadd an answer”).Viewed in this light Butler

does nothing more than illustrate the facialrafien of Rule 41(a)(1) as written: a party had
filed an answer before the plaintiff sought talaterally dismiss, preventing such dismissal.
Accordingly, the Court does not consider thetipa’ Joint Motion for Chim Construction or its
accompanying briefing to constitute an “answemotion for summary judgment” under Rule

41(a)(1).



To be sure, this case involved a more sigaiit presentation of issues than many other
cases in which Rule 41(a)(1) nagwere filed. But this Court resists 22 Miles’ invitation to
extend Rule 41(a)(1) beyond its plain ternise e.g. Pilot Freight Carriers, Inc. v. Intl.
Brotherhood of Teamsters, 506 F.2d 914, 916 {5Cir. 1976). Pilot Freight reflects the
beginning of a more modern pendulum swing aWasn interpretations that deactivate Rule
41(a)(1) “whenever the merits tfe controversy have beerepented to the court in any
manner,” and back towards an understanding that the rule “means precisely what itdsays.”
compare Harvey Aluminum, Inc. v. American Cyanamid, 203 F.2d 105, 107-08 (2d Cir. 1953)
(negating Rule 41(a)(1) where “advanced stage of a suit has been reached,” even though no
answer or summary judgment motion had been fikett) Johnson Chem. Co. v. Home Care
Products, Inc., 823 F.2d 28, 30 (2d Cir. 1987) (acknowledging thatvey “received a ‘cool
reception™ and “must be limited to its ‘extreme’ facts”). Ridot Freight announced more than
40 years ago, if “comprehensive modificatiorttod Rule is desirable, the request must be
addressed to the Supreme Gaurd to Congress, not taghCourt.” 506 F.2d at 917.

Accordingly, the Court finds that Fowinds’ Rule 41(a)(1) notice of dismissal was
properly filed and this case wpsoperly dismissed without prajice. 22 Miles’ Motion to
Strike (# 132) is DENIED.

Dated this 24th day of January, 2018.
BY THE COURT:

Drosce 4. Fhcag,

Marcia S. Krieger
ChiefUnited StateDistrict Judge




