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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLORADO
Senior Judge Marcia S. Krieger

Civil Action No. 17-CV-2550-MSK-NYW

MARCO’S FRANCHISING LLC, and
MP MARKS LLC,

Plaintiffs,
V.

MARCO’S COAL FIRED PIZZA INC.,

MARCO’S COAL FIRED PIZZA GOLDEN LLC,
MARCO’S COAL FIRED PIZZA CASPER LLC,
MARCO’S VALLAGIO LLC,

RACCA’'S PIZZERIA NAPOLETANA INC,,

MARK DYM,

KRISTY LATORRACA-DYM, and

MARCO’S COAL FIRED PIZZERIA COLFAX LLC,

Defendants.

OPINION AND ORDER ON MOTION FOR SUMMARY JUDGMENT

THIS MATTER comes before the Court on thefendants’ Motion for Summary
Judgment# 109, the Plaintiffs’ Responset (116, and the Defendants’ Rephf 18. For the
reasons that follow, the Mion is granted, in part.

I. JURISDICTION

The Court exercises jurisdiction under 28 U.S.C. § 1331.
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Il. BACKGROUND*

This case involves a trademark dispute leetwa national pizza chain and local pizza
restaurants, both using the namarco. The Plaintiffs (collectively “Marco’s”) operate a
national network of franchised pizza restawsamder the brand name Marco’s Pizza. Marco’s
holds six federally registered trrarks that it uses in congtion with its business, but only
two are primarily at issue faurposes of the instant Motion:

e A word mark consisting of the word MRCO'’S, first used on July 31, 1978, and

registered on December 4, 2012.
e A design mark consisting of the words MAREPIZZA in a stylized font with a
cartoon of a slice of pizzaed in place of the apostrophe, first used on December 31,
1985, and registered on Novemi&, 2013 (the “design mark®).
For many years after its founding in the early@98viarco’s operated primarily in Ohio and
Michigan. By 2007, it had added operationgnidiana, Arizona, Nevada, North Carolina, and
Wisconsin, and in September 2007, it announcedsgl@aexpand to Georgia and Florida. The

business did not arrive in Colorado until February 2008, when it entered into a franchise

1 The Court recounts the undisputed facts andligputed facts in the light most favorable to
the Plaintiffs, the nonmoving partieSee Garrett v. Hewlett Packard C805 F.3d 1210, 1213
(10th Cir. 2002).

2 The MARCO’S word and design marks were ségjied within the fivgrears preceding this
lawsuit, entitling them to less protection thaa tiher four marks, which is why the Defendants
direct their trademark-infringement argumeagsinst these marks and not the others. The
details and descriptions of the other four nsaake not particularly important to the Court’s
analysis, as their existence is only implicadbgdhe Defendants’ affirmative defense of laches

and Marco’s claim for dilution. Suffice it to sahe marks include: a womthark consisting of

the words MARCO'S PIZZA, two variations @cartoon drawing ad mustachioed chef

wearing a toque and tossing a circlepdza dough in the air, with the wor@&ef Marcowritten

in script on the crown of the toque, and a design mark consisting of a “puffy,” balloon-like letter
M, with a drawing of a six-gtie pizza with a missing slice (the absence of which forms the upper
wedge of theM) and the wordnarco’sin a stylized curving font inside it.
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agreement with Rodman Schley, providing Mrhi8y rights to establish Marco’s franchises
anywhere in Colorado. It does not appear fthenrecord that MiSchley began actually
operating franchises until approximately 2009.

The Defendants are restaurants owned and operated by Defendants Mark and Kristy
Latorraca-Dym (the Dyms). They created Defent Marco’s Coal Fired Pizza Inc. (“MCEh
June 2008, opening a restaurant under the nameoMdatoal-Fired Pizza at location in the
Ballpark neighborhood of Denver. At that 8mMCF used a roughly triangular design mark
that consisted of three stackenlvs of text (“Marco’s / Coal-ifed / Pizzeria”) above a drawing
of a puff of smoke. On &ember 18, 2008, Marco’s sent ideto MCF, advising MCF of
Marco’s trademark registrath of the MARCO'’S PIZZA marlkand requesting that MCF
“provide us with copies or ber evidence of your Firsise of the name ‘Marco’s’ so that we
might determine if you are legally &tfed to some use of the sanfe’# 109-8 at 2) MCF
responded, acknowledging “your client’'s ownepsbi the registered trademark MARCO’S
PIZZA,” but noted that, because the mark incogped a name, it was not likely to be considered
distinctive and lead to a ktihood of confusion with MCE use of the MARCO’S COAL-

FIRED PIZZA mark. # 109-9 at 1) It also noted that Marcolsad yet to open any locations in
Colorado, and thus, due to its prior use, MCF “widu¢ deemed the senior user of the mark in
Colorado, particularly in Denver.”#(109-9 at 2) Marco’s chose not ttake any further action

at the time.

3 For convenience, the Court will also generalig “MCF” in this Opinion to refer collectively
to the Defendants.

4 The letter also noted that Marco’s hadltsthe development rights to open Marco’s Pizza
stores in the State of Coloradaeyid that the purchaser “plansstart developing stores in the
near future.” # 109-8 at 2



In or about 2010, MCF opened a second loaatiahe Denver Tech Center operated by
Defendant Marco’s Vallagio LLC. (The Cowmderstands that, notw#tanding its name, the
Tech Center location continued to use theasMARCO’S COAL-FIREDPIZZA mark as the
Ballpark location.) In 2015, MCF opened twadé&ional locations, Defendants Marco’s Coal
Fired Pizza Casper LLC in Casper, Wyomiagd Marco’s Coal Fired Pizza Golden LLC, in
Golden, Colorad8. However, these two locations opened under the name Racca’s Pizzeria
Napoletana instead. Also in 2015, MCF rebieahthe existing Ballpark and Tech Center
locations to use the Racca’s name, ceasingéathe MARCO’S COAL-FIRED PIZZA mark
entirely. There is some diste in the record as to wiWCF undertook the name change, and
there is at least some evidence that cust@meiusion between MCF and Marco’s locations was
a contributing factor. By mid-lu2017, the Dyms concluded thae rebranding of the Ballpark
and Tech Center locations as Racca’s wasssake, and they resumed use of the MARCO’S
COAL-FIRED PIZZA mark at those location§hortly thereafter, M@o’s commenced this
lawsuit.

Marco’s Amended Complaint (88 asserts eight claims: (1) trademark infringement
under the Lanham Act (15 U.S.C. § 1114) against eatire entity defendants; (2) contributory
infringement against the Dyms; (3) unfair catipon under the Lanham Act (15 U.S.C. § 1125)
against the entity defendants; (4) contributory unfair competition against the Dyms; (5)
trademark dilution (15 U.S.C. 8§ 1125) agaiméDefendants; (6) unfair competition under
Colorado law against all Defendants; and @geaptive business practices (C.R.S. § 6-1-105)

against all Defendants; and (8) a claim for an accounting against all Defendants.

> Two additional entity defendants were formed by the Dyms but have never operated a
restaurant: Racca’s Pizzeria Napoletana InENJRand Marco’s Coal Fired Pizzeria Colfax
LLC.



In response, the Defendants assert thoeaterclaims: (1) a claim pursuant to 15 U.S.C.
§ 1064(3), seeking to cancel Mats registration of the MARCO’&0ord mark as having been
fraudulently obtained, due to Marco’s principals falsely atigsti their 2012 and 2013
registration applications that they were awafrao other entity hawig the right to use the
MARCO’S mark in commerce despite being asvaf MCF’s use of a MARCO’S mark since
2008; (2) a claim pursuant to 15 U.S.C. 8§ 13%4¢ cancel Marco’s registration of the
MARCO’S word mark was being merely degtive and lacking in any secondary meaning
associating it with Marco’s;ral (3) a claim by the entity Deferta for a declaration that their
use of the MARCO’S COAL-FIRED PIZZA mark de@ot infringe any of Marco’s marks.

The Defendants now move for summary ju@éginon certain claims and counterclaims
(# 109. Specifically, they argue that: (1) t®lden, Casper, Colfax, and Racca’s Defendants
are entitled to summary judgment on all claireseated against them insofar as Marco’s cannot
demonstrate that any of these Defendants asgdf the Marco’s markg2) they are entitled to
summary judgment on their counterclaim segliancellation of the MARCO’S word mark due
to fraud; (3) they are entitléd judgment on their counterafa contending tht the MARCO’S
word mark is not inherently slinctive and lacked secondargaming in the market as of 2008;
(4) all Defendants are entitled to judgment in their favor on their affirmative defenses of laches
or acquiescence, given that Marco’s madeffarts to enforce its marks between 2008 and
2017; (5) Marco’s cannot establish its claim for trademark dilution because it cannot show that
MCF began using any of Marco’s marks aftextimnad become famous; and (6) Marco’s cannot
establish its claim for an accounting becausenhoashow that the Dyms acted in bad faith

when selecting the MARCO’SOAL-FIRED PIZZA mark.



lll. LEGAL STANDARD

Rule 56 of the Federal Rules of Civil Procegltacilitates the entrgf a judgment only if
no trial is necessarySee White v. York Int'l Corp45 F.3d 357, 360 (10th ICi1995). Summary
adjudication is authorized when there is no gendispute as to any material fact and a party is
entitled to judgment as a mattgfrlaw. Fed. R. Civ. P. 56(a). Substantive law governs what
facts are material and what issues must be detedniti also specifies the elements that must be
proved for a given claim or defense, sets thedstahof proof, and ideries the party with the
burden of proof.See Anderson v. Liberty Loblnec., 477 U.S. 242, 248 (198&aiser-Francis
Oil Co. v. Producet Gas Cq.870 F.2d 563, 565 (10th Cir. 1989 factual dispute is
“genuine” and summary judgment is precludethd evidence presented in support of and
opposition to the motion is so contradictory thaprésented at trial, a judgment could enter for
either party.See Andersqrt77 U.S. at 248. When considering a summary judgment motion, a
court views all evidence in the light most faable to the non-movingarty, thereby favoring
the right to a trial.See Garrett v. Hewlett Packard C805 F.3d 1210, 1213 (10th Cir. 2002).

If the movant has the burden of proof onairal or defense, theawant must establish
every element of its claim or defense by sufficient, competent evid&ssged. R. Civ. P.
56(c)(1)(A). Once the movingarty has met its burden, to avoid summary judgment the
responding party must present sufficient, corapgtcontradictory adence to establish a
genuine factual disputeSee Bacchus Indus. Inc. v. Arvin Indus.,1889 F.2d 887, 891 (10th
Cir. 1991);Perry v. Woodward199 F.3d 1126, 1131 (10th Cir. 199%)there is a genuine
dispute as to a material fact, ekis required. If there is no geine dispute as to any material
fact, no trial is required. Theourt then applies the law the undisputed facts and enters

judgment.



If the moving party does not have the burden of proof at trial, it must point to an absence
of sufficient evidence to estaliishe claim or defense that the nmoevant is obligated to prove.
If the respondent comes forward witHfgtient competent evidence to establisprama facie
claim or defense, a trial is required. If iespondent fails to produce sufficient competent
evidence to establish its claim or defense, themtbvant is entitled tiudgment as a matter of
law. See Celotex Corp. v. Catrett77 U.S. 317, 322—-23 (1986).

V. DISCUSSION

This case presents multiple claims against multiple defendants based on multiple
trademarks. Practically, each claim is comprisesbosub-claims, one for each trademark. Itis
helpful to group the Defendants’ argumentshigeir Motion for Summary Judgment according to
the claims to which each applies.

e Asto all claims orall six marks the Golden, Casper, Colfax, and RPN Defendants
claim that they are entitled to judgmemichuse the Plaintiffs cannot establish that
they have ever used the marks.

e As to the claims for trademark infringement and unfair competition aggdn the
MARCO’S word and design marks, all tbefendants assertaiudulent registration
and seek cancellation of the MARCO’S word mark.

e As to the claims for trademark infringement and unfair competition aggadn the
MARCO’S word and design marks, all thefBredants assert invalidity (no secondary
meaning) and seek judgment for calation of the MARCO’S word mark.

e Asto all claims based al six marks all the Defendants argue that they are entitled

to judgment on the affirmative defenses of laches and acquiescence.



e As to the dilution claim based @il six marks all the Defendants assert a defense
that the Marco’s marks are not famous.
e As to the claim for accounting, all the Deélants contend Marco’s cannot show they
acted in bad faith.

A. Claims Against the CasperGolden, Colfax, and RPN Defendants

MCF argues that Marco’s cannot establish ahiys claims against the Golden, Casper,
Colfax, and RPN Defendants because it cannot shatvany of these Defendants made any use
of Marco’s marks. Indeed, the Defendants hawveectorward with evidencen the form of Mr.
Dym’s affidavit, that Defendant Colfax wésrmed speculatively and has never actually
conducted any business of any kind beyond aaguaiparcel of regdroperty, and that
Defendant RPN was formed for unknown reasbuat has never conducted business operations
of any kind. # 109-2 § 19 As to the two remaining erigs, Golden and Casper, Mr. Dym'’s
affidavit establishes that these businessgs hbvays operated undidre Racca’s name and
have never used any variation of any Marco’s ma#k100-2 | 18

Curiously, Marco’s Response does not addrthe fact that the Colfax and RPN
Defendants have never had any operationd.aRather, Marco’s simply lumps all four
Defendants together and arguestilfl) those busisses routinely used “Powered by Marco’s
Coal Fired Pizza” in their advertising; (2) thltee of the four Defendants have the phrase
“Marco’s Coal Fired Pizza” in their name; and {8t the Dyms act as the agents of each of the
four Defendants such that the Dyms’ use ofdd& marks in other businesses somehow operate
to bind the four Defendants here. The Court sanignrejects the second and third arguments,
as Marco’s cites no authority for the propositioatth business’ selection of a particular legal

name that is otherwise never used in adsied or otherwise displayed to consumers can



constitute trademark infringement aryaother violations asserted herefdee, e.gKelly-Brown
v. Winfrey 717 F.3d 295, 306 (2d Cir. 2013) (essentialkd.anham Act claims is the use of a
mark “in commerce,” which inquires “whether the trademark has been disptagedsumerin
connection with a commercial transaction” (d@rasis added)). TheoQrt further rejects the
suggestion that, as a matter of agency law, thierecof a party’s agent on behalf of unrelated
businesses can operate to bind the principal.
Thus, the Court turns its attention to Mascobntention that these Defendants have used
the phrase “Powered by Marco’s Coal Fired Pizzpart of their advertising. Marco’s points
to the following items of evidendr support of thisontention:
e The Defendants’ Responses to Requests for Production state that the Casper
Defendant at one time had a taglinéi®é&cca’s: Powered by Marco’s Coal Fired
Pizza,” at an unspecified time, but tlitsgubsequently discontinued use of this
phrase. #116-13 1 13

e Mr. Dym’s deposition testimony about thespar location that confirmed that “at
some point we put ‘powered by Marc&®al Fired Pizzeria™ on the Casper
location’s website. £116-14 at 59:23—-60:)

e Certain attachments to a kettwritten by Marco’s couns®in this action that purport
to depict screenshots of the webs#ecaspizzeria.coras of September 10, 2018,
which show the use of the phrase “Powdrgdarco’s Coal Fired Pizza” (and which

also depict the use the M@fangular design mark).#03-2 at 8-10)

® The Court has some doubt as to whetheraiidence is presently in an admissible form, but
because it is duplicative other evidence in the record on thimint, the Court need not consider
that issue.



e A set of photos, identified by Marco’s agnply “documents produced by the
Defendants” and which appear totiiked “Discovery Assessment#(116-10Q and
prepared by a public relations firm foethise of Racca’s, which includes a single
slide bearing the sani®wered by Marco’sext that appears on the
raccaspizzaeria.cowebsite as set forth abovVe.

The Court finds that Marco’s has come fard with no evidence whatsoever to suggest
that the Colfax and RPN Defendants have &aer any operations whatsoever, much less that
they made any use of Marco’s marks in commérdéwus, these Defendants are entitled to
summary judgment on all claims. The CourtHertfinds that nothing ithe record indicates
that the Golden Defendant ever made any use d?dleered by Marco’éanguage. Although
there is some evidence that the business usingqticaspizzeria.comvebsite has used the
Powered by Marco’sanguage, the evidence in the recsudgests that this website belongs to
the Casper Defendant. CertginMarco’s has not come forward with any evidence to indicate
that website is also used by the Golden DefahdAccordingly, the Cart finds that Marco’s
has failed to come forward with evidence indiza that the Golden Defendant has engaged in

any use of any Marco’s mark, so it, toogititled to summary judgment on all claifhs.

" Marco’s also points tevidence of the use of tfRowered by Marco’sanguage on the door of
the Tech Center location, but the Vallagio Defendte operator of th€ech Center location, is
not one of the Defendants movingtims portion of the Motion.

8 This conclusion is so obvious that the Gdwas concerns aboutethigorousness of Marco’s
legal and factual analigsand the degree to which it has discharged its duty of candor to the
Court.

° All of Marco’s claims beyond the Lanham Aetjuire use in commerce such that this
determination applies to eveclaim based on all six mark&ee Rosetta Stone Ltd. v. Google
Inc., 676 F.3d 144, 168 (4th Cir. 2012) (dilutioRlealthONE of Denver Inc v. UnitedHealth
Grp., 805 F. Supp. 2d 1115, 1124 (D. Colo. 2011) (tHerdkant must unfairly use the name for
unfair competition); C.R.S. § 6-1-105(1)(g) (requiring disparagement by misrepresentation of
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The record does reflect that the Casper Defendant has udeovikesd by Marco’s
language. The Court does not understand theridafdés’ Motion to sepately argue that the
use ofPowered by Marco’ss insufficient to support Marce’claims for infringement, dilution,
etc as a substantive matter (except as set fmbbw). Accordingly, summary judgment in favor
of the Casper Defendais inappropriate.
B. Counterclaims for Cancellation

The Court turns next to the Defendamtsunterclaims, which seek to cancel the
registration of the MARCO'’S wordnd design marks due totdichand as being insufficiently
distinctive. In challenging the distinctivess of those marks, MCF also seeks summary
judgment in its favor on Marco’s claims foademark infringement and unfair competition
under the Lanham Act.

1. Fraudulent Registration

The registration of a trademark with the U.S. Patent and Trademark Office (PTO) entitles
the registrant to certain advages and presumptions. ButW5.C. § 1604(3) provides a
mechanisr by which a person can petition for the celhation of a regisation upon a showing
that “the registration was obtead fraudulently.” A party seeig to obtain cancellation of a
registration due to fraud must show: (1) adalkspresentation by the registrant regarding a
material fact; (2) the registrastknowledge or belief that thepresentation is false; (3) the

registrant’s intent to inducelr@nce by the PTO upon that misrepresentation; (4) actual reliance

fact, alleged here as using the Marco’s markshfe Defendants’ own goods). As for Claim 8,
which is a remedy upon a finding of trademarfkingement, there caoe no remedy without
underlying infringementSee W. Diversified Servs. Inc. v. Hyundai Motor Am, #&7 F.3d
1269, 1272 (10th Cir. 2005).

10 Although the statute refers to the filing gbetition to cancel with the PTO, 15 U.S.C. § 1119
permits courts hearing cases involving registenadks to “determine the right to registration,
[or] order the cancellatioof registrations.”
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by the PTO upon the misrepresentation; and (5) damproximately flowing from that reliance.
OTR Wheel Eng’g Inc. v. West Worldwide Servs, 887 F.3d 1008, 1019 (9th Cir. 2018).
Notably, there is a difference betweefalse statement andfaaudulentone, and the registrant’s
intent to deceive is essential, as misundaditay, inadvertence, negligent omission and other
failures will not suffice.Metro Traffic Control Inc. v. Shadow Network Int04 F.3d 336, 340
(Fed. Cir. 1997). A party asserting fraudulemfiseration bears the burden of proving the fraud
by clear and convincing evidencBeer Nuts Inc. v. Clover Club Foods Col11 F.2d 934, 942
(10th Cir. 1983).

MCF alleges that on January 16, 2012, Marco’s applied for the registration of the
MARCO’S word mark. The apigation was signed by John Buaz, Marco’s president and
chief executive. Mr. Butorac'sgmature is found beneath a “Deafon” section that asserts,
under penalty of perjury, that Mr. Butorac beéswWlarco’s “to be the owner of the trademark(]
sought to be registered,” that he believes Martto'®e entitled to use such mark in commerce,”
and that “to the best of $[|] knowledge and belief, no othperson, firm, corporation, or
association has the right to use the mark in coroe@ither in the identical form thereof or in
such near resemblance [as to] cause confusighl09-16 at 6§ MCF contends that, as of that
date, Mr. Butorac was well aware of several pthesinesses that were using variations of a
MARCO’S mark in conjunction with the satdé pizza. Specifically, MCF points to:

e A January 4, 2012, letter sent by Marclaiw firm to Frank Nuccio, owner of a

business named Pompeii Pizza in Dallas, Texad.09-17 at 1-3 The letter notes
Marco’s intention to expand into Dallas, lal$o states its wierstanding that Mr.
Nuccio did business under the name PByaarco’s in Dallas and had done so

since 1956. Acknowledging that such usee“dates Marco’s 1978 first use date,”
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Marco’s stated that if “this is corregtpu will be entitled tacontinue to use the
P1ZZA BY MARCO name andnark” in the Dallas aret. Marco’s corporate
representative testified i deposition that Mr. Butorac would have “probably
informally” signed off on the decision to issthe letter to Mr. Nuccio and that it was
Marco’s legal department’s obligation to ftanly alert” Mr. Buorac if it discovered
potential infringements of Marco’s marks# 109-7 at 132:11-1% In response,
Marco’s has submitted a somewhat carefully-worded affidavit from Mr. Butorac that
states that Mr. Butorac “is awaref the situation with Mr. Nuccitoday, but Mr.
Butorac does not indicate his argness of that situation as2012. He further states
that Marco’s “did not believe that” Mr. Ngio had “an accurate claim” to the use of
the MARCQO'’S mark, even though Mars lawyers apparently did#@16-4 T 13

e In disclosure documents issued to paid franchisees as of May 2013, Marco’s
represented that it was “generally aware thate may be other food service or pizza
business|es] that use the name ‘Marco’sMarco’s Pizza’ and we make no claim
that we are the only food service or pizzaibess entitled to uskée name ‘Marco’s’
or ‘Marco’s Pizza’. Among others, we aa/are of businesses in Ash[e]ville and
Mocksville, N.C., Bethlehem and New TowPa., Rock Hill, S.C., Dallas, Texas,
Milwaukee, Wisconsin, and Denver, Coldcathat use and have used the name
‘Marco’s Pizza’ or similar derivations for several years.” These businesses may or
may not be infringing on one or more of our markst’109-4 at 4)

e Since 2008, Marco’s has been aware of MQkSe of variants of a MARCO’S mark

and its claim to priority in use @hat mark in the Denver area# 109-8)

11 1n 2013, after Mr. Butorac'declaration, Marco’s purchas&@@m Mr. Nuccio any rights he
may have had in the PIZZA BY MARCO mark.
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Although the Court concedes that there is sigaift evidence in the record that suggests
that Marco’s wagenerallyaware of the possibility (if notkelihood) of others with superior
rights to variants of the MARCG mark as of 2012, and that there is even evidence of Mr.
Butorac’sspecificknowledge of at least one instance ofradividual with superior rights to a
MARCO’S mark in January 2012, the Court is nagared to find that, as a matter of law, MCF
has carried its burden of demormsiing Mr. Butorac’s fraudulentent by clear and convincing
evidence on this record. Agetro Trafficmakes clear, a false statement is not necessarily a
fraudulent one, 104 F.3d at 340, and although iag@yt appears that Mr. Butorac’s statement
that no one else had superior tiglto the MARCO’S mark in Janua@p12 is false, the record is
not necessarily undisputedly clear and convincing that Mr. Bukorawthat. It may be that Mr.
Butorac was unaware of the situation with. Muccio, or that he oeived inaccurate or
confusing legal advice from Maots legal representatives atidhe status of Mr. Nuccio’s
rights. Because it is MCF’s burden to shiwy,clear and convincing evidence, Mr. Butorac’s
specific intent to deceive, the Court cannot ey the evidencim the record rises to that
level}? Thus, MCF’s counterclaim seeking cancellation of the MARCO’S mark due to fraud
will await trial.

2. Lack of Distinctiveness

MCF also seeks judgment on @sunterclaim seeking twancel the MARCO’S word and
marks due to a lack of distinctivenessislessential that a registered marldisinctivein one

of several senses, and upon a showing that steegd mark lacks necessary distinctiveness, a

12 This is not to suggest thistarco’s would be entitled to sumary judgment in its favor on
MCF’s counterclaim for cancellation. It may vewgll be that the factfinder concludes that Mr.
Butorac clearly knew of the situation with Mr. dtio, as well as of Marco’s lawyers’ belief that
Mr. Nuccio’s rights to the MARCO’$nark were superior as of the time Mr. Butorac sought to
register that mark. Such eweidce would be sufficient, if belied by the factfinder, to support
MCF’s counterclaim and require cagilation of the MARCO’S mark.
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court may cancel that registratioStreamline Prod. Sys. Inc. v. Streamling Mfg.,1861 F.3d
440, 451 (5th Cir. 2017).

A mark is sufficiently distinctie if it is either “inherently ditinctive” or, alternatively, if
it has “acquired distinctivenefisrough secondary meaningld.; 1 J. Thomas McCarthy,
McCarthy on Trademarks 3:1 (5th ed. 2017). Irsaessing whether a markinfierently
distinctive, the Court attempts to place it alorgpatinuum from fanciful to generic marks (with
arbitrary, suggestive, and degtive categories in betweenonchez v. Coors Brewing Go
392 F.3d 1211, 1216 (10th Cir. 2004). Suggestivatrary, and fanciful marks are inherently
distinctive because their nature serteglentify a particular sourcaVal-Mart Stores Inc. v.
Samara Bros. Inc529 U.S. 205, 210-11 (2010). But “degtive marks are not inherently
distinctive” and become protble only if they acquire sgiinctiveness through secondary
meaning.Utah Lighthouse Ministry v. Fountbr Apologetic Info. & Resear¢h27 F.3d 1045,
1051 (10th Cir. 2008).

The MARCO'’S word mark was registerbyg the PTO in 2012 and the design mark was
registered in 2013. Federal registration proviggsa facieevidence of the mark’s validity and
entitles the registrant to aeirg presumption that the markdstinctive and protectableSee
Zobmondo Entertainment LLC v. Falls Media L1802 F.3d 1108, 1113 (9th Cir. 201®TE
Corp. v. Williams 904 F.2d 536, 538 (10th Cir. 1990).pArty opposing registration can meet
its burden of production to rebut the presumpidy producing evidence sufficient to establish
that the mark is merely descriptige does not have a secondary meaniklyiIMentor LLC v.
Knowledge Mgmt. Prof. Soc’y In@12 F. Supp. 2d 1222, 1242 (D. Kan. 2010). If the defendant

is successful, the presumption drops from the daaeing the plaintiff with its ultimate burden
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of persuasion to prove the mark is protectaBlmazing Spaces Inc. v. Metro Mini Stora§e8
F.3d 225, 239 (5th Cir. 201(ollecting cases).

Because the MARCO'’S word maand the design mark have been registered by the
PTO, the Court first considers whether MCF bae forward with evidence that would be
sufficient to overcome the presumption oftiistiveness. Personal names are commonly
considered a subset of descriptive marks, thgsiring a secondarypeaning for protectionSee
Peaceable Planet Inc. v. Ty In862 F.3d 986, 988 (7th Cir. 2008)arker Int’l v. DeBrulet
844 F.2d 763, 764 (10th Cir. 1988)he Seventh Circuit hasedtified three concerns
underlying the need for a secondary meaninga&e personal-name mar#istinctive: (1) a
reluctance to forbid a person to use his own namnimes own business, (2) the fact that some
names are so common (Smith, Jomds) that multiple users cannot be confused for each other
until they acquire a secondary meaning, ang8yenting a person from using his name to
denote his business may deprive aoners of useful informationPeaceable PlaneB862 F.3d
at 989.

MCF has come forward with unrebutted ende that the name Marco, along with its
cognate Mark, is among the top 20 most commanesagiven to boys in the United States in the
past century. £ 109-4 § 7) (Mark is Mr. Dym’s first name and he has gone by the nickname
Marco since childhood#(109-2 1 3)) It has also produced evidence of dozens of businesses
operating across the country wigbme form of the identifigvlarco’s in their name —e.qg,
Marco’s (numerous); Marco’s Restaurant (nuousi); Marco’s Seafood ar@@yster Bar; Marco’s
Mexican Restaurant; Marco’s Tavern ®lain, Marco’s Authentic Italian Gelatetc # 109-4
1 6, at 5-11) It does not appear that Marco’s (the Riffis here) substantially disagree with the

proposition that the name itself is merely dgstore; Marco’s summarjudgment response brief
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instead focuses on the question of secondary meaiimgs, this Court is siafied that evidence
is unrebutted that the simple name Marco’shaspossessive form of the name Marco or Mark,
is commonly used as a description aackk any inherent distinctiveness.

Although a mark may be simply descriptivenature, it may nevertheless acquire
distinctiveness through secondary meaning. An otherwise descriptive mark acquires a secondary
meaning if it has “been used so long and sduskvely by one producer with reference to his
goods or articles that, in thaatte and to that branch of the ghasing public, the word or phrase
[has] come to mean thatefarticle ishis product.” Educ. Dev. Corp. v. Econ. C®62 F.2d 26,
29-30 (10th Cir. 1977). Statedfdrently, a mark has secondary meaning when significant
numbers of consumers in that market, when presented with the emgrkwhat does
MARCO’S mean to you?”), wouldssociate that mark with anaular supplier of goods or
services €.g, “it's that pizza place over on Fourth and Main”). Whether a mark has acquired a
secondary meaning is an issue of fact, but eliee underlying facts aundisputed, resolution
on summary judgment is appropriatdarker, 844 F.2d at 764.

The analysis for secondary meaningasducted based on the relevant market area
where the mark is to be used. In other woadsiark that has substartmarket penetration in
one location may still lack sendary meaning in a distant rkat where it is not so well
established. Thus, the focus is on the markeathich the allegedly infringing defendant
operates.Adray v. Adry-Mart Ing 76 F.3d 984, 987 (9th Cir. 1998 cordFirst Sav. Bank
FSB v. First Bank Sys. Incl01 F.3d 645, 655 n.12 (10th Cir. 1996) plaintiff must also
establish that the secondary mearergsted in the relevant marketplgmeor to the defendant’s
use such that the defendant’s use constituted infringement at the time that useSoegian.

Paper Co. v. Scott’s Liquid Gold In&89 F.3d 1225, 1231-32 (3d Cir. 1978). Because “the
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gravamen of the secondary meaning determinaditimee empirical question of current consumer
association,” survey evidence is theghdirect and petsmsive evidenceSunbeam Prods. Inc. v.
West Bend C9p123 F.3d 246, 253 (5th Cir. 199@progated on other grounds by TrafFix
Devices Inc. v. Marketing Displays In632 U.S. 23 (2001).

Based on these principles, the issue presentgtather there is a gaine dispute of fact
as to whether the MARCO’S word mark had ecswlary meaning, affiliatg it in the minds of
the consuming public in and around Denver, Gado, as of June 2008, when MCF first began
using MARCO'’S COAL-FIRED PIZZAas its mark (or, for that matter, in 2010, when the Tech
Center location also began usihgt same mark). The evidensaindisputed that Marco’s had
no franchisees operating in Colorado asunfeJ2008. Steve Seyfarth, the chief marketing
officer at Marco’s, testified #t Marco’s does not generally eggain advertising or marketing
in areas where they do not have stores, armbheeded that, as of 200&e awareness of the
brand in the Colorado market” was “probably very low#'109-5 at 12:16-2416:7-9)

Marco’s asserts that over the “past decade,” itspast “tens of millions of dollars annually . . .
advertising and marking the Marco’s brand asrthe country, includg in Colorado.” # 116-2

1 10.) But that statement’s vagueness asne tand geography does not suffice to dispute Mr.
Seyfarth’s admission that little of that matikg effort was directed towards Colorado as of
2008. Similarly, Mr. Butorac’s affidavit statingghMarco’s “began marketing and advertising
activities in Colorado” as of 200%# (L16-4 { 2 fails to provide anyneaningful information
about the nature or volume sifich advertising, much less demonstrate that it was effective in
bringing about a public association betweenMARCO’S mark and Mara’s itself (especially

at a time when there were no Marco’s location€olorado for the public to patronize).
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The lack of market awareness of Marcaral the MARCQO’S markis demonstrated by
the only survey evidence in the record, a 26ti6ly conducted by Marco’s itself. That survey
revealed that “unaided [customer] awarenegdVarco’s in the Denveairea “is extremely low
(6%).” (# 109-21 at 3 One can reasonably infer thatifstomer awareness of Marco’s was
low as of 2016, when Marco’s had already bedouisiness in Denver for years, it was likely to
be even lower as of 2008, when Marco’s hadctive operations in therea. Mr. Seyfarth
stated that the survey was conducted among cessowho lived within a five-mile radius of a
Marco’s store. # 109-5 at 46:6—1) Presumably, customer awareness of Marco’s outside this
range would be even lower. Marco’s firstabrocations in Coloradoll @pened in the calendar
year 2009, were in Broomfield, Arvada, and Fodilins. Thus, one would expect little
customer awareness of the brand in Denwbere MCF’s Ballpark location was operating.
Marco'’s first location in Denwedid not open until 2011, well aftédCF’'s Tech Center location
had opened.

On these facts, the Court finds that thereo genuine dispute of fact sufficient to
warrant a trial. The undisputegtidence is that Marco’s engagedninimal marketing activities
in Colorado as of 2008 and 2010, and that it hadmah({if any) degree of customer association
between it and the MARCO’S mads of that time. In such circumstances, no reasonable
factfinder could conclude thtarco’s could demonstrate a sadary meaning attaching to the
MARCO'’S mark in Colorado as of 2008 or 2010.efdfore, the Courtriids that the MARCO'’s

word mark was not distinctive in Colata when MCF began using the MARCO’S COAL-
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FIRED PIZZA mark. The same analysis applie Marco’s design mark registered in 2633.

The effect of a finding that the MARCO’S woathd design marks lacked distinctiveness
in Colorado in June 2008 on the claims in thisecis somewhat unclear to the Court. MCF has
sought summary judgment on Marg claims of trademark infringement and unfair competition
(Claims 1 through 4) only as to the “contestatvlarks” — namely, the MARCO’S word mark
and the design mark. But the Court does not uraledld¥ICF to challenge Marco’s claims that it
has also infringed on the MARCQO’S PIZZ4Rord mark which, issued in 1986, is
“incontestable”, an antiquated tethmat does not actually mearetmark can never be contested
in any respect, but means distinctivenesgsannot be contested due to lack of secondary
meaning.See Vail Assoc. v. Vend-Tel-C816 F.3d 853, 867 (10th Cir. 2008). Thus, the Court
is not inclined to simply enter summary judgment for MCF on all of Claims 1 through 4. At
most, it will enter judgment ifavor of MCF on those claims the extenthey are predicated on
infringement of either the MARCO’S word maok the design mark. Claims 1 through 4 will
proceed to trial as to Marco’s claims of inffement of the MARCO’S PI1ZZA word mark (and
as to the remaining design marks, to the extergd claims can be asserted consistent with Rule
11(b)).

MCF also seeks judgment on @sunterclaim for canceli@n of the MARCO’S word
and design marks as insufficiently distinctieor the reasons set forth above, the Court finds

that there is no genuine dispueguiring a trial and that, on the facts presented, the marks were

13 Although the parties sometimes referencedbgign mark, they don't meaningfully address it
as a separate issue. There is no indicati@hMICF is infringing upon the design components of
the design mark —e.g, the color or font, or the use of thizza slice as an apostrophe. Rather,
to the extent there is any allegation of infringant of the design mark, it is because the design
mark contains the words MARCO'’S PIZZA. Thewt construes the design mark to suffer from
the same flaws as the MARCO’S word mark for the same reasons, and thus disposes of the
claims, defenses, and counterclaims relatindpéodesign mark in the same manner as the
MARCO’S word mark.
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not distinctive as a matter of law as2ff08 and 2010. Under 15 U.S.C. § 1119, the Court has
the power to order paal cancellation or to redefine tiseope of the marks. 5 McCarthy on
Trademarks 8§ 30:109 (citimghristian Louboutin S.A. v. Yv8gint Laurent Am. Holdings Inc
696 F.3d 206, 228 (2d Cir. 2012). Accordingly, gitbat summary judgment is appropriate on
the Defendants’ second counteiioh, the Court will order caellation of the MARCO’S word
mark and the design mark, but only as torthise in Colorado pricto 2011. The Court
expresses no opinion as to thstitictiveness, and thus valigi of those marks in Colorado
beginning in after 2011, or theiraisutside of Colorado thereaffér.
C. Laches and Acquiescence

MCF seeks summary judgment on its affitiva defenses of lagls and acquiescence,
which would foreclose all claims based on alrksa Unlike the other intellectual-property
fields, the Lanham Act “contains no statutdiofitations, and expressly provides for the
defensive use of equitable principles, including lach&egtrella v. Metro-Goldwyn-Mayer Inc
572 U.S. 663, 678 n.15 (2014). To prove the aHimre defense of laches, MCF must show
that: (1) Marco’s unreasonablyldged in asserting their claim and (2) MCF was prejudiced by

the delayt® Hutchinson v. Pfejl105 F.3d 562, 564 (10th Cir. 1998geWorld Champ.

14 The parties did not address the questionlwdther the MARCO’S magkmight have acquired
secondary meaning in Casper, Wyoming,ltioation of the remaining Racca’s-themed
Defendant, and thus, the Court does not considérquestion. The Court is confident that,
guided by the reasoning above, the partiesasaertain whether the marks would survive a
secondary-meaning analysis in thadrket as of the pertinent date.

15 MCF explains that the defense of laches diffeom the defense of acquiescence in that the
former requires only passive failure to asstaims, whereas the latteequires affirmative

action by the plaintiff that expssed or implied an assurancetie defendant that no claims
would be asserted basedtbe conduct at issue# (09 at 25citing Creative Gifts, Inc. v. UFQ
235 F.3d 540, 547-48 (10th Cir. 2000).) Becaus€thet finds that easier question of laches
must proceed to trial, theren® need to reach the more diffit question of whether MCF can
establish its defens® acquiescence.
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Wrestling Inc. v. GJS Int'l Inc13 F. Supp. 2d 725, 733-34 (N.D. lll. 1998).

MCF argues that Marco’s was aware of iteggdly-infringing conduct as of December
2008, when Marco’s wrote to MCF and claintedt MCF’s continued use of the MARCO’S
COAL-FIRED PIZZA mark would infringe Mares marks and create customer confusion.
When MCF disagreed, Marco’s took further action to assenaclaims arising from the use
of the various marks. Marco’s remainekst about the sitden until 2017, when MCF
resumed use of the MARCO’S COAL-FIREBRZZA mark after briefly rebranding its
restaurants under the Racca’s name. MCF odstthat, in the intervening time, it relied on
Marco’s silence to assumesattthere was no ongoing dispute concerning its use of the
MARCQO’S COAL-FIRED PIZZA mak, and that reliance was manifested by MCF opening the
Tech Center location, as well as other usesatfrirark. Thus, MCF argues that Marco’s failure
to enforce its Lanham Act claims for many ys&eahould now be deemed by the Court to be
barred by the doctrine of laches.

Marco’s contends that it wasitially persuaded by MCF’s contention that there was no
likelihood of customer confusion between tise of Marco’s marks and the use of the
MARCO’S COAL-FIRED PIZZA markoy MCF. It was not untilseveral years” passed and
Marco’s began to recognize variomstances of customer coniois that it decided to commence
action. ¢ 116 at 35 However, by that time, MCF tdadegun re-branding itself under the
Racca’s name, and thus, Marco’'diéeed that the situation had been resolved. Once it learned
that MCF was returning to the MARCO’SOA\L-FIRED PIZZA name and marks, Marco’s
promptly brought this action.

In assessing whether a party has unreasyrbhyed asserting itgghts, court will

“look to the relevant forum stastatute of limitations which bestfectuates the federal policy at
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issue” and use it “as a benchmark to cregieeaumption of a defense of laches.MéCarthy
on Trademark$ 31:33;accord Mionix LLC v. ACS TegtNo. 16-CV-2154, 2018 WL 4042729
at *9 (D. Colo. Aug. 24, 2018). There is no Coltwastatute for trademarifringement, but in
other cases in this district, Colorado’s threarygtatute of limitationfor fraud and deception
has been applied-ull Draw Prods. v. Easton Sports In85 F. Supp. 2d 1001, 1011 (D. Colo.
2000) (citing C.R.S. § 13-80-101(1)(c)). Altlgtuthe Court agrees that this statute of
limitations does not apply in a dispositive manner, it provides “reasonable guidance for the
application of the laches defenséMlionix, 2018 WL 4042729 at *9. Tis, the Court’s primary
consideration is whether Marco’s unreasonablgyd asserting claims against MCF for more
than three years.

The Court cannot say that, as a matter of M@} has established itkefense of laches.
As MCF notes in its Reply, the court shobkhin measuring the delay “from the time the
plaintiff knew or should havknown that it had a provableai for infringement.” # 118 at 9
(citing Big O Tires Inc. v. Bigfoot 4x4 Ind67 F. Supp. 2d 1216, 1228-29 (D. Colo. 2001).)
But neither side has conclusively demonstratbén Marco’s should have known that it could
assert a winning infringement claim against MCFaking Marco’s at its word — that it was
initially persuaded by MCF’s contention ththe marks were digsilar enough to avoid
customer confusion — Marco’s would have readl it had a claim once sufficient instances of
actual confusion came to light. Bilne record does not reflect eiinthese instances of confusion
actually occurred, other than to suggest inosgiect that they mayave prompted MCF’s 2016
rebranding. If those instances of confusoccurred in, say, 2009 or 2010, MCF’s laches
argument might be meritorious. If, on thé@t hand, the occurred in 2015 and 2016, the Court

finds some merit in Marco’s argument thashibuld not have been expected to bring
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infringement claims against MCF once MCF announced its intentiabaodon the allegedly
infringing mark and adopt an entirely new braaentity. Accordingly, because the record does
not clearly establish facts that demonstrate Meatco’s delay was unreasonable as a matter of
law, MCF’s defenses of laches and acquiescence will proceed to trial.

D. Dilution

MCF seeks summary judgment on Marco’srosiof trademark dilution as to all six
Marco’s marks. 15 U.S.C. 8 1127 defines traderddckion as “the lesseng of the capacity of
a famous mark to identify and distinguish goadsl services, regardie of the presence or
absence of competition between the owner ofah®us mark and other parties or likelihood of
confusion.” Trademark dilution occurs when age® associates unrelated products with a more
famous mark —e.g, “Kodak bicycles, Rolls-Royce radiolias, and Beech-Nut cigarettes.”
Starbucks Corp. v. Wolfe’s Borough Coffee @86 F.3d 198, 205—-06 (2d Cir. 2013). Because
there is little likelihood of cstomer confusion between therelated products, a copyright
infringement claim might notdiin such circumstances. But such use can cause a “gradual
whittling away or dispersion of the identity and hold upon the public mind of the [famous]
mark,” leading to its dilution aiarnishment thragh associationld.

To establish a claim for trademark dilutione thwner of the mark nsti show that: (1) it
owns a famous mark that isstinctive; (2) the defedant uses a mark in commerce that has
similarity to the famous mark; (3) the degreesiofilarity gives rise to an association between
the marks; and (4) the association is likely tpain the distinctiveness of the famous mark or
harm the reputation of the famous maRosetta Stone Ltd. v. Google |ng€76 F.3d 144, 168

(4th Cir. 2012). For purposes afilution claim, a mark’s fame is assessed as of the time the
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allegedly diluting conduct begaisee, e.gMidwestern Pet Foods Inc. v. Societe des Produits
Nestle S.A.685 F.3d 1046, 1052 (Fed. Cir. 201R@jsetta Stoneé76 F.3d at 171.

MCF argues that Marco’s cannot establish itsatnarks are famouguch less that they
became famous prior to MCF’s initial usetbé MARCO’S COAL-FIREDPIZZA mark in June
2008. A mark is famous for purposes of tradeadilution if it “is widely recognized by the
general consuming public of the United States5'U.S.C. § 1125(c)(2)(A). Courts use the
following factors to determine whether a méakamous: (1) duration, extent, and geographic
reach of advertising and publicibf the mark; (2) amount, volume, and geographic extent of
sales; (3) extent of actual recognition of the mark; and (4) wheteenark was registered. 15
U.S.C. 8§ 1125(c)(2)(A)(i)—(iv). Tase to the requisite level &dme, the mark must amount to a
“household name,” where, “when the general pubticounters the mark in almost any context,
it associates the term, at leastially, with the mark’s owner.’Kibler v. Hall, 843 F.3d 1068,
1083 (6th Cir. 2016). The owner of the markist demonstrate “that the common or proper
noun uses of the term and third-party uses ofithgk are now eclipsed by the owner’s use of the
mark.” Coach Servs. Inc. v. Triumph Learning L1868 F.3d 1356, 1373 (Fed. Cir. 2012).
“This is not an easy standard to achieve th@smark “must be truly prominent and renowned”
to be considered “famous.Rosetta Ston&76 F.3d at 171accord Coach Service§68 F.3d at
1373 (“dilution famousness is difficult fmove” and a “rigoroustandard”).

Marco’s argues that its marks rise to thguisite level of fame because: (1) they have
been in use for up to 30 years; (2) they agestered; (3) over “past decade,” it has spent “tens
of millions of dollars to promote and advertisegoods and services imarkets all across the
country” ¢ 116-2 § 1; (4) that its franchises had $#tllion in sales in Colorado between

2015 and 2019#%116-23 at 6-), (5) Marco’s chief marketing officer testified that the Marco’s
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Pizza name and brand were “well-knowrthie markets [it] was in in 2008#(116-26 at 22:8—
9); and (6) its expert believes that “its levelhofirket awareness might bensidered quite high”
(# 116-25 7 1%

The Court finds that Marco’s evidence doesnis# to the exacting standard required to
demonstrate a genuine issue of fact as to whéthmarks are famous. First, much of Marco’s
evidence is temporally irrelevant — evidencetsfsales in Colorado from 2015 to 2019, or its
millions of dollars in promotional spending “over the past decade” do not suffice to demonstrate
the famousness of the mark as early as 2008, M@ first began use of its own similar mark.
Moreover, Marco’s own expert esdgilly concedes that the maidnot particularly famous,
acknowledging that the “level of awareness ofrddés is definitely meh less than the large
national chains that operate across the United Steteg."116-25 1 14 Although there can be
little doubt that Marco’s has vigorously proradtits business and achieved some degree of
current success, nothing in the record sugdbatsas of 2008 (or even 2010, when the Tech
Center location opened), the general pubéitonwidewould have immediately associated any
use of the proper name Marco’s with Marco’s Pizzadeed, given that Marco’s only had active
operations in a handful of states as of 2008, aatd\h. Seyfarth testifié that Marco’s did not
typically advertise in markets where it didt have operations,dhevidence dispels any
reasonable argument that Marco’s was a “housetaine” in 2008 (much less that it might even

be one today). Accordingly, because Marco’sriatscome forward with evidence sufficient to

16 The expert qualifies his opinidhat Marco’s “level of markeawareness might be considered
quite high,” by calibrating level ciwareness against the deptimafrket penetration. Large,
national pizza chains have high awarenesshagitd market penetration. Marco’s has more
limited market penetration, and thus more limibednd awareness, but the expert seems to be
suggesting that awareness of Masddentity is atypically higltompared to expectatiomme
might have for a smaller competitor to the national chaiSsef 116-25 11 14-18§
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create a genuine issue of trialfact as to the fame of itsarks as of 2008 and 2010, MCF is
entitled to summary judgment dmarco’s claim for trademark dilution based on all six marks.
E. Accounting / Disgorgement

MCF moves for summary judgment on ia’s claim for an accounting and
disgorgement of MCF's ill-gained profits, aigg that Marco’s cannastablish that MCF
engaged in “bad faith” use of Marco’s mark3isgorgement of profits is not automatic upon a
showing of trademark infringement; rathee ttanham Act permits the Court to impose the
remedy of disgorgement equitabgither as restitution for unjustechment or as a deterrent.
Western Diversified Servs. Inc. v. Hyundai Motor Am.,, W27 F.3d 1269, 1272 (10th Cir.
2005); 15 U.S.C. § 1117(a). The Tenth Circuijuiees “a showing thdbefendant’s actions
were willful to support amward of profits.”Id.

The Court finds that there is at least s@wglence of willful conduct by MCF directed at
the potential infringement of Marco’s marks. Take the light most fav@ble to Marco’s, the
evidence reflects that the Dyms chose to rebth@dVCF entities to Rcca's in part because
there was ongoing customer confusion betweenm tparations and Marco’s. Later, however,
the Dyms chose to undo that rebranding and rehemBallpark and Tech @éer locations to the
MARCO’S COAL-FIRED PIZZA name.There can be little dispute that, as of that time, the
Dyms were fully aware of Mao’s operations, its claim efademark rights in the name
MARCOQO'’S, and the possibility that their conduct might infriqgeMarco’s marks. This could
be sufficient, if proven at trial, to permit t®urt to find that the MCF’s use of the Marco’s
marks, at least as of 2017, was willful. (T®eurt expresses no opinion as to whether MCF’s
use of those marks prior to the rebranding caildd constitute willful conduct.) Accordingly,

summary judgment is inappropigsas to this claim.
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V. CONCLUSION
For the foregoing reasons, the DefemdaMotion for Summary Judgmen# (09 is
GRANTED IN PART . Judgment shall enter in favoirthe Golden, Colfax, and RPN
Defendants on all claims. Judgment shall algeren favor of all Déendants on Claim 5 for
dilution. The Defendants are entitled to summadgment on that portioaf their counterclaim
that seeks cancellation of the MARCO’S wandrk and design mark, and those marks are
cancelled prior to 2011 withithe State of Coloradd. The Motion iSDENIED in all other
respects. There being claimathvill now proceed to triathe parties shall jointly contact
chambers within 14 days to schésthe final pretrial conference.
Dated this 23rd day of September, 2019.
BY THE COURT:
Marcia S. Krieger
SeniolUnited StateDistrict Judge

17 Neither party having requestedrtification of a partial judgnmé pursuant to Rule 54(b), the
Court will not enter any judgment at this timgpon the completion of proceedings related to
the remaining claims, the judgmaeatscussed herein shall enter.
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