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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF CONNECTICUT

LEGO A/S and LEGO SYSTEMS, INC.,

Plaintiffs,
V.

3:11-cv-01586 (CSH)
BEST-LOCK CONSTRUCTION TOYS, INC|},

and BEST-LOCK LIMITED, HONG-KONG,

Defendants.

BEST-LOCK CONSTRUCTION TOYS, INC/|
BEST-LOCK LIMITED, HONG-KONG, and July 25, 2019
BEST-LOCK GROUP LIMITED, ’

Counterclaim Plaintiffs,
V.

LEGO A/S and LEGO SYSTEMS, INC.,

Counterclaim Defendants.

RULING ON PLAINTIFES' MOTION FOR PARTIAL SUMMARY JUDGMENT AND
DEFENDANTS' MOTION FOR PARTIAL SUMMARY JUDGMENT

HAIGHT, Senior District Judge:
Plaintiffs LEGO A/S and Lego Systems, lifcollectively, "Lego” or "Plaintiffs") brought
this action against Defendants Best-Lock Construction Toys, Inc. and Best-Lock Limited, Hong
Kong (collectively, "Best-Lock" or "Defendantsprincipally alleging that Best-Lock is producing
and selling figurines that infringe on Lego's cagkited minifigure design. Before the Court are

cross-motions for summary judgment: Plaintiff®tion for summary judgment on their claim for
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copyright infringement as well as several of Defents' affirmative defemes and counterclaims, and
Defendants' cross-motion for summary judgment on Plaintiffs’ claim of copyright infringement.

For the reasons discussed below, Plaintiffstion for summary judgment is granted in part
but denied as to Defendants' affirmative dedeokequitable estoppel. Defendants' motion for
summary judgment is denied.

l. BACKGROUND*

Lego has manufactured "minifigure” figurines — small, three-dimensional toys depicting
people — since 1978 ("Lego minifiggg"). Doc. 43-1 1 4. Lego minifigures are designed so that
a user can disassemble them and attach thetheofigurines or studdeblocks produced by Lego.
Each Lego minifigure may vary in its two-dimensibregresentation of clothing and facial features,

but has the same basic shape, including "'(1) cytablshape of head, (2urvature at the top and
bottom of head, (3) cylindrical neck, which iglily narrower than the head, (4) trapezoidal shape
or [sic] torso, (5) torso which is wider at the bottom and narrower at the top, (6) square, block-like
set of shoulders, (7) arms extending from upperdaideink, slightly below where shoulder starts,

(8) arms slightly bent at the elbows, and (9) square feet."™ Doc. 164-2 ("BL MSJ SOF") 1 13

(quoting Doc. 131 at 11).

! Familiarity is assumed with the Court'sgprdecisions in this matter, reported at: 874 F.
Supp. 2d 75 (2012) (ruling on the parties' cross-ongtfor preliminary injunctions); 886 F. Supp.
2d 65 (2012) (ruling on Lego's motion to amend its complaint); 2012 WL 6156129 (ruling on the
parties' requests for a protective order); 20131611462 (ruling on the motion for reconsideration
of the ruling on the protective order); 31RMD. 440 (2017) (ruling on Defendants' motion to
dismiss and on Plaintiffs' motion for reconsidema of the Court's Order staying its motion for
partial summary judgment); and 2017 WL 6540268 (denying Defendants’ motion to defer
consideration of Lego's motion for partial summary judgment).
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As Lego became increasingly successful, a number of companies began manufacturing
similar looking toys capable of attachméatLego’'s minifigures and studded bloc Doc. 37-2
("Geller Decl. I") 1 13 Many of these competitors are still operational and have expanded to
international, multimillion dollar businesses, including Mega Bloks, Cobi S.A., Kre-O, and the
Defendants in the present litigation, Best-Lottk.{11. Best-Lock was founded in 1997, and has
been selling its own minifigures (the "Best-Lock minifigures™) in the United States since 1998.
Geller Decl. | 1 3. These minifigures are also designed to be disassembled and attached to other
figurines and studded blocks — including minifigures and studded blocks produced byd.ego.
19 4,5, 13. Best-Lock has advertised the "Wwadwn interchangeability of Best-Lock figures and
their body parts with Lego's.” Doc. 132 ("Lego MSJ SOF") 1 5. Best-Lock's minifigures are the
same size as Lego's, and also have cylindrical heads, cylindrical necks, trapezoidal torsos, bent arms,
hooked hands, and square, block-like feet. The-Bask minifigures, however, may differ in their
surface adornments, including color, facial featunagstyles, or clotimg, from Lego minifigures.
Doc. 52-1 ("Geller Decl. 11") § 3. For examplmlike Lego's minifigures, Best-Lock's minifigures
have molded noses, molded mouths, and molded eyes. Geller Decl. | 1 7. As of February 2012,
Best-Lock estimated that it had sold produds s@ntaining more than 18 million Best-Lock
minifigures in the United States. Geller Dek{l 12. These product sales have generated over $50
million in revenues from more than 50,000 staresughout the country, including major retailers

such as Wal-Mart, Sears, Target, FAO Schwa#tzazon, Walgreens, Family Dollar, and K-Matrt.

2 The reference is to Torsten Gellee BEO and founder of Bekbck, who has sworn to
four declarations in the record, designated "G&lecl. 1," "Geller Declll," "Geller Decl. 111," and
"Geller Decl. IV."



Id. 11 8, 12. Lego minifigures are satdmany of the same storell. Best-Lock and Lego have
also appeared in many of the same trade publications and trade shows. Gelle] Décl. |
Historically, Lego's minifigures were protected by a design patemnt a utility patent,
which were issued in 1979 and 1980, respectively. BL MSJ SOF 1 1-2. In January 1994,
approximately one month after the design patented@nd three years before the utility patent was
set to expire, Lego's predecessor, Interlego A/Gdllego”) filed two applications with the United
States Copyright Office (the pyright Office") to protect its minifigures: Registration No.
VA0000655104 (the ™104 Copyright"), titled "Basic Minifigures,” and Registration No.
VA0000655230 (the 230 Copyright"), titled "Figure With BrowHair" (collectively, the "Asserted
Copyrights"). SeeDoc. 164-4 ("BL MSJ Ex. B"); Doc. 164-5 ("BL MSJ Ex. C"). Both were
registered by the Copyright Officeffective as of January 21, 199%8eeBL MSJ Exs. B & C. The
'104 Copyright registration stated that the wads first published in 1978, and did not represent
that the work was a "derivative workSeeBL MSJ Ex. B. The '23Copyright registration stated
that the work was first published in 1979, amgpresented that it was a "derivative work"
incorporating preexisting "leg, face, and todgesign," with newly added "hair decoratio®éeBL
MSJ Ex. C. The Asserted Copyrights were sgjpently assigned to Lego from Interlego in 2007.

Doc. 132-2 ("Hecht Decl.") T 4, Ex.°1.

% United States Design Patent No. D253,711 (the "'711 Patent").
4 United States Utility Patent No. 4,205,482 (the "482 Patent").

®> The parties dispute Lego's affixation afopyright notice to the Lego minifigures: while
Lego contends that the Lego Minifigure figurinéswve continuously included a copyright notice
in the plastic" since at least as early as 1998, Hecht Decl. { 8, Best-Lock CEO Torsten Geller has
submitted an affidavit stating that he did "metall ever seeing a copyright notice on Lego's
minifigures,” Geller Decl. 11 1 9. He alsoathed a photograph depicting the lower half of two
Lego minifigures that do not appdardisplay a copyright notice, asthted that he "did not locate
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Lego representatives and Best-Lock representdiaesinteracted frequently at various toy
shows? Prior to filing this suit, no Lego represetita had contacted any principal of Best-Lock
to express copyright-related concerns or otherwise voice an objection concerning the design or
configuration of Best-Lock ducts in the United StateLegc MS. SOF §19-10 Nor had Lego
evel threatened or initiated litigation against Best-Lockhe United States prior to this lawsuit.
Geller Decl. 11  12. Outside ttie United States, though, the relationship between the parties prior

to 2011 was considerably more fraught. Gedtated that_ "since 1998, outside the United States

| do not recall there being a single year whenBesk and Lego's lawyers have not been involved
in litigation or threats of litigation concerning Best-Lock's produdts.{ 11 (emphasis in original).
Indeed, Lego has commenced or threatened tibigaconcerning the "designs of some of the
elements of Best-Lock's product sets" inlthg Belgium, Canada, Austria, and Germaitd.| 13;
Doc. 180 ("Geller Decl. IV") 1 5; Geller Decl. \ex. A. However, Lego had never previously
claimed that its minifigures were imnfiged by Best-Lock. Geller Decl. 11 § 1Geller Decl. 1 § 21.

On or about July 14, 2011, U.S. Customs andiBoProtection (CBP) carried out the first

of a series of seizures ofisments from abroad of Best-Lks toy blocks and minifiguresd. i 16.

a copyright notice on any other part of these minifiguréd.'id., Ex. E.

¢ Geller cites the following examples of higeractions with Lego representatives. On
Februar 2,1999 Hann¢ Stenge Thompsoifrom Lego'« Lega Departmen Produc Infringement
anc Patent for the Legc Foundatior visitec Best-Lock" exhibitior stanc ai the International
Nuremberi Toy Fairin German ancgave Best-Locl CEC Torster Gellerthelbusinescard Geller
Decl. lll 6. Geller also met Lego corporate counsehileG. Jacobson and Lego attorney Peter
Strandgaaralthe 200z Internatione Nuremberi Toy Fair,anc Legc executiviMads Nipperduring
multiple year: of the Internatione Nurember: Toy Fair. Id. 1Y 7-8. He met Lego president and
CECKjeld Kirk Kristiansel alatoy fairin 1998 anc receive(busines card:from Legc personnel
Mike Gandertor Anne R.Boye-Meller anc Lene Bjerregaar Bondeai otheitoy fairs. Id. §9-10.
Gellelallege:that Best-Lock "always exhibited toy satsl models that contained and showed Best-
Lock's minifigures" at these toy fairid. { 11.



CBP sent Best-Lock's counsel a letter dated August 17, 2011, in which it asserted that it was
carrying out the seizures because the minifigunfesged the '104 Copyright. Hecht Decl., Ex. L.
Lego had not previously attempted to stop Best-lsos#ile of its blocks and figures in the United
States, and had not issued anynirgg or given Best-Lock any tioe that it believed Best-Lock's
minifigures infringed any Lego copyrights. Geller Decl. | § 21. Best-Lock petitioned CBP to cease
the seizures, and requested that Laggist in doing so, to no avalkeeGeller Decl. 11 11 18, 20;
Doc. 37-25.

Three months later, on October 14, 2Q1dgo filed the present action allegingter alia,
that Best-Lock infringed the Assed Copyrights in violation of 1U.S.C § 101 el seq, by
producing and selling the Best-Lock minifigurSee Doc.84 (SeconiAmended Complaint). Lego
also asserted claims against Best-Loc defamatioiancviolation of the ConnecticL Unfair Trade
Practice Act ("CUPTA"), Conn. Gen. Stat. § 42-11(Cet sec. See id Lego seeks to enjoin and
restrain Best-Lock from manufacturing or selliig minifigures, and asserts claims for actual
damages sustained due to the alleged infringerSestd. at 10-11.

Inresponse, Best-Lock asserted affitn@defenses and counterclaims, claimintgr alia,
that: (1) the Asserted Copyrights are invalitlainenforceable; (2) Best-Lock is entitled to a
declaratory judgment that the sale of Bestik'eeninifigures does not infringe on the Asserted
Copyrights; and (3) Best-Lock is entitled to an injunction requiring Lego to consent to the
importation and delivery of Best-Lock's goods in the United St&eeDoc. 86 ("Am. Answer").

The case is now before the Court on cross-motions for partial summary judgment. Lego
moves for summary judgment on its copyrightimjement claim, as well as summary judgment

on many of Best-Lock's affirmative defenses and counterclgeaeDoc. 131. Best-Lock resists



those motions, and cross-moves for summary judgment on Lego's claim for copyright infringement.
SeeDoc. 164.
I. STANDARD OF REVIEW FOR SUMMARY JUDGMENT

Summary judgment is appropriate only whererghs no genuine dispute as to any material
fact" and the movan is entitlec to a judgmen as a matte of law.” Fed. R. Civ. P. 56(asee also
Glatt v. Fox Searchligh Pictures Inc., 811F.3¢ 528 53Z (2d Cir. 2016) "[A] fact is material if it
'might affect the outcome of the suit under the governing law," and a dispute is genuine if ‘the
evidenctis sucl that a reasonabl jury coulc returr a verdict for th nonmovin¢ party.” Baldwin
v.EMI FeisiCatalog Inc., 805 F.3c 18,25 (2d Cir. 2015 (quotin¢ Andersolv. Liberty Lobby Inc.,
477 U.S 242 248 (1986)). Put differently, the court studetermine whether the evidence can
reasonabl suppor a verdictin the moving party'«favor. See Jame v. New York Racin¢ Ass'r, 233
F.3c 149 157 (2d Cir. 2000). In assessing a motion for sumyrjadgment, a court must resolve
all ambiguitie:anc draw all permissibliinference in favor of the non-movin¢party Rogo:v. City
of Hartford, 796 F.3d 236, 245-46 (2d Cir. 2015). However, "[m]ere conclusory allegations,
speculatio or conjecture will not avail a party resisting summary judgm Cifarelli v. Vill. of
Babylor, 93 F.3c 47,51 (20 Cir. 1996 (citing Westeri World Ins. Co. v. Stacl Oil, Inc., 92z F.2d
118, 121 (2d Cir. 1990)).

The moving party bears the initial burden of demonstrating that no genuin exists as
to any materiafact. See Celote: Corp.v. Catret, 477U.S 317 322-2%(1986) CILP Assocs L.P.
v. PriceWaterhous Cooper: LLP, 735 F.3d 114, 123 (2d Cir. 2013). "Where a plaintiff uses a
summar judgmen motion in part to challeng the lega sufficiency of an affirmative defense —

on which the defendant bears the burden of protifiat— a plaintiff 'may satisfy its Rule 56



burden by showing that there is an absence of evidence to support [an essential element of] the
[non-moving party's] case.Fed. Deposit Ins. Corp. v. Giammej@4 F.3d 51, 54-5 (2d Cir. 1994)
(quotingDiCola v. SwissRe Holdin@North Americe), Inc., 99€ F.2¢ 30, 32 (2d Cir. 1993) If the
movan is able to satisfy its burden "the opposin¢party mus come forwarc with specificevidence
demonstratin the existenc of a genuin«dispute of material fact Brown v. Eli Lilly & Co, 654
F.3c347 35€ (2d Cir. 2011) The nonmoving party "may not rely solely on 'the allegations of the
pleadings or on conclusor' statement: or on mere assertion that affidavits supportin(the motion
forsummanrjudgmenarenoicredible." Robertsoiv. Wells FargcBank, N.A, No. 3:14-cv-01861,
2017WL 326317ai1*7 (D.Conn Jan 23,2017 (quotin¢ Gottliek v.Cnty of Orange, 84 F.3c 511,
51€ (2d Cir. 1996)) Rather, it must present significant probative evidence from the record to
establis/the absenc of agenuin«dispute Marczeskv. Gavitl, 354 F. Supp 2d 190 195 (D. Conn.
2005) (citin¢ Celotex Cory, 477 U.S. at 327).
[ll.  DISCUSSION

Pending before the Court are cross-motimnsummary judgment. Lego seeks judgment
as to liability on Count | of its Second Amaed Complaint for copyright infringemerfseeDoc.
131 ("Lego MSJ Br.") at 4-12. Lego claims thahaids certain valid copyrights that cover the
sculpture of its minifigures; that Best-Lock hapid the protectable elements of the minifigures;

and that such copying is illegal, in that thera sibstantial similarity between Best-Lock's figures

’ This standard applies uniformly wherehase, the Court is presented with cross-motions
for summar judgment Larser v. Prudentia Ins. Co.of Am, 151 F. Supp 2d 167 171 (D. Conn.
2001 (citing Barholc v. Rodrigue, 86z F.2c 233 23€(2d Cir. 1988)) "The movant's burden does
noishiftwher cross-motionfor summar judgmenare beforethe Court Rather, each motion must
be judgeconits ownmerits." 1d. (citing Ass'n of Int'l Auto. Mfrs., Inc. v. Abran@& F.3d 602, 611
(2d Cir. 1996)).



and the protectable elements of Lego's minifiguBewid. at 11-18. Lego also asserts that it is
entitled to summary judgment dismissing Best-Lock's affirmative defenses of invalidity, laches, and
equitable estoppel, as well as summary judgroergeveral of Best-Lock's related counterclaims,
which assert the invalidity of the copyright®n-infringement of theopyrights, and fraudSeed.
at 12-35. Best-Lock subsequently filed itsromotion for partial summary judgment on Lego's
claim for copyright infringementSeeDoc. 164.

A copyright provides for the exclusive right "tettibute copies . .of the copyrighted work
to the public by sale or other transfer of owhgrsor by rental, leasey lending.” 17 U.S.C. §
106(3). Anyone who violates any of those exclusive rights is an infringer of the copyright of the
author, and the legal or beneficial owner of élxelusive right is entitled to sue for infringement
unde 17 U.S.C 8§ 501(a)-(b. To establish copyright infringgent, a plaintiff must show: "(1)
ownershij of a valid copyright anc (2) copyinc of constituer element of the work that are
original." Feist Publ'ns Inc. v. Rural Tel. Serv Co,, 49€ U.S. 340, 361 (1991se¢ alsc Kwar v.
Schleir, 634 F.3d 224, 229 (2d Cir. 2011).

For the following reasons, the Court concludes that on the evidentiary record, there is no
genuine dispute that Plaintiféstisfy both elements of tikeisttest. That is to say: Lego is entitled
to summary judgment that it owned valid copyrgintthe Lego minifigures, and Best-Lock copied
the original constituent elements of the coglgted minifigures. However, genuine issues of
material fact preclude summary judgment irga's favor on Best-Lock's affirmative defense of
equitable estoppel, which, if sustained, would bar Lego's claim for infringement.

| consider these several issues in order.



A. Lego's Ownership of a Valid Copyright

The first part of thé&eisttest asks whether Lego owns a valid copyright in the Minifigures.
The gravamen of Defendants' argument is thaAiserted Copyrights are invalid for four reasons:
(1) they cover the same subject matter as pusly issued patents, in contravention of a
then-existing statute; (2) the elements in qoestire functional; (3) the underlying applications for
the Asserted Copyrights fraudulenfdyled to disclose that the maied seeking copyright protection
was functional and that patents covered the salijec matter; and (4) the registration of the '104
Copyright asserts copyrightsarcollection, but the work does roptalify as a published collection
pursuant to Copyright Office regulations. Dedants also argue that Lego has failed to prove
ownership of the Asserted Copyrights.

None of these claims has merit. Pldfstiare therefore entitled to summary judgment
dismissing Defendants' fifth affirmative defensevélidity of copyright), sixth affirmative defense
(invalidity due to fraud), first counterclaim (invalidity due to functionality), third counterclaim
(fraud), and the denial of Defendants' cross-amotor summary judgment. The Court also grants
summary judgment for the Plaintiffs on the issue of ownership of a valid copyright.

1. Presumption of Validity

As a threshold matter, the parties dispwteether Lego is entitled to a presumption of
validity based on the certificates of registration assigned to the Asserted Copyright.

The Copyright Act provides thatcertificate of a registratn "shall constitute prima facie
evidence of the validity of the copyright and oé tfacts stated in the certificate.” 17 U.S.C. 8
410(c). This presumption "orders the burdengrobf," relieving a purpded copyright owner of

any duty "in the first instance to prove all of thaltitude of facts that undée the validity of the
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copyright unless theallegecinfringer], by effectively challengin(them shifts the burder of doing
sctothe[purportecowner].” CarolBarnhariinc.v.Econ CoveiCorp, 775F.2c411 414(2d Cir.
1985 (quoting H. REF. No. 1476 94tF Cong. 2d Sess 157)2 The provision also establishes a time
limit for entittement to the statutory presumptiowvalidity: the certificate of registration must have
been made "before or within fiyeears after first publication of thregisterec work." 17 U.S.C.
§410(c) se¢alsc Telerate Sys., Inc. v. Ca, 689 F. Supp. 221, 227 (S.D.N.Y. 1988) ("The 1976
Act adde( the five-yeal requiremer becaus 'the longel the lapse of time betweel publicatior and

registration the less likely to be reliable are the facts stated in the certificate.™ (citation omitted)).
Lego's Asserted Copyrights were not registevidin five years ofirst publication of the
underlying minifigures. Defendants are therefore correct that Lego is not entitled to a statutory
presumption of validity. But the Court's analydt®es not end there. For registrations made more
than five years after first publication of the work, the "evidentiary weight to be accorded the
certificate . . . shall be within the discretiontbe court.” 17 U.S.C. 8§ 410(c). "Most courts
conclude that untimelcertificate: [of registration constitutt prime facie evidence. Brighton
CollectiblesInc.v.RK Tex Leathe Mfg., No. 10-CV-419-GP((WVG), 201z WL 6553403 ai*3
(S.D Cal.Dec 13,2012) secalsc Graphic Desigr Mktg.. Inc.v. Xtrem¢Enters. Inc., 772 F. Supp.

2d 1029 103: (E.D. Wis. 2011) ("While [plaintiff] obtainedCertificate of Registration VA

8 Thepresumptiol of validity may be rebutte( by "othel evidenc in the recorc [that] casts
doub on the question. Fonar Corp. v. Domenicl, 10£ F.3c 99, 104 (2d Cir. 1997) (citation
omitted) This includes evidence that the worksstie was copied from the public domain, or that
the work is a non-copyrightable utilitarian artidie.

° On its applications for the Asserted Cagits, Lego stated that the '104 Copyright was
first published in 1978 and the '230 Copyrighs\iiest published in 1979—approximately fifteen
years before Lego applied for copyright protection in 199€eBL MSJ Exs. B & C.
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1-750-576 more than five years after first puldlma, courts typically extend the presumption to
later obtained registrations.gdhered tp2011 WL 534337 (E.D. Wis. Feb. 8, 2011).

Best-Lock has not offered any evidence tendinghtow that the certifates of registration
provided by Lego are invalid or otherwise unrel@lolor does it proffer evidence challenging Lego's
ownership of the copyrights in the minifigures/ered by those registrations. The Court therefore,
in its discretion, holds that these registrationggise to a rebuttable presumption that Lego owns
valid copyrights in the Lego minifigures. That puasption of validity is grounded in the clear
weightof authority See e.g, Sterrv.Lavende, 31€F.Supp3d650 671(S.D.N.Y 2018 (treating
a< prime facie evidence of copyright validity a registration made twenty-one years after first
publication) CJ Prods LLC v. Snuggl Plushe LLC, 80¢ F. Supp 2d 127, 143 (E.D.N.Y. 2011)
(treaing registration certificates issued more tham fyears after first publication as prima facie
evidenc: of copyrigh validity "[i]n light of the totality of admissibli evidenc presente on this
motior for preliminaryinjunction’ (interna quotatior mark<and citation omitted) Yurman Design,
Inc. v. Golden Treasure Imps., In, 275 F. Supp. 2d 506, 515-16 (S.D.N.Y. 2003) (certificates of
registratiorissuecmore thar five year: afterworks were first publishecwere prime facie evidence
of valid copyrights becaus defendani did not come forwarc with any evidencr that "would raise
any questiot as to the validity of the copyright: covere( by the registratiol certificates") Michael
Greccc Photography Inc. v. Everet Collection Inc., 58¢€ F. Supp 2d 375 382 (S.D.N.Y. 2008)
(certificates of registration issued more than five years after publcatinstituted prima facie
evidence of valid copyrights because defenddiatsiot offer "any evidence tending to show that
the certificates of registration” were invalid oatlplaintiff did not in fact own the copyrights);

Telerate Sys689 F. Supp. at 227 n.7 ("Evenhe certificate were . .ssued more than five years
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after the actual date of first puddition, the court would be inclingalgive the certificate the weight
of prima facie evidence, as permitted under Section 410(Byighton Collectibles2012 WL
6553403, at *3 (treating as prima facie evidencepfdght validity a registration made more than
thirteen years after first publicatior@raphic Design772 F. Supp. 2d at 1033 (treating as prima
facie evidence of copyright validity a registration made ten years after first publication).

2. Invalidity Due to Patents on the Same Subject Matter

The Court must next determine whethersBeock has come forward with sufficient
evidence to rebut the presumption (adopted for the foregoing reasons) that Lego owned valid
copyrights in the minifigures.

In its motion for summary judgment, Best-Lock argues that the Asserted Copyrights are
rendered invalid by Lego's patents on the same minifig@8eseDoc. 164-1 ("BL MSJ Br."). The
existence of those patents, Best-Lock asserts, means that the registrations for the Asserted
Copyrights should not have issued in the finstance, and Lego should not have been permitted
to file suit for infringement.

Between 1956 and 1995, United States Copy@ffite Rule 37 C.F.R. § 202.10 directed,
in relevant part, that:

The potential availability of protection undbe design patent law will not affect the

registrability of a work of art, b copyrighit claimin a patente: desigr or in the

drawings or photographs in a patent application will not be registered after the

patent has been issL. :d

37 C.F.R. § 202.10(b) (1956) (emphasis adé2:d).

1°Betweel 195¢ anc 1995 the sectior wasre-numbere from (b) to (a) anc the phras: "work
of art" was change to "pictorial, graphic or sculptura work." Se«46 Fed. Reg. 33248; 43 Fed.
Reg. 966. The relevant substance of the section, however, has remained consistent.
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The Rule was reviseceffective April 24,1995 however anc now explicitly providesithat
the existence of a patent on a work doetsaffect itseligibility for copyrigh protection See 37
C.F.R 8202.10(a’ as amended by 60 Fed. Reg. 15605, 1t (Mar. 24,1995 ("The availability
of protectior or gran of protectior unde the law for a utility or desigmpatent will not affect the
registrability of a claim in an original work gfctorial, graphic, or sculptural authorship.").

It is undisputed that when the minifigurepyright applications were filed on January 21,
1994, the previous version of 37 C.F.R. § 202.10 wasffect. It is also undisputed that the
minifigure copyrights covered the same submatte as the minifigure patents See Doc. 171 at
9-10 But those facts alone do not compe¢ ttonclusion that Lego's Asserted Copyright
registrations are invalid.

Copyright registration is generally a preredeiso bringing a civil copyright infringement
action. The subject is governed by the Copyrigtt which provides in 17 U.S.C. § 411(a) that,
with some exceptions not relevant here, "no @wtion for infringement of the copyright in any
United States work shall be instituted until prerggison or registration ahe copyright claim has
been made in accordance with this title." Regdismais a straightforward process. It requires
delivery of only three items to the Copyright @&i a brief, two-page application, deposit copies
of thework,ancafiling fee See17U.S.C §8408(a) The Copyright Office then "typically registers
abou 99 percen of the claims submittecto it." 2 NIMMER ON COPYRIGHT 8§ 7.16 (citin¢ Brief for
the Unitec State as Amicu:Curiae SupportiniVacatui& RemancRee(Elsevier Inc.v.Muchnicl,

559 U.S. 154, 2009 WL 1601031, at *4 n.2 (2010)).
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Consisteniwith thai permissivi appioach to registration, the Prioritizing Resources and
Organizatiol for Intellectua Propertr Act of 200¢ (the "PRC IP Act"), which amende the
Copyright Act, provides in 17 U.S.C. 8411(b)(1):

A certificate of registratiol satisfie: the requirements of [section 411] and

sectior 412, regardless of whether the certificate contains any inaccurate

informatior, unless —

(A) the inaccurate information was included on the
application for copyrigt registratiol with knowledge that it

was inaccurate; and

(B) the inaccuracy of theformation, if known, would have
caused the Register of Copyrights to refuse registration.

17 U.S.C. 8411(b)(1) (emphasis added). 8§ 411(b)(2) further instructs that:
In any castin which inaccurate information described under paragraph (1)

is alleged the couri shal reques the Registe of Copyrights to advise the court

whethe the inaccurat information, if known, would have caused the Register of

Copyrights to refuse registration.

17 U.S.C. 8411(b)(2).

The PRO IP Accodifiec ar approac thai was alread' well-establishe within the Second
Circuit. In Eckesv. Card Prices Update, 73€ F.2c 859 861-62(2d Cir. 1984) the Second Circuit
foreshadowe the languag of the PRCIP Act in holding thai "[o]nly the 'knowinc failure to advise
the Copyriglt Office of facts which might have oceased a rejection of the application
constitute[s reasol for holdinc the registratiol invalid, anc thus incapabe of supporting an
infringemen action...." (citing anc quotin¢c Rus: Berrie & Co..Inc.v. Jerry Elsner Co., In¢, 482
F.Supp980 98€(S.D.N.Y 1980)) Subsequent decisions in this Circuit have consistently followed

the sameapproact See Klaubel Bros v. Target Corg, No. 14 CIV. 2125, 2015 WL 4393091, at

*2 (S.D.N.Y. July 16, 2015) ("[W]here plaintiff fails to disclos¢ facts to the Copyright Office, a
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copyrigh may notbe invalidatecunles: (1) the failure was knowinc anc willful, anc (2) the omitted
informatior mighthave cause the Copyrigh Officetorejec theregistration.”) DynamicSols. Inc.

v.Plannin¢ & Control, Inc., 64€ F. Supp 1329 1341(S.D.N.Y. 1986 ("Errors onthe registration
applicatior dc not affect plaintiff's right to sue for infringemen unles: they are knowinc and might
have caused the Copyright Office to reject the application.").

Best-Lock attempts to circumvent the PRO IP ActBokiesby relying heavily on a single
case from the Southeiistrict of New York,Family Dollar Stores, Inc. v. United Fabrics Int'l, Inc
896 F. Supp. 2d 223 (S.D.N.Y. 2012). Hamily Dollar, plaintiff registered a collection of fabric
designs as unpublished that, in fact, ugiedd 13 previously-published designil. at 225. In
holding the copyright registration invalid, the cazwhcluded that a "showing of fraud" is required
to invalidate a copyright registration "only wher@arty seeks to invalidate a copyright based on
simple technical errors in a registration applicatioid."at 231. "The frad requirement does not
come into play when material omissions or errors were made in the registration applidation.”
The court also stated that the PRO IP Act, 13.0. § 411(b)(1), did not apply at all because the
inaccuracy was materiald. at 233 (the PRO IP Act "solelypncerns technical and minor errors
with copyright registrations").

Three subsequeidecision in this Circuit have explicitly rejecte( the holding in Family
Dollar. See Sohnv. Scholasti Inc., No. 16-CV-7098 (JPO), 20 WL 1605214 ai*7 (S.D.N.Y.
Mar. 29, 2018) Archie MD, Inc. v. Elsevier Inc., 261 F. Supp. 3d 512, 518-20 (S.D.N.Y. 2017);
Palmer/Kani LLC v. Garett Steven Publ'g ("Palmeil 11"), No. 1:15-CV-7404-GHW, 2017 WL
3973957 al *14 (S.D.N.Y. Sept 7, 2017. These cases have reasoned that Family Dollar

approact which turns on a purportec distinctior betweel 'meterial’ and ‘technical’ errors, is
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'inconsister with the cleailanguag of the statute." Sohrr, 201¢ WL 1605214 ai*7 (citing Palmer
II, 2017 WL 3973957, at *14). As Judge Rakoff explaineArchie ML:

Family Dollar's conclusion thai the PRC IP Act did not apply becaus the erroi in

guestiin would have caused the Copyright ©ito refuse registration, is hard to

squariwith §411(b)(1) Family Dollar finds thafthe conditior in claus¢(B), i.e., the

materiality of the inaccuracyis satisfied buither take:thai conclusioito entai that

the conditior in claust (A), i.e., the knowledgt of the inaccuracy is irrelevant But

Section 411(b) (1) presents a conjunctive test: both conditions must be satisfied in

order for an inaccuracy in a registration to defeat a claim.
261F.Supp 3dai518-19 Judge Rakoff concluded that "in order to comply with the clear directive
in 8 411(b)(1) a copyrigh infringemen claim shoulc not be dismissed on account of inaccurate
informatior thai was inadvertentl' includec in the copyright registration, whether or not the
inaccurateéinformation is material."ld.

Palmer/KaniLLC v. Garetl Steven Publ'g ("Palmer "), No. 1:15-CV-7404-GHW 2016
WL 623861Zal*4 n.2(S.D.N.Y.Oct. 24,2016) istothe sameeffect The district judge explicitly
declinecto follow Family Dollar becaus its "propositior thal a showing of frauc is requireconly
wher the erroi is tectnical rather than material appears to be irreconcilable with the § 411(b)(2)
requrement that the Register of Copyrights d@nsulted regarding whether the inaccuracy is
material” the Family Dollar court'<readin¢of 8§ 411(b "seem to be inconsister with the statute's

requiremer tharthe Registe of Copyright:weigt in on the issu¢ of materiality in all cases. 2016

WL 6238612, at *4 n. 2 (emphasis added).
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The criticisms ofFamily Dollars holding by the cited cases are persuasive, and bolstered
by the plain language of the PRO IP Act and otheg tas within this Circi. | therefore decline
to follow Family Dollar.**

i. Knowing Inaccuracies

Having determined that 17 U.S.C. § 411(b)(1) &wukesprovide the relevant legal
framework on this aspect of the case, the Countstto the remaining relevant issues: (1) whether
Lego included inaccurate or misleading informatioits copyright registration, and (2) whether,
if the registration included inaccurate or misleading information, Lego included the information
"with knowledge that it was inaccurate,” 17 U.$@11(b)(1)(A). Only if | hold for Best-Lock on
both questions must | turn to the final questhether the knowledge was material, which is to
say, whether knowledge of that information wouldéneaused the Register of Copyrights to refuse
registration.

As to the first question, Best-Lock presents no evidence that Lego withheld or misstated
information about its patents on the minifigure§o the contrary, the Asserted Copyright

applications appear thorough, complete, and consistent with the undisputed facts on record. The

' The other cases cited by Best-Lock are also unavaiMasquerad Novelty Inc. v.
Unique Indus Inc., 912 F.2¢ 663 (3d Cir. 1990 was decidecbefore enactmer of the PRCIP Act.
In any event the Third Circuit observed that the "view that an inadvertent omission from a
registratiol applicatior will rende a plaintiff's copyright incapable of supporting infringement
actior has not gainec accepance with the courts[,]" and suggested that the correct approach in
situation:"wherethere hasbeeramaterial butinadverter omission' may beto deprive the plaintiff
of the benefit: of the presumptio of validity se forthin § 401(c — not to invalidate the copyright
registration 91z F.2c ai 66€ n.5. In Morris v. Bus ConceptsInc., 25€F.3c 65, 72 (2d Cir. 2001),
the couri founc thar the error<in a copyrigh registratiol applicatior hac rendere the registrations
"completely inaccurate. 259 F.3d at 72 (2d Cir. 2001) ("The registrations contenone of the
informatior requirecby 8 40¢ for prope registratiol of the articles. . .."). That is plainly not the
case here.
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brief, two-page copyright application did ragk whether Lego had sought or obtained patents or
other intellectual property. Nor did it provide argtchall space in which to disclose other relevant
information. Consequently, Lego had no obligatiotisalose its existing pants on the application,
and its failure to do so was neither "misleading” nor an "omission."

Best-Lock contends that the Lego minifiguege derivative of the drawings from the '711
and '402 patents, and therefore should have been disclosed in Section 6(a) of the application,
instructing applicants for registration of a "defive work" to "[iJdentify any preexisting work or
works that this work is based onincorporates." BL Ex. B at*2. This argument is dismissed for
a fundamental reason: the Lego minifigure covered by the Registva®oreated in 1977—the
yearbeforeeither Lego patent was filedd. at 1. As Lego observes, "[i]f anything, the drawing
submitted in the patent applications was derivaiitbe sculptural work.'"Lego MSJ Br. at 10 n.5.

But even if the minifigure sculpture had beeeated after the patent drawings, Best-Lock's
argument fails for two reasons. First, the sculptural form of the minifigures does not constitute a
copyrightable derivative work, independenttbé minifigure drawings. By Best-Lock's own
(undisputed) account, the subject matter optitents and the copyrights are the sameesapart
from the medium in which they aconveyed, theiare no material differences between the Lego
minifigure sculpture anc the paten drawings The Second Circuit has squarely held that mere
translatiol of a work to a different medium does not demoastrsufficient originality to warrant

copyrigh protection. L. Batlin & Son Inc. v. Snyde, 53€ F.2c 486 491 (2d Cir. 1976 (because

12 "Derivative work" is defined as "a woblased upon one or more preexisting works, such
as [an] art reproduction, abridgment . . . or atlyer form in which a work may be recast,
transformed, or adapted . . . ." 17 U.S.C. § 101.
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"translatior [of awork of art] to adifferentmedium’is "merely atrivial variation,’ creatin¢a plastic
versior of a cast iron "Uncle Sam" toy coin bank in the public domain lacked the originality to
suppor a copyright) se¢ alsc Earth Flag, Ltd. v. Alamc Flag Co, 153 F. Supp. 2d 349, 354
(S.D.N.Y 2001 (transfe of a public domair photograp from pape to a fabric article of clothing
was nol entitlec to copyrigh protectiotbecaus "a copyrigh claimant': productior of awork of art

in a different medium cannot by itself constitutedhginality required for copyright protection[.]").

A "derivative work," similarly, "must incquorate some or all of a 'preexisting waakd add new
original copyrightable authorship to that wofkUNITED STATES COPYRIGHTOFFICE, COPYRIGHT

IN DERIVATIVE WORKS AND COMPILATIONS (2013), https://www.copyright.gov/circs/circ14.pdf
(emphasis added). The shift from patent draworggulpture does not have the requisite originality
to constitute a derivative work.

This conclusion is furthdrolstered by a body of case Iholdinc thaia copyrigh registrant
nee(noldisclostpreexistiniworks of its own creation See e.g, YurmarDesign Inc.v.Chaindom
Enters, No.99 Civ. 9307 (JFK), 2002 WL 31358991a1*10-11(S.D.N.Y . Sept 30,2002 (rejecting
the "false premise" that "a copyright applicant r disclost thai its work is derived from another
work the applican has createi [on a copyrigh application]”); Frank Betz Assocs. v. J.O. Clark
Constr, L.L.C, No. 3:08-cv-159, 2010 WL 2253541,*4t1 (M.D. Tenn. May 30, 2010) (where
evidence indicates that plaintiff created derivatikesigns based on its own original designs "the
concerns that § 409(9) raises are not implicaté&pert L. Stark Enters. Neptune Design Grp.
LLC, No. 1:16 CV 264, 2017 WL 1345195, at *9 (NOhio Apr. 12, 2017) ("As the copyright
would have simply incorporated plans created by defendant, its failure to identify those plans as

pre-existing materials does not implicate Section 908 the Copyright Act.”). As Judge Rakoff
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explained inPeterson v. KolodirNo. 13 Civ. 793 (JSR), 2013 WB226114, at *6 (S.D.N.Y. Sept.
6, 2013), this sensible approach avoids the "Vidlst@d impractical” requirement that a copyright
owner "separately register every draft or version of an evolving work." Thus, "even where the
registered work is an independently copyrightat@avative work, 'when the same party owns the
derivative . . . work plus the underlying elementonporated therein, its registration of the former
is sufficient to permit an infringement action on the underlying parts, whether they be new or
preexisting.™ Id. (quoting 3-12 MMER ON COPYRIGHTS8 7.16(B)(5)(c)). The court iReterson
held that "even if . . . the intermediate 'rough cut' of the [plaintiffs] recordings and/or the final
version somehow qualify as derivative works distinct from the original unedited takes, plaintiffs'
registration of the final version is still suffent to support this infringement actiond. The same
conclusion applies here. For purposes of copyright law, Lego's minifigure sculptures are not
derivative work and were not required to be repaatesuch. Thus, no reasonable trier of fact could
find that the Asserted Copyright applications wia@ually inaccurate as to the existence of the
minifigure patents, much less knowingly*so.
ii. Materiality

| need not address the materiality of giegedly omitted inforration under 17 U.S.C. §
411(b), as failure to demonstrate knowing misrepresentation by Lego is fatal to Best-Lock's
summary judgment motion. In the interest of completeness, however, and particularly in light of

the parties' extensive briefing on the issue, tberOnotes that even if Best-Lock had established

13 Indeed, Best-Lock has provided no evidence that the alleged material omissions were

made "knowingly." Instead,relies on exclusively on tifeamily Dollarline of cases, which | have
discussed and declined to foll@wpra to argue that "knowledge" is not a necessary element. This
deficiency, standing alone, is fatal to its claim.
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that Lego knowingly misrepresented informatidoat its minifigure patents, based on the current
record it could not prevail on summary judgmentcasateriality of the omitted information as a
matter of law.

Before a court invalidates a copyright iggation under 17 U.S.C. § 411(b), it must request
that "the Register of Copyrights advise tmirt whether the inaccusinformation, if known,
would have caused the RegistdrCopyrights to refuse regfration." 17 U.S.C. § 411(b)(®);
Palmer/Kane LLC v. Rosen Book Works |LIL88 F. Supp. 3d 347, 348 (SNDY. 2016) ("[C]ourts
are in agreement that the provisionmandatory in naturerequiring district courts to solicit the

advice of the Copyright Office when the statytoonditions are satisfied." (emphasis addet}))."

14 This requirement was not addressedither party's (otherwise strong) briefing.

15 A court may, however, dismiss a claimcopyright invalidity under 17 U.S.C. § 411(b)
without input from the Register of Copyrights (@e Court does here). Although on its face the
provision requires involvement tfe Register of Copyrights any time that inaccurate information
in a copyright application is "alleged," the majofycourts have concluded that "the Court should
employ this mechanism only when necessary, after the party establishes that the application for
registration included inaccurainformatior anc thal the registran knowingly includec the
inaccuracy. Desigrldeas Ltd.v. Meijer,Inc., No. 15-CV-03093201€ WL 448783Cai*13 (C.D.

lll. Aug. 25,2016 (citing DeliverMecHoldings LLC v. Schaltenbran, 734F.3c616 623-2<(7th

Cir. 2013)) secalsc Palmei |, 201€ WL 6238612 at *2 ("[Clourts generally agre« thal they may
first require the party seekin¢invalidatior to establis|as afactua matte thaithe applicanincluded
inaccurat informatior on the registratiol applicatior with knowledge that it was inaccurate");
DeliverMed 734 F.3d at 625 (rather than immediately refenatter to the Register of Copyrights,
"courts can demand that the party seeking invalidation first establish that the other preconditions to
invalidity are satisfied before obtaining the Registadvice on materiality"). Indeed, the Register
of Copyrights has endorsed this approach, stdhiag"before asking the Register of Copyrights
whether she would have refused to register a ogiplyr . . a court should feel free to determine
whether there is in faet misstatement of fact.DeliverMed 734 F.3d at 625 (citing Response of
the Register of Copyrights to Request Pursuant to 17 U.S.C. § 411(b@nmShoe Corp. v.
Wash. Shoe CoNo. 09-cv-23494, 2010 WL 3505100, at *3 n.4 (S.D. Fla. Sep. 3, 2010)).
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This requirement applies even if the couconclusiol appear indisputably sound. In
Argentc v. Santiag« for Love of Ramor LLC, for example the couri determine that the plaintiff
hac knowingly includec inaccurat informatior on his copyrigh registratior applicatior —
specifically the false claim thai plaintiff was the autho of ar artistic desigr tharhad in fact, been
creater by anothe individual roughly @ decad before the creatior date listec on plaintiff's
application No. 16-CV-6172-FPG-MWP, 2019 WL 948188,*4 (W.D.N.Y. Dec. 18, 2017).
Notwithstandini the seemingly obvious answer — onewd naturally conclude the Copyright
Office would not issue a copyright registratittn someone falsely claiming authorship of a
deceased individual's work — the court rtbeéess deferred its decision on defendimotion for
summar judgmen on plaintiff's copyrigh invalidity until the partie: hac aske(for anc receiveta
respons fromthe Registe of Copyright:<regardin(the materiality of the misrepresentatio 1d.; see
alsc Gold Value Int'l Textile Inc.v. Sanctuar Clothing LLC, No. LA CV16-0033!JAK (FFMXx),
2017WL 290318Cai*12 (C.D.Cal Mar. 24,2017 (deferrin¢ decisior on defendant motior for
summar judgmrent because a "request to the Register of Copyrightmust [ ] preced a
determinatin whether the Copyright Office would have r&dd registration of the copyright atissue
inthisaction' (emphasiadded)) Similarly, inDeliverMec—theonly appellat decisiortoaddress
8411(b)(2 in deptl— the plaintiff falsely represented in hi®pyright registration application that
the artist had transferred ownership to him bigtem agreement, knowing that the information was
untrue. 734 F.3d at 623. Following a two-week berniah the district court entered a declaratory
judgment invalidating the plaintiff's copgtt registration under 17 U.S.C. 8§ 411(bjl. The
Seventh Circuit reversed and remandéd. Although "the district court's reasoning seem[ed]

consistent with the Register's practice,” the Seventh Circuit nonetheless concluded that "under
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section 411(b)(2), a court still must request spomse from the Register before coming to a
conclusion as to the materiality of a particutais-representation. By granting a declaratory
judgment invalidating DeliverMed's copyright registration without following the statutorily
mandated procedure, the district court made a legal ericbrdt 623-24.

On this record, therefore, these challengeBdxst-Lock to the validity of Lego's copyrights
fail, and do not militate against Lego's right to summary judgfient.

3. Invalidity Due to Functionality

Best-Lock's argument that the Asserted Copyrights are invalid because certain design
elements in question are functional is similarly unavailing.

As | have previously held in this case, cergments of the Lego minifigures are, indeed,

functional. See874 F. Supp. 2d at 95-102. But the mere fact that some elements of the Lego

% The Court also notes that, even if the copyright here were invalid the appropriate remedy
would be dismissakithout prejudice to renewalfter receipt of a valid copyright registratioBee
Determined Prods., Inc. v. Kosiédo. 92-1697, 1993 WL 120463, at *1 (N.D. Ill. May 15, 1997)
(dismissing the case for lack of a valid copyright, withoui prejudice "to its being revived after
valid copyrigh registration are obtained.") EvenFamily Dollar, the casimos heavilyreliecupon
by Plaintiff, advise« that the "normal" cours¢ of action would be dismissal without prejudice to
renewa aftei the compan' hac obtaine(avalid copyrigh registration F. Supp. 2d at 23see also
Senisv. Johr Wiley & Sons Inc., No. 13CV331+LTS-AJP, 2016 WL 1045560, at *3 (S.D.N.Y.
Mar. 15, 2016 (grantin¢ plaintiff's motior for reconsideratic of disrrissal with prejudice where
"[c]ourts within this Circuit have consistentl helc thai failing to mee a statuton preconditiol to
suil preclude adjudicatiol on the merits anc warrant: dismisse withoui prejudice, anc "denying
[plaintiff] redress for her [potentially] meritorious claims based on a technical default in her
copyrigh registratiorwould constitutca manifes injustice thai reconsideratic of the Jan 7 Order
would avoid.' (interna citatior anc quotatior marks omitted)) cf. Bldg. & Const Trade: Council
of Buffalc & Vicinity v. Downtowr Dev. Inc., 44€ F.3c 138 15¢ (2d Cir. 2006 (concludin¢thaian
actior barrec for failure to comply with pre-sui statuton notice requiremer mus be dismissed
without prejudice) Thus, even if the Court were to find Best-Lock's argument for summary
judgmen on this count meritorious — which it does not — the practical effect wawdtlbe a
verdict in Best-Lock's favor.
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Minifigures are functional does nagnder the entire sculptural wouncopyrightable See e.g,

Kurt S Adler,Inc.v.WorldBazaar, 897F.Supp 92,95-€(S.D.N.Y 1995 (finding defendar had
infringed plaintiff's valid copyright in casevolving bubble-blowing Santa Claus ornaments, despite
functiona aspect of the protectei work suct as a pivoting armr holdinc a bubble wand) Because
Best-Locl concede: asit must that certair element of the Legc minifigures are purely sculptural,
itsargumer goe:tothe scoptof the copyright: (discusse in Sectior 111(B)(2)(1)) — notunderlying
validity of the copyrights KlaubeiBros, 2015 WL 4393091 ai *3 (rejectin¢defendant argument

thal plaintiff's registratiol of a copyrightet desigr was unenforceabl becaus plaintiff failed to
disclose t the Copyrigh Office, inter alia, that the scalloped edges of a copyrighted design were
a functiona technique thai faci did "not establis| thai the [ ] design is unprotectable in its
entirety.").

Best-Lock has also failed to demonstrate that any allegedly inaccurate information "was
included on the application for copyright registva with knowledge that it was inaccurate," as it
must under the PRO IP ActSeel7 U.S.C. 8§ 411(b)(1). For that second independent reason,
Best-Lock's claim fails.

3. Invalidity Due to Fraud

Best-Lock's related argumethat Legc fraudulentl failed to disclost that the minifigures
it was registerin¢ were functional and previolyspatented, is also meritless. "A party seeking to
establislafrauc onthe Copyrigh Office. .. bear:aheavyburden. Lennorv.Seama, 84F. Supp.
2d522 525 (S.D.N.Y 2000) The party "must show at a minimuhat the author's application for
copyright registration [was] factually inaccurate, thatinaccuracies werallful or deliberate, and

that the Copyright Office relied on thomisrefresentations.” King-Devicl Tes Inc. v. NYU
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LangontHosps, No. 17-CV-9307 (JPO) 201¢ WL 78986 al *6 (S.D.N.Y . Jan 2,2019 (internal
guotation marks and citation omitted).

As discussed, Best-Lock has presentedemalence of factual inaccuracies on Lego's
copyright applications. And even idrguendo Lego should have disclosed its patents or
functionality of the minifigures on its applicati, Best-Lock has not presented any evidence to
support a conclusion that Lego failed to do so withintent to deceive the Copyright Office.
Indeed, it is far more plausible that the information was not included because it was not explicitly
requested. Accordingly, Lego is entitled to summary judgment dismissing Best-Lock's affirmative
defense and counterclaim sounding in fraud.

4. Invalidity of Copyright Registration as a Collection

Best-Lock next argues that Lego's registratbthe '104 Copyright is invalid because it
asserts copyrights in a collection, but does not theatequirements for establishing that the works
gualify as a "published collection” pursuant to Copyright Office regulations.

Registration as a "publishcollection’ require: thart all of the "constituen element of the
collection have been published together as a collectiL.A. Printex Indus v. Le Chateau Inc.,
No0.11Civ.424¢(LTS),2012 WL 987590a1*3 (S.D.N.Y Mar.23,2012) sec¢alsc Unitec Fabrics
Int'l, Inc.v.C&J Wear Inc., 63C F.3c 1255 125¢ (9th Cir. 2011 ("Wher oneregister acollection
of works in a single copyright it car be regisered either as a 'published' or an 'unpublished'
collection. A necessary element of a published ctileccopyright is that the collection is sold,
distributed, or offered for sale concurrently.Best-Lock contends that Lego has failed to provide
evidence that "all of the Lego sets, including ¥heous figures shown in the deposit materials”

were published concurrently on January 7, 19@8the date of first publication listed on the '104
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Copyright applicationBL Opp. Br. at 10 (citingJnited Fabrics 630 F.3d at 1259 and 37 C.F.R.
202.3(b)(3)(A) (1994)). It therefore contends that Legotpyright registration is invalid.

Best-Lock again provides no evidence thatiaformation provided to the Copyright Office
was incorrect, much less that "the inaccurate information was included on the application for
copyright registration with knowledge that it waaccurate." 17 U.S.C. § 411(b)(1) ("A certificate
of registration satisfies the [registration requiratheegardless of whether the certificate contains
any inaccurate information," unlesster alia, "the inaccurate information was included on the
application for copyright registration wiknowledge that it was inaccurate."). UA. Printex on
a motionfor summary judgme the couri rejecte( defendant analogous argument that plaintiff's
registratiol of a textile design was invalicebause all of the designs that had been registered as a
"publishec collection' hac not beer publishec al the same time. 2012 WL 987590, at *2. In
declininctoinvalidate plaintiff's copyrigh registrationthe courireasonethat interalia, defendant
hac failed to proffer "any evidenc: thal any misstatemet in [plaintiff's] original registration
applicatiorwas made¢in bac faith.” Id.at*4. Seealsc Cipesv. Mikasg, Inc., 34€F. Supp 2d 371,
373 (D. Mass. 2004) (plaintiff's registration of photographs published over the course of multiple
year: as a "publishec collection' was noi invalid where the error was inadvertent) Lumos Inc. v.
LifeStrengtl LLC, No. 2:12—cv-1196-T( 2014 WL 4355451, at *6-7 (D. Ut. Sept. 3, 2014)
(erroneouregistratiolof videos publishecat differenitimesasapublisheccollectior "in itself does
not invalidate the registratiol or rende the certificate of registration incapable of supporting an
infringement action" because "the record doetsdemonstrate that [plaintiff] knowingly included

the [non-concurrently published] video in its appiica for copyright registration such that the error

" Then 37 C.F.R. 202.3(b)(3)(A) is presently 37 C.F.R. 202.3(b)(4)(A).
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was anything other than an inadvertent mistakbar{plaintiff] intended to defraud the Copyright
Office").

Even assuming that Lego erroneously registered the '104 Copyright as a published collection,
which Lego appears to dispute, absent any egglefknowing misstatements or misrepresentations
in the application, Lego's certificates of regasibn for the Asserted Copyrights satisfy the
registration requirement, "regardless of whether the certificate contain[ed] any inaccurate
information” 17 U.S.C. 8 411(b)(1 Nor doe: Best-Lock" iargument raise any triable issue of
material fact, as Best-Lock has offered only spemnadhat the registered works may not have been
published concurrently. The Court declines to invalidate Lego's copyright on this basis.

5. Ownership

Finally, Best-Lock advances two specifigaments challenging Lego's ownership of the
Asserted Copyrights. First, it argues that Lego has failed to produce any documentation to
demonstrate that Lego Futura Aps did, in fabtain ownership of the copyrights through a Work
for Hire from the individual(s) who createtie minifigures, as indicated on the copyright
registrations. BL Opp. Br. at 8. Second, Besthk contends that Lego "has failed to provide
evidence that Lego Futura Aps assigned the copwrighterlego A.G., the entity that ultimately
applied for the copyright registrations and subsequently assigned the copyrights tolt egt9"

For the reasons discussedpra Lego is entitled to the presumption of ownership.
Best-Lock has provided no specific evidence challenging Lego's ownership — only vague
speculation that the chain of title may be inva@eBL Opp. Br. at 8-9. General conjecture of this
sort, entirely devoid of factual supportthe record canno overcom: the presumption that Lego

is the valid holdei of the Assertei Copyrights TeeVe ToonsInc.v.DM RecordsInc., No.05 Civ.
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560z (JGK), 2007 WL 285121€ ai*5 (S.D.N.Y. Sept 27,2007 ("While the defendanigjuestion
whether Smith was really the author of the Compositions, there is no basis for that challenge.").

But even absent the statutprngsumption of validity, Lego Bgpresented sufficient evidence
to establish its ownership of the Asserted Copysightie copyright registrations indicate that Lego
Futura Aps obtained ownership of the copyrighdtigh a Work for Hire from the employee(s) who
created the minifigures, subsequently transferredolpyrights to Interlego, who in turn transferred
them to Lego in 2007. | am authorized to use my discretion in determining the weight to accord
such representations, and find no reason to reject these as unrefisiglee.q.id. (rejecting
defendants’ challenge to plaintiff's authorshipagyrighted work where "defendants do not present
any reasonable basis to challenge the reliabilithefCopyright Registration Certificates” listing
plaintiff as author).

Indeed, the sequence of events documentee icapyright registrations is not only entirely
unremarkable, it is also consistent with other portions of the record. The application for the '711
patent, for example, was filed in 1978 and reports that Godtfred K. Christiansen and Jens N.
Knudsen of Denmark invead the Lego minifigureSeeDoc. 164-6 at 2. Aeport issued by Lego
confirms that Godtfred K. Christiansen waakego executive (and the son of Lego's founder), and
Jens N. Knudsen was a protidesigner employed by Leg&eeDoc. 150-13 at 3, 6. These facts
are entirely consistent with Lego's representatinrise Asserted Copyright registrations that the
Lego minifigures were works for hire created in 1978 by authors domiciled in Denmark.

The '711 patent also denotes the transfer of ownership from the minifigure inventors to
Interlego,seeDoc. 164-6 at 2, and Lego has produced documentation of the assignment from

Interlego to LegoseeDoc. 132-2, Ex. 1. While the recocdntains no specific documentation of
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the assignment of the Asserted Copyrights fromd_Eutura Aps to Interlego, the Court sees no
reason to question that fact in light of the destrated relationship between the transferor and
transfereé® and Best-Lock's failure to provide any countervailing evidence.

In the totality of thesicircumstance the Couriconclude thaitherearencissue of material
fact with respec to Lego'« ownershp of valid copyrights. Lego is entitled to summary judgment
onthoseissue becaus nareasonabljuror coulc find tha' Legc did not ownvalid copyright<in the
minifigures in suit.
B. lllegal Copying of Original Protectable Work

To succee onar actior for infringement Legc mus alsc show that (1) Best-Locl actually
copiec its original protectel work anc (2) the copyin¢ was illegal becaus substantie similarity
existecbetweelthe Defendant:work anc the protectabl element of the Plaintiffs work. Peter F.
GaitoArchitecture LLCv. SimoniDev Corp., 60zF.3c¢57.63 (20 Cir.2010) Actual copying may
be establishe "eithei by direci evidenc: of copyinc or by indireci evidence. Laureysser v. ldea
Group Inc., 964 F.2c 131 14C (2d Cir. 1992) However, "not all copying results in copyright
infringement everif the plaintiff hasavalid copyright,’ Boissoiv. Banian Ltd., 27ZF.3c 262 268
(2d Cir. 2001) anc the plaintiff is requirecto additionally demonstral that "substantie similarity
to protecter materia exists betweel the two works,' Laureysser, 964 F.2c at 140 To that ends,
Fisher—Price Inc. v. Well-Mad« Toy Mfg. Corp, 25 F.3d 119, 123 (2d Cir. 1994) draws an

important distinction: "In the context of deciding whether the defendant copied at all (as

18 As Lego notes, Interlego and LEGO FutAps are related companies, and "the chances
that Interlego was improperly and illegally claimingrtsfer from its sister company in registering
the works is quite small." Lego Reply Br. at 7, n.12.
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distinguished from whether iitegally copied), 'similarity’ relates tthe entire work, not just the
protectable elements."”

For the reasons set forth below, Lego is entitled to summary judgment in its favor on those
issues as well. Having considered the extensivedacthe case, | conclude that a reasonable trier
of fact, properly instructed on the law, woudd bound to find that Best-Lock copied the Lego
copyrighted minifigures in suit, and that substantial similarities exist between the Best-Lock
minifigures and the protectable elements of Lego's minifigures.

1. Actual Copying

To succeed onits infringement claim, Lego must show that Best-Lock actually copied Lego's
minifigures. Boisson273 F.3d at 267. Occasionally, a casesenés the rare scenario where there
is direct evidence of copying."Rogers v. Koons960 F.2d 301, 307 (2d Cir. 1992). More
commonly, it is the conjunction of (1) access todbpyrighted work and (2) probative similarity
that lead to the inference of actual copyisge Procter & Gamble Co. v. Colgate-Palmolive, Co.
199 F.3d 74, 77 (2d Cir. 199%tuller v. Anderson501 F. App'x 81, 83 (2d Cir. 2012) ("A plaintiff
may establish actual copying circumstantially by demonstrating (a) that the defendant had access
to the copyrighted material and (b) that the tmorks exhibit 'similarities probative of copying.™)
(quotingJorgensen v. Epic/Sony Recqr@51 F.3d 46, 51 (2d Cir. 2003)). That form of indirect
proof requires "a showing defendant opportunity to comeinto contac with plaintiff's work and
sucl similarities betweeithe works which, unde all the circumstance makeindepender creation
unlikely." Laureysser, 964 F.2d at 140.

i. Access to the Work

A defendant's access to a plaintiff's work "nbayestablished directly or inferred from the

fact that a work was widely disseminated or thparty had a reasonalplessibility of viewing the
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prior work." Boisson273 F.3d at 270. Proof of access may bhismferred where "two works are
so strikingly similar as to precludeetipossibility of independent creatiorl.ipton v. Nature Cg.
71 F.3d 464, 471 (2d Cir. 1992).

Applying these principles to the case at bate first it is beyond dispute that Best-Lock
had access to Lego's copyrighted work. To provesa¢péaintiff need only show that the work was
"widely disseminated" or that there was a "reasonable possibility" thatddefe could have
examined plaintiff's work; proof that defendant actually viewed it is unnecesmisson 273
F.3d at 270. Lego's minifiguresesmong the most universally ogmized toys in the world. That
fact alone suffices to demonstrate Best-Lock's accees, e.g.Saban Entm't, Inc. v. 222 World
Corp., 865 F. Supp. 1047, 1050 (S.D.N.Y. 1994) (populafityower Rangers and their derivative
products in the United States established thiaidiant had access to plaintiff's copyrighted Power
Ranger figures)Conar Props v. Mattel, Inc., 71z F. Supp 353 36(C (S.D.N.Y. 1989) ("The
inference of access is easily drawn from idence of the sales figures of [plaintiff's] Conan
comics.").

Therecorcalscinclude:rathe strikingevidenciof the Best-LoctCEO'«direcianc personal
knowledgt of anc acces to Lego's minifigures | refer to the interview Torsten Geller gave to the
Hartford Courant which thainewspapereportecin Januar 2012 SetDoc.132-11 According to
Geller as a child growing up in Germany he had admired LEGO toys, but later discovered, as a
younc fathelin England thai Legc itself hac copiec "the bricks inventec by a British psychologist
in the 1940s. 1d. Geller professe to disapprov of that anc recounte thai he formec Best-Lock
anc "decidec to becomi a LEGO competitor in part because he thought it was unethical that the
Danist firm copiec the British bricks." Id. The Couran recites "[Geller] acknowledge the
similarities betweeithe shape of Best-Lock" figurecanc LEGO's 'l did the figures because | want
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to pissther off,' he said.’ 1d. Geller then asserted that the figures were not sufficiently similar to
constitute copyrigh' infringement the core defenive position for Best-Lock in this litigatioid.,
anc hasclaimecsubsequent thai his statemer abou wantin¢ to "piss [Lego] off" was "tongue-in-
cheek, Geller Decl. IV { 4. Be that as it may, GellCouran' interview show: al the very least
thai Best-Locl hac acces to (anc directly reacter to) Lego's copyrighted minifigures. One also
nates, on the issue of access, Best-Lock's advertisements highlighting the interchangeability of parts
betweel Best-Lock" minifiguresanc Lego's minifigures The manufacturer of the former group of
minifigures clearly hac acces to the latter grou; Under these circumstances, no reasonable trier
of fact could conclude that Best-Lodid not have access to Lego's minifigures.
ii. Probative Similarity

In addition to access to the work, Lego malsb show probative similarity between the
protected work (the Lego minifigure) and the allegedly infringing figurine (the Best-Lock
minifigure). Probative similarity is a "less demamgltest than" substantial similarity, and requires
"only that there are similarities tyeeen the two works thatould not be expected to arise if the
works had been independently createlllithael Grecco Prods., Inc. v. Valuewalk, LLE54 F.
Supp. 3d 482, 500 (S.D.N.Y. 2018) (internal quotation marks and citation omitted). When
comparing works for the purpose of determirpngbative similarity, protectable and unprotectable
elements need not be differentiatddsher-Price 25 F.3d at 123.

Visual examination of the products at issue in this case reveals that they are not just
"probatively similar,” but indistinguishable in most respe@se als&ection II(B)(2)(ii),infra.
Minor differences in surface adornments do not detract from the overwhelming number of

similarities that, beyond a reasonable dispute, "woatde expected to arise if the works had been
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independently createdMichael Grecco345 F. Supp. 3d at 500. Best-Lock’s claim that "there is
no probative similarity of the entire work" [BL Opp. Br. at 14] thus rings hollow.

Best-Lock claims that four issues of maaéfact preclude summary judgment on the issue
of actual copying. As discussed, Best-Lock's claimttierie is an issue of fact as to the probative
similarity of the minifigures is baseless. The revmay issues of materidct raised by Best-Lock
— the meaning of Mr. Geller's stahent to the Hartford Courant that he created the Best-Lock
minifigures "to piss [Lego] off," the effect of interchangeability of Best-Lock's figures with Lego's,
and the significance of the marking on the bottorBedt-Lock's figures — are all challenged only
insofar as they providdirect evidene of actual copying.See BL Opp Br. at 13-14 But, as
discusse(the Cour neecnoi make a determinatio of actua copyin¢ baserondirecievidence and
decline: to dc so here. See Jorgense, 351 F.3c al 51 (2d Cir. 1992 ("Actual copyin¢ may be
establishe by direct or indirect evidence."). konsequence, summary judgment would not be
preclude: by dispute on those particular issue Base(on the indirect evidence before the Court
— Best-Lock's indisputable access to Lego's minifigures, the probative similarities between the
Lego minifigure and the Best-Lock nifigure, and Best-Lock's failure to provide credible evidence
of independent creatiGh— no reasonable trier of fact could determine that Best-Lock did not
actually copy Lego.

2. Substantial Similarity

It is not enough, however, that Best-Lockuadly copied Lego's minifigures. Lego must
also show that Best-Lock's copying was improp#iebb v. Stallones55 F. App'x 31, 32 (2d Cir.

2014). This requirement recognizes that "[p]ayraibes not always mean piracy"”; to succeed, a

19 Best-Lock does not argue that its minifigures were independently created, and the
record contains no evidence that would support such an inference.
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plaintiff alleging infringement "must also show illegality, and this requires a sharper focus: the court
must find a substantial similarity between pinetectableslements of the two worksFisher-Price,
25 F.3d at 123. That principle gives rise to thestdted rule that an infrgement plaintiff "must
show that the defendant appropriated the plaintiff's particular means of expressing an idea, not
merely that he expressed the same idéd."

"Substantial similarity does not require ta#y identical copying of every detail Koons
960 F.2d at 307. Rather, as articulated by the Second CirKoons, substantial similarity may
be determined by the ordinary observer test: thwrean average lay observer would recognize the
alleged copy as having been appragdafrom the copyghted work." 96C F.2c al 307.
Alternatively, when an allegedly infringing wonkcorporates both protectable and unprotectable
elements, courts appl\'morediscernin(observer” test, which excludes the unprotectable elements
from consideratio anc compare only the protectabl element for substantic similarity. See
Boissol, 27% F.3c al 27z (internal quotation marks omitted). The Second Circuit has cautioned,
however thai the "more discernin(ordinary observetest” is not an invitation to dissect works into
their constituent elements or engage in piecec@alparison of each peattable element with its
putative imitatior?® See Tufenkian Import/Export Ventures. v. Einstein Moomjy, Inc338 F.3d
127, 134 (2d Cir. 2003) ("[W]hile the infringemie analysis must begin by dissecting the

copyrighted work into its compont parts in order to clarify precisely what is not original,

20 The Second Circuit has explained the rationale behind its disavowal of a piecemeal
approach: "[T]he defendant may infringe oe faintiff's work not only through literal copying of
a portion of it, but also by parroting propertibat are apparent only when numerous aesthetic
decisions embodied in the plaintiff's work of art — the excerpting, modifying, and arranging of
[unprotectable components] ... — aomsidered in relation to one anotheFufenkian 338 F.3d
at 134.
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infringement analysis is not simply a matteastertaining similarity between components viewed

inisolation.”). Rather, as withe "ordinary observer test", the court must compare the works' “total
concept and overall feel . . . as insted by our good eyesd common senseGaito, 602 F.3d
at 66 (internal quotation marks omitted). "[I]n tved, [the] inquiry necesgly focuses on whether
the alleged infringer has misappropriated 'the original way in which the author has selected,
coordinated, and arranged the elements of his or her waddk." (quoting Knitwaves, Inc. v.
Lollytogs Ltd, 71 F.3d 996, 1004 (2d Cir. 1995)).

Althougt the questiol of substantic similarity is usuallyone of fact, it isentirelyappropriate
for adistrici courito resolve substantie similarity asa matte of law if the similarities are sc striking
thal nc reasonabl juror coulc find that the alleged infringer did not copy the plaintiff's protected
works Id. Conversely, a district court may summarégolve the question against an infringement
plaintiff "either because the similarity between two works concerns only non-copyrightable elements
of the plaintiff's work, or because no reasonablg,jproperly instructed, could find that the two

works are substantiall similar." Gaito, 60z F.3c al 63 (citatior anc interna quotatior marks

omitted)?!

21 Koons 96C F.2c al 307 illustrate: the availability of summary jidgment on substantial
similarity:

[E]Jvenwere suct direci evidenci of copyinc unavailable the district
court's decisior coulc be uphelc in this case on the bass that
defendar Koonsaccestothe copyrighted work is conceded, and the
accuse work is sc substantiall similar to the copyrighte(work that
reasonabl jurors coulc not differ on the issue. . . . Koons used the
identica expressio of the idez thaiRoger: createc the composition,

the poses, and the expressions were all incorporated into the sculpture
to the exten that unde the ordinary observe test we conclud: that

no reasonable jury could have differed on the issue of substantial
similarity. For this reason, the distrimburt properly held that Koons
"copied" the original.
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I. Scope of Protectable Work

The first step is determining which, if any, elements of the Lego minifigure are
unprotectable. Best-Lock argues that "[t]he eleis@h Lego's figures that are protected by the
alleged copyrights are limited to elements of the figures shown in the deposit materials,
non-functional elements, original creative elemgemtsl elements not found in Lego's patents.” BL
Opp. Br. at 15-16. When impermissible elemerts subtracted from consideration, Best-Lock
continues, "the remaining distinguishing featuséthe Lego Minifigures, the decoration of faces
and torsos, become the only allegedly originahtive elements and the substantial differences in
appearance between the Lego Minifigures and the Best-Lock Minifigures avoid substantial
similarity of those elements.Id. at 16.

Best-Lock overreaches in claiming that the Asserted Copyrights cannot cover the same
elements as Lego's now-defunct patents.atTgroposition is contradicted by overwhelming
authority, including federal regulations and case |lsBee, e.g.37 C.F.R. § 202.10(a) ("The
availability of protection or grant of protectiomder the law for a utility or design patent will not
affect the registrability of a claim in an original k@ pictorial, graphic, or sculptural authorship.");
Dam Things from Denmark v. Russ Berrie & .3 F. Supp. 2d 277, 284 (D.N.J. 2001) ("This
Court is convinced that the election doctrineghwespect to [choosing between] copyright and
design patent [protection], is not good law remd doubts whether it ever actually was/dcated
on unrelated grounds sub nom. Dam Things fromrierk, a/k/a Troll Co. ApS, v. Russ Berrie &
Co, Inc., 290 F.3d 548 (3d Cir. 2008tar Athletica, L.L.C. v. Varsity Brands, Iné37 S. Ct.

1002, 1015 (2017) ("[W]e have long held thaside patent and copyright are not mutually
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exclusive." (citingMazer v. Stein347 U.S. 201, 207 (1954)y re Yardley 493 F.2d 1389, 1394
(C.C.P.A. 1974) ("Congress has pobtvided that an author invemtmust elect between securing

a copyright or securing a design patent.”). Bexik's appeals to cherry-picked dicta and vague
statements that "design patent and caghrprotect different aspects of a workgeBL MSJ Br.

at 22 (citingDam, 173 F. Supp. 2d at 284), do not alter this conclusion: Best-Lock misinterprets
such declarations as literal directives to dividedlements of a work into those protected by design
patents and those protected by cagiyrwhen, in fact, they are reminders that copyright and patent
law offer substantively different types of protectifor the same elements and are most effective
when working in tandem.See Dam173 F. Supp. 2d at 284 ("If a work otherwise meets the
requirements of copyrightability it should not beniel such simply because the claimant happens
to be entitled to supplementary protection uratker legislation.™ (quoting 60 Fed. Reg. 15605)).
It is clear that the same elements of a workqmiatd under patent law are also eligible for copyright
protection.

Best-Lock also argues that Lego's registrapieriains only to the specific figures shown in
the deposit materials, and not to figure designs that do not appear in the Registrations' deposit
materials. Specifically, Best-Lock takes issuthwywhotographs depicting the minifigures in Lego's
Motion for Summary Judgment, Complaint, andmission to the CBP, contending that "Lego has
neither established nor authenticated who designed the non-deposit figures or when they were
designed,"” and that "[t]he only iéence of what is covered by apyright of a three-dimensional
object is its depiction in the deposit submitted to the Copyright Office." BL Opp. Br. at 16. The
parties have not cited, nor has the Court latatry Second Circuit opinion addressing whether the
deposit copy of a work defines theope of copyright protection. Bine Court need not decide that
issue. The deposit images submitted with teeeted Copyright applications are low quality, but
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plainly show the elements at issue in this &itign. The disputed photographs from the Motion,
Complaint, and CBP submission include the same elements. Indeed, there are no material
differences between the photographs submitted to the CBP and the deposit photégiépites.

the images included in the Motion and Complaint appear to depict different costumes and facial
characteristics than the photographs in the deposit materials, as this Court previously explained
"those are not the elements of Best-Lock's figiares that Lego claims are infringing." 874 F.
Supp. 2d at 104.

Next, while Best-Lock correctly contends tttat scope of the Asserted Copyrights excludes
unoriginal and functional elements, its assessiokthite metes and bounds of the "unoriginal and
functional elements” of Lego's minifigures is overbroad.

With respect tdunctionality, the Copyright Act establishes that "pictorial, graphic, and
sculptural works" — including toysgee, e.g.Hasbro Bradley, Inc. v. Sparkle Toys, [i®80 F.2d
189, 192 (2d Cir. 1985) — are eligible for cogyri protection. 17 U.S.C. § 102(a)(5). Useful
articles, however, which have antiinsic utilitarian tinction that is not merely to portray the
appearance of the article or to convey informatiane protected "if, and only to the extent that,
such design incorporates pictorial, graphic, algaral features that can be identified separately
from, and are capable of existing independently of, the utilitarian aspects of the aidicg101.

Such separability may be physical, meaning that the design can be physically detached from the

useful article and sold separatelyee Chosun Int'l, Inc. v. Chrisha Creations, [ 4d.3 F.3d 324,

22 Best-Lock identifies three purported differences between the photographs submitted to
the CBP and the deposit images: (1) absencdmili®on some of the figures wearing helmets in
the deposit images; (2) the relative spacing betwezimages; and (3) the positions of the figures.

BL Opp. Br. at 18. None of these differences is material, and they primarily pertain to the
arrangement of the photograph, not the sculptural work itself.
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329 (2d Cir. 2005). Alternatively, a design maynee "conceptual” separability, meaning that it
has identifiable features that were designed inaeget of functional considerations and which are
capable of existing apart from the useful artidkk.

Best-Lock contends that at least three ofiine elements of the Lego minifigures are purely
utilitarian, and therefore fall outside the scope of Lego's copyrdbest-Lock first argues that the
"trapezoidal shape of torso" and the "torso wigchider at the bottom and narrower at the top" are
functional. BL Opp. Br. at 19-20. Best-Locksh@nsuccessfully) arguele functionality of the
torso shape in the past, but this time basesats on a newly discovereaggo document that states
that "[t]he shoulders [of the miigures] are narrower than the hips. allowing the hands to come
closer together when thigure lifts its arms."ld. Best-Lock characterizes this as a feature that
"enables movement," and is therefore functiondl.at 20.

This argument falls short. As Lego correctly notes, it is the minifigninégs — not the
shape of the torso — that enable movement. Lego Reply Br. at 5. Merely having some incidental
effect on the nature of that mowent, without more, does not make an element "functional.” If, for
example, the hands coming closer together enabled the minifigure to attach to different pieces they
would otherwise not be able to, the shape of the torso may be functional. But there is no evidence
here that the distance between the hands whemrtigeare lifted is anything more than an aesthetic

feature. The shape of the torso is therefore sculptural.

% In its Preliminary Injunction Ruling, thiSourt discussed the tests for functionality and
conceptual separability at length, as well as tggilication to the elements of the Lego minifigures
at issue in this case. 874 F. Supp. 2d at 95-102. | assume familiarity with that discussion and, to
the extent Best-Lock seeks to challenge elenwditkee minifigures not specifically addressed in its
summary judgment briefing, the Court adheres to the conclusions in its prior Ruling.
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Best-Lock also argues that the Lego minifigures' square feet and square legs are functional.
Specifically, Best-Lock contends that the square-shaped feet enable the figure to stand in light of
its widened mid-section by establishing "a broader base than if the figures had rounded, oval feet
more closely resembling human anatomy.” BL Opp. Br. at 20. The square-shaped feet and legs,
Best-Lock further contends, ease reception ofid isito a connecting hole in the figure compared
to rounded or oval feet or legHd.

Best-Lock's effort to characterize the minifigures' feet and legs as "functional” fails to
persuade. Best-Lock has proffered no evidence that or explanation why the square shaped feet
enable the figure to stand. kwll, the design of comparable minifigures such as KRE-O and Mega
Bloks, which stand upright on rounded feet, suggélseérwise. Even if the Lego minifigures’
widened mid-section changes the center of gracotypared to KRE-O or Mega Bloks figurines,
as Best-Lock argues, common sense says thafjtiaeesshape is not necessary to allow the figure
to stand; larger feet would achieve the sam@gae by also creating a "broader base.” Nor is it
plausible that rounding the edges of the legs or feet, which, as Best-Lock notes, would more
accurately reflect human anatomy, would fundamgnithange the stability of the Best-Lock
minifigures.

Best-Lock's argument that the square faed legs are functional because they "ease
reception” of studs is similarly unavailing. AstRourt explained in its Preliminary Injunction
Ruling, "it is not necessarfpr the feet to be absolutely square,” to attach to the base block, as
evidenced by the Mega Bloks minifigures, whith keeping with their overall rounded form, have
feet that are rounded at the front" but "nevertbeldtach to the base®.” 874 F. Supp. 2d at 102.

That conclusion remains valid. Thus, the square shape of the feet and legs are entirely separable
from any functional aspects of the product, andeasonable fact-finder could find otherwise.
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With respect tariginality, Best-Lock argues that "[m]amf the elements on Lego's list of
nine protectable elements of the figures are comfeatures of toy dolls and figures, as well as
other sculptural works depicting the human fothat have been made and used for decades, and
therefore cannot properly be considered part®ttiope of the asserted copyrights.” BL Opp. Br.
at 21. Specifically, Best-Lock challenges the omdjiy of (1) "human heads, which are generally
cylindrical in shape and which . . . curve at top and bottom"; (2)Human necks, which are
"cylindrical” in shape and "slightly narrower thine [human] head"; (3) "square shoulders with ...
'[hjJuman arms [that] extend from the upper sidéheftorso,™; and (4) "human arms bent slightly
at the elbows."ld.

While copyright protection is limited to the original aspects of a registrant's works, the
Copyright Act does not requirenggh degree of originality. The Supreme Court explainégist,

499 U.S. at 345:
Thesine qua nowf copyright is originality. To qualify for copyright
protection, a work must be origina the author. Original, as the
term is used in copyright, means only that the work was
independently created by the author (as opposed to copied from other
works), and that it possesses at least some minimal degree of
creativity. To be sure, the requisleel of creativity is extremely
low; even a slight amount will suffice. The vast majority of works
make the grade quite easily, as they possess some creative spark, no
matter how crude, humble or obvious it might be. Originality does
not signify novelty; a work may be original even though it closely
resembles other works so long asghmilarity is fortuitous, not the
result of copying.
(citations and internal quotation marks omitte8ge also Durham Industries, Inc. v. Tomy Corp.
630 F.2d 905 (2d Cir. 1980) ("Although novelty, uniqueness and ingenuity are not required,

independent creation is.'Boisson 273 F.3d at 268 ("Originality does not mean that the work for

which copyright protection is sought must be either novel or unique. . . .").
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As a corollary, material that is selected, cboated, or arranged in a way that "render[s]
the work as a whole original” can be copyrighteven if the component elements are unoriginal.
Feist 499 U.S. at 358 (explaining thadmponents of the phone book were ineligible for copyright
protection but "if the selection and arrangemenbarggnal, these elements of the work are eligible
for copyright protection”). Th8econd Circuit, for exampleptdind valid the copyright of a photo
of a couple and their puppies becatsechoice of subjects, lightingngle, selection of film and
camera, and subjects' expressiomena| "the product of plairffis artistic creation,” even though
the subject matter was not novel or unigBee Koon<60 F.2d at 30%&ee also Ets-Hokin v. Skyy
Spirits, Inc.,225 F.3d 1068, 1077 (9th Cir. 2000) (plaintiff's choice of "lighting, sharing, angle,
background, and so forth" were sufficient torm@at copyright protection for a photo of a vodka
bottle) By contrast, a geometric shape al@eot eligible for copyright protectio Set«Kitchens
of Sara Le, 266 F.2d 541, 545 (2d Cir. 1959).

An important limitation relevant to the origiitg analysis stems from the fundamental (and
notoriously challenging) prinple in copyright law theprotectior of a copyrightabl work extends
only to the particula expressio of ar idea bui notto the idez itself. See Fisher-Price, 25 F.3c at
125 ("[T]he plaintiff mus show thai the defendant appropriated the plaintiff's particular means of
expressin ar idea noimerelythathe expressethe samiidea.’ (citationsomitted)) Separating the
unprotecte idee from the protectei expressio is ofter a challengincundertaking As Judge Hand
recognized, "no principle can be stated as to when an imitator has gone beyond copying the ‘'idea’
and has borrowed its 'expression.’ Decisions must therefore inevitably be aédtec.Pan
Fabrics, Inc. v. Martin Weiner Corp274 F.2d at 489.

Examples are useful in applyittiese abstract principles. Mattel, Inc. v. Goldberger Doll
Mfg. Co, 365 F.3d 133 (2d Cir. 2004), the Second Girconcluded that the upturned nose, bow
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lips and widely spaced eyes of Barbie doll were"itiea of a certain typef doll face” and in the
public domain.d. at 136. Nonetheless, it was careful to note that Mattel's particularized expression
of that idea would "bar a comgiter from copying Mattel's realization of the Barbie's featurés.”

at 135. "Even if the record dahown that many dolls possess upturned noses, bow lips, and widely
spaced eyes, it would not follow that each sdelh— assuming it was independently created and
not copied from others — would nehjoy protection from copying.ld. at 135.

In Mattel, Inc. v. Azrak-Hamway Int'l, Incf24 F.2d 357, 360 (2d Cir. 1983) (per curiam),
the Second Circuit found that a 5 % inch Warldodl did not infringe uporma 5 %2 inch Masters of
the Universe doll because, though the dolls loakeedarkably similar, the similarities all were
attributable to the unprotectable idea of sigperhuman muscleman crouching in what since
Neanderthal times has been a traditional fightinggpos . [O]nly the particularized expression of
that idea, for example, ttparticula form create by the decision to accentuate certain muscle
group: relative to others car be protected. Similarly, inEder Toys Inc.v. Marshall Field & Co,

675 F.2c498 50C (2d Cir. 1982) the couri concluderthal two similarly sizec snowmei with black
buttor eyes V-shaper mouths black noses two rec buttons and a hat and scarf were not
substantiall similar. Observing that the snowmen hadjtly different shapes, proportions, and
coloring the couri reasone thai any similarity "would appea to the ordinary observer to result
solely from the fact that both are snowmeld.

In FisheiPrice, by contrasitoy manufacturr Fisher-Price brought a copyrightinfringement
actior agains competito Well-Made 25 F.3d at 123. The allegedlyfringing toys were a stuffed
human doll and a stuffed mouse doll. The distairt entered a preliminary injunction against
Well-Made astobott dolls. Well-Made appealed, arguing thag tiistrict court had erred in finding
thai the dolls were substantiall similar because the court had compared unprotectable elements
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commor to all dolls. Id. The Second Circuit affirmed thejumction as to the human dolls. It
reasoned:
Our de novo comparison of the dolls' protectable features convinces us that an
ordinary observe would conside then substantially similar. Both sport the same

bright, painted eyes, the same skyward gaze, the same knobby nose, and the same

cherubitsmile Bothhaveoversizerhead thaifeaturesofivinyl facesanc curly tufts

of hair peeking out beneath lace-fridldoods. These dolls do not merely share

feature thaiare commotr to all dolls; they contair virtually identica expressior of

those features In short Baby Dolly Mine expresse the idee of "doll" in a way that

is almost indistinguishable from the expression in the Puffalump Kids doll.

Id. The court thus affirmed the injunction as to the human dddls.However, it reversed the
injunction as to the mouse dolls "because their protectable elements are substhsgiaiijar.

While these dolls have similar body types, the artistic work on the faces is entirely distinct.” 25 F.3d
at 124 (emphasis in original). In consequencedtktrict court erred ifinding that the defendant's
mouse infringed plaintiff's copyrighted moudd. Taken together, the holdingsHisher-Price

affirm the general principle thi"expressions that are standard, stock, or common to a particular
subjec matte or mediun are not protectabl unde copyrigh law," anc wher one subtract froma
copyrightecobjec the unorigina anc unprotecte elements the copyrigh ownelis "left with athin
copyright which protect:only agains virtually identica copying.' Satavev.Lowry, 32ZF.3c 805,

810-12 (9tFCir. 2003) (citations and internal quotation marks omitted).

Applying these principles to the minifigures arrayed before this Cotinticase at bar, the
basic features at issue — heads, necks, shauldied arms — constitute unprotectable "ideas" of
the human form in the abstra@ee, e.gBlehm v. Jacohs02 F.3d 1193, 1204 (10th Cir. 2012)
("[Clommon anatomical features such as armgs,léaces, and fingers . . . are not protectable

elements."). However, the Best-Lock minifiguegsl Lego minifigures "contain virtually identical

expressions of those feature&isher-Price 25 F.3d at 124, in their placement, shape, and
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proportions. The means of expression also gadidoeyond generic representations of the human
form. The cylindrical head and square-shageuaiklers of a Lego minifigure, for example, are not
realistic anatomical depictions, but plainly theghuct of artistic judgment. While the neck shape
and arm position of Lego's minifigures more closely resemble human anatomy, Best-Lock has
exactly replicated the arrangement, size, and positioning of those features. Under these
circumstances, Best-Lock's minifigures "do notrehe share features that are common to all”
figurines in the human form; instead, they vittpaeplicate Lego's expssion of those features.
Fisher-Price 25 F.3d at 124.
ii. Comparison of the Minifigures

A comparison of the works makes clear that Best-Lock has copied protectable, expressive
elements that are original to Lego and covdrgdhe Asserted Copyrights. In most respects,
Best-Lock's minifigures are not just similarltego’s minifigures—they are identical. Indeed, the
dimensions, positioning, shape, and proportiarfs the features at issue are visually
indistinguishable. These similarities are partciyl striking given the diminutive stature of the
minifigures: on a 1 ¥z inch figurine, the product's overall aesthetic appeal comes primarily from the
broad, three-dimensional contours of the figure rather than variations in surface adornment.

Defendants have placed great emphasis oathéfat the Best-Lock minifigures' faces are
three-dimensional, featuring molded protrudingemslightly protruding lips, and eyes in molded
recesses or sockets. But it has long beendtv that no infringer may "excuse the wrong by
showing how much of his work he did not pirat&ee Sheldon v. Metro—Goldwyn Pictures Gorp.
81 F.2d 49, 56 (2d Cir. 1936) (L. Hand, &9rt. denied298 U.S. 669 (1936)Koons 960 F.2d at
307 ("[S]ubstantial similarity does not require literally identical copying of every detail"). Thus,
where substantial similarity is found, small changes here and there made by the copier are
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unavailing. "It is only where the points of dissimilarity exceed those that are similar and those
similar are—when compared to the origimairk—of small import quantitatively or qualitatively

that a finding of no infringement is appropriat&dons 960 F.2d at 308. Thatmet this case. The
differences between the minifigures in sui¢ dwarfed by the commonalities. Any observer —
either ordinary or discerning, child or adult — would conclude that Best-Lock "co-opted the total
concept and feel" of Lego's minifigurés.

Accordingly, there is no genuine issue of material fact that Best-Lock unlawfully copied
Lego's minifigures. And, as demonstrasegbrag there is no genuine issue as to Lego's ownership
of the copyrights in question and the validity lmd$e copyrights. Thus, no reasonable trier of fact
could find that Best-Lock did natfringe Lego's valid copyrights.

C. Laches

Lego filed its infringement complaint agaisst-Lock in 2011. Inthe earlier motion stages
of the litigation, Best-Lock contended that Legofsingement claims were barred by each of the
equitable doctrines of laches and equitasi®ppel. In 2014, the Supreme Court deckiettella
v. Metro-Goldwyn-Mayer572 U.S. 663 (2014), a copyright iimgement case where the alleged

infringer moved to dismiss the complaint solely on the basis of plaintiff's laches in filing suit. The

24 Best-Lock argues that Lego's motion to d&swffers "no proof of who is an 'ordinary
observer' of the figures,"” and suggests that a typical child may be more inclined to notice facial
features and costumes than a typical adséeBL Opp. Br. at 23. However, Best-Lock offers no
authority suggesting that the "ordinary obs€hiaquiry must be subdivided by demographic
particulars. In any event, the similarities beéwn the minifigures are so pronounced that the age
group of the "ordinary observer" is irrelevant — they would be immediately apparent to anyone.
The global popularity of these toys evidences their broad appeal to and acceptance by a universe of
bright, energetic, intelligent, creative children.children using these products to construct their
imaginary worlds thought about the question atthély would think that the Lego and Best-Lock
products were made by the same company or eggries of each other — the latter being a correct
conclusion because Best-Lock copied Lego's minifigures.
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Ninth Circuit granted that motion. The Supreme Court reversed, holding that laches cannot be
invoked as a bar to a claim for copyright infringement brought within the three-year statute of
limitations contained in the Copyright Act.

In light of the Supreme Court's decisiorHatrella Best-Lock has withdrawn its defense
of laches.SeeBL Opp. Br. at 29. Accordingly, Lego istiied to summary judgment on that issue.

D. Estoppel
The Court turns now to Best-Lock's remaining affirmative defense, equitable estoppel, which
Lego moves to dismiss summarily.
As a preliminary matter, while the Supreme Court's holdingetrellais limited to the
preclusive effect of the Copyright Act statuteliafitations upon the availability of laches as a
defense, the Court PPetrellahad this to say about estoppelaalditional and separate doctrine also
available to Chancellors in Equity:
[W]hen a copyright owner engages in intentionally misleading
representations concerning his apgion from suit, and the alleged
infringer detrimentally relies on the copyright owner's deception, the
doctrine of estoppel may bar the copyright owner's claims
completely, eliminating all potential remedies. The test for estoppel
is more exacting than the test for laches, and the two defenses are
differently oriented. The gravamen of estoppel, a defense long
recognized as available in actions at law, is misleading and
consequent loss. Delay may be i, but is not an element of the
defense. For laches, timeliness is the essential element.

572 U.S. at 684-685.

This passage makes it plain that, notwithstan&ietellds rejection ofachesas a defense

to a claim for copyright infringemergguitable estoppeta defense long recognized as available

in actions at law," remains available to defendants charged with copyright infringement (as in
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Petrellaand the case at bar). Equitable estoppel issalaitable (as it has always been) as a defense
against patent infringement (as in the cases difeal).

The parties at bar recognize this evolution of the law. Accordingly, the present briefs of
counsel focus upon equitable estdpdeego acknowledges that thdefense of equitable estoppel
remains available to Best-Lock in principle, loohtends that in practice it is entitled to summary
judgment dismissing the defense. Best-Lock conttradsts defense of equitable estoppel presents
triable issues of fact which preclude summary judgment. | turn to applicable case law.

The leading Second Circuit case on equitable estoppeallial v. New York Times Cdn
which the Second Circuit articulated the standaréquitable estoppel of a copyright infringement
claim as follows:

To prevail on an estoppel defense in the copyright context, a
defendant must show that: (1) plaintiff had knowledge of defendant's
infringing acts, (2) the plaintiff eitr intended that defendant rely on
his acts or omissions or acted or failed to act in such a manner that
defendant had a right to believe that it was intended to rely on
plaintiff's conduct, (3) the defendamntis ignorant of the true facts;
and (4) the defendant relied on plaintiffs conduct to its detriment.

No. 05-2924, 2006 WL 463386, at *1 (2d Cir. Feb. 17, 2006).

The Federal Circuit, which has exclusive aatvide jurisdiction over appeals in civil patent
and trademark caséshas also rendered a number of instructive decisions. A leading case is
Aukerman v. R.L. Chaides Construction, 8860 F.2d 1020 (Fed. Cir. 1992), where the Federal
Circuit's Chief Judge introduces his lengthy opirbgrsaying that the court "has taken this dase

bancto clarify and apply principles of lacheachequitable estoppel whidave been raised as

defense in this patent infringement suit." 960 F.2d at 1028. | will quote the Federal Circuit's

% This authority is exercised pursuant to 28 U.S.C. § 1295(a).
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analysis of the defense at some length because=qually instructivan the present copyright
context: the elements and circumstances relevant to the equitable estoppel defense are much the
same in copyright and patent cases, and ther&e@ecuit's 1992 analysis of equitable estoppel in
Aukermar(patents) in 1992 presages teas the Second Circuit Dallal in 2006 and the Supreme
Court inPetrella(copyright) in 2014.

The Federal Circuit said idukerman

Equitable estoppel to assertlaim is another defense addressed
to the sound discretion of the trial court. Where equitable estoppel
is established, all relief on a claim may be barred. Like laches,
equitable estoppel is not limited to a particular factual situation nor
subject to resolution by simple or hard and fast rules. . . . .

An equitable estoppel casesltiaree important elements. (1) The
actor, who usually must have knowledge of the true facts,
communicates something in a misleading way, either by words,
conduct or silence. (2) The other relies upon that communication.
(3) And the other would be harmed materially if the actor is later
permitted to assert any claim inconsistent with his earlier conduct.

. Unlike laches, equitabéstoppel does not require the passage
of an unreasonable period of time in filing suit. . . . Delay in filing
suit may be evidence which influegs the assessment of whether the
patentee's conduct is misleading but it is not a requirement of
equitable estoppel. Even wherekulelay is present, the concepts
of equitable estoppel and laches are distinct from one another.

The first element of equitabéstoppel concerns the statements or
conduct of the patentee which must "communicate something in a
misleading way." The "somethingith which this case, as well as
the vast majority of equitable estoppel cases in the patent field is
concerned, is that the accused infringer will not be disturbed by the
plaintiff patentee in the activities in which the former is currently
engaged. The patentee's conduct must have supported an inference
that the patentee did not intend tegs an infringement claim against
the alleged infringer. . . . [E]quitable estoppel may arise where,
coupled with other factors, a patentee's "misleading conduct” is
essentially misleadingpaction However, plaintiff's inaction must
be combined with other facts resping the relationship between the
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parties to give rise to the necessary inference that the claim against
the defendant is abandoned.

The second element, reliance, is not a requirement of laches but
is essential to equitable estoppel. The accused infringer must show
that, in fact, it substantially relied on the misleading conduct of the
patentee in connection with takisgme action. Reliance is not the
same as prejudice or harm, although frequently confused. . . . To
show reliance, the infringer must have had a relationship with the
plaintiff which lulls the infringer into a sense of security in going
ahead" with [the infringer's owarction, now claimed by the plaintiff
to be infringing].

[T]he accused infringer must establish that it would be materially
prejudiced if the patentee is now permitted to proceed. As with
laches, the prejudice may be amga of economic position or loss of
evidence.

Finally, the trihcourt must, even where the three elements of
equitable estoppel are established, take into consideration any other
evidence and facts respecting the equities of the parties in exercising
its discretion and deciding whetheraitow the defense of equitable
estoppel to bar the suit.

960 F.2d at 1041-1043 (citations and internal quotation marks omitted).

Aukermanis frequently cited by courts in this Circuit, as well as elsewhere (not surprisingly,
given the Federal Circuit's nationwide appellate jurisdiction)Adpex Eyewear, Inc. v. Clariti
Eyewear, Ing.for instance, District Judge Chin (as he then was) dismissed a patent infringement
claim on summary judgment under the doctrineapfitable estoppel. No. 07 Civ. 2373, 2008 WL
5049744 (S.D.N.Y. Nov. 26, 200&ff'd, 605 F.3d 1305 (Fed. Cir. 2010). In so doing, he first
recognized that "[e]quitable estoppel is a defense to patent infringement and may serve as an
absolute bar to a patentee's claim of infringemeldt.'at *4. He then applied the elements of an
equitable estoppel defense as set forthukermarto the case before hinid. The Federal Circuit
subsequently affirmed05 F.3d 1305 (Fed. Cir. 201ee also, e.gWafer Shave, Inc. v. Gillette
Co, 857 F. Supp. 112,119 (D. Mass. 1993) ("In order to succeed on a defense of equitable estoppel,
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Gillette must show that Wafer Shave's misleadmduct led Gillette to reasonably infer that Wafer
Shave had abandoned its claim, that Gillette reasonably relied on Wafer Save's misleading conduct,
and that Gillette will now suffer material prejadias a result of its reliance if Wafer Save is
permitted to proceed.") (citinlgukerman960 F.2d at 1043). In the cofmt context, courts have

also looked tAAukermarfor guidance.See, e.gCompaq Computer Corp. v. Ergonome Ji&d.0

F. Supp. 2d 845, 849 (S.D. Tex. 20G#j'd in part, rev'd in part on different ground87 F.3d 403

(5th Cir. 2004)Lowry's Reports, Inc. v. Legg Mason, Iri&71 F. Supp. 2d 737, 746 (D. Md. 2003);
Synopsys, Inc. v. ATopTech, |ido. 13-CV-02965-MMC, 2016 WL 6158216, at*1 (N.D. Cal. Oct.

24, 2016).

"Whether equitable estoppel applies in a given case is ultimately a question of fact."
Kosakow v. New Rochelle Radiology Associates, ,PXZ4 F.3d 706, 725 (2d Cir. 2001) (citation
omitted);see also Dunlop-McCullen v. Pascarelido. 97 Civ. 195, 2002 WL 31521012, at *15
(S.D.N.Y. Nov. 13, 2002j"Estoppel is usually a question of fact inappropriate for summary
judgment.”). Notwithstanding that general rule,dkiailability or effect of equitable estoppel may
in appropriate circumstances be decided summarily. Thusspax Eyeware]Judge Chin, after
remarking that the defense, being equitable, 'fetdecided by the court and not a jury,” added that
"the court is fully empowered to grant summarggment if there are no thke fact issues and the
court concludes equitable relief is warranted.” 2008 WL 5049744, at *5.

In the case at bar, Plaintiff Lego moves for summary judgment dismissing Best-Lock's
affirmative defense of equitable estoppelgb@ssumes, for purposes of summary judgment only,
that Best-Lock can satisfy the first element of the defeinse.that Lego had knowledge of
Best-Lock's alleged continuing, historical imgement. Lego MSJ Br. at 45. Nonetheless, Lego
argues, Best-Lock cannot prove the other elésnehthe defense because (1) Best-Lock cannot
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show that Lego acted in a manner that woustifys Best-Lock's belief that Lego would not take
legal action; (2) Lego's affixation of a copyt notice on the minifigures would have shown
Best-Lock that the they were protected by copyright; and (3) Best-Lock cannot prove that it
detrimentally relied on Lego's conduct or inactididl. at 26-35. | will address each of these
arguments in turn.

1. Lego's Conduct

As preliminary matter, Lego claims that the Supreme Court's decidratriellaforecloses
any equitable estoppel claim based on inaction alb@aeldressed this argument in some depth in
the Court's Preliminary Injunction Rulingge874 F. Supp. 2d at 83-4, and concluded that, "while
the Second Circuit has not deaidbe matter, its discussiontddmptonand formulation of the test
in Dallal 1l, together with the weight of authorigmong the district courts, suggests that pure
inaction does not create estoppel in the face of an affixed copyright notice.”

The Court's prior conclusion, and Lego's argument, are no longer applicable here. This is
no longer a case involving mere silence or inactinrthe part of the copyrightholder. Rather,
Best-Lock has argued that many of Lego's affirmative actions — including ongoing
communications, international litigation, and intéroi@al legal threats — gave Best-Lock the right
to believe that Lego would not pursue legal action in the United States. It is well-established in this
Circuit that an infringement plaintiff's action, if accompanied by overt acts of particular
characteristics, may combine to support the defense of equitable est6ppek.gMasterson v.

New York Fusion MerchLLC, 300 F.R.D. 201, 207 (S.D.N.Y. 2014)E]quitable estoppel does
not require an unreasonable delay, though delayomaged as evidence of misleading conduct.");

4 NIMMER ON COPYRIGHTS§ 13.07 (2019) ("Plaintiff's acquiesasmin defendant’s infringing acts
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may, if continued for a sufficient period of tinsed if manifested by overt acts, result in an
abandonment of copyright.").

Turning to that aspect of the case, | mquired by precedent to consider whether Lego
"either intended that [Best-Lock] rely on [its] actsomnissions or acted or failed to act in such a
manner that [Best-Lock] had a right to believe that it was intended to rely on [Lego's] conduct.”
Dallal, 2006 WL 463386, at *1. Put differently, | must assess whether Lego "either intended to
convey its acquiescence to" Best-Lock's behawor;acted in such a way that [Best-Lock]
reasonably believed [it] had the right" to contige#ing its minifigures in the United States without
recourse.Tolliver v. McCants684 F. Supp. 2d 343, 348 (S.D.N.Y. 2010).

Best-Lock offers no evidence of Lego's explicit and specific intent that Best-Lock not be
regarded as an infringer in this country.ctmsequence, the case turns on evidence of conduct on
Lego's part, commission or omission, from whigbst-Lock could draw the reasonable and
justifiable inference that Lego did not intend to assert the infringement claims against Best-Lock that
it is now pursuing in this action. Best-Lock mdsmonstrate that element to establish the defense
of equitable estoppel.

Best-Lock asserts that "Lego's actions amdadicommunications with Best-Lock abroad,
including in the form of lawsuits and multinatonal threats and warnings, coupled with its legal
inaction in the U.S., misled Best-Lock into beligy that Lego would not @uBest-Lock in the U.S.
for copyright infringement.” BL Opp. Br. at 32. Specifically, Best-Lock has presented evidence
establishing that Lego's counsel in the UK, Belgium, and Canada wrote letters to Best-Lock

threatening legal action for violati@fLego's intellectual property righ SeeDoc.180-1 All such
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letters in the record appear to have bsen prior to 20052 See ic; 180-2; 180-3. Lego also
commence litigationagains Best-Loclin German:in 1999 which has been ongoing. Geller Decl.
IV 9 7. Yet Lego did not file the instabinited States action against Best-Lock u@lL1 From
this litigation history, Best-Lock argues, "a reaable fact finder could readily find that Lego's
inaction in the U.S., coupled with its enforcerneampaign outside of the U.S., gave Best-Lock
reason to believe that it would not be sued by Lego in thed).|8."at 34-35.

None of Lego's pre-2011 actions or inactiied by Best-Lock, standing alone, could lead
a reasonable juror to rule in Best-Lock's favortltis element. However, this chain of conduct,
considered in the aggregate, raises a genuine issue of material fact as to whether Best-Lock was
"misled into reasonably and justifiably believing" that Lego "would not pursue its claims.”
Merchant v. Lymon828 F. Supp. 1048, 1064 (S.D.N.Y. 1993). The issue turns on the proper
interpretation to be placed on the facts before the Court.

On one hand, the communications in the record suggesLegc initiatec or threatened
infringemen actions against Best-Lock in foreign jurisdictions between 1998 and 2004, but
subsequent cease new lega actior for nearly sevei year:beforefilling its first Americar action
in 2011 Best-Lock contends it was therefore entitiebelieve that Lego had abandoned its claims,
at least under the United States Copyright Act: "[tlhe most common case of equitable estoppel

arises when the [copyright holder] specificallyeif to the allegedly infringing activities and then

% |t is possible that additional corresponcebetween the parties threatening or initiating
legal action occurred after 2004. However, the camipations in the record before the Court are
limited to 1998-2004.

27 Of course, this comforting illusion was shattered in July 2011 when the CBP, at Lego's
instigation, seized the first Best-Lock shipnsetd an American port, followed by the filing of
Lego's present action in October 2011.
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fails to follow up for years."Encomp, Inc. v. L-com, In®Q99 F. Supp. 264, 267 (D. Conn. 1998);
see also Byron v. Chevrolet Motor Div. of Gen. Motors Gddp. 93 Civ. 1116 (AJP), 1995 WL
465130, at *10 n.11 (S.D.N.YAug. 7, 1995) (copyright claimant who sent two cease and desist
letters and then did not file sdir six years was barred by estopp@&@xon Telesign Corp. v.
Bunker Ramo Corp686 F.2d 1258, 1266 (7th Cir. 19§patentee who sent letter threatening suit
and then delayed filing for 58 months was barred by estogyaid)berg Labs., Inc. v. Miles, Inc
921 F.2d 1267, 1274 (Fed. Cir. 1990) ("This long y&@+] period of silence by Adelberg and
Abbott after first affirmatively asserting patenfringement [based on the patent in suit] suffices
to support the conclusion that Adelberg anobéit reasonably induced Cutter to believe that
Adelberg had abandoned its claim."). In Besti'swiew, this domestic inaction on Lego's part is
compounded by the length of Lego's delay pridiliteg suit, during which time senior Best-Lock
and Lego representatives communicated on numerous occaSem&asic Books, Inc. v. Kinko's
Graphics Corp. 758 F. Supp. 1522, 1540 (S.D.N.Y. 1991) ("The plaintiff's acquiescence in the
defendant's infringing acts may, if continued dosufficient period of time and if manifested by
overt acts, result in an abandonmentapbyright.” (citing 4 Nimmer 8 13.07)Aspex 605 F.3d at
1305 (whether silence and inaction are misleading brisvvaluated "in the context of the specific
interaction between the partiesBncomp, 999 F. Supp. at 26F[D]elay in filing suit may be
relevant to proving whether the patentee's conduct is misleading.").

The competing interpretation urged by Legthat Lego's international litigation and cease
and desist letters put Best-Lock on notice of theitiskn of being sued faopyright infringement,
in American as well as foreign courtSee AP v. Meltwater U.S. Holdings, |ri@31 F. Supp. 2d
537,566 (S.D.N.Y. 2013) (dismissing equitable estoppel defense where "the evidence submitted on
these motions also indicates that Meltwater was on notice of the risk it ran of being sued by AP for
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copyright infringement”). The copyright notice on at least some Lego minifigures, as well as
lawsuits against other competitors, further progtidéfirmative notice that Lego did not intend for
Best-Lock to continue to manufacture the minifigures.

Whether Best-Lock reasonably inferred that it would not be sued by Lego in the United
States for copyright infringementasfact-intensive inquiry, implicatingnter alia, the contents of
correspondence between the parties, the naturegnaing of past international litigation and legal
communications, and Lego's rationale for the delay in commencing the instant domestic action. The
present record does not allow the Court to amhelthat a reasonable trigf fact would be bound
to accept either interpretation. This issue weighs against Lego's motion for a summary rejection of
Best-Lock's equitable estoppel defense.

2. Best-Lock's Ignorance of the True Facts

Best-Lock must also demonstrate tihatas "ignorant of the true factsDallal at *1. Here,

the "true fact" at issue is Lego's mership of the Asserted CopyrigRtsA copyright notice on the

% The Court's Preliminary Injunction Ruling considered whether "the true facts" at issue
here were the existence of theserted Copyrights, as Lego cted, or Best-Lock's awareness that
Lego intended to enforce the Asserted Copyrigfies years of inaction, as Best-Lock argued. 874
F. Supp. 2d at 85-6. | concluded that although "[§beond Circuit has not established whether the
'true facts' are existence of tb@pyrights or the plaintiff's intertd enforce the copyrights," based
on the weight of authority "a defendant whoswawvare of the subject copyright knew the 'true
facts." Id. Subsequent authority provides no definitive resolution of this issue, and | adhere to that
prior conclusion, in light of the relevant casela8ee HGI Assocs. v. Wetmore Printing,3&7
F.3d 867, 875 (11th Cir. 2005) (ignorance of truesfabbwn where alleged copyright infringer was
"legitimately ignorant of the fact it might be infringing Microsoft's right€arson v. Dynegy, Inc.

344 F.3d 446, 453 (5th Cir. 2003) (igaace of true facts shown where alleged copyright infringer
was "ignorant” of the fact that pidiff owned copyrighted materialpeCarlo v. Archie Comic
Publ'ns, Inc, 127 F. Supp. 2d 497, 511 (S.D.N.Y. 2001) ("FnaACP plainly was ignorant of the

facts now alleged by DeCarlice., that he claims ownershiip the Josie characters.pttie Joplin

Thomas Tr. v. Crown Publrs., In@56 F. Supp. 531, 535 (S.D.N.Y. 1977) ("defendants were, in
fact, ignorant of the 'truatts,’ plaintiff's claim ofopyright proprietorship")Tolliver v. McCants

684 F. Supp. 2d 343, 349 (S.D.N.Y. 2010) ("There can be no question that Defendant has always
known of [the true facts,] Platiff's rights in the Composition.").
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work creates, at a minimum, "a triable issuéaat whether defendants vee'ignorant of the true

facts,” but it is not conclusive evidence thatedendant was aware that the plaintiff owned the
copyright. See, e.g.Pavlica v. Behr397 F. Supp. 2d 519, 527 (S.D.N.Y. 2005) (finding "triable
issue of fact" about whether defendant was igriashthe true facts where copy of the allegedly
infringed material had a notice on the first page identifying plaintiff as the copyright owner and
stating "any reproduction is prohibited unless pesioin is granted by the author"). Additionally,

a party asserting estoppel must "use due care ardiotinquire as to rights where that would be
the prudent course of conductCooley v. Penguin Group (USA), In81 F. Supp. 3d 599, 613
(S.D.N.Y. 2014) (quoting<eane Dealer Servs., Inc. v. Har@68 F. Supp. 944, 948 (S.D.N.Y.
1997)).

Best-Lock contends that there are issueadifds to whether Best-Lock was aware of Lego's
alleged copyright interest in the Lego minifiguré&pecifically, Torsten Geller, Best-Lock's CEO,
averred in his Declaration in support of Bestk'esanotion for preliminary injunction that he not
only "never had knowledge of any copyright registrations for any of Lego's minifigures," he also
"did not believe that aopyright could be obtained for the same subject matter that had been in a
patent." BL MSJ SOF 117. Geller further statedhieadid "not recall ever seeing a copyright notice
on Lego's minifigures.'ld. 118. Geller also produced photaga of the lower body elements of
two Lego minifigures that do not appear to digpdacopyright notice, and stated that he had not

been able to locate a copyright notice on thosefigures. Geller Decl. I9, Ex. E; BL MSJ SOF

123.
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Lego alleges that copyright notices have beamtinuously placed on the minifigures since
at least 1998, and dismisses the contents of Gedifilavits as "self-sging." Lego. Reply Br. at
11. It also argues that Geller, at a miniminad inquiry notice of Lego's copyright, and failed to
allege that he had "looked for a copyright niaglon LEGO packaging ddinifigure figurines sold
during the relevant time periodld.

The evidence presented by Best-Lock raises blériasue of fact as to whether Best-Lock
was aware that Lego owned copyrights in the Legafigures. Geller's sworn statement that he
was unaware of Lego's ownership of copyrighistations in the Lego minifigures, coupled with

his production of two sample Lego minifigures onethhe was unable to locate a copyright notice,

preclude summary judgment against Best-Lock on this issue. Perhaps, as Lego claims, Geller's

representations lack credibility in light of his ga® at Best-Lock. And it may be that Geller failed
to exercise due care in searching for copyright natiBes it is for the trieof fact to assess Geller's
credibility on these core questions at trial, ieothe Court on a motion for summary judgment. At
this stage, the evidence set forth by Best-Lisckufficient to survive summary judgmenbee
Shanlian Quan v. Ty, IncNo. 17 C 5683, 2019 WL 1281975, at *2-3 (N.D. Ill. Mar. 20, 2019)
(affidavit from executive at defendant companyistpthat the company was unaware that plaintiff
owned the disputed copyrights was sufficient talgssh that "no reasonable jury could find that
[the company] knew about [plainti] alleged copyright interest™).

3. Detrimental Reliance

The final question to be resolved is ether Best-Lock relied on Lego's conduct to its
detriment. Dallal at *1. Best-Lock asserts that it hatiee on Lego's 13 years of inaction and

affirmative representations that it would not Blgt "by increasing its sales and advertising efforts

for its figures in the United States, by promoting the well-known interchangeability of Best-Lock
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figures and their body parts with Lego's, by increagggtailer customer base in the United States,
[and] by investing more in the United States for its figures." Answer { 61. Geller also submitted
a declaration attesting that:

Best-Lock has worked tirelessly and invested heavily in our U.S.

business, increasing advertising and marketing expenditures, as well

as expanding distribution channels along with the retail customer

base for our toy blocks and figures. Over that period of time,

Best-Lock has developed substantial goodwill in the United States

and throughout the world in the 'Best-Lock' name, while earning a

reputation for quality and reliabiligt reasonable prices. Throughout

this time, Best-Lock has relied on Lego's inaction to grow its business

network and increase its sales.
Geller Decl. | 1 23. Geller further states:

During the past 14 years, Best-Ldws made substantial investments

in creating and expanding its Ul&isiness including but not limited

to developing and manufacturing molds and machinery to produce its

figures. Best-Lock has also substantially invested in its offices and

workforce and training for its employees.
Geller Decl. 11 | 34.

In response, Lego contends that variougstants by Geller expressing antagonistic feelings
toward Lego demonstrate that the company did not actually rely on Lego's representations. Lego
MSJ Br. at 33. Instead, it suggests, the desire to manufacture the figures stemmed from Geller's
desire to, in his words, "piss [Lego] offl. Lego also points to Best-Lock's sparse discovery
responses concerning the design and developmérg Biest-Lock minifigures as further evidence
that Best-Lock did not detrimentally rely on Lego's representations. Lego specifically cites
Best-Lock's statements that it had "no knowledge concerning any molds used to create any of
Best-Locks figurines,” did "ndtave any specifications or drawings or any other design documents
related to the development of the minifigurethermolds used to manufacture the minifigures,” and

created the current design of the minifiguresgi$a single hand drawg [provided by Geller] to
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amanufacturer.ld. Based on these statements, Lego as$B#dsi-Lock may have invested money

in growing its business, but it diebt invest specifically in developing its figurines. Best-Lock could
have developed the same business with a different figurine, apparently without much difficulty.”
Id. at 33-34.

Geller's statements, while probative, are not so revealing as to justify a summary resolution
of this issue. Similarly, Best-Lock's discoveegponses are evidence to be weighed by a trier of
fact, but not determinative of the present motiMoreover, Best-Lock's discovery responses are
not inconsistent with its arguments in opposition to summary judgment: the fact that Best-Lock does
not have molds or detailed desgpecifications for its minifiguredoes not compel the conclusion
that it did not invest in the design and development of its minifigures.

Lego also cites three cases that purportedly stand for the proposition that "expansion and
development, even if substantial, is insufficient to establish detrimental reliance to support an
estoppel defense.” Lego MSJ Br. at 34.Basic Booksthe court recognized that the defendant
"convincingly asserts that it has expended much time and energy in its Professor Publishing business
and has continued to expand its educational pbptong . . . over the yeans line with its [own]
policies and procedures," but nonetheless held that "this does not reach the level of detrimental
reliance.” 758 F. Supp. at 1540.

The two other cases cited assessed prejuditeetaefendant in thcontext of a laches

defense rather than equitable estopb@m. Greetings Corp. v. Kleinfab Coyd00 F. Supp. 228,

2 The Court is not persuaded that the eehof prejudice in a laches claim overlaps with
detrimental reliance in an equitable estoppel cldiego does not cite any cases that so hold, and,
to the contrary, numerous courts have historidedigited "material prejudice™ as a distinct element
that must be proven to assantequitable estoppel defemsaddition todetrimental relianceSee,

e.g, Chubb Integrated Sys. v. Nat'l Bank of Waéb8 F. Supp. 1043, 10%D.D.C. 1987) ("To
establish the defense of equitable estoppelfendant must prove the two elements of laches,
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234 (S.D.N.Y. 1975) arose out ihfe defendants' allegedly unauthorized copying and distribution
of fabrics bearing plaintiff's copyrightedesigns. The defendants argued on a motion for
preliminary injunction that they had been pregadi by plaintiff's 3.5 month delay between learning
of the infringing conduct and applying for a preliminary injunction, as during that time the
defendants had shipped tens of thousands of ydirithe allegedly infringing fabrics. The court
rejected that argument, finding that "defendainifthing, profited by plaintiff's delay rather having
been injured by it."ld. InLiving Media India v. ParekiNo. 92 Civ. 8079 (TPG), 1994 WL 68193,
at *1 (S.D.N.Y. Feb. 28, 1994), plaintiff filed isdor defendants' unauthorized importation and
distribution of the domestic edition of the pubtioa India Today. Theawurt rejected defendants'
laches defense for failute show prejudiceld. The court wrote: "All that has happened is that
defendants have committed the illegal acts, framch they have presumably made some profit.
They have shown no prejudice oétkind which would make it inequitable to have a court stop their
illegal activity." 1d., at *3.

The cases cited by Lego are not binding on tlisrC Indeed, ample authority supports the
opposite position. IByron v. Chevroletfor example, the plaintiff's copyright infringement claim
was barred by equitable estoppel where the defendants had "expended large quantities of money
developing consumer recognition.” Similarly@oleman v. Corning Glass Work&l9 F. Supp.
950, 955 (W.D.N.Y. May 3, 1985), the court commentitds settled that the successful expansion
of an infringer's business is itself the kind oéjpdice which will support the defense of laches."”

See also Le v. City of Wilmingtoid36 F. Supp. 2d 842, 852 (D. Del. 2010) ("[T]he City

unreasonable delay and material prejudice, asagalvo additional elements: affirmative conduct
by the plaintiff inducing the belief that plaintiad abandoned its claim, and detrimental reliance
by the defendant.”).
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detrimentally relied on the Work by transforminggignificant expenditure of money, material, and
employee time) its system . . . to [be able to] use the Wodt.'Maas v. Leo Feist, In234 F. 105,
108 (S.D.N.Y. 1916) ("It must be olmus to every one familiar with equitable principles that it is
inequitable for the owner of a copyright, withlfootice of an intended infringement, to stand
inactive while the proposed infringer spends large sums of money in its exploitation, and to
intervene only when his speculation has proved a sac¢éHand, J.). The Court finds this line of
cases more persuasive. Lego had full knowledg@i@eonfringing minifigures, but waited for more
than a decade to seek recovery. During tterening years, Best-Lock expended large amounts
of money and other resources to build outitsted States presence and goodwill — all of which
could have been avoided if, over the courseecafy, Lego had not sat on its right to sue Best-Lock
for infringement.

In any event, though, this situation is distinguishable from the cases cited by L&gsidn
Books American GreetingsaandLiving Medig the courts' holdings emphasized that the defendants
continued to operate (and profit from) their businesses in the ordinary cdese.e.qg.Basic
Books 758 F. Supp. at 1540 ("defendant . . .¢@#inuedo expand its educational photocopying
. . . over the yeann line with its [own] policies and procedureemphasis added)). Here, by
contrast, Best-Lock contends — and the numbeesn to bear out — that Best-Lock pursued an
aggressive growth plan the United States specificallyased on its belief that Lego would not file
in this country. Best-Lock is sold in 80 couasj and was not founded in the United States. It is
reasonable to infer that the company's investment and growth in the United States, which now
accounts for 40 percent of Best-Lock's total sateBest-Lock’s largest market, was an affirmative

business decision at least partially driven by Lego's actions and inaction.
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Taking the foregoing into account, Best-Lock's detrimental reliance on Lego's conduct
precludes summary judgment in Lego's favor.

It is apparent from the discussion in thigtRhat Best-Lock's defense based on equitable
estoppel is not appropriate for summary disposition. The relevant elements give rise to a number
of genuine issues of materfakt, any one of which would @clude summary judgment enforcing
or rejecting the defense. The availability qigable estoppel to Best-Lock depends upon what the
parties did or did not do, said or did not say, #rmaight or did not think, all within the context of
the surrounding circumstances and inferences faidingrfrom them. In short, the case is replete
with triable issues, which will be resolved by means of a plenary bench trial.

IV.  CONCLUSION

The application of these rulings to the sel/issues presented by the parties' cross-motions
under Rule 56 for partial summary judgment resuthe following adjudications of the summary
judgment motions.

Those motions may be recapitulated thus:

Lego's Motion for Partial Summary Judgment [Doc. 130]

Lego moves for partial summary judgment as to liability for Count | of Lego's Second
Amended Complaint for copyright infringement.

Lego also moves for partial summary judgment on each of Best-Lock's five pleaded
affirmative defenses (numbers Second through Sixth): equitable estoppel; laches; no substantial
similarity; copyright invalidity; and unenforceability of copyrights..

Lego also moves for partial summary judgitn@meach of Best-Lock's three counterclaims
(numbers First through Third): invalidity dueftmctionality; non-infringement by Best-Lock; and
fraud by Lego on the Copyright Office, the CBP, and this Court.
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Best-Lock's Motion for Partial Summary Judgment [Doc. 164]

Best-Lock moves for partial summary judgment as to Count | of Lego's Second Amended
Complaint for copyright infringement, on theognd that Lego's asserted copyright registrations
were voidab initio and cannot sustain a claim for copyright infringement.

As the unavoidable length of this opinion makes clear, these summary judgment cross-
motions require the consideration of a relatively large number of factual, legal and mixed issues.
The parties move fgpartial summary judgment, a procedure sanctioned by Rule 56(a), which
empowers a party to "move for summary judgmielentifying each claim or defense — or the part
of each claim or defense — on which summadgment is sought." Fed. R. Civ. P. 56(a). In
addition, I will on occasion in these Rulings maise of Fed. R. Civ. P. 56(g), added by the 2010
Amendment to Rule 56. Rule 56(g) provides that case where "the court does not grant all the
relief requested” by a Rule 56 motion, the court "raater an order stating any material fact —
including an item of damages or other relief — thaiot genuinely in dispute and treating the fact
as established in the case." Fed. R. Civ. P. 56(Q).

For the reasons stated in this Ruling, the Court makes these Orders and Judgments:

1. Lego's motion for partial summary judgment on Count | of its Second Amended
Complaint, for copyright infringment, is GRANTED, to the extent that Lego's ownership of a valid
copyright and Best-Lock's unlawfcopying of the protectable el@mts of Lego's minifigures are
not genuinely in dispute and are established fatteioase. | make that statement pursuant to Rule
56(g). Lego's claim for copyright infringememntgethe partial summary judgment contained in this
Paragraph, are SUBJECT TO AND CONTINGENJPON Best-Lock's Second Affirmative

Defense of equitable estoppel, which will be adjudicated after a plenary bench trial.
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2. Lego's motions for partial summary judgment on Best-Lock's Third through Sixth
affirmative defenses (based, respectively, on laches; no substantial similarity between products;
copyright invalidity; and unenforceability of copghts), are GRANTED with respect to each of
them. Those affirmative defenses are stricken from the case.

3. Lego's motions for partial summary judgment on Best-Lock's First through Third
counterclaims (based respectively on functionatign-infringement by Bst-Lock; and fraud by
Lego) are GRANTED with respect to each of th@hose counterclaims are stricken from the case.

4. Best-Lock's motion for partial summary judgment as to Count | of Lego's Second
Amended Complaint is DENIED.

5. Best-Lock's Second affirmative defertssed on equitable estoppel, is not appropriate
for summary disposition. That defense will be adjudicated by the Court following a plenary bench
trial addressed to that issue.

These Paragraphs resolve entirely the motmasked Doc. 130 and Doc. 164. The Court
will enter a separate pre-trial Order.

It is SO ORDERED.

Dated July 25, 2019
New Haven, Connecticut

/s/ Charles S. Haight, Jr.
CHARLES S. HAIGHT, JR.
Senior United States District Judge
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