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UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF CONNECTICUT

HYBRID ATHLETICS, LLC,
Plaintiff,

V. No. 3:17<v-1767(VAB)

HYLETE, INC,, etal,
Defendants

RULING AND ORDER ON OUTSTANDING DISCOVERY DISPUTES,
MOTION TO STRIKE, AND RENEWED MOTIONSTO QUASH

Hybrid Athletics, LLC (“Plaintiff” or “Hybrid”) andHylete, Inc. (“Hylete”) Ronald L.
Wilson, Il, and Mathew Paulson (collectively “Defendants”) filed a joint motarrafdiscovery
conference. Joint Mot. for Discovery Conference, ECF No. 148 (Apr. 15, 2019). The Court
addresses here the outstanding discovery disputes.

On SeptembeR0, 2019, Hybrid and non-party CrossFit, Inc. (“CrossFiEd renewed
motions to quash the August 20th&d-party subpoenglylete servedon CrossFit Hybrid's
Renewed Matto Quash, ECF No. 217 (Sept. 20, 20T2pssFit'sRenewed Mot. to Quash,
ECF No. 215 (Sept. 20, 2019).

That subpoena seeks both testimony and documents that Hylete argues aretceiesvant
defenses in this trademark infringement action thatHybrid and CrossFitrgue areproteced
from disclosure by the attorn&jient privilege, the common interesil@, and the work-product
doctrine. The Court previously denied Hybrid and CrossFit's motions to quash but granted the
leave to supplement their filings because of the unique importance of the attihenéy-

privilege in our system of justice.
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On October 18, 2019, Hybrid moved to strike HyleteraehdedAnswer. Hybrid’s Mot.
to Strike, ECF No. 240 (Oct. 18, 2019); Hybrid’s Mem. of Law in Support of Hybrid Mot. to
Strike; ECF No. 240-1 (Oct. 18, 2019).

For the reasons explained below, the motiostitikeis GRANTED IN PART AND
DENIED IN PART and the renewed motions to quash@RANTED.

By December 6, 2019, Hyleteis orderedo re-file its AmendedAnswerandaffirmative
defensesandby December 13, 2019, Hybrid shouldfile a responsive pleading or otherwise
respondo thisfiling. The Courtalsohasadoped anew pretrial scheduleandresolvedseveral
outstanding discovery disputes.

. FACTUAL AND PROCEDURAL BACKGROUND

Familiarity with the factual allegations and procedural history of this trademark
infringement action is assumeskee Hybrid Athletics v. Hylete, LL2018 WL 4323816, at *1-2
(D. Conn. Sept. 10, 2018); Ruling and Order on Mot. to Dismiss and Mot. to Admemeer,

ECF No. 209 at 2-5 (Aug. 30, 2018ge alsdruling and Order on Mots. to Quash, ECF No. 210
at 210 (Aug. 30, 2019) (“Quash Order”).

On April 15, 2019, Hybrid anBefendantsubmitted a joint motion for a discovery
conferenceon various discovery disputes. Joint Mot. for Discovery Conference, ECF No. 148
(Apr. 15, 2019) (“Joint Mot.”).

On May 17, 2019, following the Court’s order, Ruling and Order on Discovery Disputes,
ECF No. 156 (Apr. 17, 20190lifecting the parties to submit short briefs ofmore than five
pages outlining the outstanding discovery issues requiring the Court’s involvemenhdrom t
April 15 joint motion), Hybrid andDefendantsubmitted filings in support of the April 15, 2019

joint motion for discovery conference, Hybrid’s Sugdem. Regarding Joint Mot., ECF No.



182 (May 17, 2019) (“Hybrid Suppl. Mem.”); Defs.’ Brief Submission Re Outstanding
Discovery Issues from Joint Mot., ECF No. 184 (May 17, 201Dg{s.’ Supp. Mem.”).

On August 30, 2019, this Court issued rulings and orders for a motion to dismiss and
motions to quash. Ruling and Order on Mot. to Dismiss and Mot. to Amend Answer, ECF No.
209 (Aug. 30, 2019)‘Ruling and Order”) Quash Order. With respect to the motions to quash,
the Court allowed the parties to file renewed motions to quash with additional evigentiar
support by September 20, 2019. Quash Order at 2, 27-28.

On September 20, 201Blybrid and CrossFitiled renewed motions to quagtybrid's
Renewed Matto Quash, ECF No. 217 (Sept. 20, 2019) (“Hybrid Mot.”); Mem. in Sapp.

Hybrid Mot., ECF No. 217-1 (Sept. 20, 2019) (“Hybrid Mem.”); Decl. of Robert Orlando in
Supp. of Renewed Mots. to Quash, ECF No. 217-2 (Sept. 20, 2019) (“Orlando Decl.”);
CrossFit'sRenewed Matto Quash, ECF No. 215 (Sept. 20, 2019) (“CrossFit Mot.”); Mem. in
Supp. of CrossFit Mot., ECF No. 215-1 (Sept. 20, 2019). Hybrid and CrossFit also filed several
other supporting exhibits, inclirdy a joint privilege logSeeOmnibus Declof Michael J.

Kosma, ECF No. 220 (Sept. 20, 2019); Ex. L: Supplileged Communications Between

Hybrid and CrossFit, ECF No. 220-12 (Sept. 20, 2@1®)pplemental Privilege Logsee also

Ex. 1: PrivilegedCommunications Between Hybrid and CrossFit, ECF No. 176-2 (May 3, 2019)
(“Privilege Log”).

On September 20, 2019, Hylete filed amé&ndedAnswer. Hylete’s AmAnswer,

Affirmative Defenses and Counterclaims, ECF No. 222 (Sept. 20, 2019) (“Hylete Apswer

On October 4, 2019, Hybrid submitted its Answer and affirmative defenses in response t
Hylete’s amended counterclaims. Hybrid’s Answer and Affirmative DefeiS€F No. 225

(Oct. 4, 2019) (“Hybrid Answer”).



On October 4, 2019, Hyletdsoopposed the renewed motions to quash. Hylete’s Opp. to
Hybrid Mot. and CrossFit Mot., ECF No. 227 (Oct. 4, 2019) (d#y Opp.”).

On October 8, 2019, this Court denied Hylete’s motion for partial reconsideration of the
Court’s August 30, 2019 Ruling and Order regarding proposed counterclaim 6. Ruling and Order
on Mot. for Partial Reconsideration, ECF No. 232 (Oct. 8, 2019) (“Reconsideration Order”)

On October 11, 2019, Hybrid and CrossFit replied to Hylete’s opposition. Reply in Supp.
of Hybrid Mot., ECF No. 235 (Oct. 11, 2019); Reply in Supp. of CrossFit Mot., ECF No. 237
(Oct. 11, 2019).

On Cctober 18, 2019, Hybrid moved to strike HyleteiméndedAnswer. Hybrid's Mot.
to Strike, ECF No. 240 (Oct. 18, 2019)ybrid’s Mem of Law in Supp. of Hybrid Mot. to
Strike; ECF No. 240-1 (Oct. 18, 2019).

On October 28, 2019, Hylete opposed Hybrid's motion to strike. Hylete’'s Opp. to Hybrid
Mot. to Strike, ECF No. 247 (Oct. 28, 2019) (“Hylete Opjatrike”).

On November 1, 2019, Hybrid replied. Hybrid Reply in Supp. of Hybrid Mot. to Strike,
ECF No. 248 (Nov. 1, 2019) (“Hybrid ReplyStrike”).

On November 25, 2019, the Court held a discogenferencen these outstanding

issues Minute Entry, ECF No. 251 (Nov. 25, 2019).

. STANDARD OF REVIEW
A. Motion to Strike
Under Federal Rule of Civil Procedure 12(f), “[tlhe court may strike from alipig@an
insufficient defense or any redundant, immaterial, impertinent, or scancaddtes.” Fed. R.

Civ. P. 12(f). Motions to strike under Rule 12(f) “are generally disfavored andatilbe



granted unless the matter asserted clearly has no bearing on the issue & @sputOfficers
Benevolent Ass of Rockland Cty. v. Kralikk26 F.R.D. 175, 177 (S.D.N.Y. 2005ge also
Gierlinger v. Town of BrantNo. 13CV-00370 AM, 2015 WL 3441125, at *1 (W.D.N.Y. May
28, 2015) (“Because striking a [part] of a pleading is a drastic remedy[,] motioies Rule
12(f) are viewed with disfavor by the federal courts and are infrequently drar{teternal
guotation marks omitted).

“Whether to grant or deny a motion to strike is vested in the trial court’s sound
discretion” Tucker v. Am. Int'l Grp., In¢936 F. Supp. 2d 1, 15 (D. Conn. 2013) (citing
Hollander v. Am. Cyanamid Cdl72 F.3d 192, 198 (2d Cir. 199@ppulsive Music v.
Pomodoro Grill, Inc, No. 08CV-6293, 2008 WL 4998474, at *2 (W.D.N.Y. Nov. 19, 2008)).

B. TheVarious Discovery Motions

Recentlyamended on December 1, 2015, Rule 26(b)(1) of the Federal Rules of Civil
Procedureecognizes that “[ijnformation is discoverable. if it is relevant to any party’s claim
or defense and is proportional to the needs of the case.” Fed R. CivAdviaary Committee
Notes to 2015 Amndmerts. Even after the 2015 amendments, “[r]elevance is still to be
construed broadly to encompass any matter that bears on, or that reasondldbiacoiad other
matter that could bear on any party’s claim or deferagley v. Yale UniyNo. 3:13ev-01890
(CSH), 2015 WL 8750901, at *7 (D. Conn. Dec. 14, 2015) (Qqu@tate Farm Mut. Auto. Ins.
Co. v. FaydaNo. 14 Civ. 9792, 2015 WL 7871037, at *2 (S.D.N.Y. Dec. 12, 2015)).

But “district courts have the inherent authority to manage their dockets articboms
with a view toward the efficient and expedient resolution of caBestz v. Bouldin136 S. Ct.
1885, 1892 (2016). Indeed, “[a] trial court enjoys wide discretion in its handling tfigire-

discovery . .. .Cruden v. Bank of N.Y957 F.2d 961, 972 (2d Cir. 19928ge In Re Agent



Orange Product LiabilityLitigation, 517 F.3d 76, 103 (2d Cir. 2008) (the district court has “wide
latitude to determine ghscope of discovery.”zen. Houses v. Marloch Mfg. Coy39 F.2d
510, 514 (2d Cir. 1956) (“The order of examination is at the discretion of the trial judge . . . .")
Mirra v. Jordan No. 13CV-5519, 2016 WL 889683, at *2 (S.D.N.Y. Feb. 23, 201B)tions
to compel are left to the court’s sound discretion.”).

Rule 37 allows the Court to impose a variety of sanctions for discogkted abuses
and affords the Court “broad discretion in fashioning an appromaaietion.”"Residential
Funding Corp. v. DeGeorge Fin. Cor@06 F.3d 99, 101 (2d Cir. 2002ge also Daval Steel
Prods. v. M/V Fakredine51 F.2d 1357, 1363 (2d Cir. 1991) (“Providedttthere is a clearly
articulated order of the court requiring specified discovery, the district lsasithe authority to
impose Rule 37(b) sanctions for noncompliance with that order.”).

Under Rule 45(d)(3)(A), the court “must quash or modify a subpoena that: (i) fails to
allow a reasonable time to comply; (ii) requires a person to comply beyond thageoal
limits specified in Rule 45(c); (iii) requires disclosure of privileged or othetepted matter, if
no exception or waiver applies; or (iv) subjects a person to undue burden.” Fed. R. Civ. P.
45(d)(3)(A).

Motions to quash a subpoena are “entrusted to the sound discretion of the district court.”
In re Fitch, Inc, 330 F.3d 104, 108 (2d Cir. 2003) (quotlagited States v. Sandefzll F.3d

711, 720 (2d Cir. 2000)).



1. DISCUSSION
A. Outstanding Discovery Issues
Both Hybrid and Hyletallege variousnisconduct and other discovery disputes. The
Court addresseeach of these with the parties at the most recent discovery conferencees)d
as it has several times during this litigation, that rather than resolve matteentjfiand
inexpensively, the parties have taken an unnecessarily litigious route torrgselatively
routine discovery matters. Accordingly, the parties will bear their own tarstisesefilings.
1. Discovery and the Pre-Trial Schedule
In the interest of judicial economy and consistent with this Court’s inherent aytioori
manage its docket to resolve cases efficiently and expediBinghyz,v. Bouldin 136 S. Ct. 1885,
1892 (2016), the Court adopts the followprg-trial schedule:
e Fact discoveryjncluding all depositions of fact withesses, andgteiminary
damages analysis shall be completeddmyuary 24, 2020.
e Disclosure of expert witnesses shall be du&dyruary 7, 2020.
e Disclosure of rebuttal witnesses shall be dudlaych 13, 2020.
e Expert discovery, and all discovery, shall closeApyil 24, 2020.
e The postdiscovery telephonic status conference willlBed0 AM April 30,
2020.
e Dispositive motions shall be due dhay 22, 2020. Any responseshall be due
onJune 19, 2020, andanyrepliesto any responses shall be dyelJuly 10,
2020.
e The Court will hold oral argument on any dispositive motiorisl2d0 AM July

28, 2020.



e The joint trial memorandum is d@&ptember 4, 2020.
e The final pretrial conference will bd0:00 AM October 1, 2020.
e The parties will be trial ready ddctober 5, 2020.

The Court does not intend to gramyfurtherextensions of timand the parties are
expected to adhere to this schedule.

Additionally, to ensure the expeditious resolution of any discovery disputes that may
arise until the close of discovery épril 24, 2020, the Courtwill suspend its normal practices
and will no longer entertain motions for discovery conferences.

To theextent a discovery issue warrants relief under the Federal Rules of Civil
Procedure, the parti@say filethe appropriatenotion i.e., a motion to compel or a motion for a
protective order, without a discovery conference. Any response to any motibfofidiscovery
relief shall be filedwithin seven(7) days, and any reply is due within thi@ days?

The Court will issue a ruling and order based on the parties’ filings $agD. Conn. L.
Civ. R. 7(a) (“[T]he Court may, in its discretion, rule on any motion without oral arguneéra
the extent that any monetary sanction is warranted based on the lack of jigstifimaa party’s
position, the Court will order the awarding of any and all monetary sanctiensedeo be
appropriateSee Residerai Funding Corp. 306 F.3cat 101 (Rule 37 affords district courts
“broad discretion in fashioning an appropriate sanction” for disconetayed abuses3ee also
D. Conn. L. Civ. R. 37(c) (“Where a party has sought or opposed discovery which has resulted in
the filing of a motion, and that party’s position is not warranted under existing lavanctioss

will be imposed in accordance with applicable law.”).

! Consistent with Rule 6 of the Federal Rules of Civil Procedure, ifehdluhe for a filing “is a Saturday, Sunday,
or legal holiday, the period continues to run until the end of the next day ti@tta Saturday, Sunday, or legal
holiday.” Fed.R. Civ. P. 6(a)(1)(C).



2. Theissue of sanctions

As to the request for sanctions, there is still not an outstanding motion for sanctions
besides the repeated requests for sanctions by Defenldaaty. event, in the interest of judicial
efficiency,the Court will treat th@ending submissions as including a motion for sanctions for
Hybrid’s alleged spoliation. Indeeda] federal court may impose sanctions under Fed. R. Civ.
P. 37(b) when a party spoliates evidence in violation of a court order. . . . Even without a
discovery order, a district court may impose sanctions for spoliation, exeritssinigerent
power to control spoliationWest v. Goodyear Tire & Rubber Ct67 F.3d 776, 779 (2d Cir.
1999) (internal citations omitted).

Defendants’ allegations against Hybrid are@aes indeed, especially with Mr. Orlando’s
recent deposition testimony. Ex. 1: Dep Robert Orlando, ECF No. 148-1 at 54:14-5@/1ar.
20, 2019) (“Orlando Dep.”)describing that he deleted emails as recent as “a year or two ago”
and that his attorneyswer instructed him to institute a litigation holtlybrid’s contention that
Defendants allegedly acted impropéra depositions does not distract from the fact that Hybrid
has not offered aufficientexcuse or explanation for Mr. Orlando’s deletion of possibly relevant
e-mails as recehyt as “a year or two ago3eeOrlando Dep. at 54:24-55:24 (describing that he
deleted old ewails to “free up space” in his account).

Accordingly, the Court will impose sanctions on Hybrid. Although the Court will not
dismiss the cassge Westl67 F. 3d at 779dismissal is a ‘drastic remedy(internal citation
omitted)) at the time of trial, th@ury will be given an instruction allowing fonaadverse

inferencejd. at 780 (listing types of adverse inferences the trial court could order as an

2 Hybrid mentions that they will also seek sanctions against Defenftartheir counsels’ conduct at depositions,
including allegedly snickering and making numerous objections. Bedaergei$ no outstanding motion or explicit
request ér sanctions, the Court will not considerehere. As the Court noted at the discovery conference, a motion
for sanctions based on the conduct referenced likillynot succeed.



alternative sanction to dismissal), to the extent that Hylete can show the impa&cho$sing
discovery following the close of evidence at trial.
3. Additional Deposition Testimony and Documentsfrom Mr. Orlando

Two additional discovery issues relate to the deposition of Mr. Orlando: (1) whether
additional time should be permitted for his deposition; and (2) whether the allegedbgedvi
document used to refresh his recollection should be turned over. The answer to both questions is
no.

First, the Court will not allow additional time for the deposition of Mr. Orlando for
several reasons. Hylete has not shown specifically what additional discegames this
additional time, especially sin¢¢ylete clains thatMr. Orlando could not provide testimony on
several of the sixty noticed 30(b)(6) topics. Joint Mot. at 9 (“HA’s corpordtesss was not
prepared to provide testimony on several of the noticed 30(b)(6) topics, including thtiag re
to HA'’s financials,HA’s trademark applications and the steps HA took to search for
documents.”)Moreover, to the extent that Hylete’s printing issues is the reason for additional
time, Hylete’s limited use of documents during the deposition undercuts thatldaanl7
(noting that “Hybrid’s counsel offered to print any needed documents to maintai®@iAdv:
start timé but that Hylete’s counsel “refused the offer to print documents and proceeded to
arrive at 10:30AM despite using only one (1) exhiltihe- First Amendag Complaint- prior to
breaking for lunch at 12:42PM” (emphasis omittedp.a resultan additional one aral half
hour of deposition time for Mr. Orlando is not required and will not be ordered by this Seert.
Dietz 136 S. Ctat1892 (holding that “district courts have the inherent authority to manage their

dockets and courtrooms with a view toward the efficient and expedient resolutioes cas
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Second, the Court also will not order the production of the document Mr. Orlando
allegedlyused to r&resh his recollectioduring his deposition. This document is protected by
attorney-client privilege and work product, as Hybrid contends. Furthermore, FRdkr &f
Evidence 612 only requires the production of documents used by a witmeggsbhis
memory while testifyingFed. R. Evid. 612(a) (“This rule gives an adverse party certain options
when a witness uses a writing to refresh memory: (1) while testifying; oe{@)etestifying, if
the court decides that justice requires the party to have those optibiese’) Mr. Orlando
referenced a dmment he reviewed in preparing for his depositions. Although the Court may
order the production of this document if “justice requires,” Fed. R. Evidaf®23 the Court
does not find it necessary here, both because Hylete has not demonstrated atheed for
document and because the document is protected from disclosure by prasgigigeussed
below.

4. Remaining Rule 30(b)(6) topics and additional witnesses

On the issue of whether Hybrid should produce another witness for the remaining
30(b)(6) topics nticed by Hylete,ie Court will order Hybrid to provide its accountanth
respect to Topic 35, as it has already offered to d8eeEx. 15: Email from Michael J. Kosma
to Dave Deonarine, ECF No. 148-15 (Mar. 28, 2019) (offering Hybrid’s accountant, Mr. Bocek,
for a deposition after April 15 and requesting proposed dates from Hylete).

Defendantxontend that they still need discovery on the topics relating to Hybrid’s
trademark applications and the steps Hybrid took to search for documents, butddiplonits
that there is no need for further discovery on these tdparsause Defendants have not

identified specific topics for a corporate witness to address, the Court is swagethat
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additional discovery is proportionate to the needs of the eapecially at this advanced and
prolonged stage in discovety.

Accordingly, the Court Wi order additional time foHylete to depose Hybrid’s
accountant, but the amount of time will not be the five and one half of an hour requestal, but
be limitedto threehours.

As to whether Hylete should designate an additional 30(b)(6) witness on Iylopdts
13, 14, 23, 24, 25, 26, and 27, Hylete submits they have already provided discovery on topics 13,
14, 23, and 24, and that Hybrid’s attorneys failed to ask any questions on topics 26land 27.
any event, the Court will exercise its discretion and provide Hybrid an addlifrvea hours on
all of these topicdHylete is ordered to designatee appropriatevitness or withessdsr topics
13, 14, 23, 24, 25, 26, and By December 6, 2019.

5. Discovery of the Settlement Agreement

As to whether Hyletshould be ordered to produce documents and testimony concerning
Hylete’s settlement agreement with Jennifer Niallthe extent that such discovery violates the
terms of Ms. Null's settlement agreemeag,Ms. Null’'s counsel objected, the Couwrill not
order additional discovery.

Although Hybrid contends that Ms. Null may have knowledge of additional instances of
alleged confusion between Hybrid and Hylete, Hybrid is not seeking additional digsocoviris
issue. Rather, Hybrid seeks discovery related to the extrinsic issue of Ms.tBuflination and
lawsuit against the individual Defendants, and how that may call into question thduadlivi
Defendants’ charactefhe Court does not find it necessary or proportionate to the needs of the

case to ordeks. Null to testify, especially absent a motion to compel and with counsel’s

3 The first scheduling order set the discovery deadline as December 14528&8uling Order, ECF No. 48 (Mar.
2,2018).
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instruction for Ms. Null to not violate the terms of a bindgssgtlement agreemerdint Mem. at
15 (“Ms. Null's counsel, Susan Swan, instructed Ms. Null not to answer andoeafthat she
did so because the information is confidential.”).

Accordingly, the Court will not order Hylete to produce documents and testimony
regarding Hylete’s settlement with Ms. Null.

6. Designation of a document

As to whether Hybrid should de-designate document HYBRID007792, the Court does
not have sufficient information in the record to make a determination as to winesher t
document is improperly designated or if the document does contain confidentialatborm
Accordingly, onsistent with thi€ourt’s inherent authority to manage its docket with a “view
toward the efficient and expedient resolution of cademtz 136 S. Ctat 1892, Hybrid is
directed tosubmitdocument HYBRID007792 bpecember 6, 2019. The Court will conduct an
in camerareview of the document and issue an order consistenttinghnuling.

B. Motion to strike

Hybrid contends that Hylete’'smendedAnswer exceeds the scope of this Court’s
August 30, 2019, Ruling and Order. Hybrid Menttrke at 1. Specifically, Hybrid submits that
the content oHylete’sfiled paragraphs 8, 32, 51, 58, 59, and 105 do not match the proposed
amendmentdd. 2-3. Further, Hybrid argues that Hylete improperly mainttogial
allegations that are allegedly only relevant to its denied fraud dichiext 4;see alsdruling and
Order at 234 (denying Hylete leave to add a proposed counterclaim 6 alleging fraud);
Reconsideration Order at 3 (declining to reconsadieling proposed counterclaim 6).

Hyleteadmits that some changes were due to a clerical error, and does not oppose editing

to include the original proposed language from the filed paragraphs 32, 51, 58, 59, and 105.
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Hylete Opp. -Strike at 13. But, Hylete contends that the deletion of “and CrossFit” in
paragraph 8 is consistent with the Court’s Ruling and Order and is not an avoidancewof a pri
admissionld. at 3.In Hyletées view, this deletion conforms with the Court’s denial of Hylete’s
request foréave to add other tortious clainid. (“Because the Court denied Hylete’s proposed
amended counterclashat directly implicate CrossFit, the deletion of ‘CrossFit’ . . . is entirely
consistent with the Court’s Ruling and Order.”). As forfikie factua allegations and three
headings also opposed by Hybritlylete contends they are reden to Hylete’s affirmative
defenses of fraud, laches, and acquiescence, as well as counterclaim 5 for cancellaBon
Trademark Registration No. 4,722,185 for fralad at 4-8.

In reply, Hybrid contends that Hylete’s twiblfaffirmative defense for frauslas only
against “HYBRID ATHLETICS” and not the “H” marldybrid Reply — Strike at 2. Hybrid
argues that because Hylete’s fraud defense incorporated its caaintdini fraud, which was
originally only against “HYBRID ATHLETICS,” the fraud defense cannot include the “H”
mark.ld. As a result“the current fraud allegations against the ['H’ mark] cannot and do not
relate to the fraud affirmative defenstl” Hybrid proposes edits to the allegations and headings
related to fraud, and asserts it is substantially prejudiced by these “unapprogadments.id.
at 36. Finally, Hybrid submits that the deletion of “and CrossFit” is not solely nel¢ga
Hylete’s denied CUTPA claim, but that the phrase is an important admission tivad tdygets
consumers who participate in Crosskit.at 6-7.

The Court agrees.

The Court did not grant Hylete leave to further change filed paragraphs 8, 32, 51, 58, 59,
and 105. The Court accepts the clerical mistakes in paragraphs 32, 51, 58, 59, and 105; the

Court, however, is not persuaded by Hylete’s argument that the deletion of “anditCiossF
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filed paragraph 8 is consistent with the Court’s Ruling and Order. In addition, thi®desetiot
only relevant to the denied CUTPA counterclaim, but instead operates as anadougshed
as an authorized amendment.
Furthermore,hte Court has already ordered Hylete to “file an Amended Answer,
consistent with this Rulingnd Order,” whichinter alia, denied Hylete leave to amend and add
proposed Counterclaim 6 seeking cancellation of the #469 mark on the basis of fraud.iruling a
Order at 30.
Hyletethereforemay not include factual allegations that relate solebjleged fraud
with the #469 markbut Hylete may include factual allegations that relate to its other authorized
counterclaims and defensédthough Hylete’s twelfthaffirmative defense of fraudicorporates
its counterclaim for fraud, that counterclaim rgyoin relation to the #185 mark (“HYBRID
ATHLETICS”). As a result, factual allegations that refer to fraud, even in relation to th#htwe
affirmative defense of fraud, cannot simultaneously refer to the #469 “H” mark.
Consistent with this Court's inherent authority to manage its docket witbwa teward
the efficient and expedient resolution of casesgDietz, 136 S. Ctat 1892,Hylete is ordered
to refile anAmended Answer that adheres to the following requiremanBecember 6, 2019:
(1) The filed paragraphs 8, 32, 51, 58, 59, and 105 must conform to the original proposed
amendments, including tlie-addition of “and CrossFit” in filed paragraph 8.

(2) Consistent with this Court’s prior Ruling and Order and Reconsideration Order,
Hylete must mige the following changes in its amended answer to remove reference
of fraud with the #469 “H” mark.

a. Page 25, paragraph Ztrike“fraudulent”because it relates to the “H” mark.

15



b. Page 26, paragraph 24: no changes necessary because “frautieratso
refers to théHYBRID ATHLETICS” mark, for which fraud counterclaims
remain authorized.

c. Page 26, heading above paragraphsfike entirelybecause it offers an
inference of fraud with Hybrid’s “H” mark.

d. Page 31, heading above paragraphsfe “Fraudulently’because it relates
to #469 “H” mark.

e. Page 32, paragraph 58: strike entirely, because it only relates to fraud in
obtaining thé'H” marks.

f. Page 33, paragraph 60: strike entirely, because it only relates to fraud in
obtainingthe “H” marks.

g. Page 34, paragraph @&move everything before “the USPTO allowed”

(3) Although Local Rule 7(f) only requires the filing of a redlined version of the
proposed amended pleading with the current pleading when a party files a motion for
leave to amend, and not afterwards, the Ceuatspont®erders Hylete alsto file a
redlined version of its new amended answer with its prior answer.
Accordingly,Hybrid’s motionto strikeis grantedn partanddeniedin part.By
December 6, 2019, Hyleteis orderedo re-file its AmendedAnswerandaffirmative defenses
andby December 13, 2019, Hybrid shouldfile a responsiveleadingor otherwise respono
thisfiling.
C. Motionsto quash
Both Hybrid and CrossFihaintainthat communications betwe&wobert Orlando,

Hybrid’s soleproprietor,and CrossFit’'s in-house counsgpecifically Marshall Brenner, Sarah
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Munn, Dale Saran, Erica Rozetti, and Steve Weiss, Orlando Dedr§ privileged and
protected from disclosutey either the attorneglient privilege and common interest rule or
work product doctrine.

The Court agrees.

a. Attorney-Client Privilege

“The attorneyclient privilege protects communications (1) between a client and his or
her attorney (2) that are intended to be, and in fact were, kept confidential (3) forpbsepoi
obtaining or providing legal adviceUnited States v. Mejj&55 F.3d 126, 132 (2d Cir. 2011)
(citing In re Cty. of Erie473 F.3d 413, 419 (2d Cir. 2007)J.He privilegés underlying purpose
has long been ‘to encourage full and frank communication between attorneys anliktitsir ¢
and thereby promote broader public interests in the observance of law and adtioniefr
justice!” 1d. (quotingUpjohn Co. v. United State449 U.S. 383, 389 (1981)).

“[A]s a general matter the attornelyent privilege applies only to communications
between lawyers and their clients . . ld”The Second Circuit has, however, recognized certain
limited exceptions to that rul8ee id(collecting caseskee also United States v. Kqu&d6
F.2d 918 (2d Cir. 1961) (extending privilege to certain communications between a client and
accountant)tJnited Satesv. Schwimmer892 F.2d 237, 243-44 (2d Cir. 1989) (discussing joint
defense/common interest privilege).

Hybrid contendghat Mr. Orlando, “as the sole owner of Hybrid, sought to obtain legal
advice from CrossFit attorneys regarding Hylete’s infringement of Hybnidtdemark rights,”
Hybrid Mem. at 20, and argues that “communications and documents on the Privilege Log
comprise communications and documents prepared and exchanged between or among Orlando

and persons he understood to be his attorne/sat 13.

17



Hylete maintainghat Hybrid has fadd to demonstrate the existence mi#torneyelient
relationship between Hybrid and Cross&itthouse counseglnd that if the privilege exists, it
only attaches to Mr. Orlando, and not Hybrid.

The Courtdisagrees

“The key, of course, to whether attoaney/client relationship existed is the intent of the
client and whether he reasonably understood the conference to be confiddntteld’States v.
Dennis 843 F.2d 652, 657 (2d. Cir. 1988) (citingited States v. Tellie255 F.2d 441, 447 (2d
Cir. 1958); Wigmore, Evidence 8§ 2304 (McNaughton rev. 196&p;also In re Bonann844
F.2d 830, 833 (2d Cir. 1965) (“We recognize that an attodhiept relationship arises when
legal advice of any kind is sought from a professional legal adviser in his gagesitch.”)
(citing Wigmore, Evidence § 2292 (McNaughton rev. 196 I)he'burden of establishing
the attorneyelient privilege, in all its elements, always rests upon the person asserting it.
Schwimmer892 F.2d at 244collecting cases) The relationship of attorney and client, a
communication by the client relating to the subject matter upon which professtwee is
sought, and the confidentiality of the expression for which the protection is claihmadsabe
established in order for the privilege to attadd.”at 243.

This Court previously held that “Hybrid and CrossFit's burden is not, as the Second
Circuit has long recognized, ‘discharged by mere conclusory or ipse dixifi@sseior any such
rule would foreclose meaningful inquiry into the existence of the relationship, arspangus
claims cauld never be exposed,” Quash Order at 16 (ciBoganng 344 F.2d at 833).
Counsel’s assertions aadorivilege log are not sufficien their own to establish an attorney-
client relationship or attorneglient privilege.Quash Order at 18ge United tates v. Constr.

Prods. Research, Inc/3 F.3d 464, 473 (2d Cir. 199@)'he privilege log shouldidentify each
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document and the individuals who were parties to the communications, providing sufficient
detail to permit a judgment as to whether the document is at least potentially protauoted fr
disclosure. Other required information, such as the relationship between . . . indinmuals
normally within the privileged relationship, is then typically supplied by affidaviteposition
testimony. Even under this approach, however, if the party invoking the privilege does not
provide sufficient detail to demonstrate fulfillment of all the legal requirementgpfaication of
the privilege, his claim will be rejectéd.(quoting Bowne of N.Y.C., Inc. v. AmBase Cofh0
F.R.D. 465, 471 (S.D.N.Y. 1993)).

To supplement their previous submissions, which this Court found inadequate to establish
an attorney-client relationship between Hybrid and CrossFit, Hybrid andRitroesv provide a
declaration by Mr. Odndoas well as a representation agreement.

Mr. Orlando describes the business relationship between hjrabetfedlyrepresenting
Hybrid, and CrossFit, Orlando Decl. 1 14-19, and sets out the history of his communications
with CrossFit's counsel. Mr. Orlanddaims that he discussed Hylete’s alleged infringement of
Hybrid’s trademarks as early as May 20, 2013, following a CrossFit regiwera, @nd
thereafter as welld. 1 21-29. Mr. Orlando contends that privilege log entriesefiéct
communications between him and Mr. Weiss in which he sought legal advice concerning
Hylete’s infringementid. { 25 thatprivilege logentries 711 reflect communications with
variousCrossFitattorneys that Mr. Orlando understood to be legal advice regarding Hybrid’s
trademarks and Hylete’s infringemeid, § 27 thatsupplemental privilege log entrieslD
reflect confidential communications regarding Hylete, its infringenreend the invegjation

thereof id.; and that privilege log entry 12 reflects his communication with Mr. Saran, Ms.
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Rozetti, and Mr. Weiss “to seek legal advice regarding confusion between kiytet¢ybrid,”
id. 129.

Additionally, Mr. Orlando explains the relationship and identity of other partiesded|
in certain communicationSee e.qgid. 1 42 (“I understand that Justin Bergh was necessarily
included on these communications [in Privilege Log entry numbers 8, 10, and 11, dated June 23,
2013] at least due to hposition at CrossFit [as General manager of the CrossFit Games] and
CrossFit’s decision to terminate Hylete’s exhibitor agreement and bareHiygeat selling goods
at the CrossFit Games.”).

Admittedly, Mr. Orlando does not consistently refer to the comaations with
CrossFit's counsel as being between Hybrid and CrossFit counsel, and not Mr. Orlaisdo in hi
personal capacity and CrossFit counSele S.E.C. v. Ryan47 F. Supp. 2d 355, 365-67
(N.D.N.Y. 2010) (‘Because Ryan and Prime RfteC] are so intertwined and intepnnected,
the law firm argues that, even if Ryan and Prime Rate were legally indepehdaohmther, it
would remain virtually impossible to separate the documents and delineate eath party
sovereign privilege. The Court finds that Bosman & Associates’ understandimg faicts in
this case and attorneyient privilege doctrine itself are inexact. .There are two distinct
attorneyelient privileges at play here: Ryan has a privilege as to his personarfdelated
communications and Prime Rate has a privilege as to its files, documents, and cotmonsgnica
Speaking directly to Prime Rate, an LLC, the attorney-client privilege betorige corporation
or similar organization.”) (citin@rbit One Commc’ns Inc. v. Numerex Coi2b5 F.R.D. 98,
104 (S.D.N.Y. 2008)).

But Mr. Orlando is the sole member of Hybrid, and the discussaioissuevere all

regardingHybrid’s trademarksAs a resultMr. Orlando’s understanding that the
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“communications and documents on Brévilege Log comprise confidential information, were
exchanged confidentially, kept confidential, and intended to be kept confidential,” and “were
never to be shared with Hylete” is not unfounded. Orlando Decl. fudermorethe
representation agreeent, which is discussed more below, states that “Hybrid agrees that its
attorneys . . . can take their instructions directly from CrossFit's in-houdectagesel” and that
both “Hybrid and CrossFit understand that communications between them . . . are privileged.”
Ex. 5: Representation Agreement, ECF No. 217-7 (Feb. 24, 2014).

“Deciding whether the attornejient privilege exists requirésommonsense . . in
light of reason and experience,’ and should be determared tasdy-case basis.'United
States v. Adimaré8 F.3d 1495, 1500 (2d Cir. 1995) (quotinge Six Grand Jury Witnesses
979 F.2d 939, 944 (2d Cir. 1992)).

Here,although Hylete contends that the attoricégnt relationship, if it exists at all, only
attaches to Mr. Orlando and not Hybrid, Mr. Orlando’s communications with CrossHitgise
counsel here were made on behalf of Hybrid. In light of the supplemented record, hhgbrid a
CrossFit have met their burden of establishing the existence of an atttiereyelationship
between Hybridwhose sole member is Mr. Orlando, and Marshall Brenner, Sarah Munn, Dale
Saran, Erica Rozetti, and Steve Weisho all served as CrossFit's in-house counsel at some
relevant time period.

Accordingly, because of the unique importance of the attorney-client privilege i
system of justicethe documents on the privilege log and the supplemental priakege
protected from disclosure.

b. Common Interest Rule

The joint defense privilege, more properly identified as the
“common interestule.” has been described ‘ean extension of the
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attorney client privilegé It serves to protect the confidentiality of

communications passing from one party to the attorney for another

party where a joint defense effort or strategy has been decided upon

and undertaken by the parties and their respective co@rdgl.

those communications made in the course of an ongoing common

enterprise and intended to further the enterprise are protected.
Schwimmer892 F.2d at 243 (citations omittedie United States v. Weissmaas F.3d 96,
99-100 (2d Cir. 1999) (discussifghwimmernd affirming district court’s finding that no
implied joint defense agreement existesealso Bank Brussels Lambert v. Credit Lyonnais
(Suisse) S.A160 F.R.D. 437, 447 (S.D.N.Y. 1995) (“ig weight of authority is that the
common interest doctrine does extend at least to situatidrese a joint defense effort
or strategy has been decided upon and undertaken by the parties and their respective
counsel.” That is, the doctrin@glies where parties are represented by separate counsel but
engage in a common legal enterprise.”) (quoSewimmer892 F.2d at 243

“Although originally developed in the context of cooperation between codefendants in
criminal cases, this extension of the doctrine is fully applicable to partieslinases as well.
Bank Brusselsl60 F.R.D. at 447 (citinbp re Bairnco Sec. Litig.148 F.R.D. 91, 102 (S.D.N.Y.
1993);Weil Ceramics & Glass, Inc. v. Work10 F.R.D. 500, 503 (E.D.N.Y. 19863ge Jasson
v. Stamford Health312 F. Supp. 3d 289, 301 (D. Conn. 2018Ylfile Schwimmeand
Weissmarare Second Circuit criminal cases, they are routinely cited in civil cases laythis
other district courts in the circuit as authority with respect toxrstemncevel nonof the joint
defense privilege or common interest r)l¢collecting cases).
“As in all claims of privilege arising out of the attoragient relationship, a claim

resting on the common interest rule requires a showing that the communicatiortionquas

given in confidence and that the client reasonably understood it to be s3 §ebwimmer892

F.2dat 244 (collecting cases).
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Hybrid and CrossFit contend that the common interest privilege shields the documents i
guestion from dislosure.

Hylete argues that Hybrid and CrossFit have not met their burden of showing adnomm
legal interest” because a purported business interest is insufficient andatteiteelf
demonstrates CrossFit's lack of a legal intefé$ylete Opp. at 4. Furthermore, Hylete
emphasizes that CrossFit's “general interest against trademark infringemehaisognizable
common legal interest that warrants withholding discovery materldlsat 7.

The Court diagrees.

As with their claims of privilege based on a direct attorcésnt relationship between
Hybrid and CrossFit’s in-house counsel, the burden is on Hybrid and CrossFit to leskeblis
existence of an ongoing common enterprilse,existence afommunicatios made in the course
of that enterprise, and that those communications were made to further the sntepri
Schwimmer892 F.2d at 244 (“Schwimmer has carried the burden of establishing that the
information he furnished to Glickman, the accountant hired by Remd@rney to serve the
joint interests of Renda and himself, was protected by the attchie@y-privilege.Schwimmer
was directed by his attorney, Fink, to speak freely with Glickman, who had beenyhired b
Silverman, Renda’s attorney, on behalf of both clients. The attorneys had agreecetateciop
all matters of mutual concern relating to the investigation by the government thregriess,
and Fink represented to Schwimmer that any conversations with Glickman would be

privileged?); Weisman 195 F.3d at 99 (“The burden is on Weissman to demonstrate the

4 Hylete also urges the Court rtotconsider the representation agreement becaudghofd’s failure to produce it
earlier Hylete Opp. at 2But Hybrid was not required to produce the agreement until thet'€earlierQuash

Order. Accordingly, the Court will consider the representation agmgemeee. In the alternative, Hylete urges the
Court to order the agreement be disclosedsinritedacted form, Hylete Opp. atBut because the Court has found
the existence otheattorneyclient privilege, the Court declines to order disclosure of the unredagsssentation
agreement.
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existence of a JDA [joint defense agreement] that would have precluded adrmssvidence
of Weissman’s June 16th revelations of wrongdd)ng.

Hybrid and CrossFit's burden, accordinglis to demonstrate the existence of a joint
defense agreement” between Hybrid and CrossFit “which would justificapph of the
common interest rule, thereby protecting from discovery the email commongati question.”
Jansson312 F. Supp. 3d at 304.

Hybrid and CrossFit detail the extent of their relationship with each other due to M
Orlando’s role as a CrossFit ambassador. Hybrid Mem. at 2-7. Hybrid’s stoneaitedgslly
helped grow both Hybrid’'s and CrossFit's brandsat 6. In addition, Mr. Orlando is featured in
numerous CrossFit training videos, and often wears and uses Hybrid branded apparel and stone
molds in thes€rossFitvideos.ld. at 47; see alsdrlando Decl. 1 19 (“Through my videos,
seminars, and trainings | have played a significant role in CrossRredogenent and the
adoption of CrossFit, including Strongman, in the fitness industry.”).

FurthermoreHybrid and CrossFit point to a written agreement dated February 24, 2014,
which purportedly sets forth a representatioreagrent between Hybrid and Crosghkdt
memorializes their common intere€irlando Decl{ 30; Ex. 5: Representation Agreement, ECF
No. 217-7 (Feb. 24, 2014). The representation agreement states that “Hybrid owns t#tleright
and interest in the trademarks” at issue, and that “CrossFit believes the idffiagement of
Hybrid’s Trademarks damages CrossFit.” Representation Agreement atQrldrdo states
that “CrossFit does not have, and has never had, an interest in Hybrid’s tradenfaeksser t
Hybrid’s trademarks,” nor does CrossFit have an ownership interest in Hybadd@Decl.

30. Additionally, “CrossFit is not, and has never been, an interested party in any legal

proceedings between Hybrid and Hyletel"] 31.
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Hylete contends that th@ain words of the representation agreement are fatal to Hybrid
and CrossFit's assertion of the common interest rule, beébdste argues theommon interest
rule relates only to legal interests, and CrossFit has disclaimed all legaltimehesoutcome of
this trademark infringement case, because CrossFit “does not hdvasamever had, an interest
in Hybrid’s trademarks or the use of Hybrid's trademarks.” Orlando Decl. §e8also
Representation Agreement aP Istating that “Hybrid ownall right title and interest in the
trademarks” and “CrossFit agrees that all use of the Trademarks by any partinoblut no
limited to CrossFit itself, inures to the benefit of Hybrid").

But the Second Circuit has recognized that “[a] financiat@steof a party, no matter
how large, does not preclude a court from finding a legal interest shared whiergmatty
where the legal aspects materially affect the financial interéxthaeffler v. U.S806 F.3d 34,
422 (2d Cir. 2015). In this case, Hybrid and CrossFit have established their commonhimteres
the outcome of this trademark infringement syitshowingthat CrossFit derivegaluefrom
Hybrid and its marks. Even though the legal interest and ownership of the marks inures to
Hybrid, CrossFit will necessarily be affected by the outcome of this litigation.

In light of the evidence demonstrating the existence of a joint defense agtesgmé¢he
evidence of Hybrid and CrossFit's established business relationship and commest,inte
Hybrid and CrossFit hawaettheir burden of demonstrating the application of the common
interest rule to the-eail communications.

C. Work Product

“The work-product doctrine, codified for the federal courts in Fed. R. Civ. P. 26(b)(3), is

intended to preserve a zone of privacy in which a lawyer can prepare and develdpelmizd t

and strategy ‘with an eye toward litigation,’” free from unnecessary intrugibrsladversaries.”
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Adiman 134 F.3d at 1196 (quotingickman v. Taylgr329 U.S. 495, 510-11 (1947)). “Analysis
of one’s case ‘in anticipation of litigation’ is a classic example of work produactreceives
heightened protection under Fed. R. Civ. P. 26(b)(d).at 119697 (citingNLRB v. Sears,
Roebuck & o, 421 U.S. 132, 154 (1975)).

“To invoke this privilege, a party generally must show that the documents wpezgie
principally or exclusively to assist in anticipated or ongoing litigati@uonstr. Prods. Research,
73 F.3d at 473.

Here,as noted in the Court’s prior Quash Order, while the privilege log asserts work
product privilege as a basis for withholdingsakty-onedocuments, only four of the document
descriptions explicitly refer to work produ&eePrivilege Log, Doc. Nos. 13, 26, 34, and 44.
Additionally, none of theixteen @cuments in the supplemental privilege log explicitly refer to
work product in the descriptio®eeSuppl.Privilege Log.But Hybrid claims that all the logged
communications “identified as having work product congaialyses of litigation positions, draft
briefs and litigation documents, and legal theories and strategy.” Hybrid M@i22t
Accordingly, only those four documertsatexplicitly refer to work product would appear, on
their face, to contain privilegework product.

Hybrid contends that the documents all include case updates, analyses, and privision
work-product, such as drafts of briefs, concerning this lawsuit. Hybrid Mem. at 2@&2;
Orlando Decl. 1 33see also id. B4-35 (describing the contentspfvilege log entries 149,
21, 25, 26, 37, 43-45 and supplemental privilege log entries 14-15 as containing privileged
material).To the extent that Hybrid or CrossFit can demonstrate that the documeeaisn fact,
prepared “principall or exclusively to assist in anticipated or ongoing litigati@gphstr. Prods.

Research73 F.3d at 473, their production will not be required.
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Hybrid, through Mr. Orlando, claims that all the documents “were prepared and
exchanged principallyn anticpation of litigation or for trial by myself or my attorneys.”
Orlando Decl. 1 40. The first communication was logged on May 20, 2013, which coincides with
the date Mr. Orlando first communicated with a CrossFit attorney, Steve Wxigs Hylete’s
allegedinfringement, ands five months before the Trademark Trial and Appeal Board
oppositionld. The Court is satisfied that the documents in the privilege log were prepared in
anticipation of Hybrid’s litigation against Hylete, as the parties have bégelsaisputing the
trademarks at issue since late 2013.

Accordingly, the Court finds that Hybrid’'s documents are protected from diselby
the attorney-client privilege as well as, where noted, the common inteeeathiduivork-product
doctrine.

C. CONCLUSION

For thereason®xplainedabove, thenotionto strikeis GRANTED IN PART AND
DENIED IN PART.

By December 6, 2019, Hyleteis orderedo re-file its AmendedAnswerandaffirmative
defensesndby December 13, 2019, Hybrid shouldfile a responsive pleading or otherwise
respondo thisfiling.

The Courtalsohasadopedanewpre-trial scheduleandresolvedseveraloutstanding
discovery disputes.

The motionsto quashare GRANTED.

Additionally, the Court adopts the following pheal schedule, and will separatebsue
an amended scheduling order. The Court will not be granting any extensions of timgeon the

dates
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e Fact discoveryincluding all depositions of fact witnesses, andgraiminary
damages analysis shall be completeddnuary 24, 2020.

e Disclosure of expert witnesses shallcae byFebruary 7, 2020.

e Disclosure of rebuttal witnesssbkall bedueby March 13, 2020.

e Expert discovery, and all discovery, shall closeApyil 24, 2020.

e The postdiscovery telephonic status conference willlBeD0 AM April 30,
2020.

e Dispositive motionshall be due oMay 22, 2020. Any responseshall be due
onJune 19, 2020, andanyrepliesto any responses shall be dyeJuly 10,
2020.

e The Court will hold oral argument on any dispositive motiorisl2d0 AM July
28, 2020.

e The joint trial memorandum is d@&ptember 4, 2020.

e The final pretrial conference will bd0:00 AM October 1, 2020.

e The parties will be trial ready ddctober 5, 2020.

Additionally, to ensure the expeditious resolution of any discovery disputes that may
arise until the close of discovery épril 24, 2020, the Court will suspend its normal practices
and will no longer entertain motions for discovery conferences.

To the extent a discovery issue warrants relief under the Federal Rules of Civil
Procedure, the parties may file the appropriate motion, i.e., a motion to compel dorafora
protective order, without a discovery conference. Any response to any motibfofile

discovery relief shall be filed within seven (7) days, and any reply is due witkm (B days.
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The Court will issue a ruling and order based on the parties’ filings only. Tatt e
that any monetary sanction is warranted based on the lack of justificatiopddy's position,
the Court will order the awarding of any and all monetary sanctions deemed to dyariapgr

SO ORDERED at Bridgeport, Connecticut, this 26th day of November, 2019.

/s/ Victor A. Bolden

Victor A. Bolden
United States District Judge
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