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L INTRODUCTION

Pursuant to Federal Rule of Civil Procedure 72(a) and 28 U.S.C. 3 6306(b)1)A),
defendant Facebook, Inc. (“Facebook™) respectfully submits the following Objections to the
April 27, 2010 oral order of Magistrate Judge Stark granting-in-part and denying-in-part

Facebook™s motion to reopen discovery.

Redact ed

Yet. under the ruling Facebook challenges here, Facebook is prevented from
conducting discavery on all but six of those parties (and, even as to those six, 1t will be able to
perform only thdj most rudimentary discovery). Such circumscribed discovery on g potentially
case-dispositive fssuc - Redact ed a4

~ profoundly compromises Facebook's
ability o defend ?(his case Redact ed
Under “ﬁ U.S.Cog 102(h), a patent s invalid if the alleged invention of the patent was
cither offered t"()fr sale or publicly used more than one year before the application for the patent
was filed.

b ~ M

Redact ed

(3]

F28005.00602440 18841 8v. 1



CONFIDENTIAL - FILED UNDER SEAL

Facebook’s motion noted that adjustments to

the trial and pre-trial schedule would be necessary to accommodate this discovery.
In his /\pi‘il 27, 2010 order, Magistrate Judge Stark granted-in-part Facebook’s motion.
Magistrate Judgoﬁ Stark allowed Facebook the right to “limited discovery™ with respect 1o six
spcciﬁcally-idcnﬁﬂod third parties, but refused to allow Facebook to conduct discovery on the

scores of other third partics 1dentified in these agreements.

Redact ed

FFacehook secks an order fully reopening discovery on this issuc so it may obtain the
discovery to whigh it is entitled. Facebook turther secks appropriate adjustments of the calendar
to accommodate this discovery.
1L BACKGROUND

A
On Februnry 22, 2010, Facebook took the deposition of Michael McKibben, LTI's CEO

and corporate rgpresentative under Fed. R. Civ. P 30(b)(6).

Redact ed

i -

Counsel for I,'I‘j then asserted during the deposition that the documents may have been
H

“something that thay not have been viewed relevant at the time we made our producton,”” but 1f’
' 3
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Facebook requested, “[wle can probably provide those documents to youw." [d. at 162:18-23.

Facebook requested the production of those documents before the conclusion of Mr. McKibben's

deposition.

Redact ed

5. 35 US.Co§102(b): see also Mfg. Research Corp. v. Gravbar Flec.

, 1362 (T1th Ciro 1982) (“[1]t is well established that any sale or offer,

LN

Co.,, 679 F.2d 135
whether public or private, is enough to implicate the statutory bar.”). By waiting until atter the
close of discovery to produce these documents, LT1 prevented Facebook from fully exploring
this potentially Quse dispositive defense by issuing subpoenas to these newly disclosed third

parties.

128605.00602/40 18841 8v. |
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B. Facebook Diligently Sought Discovery on L'T1’s Withheld Production
Redact ed
C. Redact ed

On April 7, 2010, tollowing the failure of the meet-and-conter efforts. Facebook filed 4

letter brief” with ‘Magistrate Judge Stark
Redact ed

Magistrate Judge Stark conducted a telephonic hearing

on the motion on April 9, 2010.

Redact ed

128605.006002/40 188418y 1
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LTPs fetter stated that the
list was based upon “the best available information.” but provided no accompanving proof that
these were the mﬂy demonstrations. See id. Facebook was never informed how L T1 made this
determination, nor what “best available information” LTI allegedly relied upon to reach this

conclusion.

Redact ed

1

The fact that LTT identified in its Apri]
13 letter only three partics whom Facebook had not already identificd to LT during Mr.
McKibben's deposition, highlighted the potential unrehiability of this information.

D. LTDs Identification was Proven to be Unreliable

Redact ed

6
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E. Magistrate Judge Stark’s Order of April 27, 2010

On April 26, 2010, Facebook filed a briet with Magistrate Judge Stark renewing its
request that dis¢overy be reopened and that the existing culendar be suspended o allow

Faccbook to conduct discovery on the newly-produced documents,  Sce Norberg Decl. Ex. F.
Redact ed

Magistrate Judge Stark held @ hearing on Apnl 27,2010, Judge Stark opencd up the
hearing stating that he was unwilling to do anything that would threaten the existing June 28,
2010 trial date, and to the extent the relief sought by Facebook would require a continuance of’
the trial date, it would not be granted. Norberg Decll Exo Jat 4:3 514, Magistrate Judge Stark

then granted Facebook’s request to reopen discovery, but only on a limited basis

Redact ed

Other than his concern over the trial date, Magistrate Judge Stark did not
articulate any otiwr basis for denying the discovery sought by Facebook. /d. This objection
followed.

Hi. S'r,wn,u%n OF REVIEW

For nondispositive matters considered by a magistrate judge, Federal Rule of Civil
Procedure 72(a) provides that the district court shall “modity or set aside any part of the order
that 1s clearly emroncous or is contrary to law.” Fed. R. Civ. P, T2(a); see also 28 US.C. §

O36(b)(1)(A).

~1
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IV, FACEBOOK WILL BE HIGHLY PREJUDICED SHOULD THIS DISCOVERY BE DENIED
Magistrate Judge Stark’s refusal to allow Facebook to conduct discovery on third partics
beyond the six allowed by the order was clearly crroncous because it will cause substantial and

mceurable prejudice to Faccbook for no reason other than to maintain the current trial date.

Redact ed

Judge Stark’s sole reason for denying this additional discovery — that allowing discovery
would jeopardiza the June 28 trial date - is not a sufficient basis to deny Faccbook potentially
case dispositive idiscovery because it was L'ITs own failure (o comply with its discovery
obligations that arcated this situation. While Facebook’s motion was o discovery mouon, Judge

Stark treated it as u motion to continue trial:

[tdoes — it does appear to me, having read the letters., that at least part of whut 1s going on
is clearly Facebook believes that this trial should not take place at the date of June 28,
2010, which is the date that has been in place for quite a while. And to grant the relief
that Facebook sceks would have, necessarily, the effect of eliminating that trial date.

[ am not going to eliminate that trial date. That Junc 28, 2010, date is a firm trial date.
and e¢ither Judge Farnan or myself will be trying this case on June 28" 2010,

Norberg Decl., Lix. J at 4:6-18. In so doimng, however, Judge Stark failed 10 analyze several

critical factors relevant to such motions., mncluding the extreme prejudice to Facebook should the

discovery be denied, Facebook’s diligence in pursuing this issue as soon as it learned of 1115
i

withholding ut MF. McKibben's deposition, and the fact that it was LT s own actions that placed

the trial date in jdopardy. See, ¢.g., United States v. Fisher, 10 F3d 115, 117 (3d Cir. 1993) (the
3
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appellate court ¢onsidered the defendant’s right to an “adequate opportunity 10 prepare a
defense.” the efficient administration of justice, and the diligence of defendant in seeking o
continuance).

Facebook respectiully submits that Magistrate Judge Stark’s discovery order is contrary
to law because 11 placed far too much emphasis on maintaining the trial date without giving
adequate considdration o factors such as the extreme prejudice to Facebook it Facebook s
dented the opportunity to fully develop this case dispositive defense, that it was L'TDs own
actions that caused this sttuation, and that Facebook diligently sought relief upon learning of
LTPs withholding during Mr. McKibben's deposition. Facebook therefore objects to Judge
Stark’s April 27 order and requests that this Court grant Facebook full discovery relating 1o
LTPs withheld NDAs.

V. CONCLUSION
For the foregoing reasons, Facehook respectiully requests that the Court sustain its

objections to Magistrate Judge Stark’s April 27, 2010 order,

BLANK ROME LLP

s/ Steven L. Caponi

Steven L. Capont (DE BAR #3484)
1201 Market Street. Suite 800
Wilmmgton, DE 19801

Phone: (302) 425-6400

Fax: (302) 425-6404

Attorneys for Defendant and
Countercluimant Facebook, nc.
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