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1. = INTRODUCTION .

TTTT T TAm T

This Counterstatement is made pursuant to the Court’s standing Memorandum Ordex that
allows a party opposing a Bule 56 summary judgment motion to file a Counterstaternent certifying
that genuine issnes of material fact exdst and setting out the material facts in dispute. This
Counterstatement is filed in lien of an angwenng brief in response to defendamt Facebook, Inc.’s
{*Facebook™) motion for summary judgmént of invalidity of claim 1, 4, 7, 21, 23, 25, 31, and 32
(D1, 383) (“Motion™) ind supporting brief (1.1 384) (“Bref’). m:mrdingly,.[mdﬁr Technologies,
Inc. (“Leader™) cerﬁﬁes.ﬂlat there are genuine isstes of material fact in dispute that precinde
granting Facebook's rlz.mﬁ(}n under the standards set forth in Fed. R. Civ. P. 56. Leader reservies the
right 1o later dispute any and all matetial facts identified by Facebook that are not specificaily
addressed herein. |

In its Statemnent certifying that ne genuine issues of material facts exist with regard to the
facts argued in support of its motion, Facebook did not enumerate the facts it alleges to be
undisputed. Accordingly, in this Counterstaterent, Leader will identify the disputed facts that
Facebook relies upﬂn in itg memorandum in support of this Motion. Because Facebook™s Motion is
based on these disputed fssues of material fact, Facebook’s Motion should be denied
IL COUNTERSTATEMENT OF DISPUTED MATERIAL FACTS

1. Facebook states that “[t]his motion presents a pure question of law and

application. of the Pederal Circuit’s decision in [PXL Holdings, L.L.C. v. Amazon. éﬂm Ine, 430
F.3d 1377 (Fed. Cir. 2005).” D.1. 384 at 1. This fact is DISPUTED. Facebook’s motion is not a
purs question of law because it depends on penmine issues of material fact that are in dispute.
Facebook’s statement relies on a rehash of the opinion provided by its non-tnfringement expert,

Dr. Kearns, in rebuttal to the infringement opinion of Dr. Vigna. Specifically, and nsing claim I



-as an example, Dr. Vigna opined that:

Vigna Report, 4 90.

Vigna Report, 991,

Vigha Report, 92,






Vigna Repart, 9 93.
Dr. Kearns attempied to rebut Leader's inﬁ‘ingamﬁnt position with the same arguments

which are mads in Facebook’s Brief. Dr, Keams stated in his report in an atterpt to rebut Dr.

Yigna's opinion, that:

Kearns Report, § 67.

Kearns Report, 1 69.

As shown from these excerpts from Leader’s infringement expert, and Facebook’s non-
infringement expert, this is a hotly disputed issue and Facebook’s motion is nothing more than a
rehashing of its infrinpement position and is not a pure question of Jaw.

2. Facebook states that “[c]laims 1, 21 and 23 of the “761 patent are impermissible



‘hybrid’® claims that both an apparatus and a method of using it, rendexing them invalid under.
IPXT Holdings and 35 US.C. § 11292 DiL 384 at 1, This fact is DISPUTED. The holding
of the court in IPXY. Holdings was limited to declaring claims which indisputably included “both
a system and the methed of wsing that systern” as indefinite. IPX7 Holdngs, 430 F.3d at 1384,
The claim in question in JPXL Holdings was a clear example of claiming a system and a method
of uging that same system, with the claim at issue stafing:

The system of ¢laim 2 [including an input means] wherein the predicted

transaction information comprises both a trmsaction type and transaction

parameters associated with that transaction type, and the nser uses the input

means to either change the predicted transaction information or accept the

displayed transaction type and transaction parameters.

Id,; 430 F3d at 1384 (citing ‘055 Patent, Col. 22, 1. 8-13)(emphasis added).

The elaims of the “761 Patent do noi present such as case. Claims 1, 21, and 23 do not
inchude & method step with the claim language, rather they describe functional limitations related
to an interactive system.

Claim 1 ::_la.im in part:

1 computer-implemented tracking component of the network-based system for

fracking a change of the user from the first context to a second comtext of the

network-based system and dynamically updaiing the stored metadata based on the
chanpe, wherein the user accesses the data from the second context.

761 Patent, Col. 21, 11. 7-12,

Confrary to Facebook’s assertion, Claim 1 does nl;:t include 2 method limitation requiring
the user to use the system, but includes a functional claim limitation. The user is included in
Claim 1 because the claim is directed to an interactive system which s designed to inferact
dynamically in response to tha user, To this end, the claim inclodes references to the user and
how the system is configured to react based on specific user actions. For example, the claim

includes a tracking eomponent which performs a function of tracking the user as the user moves
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.. and dynamvically npdating the stored metadata hased on the change when the user accesses the

e L

datz from a second context. Id. Claitm 1 only requires a system which, when o use, performs
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certain actions responsive to the user accessing the data from the .Se-mnd context (“for tracking a
change of the user from the first context to a second context of the network-based system

... wherein the user accesses the data from the second confext.™). Id. The claim does not require
the user to perform any step or action, rather only requires a systemn which responds to user
action, Courts have repeatedly found these sorts of finetional claim limitations acceptable
outside of & means-plus-function context. See K-2 Corp. v. Salomon 5.4., 191 F.3d 1356, 1363
(Fedl. Ci:_. 1999); see also Microprocessor Enhancement Corp. v. Texas-Instruments Ine., 520
F.3d 1367, 1375 (Fed. Cir. 2008) (“Functional language may also be employed io limit the
claims without nsing the meang-plus-function format.”). As demonstrated, claim 1 includes a
functional limitation, and not a method step. The fimetional élcmcnt of this claim .]imitaﬁun Can

be seen from the analysis of Leader’s infringement expert. D, Vigna states in his report that: '

Vigna Repert, 7 90.

e em o




Vigna Report, 1 91.

Yigna Report, § 92,




Vigna Report, 4 93.
Additionally, Claim 21 similaly recites a proper claim limitation, Facebook’s posttion
that this includes a method step performed by the user ignores the claim’s plain language. Claim

21 states in part;

" 21. A computer-readable mediuvm for storing computer-executable instroctions for
a method of managing data, the method comprising:

u;lynamicalljf associating the data and the application with the second nser
waorkspace in the metadata such that the user employs the application and data
from the second user workspace.

“761 Patemit, Col. 22, 1. 46-63.
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As can be seen by the claim, Claim 21 is directed 0 a computer readable medium which ... .
inclndes cnmimtar—exemtahl& instructions for a method of managing data. This claim is directed

to instructions which act interactively with the user. The computer-executable instruction is able

ta perform the fimetion of “dynainircally associating the data and the application with the second v
user workspace in the metadata.” “761 Patent, Col. 22, Il. 61-62. In order for this to mix a

method and system claim, the element “such that the wser employs the application and data from

the second user workspace™ must be a method step requiring user action. However, this is not

the case. The limitation refers to the interactive function of the mmputer—exacﬁtable: instructions

cunﬁguxled to perform am zction in response o certain user interactions. This does not require &

user io perform an action as a claim step; rather the computer-execuiable instruction must only

be configured o operate in such as manner when a user does perform such an actiom. The

functional nature of this claim limitation can be seen from .t]:lf: mmalysis of Leader’s infringement

gxpert, Dr. Vigna. Dr. Vigna states that:

Vigna Report, 262,

Vigna Reporf, 1 263.




Vigna Report, 1264
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. Claim 23 algo includes acceptable functional language which is similar to that found in

claim 1. Claim 23 claims in part:

a computer-implemented tracking component of the web-based server for tracking :

change information associated with a change in access of the user from the first o
user workspace to a second user workspace, and dynamically storing the change
information on the storage compenent as part of the metadata, wherein the uzer

accesses the data from the second user workspace.

“761 Patent, Col. 23, 11. 31-37.

Conitary to Facebook’s assertion, Claim 73 does not include a method limitation; rather it
recites s functional claim limitation. The user is included in Claim 23 becanse the claim is
directed t an interactive system which interacts dynamically with the nser while the user is
using the system, To this end, the tracking component claimed is configured o perform. the
function of tracking the user and dynamically uvpdating the stored m;tadata respensive to when
the user accesses the data from a second user workspace. This is demonstrated by the claim
language which recifes that the tracking component is “for tracking cbange infermation
associated with a change in access of the user from the first user workspace to 4 second user
Wﬂl’kBpﬁt;:ﬂ” and “wherein the user accesses the data from the second user workspace,” The
fumctional nature of this claim limitation can be seen ﬁ'mn the analysis of Leader’s infringement

expert, Dr. Vigna. Dr. Vigna states that: ' ;

Vipna Rﬂpnrt,lﬂ 317. :

11



¥igna Report, 1 313.




Vigna Report,  319.

Furthermore, in almost all cases in which JPXL Holdings has been raised with an attempt
to invalidate claims for indefiniteness, the ruling court has found that the claim li.nﬁtatiﬁn isa
functional limitgtion and therefore found not iwvalid. Ricok Co., Lid. v. Katin, Corp., 486 F,
Supp. 2d 395, 402 (D.N.1. 2007); see also, e.g., Yodlee, Inc, v. CashEdee, Inc., No. 05-01550,
2006 WL 3456610, at *3.-5 (MN.D. Cal. Nov. 29, iﬂﬂﬁ);' Tos.hfba Corp. v. Juniper Networks, Inc.,
No. 03-1035, 2006 WL 1788479, at *2-5 (D, Del, June 28, 2006); Collegenet, Inc. v. XAF Corp.,

442 F. Supp. 2d 1036, 1062-63 (D.Or. 2006}, Collaboration Props., Inc. v. Tandberg 484, No.

05-01940, 2006 WL 1752140, at *6-7 (N.D. Cal. hune 23, 2006); Siennq, LLC v, CVS Corp., No,

06-3364, 2007 WL 13102, at +7.8 (S.D.N.Y. Jan. 3, 2007). This is another such case where the
limitations are functional and valid. Facebook 1s atteml;lti.ng to circumvent the plain reading of

the claim as already consirued by the Court and conmder claim limitations to be considered

13
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separate and divorced from the language of the rest of the ¢laim to support its non-infringement
arpument. The language is directed to systems and instructions which track the user in response
to the user’s action, and in this case, the user moving fiom a first context to a second context and
am::s’sing the data created by the user i the first context.

Further supporting the position that these ¢laims are not “hybrid” is the fact that the
examiner specifically requested the limitation before permitting allowance. See Notice of
Allowability, 08/30/2006 at 3, 11. It is inconceivable that a highly trained examiner wonld
specifically require for allowance an amendmeni rendering the claims indefinite, The Fxaminer
would have been well aware of this fact, as claims which mix statutory classes bave been
considered indefinite and subject to rejection by the Patent Office well before these claims were
before the examiner in this specific case. IPXT, Holdings, 430 F.3d at 1384, citing Ex Parie
Lyell, 17 USPQ2d 1548, 1550 (1990)). Furthermore, this rule has been incorporated into the
Mannal of Patent Examining Procedure (“MPEP™) since befnrel. the examinafion of the
application of the ‘761 Patent. MPEP, § 2173.05(p)(IT) (“A single claim which claims both an
apparats and the method steps of using the apparatus is indefinite under 35 U.S.C. 112, second
paragraph,”),

3. Facebook states that “[i]n particular, claims 1 and 23 purport to cover both an
apparams aor system for facilitating management of data and a method for using it (i.e., ‘the user
accesses the data from the second’ context or workspace.).” D.I. 384 at 2, This fact is
DISPUTED. Claims 1 am.;l 23 cover additional element beyond what is stated. For example,
claim 1 includes a cﬂntf:xt component for capturing context information and a tracking
component for tracking the change in access of the nser. And, claim 23 includes a compuier-

implemented vontext component for computer-implemented capturing context data and a

14 -




- .tracking component for tracking the change.in access of the user, More specifically, claims 1
and 23 respectively cover:

1. A computer-implemented network-based system that facilitates management of
data, comprising:

a computer-implemented context component of the network-based systein for
capiuring context information associated with user-defined data created by user
interaction of a user in a first context of the network-based system, the context
component dynamically storing the context information in metadata associated
with the vser-defined data, the user-defined data and metadata stored on a storage
component of the network-based system; and o

a compnter-implemented tracking component of the network-based system for
tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

“761 Patent, Col. 20,1, 63 - Col. 21, 1. 12,

23. A computer-implemented system that facilitates management of data,
comprising: _

a computer-implemented context compoenent of a web-based server for defining a
first user workspace of the weh-based server, assigning one or more applications
10 the first user workspace, captoring conmtext data associated with user interaction
of a user while in the first user workspace, and for dynamically storing the context
data as metadata on a storage component of the web-based server, which metadata
is dynamically associated with data created in the first user workspace; and

s computer-implemented tracking component of the web-based server for tracking
change information associated with a change in access of the user from the first
user warkspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

Id, Col. 23,11 20-37.
Furthermore, claims 1 and 23 do not include a method step with the claim language,
rather they describe funciional limitations related to an imeractive system.
Claim 1 claim in part:
a compuier-implemented tracking component of the network-based system for
tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

M, Col 21,11 7-12,

15



Confrary to Facebuok’s assertion, Claim 1 does not include a method limitation requiring
the user to use the system, but inchudes a functional claim limitation. The user is included in
Claim 1 because the claim is directed to an intefa-:;ﬁve systern which is designed to inferact
dynamically in response to the user. To this énd, the claim includes refezences to the user and
how the system is configured to react based on specific uger actions. For example, the claim
includes a ﬁﬁcking component which performs a function of iracking the user as the user moves
and dynamically updating the stored metadata based on the change when the user Iaccesscs the
data from a second context. 761 Patent, Col. 21,11 7-12. Claim 1 only requires a system which,
when in use, performs certain acti-::rnsl responsive to the user accessing the data from the second
context (“for tracking a change of the user from the first context to a second context of the
network-based systemn . ., wherein the user accesses the data from the second context.”). id. The
claim does not require the user to perform any step or action, rather only requires a system which
responds to user action. Courts have repeatedly found these sorts of functional claim limitations
acceptalahle outside of 2 means-plus-function coniext. See K-2 Corp., 191 F.3d at 1363; see also
Micraprocessor Enhancemenr, 520 F.3d ai 1375 (“Functional language may also be employed to
Timit the claims without using the m&ﬁns-p]us—ﬁmctiﬁu format.™). As demoenstrated, claim 1
includes a functional limiiation, and not a method step. The funectional element of this claim
limitation can be seen from the analysis of Leader’s inﬁ'ingemﬂ:l:;t expert, Dr. Vigna, See supra
at 7-8.

" Claim 23 also includes acceptable functional language which is similar to that found in
claim 1, Claim 23 claimns in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the first
user workspace to a second user workspace, and dynamically storing the change

16



information on the sterage componeni as part of the metadata, wherein the user
accesses the data from the second user workspace.

761 Patent, Col. 23, 11. 31-37.

Conirary to Facebook’s assertion, Claim 23 does not include a method limitation, rather it
recites a fonctional claim imitation. The user is included in Claim 23 because the claim is
directed to an interactive system which inferacts dynamically with the user while the nser is
using the system. To this end, the tracking component claimed is configured to perform the
func¢tion of tracking the user and dynamically updating the stored metadata responsive to when
tﬁc uger accesses the data from a second user workspace. This is demonstrated hy. the claim
language which recites that the tracking component is “for tracking chénge information
associated with a change in access of the user from the first user workspace to a second user
workspace” and “wherein the user accesses the data from the second user workspace.” The
fumctional nature of this claim limitation can be seen from the analysis of Leader’s infringement
expert, Dr, Vigona, See supra at 11-12. |

Furthermore, apd similar to almost all cases in which IPXT. Holdings has been raised with
an attempt to invalidate claims for indefiniteness, the limitations at issue in the ‘761 Patent are
fimetional and the claims valid. See supra at 12-13. Further supperting the position that these
claims are valid and do not include a Sjrstem. and a step for using it is that the examiner
specifically requested the limitation before permitting allowance _a.ud would not request a
limitation mﬂtfary to the MPEP. See &upm at 13.

4. Facebook étatt:s that “[c]laim 21 purports to cover both a mmwﬁ readahle

| medivm (such as a DYD} and method of using it {1.c., “the user emplnj;s the application and data
from the second user workspace.”).” D.L 384 at 1. This fact is DISPUTED 1o the extent that

Facebook purports that the claims cover anything contrary to their language. The claim covers

17
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computer-readable medium. which manages data by using coniext and tracking user movement.. ..
Specifically, claim 21 covers:

21. A computer-readable medivm for stering computer-executable instructions for
a method of managing data, the method compriging: creating data related to user
interaction of a user within a user workspace of a web-based computing platform
using an application; dynamically associating metadata with the data, the data and
metadata stored on the web-based computing platferm, the metadata includes
information related to the user of the user workspace, to the data, to the
application and to the user workspace; tracking movement of the user from the
user workspace to a second user workspace of the web-based computing platform;
dynarmically associating the data and the application with the second usex
workspace in the meiadata sich that the user employs the application and data
from. the second user workspace; snd inderang the data created in the vser
workspace such that a plurality of different vusers can access the data via the
metadata from a corresponding plurality of different user workspaces.

“761 Patent, Col. 22, 1. 46-67.

Furthermare, claim 21 does not include a method step with the claim lanpuage, rather it
describes functional limitations related to an interactive system. Claim 21 recites a proper claim
limitation. Facebook’s position that this includes a method step performed by the user ignores
the claim’s plain langnage. Claaim 21 states in part:

21. .A computer-readable medium for storing computer-executable mstractions for

a method of _managing data, the method comprising: _

t;l.;a;narnicalljr associating ﬁm duta and the application with the second user

workspace in the metadata such that the user employs the application and data
from the second nser worlspace.

i, Col. 22, 11. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes compuier-executable instructions for 4 method of managing data, This claim is directed
to instructions which act interactively with the user. The mmputer—executs.ihle instruction is able
1o perform the function of “dynamically associating the data and the application with the second

uger workspace in the metadata.” Id, Col. 22, 1L 61-62, In order for this to mix'a method and

1%



gystem claim, the element “such that the user employs thf, application and. data from the second
user W-:}rksﬁaw” must be a method step requiring user action. However, this is noi the case. The
limitation refers to the interactive function of the computer-executable instructions cunﬁéured to
petform an actinl} in response to certain yser interactions. This does not require a user to
perfcrm an ai.;,tiﬂn as a claim step; rather the computer-executable instruction must only be
configured to operate in such as manner when a user does perform such an action. The
functional nature of this claim limitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna ;;:?eer supra at 9-10. |

Furthermore, and similar ta almost all cases in which IPXT, Holdings has been raised with
o attempt to invalidate olaims for indefinitencss, the limitations at issue in the 761 Patent are
functional mld:die claims valid. See supra at 12-13.

5. Facebook states that “{tThe Federal Circuit in fPXL Holdings has squarely held
that these hybrid claims are invalid becanse they are “not soifficient precise to provide
competifors w1ﬂ1 an accurate defermination of the ‘metes and bounds® of [the] protection
involved” D.I 384 at 1. This fact is DISPUTED. IPXL Holdings does not define Facebook’s
so-called “];ybrid” claims and does not state that they are insufficient and carte blanche invalid as
indefinite. The holding of the court in J2XT Holdings was limited to declaring claims which
indispwtably included “both a system and the method of using that system” as indefinite. 430
F.3d at 1384. The claim at issue in IPXL Holdings was a clear example of claim including a
systern and a method step of using that same system, with the claim at issue stating:

The system of claim 2 [mcluding an input means] wherein the predicted

transaction informaticn comprises both a transaction type and transaction

parameters associated with, that transaction type, and the user uses the input

means to either change the predicted transaction information or accept the
displayed fransaction type and tramsaction parameters.

I, 430 B.3d at 1384 (citing *055 Patent, Col. 22, 1L 8-13)(emphasis added).

19



6. Facebook states that “[c]laims 1,21 and 23 (and al! of their asseried dependent .
claims} are therefore invalid.” T.1. 384 at 1. This fact is DISPUTED. The holding of the court
in IPXT. Holdings was limited to declaring ¢laims which indisputably included “both a system
and the method of using that system™ as indefinite, 430 F.3d at 1384, The claim in question in
IPXY, Holdings was a clear example of claiming a system and a methad of vsing that same
system, with the claim at igsue stating:

The system of claim 2 [inclmiihg an input means] wherein the predicted

transaction information comprises both a transaction type and transaction

parameters associated with that transaction type, and the user uses the input

meana to-either change the predicted transaction information-or accept the

displayed transaction type and transaction parameters.

Id, 430 F.3d at 1384 (citing *055 Patent, Col. 22, 11 §-13)(emphasis added).

The claims of the 761 Patent do not present such as case. Under IPXZ Holdings, a claim
must indigputably mix an apparatus and a method of vsing the apparatus in cne clam. 4
Claims 1, 21, and 23 do not include a method step with the claim language, rather they describe
functional limitations related to an interactive system.

Claim 1 claim in part:

a computer-implemented tracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

“761 Patent, Col. 21, 11. 7-12.

Contrary to Facebook’s assertion, Claim 1 does not include a method limitation requiring
the user to use the systeny, but includes a functional claim limitation, The vser is included in
Claam 1 i:rex:ause the claim is directed to an interactive system which is designed to interact
dynamically in response fo the user. To this end, the claim includes references to the user and

how the system is configured to react based on specific user actions. For example, the claim

26-



includes a tracking. component which performs a function of tracking the user as the user moves
and dynamically updating the stored metadata based on the change when the user accesses the
data from a second context. fZ Claim 1 only requires a system which, when in use, performs
certain aﬁum responsive to the nser accessing the data from ﬁe second context (“for fracking a
chanpe of the user from the first context to a second context of the nefwork-based system
...wherein the. user accesses the data from the second context.”), Id. The claim does not require
the vser to perform any siep or action, rather only requires a system which responds 1o user
action. Courts have repeatedly foumd these sorts of finctional claim Mimitations acceptable
outside of a means-plus-funciion context. See K-2 Corp., 191 F.3d at 1363; see also
Micraﬁmce.mor Enhancement, 520 F.3d at 1375 (“Functional language may also be employed 1o
limit the claims without using the means-plus-function format.™). As demonstrated, claim 1
inchudes a functional limitation, and not a method step. The functional element of this claim
limitation can be s;a-cn from the analysis of Leader’s infringement expert, Dr. Vigna. See supra
at 7-8.

Addiﬁﬂﬁélly, Claim 21 simialarly recites a proper claim Jimitation. Facebocok’s position
that this includes a method step performed by the user ignores the claim’s plain language. Claim
21 states in part;

21. A computer-readable medivm for storing computer-executable instructions for
a method of managing data, the method comprising:

dynamically associating the data and the application with the second user

- workspace in the metadata such that the user employs the application and data
from the second user workspace.

“761 Patent, Col. 22,11, 46-63.
As can be seen by the claim, Claim 21 is directed to a computer readable medivm which

includes computer-executable instructions for a method of managing data. This claim is direcied
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to instructions which act interactively with the user.. The computer-executable instruction is able..

to pecform the function of “dynammically associating the data and the application with the second
user workspace in the metadata.” Jd, Col. 22, I 61-62. In order for this to mix a method and
system claim, the element “such that the user employs the application and data from the second
user workspace” must be a method step Tequiring user action. Howwér, this is not the case. The
limitation refers to the interactive function of the computer-executable instructions configured to
perform an action in response to certain user interactions. This does not require a user to
perform an action as a claim step; rather the eamputer-executable instructiﬁ:-n nryst only be
configured to operate in such as manner when a user does perform such an action. The
fuﬁctiﬂnal nature of this claim limitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. .‘F;'ee supra at 9-10.

Claim 23 also includes acceptable functional lanpuage which is similar to that found in
¢laim 1. Claim 23 claims in part:

a computer-implemented fracking component of the web-based server for tracking

change information associated with a change in access of the wser from the first

user workspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
aceesses the daia from the second user workspace.

“761 Patent, Col. 23, 11. 31-37.

Contrary to Facebook’s assertion, Claim 23 does not inﬂludé a method limitation; rathes it
recites a functional claim lirmitation. The user is included in Claim 23 because the claim 1s
direc“t.:d to an interactive system which interacts dynamically with the user while the user is
using tﬁc systemn. To this end, the tracking component claimed 3s mnﬁgtﬁed to perform the
funciion of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the data from a second user workspace, This is demonstrated by the claim

language which recites that the tracking component is “for tracking change information
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associated with a change in access of the user from the first user workspace to a second user

workspace” and “wherein the user accesses the data from the second user workspace.” The

g

fimctional nature of this claim limitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna, See supraat 11-12.

Furthermore, and similar to almost all cases in which JPXL Holdings has been raised with
an attempt to invalidaie claims for indefiniteness, the limitations at issue in the ‘761 Patent are
functional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for vsing it is that the examiner
specifically requested the limitation before permitting allowance and would not Tequest a
limitation comtrary to the MPEP, See supraat 13.

7. Facehook states that “[t]his purt': question of law is particularly suitable to
summary judgment.” D.I. 384 at 1. This factis DISPUTED. Facebook’s motion is not a pure
question of law becanse it depends on material issue of disputed fact. This statement relies on a
rehash of the opinicn provided by its won-infringement expert, Dr. Kearns, in rcl:_mﬂl;al to the
infringement {irpiﬁi-:m of Dr. Vigna. For example, Dr. Vipna opined on the infrinpement of claim
1. See supra at 3-4. Facebook’s non-infringement expert atterpted to rebut Leader’s
mﬁmgement position with the same arguments which are made in Facebook’s Brief. Dr. Keams

stated in his report in an attempt to rebui Dr. Vigna opinion, that:
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Keamns Repert, § 67

Kearns Report, ¥ 69.

As shown from these excerpts from Leader’s infringement expert, and Facebook’s non-
infrinpement expert, this is a hotly disputed issue and Facebook’s mofion is nothing more than a
rehashing of its infringement position and is not a pure question-of law.

8. Facebook states that “[t]here is no genuine issue as to any matersal fact becanse -
the languape of the asserted claims - the only evidence relevant to this motion - is indisputed.”
Ir.1 384 at 1. This fact is DISPUTED. Facebook’s motion relates to mnaterial issues of fact
because it is a rehash of the opinion provided by its son-infringement expert, Dr. Kearns, in
rebuttal to the infringement opinion. of Dr. Vigna. Dr. Vigna opined o the infringement of
claim 1. See sigrra at 3-4. Facebook’s pﬂﬂ-fnfringement expert attempted to rebut Leader’s
infringement position with the same arpguments which are made in Facebook™s Brief. Dr. Keamns

stated in his report in an attempt to rebut Dr. Vigna opinion, that:




Kearns Report, ¥ 67.

Kearns Report, Y 69.

g, Facebook asserts that “The sole issue is whether claims 1,21 and 23 incorporate a -
method step dirscted to using the claimed apparatus or structure, and therefors impermissibly
‘recite[] both a system and the method for using that system.”™ D.L 384 at 1. This fact is
DISPUTED. The holding of the conrt in IPXL Holdings was limited to declaring claims which
indisputably inciuded “both a system and the method of using that system” as indefinite, 430
¥.3d at 1384. The ¢laim in question in JPXL Holdings was a clear example of claiming a system
and a method of using that same system, with the claim at issue stating:

The system of claim 2 [including an input means] wherein the predicted

transaction information comprises both a fransaction type and transaction

parameters associated with that transaction type, and the user uses the input

means to either change the predicted transaction information or accept the

displayed transaction type and fransacfion patameters.

Id., 430 F.3d at 1384 (cifing “055 Patent, Col. 22, L. 8-13)(emphasis added).
The claims of the *761 Paient do not present such as case. Under [PXL Holdings, a claim

must indisputably mix an apparatus and a method of using the apparatus in one claim. Jd at
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1384. Claims 1, 21, and 23 d¢ not include method step m the claimn language, rathet they
describe functional Yimitations related to an interactive system.
Claim 1 si;aies in part that; | . [
a computer-implemented tracking component of the netwark-based systeni for
tracking a change of the user from the first context to a second context of the

network-based system zid dynamically npdating the stored metadata based on the
change, wherein the user accesses the daia from the second context

“761 Patent, Col. 21, 11. 7-12.

Contrary to Facebook’s assertion, Claim 1 does not include a method limitation requiring
the user to use the gystem, bt includ;:s a functional claim limitation. The user is included in
Claim 1 because the claim is directed to an imeractive system which is designed to iferact
dynamically in response to the user. To this end, the clafim includes references to the user and
how the system is configiwed to r.aam: based on specific user actions. For example, the claim
includes a tracking component which performs & fincifon of tracking the user as the .user moves
and dynamically updating the stored metadata based on the change when the user accesses the
data from a SECU]Z_l;ﬂ context. ‘761 Patent, Col, 21, 11 7-12.. Claim 1 only requires 4 system which,
when in usge, performs certain actions responsive to the user accessing the data from the second
context. (“for tracking u change of the user from the first confexi to a sscond context of the
network-based sysiem ... wherein the user aceesses the data from the second context™). The
claim does not require the user to pexform any step or aciion, rather only requires a system which
responds to user action. Courts have repeatedly found these sorts of fmc:tional claim limitations
acceptable outside of a means-plus-function context. See K.2 Corp., 191 F.3d at 13153; see alxo
Micraprocésmr E&tfmncemerﬂ, 520 F.3d at 1375 {*Functional language may also be employed to

Limit the claims without using the means-plus-function format.”). As a result, claim 1 mcludes a
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functional limitation and not a method step. The fumctional element of thig claim limitation can
be seen from the analysis of Leader’s infringement expert, Dr. Vigna, See supra at 7-8,

Claim 21 similarly recites a proper claim limitation. Facebook’s position that this
includes a method siep performed by the user ignores the ¢laim’s plain language. Claim 21
states it part:

21. A computer-readable medium for storing computer-execuiable instructions for
a method of managing data, the method comprising:

~ dynamically associating the dats and the application with the second user

workspace in the metadata such that the user employs the application and data
from the second usex workspace.

‘761 Patent, Col. 22, 1. 46-63.

As can be seen by the claim, Claim 21 is directed to 2 computer readablé medium which
.include_s computer-executable instruciions for a method of managing data, This claim is directed
to instructions which act interactively with the user. The computer-executable instriction is able
ta perform the function of “djrnamicg]ljr agsociaiing the data and the application with the second
uger workspace in the metadata.” ‘761 Patent, Col. 22, 1. 61-62. In order for this to mix. a
method and system claim_ the element “such that the user employs the application and data from
the second user workspace” must bﬁ-:_a meﬂnbd step re-:iuir'mg user action. However, this is not
the case. The Yimitation refers to the interactive function of the computer-executable instructions
is configured to perform an action in response to ceﬁam uger interactions. This does not require
a user to perform an action; rather the computer-execuiable instrﬁctiun must only be configured
to operate in such as manmer when a user does perform such an action. The functional nature of
this claim limitation can be seen from the analysis of Leader’s infringement expert, Dr. Vlgua

See suprg at 9-10.
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Claim 23 includes functional language simalar to that found in claim 1. Claim 23 claims
in part:

a computer-implemented tracking component of the web-based server for fracking

change information associated with a change in access of the user from the first

nser workspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second nser workspace.

761 Patent, Col, 23, 11. 31-37.

Contrary to Facebook’s assertion, Claim 23 does not include a method lin:itaﬁan; rathey it
recites a functional elaim limitation. The user is included in Claim 23 because the claim is
directed to an interactive system which interacts dynamically with the user while the us.cr' is
using the systern. To this end, the tracking component claimed is configured to perform the
function of tracking the user and dynamically updating the stored metadata responsive 1o whe.,n
the user accesses the data from a second nser workspace. Tlﬁs 15 demonstrated by the claim
lanpuage which recites that the tracking component is “for tracking f.hang_e information
associated with a chanpe in access of the user from the first user workspace fo a second user
workspace” and “wherein the user accesses the data from the second user workspace.” The
functional nature of this claim limitation can be seen from the analysis of Leader’s infningement
expert, Dr. Vigna, See szpraat 11-12,

Furthermore, and similar to almost all cases in which /2X7. Holdines has been raised with
an attempt to invalidate claims for indefiniteness, the imitations at issue in the *761 Patent are
fimctional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the exarminer
specifically requested the Hrﬁ.ita:linn before permitting allowance and would not reguest a
limmitation contrary to the MEEP, See supra at 13.

10.  Facebook states that “1J.8. Patent No. 7,139,761, entitled ‘Dynamic Aszsociation
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of Electronically Stored Information with Iterative Workflow Changes,” purports to disclose a

s TERLCETT L

data management tool for use in ‘communications, organization, information processing, and

data storage.”” D.]. 384 at 2. This fact is DISPUTED to the extent that Facebook purports to
lirmit the“761 Patent to only “a data management tool” related to “a data management too] for usel
in ‘communication, organization, information processing, and data storage.”™ 1d. The “761
Patent includes a disclosure for 2 broad and complete system for data management and
organization by Ievcragj:llg context and tracking user movement. As stated in the “761 Patent and

the expert reporis of Dr. Vigna and Dr. Herbsleb, the “761 Patent discloses:

A dsta management tool. The tool is a unified, horizontal system for

comimunications, orgamization, information processing, and data storage. The tool

operates seamlesshy with existing platforms, and is a common workflow layer that

is automated with a scalable, relational daigbase. The tool uses one or both of'a ]
relational and object database engine that facilitates af least many-to-many ‘
relationships among data elements. The highest contextual assumption is that

there exists an entity that consists of one or more users. The data storage model

first assumes that files are associated with the user. Thus, data genersted by

applications is associated with an individual, group of individuals, and fopical

content and not simply with a folder, as in traditional systerns,

761 Patent, Abstract.

The present invertion disclosed and claimed herein, in one aspect thereot, is a
data management tool that is a unified, horizontal system for communications,
organization, information processing, and data storage. The tool installs on
existing platforms, and is a common workflow layer that is antornated witha
scalable, relational database. The tool includes a relational database engine that _
facilitates many-to-many relationships ameng data elements, in addition to, one- ' :
to-many and many-to-many relationships. ' ;_

“761 Paient, Col. 3, 1L, 15-24.

The data management tool includes a novel architecture where the highest .
contextual assumption is that there exisis an entity that consists of one or more
wsers. The data storage model first assumes that files are associated with the nser.

Thus, data generated by applications is associated with an individual, group of

individuals, and topical content, and not simply with a folder, as in traditional

syastems.

‘761 Patent, Col. 3, l. 25-31.
When a user logs in to the system that employs the tool, the user enters info a
persenal workspace enviromment. This workspace is called a board, and is ;

29



associated with a user context. From within this baard, the tool makes accessible .
to the user a suite of applications for creating and manipulating data. Any user
operating within any board has access to the suite of applications associated with.
that board, and can obtain access to any data in any form (e.g., documents and
files) created by the applications and to which he or she has permission.
Moreover, thereafter, the user can then move to shared workspaces (or boards),
and access the same data or other data.

“761 Patent, Col. 3, 1. 32-43.

Data created within the board is immediately associated with the user, the user's
permission level, the current workspace, any other desired workspace that the user
designates, and the application. This association is captured in a form of metadata
and tagged to the data being created. The metadata automatically captures the
context in which the data was created as the data is being ¢reated. Additionally,
the data content is indexed to facilitate searching for the content in a mumber of
different ways in the fature by the user or other users. This tagging processis
universal, in that, the data model allows for any binary data (e.g., files), as well as
any set of definable data to be accepted into the system. The system is not
restricted to processing e-mail, faxes, calendar events, meetings, phone calls, etc.,
that are included in the bundled system, b can also accommodate whatever data
the user chooses to use. The system is also universal insofar as ifs user interaction
can be through a browser that is pervasively employed for use with conventional

operating systems. _ g
1561 Patent, Col. 3, 11, 44-62.

In that the tool supports multiple users, there can be mmltiple boards. Two or more
boards (or workspace environments) can be grouped as a collection of boards,
also called a web. Boards can exist in any number of diffexent webs. The
association of wehs and boards is stored in a table. Ag a user creates a context, or
moves from one context to at least one other context, the data created and
applications used previously by the user automatically follows the user to the next
context. The change in usér context is captured dynamically. All files and groups
of files can be associated with any other file in the system, allowing.a system user
the flexibility in determining dynamic asseciations.

“761 Patent, Col. 3,1. 63 -Col. 4,1. 7.
In addition to the macro view provided by webs and brards, the user can also
create the more familiar hierarchical folders within any board. These are virtmal
folders, and nothing is physically stored in these folders.

“761 Pateni, Col. 4, 11. 8-11.

In another aspect of the present invention, the tool provides the seamless
facilitation, collection, compilation, and distribution of data.

761 Patent, Col. 4, 1l. 12-14.

In yet another aspect of the present invention, the tool provides links fo enterprise
leadership pricrities.

“761 Patent, Col. 4, 11. 15-16.
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In still another aspﬁct of the present invention, the tool pﬂfﬂn‘ns communications o X
tasks while simultaneously reminding the vser of his/her individual work
prionities,

“761 Patent, Col. 4, 1. 17-19. )

In another aspect thereof, the tool autormatically stores contextual information
relating to an item of comminnication and utilizes that contextual information in
perfommance of communicaiion tasks.

761 Patent, Col. 4, IL. 2023,

Tn yet another aspect thereof, the tool Integrates two or more different applications
such as telephony, unified messaging, decision support, document managernent,
portals, chat, collaboration, search, vote, relationship management, calendar,
personal information management, profiling, divectory management, executive
information systems, dashboards, cockpits, taslung, meeting, conferencing, eic.,
into & common application.

“761 Patent, Col. 4, 1. 24-31.

In another aspect thereof, the toal provides a structure for defining relationships
between complex collections of data

‘761 Patent, Col. 4, 11. 32-33.

In still another aspect of the present invention, the tool provides 4 process for
automating workflow between multiple entities.

*761 Patent, Col. 4, I1. 34.36.

Vigna Report, T 21.
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The 761 Patent discloses an online collaboration tool that facilitates efficient
commumication, organization, and content sharing between users and allows
muliiple users to share and use electronically stored content over a network.

Hetbsleb Report, ¥ 146.

The online collaboration tool described in the ' 761 Patent addresses the problems
with traditional systems. The technology of the '761 Patent uses a server that hosts
the online collaboration tcol and is connected through the intemet fo the user's
computer, typically running a web browser. The '761 Patent describes a
technology where the nser can upload content over the Internet, through the web
browser on the user's computer, o the online collaboration tool. The online
collaboration tool of the '761 Patent autornatically associates context information

_with thé content. This is described as being performed by a context component
residing on the server, which associates the comtent with context information,
relating fo the context in which this content was created. This confext information
is stored as metadata and associated with newly created content. In this manner it
provides valuable context to the content. This information is then stored on the
back-end server in a database or other data storage means.

Herbsleb Report, § 17.

The online collabotation tool described in the ‘761 Patent also automatically
tracks user actions within different environments on the online collaboration tool
using a tracking compoenent, For example, the user may move from their homne
page to the home page of a friend or coworker, The fracking component tracks the
uger's movement and automatically captures the nser's actions where the user
accesses or employs their previonsly uploaded content from this new context. The
metadata associated with the data is then updated based on how content is used in
the new confext and what actions are taken. The type of user actions the tracking
compornent captures includes identification of the user who performed the action,
the time the action was taken. and context in which the action was taken.

Herbsleb Report, 7 18.

The online collaboration tool described in the '761 Paient thereby automatically
captures information about user content and leverages this information io allow
effective collaboration. For example, the user content can be efficient]y shared
and used by many people using the online collaboration tool. The information
about the user content can be used to aveid requiring multiple versions of a file,

_allowing a file to be uploaded once and accessed from multiple locations, by
multiple users, in multiple contexis. Furthermore, a user can provide content in
one context and have that content associated with multiple other contexts. This
allows the user o use the content in diffexent contexts and not have to re-upload
content in the other contexts. The information can alse be leveraged to allow users
to easily search for particular files based on the captured metadata.

Herbsleb Report, | 19.
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The highest contextual assumpﬂcm of the online collaboration ool is that there | | o

exisis an entity of one or more users and that the data storage model assumes that

the content is associated with the user. Thus, metadata is created when a user ,

creates an account, and that metadata pets constantly updated based on. the conterst I

the user wploads, or actions the nser takes.
Herbsleb Report, T 20.

11.  Facebook states that “[t]he patent specification states that the invendion relaies o
“structures and methods for creating relationships between users, applications, files, and
folders.™ D.I. 384 at2. This fact is DISPUTED to the exient that Facebook puwrports to lunit the
“761 Patent fo only “structures and methods for creating relationships between users, application,
files and folder.” *761 Patent. The ‘761 Patent includes a broad disclosure for information and
data management, and how data management can be accornplished by utilization of context
information or data and tracking the user. See supra at 20-32,

12.  Facebook states that “[c]laims 1 and 23 are apparatus clé.imﬂ, and claim 21 covers
a computer readable medinm,” D.L 384 at 2. This fact is DESPUTED to the exient that
Facebook is attempiing to mischaracterize the substance of claims 1, 21, and 23. Claims 1 and
23 are directed at a computer-implemented network-based system and a computer-implemented
system, respectively. Claim 21 15 directed to a computer-readable medivm for storing computer
instructions. These clamms include nsing context and tracking nser movement.

Clatm 1 covers:

1. A computer-implemented network-based system that facilitates management of

data, comprising:

a computer-implemented context component of the network-based system for

capfuring context information associated with vser-defined data created by user

interaction of a user in & first context of the network-based system, the comtext

component dynamically stoving the context information in metadata associated

with the user-defined duta, the user-defined data and metadata stored on a storage

eompanent of the network-based system; and

a computer-implemented tracking componend of the network-based system for
tracking a chanpe of the user from the first context to a second context of the
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. network-based system and dynamically updating the stored metadata based onthe .
change, wherein the user accesses the data from the second context.

161 Patent, Col. 20,1, 63 - Col. 21, 1. 12,
Claim 23 covers:

23. A compuier-implemented system that facilitates management of daia,
comprsing: | '

a compuer-implemented context compenent of a web-based server for defining a
first user workspace of the web-based server, assighing one or more applications
to the first user workspace, capturing context data assoctated with vser inferaction
of a user while in the first user workspace, and for dynamically storing the confext
data as metadata on a storage component of the web-based server, which-metadata
is dynamically associated with data created in the first user workspace; and

a computer-implemented tracking cornponeni of the web-based server for tracking
change information associated with a change in access of the nser from the first
user workspace to a second user workspace, and dynamically storing the change
information on the storage component as part of the metadata, wherein the nser
accesses the data frem the second user workipace.

761 Patent, Col. 23, 11. 20-37.
Claim 21 covers:

71. A romputer-readable medium for storing computer-executable instructions for

a method of managing data, the method comprising: creating data related to user

interaction of a user within a nser workspace of a web-based computing platform

using an application; dynamically associating metadata with the data, the data and

metadata stored on the web-based computing platform, the metadata includes

information related to the user of the user workspace, to the data, to the

application and to the user workspace; tracking movement of the user from the

user workspace to a second user workspace of the web-based computing platform;

dynamically associating the data and the application with the second user

workspace in the metadata such that the user employs the application and data

from the second user workspace; and indexing the data created in the user _
workspace such that a plurality of different users can access the daia via the
metadata from a corresponding plurality of different user workspaces. :

‘761 Patent, Col 22, 11. 46-67.

13.  Facebook stafes that “This mnﬁﬁn concerns claims 1, 21 and 23 and all asserted
claims that depend from them.” D.L. 384 at 2. This fact is DISPUTED. Facebook’s motion does
not cite a proper basis for dismissal of claims 1, 21, and 23 becanse the claims are not indefinite

under 35 U.8.C. §112, 9 2. Becanse the independent claims are definite and Facebook provided
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1o separate argument regarding the dependent claims, Facebook’s motion does not concern the
claims depending from cl.ai:ﬁs 1, 2.1 and 23. The holding of the court in IPXT. Holdings was
limited to dectaring claims which indisputably included “both a system and the method of using
that system” as indefinite, 430 F.3d ai 1384. The claim in question in IPXL Heldings was a
clear example of claiming a system sz;nd a method of using that same system, with the claim at
issue stating:

The system of claim 2 [including an input means] wherein the predicted
{ransaction information comiprises boih a fransaction type and transaction
parameters associated with that trunsaction type, and the user uses the inpus
means to either change the predicted transaction information or accept the
displayed transaction type and transaction parameters.

Id., 430.F.3d at 1384 (citing ‘055 Patent, Col. 22, 11, B-13).

. The claims of the ‘761 Patent do not present such as case. Under IPXL. Holdings, a clamm.
muigt indisputably mix an apparatus and a method of using the apparatus in one claim, Id,
Claims 1, 21, and 23 do not include a method step with the claim language, rather they describe
functional limitations related to an intﬂrm.:tivﬁ System. -
Claim 1 states in part that:
a computer-implemented tracking component of the network-based system for
tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, whercin the nser accesses the data from the second context.

“761 Patent, Col. 21, 1. 7-12.

Confrary to Facebook’s assertion, Claim 1 does not include a method lirmtafion requiring
the user to use the systern, but includes a functional ¢laim limitation. The user is included in
Claim 1 because the elaim is directed to an imeractive system which is designed to interact
dynamically in response to the user. To this end, the claim includes references to the user and

how the gystern ig configared to react based on specific user actions, For example, the claim
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includes a tracking component which performs a function of tracking the user as the user moves
and dynamically updating the stored metadata based on the change when the user accéssas the
data from a second context. Jd Claim 1 only requires a system which, when in use, performs
certain aciions reSpﬂﬁsivc to the nser accessing the data from the second context. (“for trackiﬁg
a change of the user from the first context to a second context of the network-based system
. .whn._ergin the nser accesses the data from the second context.™). The claim does not require the
| user to perform any step or action, rather only requires a system which responds to user action.
Courts have repeatedly found these sorts of functional claim limitations acceptable outside of a
means-plus-fumetion context. See K-2 Corp., 191 F.3d at 1363; see glseo Microprocessor
Enhancement, 520 F;Hﬁ at 1375 (“Functional language may also be employed to limit the claims
withowut using the means-plus-function format.™). As a result, claim 1 includes a functional
' |imitation and not a method step. The functional element of this claim limitation can be seen
from the analysis of Lt;,ader’s infringement expert, Dr. Vigna. See supra ai 7-8.
Claim 21 sirmilarly recitcé a proper claim limitation. Facebook’s position thet this
includes a meéthod step performed by the user ignores the claim’s plain language. Claim 21
states in part: |

21, A computer-readable medium for storing computer-executable instructions for
a method of manapging data, the method comprising:

dymamically associating the data and the application with the second iser

workspace in the metadata such that the user employs the application and data
from the second user workspace.

‘761 Patent, Col. 22, 11, 46-63.
As can be seen by the claim, Claim 21 i ditected to a computer readable medium which
includes compauter-executable ingtructions for & method of managing data. This claim 15 directed

to instructions which act inferactively with the user. The computer-executable instruction is able

36



.. to perform the fumction of “dynamically associating the data and the application with the second

user workspace in the metadata.” Id, Col. 22, 11. 61-62. In order for this to mix a method and

system claim, the element “such that the user employs the application and data from the second
user workspace” must be a method step requiring user action. However, this is not the case. The
lirnitation refers to the interactive function of the computer-executable instructions i3 configured -
to perform an action in response to certain user interactions. This does not require a user to
perform an action; rather the computer-executable instruction must only be Gmﬁgufed to operate
in such as mamner when a user does perform such an action. The fimctional nature of this elaim
limitation can be seen from the analysis of Leader’s infringement expert, Dr: Vigna. See supra
at 9-10.

Claim 23 also includes fimetional language which is similar to that found in claim 1.
Claim 23 states in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the first

uiser workspace to a second user workspace, and dynamically storing the charpe

information on the storage component as part of the metadata, wheremn the user
accesses the data from the second user workspace,

“761 Patent, Col, 23, 11. 31-37.
Contrary to Faceb_nnk’s agsertion, Claim 23 does not include a method limitation; rather it
recites a functional claim limitation. The user is included in Claim 23 because the claim is _
directed to an interactive system which infteracts dynamically with the user while the user is
using the system. To this end the tracking compenent claimed is configured fo perform the
function of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the data from a second user workspace. This is demonstraled by the claim
language which recites that the tracking component is “for iracking change informatian

associated with a change in access of the user from the first user workspace te a second uger .f
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warkspace™ and “wherein the user accesses the data from the second user workspace.” The
functional nature of this claim Himitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. See supra at 11-12,

Furthermore, and similar to almost all cases in which IPXT. Holdings has been raised with
an, attempt to invalidate claims for indefiniteness, the limitations at issue in the *761 Patent are
functional and the claims valid. See supra at 12:13. Further supporting the position that these
glaims are yalid and do not include a system and a step for using it is that the examiner
specifically requested the limitation before permitting allowance and would not request a
limitation contrary to the MPEP. See supra at 13.

14.  Facebook stafes that “[a]s cz;cpla:ilmd below, those claims are invalid “hybrid’
claims becanse they purport to cover both an apparatus or computer medium and a method of
using it.” D.1. 384 at 2, This fact is DISPUTED. Facebook’s motion is nothing more than a
rehash of its pon-infringement arguments, and is not an invalidity argument. facehuuk’s motion
is a rehash of the opinion provided by its nen-infringement expert, Dr. Kearns, in rebuital to the
" infringement opinion of Dr. Vigna. Specifically, and using claim 1 &s an example Dr. Vigna
opined that claim 1 is infiinged by the Facebook Website. See supra at 3-4. Facebook’s non-
infringement expert attempied to rebut Leader’s infringement position with the same arguments
which are made in Facebook’s Brief. Dr. Kearns stated in his report in an attﬁmpt to reﬁm Dr.

Vigna opinion regarding claim 1, that:
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Kearns Report, Y 67.

Kearns Report, | 69.

In regards io claim 21, Dr, Vigna states in his expert repori regarding infringement that:

Vigna Report, § 262

Vigna Report, 1 263.
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Vigna Report, § 264

Dr. Keamis® response o this infringement argument was that:




Kearns Report, 1] 119.

[nregards to clsum 23, Dr. Vigna states in his expert report regarding infringement that:

Vig:na Report, § 317.

Vigna Report, § 318,




Vigna Report, 4319




Dr. Keams” response to this infiingement argument was that:

Keams Report, '[129..
Further supporting this position that this motion is simply a restatement of Facebook's
pon-infringement position is that Facebook’s expert on invalidity, Dr. Greenberg, does not
discuss the supposed hybrid nature of the claims of the “761 Patent. See Greenberg Report.
Furthermore, Facebook’s position that these claims ari;a hybrid, and indefinite as a resulf, i )
disingerinous as Facebook has put forward corisiderable evidence to show that a person of
" ordinary skill in the art would understand the claim language, as shown from the invalidity
expert report from Dr. Greenberg. See id Dr. Greenberg was able to prepare an invalidity
eXpert report applying SB‘R-.'E:IE] pieces of pridr art 1o the claims v.fitholﬁ apparent problem. See id
Moreover, Claims 1, 21, and 23 are not hybrid claims, are not indefinite, and do not
purport cover either an apparatos or computf:r'mﬂdim and a method of using it. Facebook states
that claims 1, 21, and 23 are so called “hybrid claims,” and as a result are indefinite. A claim is
indefinite only if a person of skill in the art is not reasonably apprised of its scope. [FXL

Holdings, 430 F.3d at 1383-84.
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Under IPXL Holdings, a claim is only ﬁhybrid if i1; indisputably mixes an apparatus and.a .
method of using the apparatus in one claim. fd Claims 1, 21, and 23 do not include a method
step with the claim language, rather they describe functional limitatjons related to an interactive
system. |

Claim 1 states in part that: _

a computer-implemented tracking component of the network-based system for

tracking a change of the user from the first context to a second coritext of the

networl-based sysiem and dynamically updating the stored metadata based on the
change, wherein the nser accesses the data from the second comtext.

‘761 Patent, Col. 21, 11, 7-12,
Contrary to Facebook’s assertion, Claim 1 does not include a method limitation requiring
the nser to use the system, but a functional claim limitation. The user is included in Claim 1
because the claim is directed to an interactive system which is designed to interact dymamically
in response to the user. To this end, the ¢laim includes references to the user and how the system
is configured 1o react based on specific user actions. For example, the claim inclndes a tracking
component which performs a funetion of tracking the user as the vser moves and dypamically
updating the stored metadata based on the change when the user accesses the dafa from a second
context. Jd Claim 1 only requires a system which, when in nse, performs certain actions
responsive to the user au@ﬁng the data from the second context. (“for tracking a change of the
user from the first context to a second context of the network-based system ...wherein the user
aﬁemm the data from the second context.™). The claim does not require the user to perform any
step or action, rather only requires a system which Irespunds to user action. Courts have
repeatedly found these sorts of functional claim Limmtations a::’::éi:niablc outside of a means-plus-
function context, See K-2 Corp, 191 F.3d at 1363; see also Microprocessor Enhancement, 320

F.3d af 1375 (“Funciional language may also be employed to Hmit the claims without using the
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means-plus-function format.™. As aresuli, ¢laim 1 includes a functional limitation and not a

method step. Further demonstrating this is the analysis of Dr. Vigna in reference to this claim

clement. See supra at 7-3.

Claim 21 similarly recites a proper claim limitation. Facebook’s position that this
includes a method step performed by the user ignores the claim’s plain language. Clatm 21
¢laims in part: |

21 A cnmpm_:erqeadabic medium for storing computer-executable instractions for
a method of managing data, the method comprising;

dynamically associating the data and the application with the second user

workspace in the metadata such that the nser employs the application and data
from the second nger workspace.

“761 Patent, Col. 22, 11. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes computer-executable instructions for a method of managing data. This claim is directed
to instructions which act inferactively with the user. The cnﬁputer—executahla instruction is ghle
to perform the function of “dynamically associating the data and the application with the second
user workspace in the mctadﬁtaﬁ’ Id, Col. 22, 11. 61-62. In order for this to be a hybnd claim,
the elememnt “such that the ﬁscr employs the application and data from the second user’
workspace™ must be a method step requiring user action, However, this 15 _nﬁt the case because
the limitation refers to the interactive function of the computer-executable instructions is
configured to perfufm an action in response t1;p certain user interactions. This does not require a
user to perform an action; rather the computer-executable instruction must only be configured to
operaie in such as inanner when 2 user does perform such an action. In regards to claim 21, Dr.
Vigna describes in his expert report the functional natire of this claim. See supra at 9-10.

Claim 23 also includes functional lanpuage which is similar to that found in claim 1.
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. Claim 23 states in part: . S i
a computer-implemented tracking component of the web-based server for fracking
change information associated with a change in access of the user from the first
"user workspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patcnt,.Cul. 23, 11. 31-37.

Contrary to Facehool’'s assertion, Claﬁn 23 does not include a method limitation; rather it
recites a funﬁﬁonal. ¢lgim limitation. The user is included in Claim 23 because the claim is
directed to an interactive system which inferacts dynaimically with. the user while the nser is
using the system. To this end the tracking component claimed is configured to perform the
ﬁmuﬁun of tracking the user and dynamically updafing the stored metadata responsive to when
the user accesses the data from a second user workspace. This is demonstrated by the claim
Ianguage which recites that the tracking compoment is “for tracking change information
associated with a change in access of the user from the first user workspace to a second user
wa.rk};pacc” and “wherein the user accesses the data from the second user workspace.” The
funetional natyre of this ¢laim Lirmitation can be seen from the @ysis of Leader’s infrinpement
expert, Dr. Vigna. See supraat 11-12.

- Purthermore, and similar to almost all cases in which JPX7. Holdings has been raised with
an atterpt to invalidate claims for indefiniteness, the limitations at issue in the *761 Patent are
functional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiner
spcciﬁcajl}r requested the limitation before permitting allowance and would not request a
limitation contrary to the MPEP. See supra at 13.

15.  Facebook states that “Independent claims 1 and 23 each purport to describe an

| apparatug for facilitating management of data™ This fact is DISPUTED to the extent that
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Facebook is attempting to mischaracierize the substance of claims 1 and 23. . Each of these
claims relate to a system which tracks a user and uses context to manape data.
Claim I covers:

1. A computer-implemented network-based system that facilifates managenent of
data, comprising:

a computer-implemented context component of the network-based system for
capturing context information associated with user-defined data created by vser
interaction of a user in a first context of the netwerk-based system, the context
component dynamically storing the context information in metadata associated
with the user-defined data, the nser-defined data and metadata stored on a storage
component of the network-based system; and

a computer-implemented tracking component of the network-based sysiem for
tracking a change of the user from the first context to a second comtext of the

network-based system and dynamically updating the stored metadata based on the
chengé, wherein the user accesses the data from the second context. ' )

*761 Patent, Col. 20, 1. 63 - Col. 21, 1, 12.
Claim 23 covers:

23, A computer-implemented system that facilifates management of data,
comprismg: '

a computer-implemented context component of a web-based server for defining a
first user workspace of the web-based server, assigning one or more applications
to the first'user workspace, capturing context date associated with user interaction
of a nser while in. the first uger workspace, and for dynamically storing the context
data as metadata on a storage component of the web-based server, which metadata
is dynamically associated with data created in the first user workspace; and

a computer-implemented tracking component of the web-based server for tracking
change information associated with a change in-access of the user from the first
user workspace to a second user workspace, and dynamically storing the change
information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patent, Col. 23, 1. 20-37.

16.. Facebook states that “Ie]ach of these claims requires structural requirements of
'the claimed apparatus or system, while at the same time, reciting a method step that invnlve;:s
using the apparamsfs?stt‘:m DY, 384 at 2. This fact is DISPUTED. Nene of the claims of the
*761 Patent disclose a method step that involves using the apperatus/systemn. Claims 1 and 23 do

not include method step which must be performed by the user in the claim language, rather they
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describe finctional limitations related to an interactive system.
Claim 1 states in part that:

a computer-implemented tracking component of the network-based systemn for
travking a change of the user from the first context to a second coniext of the
network-based system and dynamically updating the stored metadata based on the
change, wherein the vser accesses the data from the second context.

“761 Patent, Col. 21, I, 7-12.

Contrary to Facebook’s assertion, Claim 1 does not include a method limitation requiﬁng
the oser to use the sﬁtern, but includes a functional claim limitation. The user iz included in
Claim 1 because the claim is directed to an interactive system which is designed to interact
dynamically in response to the user. To this end, the claim includes references to the user and
how the system 1,5 confignred to react based on specific user actions. For example, the claim
includes a tracking component which performs a fimction of tracking the user as the user moves
and dynamically updating the stored metadata based on the change when the user accesses the
data from a second context. Id. Claim 1 only requires a system which, when in use, performs
cerfain actions responsive to the user accessing the data from the second context. (“for tracking
a change of the user from the first context to a second confext of the network-based system
...whergin the user actesses the data from the second context.”}. The claim does not require the
user to perform any step or action, rather only requires & system which responds to user action.
Courts have repeatedly found these sorts of functional claim limitations acceptable outside of a
mﬁans-l;_-lus-ﬁmctinn context. See K-2 Corp., 191 F3d at 1363; see alse Microprocessor
Enhancement, 520 F.3d at 1375 (“Functional language may also be employed fo limit the claims
without using the means-plus-function format.””). As aresult, claim 1 includes a functional
limitation and not a methed step. The fimetional element of this claim limitation can be seen

from the analysis of Leader’s inﬁ‘ingeﬁ:lem expert, Dr. Vigna. See supra at 7-8.
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Claim 23 also includes finctional lanpuage which is.similar to that found in claim 1.. ... ..
Claim 23 stafes in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the first

nser workspace to a second user workspace, and dynarmically storing the change

information on the storage component as pari of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patent, Col. 23,11 31-37.

Contrary to Facebook’s assertion, Claim 23 does not include a method limitafion; rather it
recites a functional claim limitation, The user is included in Claim 23 because the ¢laim i3
directed to an interactive system which interacts dynamically with the user while the user is
using the system. To this end the tracking component claimed is configured to perform the
function of fracking the user and dynarmically updating the stored metadata responsive to when
the user accesses the data from a second user workspace. This is dsmonstrated by the claim
language which recites that the tracking compoenent is “for tracking change information
associated with a change in access of the user from the first nser workspace to a second user
workspace™ an “wherein the user a&asses the data from the s.e:mud user workspace.” The
functional nature of this claim hm.ltatmn can be seen from the analysis of I@dm’s infringement
expert, Dr. Vigna. See supraat 11-12.

Furthermore, and similar to almost all cases in which IPXT, Holdings has been raised with

"gm atternnt to ﬁvﬂidm claims for indefiniteness, the l'mﬁtaﬁﬂns at issue in the “761 Patent are
functional and the claims valid. See supra at 12-13. Further suppﬁﬂing the position that these
claims ﬂ.l;ﬂ valid and do not include a system and a step for usmg it is that the examiner
specifically requested the limitation before permitiing allowance and would not request a
limitation contrary to the MPEP. See supra at 13,

Furthermore, the sections of the claims referenced by Facebook are impossible to be read
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in a manner where it would include use of the system by a user. For example, in claim 1 the.
staternent “whezein the user accesses the data from the second context” does ot require use of
the system in the claim by the user becavse the ¢laimed system does not include a mechanism for
accessing the data, rather the claim is directed to a context component and a tracking component,
“161 Patent, Col. 20, 1. 63 - Col. 21, 1. 12. This statement iz also false for claim 23. The element
“swherein the user accesses the data from the second user workspace” does not show use of the
system in claim 23 because the system does not disclose a mechanistn for accessing the data,
rather it includes a context component and tracking component. fd, Col. 23, 1. 20-37.

17.  Facebook states that “[c]laim 1 shown above recites an apparatus (a ‘computer-
implemented network-based systern’) that includes two components, i e. a ‘context component”
and a “tracking component.” D.I. 384 at 3. This fact is DISPUTED to the extent Facebook
mischaracterizes the language of claim 1 by summarizing the claim. Claim 1 i directed to &
computer-implemented network-based system, Claim 1 states:

1. A computer-implemented network-based system that fanﬂitatés management of

data, comprising,;

a computer-implemented context component of the network-based system for

capturing context information associated with user-defined data created by wser

interaction of a user in a first context of the network-based system, the context

component dynamically storing the context information in metadata associated

with the user-defined data, the user-defined data and metadata stored on a storage

component of the network-based system; and

a computer-implemented tracking component of the network-based system for

trackinig a change of the user firom the first context to a second context of the

network-based system and dynamically updating the siored metadaty based on the
change, wherein the user accesses the data from the second context.

“761 Patent, Col, 20, 1. 63 - Col. 21, 1. 12.
18. | Facebook states that “[t]he claim concludes by reciting a method step that must be
performed b}:fhf: user of that Ej’sfnm - “the user accesses the data from the second context.”™ DL

384 at 1. This fact is DISPUTED. Under {PXL Haidin;gs, a claim must indisputably mix an
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. appearatus and a method of using the apparatus in one claim. 430 F.3d a¢ 1384. Claim 1 does not
include a method step with the claim language, rather they describe functional imitations related
to an interactive system.

Claim 1 states in part that:

a computer-implemented tracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynamically vpdating the stored metadata based on the
change, wherein the nser accesses the data from the second context.

761 Patent, Col. 21, 1 7-12,

Contrary to Facebook’s-assertion, Claim 1 does not inclade & method limitation requiring
the user 1o use the system, but includes 2 functional claim lmitation, The user is inchuded in
Claim 1 because the claim is directed to an interactive system which is designed to interact
dynamically in response to the user. To this end, the claim includes references to the user and
how the system is configured to react based on specific user actions. For example, the claim |
includes a tracking component which performs a fimetion of tracking the vser as the user moves
and dynamically updating the stored metadata based on the change when the user accesses the

data froin a second context. fd Claim 1 only requites a system which, when in use, performs

certain actions responsive te the user accessing the data from the second confext. (“for tracking

a chamge of the user from the first commct ta a'éacond context of the network-based system
...wherein the user accesses the data from the second context.™). The ;L:laim does not require the
uger to perform any step or actiu.n, rather omly requires a system which responds to user action.
Courts have repeatedly found these sorts of functional claim limitations acceptable outside of 4
means-plus-fonction context. See X-2 Corp., 191 F.3d at 1363; see afsa Microprocessor
Enhancement, 520 F.3d at 1375 (“Functional Janguage may also be employed to limit the claims

without using the means-plus-fumction format.™). As a result, claim 1 includes a functional
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limitation and not-a methiod step. The functional element of this claiﬁl limitation can be.seen -
from the analysis of Leader’s infringement expert, Dr. Vigna. See supra at 7-8.

Furthermaore, and similar to almost all cases in which IPXT. Holdings has been raised with
an aitempt to invalidate claims for indefiniteness, the limitations at issuc m the ‘761 Patent are |
functional and the {;laims valid, See supra at 12-13. Puorther supporting the position that these
claims are valid and do not include a system and a ﬁep for using it is that the examiner
specifically requested the limitation before permitting allowance and would not request a
lirmitation contrary to the MPEP. See supra at 13.

19.  Facebook states that “[¢]laim 23 shares substantially the same problems ... Claim
23 similarly recites a ‘system that facilitates management of data,” includes both a *context
component” and 1 ‘tracking component,” and concludes with a method step that requires an
explicit action by the user of the system (the user accesses thﬂ data from the second user
workspace™).” D1, 384 at 3-4, This fact is DISPUTED. Claims 1 and 23 do not include a
method step with a system or apparatos ¢laim. Claim 23 only includes fonetional language.
Claim 23 claims in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the first

user workspace to a second user workspace, and dynamically storing the change i

information on the storage component as patt of the metadaia, wherein the nser i
accesses the data from the second user workspace.

“761 Patent Col. 23,11 3137,
Confrary to Facebook’s assertion, Claim 23 does not include a method limitation; rather it

recites a functional claim limitation. The user {5 incladed in Claim 23 because the clatm is |

directed to an interactive system which interacts dynamically with ﬁe user while the user is

using the system. To this end the tracking component claimed is confignred to perform the

function of tracking the user and dynamically updating the stored metadata responsive to when

32



. the user accesses the.data from a second user workspace. This is.demonstrated by the claim ..
language which recites that the tracking component is “for tracking change information
associated with a change in access of the user from the first user Wurkspa;:e'tu a second user
workspace™ and “wherein the user accesses the data from the second user wur_kspaﬂé.“ The
functional nature of this claim limitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. See supra at11-12.

20.  Facebook states that “[c]laiﬁ 23 has no material differences from ¢laim 1 for the
preposes of this motion.” DI 384 at 4. This fact is DISPUTED to the extent that Facebook is
attempting to mischaracterize the substance of claims 1 and 23. Claim 1 and claim 23 have
different claim language. For example claim 1 relates to contexts, while claim 23 relates to
wnrkspacés and applications in those workspaces.

Claim | states:

1. A computer-implemented network-based system that famhtatcs managﬁmﬁnt of
data, comprising:

a computer-implemented context component of the network-based system for
capturing context informstion associated with user-defined data created by user
interaction of a user in & first context of the network-based system, the context
component dynamically storing the context information in metadata associated
with the user-defined data, the user-defined data and mefadata stored on a storage
component of thie network-based system; and

a computer-implemented tracking component of the network-based system for
tracking a change of the user from the first context to a second context of the
network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

“761 Patent, Col. 20,1. 63 - Col, 21, 1, 12.

Claim 23 states:

23, A cnmpmcpunplemf:ntad system that facilitates management of data,
comprising:

s coreputer-implemented context component of 2 web-based server for defining a
first user workspace of the weh-based server, assigning one or more applications
to the first user workspace, capturing context data associated with user interaction
of a user while in the first uger worltspace, and for dynamically storing the context
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data as metadata on a siorage component of the web-based. server, which metadata
is dynamically associated with data created in the first nser workspace; and

a computer-implemented tracking component of the web-based server for tracking
change information associated with a change in access of the user from the first
oger workspace to a second user workspace, and dynamicaily storing the change
information on the storage component as part of the metadata, wherein the user
accesses the data from the second nser workspace.

“761 Patent, Col. 23, 1. 20-37.

21.  Facehook states that “[i|ndependent ¢laim 21 purports to claim an article of
manufacture iv the form of a “computer-readable mediom for storing compruter-gxecuiable
instractions,” such as a CD-ROM or DVD disc, for managing data.” D.1L 384 at4. This fact is
DISPUTED. Leader disputes Facebeok’s allegations that claim 21 only applies to the computer-
readable medium of a €D-ROM or DVD disc. The claim does not call for a specific computer
readable medinm, and any medium is covered. Claim 21 states:

21. A computer-readable medium for stnﬁng computer-executable instructions for

a method of managing data, the method comprising: creating data related to user

interaction of a user within a user workspace of a ‘web-based computing platform

using an application; dynamicaily associating metadata with the data, the data and
metadata stored on the web-based cormputing platform, the metadata includes
information related to the user of the user workspace, to the data, to the

application and to the user workspace; tracking movement of the user from the

user workspace 1o a second user workspace of the web-based computing plaiform;

dynamically associating the data and the application with the second nser

workspace in the metadata such that the user employs the application and data

from the second user workspace; and indexing the data created in the user

workspace such that a plurality of different users can access the data via the

metadata from a corresponding plurality of different user workspaces,

“761 Patent, Col. 22, 11. 46-67.

22.  Facebook states that “[jlust like apparatus claims 1 and 23 described above, claim
21 does not merely cover a computer readable medium with execuiable instructions for
performing specific functions - it also claims a method step that must be performed by the user
of that medium.” D.1 384 at 4. This fact is DISPUTED. Under IPXT Holdings, a claim must

indisputably mix an apparatus and a method of using the apparatus in one claim. 430 F.3d at

54




1384.. Claim 21 similarly recites a proper claim limitation. Facebock’s position that this o
includes a method step performed by the nser ignores the claim’s plain language. Claim 21
states in part:

21. A computer-readable medium for storing computer-executable instructions for
a method of managing data, the methdd comprising:

dynamically associating the data and the application with the second user

workspace in the metadata such that the user employs the application and dafa
from the second user workspace.

“761 Patent, Col. 22, 1L 46-63,

As can be geen by the ¢laim, Claim 21 is directed fo a coxmputer readable medium which
includes computer-executable instructions for a method of managing data. This claim is directed
t0 instroctions which act interactively with the user. The computer-executable instruction is able
to perform the function of “'djmat_ui_callj,f agsociating the data and the application with the second
user workspace in the metadata” fd, Col. 22, 1L 61—62, In order for this to mix a method and
system claim, the element “such that the user employs the application and data from the second
user workspace™ must be a method step requiring user gm‘ion, However, this is not the case. The
limitation refers to the interactive fimction of the computer-executable instructions is mnﬁgurcd
to petform an action in response to cerfain user inferactions. This does not require a user to
perform an action; rather th; computer-executable instruction must only be configured to operate
in such as manner when a uset does perform such an hction. The functional nature of this claim
litnitation can be seen from the analyéis of Leader’s infringement expert, Dr. Vigna. See .supra
at 9-10. |

23.  Facebook siates that “[c]laim 21 shown ghove purports 1o claim *a computer-
rcadahia medinm’ that inclodes executable instructions for performing the sI:-eciﬁ(; operations

recited in the claim slements that follow.™ D.1. 384 at 4-5. This fact is DISPUTED. Leader
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disputes the allegations that summarizes portions of claim 21 and thereby mischaracterizes the .
claim. “761 Patent, Col. 22, 11. 46-67. Claim 21 states:

21. A computer-readable medium for storing compuater-executable instructions for f [
a method of managing data, the methed comprising: creating data related to wser '-
interaction of a user within a user workspace of a web-based computing platform
using an application; dynamically associating metadata with the data, the data and
metadata stored on the web-based computing platform, the metadata includes
information related o the user of the user workspace, to the data, to the
application and to the user workspace; tracking movement of the user from the
user workspace to a second user workspace of the web-based computing plattorm;
dynamically associating ibe data and the application with the second user
workspace in the metadata such that the user employs the application and data
from the second user workspace; and indexing the data creafed in the user
workspace such that a phrality of different users can access the data via the
metadata from a corresponding plurality of different nser workspaces.

I

: 24.  Facebook siates that “[t}he specification of the *761 patent identifies several

examples of acﬁept:ablc computer-readable media, such as DYDs, CD-ROMs, magnetic
cassettes, magnetic tapes and other storage devices.” D.L 384 at 5. This fact is DISPUTED,
Leader disputes Facebook’s allegations that computer-readable media only applies o thc
computer-readable medivm of a CD-ROM or DVD -:hsc magnetic casseftes, or magnetic tapes.
25. - Facebook states that “[b]ut the claim impermissibly includes the requirement that
the user of that mediwn perform a specific act (‘the user employs the application and data from
the second user workspace’).” DI. 384 at 5. This fact is DISPUTED. Claim 21 does not require
the user of a medivm to perform a specific act. Claim 21 recites a proper claim limitation.
. Facebook’s position that this includes a method step performed by the user ignores the claim’s
plain language. Cl_aim 21 states in part:

21. A computer-readable medium for storing computer-executable instructions for
a method of manaping data, the method comprising:

dynamically associating the data and the application with the second nser

workspace in the metadata such that the user employs the application and data i
from the second user workspace. '
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“761 Patent, Col. 22, 11. 46-63.

As cam be seen by the ulaiﬁl, Claim 21 is ditecied to a computer readable medium which
includes computer-executable instructions for a method of managing data. This claim is directed
to instructions which aci interactively with the user. The computer-executable instruction is able
to perform the function of “dynamically associating the data and the application with the second
nzer workspace in the metadata,” Id._, Col. 22, 11. 61-62. In order for this to mix a method and
system claim, the element “such that the user employs the application and duta from the second
nser workspace” must be a method step requiring user action. However, this is noi the case. The
lirnitation refers to the interactive function of the computer-executable instructions is configured
to perform :m action. in response to certain user inferactions. This does not require a user to.
perform an action; rather the computer-executable instruction must only be con.ﬁgurcd to operate
in gnch as marner when a user does perform such an action. The functional nature of this (_:lhim
limitation can be seen from the analysis of Leader’s infringement expert, Dr Vignaﬂ. See supra
at 9-10. |

26,  Facebook states that “J¢]laims 1, 21, and 23 ars invalid because each claim
improperly combines at least two statutory classes.” D.I, 384 at 6. This fact is DISPUTED. The
holding of the court in IPXT. Holdings was limited to declaring claims which indisputably
included *both a system and the method of using that system™ as indefinite. 430 F.3d at 1384.
The claim in question in JPXT Holdings was a clear example of claiming a systern and a method
of using that same system, with the claim at issue stating:

The system of claim 2 [including an input means] wherein the predicted

transaction information comprises both a transaction type and transaction

parameters associated with that transaction type, and the user uses the input

means to either change the predicted transaction information or accept the
displayed transaction type and transaction parameters.
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Id {citing ‘055 Patent, Col. 22, 11. 8-13).

Tilﬁ claims of the “761 Patent do not present such as ﬁse. Under IPXI Holdings, a claim
mmst indisputably mix an apparatus and & method of using the apparatus in one claim. 430 F.3d
at 1384. Claims 1,21, and 23 do not include a method step with the claim language, rather they
describe functional limitations relaied to an inieractive system.

Claim 1 siates in part thai-

a computer-implemented tracking component of ihe network-based syst&m for

fracking a change of the user from the first confext to a second context of the

network-based system and dynamically updating the stored metadata based on the .
change, wherein the user.accesses the data from the second context.

“761 Patent, Col. 21, 1L. 7-12.

Contsary to Facebook’s assertion, Claim 1 does not include a method limitation requiring
the user to use the system, but includes a functional claim limitation. The user is included in
Claim 1 because the claim is directed to an interactive system which is designed to interact
dynamically in response to the user. To this end, the claim includes references io the nser and
how the system is configured to react based on specific user actions. For example, the ¢lgim
mecludes a tracking component which performs a funcﬁan of tracking the user as the user moves
and dynamically updating the stored meiadata based on the change when the nser accesses thc.
data from a second context. Id. Cl.aim 1 only requires & system which, when in use, performs
ceaﬁin actions rcslpnnsivc to the user accessing the data from the second context. Id. (“for
tracking a change of the user from the first context 1o a second context of the network-based
system .. wherein the user accesses the data from the second context.”). The claim doesnot™
reqmre the user to perform any sﬁ:p of action, rather only requires a system winch responds to
user action. Courts have repeatedly found these sorts of functional claim limitations acceptable

ontside of a means-plus-finction context. See K-2 Corp., 191 F.3d at 1363; see also
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Microprocessor Enhancement, 520 F.3d at 1375 (“Functional [anguage may also be employedto .. . ...

limit the claims without using the means-plus-fimction format.”). As aresult, claim 1 includes a
functional Limitation and not a method step The functional element of this claim limitation can
be seen from the analysis of Leader’s inftingement expert, Dr. Vigna. See supra ut 7-8.

Claim 21 similacly recites a proper claim lhnitatfun. Facebook’s poaition that this
includes a method step performed by the user ipnores the claim’s plain language. Claim 21
states in part:

" 21. A computer-readable medum for storing computer-executable instructions for
a xnethod of managing data; the method comprising:

dymamically associating the data and the application with the second user

workspace in the metadata soch that the user employs the application and data
from the second nser workspace,

“761 Patent, Col. 22, 11. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes computer-executable instructions for a method of managing data. This claim 1s directed
to instructions which act interactively with the vser. The mmpufer—exeﬁutahla instruction is able
to perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata.” id, Col. .22, 11, 61-62. In order for this to mix a method and
system claim, the element “such that the user employs the application and data from the second
user workspace™ must be a methud step requiring user action. However, this is not the case. The
Hmitation refers to the interactive function uf the computer-executable instructions 1s cunﬁgured
to perform an action in response to certain user interactions. This does not mﬁiui:a a user o
perform an, action; rather the computer-executable instruction must only be configured to operate

in such as manner when a user does perform such an action. The functional nature of this claim
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limitation can be seen from the analysis of Leader’s infringement expert, Dr. Vigna. See supra .
at 9-10.
Claim 23 also includes functional language which is similar to that found in claim 1.
Claim 23 states in part:
a computer-implemented fracking component of the web-based server for tracking
. c¢hange information associated with a change in access of the user from the first
user workspace fo a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patent, Col. 23, 11. 31-37.
Cemtrary to Facebook’s assertion, Claim 23 does not include a method limitation; rather it

recites a functional claim limitation, The uger is included in Claim 23 becanse the claim is

direcfed to an interactive systemn which interacts dynamically with the user while the user is

using the system. T this end the tracking component claimed is configured 1o perform the
function of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the daia from a second user workspace. This is demonstrated by the claim
language which recites that the tracking component is “for iracking change information
associated with a change in access of the user from the first user workspace to a second user
workspace” and “wherein the user accesses the data from the second user workspace.” The
functional nature of this claim imitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. See supraat 11-12.

Furthermore, and similar to almest all cases in which IPXT Hoidings has been raised with
an attempt to invalidate claims for indefiniteness, the imitations at issue in the “761 Patent are
functional and the claims valid. See supro-at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiner

specifically requested the limitation before permitting allowance and would not request a
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limitation contrary to the MPEP. See supraat13. .. ..

27.  Facebook states that “[i]n particular, claims 1 and 23 improperly recited both an

apparatus and a methed of user of the apparaius, while claim 21 recites both a computer-readable
medium and a method of using it.” D.1. 384 at 6. This factis DISPUTED. The claims do not
disclose a method of vsing the gystem in claims 1 and 23 or the computer-readable medium in
claim 21. The holding of the court u1 IPXT, Holdings was limited to declanmg claims which
indisputably included “both a system and the method of using that system” as indefinite. 430
F.3d at 1384, The claim in question in JPXY. Holdings was a clear example of claiming a sy;atem
and a method of using that same system, with the ¢laim at issue stating:

The system of claim 2 [including an input means] wherein the predicted

transaction informaiion ¢omprises both a transaction type and transaction

parameters assotiated with that transaction type, and the user uses the input

means to either change the predicted tramsaction information or accept the
displayed transaction type and transaction parameters.

Id (citing ‘055 Patent, Col. 22, 11. 8§-13).

The claims of the “761 Paient do not present such as case. Under IZXL Holdings, a claim
must indispmahljrmix an apparatus and & method of using fhe apparatus in one claim. fd.
Claims 1, 21, and 23 do not include a method step with the claim language, rather they describe
functicnal limitations related to an interactive system.

Claim | states in part that:

a computer-implemented fracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
changg, wherein the user accesses the data from the second context.

“761 Patent, Col. 21,10, 7-12.
Contrary 1o Facebook’s assertion, Claim 1 does not include a method limitation requiring

the user to uge the system, but includes a fimetional elaim Hmitation. The user is included in
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Claim 1 because the ¢laim ig directed to an interactive system which 1s designed to interact
dynamically in response to the vsex, To this end._, ﬂlﬁ'; ¢latm includes references to the user and
how the system is configured to react based on specific user actions. For example, the ¢laim
includes & tracking conponent which performs a function of tracking the user as the user moves
and dynamically updating the stored metadata based on the change when the user accesses the
data ftﬁm a Mnd comtext. /d Claim 1 only requires a system which, when in use, performs
¢ertain actions responsive to the user acceésing the data from the second context. Jd (“for
tracking a change of the user from the first context to a second context of the network-based
gystem ...wherein the user accesses ﬁ; data from the second context.”). - The claim does not
require the user to perform any step or action, mﬁm emly requires a system which responds to
user action. Courts have repeatedly found these sorts of functional claim limitations acceptable
owutside of a means-phus-frmetion confext. See K-2 Corp., 191 F.3d at 1363, see aiso
Micropracessor Enkaﬁcemenr, 520 F.3d at 1375 (“Functional language may also be employed to
limit the claims withont nsing the means-plus-fonction format.”). As a result, claim 1. includes a
fumctional limitation and not a method step. The fumctional element of this claim limitation can
be seen from the analysis of Leader’s infringement expert, Dr. Vigna. See supra at 7-8.

Claim 21 similarly recites a proper claim limitation. Facebook’s position that this
includes a method step performed by the user ignores the claim’s plain language. Claim 21
states in part:

21.LA ﬁumputer—readable medium for stering computer-execviable instructions for
a method of managing data, the method comprising;

d*_t:fnamicaﬂ},r associating the data and the application with the second user

workspace in the metadata such. that the user employs the application and data
from the second nser workspace.

‘761 Patent, Col. 22, ll. 46-63.
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As can be seen by the claim, Claim 21 is directed o 2 computer readable medium which
includes compuier-executable instructions for 2 method of managing data. This claim is directed
to instructions which act interactively with the user. The computer-executable instruction is able
fo perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata.” X2, Col. 22, 11. 61-62. In order for this to mix a method and
system claim, the element “such that the user employs the applicaiion and data from the second
user workspace” must be a method step requiring user action. However, this is not the case. The
limitation refers to the interactive function of the computer-executable instructions is configured
1o perform am acticn in response fo certain user interactions. This does not require a user to
perform an action; rather the computer-executable instruction must only be cﬂnﬁgured to operate
in such as manner when a user does perform such an action. The functional natire of this claim
limitation can I:u; BEEh t‘mm the analysis of Leader’s infringement expert, Dr. Vigna. See supra
at 9-10.

| .Claim 23 also includes functional language which is similar to that found in claim 1.
Claim 23 states in part:

a mrﬁpﬁt&r—implre:mentﬁd tracking compement of the web-based server for fracking

change information associated with a change in access of the user from the first

user workspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

‘761 Patent, Col. 23, 1. 31-37.

Contrary to Facebook™s assertion, Claim 23 does not include a method limitation; rather It
recites a fimctional claim limitation. The user is included in Claim 23 because the claim is
directed fo an interactive system which interacts dynamically with the user while the user is
nsing the system. To this end the tracking component claimed is configured to perform the

function of tracking the user and dynamically updating the stored metadata responsive to when
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- the nser accesses the data from a second user workspace. This is demonstrated by the claim
language which recites that the fracking cormponent 1s “for tracking change infnrmaﬁnn
associated with a change in access of the user from the first user workspace to a _semnd WSer
workspace™ and “wherein. the user accesses the data from the second user workspace.” The
funetionzl natore of this claim limitation can be seen from the analysis of Leader” s infringement
expert, Dr. Vigna, See supraat 11-12.

Furthermore, and similar to almost all cases in which [PXY Heldings has been raised with
an attempt to invalidate claims for indefiniteness, the limitations at issue in the “761 Patent are
functional and the claims va_tlid. See supra at 12-13. Further supporting the position that these
claims are valad and do mot include a system and a step for using if is that the examiner
specifically requested the limitation before permitting allowance and would not request a
liratation contrary to the MPEP. See¢ suprg at 13. ‘

 Fipthenmore, the sections of the claims referenced by Facebook are impossible to be read
in 2 manner where it would include use of the system by a user. For example, in claim 1 the
statement “wherein the user accesses the data from the second context” does not Tequire use of
the sysiem in fhe claim by the user because the claimed system does not include a mechanism for
accessing the data, rather the ¢laim. is directed to a context component and a tracking component.
“761 Patent, Col. QG, 1. 63 ] Col. 21,1. 12, This is also true with claim 21 which states “such that
the user employs the application and data from the second user workspace.” The computer
readsble medium is not being used by the user becanse there is not computer readable medivm
which would allow the ugex to employ the application and data. fd, Col. 22, 11. 46-67. This
statement is alzo false for claim 23. The n:leme:ni “wherein the user accesses the data ﬁt}m the

second user workspace™ does not show use of the system in claim 23 because the system: doss
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not disclose a mechanism for accessing the data, rather it includes a ¢ontext component and,.
tracking component. X, Col. 23, 11. 20-37.

28.  Facebook states that “[¢]laims 1, 21 and 23 are strikingly similar in struciure to
thf:,.claim found invalid in /PXY. Helding* D.I 384 at 8. This fact is DISPUTED. The claim
found indefinite in IPXT Holding has no similarities to claims 1, 21 and 23 because the claim in
IPXT Holding reciied both a claim element and method of using that element. 430 F.3d at 1384.
The claim in questions was a clear example of claiming a system and a method of nsing that
same S}'Stﬂ’[ﬂ with fj:lﬂr claim at issue stating:

The system of ¢laim 2 [including an input means] wherein the predicted

transaction information comprises both a transaction type and transaction

parameters associated with that transaction type, and the user uses the input

means to either change the predicted transaction information or accept the
displaved transaction type and trunsaciion paramefers.

Id (citing ‘055 Patent, Col. 22,11, 8-13).

29.  Facebook states that “[c]laims 1 and 23 of ﬂ]ﬁ “761 patent follow the common
structure of reciting two apparatus components (i.e. a “context component’ and a “tracking
component”), followed by the siep that ‘the user accesses the deta from the second confex?’
{claim 1) or *the user accesses the data from the second usr.:.r workspace’ (claim 23).” DI 384 at
§. This fact is DISFUTED. .Claims 1 and 23 do not include a method step with the clanm
language, rather they describe ﬁmcﬁnﬁd limitations related fo an interactive sysiem,

Claim. 1 states ixlpax;cthat:

a co.mpmsr-implcmented tracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynarnically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

“761 Patent, Col. 21, 1. 7-12.
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Contrary to Facebook’s assertion, Claim 1 does not include a method limitation requiring.
the nger to use the system, but includes a functional claim limitation. The user is inchuded in
Claim 1 becanse the claiﬁt is directed to an interactive systern which is designed fo interact | '
dynamically in response to the user. To this end, the claim includes references to the user and
how the system is configured to react based on specific user actions. For example, the claim
. includes a tracking component which performs a function of tracking the user as the nser moves
and dynamically updating the stored metadata based on the change when the user accesses the
data from a second context. fd. Claim 1 only requires a system which, when in use, performs
certain actions responsive fo the user accessing the data from the second context. (“for tracking
a'change of the user from the first context to a second context of the network-based $ystem
...wherein the user accesses the data from the second context.”). The claim does not require the
user to perform any step or action, rather only requires a system which respﬂnds to user action.

(:Jcrurts hat.re repaatedlY foumi ﬂ:-eée sorts of functional claim limitafions acceptable outside of a
means-plus-function context. See K-2 Carp., 191 F.3d at 1363, see also Microprocessor
Enhancement, 520 F.3d at 1375 (“Functional langnage may also be enployed to limit the elaims
without nsing the means-plus-function format.”). As a result, ¢laim 1 includes a functional
limitatipn and not a method step. The funcﬁonai element of this claim limitation can be seen
from the analysis of Leader’s infringement expert, Dr. Vigna. See supra at 7-8.

Claim 23 also includes functional language which is similar to that found in claim 1.
Claim 23 states in part:

a computer-implemented tracking coniponent of the web-based server for tracking

change information associated with a change in access of the usér from the first

user workspace to a second user workspace, and dynamically storing the change

information on the storage component as part of the metadata, wherein the user -
accesses the data from the second user workspace. .

761 Patent, Col. 23, 1. 31-37. ' é
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Contrary to Facebook’s assertion, Claim 23 does not include a method limitation; i‘ather it . .
recites a functional claim limitation. The user is included in Claim 23 because the claim is
directed 1o an iIlt&I-'aE—t'lVE system which interacts dynamically with the ﬁser while the user is
uging the system. To this end the tracking component claimed is configured to perform the
function of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the data from a second user workspace. This is demonstrafed by the claim
language which recites that the tracking component is “for tracking change information
associgied with a change in access of the user from. the first user workspace to a second nser ‘
workspace” and “wherein the user accesses the data from the second nser mrkspm:a..” The
funciional nature of this claim Yimitation can be seen from the analysis of Leader’s infringement
. expert, Dr. Vigna, See su;:;m at 11-12,

Furthermore, and similar to almest all cases in which JPXL Holdings has been raised with
an attempt to invalidate claims for indefiniteness, the Jiritations at issue in the “761 Patent éue
functional and the claims valid. See supre at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiner
specifically requested the limitation before permitting allowance and would not request a
limitation contrary to the MPEP. See supro at 13,

Additionally, the sections of the claims referenced by Facebook are itnpossible fo be read
in a manner where it would inclode use of the system by a user. For example, in claim 1 the
statement “wherein the user accesses the data from the second context”™ does not require use of
the system in the claim by the user because the claimed system does not include d mechanism for
accessing the data, rather the claim is directed to 2 context component and a tracking component.

“761-Patent, Col. 20, 1. 63 - Col. 21, 1. 12. This is alsa true with claim 21 which states “such that
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. the nser emplovs the application and data from the second user workspace.” The computer
readable medium is not being used by the user because there is not computer readable mﬂdiﬁm
which would allow the nser to employ the application and data. 761 Patent, Cel. 22, 1. 46-67.
‘This staternent is also false for claim 23. The element “wherein the user accesses the data from
the second wser workspace™ does not show use of the system in claim 23 becanse the system
does not disclose a mechamsm for dccessing the data, rather it includes a context corponent and
tracking compoment. Jd, Col. 23, 11. 20-37.

30.- Facebook states that “[b]oth claims therefore improperly combine statutory |
classes by reciting a step that must be performed by the user of the earlier claimed apparatus,™
D.1. 384 at B. This fact is DISPUTED. Claims 1 and 23 do not include method step which musi
be performed by the user in the claim language, rather they d.escril:;c functional limitations
relaied to an interactive system.

Claim 1 states in part that:

a computer-implemented tracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

‘761 Patent, Col. 21, II. 7-12.

C;crn&aryf to Facébﬂﬂk’s assertion, Claim 1 does not include a methed limiiation requiring
the user to use the system, but includes a functional claim limitation. The user 15 included in
(laim 1 because the claim is directed to an interactive system which is designed to interact
dynamically in response to the user. To this end, the claim includes references to the user and
how the gystem is confipured to react basaed. on gpecific user actions. For example, the claim -
includes a tracking eomponent which performs a function of trankiﬁg the nser as the user moves

and dynamically npdating the stored metadata based on the change when the user accesses the
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data from a second context. Jd Claim 1 enly requires a system which, when in use, performs
certain actions responsive to the user accessing the data from the second context. (“for tracking
a change of the nser from the first context to a second context of the petwork-based system
. ,.whcrein. the user accessey the data from the second contexi.™). The claim does not require the
user fo perform any stcp OT action, rather oﬁly requires a system which, responds to user action.
Courts have repeatedly found these sorts of functional claim limitations acceptable outside of a
means-plus-;ﬁm;rﬁun context. Se¢ K-2 Corp., 191 F.3d at 1383; see also Microprocessor
Enhancement, 520 F 34 at 1375 (“Functional langnage may also be employed fo limit the claims
without using the means-plus-function format.”). As a resaht, claim 1 includes a functional
limitation and not a method sfep. The functional element of this clara limitafion can be seen
from the analysis of Leader’s infrinpement expert, Dr. Vigna. See supra at 7-8.

(laim 23 alse includes functional langnage which is similar to that found in :.‘;laim 1.
Claim 23 states in part:

a computer-implemented tracking component of the web-based server for tracking

change infonmation associated with a change in access of the user from the first

nser workspace to a second user workspace, and dynamically storing the change

information on the siorage component as part of the metadata, Whﬁr&m the user
accesses the data from the second user workspace.

“76] Patent, Col, 23, 11. 31-37.
Contrary to Facebook's asscrtim:_l, Claim 23 does not include a method limitation; rather it
.Tecites a fimetional claim limitation. The user is included in Claim 23 because the claim is
directed to an interactive system which interacts dynamically with the user while the user is
using the system. To this end the &mlﬂng component claimed is configured to pf:rfﬂrm. the
function of tracking the user and dynamically updating the stored metadata responsive m whien
the user accesses the data from a second user workspace. This 1s demonstrated .by the claim

langnage which recites that the tracking component is “for tracking change information
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associated with a change in access of the user from the first nser workspace to a second vser . ...
workspace” and “wherein the user accesses the data from the second user workspace.” The
functional nature of this claim Hmitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. See supra at 9-10,

Furthermaore, and similar fo almost all cases in which JPXL Holdings has been raised with
an atternpt to invalidate claims for indefiniteness, the limitations at issve in the ‘761 Paient are
functional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiner
specifically requestisd thﬂ limitation before penmitting allowance and would not requﬂst a
limitation contrary to the MPEP. See supra at 13.

In addiﬁon,.the sections of the claims referenced by Facebook are impossible to be read
in a manner wher-e.it would include use of the system by a user. For example, in claim 1 the
statement “wherein the user accesses the data from the second context” does not require use of
the system in ihe claim by the user because the claimed system does not include a mechanism for
accessing the datﬁ, rather the claim is directed to a context component and a fracking component.
761 Patent, Col, 20, 1. 3 - Col. 21, 1. 12. This 1= also frue with ciaim 21 which states “such that
the user employs the application and data from the second user ﬁorkspam“_ The computer
readable medium is not being used by the nser because there is not computer readable medium
which would allow the user to employ the app]icatinﬁ and data. K, Col. 22, 1. 46-67. This
staternent s also false for claim 23. The element “wherein the user accesses the data from the
second user workspace™ does nof show nse of the system in claim 23 because the system does
not disclose a mechanism for accessing the data, rather it includes a context component and

tracking camipenent. Jd, Col. 23, 1. 20-37.
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.31.  Facehook states that “[¢]laim 21 is similarly deficient becanse it claims both .
compiter-readable medium and a step requining the use of that medium.” D.L 384 ai 8. This
fact is DISPUTED. Claim 21 recites a proper claim limitation. Facebook’s position that thig

includes a method step performed by the user ignores the claim’s ptain language. Claim 21
states in pari:

21. A compufer-readable medium for storing compuier-execatable instructions for
a method of managing data, the method comprising:

dynamically associating the data and the application with the second nser

workspace in the metadata. such that the vser employs the application and data
from the second nger workspace.

“761 Patent, Col. 22, 1i. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medivm which
includes computer-executable instructions for a method of managing data. This claim is directed
to instructions which act interactively with the user. The computer-executable instroction is able
to perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata ~ Jd, Col. 22, Yl 61-62, In order for thus to mix a method and
system claim, the element “such that the user employs the application and dats from the second
user workspace™ must be a method step requiring user actinn. However, this is nof the case. The
Yimitation refers 1o the interactive function of the comyputer-executable instructions is configured
to perform an action in response to certain user interactions. This does not require a user to
perforn an action; rather the computer-executable instmctioﬁ must only be configured to operate
in such as marmﬁr when awser does perform such am action. The functional nature of this claim
lirnitation can be seen from the analysis of Leader’s infringement expert, Dr. Vigna. See supra
at 9-10.

Furthermore, and similar to almost all cases in which JP.XL Holdings has been raised with
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an attempt to invalidate claims for indefinitencss, the limitations at issue in the *761 Patent are
functional and the claims valid. See supra at 12-13. Further swmﬁng the position that these
claims are valid and do not inclnde a system and a step for using it is that the examiner
specifically requested the linitation betore permitting allowance and would not raquas.t a
limitation contrary to the MPEP. See supra at 13.

32. Fauebc;ﬁk states that “That claim recites a “compiter-readable medium for storing
computer-executable instructions’ that perform certain operations, but alse claims the step that
‘the user employs the application and data from the second user workspace.” D.I. 384 at 8. This
fact is DISPUTED. Claim 21 recites a proper claim hitnitation. Facebook’s position that this
includes a method step performed by the user ignores the claim’s plain language. Clairn 21
states 111 part:

21. A computer-readeble medium for stering computer-executable instractions for
a method of managing data, the method comprising:

éynamically associating the data and the application with the second user

workspace in the metadata such that the user employs the application and data
from the second user workspace.

“761 Patent, Col. 22, I1. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes compurter-executable instructions for a method of managing data. This clmm is directed
to instructions which act interactively with the nser. The compuier-executable instruction is able
to perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata.™ fd, Col. 22, 1L 61-62. In order for this tomix a methﬂd and
Bystem _claim, the element “such that the user employs the application and data from the second
user workspace™ must be a method step requiring user action. However, this is Inut the case. The

limitation refers to the interactive function of the computer-executable instructions is configured
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. to. perform an action in response to certain user interactions. This does not require a.user 10

perform an detion; rather the compuier-exevuiable instroction must only be configured to operate

e e ey -

in such as manner when auser does perform such an action. The fimetional nature of this ¢laim

limitation can be seen from the analysis of Leadﬁr’ s infringement expert, Dr. Vigna. See supra
at 9-10.

Furthermore, and similar to almost all cases in which FPXT. Holdings bas been ramised with
an attempt to inﬁaﬁdate claims for indefiniteness, the limitations at issue in the ‘761 Patent are
funetional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a siep for using it is that the examiner
specifically requested the limitation before permitting allowance and would ﬁcrt request a
limitation contrary to the MPEP. See supra at 13.

33.  Facebook states that “This claim therefore also improperly combines statutory
classes by reciting a step that must be performed by the user of the claimed computer readable
medivm.” D.L 384 at. 8. This fact is DISPMD. Claim 2] reciies a proper claim limitation
and does oot cmﬁhinc statutory classes. Facebook’s position that this includes 4 method step
performed by the user ignores the claim’s plain language. Claim 21 states in part:

21. A computer-readable medium for storing computer-executable instructions for
a method of managing data, the method comprising:

dynamically associating the data and the application with the second user

workspace in the metadata such that the user employs the application and data
from the second user workspace.

“761 Patent, Col. 22, 1L, 46-63.
As can be seen by the claim, Claim 21 is directed to a computer readable medinm which
includes computer-executable instructions fora method of managing data. This claim is directed

to instructions which act interactively with the user. The computer-executable instruction is able
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to perform. the function of “dynamically associating the data and the application with the second
nser worlkspace in the metadata” Jd, Col. 22, 1. 61-62. In order for this to mix a method and
system-claim, the element “such that the user employs the application and data from. the second
user workspace” must be a method step requiring user action. However, this is not the case. The
limitation refers to the interactive function of the computer-executable instructions is configured
to perform an gction in response to certain user interactions. This does not require a ser to
perform an action; rather the cﬂmputﬂr;ﬂxecutahle instruction roust only be configured 1o operate
in such as marmer when a user does perform such an action.  The functional nature of this claim
limitation can be seen from the analysis of Leader's infringement expert, Dr. Vigna. See supra
at 9-14.

Furthermore, and simifar to almost 41l cases in which PXT Holdings has been raised with
ar attempt o invalidate claims for indefiniteness, the limitations at issue in the ‘761 Patent are
fanotional and the claims valid. See supra at 12-13, Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiner
specifically requésted the limitation before permitting allowance and would not request a
limitation contrary to the MPEP. See supra af 13,

14.  Facebook states that “[e]laims 1, 21 and 23 do net reasonably comvey their scope
to potential competitors because it 1 unclear what, if anything, would constitute infringement.”
D.1. 384 at 8. This fact is DISPUTED. Claims 1, 21 and 23 convey ti:e scope of the claims and
demonstrated by the ability of Facebook’s invalidity expert to construe the claims for validity
purposes. See Greenberg Repn:rt Facebook’s motion is nothing more than a rehash of its non-
infringement arguments, and is not an irvalidity argument. Facebeok’s motion is a rehash of the

opinion provided by its Hon-infringement expert, Dr. Keamns, in rebuttal to the infringement
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opinion of Dr..Vigna. Dr. Vigna opined that claim 1 of the ‘761 Patent was infringed by the ... _
Yacehook Website, See supraat 3-4.

Facebook’s non-infringement expert attempted to rebut Leader’s iﬁngmsnt position
with the same arguments which are made in Facebook’s Brief. Dr. Kearns stated in his report in

an attermpt 1o rebut Dr. Vigna opinion regarding ctaim 1, that:

Kearns Report, § 67. -

Kearns Report, 69,
In regards to claim 21, Dr, Vigna states in his expert report that the claim was infringed
by the Facebook Website. See supra at 38-39. Dr. Kearns® response to this infingement

argument was that:




Kearns Report, 1115.
In regards to claim 23, Dr. Vigna states in his expert report that the claim was infringed
by the Facebook Website. See supra at 40-41. Dr. Kearns’ response to this infringement

argument was that:

Keamns Report, 125

Fyrther supporting this pusiﬁon that this motion is simply a restatement of Facebook’s
non-infringerment position is that Facebook’s expert on invalidity, Dr. Greenberg, does not
discuss the supposed hybrid nature of the claims of the ‘761 Patent. P\Jﬂhérmore, Faceboolk’s
pogition ﬂmmcsc_ claims are hybrid, and indefinite as a result, is disingenvous as Facebook has
put forward considerable evidence to show that a person of ordinary skill in the art would
understand the claim language, as shown from the invalidity expert report from Dr. Greenberg,
See Greenberg Report. Dr. Greenberg was able to prepare an invalidity expert report applying

several pieces of prior art to the claims without apparent problem. See id.
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Moreover, Claims. 1, 21, and 23 are noi hybrid claims, are not indefinite, and do not
purport cover either an apparatus or computer medium and a method of using it. Facebook states
that claims 1, 21, and 23 are so called “hyhrid claims,” and as a result are indefinite. A claim is
indefinite only if a person of skill in tﬁe art is not reasonably apprised of its scope. fPXL
Holdings, 430 F 3d at 1383-84.

Under IPXZ Holdings, a claim is only a hybrid if it indisputably mixes an gpparatus and a
method of using the apparatus in one claim. 430 F.3d at 1384. Claims 1, 21, and 23 do not
include & method step with the claim lenguage, rather they describe functional limitations related
to an Interactive system.

Claim 1 states in part that:

a computer-implemented tracking component of the networlc-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context.

*761 Patent, Col. 21, 11. 7-12.
Contrary to facebnuk’s assertion, Claim 1 does not include a method limitation requiring

the user 1o use the systemn, but a functional ¢laim limitation. The user is included in Claim 1
because the claim is directed 1o @ interactive syster which is designed to interact dynaimicaily
in response to the user. To this end, the claim includes references to the user and how the systetn
is configured to react based on specific user actions, For example, the claim includes a tracking
component which performs a function of tracking the uger as the user moves and dynamically
‘updating the stored metadata based on the change when the user acoesses the. data from a secnnci
context. fd Claim ] only requires a system which, when in use, performs certain actions
responsive to the user accessing the data from the second context. (“for tracking a chimge of the

user from the fiest context to a second context of the network-based system ... wherein the user
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accesses the data from the second context.”).- The ¢laim does not require the user to perform any:

step or action, rather only requires a systern which responds to user action. Courts have

ot e ..

repesiedly found these sorts of fimetional claim limitations acceptable cutside of a means-phos-
function context. See K-2 Corp., 191 F.3d at 1363; see also Microprocessar Erhancement, 520
F.3d at 1375 (“Fﬁncﬁonﬂl language may also be emﬁlﬂyed to limit the clauns without using the
means-plus-fonction format.”), As aresult, claim 1 includes a functional limitation and not a
method step. Further demonstrating this is the analysis of Dr. Vigna in reference to this claim
“element. See supro at 7-8.
Claim 21 similarly recites a proper claitm [imitation. Facebook’s position that thig

includes a method step performed by the user ignores the clain’s plain lanpuage. Claim 21
states in part: -

21. A computer-readable medium for stoxing computer-executable instructions for
a method of managing data, the method comprising:

dynzmnically associating the data and the application with the second user

vworkspace in the metadata such that the nser employs the application and data
from the second user workspace.

*761 Patent, Col. 22, 1. 46-63,
As can be seen by the claim, Claim 21 18 dn’e:cted to a computer readable medinm which
includes computer-executable instructions for 2 method of managing data. This claim is directed
to instructions which act interactively with the user. The computer-executable instraction is able
to perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata. ” I, Col. 22, 1. 61-62. In order for this to be a hybrid claim,
the element “such that the user employs the gpplication and data from the second nser
workspace” must be a method step requiring user action. However, this is not the case becanse |

the limifation refers to the interactive function of the comprter-executable instructions is
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- comfigured to perform an action in ﬁspanse to certain user interactions. This does noi require a
user to perform am action; rather the computer-executable instruction must only be confi guced o
pperate in such as manner when a user does perform such an action. In regards to claim 21, D
Vigpa describes in his expert report the functional nature of this claim. See supra at 9-10.

Claim 23 also includes functional Ianguape which is similar to that found in ¢laim 1,
Clairn 23 states in part:
a computer-implemented tracking component of the web-based server for tracking,
change information associated with a change in access of the user from the first
" user workspace fo a second user workspace, and dymamically storing the change

information on the storage component as part of the metadata, wherein the user -
accesses the data from the second user workspace.

“761 Pm, Col. 23, 11. 31-37.

Contrary to Facebook™s assertion, Claim 23 does n'{.}t include a method limitation; rather it
recites a functional claim limitation. The user is included in Claim 23 because the claim iz
directed to an interactive system which imteracts dynamically with the user while the user is
using the system. To this end the tracking component claimed is configured to perform the
function of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the data from a second wser workspace. This is demonstrated by the claim
language which recites that the tracking component is “for tracking chunge information |
agsociated with a change in access of the user from the first user workspace to a sscond user
workspace” and “wherein the user accesses the data from the second user workspace.” The
fomctional nature of this claim limitation can be seen from the analysis of Leader’s infringernent
expert, Dr. Vigna., See supraat 11-12.

Furthermore, and similar to almost all cases in which JPX7. Heldings has been raised with
an attempt to invalidate claims for indefiniteness, the limitations af issae in the ‘761 Patent are

functional and the claims valid, . See supra at 12-13. Further supporting the position that these
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claims are valid and do not include a system and a step for vsing it is that the examiner
specifically requested the limitation before permitting allowance and would not requesta
limitation contrary to the MPEP. See supra at 13.

35.  Facebook states that “[a]s with the claim rejected in IPXT Holdings, it is unclear
whether claims 1, 21 and 23 are infringed by the mete making, using or selling of the claimed . |
network-based system or computer Teadable medium, or if infringement occurs only when an

- end-user actually accesses thc data from the second comtext or user warkspace of such system or
medivmn.” D.I. 384 at 8-9. This fact iz DISPUTED. These claims are readibly undersicod by 4
person of ordinary skill in the art. Facebook's motion is nothing more than a rf:haah of its non-
infiingement arguments, and is not an invalidity argnment, Facebook’s motion is a rehash of the
opinion provided by its nonr-infringement expert, Dr. Kﬂam, in rebuttal io thf:,l infringement
ppinion of Dr. Vigna. Dr. Vigna opined that clairn 1 was infringed by the Facebook Website.
wee supra at 3-4.

Fa-:abouk’.s non-infringement expeﬁ attempted to rebut Leadc:r.’s infringement pesition
with the same argumcnts which are made in Face:bm}lc’sIBriei_ Dr. Keamns stated in his report in

an attempt ta rebut Dr. Vigna opinion regarding claim. 1, that:

Kearns Report, ¥ 67.
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Keams Report, Y 69.
In regards to claim 21, Dr. Vigna states in his expert repont that the claim was infringed
by the Facebook Website. See supra at 38-39. Dr. Kearns® response to this infringement

argument swas that:

Kearns Report, 1119.
In regards to claim 23, Dr. Vigna states in his expert report that the claim was infringed
by the Facebook Website. See supra at40-41. Dr. Kearns® response to this infringement

argument was that:




Kearns Report, 1129.

Fuather supporting this position that ﬁﬁs motion is simply a restatement of Facebook's
nmn—inﬁ‘ingmﬁf:nt position is that Facebook’s expert on invalidity, Dr. Greenberg, does not
discuss the supposed hybrid nature of the claims of the *761 Param: Furthermore, Facebook’s
position that these claims are h}f'l:nﬁd, and indefinite ag a result, is disingenuonus as Facebook has
put forward considerable evidence to show that a person of ordinary skill in the art would
understand the ¢laim language, as shown from the invalidity expert report from Dr. Greenberg.

See G:racn]}erg Report. Dr. Greenberg was able to prepare an invalidity expert rq:;ort applying
several pieces of prior art to the claims without apparent problem. See id

'Moreover, Claims 1, 21, and 23 arc not hybrid claims, are not indefinite; and do not
purport cover either an appatatus or computer medivm and a method of using it. Facebook states
that claims 1, 21, and 23 are so called “hybrid elaims,” and as a result are indefinite. A claim is
indefinite only if a person of skill in the art ris not reasonably apprised of its scope. fFAL
Holdings, 430 F.3d at 1383-84. -

Under IPXY. Holdings, 8 claim is cnly ahybrid if it indispuiably mixes an apparatus and a
method of using the apparatus in one claim. 430 F.3d at 1384, Clauns 1,21, and 23 do not ,
include a method step with the claim language, rather they describe functional limitations related
to an inferactive s:ystem

Claim 1 states in part that:

a compuater-implemented tracking component of tﬁe network-based system for

tracking a change of the user from the first context to a second context of the

netwark-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second confexdt. !
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761 Patent, Col. 21, IL. 7-12.

| Contrary to Facebook’s assertion, Claim 1 does not inclnde a method limitation requiring , :
the user to use the system, but a functional claim limitation. The user is included ir Claim 1
because the claim is directed to an interactive system which is desipned to interact dynamically
in response to the user. To this end, the claim includes references to the user and how the system
is configured to react baséd on specific uéer aﬂﬁons. For example, the ¢laim inclodes a tracking
component which performs a function of tracking the user as the user moves and dynamically
updating the stored metadata based on the change. when. the user accesses the data from a second
context. Jd. Claim 1 only requires a system which, when in use, performs certain actions
responsive to the user accessing the data from the second context. (“for tracking a change of the
user from the first context to a second context of the network-based system ... wherein the user
acoesses the data from the second context.”™). The claim does not require the user to perform any
step or action, rather only quui:eé a gystemn which responds to user action. Courts have
repeatedly found these sorts of functional ¢laim limitations accepiable outside of a means-plus-
function context. See X-2 Corp., 191 F.3d at 1363; see also Microprocessor Enhancement, 520
F.3d at 1375.(“Functional langnage ﬁ:my also be employed to limit the claims without using the
means-plus-function format.”). As a resuli, ¢claim 1 includes a functional limitation and not a
method step. Further demonstrating this is the analysis of Dr. Vigna in reference to this claim
element. See supra at 7-3.

* Claim 21 similarly recites a proper ¢laim limitation. Facebook’s position that this

includes-a method step performed by the user ignores the claim’s plain language. Claim 21
states it part: -

21. A computer-readable medium for storing computer-executable instructions for
* a method of managing data, the method comprising:
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d}rnam:lca]ly associating the dala and the application with the second user
workspace in the metadata such that the user employs the application and data
from the second user workspace.

“761 Patent, Col, 22, 11. 46-63. |

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes computer-executable instructions for a method of managing data. This claim is directed
fo instructions which act interactively with the user. The computer-executable instruction is able
to perform the function. of “dynamically associating the data and the application with the second
~ user wnrksﬁaca in the metadata.” Id, Col, 22, 1l. 61-62. In order for this to be a hybnd claim,
the element “such that the user employs the application and data fron the second user
workspace” must be a method step requiring user action. However, this is nof the case becanse
the limitation refers to the interactive fimetion. u.f the compuier-exscutable instructions is
confipured fo perform an action in response to certain user inieractions. This does not require a
user to perform an action; rather the computer-executable instruction must only be configored to
operate m such as manner when a user does perform such an action. In regards to claim 21, Dr.
Vigna describes m his expert report the fimctional nature of this claim. See supra at 9-10.

Claim 23 also includes functional langnage which is similar to that found in ¢laim 1.
Claim 23 states in part:

a computer-implemented tracking component of the web-based server for traﬂidng

change information associated with a change in access of the user from the first

user workspace to a second user workspace, and dynaroically storing the change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patent, Col. 23, 11, 31-37,
Confrary to Facsbook's assertion, Claim 23 does not include a method limitafion; rather it

recites a fimctional claim limitation. The user is included in Claim 23 because the claim is
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directed to an, in‘tefactive syste:ﬁ which interacty dynamically with the user while the user is
using the system. To this end the tracking component claimed is configured 1o perform the
function of tracking the user and dynamically updating the stored metadata responsive to when
the user accesses the data from a second user workspace. This is demonstrated by the claim
language which recites that the tracking component is “for tracking change information
agaociated with a change in MS of the user from the first vser workspace to a second user
workspace”™ and “whetein the user accesses the data from the second user workspace.” The
functional natare of this claim limitation can be seen from the analysis of Leader’s mfrinpement
expert, Dr. Vigoa, See supra at 11-12.

Furthermote, and similar to almost all cases in which [PXZ, Holdings has been raised with
an attemnpt to invalidate claims fﬁr indefiniteness, the limitations at issue in the ‘761 Paient are
functional and the claims valid. See supra at 12-13. Further supporting the position that these
claims are valid and do not include a system and a step for using it is that the examiﬁér
specifically requested the limitation before permitting allowance and would not request a
Limitation mntrar-j? to the }J[PEP. See supra af 13,

36.  Facebook states that ‘.‘[a]s m IPXL Holdings, because of the combination of two
s;:pa:ate statitory classes of invention within a single claim, a manufacturer or seller of the
apparatys or computer-readable medium of claims 1,21 or 23 of the 761 patent ‘would not know
from: the claim whether it might also be liable for contributory infringement because a buyer or
user of the apparatus later performs the claimed method of using the apparatus.”™ DI 384 at 9.
This fact is DISPUTED. The claims do not require the user to perform any action to be
infringed. Fasebonk’é Mﬂﬁon i$ nothing more than a rehash of its non—inﬁingcmént arguments,

and is not an invalidity argument. Facebook’'s Motion is a rehash of the opinion provided by its

)
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. non-infringement expert, Dr. Keams, in rebuttal to the infcingem.ent opinion of Dr, Vipna. Dr.
Vigna opinioned that Claim 1 was infringed by the Favebook Website. See supra at 3-4.
Facebook’s non-infringement expert attempied to rebut Leader’s infringement position with the '
same arguments which are made in Facebook’s Brief. Dr. Keams stated in his report in an “

aftermpt to rebut Dr. Vigna opinion regarding claim 1, that:

Kearns Report, § 67.

Kearns Repert,  62.
In regards to claim Zi, Dr. Vigna states in his expert report that the claim was infringed.

See supra at 38-39. Dr. Kearns® response o this infringement argument was that:




Keams Report, 1119,
In regards to claim 23, Dr. Vigna states in his expert report that the claim was infringed.

See supra at 40-41, Dr. Keams® response to this infringement argument was that: -

Kearns Report, 1129,

Further supporting this position that this mgtion is simply a restatement of Facebook’s
ncm-mﬁ:m.gemcm position is that Facebook’s expert on invalidity, Dr. Greenberg, does not
discuss the supposed hybrid nature of the cleims of the “761 Patent. Furtharmure, Faccbﬂﬂlc’

position that these claims are hybrid, and indefinite as a result, is disingenuous as Facebook has
put forward considerable evidence fo show that person of ordinary skill n the art would
understand the claim, language, as shown from the invalidity expert report from Dr. Greenberg,
See Greenberg Report. Dr. Greenberg was able to prepare an invalidity expert report applying
several pleces ﬂf.pl'iﬂl' art to the claims without apparent problent. See id

Moreaver, Claims 1, 21, and 23 are not hybrid ¢laims, are not indefinite, and do not



purport cover either an apparatus or corapufer medium and 2 method of using it. Facebook states .
that claims 1, 21, and 23 are so called “hybrid claims,” and as = result are indefinite. A claim is

indefinite only if a person of skill in the art is not reasonably apprised of its scope. [PXL

Holdings, 430 F.3d at 1383-84.

Under Pxr Holdings, a claim is only a hybtid if at indisputably mixes an apparatus and a
method of using the apparatus in one claim. 430 F.3d at 1384, Claimy 1, 21, and 23 do not
include a method jstap with the claim languege, rather they describe functional limitations :r.elaled
to an interactive system.

Cladm 1 states in part that:

a camput&-hplerﬁmteﬂ tracking component of the network-based system for

tracking & change of the user from the first context t¢ 2 second context of the

network-based system and dynamically updating the stored metadata based on the
change, wherein the user accesses the data from the second context,

“761 Patent, Col. 21, 1. 7-12.

Contrary to Facebook’s asseriion, Claim 1 does not include a meathod limitation requiring
the user to use the system, but a finctional claim limitation. The user is included i Claim 1
because the claim is directed to an interactive system which is designed to interact dynamically
in response to the user. Ta this end, the claim inclndes references to the user and how the S}?tem
is mnﬁg‘med 1o I‘Eﬂﬂ'l based on specific user actions. For exarnple, the claim includes a tracking
component which performs a function of tracking the user as the wser moves and dynamically l
updating the stored metadata based on the change when the user accesses the data from a second "
comtext. fd Claim 1 only requites a system which, whem in use, performs certain actions
responsive to the user accessing the data from the second context, Id (“for tracking a chﬁuge of
the user from the first context fo a second context of the network-based system ... wherein the

user accesses the data from the second comtext.™). The claim does not require the nser to perform
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any step or action, rather only requires a system which responds to user action. Courts have
repeatedly found thege sorts of functional claim limitations acceptable outside of 2 means-plus-
fimetion context. See X-2 Corp., 191 F.3d at 1363; see aiso Microprocessor Enhancement, 520
F.3d at 1375 (“Puncﬁﬂnal language may also be employed to limit the claims without using the
means-plus-function format.™). As a result, claim I includes %ﬁmutinnal limitation and not a
method step. Further dmnnnstl:a:ﬁng this is the analysis of Dr. Vigna in reference to this claim
eletnent. See supra at 7-8. |

Claim 21 similarly recites a proper claim Emitation. Facebook’s position that this
inclndes a method step performed by the user ipnores the claim’s plain language. Claim 21
states in part:

21. A computer-readable medium for storing computer-executable instructions for
a method of managing dafa, the method comprising:

dynamically associating the data and the application with the second user

workspace in the metadata such that the user employs the application and data
from the second uger workspace.

‘761 Patent, Col. 22, 11. 46-63.

As can be seen by the claim, Claim 21 is directed to a computer readable medium which
includes computer-executable instructions for a method of manaéing data. This claim is directed
to instructions which act interactively with the user. The computer-executable instruction is able
to perform the function of “dynamically associating the data and the application with the second
user workspace in the metadata.” fd, Col. 22, 11 61-62. In order for this to be a hybrid claim,
the element “such that the user employs the application and data from. the second user
workspace” must be a method sbep requiring user action. However, this i9 not the case because
the limitation refecs to the interactive fimction of the computer-executable instructions s

configured to perform an action in response to certain user interactions. This does not require a
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user to perform an action; rather the computer-execuiable instruction must only be configured to ... &
operate in such as manner when a user does perform such an action. In regards to claim 21, Dr.

Vigna describes in his expert report the functional nature of this claim. See supra at 3-10.

Claim 23 also includes functional language which is similar to that found in claim 1.
Claiin 23 states in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the fixst

user workspace to a second user workspace, and dynamically storing the change

information on the storape component as part of the metadata, wherein the nser
accesses the data from the second user workspace.

“761 Patent, Col. 23, 11. 31-37.

Cuntral.'y to Facebook's assertion, Claim 23 does not include a method limitation; _rai:hef it
recites a functional claim lirftation. The user is included in Claim 23 because the claim is
directed to am interactive system which interacts dynamically with the user while the user is
using the system. To this end the tracking component claimed is configured to perform the
function of fracking the user and dynamically updating the stored meiadata responsive to when
the user accesses the data from. a second user workspace. This is demonstrated by the claim
lanpuage which recites that thg tracking component is “for tracking change information
associated with a change in accasé of the user from the first user workspace to a second user
worlcspace™ and “wherein the usex accesses the data from. the second user workspace.” The
functional natore of this ¢laim limitation can be seen from the analysis of Leader’s infringement
expert, Dr. Vigna. See supra at 11-12.

Furthermore, and similar to almost all cases in which 7PX7, Holdingy has been raised with
an attempt to invalidate claims for indefiniteness, the limitations at issue in the 761 Paxént are
functional and the claims valid. See supra at 12-13. Further supporting the position that these

claims are valid and do not include a system and & step for using it is that the examiner
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specifically requested the limitation before permitting allowance and wingld not request a
limitation contrary to the MPEP. See supra at 13.

37.  Facebook states that “[cjlaims 4, 7,25,31 and 32 are therefore indefinite for the
samne reasons as claims 1 and 23 discussed above.™ D.1. 384 at 9. This fact is DISPUTED. The

claims do not require the user to perform any action to be infringed, Facebook’s motion is

nothing more than a rehash of its non-infringement arpuments, and is not an invalidity arpument.

Furthermore, because claims 1 and 23 are not indefinite, claims dependant there from axe not

, indefinite. Facebook’s motion is a rehash of the opinion provided by its non-infringement
expert, Dr. Kearns, in rebuital to the infringement opinion of Dr. Vigna, Specifically, and using
claim 1 as an example Dr. "u’i[g;ua.L opined that the claim was infringed by the Facebook Website.
See supra at 3-4. Facebook’s non-infrinpement expert attempted to rebut Leader’s infiingement
position with the same argumments which are made in Facebook’s Brief. Dr. Kearns stated in his

report in an attempt to rebut Dr. Vigna opinion regarding claim 1, that:

Kearns Report, § 67.
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Kearns Report, ¥ 69.
| In regards to claim 23, Dr. Vigna states in his expert report that the claim was infringed
by the Facebook Website. See supra at 11-12. Dr. Keamns® response to this infrinpement

argument was that:

Kearns Report, § 129,

Further supporting this position that this motion is simply a restatement of Facebook’s
non-infringement position is that Facebook's expett on invalidity, Dr. Greenberg, does not
discuss the supposed hybrid nature of the claims of the “761 Patent. Furthermore, Facebook’s
position that these claims are hybrid, and indefinite as a result, is disingermous ag Facebook has
put forward corsiderable evidence to show that a person of ordinary skill in the art wonld
understand the ciajm lanpuage, as shown from the invalidity expert report from Dr. Greenberg.
See Greenberg Report. Dr. Greenberg was able to prepare an invalidity expert report applying

several pieces of prior art to the claims without apparent problem  See id.
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Moreover, Claims 1, 21, and 23 are not hybrid claims, are not indefinite, and do'not

purport cover either an apparains or computer mediwm and a method of using it. Facebook states
that claims 1, 21, and 23 are so called “hybwid claims,” and as a result are indefinite. A claim is
indefinite only.1f a person of skill in the art is not reasonably apprised of its scope. IPXL
Holdings, 430 F.3d at 1383-84. |

Under JPXT. Holdings, a claim is only a hybrid if it indisputably mixes an apparatus and a
method of using the apparatos in one claim. 430 F.3d at 1384, Claims 1, 21, and 23 do not
include a method step with the claim language, rather they describe functional limitations related
to an interactive system. |

Claira 1 states in part that:

a computer-implemented tracking component of the network-based system for

tracking a change of the user from the first context to a second context of the

network-based system and dypamically updating the stored metadata based en tha
change, wherein the user accesses the data from the second context.

‘761 Patent, Col. 21, 1. 7-12.

Contrary to Facebook’s assertion, Claim 1 dees not include a method limitation requiring
the user to use the system, but a functional claim limitation. The user is included in Claim 1
because the claim is directed to an interactive system which is. designed fo interact dyneamically
in response to the nser. To this end, the claim includes references to the user and how the system
is configured to react based on specific user actions. For example, the claim includes a fracking
component which performs a function of iracking the user as the user moves and dynamically
updating the stored metadata based on the change when the user accesses the data from a second
context. /4. Claim 1 only reqdrés a system 'wEich, when in use, performs certain actions
responsive to the user aecessing the data from the second context. Jd. (“for tracking a change of

the user from the first context to a second context of the network-based system ... wherein the .
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. user accesses the data from the second context.™). . The claim does not require the user to perform
any stt':p ot action, rafther only requires a systern which responds to user action. Courts have
repeatedly found these sorts of fonctional claim limitations acceptable outside of a means-pius-
function context. See £-2 Corp., 191 F.3d at 1363, see ais:;'- Microprocessor Enhancement, 520
F.3d at 1375 (“Functional language may also be emyployed to imit the claims without using the
means-plus-function format.”). As a resulf, claim 1 includes a functional limitation and not 2
method step. Further demonstrating this is the apalysis of Dr. Vigna in reference to this claim
element, See supro at 7-8.

Claim 23 also includes functional language whicl:h is similar to that found in ¢laim 1.
Claim 23 states in part:

a computer-implemented tracking component of the web-based server for tracking

change information associated with a change in access of the user from the first

user workspace to a second user workspace, and dynamically storing thie change

information on the storage component as part of the metadata, wherein the user
accesses the data from the second user workspace.

“761 Patent, Col. 23, 1. 31-37.

Contrury to Facebook’s assertion, Claimi 23 does not inclnde a method limitation; rather it
recites a functional claim limitation. The user is incloded in Ciaim 23 because the claim is
directed to an interactive system which interacts dynamically with the user while the vser is
using the system. To this end the tracking component claimed Is configured to perform the
fimction of twacking the user and djfnmﬁically updating the stored metadata responsive to when
the user accesses the data from a second user wotkspace. This is demonstrated by the claim
language which recites thai the tracking component is “for tracking change infurmation
associated with a change in accesfs of the user from the first user workspace to a second user

workspace™ and “wherein the user accesses the data from the second user workspace.” The
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. functional nature of this claim limitation can be seen fmm the analysis of Leader’s infimgement
expert, Dr. Vigna, See supraat 11-12.

Furthermore, and similar to almost all cases in which JPXT. Holdfigs has been raised with
am atiempt to nvalidate claims for indefiniteness, the limitations at issue in the 761 Patent are
functional and the claims valid. See supra at 12-13. Further supporting the pesition that these
claims are valid and do not include a system and a step for using it is that the examiner
specifically requested the limitation before permiiting allowance a::;d would not request &
limitation contrary io the MPEP. See supra at 13.

. CONCLUSION .
For the 1easons noted above, Facebook®s motion for swmumary judgment of invalidity

based on indefiniteness is based on disputed issues of material fact, and sbould be denied.
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