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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

JOSEPH NEEV,
Plaintiff, : Civil No. 09-146 (RBK)
V. . MARKMAN OPINION

ABBOTT MEDICAL OPTICS, INC. and
RAINFOREST ACQUISITION;, INC.,

Defendants.

KUGLER, United States District Judge

Presently before the Court are motions for claim construction on U.S. Patent No.
6,482,199 (filed Aug. 2, 2000) (“the ‘199 Patent”) bwiBtiff Dr. Joseph Neev (“Plaintiff’) and
Defendant Abbott Medical Optictnc. (“Defendant”). On March 6, 2012, the Court held a

hearing pursuant to Markmam Westview Instruments, Inc517 U.S. 370 (1996) (“Markman

hearing”). There, and in their briefing priwrthe hearing, the parties presented proposed
constructions concerning up to nineteen claim serfor the reasons set forth below, the Court
adopts Defendant’s construction“tdrget region” and “targenaterial.” The Court adopts
Plaintiff's constructions of albther disputed claim terms. Fdaim terms as to which the
parties do not dispute the prom®nstruction, the Court adigpthe parties’ agreed-upon
constructions. Finally, the Courtrdes Defendant’s motion to strike.

|. Background

A. ProceduraHistory
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Plaintiff is the owner and sole inventortéd on the ‘199 Patent, which is embodied in,
among other forms, a laser used in LASIK® catikecvision proceduresPlaintiff alleges that
Defendant infringed the ‘199 Pateand Plaintiff accordingly seeks damages, an injunction, and
attorney’s fees and costs. Compl. 1 13-14.

Plaintiff filed suit against Defendapursuant to 35 U.S.C. § 281 et setpiming that
Defendant has infringed severdependent claims and twenty nine additional dependent claims
of the ‘199 Patent. (Pls.’ Opening Claim Construction Br). Plaintiff stateshat Defendant’s
sale of the IntraLase FS device, which is used ASIK® eye surgery, directly infringes these
claims in the ‘199 Patent. ()dDefendant responds that the ‘1P&tent is either invalid and/or
will not be infringed by Lupin’s ANDA Products.

Defendant furthermore asserted countercdaagainst Plaintiffs, seeking declaratory
judgment that Plaintiff's ‘199 Pateis invalid and/or that Defelant’s products do not infringe
Plaintiff's patent. (Def. Aswer & Countercls. 1 1-11).

B. Brief Description of the Product at Issue

At issue in this case is tlwenstruction of terms containedtime claims of the ‘199 Patent
that are allegedly being infrindéy a surgical lageleveloped and distributed by Defendant.
The core of the invention in th&99 Patent is a method for méging materials, such as bodily
tissues, using pulsed laser barat short and frequent imt&ls. (Pl. Opening Claim
Construction Br. 5-6). Plaintiff's invemtn claims novelty because it improves on the prior
pulsed laser systems by reducing the collattaalage caused by the pulsed laser system to
tissues surrounding tharget area. IdPlaintiff's method of adkving this more precise

modification of the target area wéhrough utilizing repeated lagaulses to continually modify

! Specifically, Plaintiff asserts that Defendant has infringed claims 1, 2, 5-7, 10-15, 20-25, 27, 2856%84%61,
67,71, 77, 80-83, 85, and 86 of the ‘199 Patent.



the target area and then allowithg residual heat, or thermal egyrin the area to dissipate.
1d.? As discussed below, the disputed terms grity concern the charactand utilization of the
laser to achieve the claimed result.

C. ProceduraHistory

On March 5, 2009, Plaintiff filed a Complaialleging that Defendd infringed the ‘199
Patent. On April 6, 2009, Defendant filedamswer and counterclaims. On July 24, 2009,
Defendant filed its first request for ex parg@xamination with the United States Patent and
Trademark Office (“PTQ”). This first requestrfileexamination focusesh two pieces of prior
art, arguing that when viewed in a new lighgse pieces createdubstantial new question
regarding patentabilit The PTO disagreed and rejecizefendant’s application for a
reexamination. On October 28, 2009, Defendded & second request for reexamination, citing
one piece of prior art that it had cited in thiéah reexamination application as well as three
other pieces of prior art not previously citethe request for reexamination was granted by the
PTO in December of 2009.

In Defendant’s request for reexamination, Defent argued that there was a substantial
guestion of patentabilitwith regard to independent claitbrand its dependent claim 2 of the
199 Patent and that these claigi®uld be invalidated as anpeited and/or obvious in light of
the prior art. On October 26, 2010, the PTO issusgbxamination certificate that affirmed, as
amended, the patentability of clairhgo 4 of the ‘199 Patent. S&826" Reexamination
Certificate, U.S. Patent 6,482,199 C1. In #ddj the PTO allowed additional new claims 17

through 86 of the ‘199 Pateht.

2 The Abstract of the ‘199 Patent statieat the patented product is “[a] method and apparatus . . . for fast precise
material processing and modification which minimizes collateral damage.” The invention claims to &ihieve t
result by “[u]tilizing optimized, pulsed electromagneditergy parameters.” (Abstract, ‘199 Patent).

% The PTO did not reexamine the patentability of claims 5 through 16 of the ‘199 Patent.
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Il. Legal Standard for Claim Construction
To prove patent infringement, a plaintiflust demonstrate that the accused device or

method contains all the limitations of the ol&id invention. Johnson Worldwide Assocs., Inc.

v. Zebco Corp.175 F.3d 985, 988 (Fed. Cir. 1995). As a@ueisite to the ultimate disposition,
however, a court must determine as a mattéawfthe meaning and the scope of the disputed
patent's claims._(1l. Claim construction is a question ofviatherefore, it is[t]he duty of the

trial judge . . . to determine the meaning of the claims at issue.” Exxon Chem. Patents, Inc. v.

Lubrizoil Corp, 64 F.3d 1553, 1555 (Fed. Cir. 1995).

The scope of a patented invention is defined by the enwderktims that comprise the

patent. _Phillips v. AWH Corp415 F.3d 1303, 1312 (Fed. Cir. 2005). Absent an express intent

to impart a novel meaning, the words of airtl are given their "ordinary and customary
meaning," which is defined as "the meaning thatterm would have to a person of ordinary
skill in the art in question dhe time of the invention.” Icat 1312-13 (citations omitted). The
court must adopt the perspective of one who "read[s] the words used in the patent documents
with an understanding of their meaning ie field, and [who has] knowledge of any special
meaning and usage in the field." Id.

Intrinsic evidence, which consists of més within the patenitself, including the
claims, the specification, and the prosecutiatdny, is the key initlecomponent of claim
construction._ldat 1314. Claim construction begiwgh intrinsic evidence—"[f]irst and
foremost . . . the language of the claims thdwesg’ since the claim language is chosen by the

inventor to distinctly claim the subject mattertioé invention._ ACTV, Inc. v. Walt Disney Co.

346 F.3d 1082, 1088 (Fed. Cir. 2003). “Because the claim language is chosen by the patentee to



particularly point out and distotly claim the subjeatnatter of the invention, the claim terms
chosen by the patentee carry a presumption tegtrttean what they say and have the ordinary
meaning that would be attributed to those vgdogl persons skilled in¢hrelevant art.”_1d.
(internal citations omitted).

Furthermore, the specification can "act[Jeagictionary when it expressly defines terms

used in the claims or when it defines tetmgamplication.” VitronicsCorp. v. Conceptronic,

Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996). It is dlmatirely appropriate for a court, when
conducting claim construction, tolyeneavily on the written desgption for guidance as to the
meaning of the claims.” Phillipg15 F.3d at 1317.

Secondarily, a court may draw on extrmevidence regardingélevant scientific
principles, the meaning of technicalrtes, and the state of the art." IBxtrinsic evidence
derives from sources outside the patent andguution history, suchs expert testimony,
dictionaries, or treatise and although it may be useful,i4tunlikely to result in a reliable
interpretation of patent claim scope unless cansid in the context dhe intrinsic evidence."
Id. at 1319. Moreover, the Fede@ilcuit has cautioned that "these of the dictionary may
extend patent protection beyond wkhbuld properly be afforded blge inventor's patent.” Id.
at 1322.
lll.  Terms for Which All Part ies Agree that the Court Should Adopt a Construction

The following subsections present claim ternat the parties agree require construction.
Subsection A presents terms for which plagties agree on thegper construction, and
Subsection B presents terms for which the padisagree on the proper construction. Because

all parties agree thatearterms identified in these subseas require construction, these terms



are properly considered “at igsun this litigation and the Cotwill adopt constructions of
these terms.

A. Terms for Which There Is Both Agreentéhat the Court Should Adopt a Construction,

and Agreement by Both Parties ashte Construction the Court Should Adopt.

Plaintiff and Defendant have agreed oa tlonstruction of the terms “[modification]
threshold volumetric power density,” “power diynshreshold for materiahblation,” “deposited
volumetric power density,” “power densities within the region targeted for modification,”
“‘commutative ablation,” “absorptiotharacteristic of the material . at the target region,”
“absorption of the target regior,Scattering characteristiof the material athe target region,”
and “scattering of the target region.” Both Rtdf and Defendant urge the Court to adopt the
agreed-upon constructions. éde claim terms appear in claims 1, 5, 80-83, 85, and 86 of the
‘199 Patent. Pl. Opening Br. 1®laintiff asserts that Defeadt has infringed all of these
claims, among other claims of the ‘199 Patent.

Given the role these five terms play in Begents at issue in this case, the Court will
construe the terms. Further, because Plammtitf Defendant agree on a set of constructions, the
Court will adopt the agreed-upaonstructions. These consttionis are reflected in the

following table. (Pls.” Opemnig Claim Construction Br. 10).

Table 1

Claim Term Claim(s) in Which Agreed-Upon Construction

Term Appears
“[modification] 1, 80-83 “The minimum energy per unit time per unit
threshold volume necessary for material modification.”
volumetric power
density”
“power density 5
threshold for
material ablation”
“deposited 1, 80-83 “Deposited energy per unit time per unit




volumetric power volume.”
density”

“power densities | 5
within the region
targeted for

modification”

“commutative 5 “The combined effect of successive ablation.|
ablation”

“absorption 1, 80-83 “A characteristic of the target material that
characteristic of determines the absorption of the

the material . . . at electromagnetic energy by the target material at
the target region” the target region.”

“absorption of the | 85, 86
target region”

“scattering 1, 80-83 “A characteristic of the target material that
characteristic of determines the scattering of the electromagnetic
the material at the energy by the target material at the target

target region” region.”

“scattering of the | 85, 86
target region”

B. Terms for Which There is Agreement thiae Court Should Ado@ Construction, but

Where Plaintiffs and Defendarffsesent Competing Constructions:

Plaintiff and Defendant dispeithe construction of severahoh terms in the ‘199 Patent.

SeeJoint Claim Construction and Prehearing Staténten A. “[l]t is the court’s duty to

resolve . . . a fundamental dispute regarding tbpesof a claim term . . . .” O2 Micro Int'l Ltd.

v. Beyond Innovation Tech. C&21 F.3d 1351, 1362 (Fed. Cir. 2008). Because each party

presents a different proposed construction eséhfifteen claim terms, and both Plaintiff and
Defendant agree that the Court should adopt aactstns (albeit different constructions) of each
term, the Court finds that there is a “fundamedtgpute” concerning these terms. Accordingly,

the Court construes each term as set forth below. The parties’ proposed constructions for each

disputed claim term are listed in Table 2 below.



Table 2

# | Claim term Recited in or | Plaintiff Defendant
Required by
Claims®
1 | “operating the 1, 2,20, 21, Operating the source | Varying the wavelength,
source and 22,23, 25, 27,| and setting or adjusting| energy, power, spot size
manipulating the 28, 30, 34, 501 the beam parameters | focal volume, duration, o
beam parameters” | 54, 61, 67, 71/ prior to or during the repetition rate of an
77,80-83 operation of the source| electromagnetic beam
“manipulating beam| 1, 2,20, 21, | Setting or adjusting the| while irradiating the
parameters” 22,23, 25, 27,| beam parameters prior | target material.
28, 30, 34, 501 to or during the
54, 61, 67, 71| operation of the source
77,80-83
“manipulating 5, 6,7, 10-15
parameters of the
beam”
“adjusting 85, 86
characteristics of the
electromagnetic
radiation beam”
“varying at least ong 1, 2, 20-25,
of the following 27, 28, 30, 34
beam 50-54, 61, 67,
parameters” 71, 77,80-83
2 | “interaction energy | 1, 2, 20-25, Energy transients in the A temporary state of
transients” 27, 28, 30, 34/ target material that are | matter, other than plasm
50-54, 61, 67, created by interaction of that is initiated by the
71, 77,80-83, | electromagnetic interaction of
85, 86 radiation with the target electromagnetic beam
material. energy with the target.
Interaction energy
transients would
normally include plasma
but in the application for
the patent, Neev
disclaimed plasma from

* Independent claims are listed in bold typefageereas dependent claims are listed in regular

typeface.



interaction energy
transient.

“preparing the targe
region of the target

t1, 2, 20-25,
27, 28, 30, 34

Altering the absorption
or scattering

Changing the absorption
or scattering

1t

material by spatially| 50-54, 61, 67,| characteristic of the characteristics of the
or temporally 71,77 target region of the target region by
varying at target material in time orintroducing a substance,
least one of an space, prior to such as a doping agent.
absorption irradiating the region
characteristic of the with the electromagnetic
material or a pulses.
scattering
characteristic of the
material at the target
region”
“operating the 1, 2, 20-25, | Operating the source at Firing multiple
source at a pulse | 27, 28, 30, 34, a pulse repetition rate | electromagnetic pulses 3
repetition rate 50-54, 61, 67,| greater than 0.1 pulses| a rate greater than one
greater than 0.1 71, 77,80-83 | per second until a target pulse every ten seconds
pulses per second volume in the target at the same target regior
until a target volume region has been until a desired volume
in the target region modified. within that target region
has been modified” has been modified.
“allowing interaction 1, 2, 20-25, | Allowing energy Allow(ing) the decay, via
energy transients | 27, 28, 30, 34/ transients in the target | the passage of time, of g
caused by the 50-54, 61, 67,| material that are createdinteraction energy
electromagnetic 71, 77,80-83 | by interaction of transient, caused by the
pulses to electromagnetic delivery of a single
substantially radiation with the target electromagnetic pulse to
decay so that material and caused by| the target region, prior tg
material the electromagnetic subsequent irradiation, s
modification is pulses incident on the | that the material is
effected” target material to modified.

substantially decay such

that the material is

modified.
“allow interaction 85, 86 Allow energy transients
energy transients in the target material
caused by the pulsed that are created by

electromagnetic
radiation beam to
decay sufficiently
such that the
material can be
modified”

interaction of
electromagnetic
radiation with the target
material and caused by
the electromagnetic
pulses incident on the
target material to




substantially decay suc
that the material can be

=)

modified.
6 | “cumulative residual 5-7, 10-15 Remaining accumulated “Thermal energy” means
thermal energy left thermal energy leftin | energy from the
in the material by a the target material by a| electromagnetic radiation
pulse train” pulse train. that was converted to

heat energy resulting in
temperature increase.

52

A “pulse train” is the
delivery of multiple
exposures of EM
radiation to the same
target region in the targe
material.

—+

“Cumulative residual
thermal energy left in the
material by a pulse train’
refers to the residual
thermal energy that
builds up at a particular
target region in the targe
material after multiple
exposures of EM
radiation by the pulse
train each depositing a
certain amount of
residual thermal energy.

—~F

The ‘199 Patent is structuredth two major independent claims, claims 1 and 5, from
which the majority of the 86 claims depernddependent claims Ind 5 claim a method of
operating a laser to achieve the desired naterodification and abteon. Claims 79 through
83 are also independent method claimsofuerating a laser. Claims 84 through 86 are
independent claims directed to an apparduperforming the method, rather than the method

itself, and were added during the reexamination proceedings.
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Claim 1 and its numerous dependent claimgtsanajor claims at issue in this case.
Claim 1 consists of a preamble and five sepagkents. The claim is directed to a method of
using a pulsed laser to modifyarget material in a controllexhd variable speed manner. The
claim recites five elements that are necessaaghmeving this resultElement (a) requires
providing a source for the pulskser. Element (b), which was added during reexamination,
requires the preparation of the targnaterial in a particular maer. Element (c) requires the
operation of the laser source awdjusting the parameters until the material is able to be
modified. Element (d) describes a pause betvpedses to allow the energy to decay and the
material to be modified. Element (e) requiresphkse to be operated at a rate of greater than
one pulse every 10 seconds until the target nadtiesis been modified. Several of the claim
terms in the preamble of Claim 1 and each diivis elements are at issue in this case.

The disputed claim terms will each be discussed in turn below.

1. “operating the source and manipulating lleam parameters,” “manipulating beam

” o ” o

parameters,” “manipulating parameters @& beam,” “adjusting characteristics of the
electromagnetic radiation beam,” and ‘yiag at least one of the following beam
parameters”

Plaintiff's and Defendant’s claim consttien dispute regardinthese terms centers
around the relevant time period during which treetsbeam must be adjusted. Plaintiff's
construction allows for the beam to be adjusteatbtgo or during the ogration of the source,”
whereas Defendant’s constructioguées the beam to be adjustedile irradiaing the target
material.” Defendant notes thedveral portions of the speciition discuss the adjustment of

the beam settings in conjunctiontivthe operation of the laser pulse source. Def. br. at 17-19

(citing, inter alia, ‘199 Patent abl.7 11.39-58, col.8 11.24-37, ¢® 11.21-35). Defendant argues

11



that because “the specificai teaches monitoring the amount of material being ablated and
using this information to reduce the laser rapatirate,” the specificatioenvisions adjustment
of the laser pulse rate simultansly with the operation of the laser source. Def. br. at 19.
Plaintiff counters that whilehe beam parameters may be varied during operation, the
specification never requires that the laser bparameters be varied during operation of the
source. Pl. br. at 10.

The Court adopts Plaintiff's constructiontbese claim terms. The ‘199 Patent
specification provides that “[p]refdoly, at least one characteristic of the material to be ablated is
first determinedand then a pulse [or pulse rate] of the diredtenergy is defined.” ‘199 Patent,
col.6 11.7-9, 60-65 (emphasis added). The speciGodurther provides that the desired ablation
“may be accomplished using . . . a single pulse.’ctdl9 11.19-20. These portions of the
specification assume that the beam parameteysomadjusted prior toperation of the laser
source. Therefore, Plaintiff’'s construction of ttlaim terms as “setting or adjusting the beam
parametergrior to or during the operation dlie source” clarifies thameaning of the terms in a
manner supported by the specification.

2. “interaction energy transients”

The parties’ central dispute regarding ttlisim term focuses on whether the term
includes plasma within its purview. Defendarmjues that Plaintiff previously disclaimed
plasma from the scope of the patent duriragpcution in order tdistinguish Plaintiff's
invention from prior art. Defendant citesth® prosecution history afie ‘199 Patent, during
which the examiner purportedly understood‘ft89 Patent to distinguish between the
“interaction energy transients” tie ‘199 Patent and the “plaafrdisclosed in a previously

issued patent, U.S. Patent No. 5,720,894 (filed JAn1996) (“the ‘894 Patent”), issued to Neev
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et al. Def. br. at 26 (citing DeEx. C. at 2). Plaintiff respondkat while the patent examiner
may have understood there to be such a disim, Plaintiff’s silerce in the face of the
examiner’s statement does not constitutesavtbwal of claim scopePl. br. at 16.

The Federal Circuit has held that “silemegarding statements made by the examiner
during prosecution, without more, cannot amount to a ‘clear and unabtatisavowal’ of

claim scope.” _Salazar v. Procter & Gamble G4 F.3d 1342, 1345 (Fed. Cir. 2005).

Furthermore, the term “plasma” is specificall{ed in the claims added during reexamination,
including Claim 21. ‘199 Patent Reex. Cedl.2 11.56-59. Therefa, the Court adopts
Plaintiff’'s construction of “inéraction energy transients” as &gy transients in the target
material that are created by irdetion of electromagtie radiation with the target material.”

3. “preparing the target region of the target mateoy spatially or temporally varying at
least one of an absorption characteristic of the material or a sugitbaracteristic of the
material at the target region”

The parties disagree as to the method of pregdaie target region dhe material to be
modified or ablated. Defendant’s constructoposes that the claim term be construed as
“changing the absorption or staring characteristics of tharget region by introducing a
substance, such as a doping agent.” Def. br. at 22 (emphasis adtle Plaintiff argues that this
limitation of the claim term is not proper, as theget material could be modified by mechanical
means that do not require the introduction of a chehsubstance. Pl. br. at 14. For the reasons
below, the Court adoptsdhtiff’'s construction.

Defendant argues that their construction @er since the specifitan does not support
a method of preparing eéitarget material through a meantkser than throughmtroduction of

chemical substances. Plaintiff cites to severdi@us of the patent spiication that describe
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different embodiments for prepaiati of the target material. I¢citing ‘199 Patent at col.19
[1.41-53, col.20 1.7-12, col.40.46-55, col.41 11.40-48, col.4224-43, col.45 11.22-29).
However, none of these examples provide fepparation of the material through mechanical
means, as Plaintiff's proposed construction s¢éelehcompass. Moreover, both Plaintiff, as
well as Plaintiff's patent prosecution counsethe reexamination proceedings, stated during
deposition that they could not pbito any portion of the spewétion that describes using a
mechanical means for modifying the target matérial.

Where “[a]ll the descriptionsf the invention” in a paté specification concern one

particular embodiment, it is proper to limit a claim to that embodiment H8legjic, Inc. v.

SenoRx, Inc639 F.3d 1329, 1335 (Fed. Cir. 2011) (findingttthe “specification ma[de] clear

what the inventors contemplated as their mian” because of the similarity between the
examples provided in the specifian). Defendant argues thad itonstruction of the claim term
as “changing the absorption or scattering charatics of the target region by introducing a
substance, such as a dopingmaty’ would be consistent witie specification, which only
provides examples of chemical meafsnodifying the target material.

Plaintiff responds that claims 57 and 8#ich depend from independent claim 1,
provide examples “wherein @paring the targetgion of the target material” may be
accomplished via mechanical means. Specificalaim 57 teaches that the target material can
be prepared by “creating compression zones thigitarget region,” and claim 58 teaches that

the target material can be prepared by “changidgnsity of the targenaterial at the target

> Plaintiff argues that Defendfis use of Plaintiff's reeamination counsel’s deposition

testimony is not proper because Defendant has not qualified Plaintiff's reexamination counsel as
an expert such that his opinion on claim constonds admissible. Ptesp. br. at 13 n.5. The

Court finds that Plaintiff's counsel’'s testimorsyadmissible as a party admission under Federal
Rule of Evidence 801(d)(2)(B), and that Pldins bound by the representations of his counsel.
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region.” ‘199 Patent at collb32-43. The Court agrees witiaintiff that claims 57 and 58
recite means of preparation that include medsmeans. Defendant argues in response that
claims 57 and 58 are not supported by the sjgatibn, and therefore must be limited by the
specification® While it is true that aliiguous language in a claim term may be limited when all
the examples in the specificatioancern one specific embodiment, sé#ogic, 639 F.3d at
1335, the duty of the Court while struing the terms is to “[f]irst. . look to the words of the
claims themselves . . . to define thee of the patented invention.” Vitronj&) F.3d at 1582.
Therefore, since claims 57 and 58 of the ‘199 Patent specifically deseitieanical means of
modifying the target material, it would bepnoper for this Court to limit the claim terms
beyond their plain meaning by adopting Defen@acnstruction. Acaalingly, this Court
adopts Plaintiff's construction of the claimrreas “altering the absorption or scattering
characteristic of the target region of the targetemal in time or space, prior to irradiating the
region with the electromagnetic pulses.”
4. “operating the source at a pulapetition rate greater th@nl pulses per second until a
target volume in the target region has been modified”
The parties’ dispute about this claim teiomouses on whether the operation of the laser
source requires “firing multiple electromagnetic pulses,” as Defendant claims, or whether the

method of operating the laser soeimay involve only one pulse, B&intiff claims. In support

® Defendant argues alternatively that the Counusthadopt their claim construction as to this

term because means of modifying the targetems envisioned by claims 57 and 58 are not
supported by the specification, and are theraforalid for lack of written description and/or
enablement under 35 U.S.C. § 112. While thosi€s findings regardig the specification’s
teachings are not necessarily inconsisteith Defendant’s allegations, sdescussion suprRart
[11.B.3, the Court’s duty during a Markmdrearing is limited to constructiaf the claim terms.
Allegations regarding the iidity of patent claims are to be raised and argued at a later time.
Therefore, the Court does not reach the merits of Defendant’s invalidity claim for lack of written
description as to claims 57 and 58.
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of Defendant’s construction, Defendaefers to a portion of the sgification in which Plaintiff
stated,

The inventor recognizetthat the deposition of large number of pulses within a

short time duration, which corresponds to high pudpetition rate, is only

possible because of the condition whilbh present invention imposes on the

interaction, namely, that most the energy deposited bysiagle pulse will be

removed by the ablation products ejectedrfithe material due to the action of

the very same pulse.

199 Patent, 21:35-43 (emphasis addedefendant argues that tiagplanation of the invention
makes sense only if understood as teaching that thaneone pulse must be fired at the target
region to achieve the diged ablative effectDef. br. at 28-29.

Plaintiff responds that the claim term ifselquires operation dhe laser source only
“until a target volume in the tget region has been modifiedPI. resp. br. at 18. Plaintiff
argues further that nowhere in the patent specification is thexepdinit requirement that more
than one pulse be used to modify the target material.

Indeed, the specification eligtly states that the dgred modification can be
accomplished “using eithersangle pulse, or a plurality of pulses, afesired.” ‘199 Patent col.9
[1.19-20 (emphasis added). Basmdthe clear language of theeggication, therefore, the Court
adopts Plaintiff's construction oféhclaim term as “operating thewgce at a pulse repetition rate
greater than 0.1 pulses per second until a targemeln the target region has been modified.”

5. “allowing interaction energy transierdaused by the electromagnetic pulses to
substantially decay so that material nfm@ition is effected” and “allow interaction
energy transients caused by the pulsedrele@gnetic radiation beam to decay
sufficiently such that thenaterial can be modified”

The main dispute regarding these clainm® focuses on whether Defendant’s proposed

construction, which includes the limitatiotiet the material modification bedused by the
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delivery of asingle electromagnetiprior to subsequent irradiation.” Def. resp. br. at 13. The
parties disagree about the purpose of the ‘198rPa instruction tht interaction energy
transients be allowed to “substantially décdyring the operation of the laser source.
Defendant asserts that the claim term shoulddmstrued as teaching that the requisite decay
causes the material modification. Plaintiff argtieat, to the contrgy the interaction energy
transient decay does not cause the materialfroation, but rather minimizes collateral damage
to the target materialPl. br. at 18.

The specification teaches thhe requisite decay period exists to prevent subsequent
pulses from interacting with prsws pulses and to allow foowotrolled material modification.
‘199 Patent col.40 11.13-24, col.441D-16. The specification furthelarifies that collateral
damage is minimized by allowing the interacterergy transients to decay prior to sending any
further pulses to the target area. Ttherefore, the Court ado@aintiff’s construction, which
avoids importing limitations not present in thaiois or the specification of the ‘199 Patent.

Finally, Defendant’s construction of thesainol terms focuses on the requirement that
material modification be caused by multiple laseises. Def. br. at 13-14. Defendant argues
that Plaintiff's argument in Plaintiff's brief i@n admission that matatimodification requires
multiple pulses._ldat 14 (citing PI. br. a (“Neev understood thatultiple pulse interactions
occurring through the irradiath of pulses of any duration d¢ime target results in the
accumulation over time of energy transients ) (efnphasis added)). However, as discussed
above, the specification explicitgontemplates that a single pealcould be delivered to the
target area to achieve material modification. &iseussion suprpart I11.B.6. Therefore,

Defendant’s construction imposes a limitation on the claims of the ‘198tRla# is not proper
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in this case. Accordingly, the Court adoptaiftiff's proposed condilictions of these claim
terms set forth in Table 2 above.
6. “cumulative residual thermal energytlan the materiaby a pulse train”

The parties’ dispute over this claim term 8 around whether a “@d train” requires
the delivery of multiple pulses, as Defendant contends, or whether it could be satisfied by the
delivery of a single pulse, as Plaintiff contends. Because, as discussed above, the specification
explicitly contemplates that a single putsmild be delivered to the target area, diseussion
suprapart 111.B.6, the Court adop®laintiff’s construction of tb term as meaning “remaining
accumulated thermal energy left in the target material by a pulse train.”
IV. Terms for which Defendant Seeks Construgon, but Where Plaintiff Contends that No
Construction Is Necessary

Plaintiff and Defendant disagg about whether nine claim terms need to be construed by
this Court.

A. Terms that Defendant Arques Require Cargton, but Where Plaintiffs Arque that No

Construction Is Necessary:

Several of the terms listed in the tabldow are part of the preambles of their
respective claims. For these terrlaintiff and Defendant disputvhether each term limits the
meaning of its respective claim. As to each of these terms, Plaintiff dhguéto the extent the
Court determines it is limiting, this term shoulddmnstrued [using the identical language of the
claim term].” (PIl. Opening Claim Constructi@nief). However, Plaitiff principally argues
that construction of these terms is unnecessad/aak that the Court decline to construe them.

The Federal Circuit has held that “[w]hen thetigs present a fundamental dispute regarding the
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scope of a claim term, it is the court's duty to resolve_it.” O2 ME24 F.3d at 1362.

Therefore, the Court construes the claim terms as set forth below.

Table 3

Claim term Recited in Defendant’s Proposed Supporting

or Required | Construction Evidence Cited by

by Claims Defendant
“controlled, 1, 2, 20-25, | This term limits the scope of the| 199 Patent at 33:23-
variable rate 27, 28, claims, even when found in the | 40:24, 42:59-45:33.
material 30, 34, 50- | preamble. This refers to a procesbleev depo. at
modification” 54, 61, 67, | by which material is modified or| 113:16-114:3.

71, 77,80-83 | removed at a variable rate by | Kinder depo. at
“highly 5, 6, 7, 10-15| manipulating the beam 32:17-21.
controllable, parameters while irradiating the
variable rate target material.
material removal”
“target material” 1, 2,5, 6,7, | The entire object targeted for | Neev depo. at

10, 11,12, modification (e.g. tooth, cornea)| 114:13-115:2.

13, 14, 15, Kinder depo. at

20-25, 27, 58:21-60:24.

28, 30, 34,

50-52,53,

54,61, 67,

71, 77,80-

83, 85, 86
“target region” 1, 2, 2025, | The specific, fixed location in the Neev depo. at

27, 28, 30, | target material that is intended fpd15:24-116:1.

34, 50,51, modification by the Kinder depo. at

52,53, 54, electromagnetic beam. 58:21-60:24.

61, 67,71

77,80- 83,

85, 86
“material removal | 5-7, 10-15 This term limits the scope of the ‘199 patent ate.g.,

by a continuously
emitting,
continuous wave
(CW) beam of
electromagnetic
radiation”

claims, even when found in the

col. 11:8-13:61,

preamble. This refers to material 13:10-37, 49: 42-

removal by a beam of
electromagnetic radiation that
operates without any intervening
period of zero power as it
interacts with the material.

57:40
See also Serial No.

Office Action, April
12, 2002, at 5-7.
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“continuously

5-7,10-15

Continuous Elvadiation without

The ’199 patent at,

emitted any intervening period of zero | for example, col. 49,
electromagnetic power Il. 5-16
radiation” and 27-41.
“redistributing the | 5-7, 10-15 Partitioning the continuous wave'199 patent ate.g.,
beam in time and beam to separate physical col. 11:8-13:61,
space to form at locations in the material for 13:10-37, 49:
least one modified specific time periods with each | 42-57:40
beam comprising a period creating a “pulse effect” inSee also Serial No.
plurality of pulses” the “modified beam” at that 09/632,199, Resp. to
physical location, without Office Action, April
changing the characteristics of th&2,
continuous wave beam of 2002, at 5-7.
electromagnetic radiation.
“plasma” 21, 22,25, | A state of matter similar to a gas [None identified]
80 in which a certain portion of the

particles is ionized.

1. “controlled, variable rate matatimodification” and “highlycontrollable, variable rate

material removal”

The Court construes thea@ve terms using the identical language found in the claim

term, respectively as, “controlled, variable rate material motificaand “highly controllable,

variable rate material remava These terms are found inglpreambles to the independent

claims of the ‘199 Patent. Defendant argues éven though thesertes are present in the

preambles of the relevant claims, these gelimit the scope of the claims. Defendant’s

proposed construction for thesens include the limitation that ¢éi‘'material is modified or

removed at a variable rate by manipulatinglibem parameters while irradiating the target

material.”

Language in the preamble of a claim shdaddconstrued to limit a claim if the claim

preamble is “necessary to give life, meaning, atality” to the claim. Pitney Bowes, Inc. v.

Hewlett-Packard Cp182 F.3d 1298, 1305 (Fed. Cir. 1999).tHis case, Defendant’s proposed

construction of the claim terms is not necessary because language from Defendant’s proposed
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construction is present in elemt (d) of Claim 1. ‘199 PateReex. Cert. at col.1, [1.53-57
(“allowing interaction energy transients caubgdhe electromagnetic pulses to substantially
decay so that material modification is effecpeaimitting the controlled, variable rate material
modification”).

“District courts are not (and should not bbedjuired to construevery limitation present
in a patent's asserted claims.” 02 Mic3@1 F.3d at 1362. Defendant’s proposed construction
of these claim terms are not “necessary to tifgemeaning, and vitality” to the above claim
terms, which are found in the relevant claiptambles. Therefore, the Court declines to
impose the suggested limitations on these claim terms.

2. “target material” and “target region”

Defendant argues that these terms need tmbstrued to specify the precise nature of
the area being targeted. Def. br. at 20. Hfamsponds that the terms do not need to be
construed, as the claim term langaas clear and unambiguous.

Element (b) of Claim 1 of the ‘199 Patean element that was added during
reexamination, requires “preparing the targgioe of the target material by spatially or
temporally varying at least one of an absorption characteristic of the material or a scattering
characteristic of the material thte target region.” Defendaatgues that because both of the
terms “target material” and “targeegion” are present in the samlement of the claim, they
must refer to different areas thife object being targeted.

Defendant’s proposed construction of “targetterial” refers to “the entire object
targeted for modification (e.g., tooth, corneatiereas “target region” is limited to “the
specific, fixed location in the target matdrihat is intended for modification by the

electromagnetic beam. This digtiion is confirmed by language ihe patent specification that
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refers to targeting a “desired locatioitivin the three-dimensional space of theget region

while substantially sparg adjacent regions of tharget material from any collateral damage.”
199 Patent at 10:67-11:7 (gmasis added). Plaintiffoansel during the reexamination
proceeding specifically confirmed this understanding during his deposition. Def. Ex. K, Kinder
Dep. Tr. 60:16-24. Therefore, to assist in cleation of the claim tens, this Court adopts
Defendant’s proposed construxts of these claim terms.

3. “material removal by a continuously dting, continuous wave (CW) beam of
electromagnetic radiatiordnd “continuously emitted electromagnetic radiation”
Defendant argues that these terms, prase@laim 5 of the ‘199 Patent, must be

construed with the requirement that the ldssam have no “intervemg period of zero power”
during its operation. While the first claim teahissue, “material removal by a continuously
emitting, continuous wave (CW) beam of electromagnetic radiation,” appgaespreamble of
Claim 5, the second claim term at issue, “cantusly emitted electromagnetic radiation,”
appears in element (a) of the bamfythe claim. Language in a preamble to a claim need not be
construed unless it is “necessary to give lifeamig, and vitality” to the claim. Poly-America,

L.P. v. GSE Lining Tech., Inc383 F.3d 1303, 1309 (Fed. Cir. 2004). Construing the claim term

in the preamble of Claim 5 would be redundamid therefore unnecesgain this case.
Accordingly, the Court need only consider construing the claim term in the actual body of Claim
5, namely the claim term “continuously emitted electromagnetic radiation”.

Defendant argues that its proposed construaimuld be adopted toasify the nature of
the “continuous” laserdam taught in Claim 5. Defendant cites to two portions of the
specification in support of its camgction that the continuous beatascribed in the ‘199 Patent

has no “intervening period of zero power.” Def. br. at 10 (citing '199 Pateamdl. 49, II. 5-16
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and 27-41). However, nowhere in either el two passages does $pecification include the
express language that there mostan “intervening period of zzpower.” Insofar as such a
limitation may be present in Claim 5 and its degent claims, the claim language need not be
added to. Therefore, the Court adopts Pifimttonstruction of the term “continuously emitted
electromagnetic radiation” as “continuousimitted electromagnetic radiation.”
4. ‘*“redistributing the beam in time and space to form at least one modified beam
comprising a plurality of pulses”

Defendant argues that this claim term, gdsgsent in Claim 5, must be construed to
require the creation of a “pulse effect” imadified beam, such that the beam remains a
“continuous wave beam.” Def. br. at 12. ffeet, Defendant’s construction states that the
modified beam is pulsed “in effect” but &ctuality never ceaseo continuously emit
electromagnetic radiation. Defgant cites to portions oféhprosecution history in which
Plaintiff allegedly sought to dimguish between the prior aimcluding the ‘894 Patent, which
contains examples of pulsed labeams. Plaintiff previously reggented to the patent examiner
that,

There are fundamental differences betwienNeev, et al. ‘894 patent system

and the invention of the prexst application. The beamanfacteristics . . . are not

changed in the invention of the present aapion as they are in the Neev, et al.

‘894 patent. In the invention of the presapplication, the spil location of the

beam at the target is changed in timen@nipulate the distribution of the constant

beam output at a specific place on the targethe beam itself is never affected,

only its location on the targéssue is changed. TheehV, et al. ‘894 patent does

not teach or even contemplate the usa obntinuous wave source, let alone such

a manipulation of the continuous wave beam.

Def. Ex. F at 6. Plaintiff responds thatilehPlaintiff may have made this statement

during the prosecution history tife ‘199 Patent, finallyssued claim language trumps

erroneous statements made in the courgatant prosecution. PI. resp. br. at 6 (citing
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Biotec Biologische Naturveazkungen GmbH v. Biocorp. In@249 F.3d 1341, 1348

(Fed. Cir. 2001)).

The Court adopts Plaintiff's constructiohthis claim term, because to adopt
Defendant’s proposed construction would berpose a limitation on the claim, based on the
prosecution history, that contradidhe language of the claims thetre actually issued. The
specification of the ‘199 Patent discloses exawnif a “redistributed beam” wherein a beam-
switching devicétakes a continuously-emitting beam and “rapatijtch[es] out a portion of
the electromagnetic beam so that a pre-determined time during [the resultant pulse] can be
precisely selected.” ‘199 Rant, col. 50 11.16-25; see idol. 52 11.21-32 (emphasis added).
Moreover, to adopt Defendantenstruction would be to exclude the possibility of exercising
Claim 7, which depends from Chai5 and includes the examplafsthe beam-switching devices
described in the ‘199 Patent specification. dal. 78 11.54-62. Defendd’'s construction would
impose limitations on Claim 5 that are contraglicby the express language of the claim and the
working examples disclosed the specification.Therefore, the Court adopts Plaintiff's
construction of the claim term as “redistributiihg beam in time and space to form at least one
modified beam comprising plurality of pulses.”

5. “plasma”

The parties dispute whether the claim téptasma” needs to be construed. Plaintiff
argues that it does not, wher&efendant argues that constiioa would help the jury to
understand the meaning of the term. Defendant cites to the Wikipedia entry for a definition of
“plasma” as “a state of matter similar to a gawhich a certain pomin of the particles is

ionized.” Def. br. at 28 (citing Wikipedia, tht//en.wikipedia.org/wiki/Plasma_(physics) (last

! Examples of such beam switching deviaes Kerr cells and Pockels cells. SE#9 Patent at
50:16-24 (describing theperation of the Kerand Pockels cells).
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visited Feb. 16, 2012)). Becausef®welant does not cite to anyrtiaer authority in support of
this proposed claim construati, the Court relies aifne language of theatent itself and
construes the term as “plasma.”
V. MOTION TO STRIKE

Under Rule 12(f), a party may move to strfkem a pleading “an insufficient defense or
any redundant, immaterial, impertinent, or stalous matter.” A court has “considerable

discretion” in deciding a Rule 12(f) mon. Tonka Corp. v. Rose Art Indus., In836 F. Supp.

200, 217 (D.N.J. 1993). However, motions to stake disfavored and usually will be denied
“unless the allegations have possible relation to the controversy and may cause prejudice to

one of the patrties, or if the allegations confileissues in the case.” River Road Dev. Corp. v.

Carlson Corp. NeNo. 89-7037, 1990 WL 69085, at {B.D. Pa. May 23, 1990).

A. Defendant’s Motion to Strike

Defendant moves to strike two portiasfsPlaintiff's Opening Markman Brief under
Federal Rule of Civil Procedure 12¢f)Defendant argues that tleesortions are inadmissible as
irrelevant evidence under FedeRalle of Evidence (“FRE”) 40@r as hearsay under FRE 802.
Plaintiff maintains that the paragraphs are raeléaad that they are admissible either because
they are not hearsay or because they are adit@iggider an exception to the hearsay rule. The
Court agrees with Plaintiff that the challengextions of Plaintiff's bief are relevant to the
matter of claim construction and are furtherennot hearsay. Accordingly, the Court denies
Defendant’s motion to strike.

Sections II(A) and II(C) of Plaintiff ©Opening Markman Brief are part of the

“Background” section of Plaintif§ brief and are respectively titledhe State of the Art at the

8 Specifically, Defendant requests that the €strike Section II(A) and Section 1I(C) from
Plaintiff's Opening Markman Brie Def. Reply br. at 4.
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Time of Dr. Neev’s Inventionand “Dr. Neev’s Invention.”Section II(A), citing to the ‘199
Patent specification for suppocpntains several assertiongaeding the extent of known
research in the field at the tiroé Plaintiff's invention. For exapile, Plaintiff states, “[a]t the
time of the invention, researamthis field was directed tenhancing material removal by
increasing the power of the elemnhagnetic energy or by increagithe intensity of individual
pulses of electromagnetic energy.” Pl. Opening Mek br. at 4. Plaintiffurther states that “at
the time of the invention, there was a neadafaaterial modification regime that minimized
collateral damage and maximized precision.” Id.

Section II(C) concerns Plaintiff's state of mindia¢ time of his invention. For example,
Plaintiff states that he “regnized that ultrashort pul$ézser systems provided improved
precision in material and biolagal tissue modification.” Idat 5. The section further states that
Plaintiff “sought to develop a method for matenabdification that allows the use of not only
ultrashort pulse systems, but also systemshiéna pulse durations of up to several milliseconds
long, while still maintaining the improved pision afforded by the ultrashort pulse laser
system.” _Id.at 5-6.

Defendant argues that these and other statements in Section [I(IGrate irrelevant
to the issue of claim constructiand should be stricken. Defendaiternatively argues that if
the Court finds that the challenged passages are relevant to the resolution of the claim
construction hearing, the Court nonetheless shstuke the passages lasarsay under FRE 802.

At the outset, the Court finds that the chadjed statements pass the simple threshold test
for relevant evidence under FRE 401. Rule 401 sthtds[e]vidence is relevant if: (a) it has
any tendencyo make a fact more or less probable titavould be without the evidence; and (b)

the fact is of consequenaedetermining the action.” (Emphasis added). The Federal Circuit
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has held that when construing patent claian&ourt starts the desionmaking process by
reviewing the same resources asiddthe person of ordinary skih the art], viz. the patent

specification and the prosecutiorstairy.” Phillips v. AWH Corp.415 F.3d 1303, 1312-1313

(Fed. Cir. 2005). The state of the art @& time of the invention is relevant to claim

construction._V-Formation, Inc. v. Benetton Group Sg§A1 F.3d 1307, 1310 (Fed. Cir. 2005).

Thus, the challenged portions of Ridif’'s brief, which relate to Riintiff's skill in the art and the
state of the art at the time of Plaffis invention, areclearly relevant.

Defendant next argues that the statemeotstitute impermsble hearsay under FRE
802 because the statements concern the noveRiaoftiff's invention, and because Plaintiff
attempts to use the statements to prove thie giuthe matter asserted (novelty). Plaintiff
counters that the statements made in Section W& not made to prove the truth of the matter
asserted, but rather to show their effect on a person of ordinary skill in the art. The Court agrees
with Plaintiff. Statements in a reference offefedtheir effect on one of ordinary skill in the art

are not hearsay. Abbott Labs v. Diamedix Cad®p9 F. Supp. 1064, 1066 n.1 (N.D. Ill. 1997).

The Court finds that Plaintiff's discussion oéthtate of the art #e time of Plaintiff's
invention relates to the effetttat ongoing research would haved on a person of ordinary skill
in the art. Therefore, these statements are not hearsay.

Furthermore, to the extent that the statemintise challenged sections do not relate to
Plaintiff's state of mind, the statements are adibissas legally-operative facts. Statements in a

patent have legal consequence, and therefore comprise legally ap&etdwhich are not

hearsay._United States v. Tyl@81 F.3d 84, 98 (3d Cir. 2002) (“The hearsay rule excludes
verbal acts, statements which themselvescathe legal rights of the parties or are

circumstances bearing on conduct affectingrthights.”). Accordingly, any references to
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statements in the specificatitmat rely on the legal significance of the issued patent are
admissible.

As noted above, motions to strike are disf&d and usually will be denied “unless the
allegations have no possible relation to the rawatrsy and may cause prejudice to one of the

parties, or if the allegatioronfuse the issues in the case.” River Road Dev. CI#p0 WL

69085, at *3. The Court finds thidte statements in the challengettions are both relevant to
the Court’s claim constructiomd are not being used for thettn of the matter asserted.

Therefore, the Court deni@efendant’s motion to strike.

VI. CONCLUSION

For the above reasons, the Court adopts mizfet’'s construction dtarget region” and
“target material.” As specified above, theutt adopts Plaintiff's consictions of all other
disputed claim terms. For claim terms asvtoch the parties do nalispute the proper
construction, the Court adopts the parteegreed-upon constructions. Finally, the Court

DENIES Defendant’s motion to strikédn appropriate ater shall issue.

Date: 3/26/12 /s/ Robert B. Kugler
ROBERTB. KUGLER
Lhited States District Judge
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